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•1.  EXGLUSIVB  ProPBBTT  IN  EMBLEMS  U8BD  BT  SOCIBTIBS. 

The  fact  that  the  Grand  Army  of  the  Bepnblic  have  adopted  a  certain  de«ip:n 
for  their  badge,  or  for  the  letter-head  of  writing-paper  naed  by  them,  does  not  se- 
cure to  soch  organization  anoh  exclnaive  property  in  the  particular  repreaeotation 
as  wonld  deprive  an  applicant  who  baa  complied  with  all  the  requirements  of 
the  atatate  of  hit  right  to  re^iater  the  aame  aa  a  Trade-Mark.  It  ia  well  settled 
that  emblema  which  hare  been  naed  by  aooietiea  poaaeaa  no  aancity  or  aacred- 
neaa  which  preolndea  their  being  naed  and  applied  aa  Trade-Marka. 
-2.  TRAOK-MaBSS  WfUCH  Embblubh. 

The  objection  of  the  Examiner  that  the  Trade-Mark  embelliahea  the  paper  ia 
not  approved.  It  may  be  aald  tbat  acaroely  any  Trade-Mark  can  be  applied  to 
paper  withont  incidentally  embelliahing  it.  If  the  deaign  ia  a  legitimate  anbject 
of  a  Trade-Mark  and  ia  not  prohibited  by  law,  the  fact  that  it  incidentally  em- 
belliahea the  page  on  which  it  appeara  cannot  deprive  it  of  ita  lawful  quality  aa 
a  Trade-Mark. 

a.  Rbprbsentahoms  Patbhtbd  as  Dbsiqns  not  Barrbd  from  Rbgistration  as 

Tradb-Marks. 

The  fact  that  the  Grand  Army  of  the  Republic  have  previously  obtained  a  Design 
patent  for  this  representation,  the  term  of  which  has  expired,  does  not  constitute 
a  legitimate  bar  to  the  employment  of  this  design  as  a  Trade-Mark  in  commerce 
with  foreign  nations.  The  mere  fact  that  the  organization  originated  the  design 
wonld  make  no  difference  whatever  if  the  design  has  been  donated  to  the  world 
to  be  used  in  all  the  ways  of  which  it  is  capable.  The  Grand  Army  of  the  Re- 
pablio  retained  no  proprietary  right  after  the  term  of  their  Design  patent  expired. 
There  is  no  property  in  the  design  itself  vested  in  any  one.  Any  person  may 
apply  the  deaign  aa  a  Trade-Mark  to  a  certain  class  of  merchandise,  and  when 
thns  applied  it  acquires  the  quality  of  property  and  becomes  vested  in  him  who 
iknt  makes  anoh  new  and  distinct  application  of  the  deaign,  and  r^iatration  will 
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be  granted,  provided  the  applicant  has  complied  with  all  thereqatrements  of  the 
statnte  and  the  mark  is  used  in  commerce  with  foreign  nations. 
4.  Officb  Bound  bt  the  Oath  of  AppLiCA.irr, 

The  Patent  Office  has  not  the  means  to  investigate  the  qnestion  whether  the 
applicant  in  the  present  case  is  simply  seeking  to  obtain  the  gnise  of  security 
round  his  Trade-Mark,  when  he  really  means  to  use  it  as  an  attractive  embellish- 
ment for  a  particular  class  of  persons  in  this  coijintry.  The  Office  is  bound  by 
the  oath  of  the  applicant,  and  such  a  question  as  the  above  must  be*  settled  by 
the  courts. 

Appeal  from  Primary  Examiner. 

TRADE-MARK  FOR  WRITING-PAPER. 

Application  of  David  King  filed  May  14, 1888. 
Mr.  H.  A.  Taulmin  for  the  applicant. 

STATEMENT. 

Applicant  has  presented  for  registration  as  a  Trade-Mark  an  exact 
representation  of  the  well-known  badge  of  the  Orand  Army  of  the  Be- 
public,  which  he  proposes  to  use  as  a  water-mark  on  writing-paper. 
Hall,  Commissioner: 

Applicant  has  presented  as  his  Trade-Mark  for  writing-paper  a  de- 
sign, which  he  uses  as  a  water-mark,  consisting,  essentially,  of  the  let- 
ters <'  G.  A.  B."  and  the  representation  of  an  eagle,  a  flag,  and  a  star. 
It  is  proper  to  add  that  this  design,  which  the  applicant  claims  to  have 
applied  to  his  goods  as  a  Trade-Mark,  is  an  exact  representation  of  the 
well-known  badge  of  the  Orand  Army  of  the  Bepublic  Although  the 
applicant  in  his  argument  has  attempted  to  draw  some  distinctions  be- 
tween the  Trade- Mark  exhibited  by  him  and  the  badge  of  .the  Grand 
Army  of  the  Bepublic,  there  can  be  no  doubt  that  the  similarity  is 
such  that  the  distinctions  alluded  to  make  no  difference  whatever. 

This  application  ibr  registration  has  been  refused  by  the  Examiner, 
for  the  reason  that  the  design  has  been  heretofore  adopted  and  employed 
by  the  Grand  Army  of  the  Bepublic  upon  badges  worn  by  its  members, 
and  has  been  printed  as  a  letter-head  upon  the  writing-pa))er  used  by 
that  organization  in  its  correspondence.  The  Examiner  has  also  in- 
sisted that  this  design,  when  applied  by  way  ot  a  water-mark  upon  the 
paper,  embellishes  and  consequently  enhances  the  value  of  it,  and  this, 
having  another  use  than  that  of  a  Trade-Mark,  is  not  the  proper  sub- 
ject of  a  Trade- Mark  registration.  It  is  also  proper  to  add  that  hereto- 
fore this  design  was  patented  as  a  Design,  but  the  term  for  which  this 
security  was  obtained  has  expired,  so  that  it  is  no  longer  protected.  No 
objection  is  made  to  its  registration  on  account  of  the  fact  that  it  is  in- 
corporated in  the  paper  as  a  water- mark  in  the  process  of  manufacture, 
for  it  is  conceded  that  the  water ^mark  is  one  of  the  ancient  and  well- 
known  means  of  applying  a  Trade-Mark  to  writing  paper,  and  no  reason 
is  conceived  for  objecting  to  it  on  that  ground.    The  question  then  aiises 
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whether  the  facts  stated  above  constitate  a  proper  and  legitimate  bar 
to  the  employment  of  this  design  in  its  application  to  interstate  com- 
merce as  a  Trade-Mark. 

The  fact  that  this  proposed  Trade-Mark  may  be  said  to  be  a  design  I 
think  can  make  no  possible  difference.  The  records  of  the  Office  con- 
tain a  multitude  of  Trade-Marks  which  are  designs  in  the  sense  that 
they  are  fanciful  pictures  and  illustrations,  and  it  matters  not  how  in- 
oongrnons  or  meaningless  a  design  may  be,  it  stiU,  within  some  limits 
and  restrictions,  can  be  the  subject  of  a  Trade-Mark. 

It  is  coucede<l  that  this  design  has  never  been  used  as  a  Trade- Mark 
by  the  Grand  Army  of  the  Republic  or  by  any  other  persons  either 
in  local  trade,  interstate  commerce,  or  commerce  with  foreign  na- 
tions. As  is  said  by  the  Examiner  in  a  supplement  to  his  state- 
ment, this  design  has  become  a  matter  of  public  knowledge  and  use, 
so  that  it  is  no  longer  capable  of  being  exclusively  appropriated  in 
the  ordinary  sense  as  property.  It  has  fallen  into  the  mass  of  fanci- 
ful designs  which  may  be  employed  by  every  person  in  any  appro- 
priate and  lawful  manner.  The  applicant  in  this  case  claims  to  have 
thus  found  it  the  subject  of  lawful  use,  and  has  so  far  appropriated 
and  applied  it  as  a  Trade-Mark  to  a  certain  class  of  merchandise  in 
a  proper  and  legal  manner.  His  doing  this  in  no  manner  interferes  with 
its  proper  and  lawful  use  by  all  other  citizens  and  persons.  The  Grand 
Army  can  still  use  it  jn  precisely  the  same  manner  in  which  it  bas  here- 
tofore been  used,  upon  the  badges  of  the  members  and  npon  the  paper 
which  they  use  in  their  correspondence,  whether  such  paper  is  manu- 
fiictured  by  this  applicant  with  the  Trade-Mark  incorporated  as  a  water- 
mark, or  whether  the  paper  is  entirely  different  in  the  respect  of  con- 
taining no  water-mark  whatever.  So  any  other  persons  than  the  mem- 
bers of  the  Grand  Army  of  the  liepnblic  can  employ  this  design  upon 
other  materials  than  paper,  and  I  see  no  reason  why  it  may  not  be  em- 
ployed as  a  Trade-Mark  when  applied  to  any  other  class  of  merchan- 
dise to  which  it  may  be  properly  appropriated.  The  Examiner  con- 
cedes that  this  could  be  done.  If  a  manufacturer  of  carpets  saw  proper 
to  have  this  design  woven  in  his  carpet,  certainly  no  objection  could  be 
raised  against  iL  The  design  could  also  be  printed  npon  wall-paper  as 
an  ornament  simply,  for  the  reason  that,  not  being  the  subject  of  copy- 
right and  not  being  secured  by  any  law  applicable  thereto,  it  is  capable 
of  general  and  universal  use.  The  Trade-Mark  law  provides  that  when 
an  individual  has  obtained  or  selected,  either  by  his  own  iugeuiHty  or 
by  appropriating  that  which  he  finds  existing  in  public  knowledge,  a 
device  or  design,  and  has  applied  it  as  a  Trade- Mark  to  a  class  of  mer- 
chandise which  he  is  using  in  commerce  with  other  nations,  he  shall  be 
entitlfNi  to  have  such  Trade-Mark  registered  and  to  receive  the  protec- 
tion which  the  law  gives  to  a  Trade-Mark.  This,  of  course,  depends 
upon  whether  he  is  the  first  to  have  thus  applied  that  device  or  design 
upon  that  class  of  goods  which  is  the  subject  of  foreign  commerce. 
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In  the  present  case  the  applicant  has  complied  with  the  statute  and 
filed  the  necessary  afSdavit  asserting  himself  to  be  the  first  person  who 
has  adopted  this  design  as  a  Trade-Mark  in  foreign  commerce.  There 
is  nothing  of  record  in  the  statement  of  the  Examiner  intimating  that 
the  Orand  Army  of  the  Bepnblic,  or  any  other  organization  or  person, 
has  ever  thus  applied  this  design.  I  have  already  stated  how  the 
Orand  Army  of  the  Repablic  has  nsed  this  badge  or  design.  That  use 
has  been  of  snch  a  character  that  no  property  in  it  remains  with  sach 
organization,  for  its  members  have  published  it  to  the  world.  It  seems 
that  at  one  time  they  retained  a  property  in  one  of  the  methods  recog- 
nized by  law — viz.,  by  a  Design  patent  The  period  of  that  security 
has  expired.  Had  that  organization  been  engaged  in  the  manufacture 
or  sale  of  paper,  or  any  other  merchandise  or  commodity,  and  seen 
proper  to  apply  this  design  to  that  class  of  merchandise  as  a  Trade- 
Mark,  they  could  have  been  secured  in  its  use  and  enjoyment  in  the 
manner  provided  by  the  Trade-Mark  law ;  but,  as  already  stated,  they 
have  never  engaged  in  such  manufacture  or  sale,  nor  have  they  at- 
tempted to  secure  a  propeity  in  the  design  in  the  manner  set  forth. 
They  have,  however,  published  the  design  to  tbe  world  both  in  their 
use  of  it  and  by  their  Design  patent,  just  as  manuscripts  and  the 
results  of  thought  are  donated  and  given  to  the  public  by  the  or- 
dinary and  usual  publication  and  use,  when  such  public  use  and  pub- 
lication are  not  guarded  and  protected  by  conforming  to  the  copy- 
right law.  There  is,  however,  no  property  in  the  design  itself  vested 
in  any  one. 

The  applicant  in  this  case,  in  selecting  the  design  under  consideration 
from  what  the  Examiner  may  term  the  worthless  rubbish  abandoned 
by  its  owner — the  materials  of  dust  heaps  and  accumulations — has  ac- 
quired no  property  in  the  thing,  and  it  is  only  by  this  new  application 
of  the  design  as  a  Trade-Mark  to  a  certain  class  of  merchandise  that  it 
newly  acquires  the  quality  of  property  and  becomes  invested  in  him 
who  first  makes  such  an  application  of  it.  I  can  conceive  that  there  is 
no  more  reason  why  the  applicant  should  be  denied  his  right  to  a 
Trade-Mark  under  these  circumstances  than  if  he  had  selected  some 
fanciful  design  which  might  have  belonged  to  the  order  of  St.  John,  or 
that  had  existed  two  or  three  centuries  ago,  the  only  condition  being 
that,  having  selected  it,  he  has  applied  it  as  a  Trade-Mark  to  merchan- 
dise in  foreign  commerce,  as  required  by  the  statute. 

It  is  said  that  the  seal  of  the  Government  belongs  to  all  persons  in 
the  sense  that  no  one  can  acquire  an  individual  property  in  it  or  apply 
it  as  a  Trade-Mark.  I  see  no  occasion  to  discuss  that  question  now  ; 
but  as  to  mere  emblems  which  have  been  used  by  societies  it  seems 
to  be  settled  by  the  decisions  of  the  Office  that  there  is  no  sanctity  or 
sacredness  about  them  which  precludes  their  being  used  and  applied  as 
Trade-Marks. 


Attention  has  been  called  to  the  case  of  ex  parte  ToUe  (2  O.  G.,  415 ;) 
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bat  the  latetr  case  of  ex  parte  Thamae  (U  O.  G.,  821 ;  O.  D.,  1878, 113) 
seems  especiaUy  to  overrule  the  former  one.  The  Oommissioner  in  this 
later  decision  says : 

I  can  not  agree  with  the  doctrine  of  that  case  (es  jporto  Iblle,)  There  ie  no  law  giv- 
ing to  the  Masonic  fraternity  a  monopoly  of  the  symhols  need  by  them^  and  I  aee  no 
reason  why  this  office  should  not  hold  in  the  same  respeet  the  symboU  and  emblems 
of  the  Odd  Fellows  and  of  other  secret  societies,  and  the  particular  emblems  used  by 
certain  religions  organizations. 

In  regard  to  the  character  of  the  deception  that  might  be  oansed  by  the  use  of  such 
symbols  on  manufactured  goods  the  decision  is  silent.  It  is  inferred,  howcTer,  ftom 
a  careful  perusal  of  the  opinion,  that  the  public  might  be  led  to  think  that  the  man- 
u&etorer  uding  the  mark  was  a  Mason  when  he  was  not;  or  that,  being  a  Mason, 
his  goods  were  of  first-rate  quality,  when  in  truth  they  were  very  poor. 

On  consulting  the  statute,  howeyer,  I  find  nothing  at  all  indicating  that  the  func- 
tion of  aTraile-Mark  is  to  point  out  the  character  or  social  standing  of  its  owner  or 
the  quality  of  his  goods.  Nor  is  there  anything  in  tha  Oiflce  rules  requiring  us  to 
apply  any  tests  of  this  kind.  The  sole  and  independent  office  of  a  Trade-Mark  is  to 
distinguish  the  goods  of  one  person  from  the  same  kind  of  goods  made  or  sold  by 
another.  The  relations  to  society  the  manufacturer  bears  or  the  particular  quality 
of  his  goodM  are  determined  by  the  public  in  other  ways. 

It  is  proper  to  say  in  this  case  that  I  do  not  And,  nor  does  the  Examiner 
Buggest,  that  the  design  as  iised  wpnld  be  calcnlated  to-deceive,  and  the 
ease  is  not  brought  within  the  principles  annoonoed  in  ex  parte  M.  Block 
d  Co.  (40  O.  O.,  443.) 

It  is  suggested  that  if  this  Trade-Mark  is  allowed  to  be  registered  the 
members  of  the  Grand  Army  of  the  Bepnblic  would  be  preclnded  from 
using  the  design  or  symbol  in  the  manner  in  which  they  have  heretofore 
nsed  It.  Evidently  this  is  a  misapprehension.  As  stated  above,  that 
organization  will  have  precisely  the  same  right  to  employ  this  design 
upon  its  badges  even  if  the  badges  could  be  regarded  as  articles  of  mer- 
chandise, and  also  to  imprint  it  in  the  manner  heretofore  done  upon 
paper  used  in  correspondence,  whether  that  paper  contains  the  water- 
mark or  Trade-Mark  of  this  applicant  or  is  common  and  ordinary  paper. 
Bnty  it  is  said,  suppose  hereafter  the  Grand  Army  desires  to  mauufact- 
ure  paper  or  to  use  paper  in  which  its  members  have  caused  this  water- 
mark, their  own  symbol,  to  be  impressed,  would  they  not  be  regarded 
SB  infringers  of  the  Trade-Mark  thus  registered  by  the  applicant  ?  It 
win  be  seen  at  once  that  whenever  the  Grand  Army  of  the  Republic  enter 
upon  the  manufacture  and  sale  of  paper  and  attempt  to  employ  this 
flfymbol  as  a  feature  of  that  paper  they  embark  in  a  new  business  and 
attempt  to  apply  this  design  to  a  new  use.  So,  also,  if  they,  instead  of 
engaging  in  such  manufacture  or  sale  for  the  purpose  of  supplying  them- 
selves with  this  kind  of  paper,  were  to  employ  or  induce  others  to  mann- 
fiactnre  and  engage  in  the  sale,  then  such  other  persons  would  themselves 
begin  the  mannfocture  and  use  of  a  quality  of  paper  and  the  employment 
of  thie  design  in  a  use  to  which  it  had  not  heretofore  been  applied. 
Whether  such  a  use  of  the  design  would  constitute  infringement  of  this 
Trade- Mark  depends  upon  a  number  of  important  questions:  First, 
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would  they  employ  it  as  a  Trade-Mark  f  Second,  woald  such  Trade- 
Mark  be  applied  in  foreign  commerce  or  interstate  commerce  or  in  local 
trade  only  ?  Finally,  would  such  use  be  simply  a  matter  of  embellish- 
ment! In  either  event  it  would  be  an  entirely  distinct  and  new 
application  of  the  use  of  this  design  by  the  Grand  Army  of  the  Liepnblic, 
or  by  such  persons  as  the  organization  should  employ  or  induce  to  enter 
into  the  manufacture  and  sale  of  such  paper,  and  when  the  Orand  Army 
or  such  other  persons  began  this  new  use  of  the  design  they  must  take 
it  subject  to  the  rights  of  other  parties  accrued  prior  to  this  new  use  and 
application.  This  is  the  coudition  in  which  every  person  finds  himself 
placed  when  he  applies  for  the  registration  of  a  Trade- Mark.  If  some 
other  party  has  previously  used  the  Trade- Mark  and  has  registered  it, 
an  interference  follows  and  the  Office  decides  which  one  first  properly  ap- 
plied thedesign  to  the  same  class  of  goods ;  or,  if  thequestion  arises  in  the 
courts,  the  courts  settle  the  rights  of  the  parties,  depending  upon  which 
one  first  thus  applied  the  design  as  a  Trade- Mark.  I  am  not  able  to  see 
that  the  Orand  Army  of  the  Republic  would  occupy  any  other  or  different 
position.  The  mere  fact  that  they  were  the  originators  of  the  design,  or 
the  authors  of  it,  in  my  opinion,  would  make  no  diftierence  whatever, 
for  the  reason  that  they  have  donated  this  design  to  the  world  to  be 
used  in  all  the  ways  in  which  the  design  is  capable  of  use,  and  re- 
tained no  proprietary  right  in  themselves,  and  in  that  condition  the 
Trade-Mark  quality  which  follows  the  application  of  the  design  to  mer- 
chandise belongs  to  him  who  first  applies  it  to  that  particular  purpose. 

Then  as  to  the  question  whether  the  Grand  Army  would  have  the 
right  to  embellish  their  paper  with  this  design  by  means  of  the  water- 
mark. Whether  they  would  have  the  right  to  do  that  depends  entirely 
upon  whether  it  would  be  an  infringment  of  a  previously  registered 
Trade-Mark  in  which  the  same  design  was  employed  by  means  of  the  water- 
mark. If  it  were  used  solely  for  embellishment,  and  was  never  used  in 
commerce,  and  was  employed  by  the  members  of  the  Orand  Army  ex- 
clusively, it  probably  would  not  present  a  case  of  infringement,  unless 
the  courts  should  find  that  its  use  operated  to  deceive  the  public  and 
induced  it  to  purchase  a  particular  kind  of  paper  used  and  thus  embel- 
lished by  the  organization  upon  the  supposition  or  belief  that  it  was  the 
paper  of  the  character  and  quality  manufactured  by  the  applicant  under 
his  Trade-Mark.  In  such  a  case  the  courts  would  probably  hold  that 
there  was  an  infringement. 

The  Examiner  has  made  the  objection  that  this  Trade-Mark  embel- 
lishes the  paper  and  thus  ailds  something  to  its  intrinsic  value,  and  that 
whatever  possesses  this  quality  can  not  properly  be  made  the  subject  of 
a  Trade-Mark,  and  several  cases  are  cited ;  but  I  do  not  think  such  cases 
supiK)rt  the  proposition  in  its  application  to  the  present  case.  The  prop- 
osition which  lies  at  the  foundation  of  this  case  is  that  a  Trade  Mark 
may  be  impressed  upon  each  sheet  of  paper  as  a  water-mark,  and  I 
think  it  may  be  safely  said  that  scarcely  any  Trade-Mark  can  be  or 
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woald  be  thus  applied  without  incidentally  eualKsllishing  the  page  or  the 
pai>er  to  a  greater  or  less  extent ;  but  if  the  design  itnelf  is  the  proper 
and  legitimate  subject  of  a  Trade-Mark,  is  not  prohibited  by  law  or 
contrary  to  public  morals  or  public  policy^  the  fact  thai  it  incidentally 
embellishes  the  page  on  which  it  appears  can  not  deprive  it  of  its  lawful 
quality  as  a  Trade-Mark,  and  1  do  not  think  that  objection  is  well  taken 
under  the  circumstances. 

There  are  several  affidavits  filed  in  the  record  in  which  this  particu- 
lar feature  of  the  water-mark  is  set  out.  and  it  is  undoubtedly  true  that 
paper  of  a  suitable  quality  containing  this  water  mark  might  be  par- 
ticularly acceptable  to  members  of  the  Grand  Army ;  but  the  Triule- 
Mark  is  sought  to  be  registered  for  its  use  in  foreign  C4)iumerce,  and  the 
affidavit  of  the  applicant  asserts  that  it  has  been  thus  used,  although 
evidently  not  to  an}^  great  extent  as  yet,  and  it  is  in  the  direction  of 
such  employment  that  the  registration  is  allowed.  The  Patent  Office 
is  not  constituted,  nor  has  it  the  means,  to  investigate  the  question 
whether  the  applicant  in  the  present  application  is  simply  seeking  to 
obtain  the  guise  of  security  around  his  Trade-Mark  when  he  really 
means  to  use  it  as  an  attractive  embellishment  for  a  particular  class  of 
persons  in  this  country.  I  feel  that  the  Office  is  bound  by  the  affidavit, 
and  that  in  that  re8i)ect  the  affidavit  of  the  applicant  can  not  becontro- 
Terted.    Such  a  question  as  that  must  be  settled  by  the  courts. 

In  conclusion,  the  case  is  one  that  has  given  me  no  little  difficulty. 
It  has  been  thoroughly  and  elaborately  presented  by  the  Examiner, 
and  it  is  with  the  greatest  hesitation  that  I  find  myself  compelled  to 
differ  with  his  opinion  ;  but  in  view  of  the  fact  that  there  is  this  differ'^ 
enoe  between  his  opinion  and  mine,  I  feel  that  it  is  due  to  the  applicant 
to  give  him  the  benefit  of  the  doubt. 


MoDoNOUOH  V.  Gray  v.  Bell  v.  Edison. 

Decided  February  23,  1889. 

46  0.  G.,  1245. 

Gray's  Petition  to  Reopen. 

Held  that  the  petition  **  in  of  iio  avail  for  auy  purpose  whatever;  **  that  Gray 
proposes  no  new  evidence  as  to  dat«s,  uatiire,  or  the  cliaracter  of  bis  own  iuveu- 
tton;  that  it  was  couolusively  shown  in  tb«)  evidence  that  Gray,  at  the  time  of 
fiUng  bis  caveat,  while  having  a  conception  of  the  telephone,  did  not  nuder^tand 
the  invention,  and  was  nnablo  to  explain  the  mode  of  it8  operation;  that  he  ad- 
hered to  the  idea  that  articniate  speech  must  be  tran8raitte<l  upou  the  multiple- 
telefuaph  principle ;  that  he  positively  conceded  that  he  did  not  reduce  his  inven- 
tion to  practice  for  a  long  time  after  the  issuance  of  patent  to  Bell ;  that  he  re- 
garded the  invention  patented  to  Bell  as  trivial,  and  called  it  a  *' scientific  toy," 
and  tamed  bis  attention  to  other  and,  in  his  opinion,  more  important  inventions  ^ 
that  he  negligently  omitted  to  file  his  application  for  a  patent  nutil  two  years 
after  the  grant  of  BeU's  patent,  and  was  then  stimulated  to  do  so  only  by  other 
parties,  who  had  acquired  an  interest  in  his  inventions ;  and  that  his  present  pe- 
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tition,  filed  without  notice  to  the  advene  parties,  was  delayed  for  3  yean  and  & 
months  after  the  decision  of  the  Examiner  of  luierferences  awarding  priority  to 
Bell,  and  was  then  accompanied  by  a  request  that  it  should  not  be  acted  upon 
until  further  motion  was  made. 
3.  Charges  of  Fbaud. 

For  reasons  stated,  the  charges  in  Gray's  petition  that  Bell  had  fraudulently 
secured  access  to  his  caveat,  purloined  his  invention,  and  interpolated  a  descrip- 
tion thereof  in  his  application  Held  not  sustained. 

3.  PiUORITT  OF  IXVBNTION  AND  VALIDITY  OF  BrLL'S  PaTENT. 

Held  that  the  decision  of  Commissioner  Butterworth,  of  March  3,  1885,  was 
elaborately  considered  and  deliberately  rendered,  and  tbata  rehearing  could  only 
be  Justified  upou  clear  and  satisfactory  evidence  sUowiug  in  such  decision  error 
in  the  conclusious  of  fact  or  in  the  application  of  tbt*  ];iw,  and  that  evidence  could 
be  produced  eHtablishing  that  Gray  could  antedate  BelPs  invention,  that  he  could 
prove  a  prior  conception  and  reduction  to  practice,  or  that,  having  made  an  earlier 
conception,  he  had  dili;;ently  prosecuted  it  to  a  reduction  to  practice.  In  the  ab- 
sence of  Hhowing  the  existence  of  such  evidence,  upon  the  t-estiniony  filed  before 
and  considered  by  the  various  tribunals  in  the  Otbce,  Held  that  ''  the  award  of 
priority  of  invention  was  justly  given  to  Bell,'^  and,  in  view  of  the  construction 
given  by  the  Office  and  the  courts  to  the  patent,  the  grant  was  properly  issued, 
and  the  protection  afforded  the  inventor  was  authorized. 

4.  Extending  the  Monopoly. 

The  public  has  a  direct  and  immediate  interest  in  the  further  prosecution  of 
Gray's  ajipHcatiou  for  a  patent.  If  the  award  of  priority  given  to  Bell  can  be 
vacated  and  set  aside,  it  should  only  be  done  upon  a  showing  of  merits  that  would 
entitle  Gray  to  a  patent.  Such  patent  would  run  for  a  period  of  17  years  from  its 
date,  and  would  dominate  and  control  all  devices  relating  to  the  telephone  for 
another  period  of  17  years.  The  effect  would  be  to  subject  the  public  to  a  re- 
newed monopoly  in  all  nearly,  if  not  quite,  thirty-four  years.  Such  result  would 
be  in  contravention  of  the  spirit  of  the  statute,  and,  in  view  of  the  liberal  pro- 
visions of  the  patent  system,  cannot  be  tolerated  except  when  the  inflexible  rules 
of  law  and  justice  compel  it,  especially  in  the  present  case,  wherein  it  is  clearly 
shown  that  the  Bell  Company  is  the  '*  equitable  if  not  the  legal  owner  of  Gray's 
telephone  inventions." 

5.  Titles  and  Rights  under  Assignments. 

The  Commissioner  has  no  equitable  jurisdiction  over  the  rights  of  parties  claim- 
ing under  assignments  and  grants  of  inventions  and  patents.  He  cannot  set 
aside  or  vacate  such  instruments,  nor  can  he  recognize  equitable  rights  growing 
out  of  transactions  between  inventors  and  Applicants  and  other  parties.  While 
the  Commissioner  is  authorized  to  recognize  formal  legal  assignment-s,  and  when 
they  have  been  filed  in  the  Patent  Office  before  patent  issues  may  give  the  assignee 
control  of  the  management  and  prosecution  of  an  application  and  direct  the 
patent  to  issue  in  the  name  of  the  assignee,  yet  he  can  not  recognize  equitable 
rights  under  executory  or  other  equitable  contracts ;  but  where  the  relief  asked, 
as  in  a  petition  for  rehearing,  is  founded  ui)on  an  alleged  state  of  the  title  to  the 
invention,  the  Commissioner  possesses  the  power  to  determine  the  allegation  as 
to  title  in  order  to  exercise  his  discretion  in  granting  or  refusing  the  reliel 

6.  McDoNOUGH^b  Petitions. 

As  to  the  petition  of  McDonough  that  he  be  allowed  to  demonstrate  the  opera- 
tiveness  of  the  make-and-break  principle,  the  Commissioner  holds  that  the  decis- 
ions of  his  predecessors  are  conclusive  on  that  question ;  that  McDonough  never 
claimed  to  be  the  original  inventor  of  the  telephone,  but  a  mere  improver  upon 
Reis's  Instruments;  that  he  accepted  and  still  accepts  the  make-and-break  system 
of  Beis  as  the  foundation  of  his  invention ;  and,  in  view  of  the  settled  Judgment 
of  the  Patent  Office  that  speech  can  not  be  transmitted  by  an  instmment  which 
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operates  solely  by  the  makinK  and  breaking  of  tbe  cironlt,  and  also  in  view  of 
the  fact  that  the  Sapreme  Coort  of  the  United  States  haa  also  deflnitolj  settled 
this  question  with  reference  to  Reis,  he  niast  regard  tbe  matter  rei  adjudicata, 

7.  No  IXTERFKBBXCE  BBTWKBN  McDONOUGH  AND  BeLL. 

As  to  the  petition  to  reopen  on  the  merits,  the  Commissioner  holds  that  Mc- 
Donongh's  original  claim  for  the  receiver  having  been  rejected  on  refereuce  to 
Bell's  patent,  and  he  submitting  thereto  and  canceling  the  claim,  and  McDonoogh 
having  been  brought  into  the  interference  in  consequence  of  the  later  applicHuts, 
so  as  to  compel  them  to  establish  an  earlier  date  of  invention  than  himself,  it  fol- 
lows, inasmnch  as  there  could  have  been  no  interference  between  McDooough 
and  Bell  alooe,  that  when  Gray  and  the  otiier  later  applicants  were  defeated  and 
taken  out  of  the  interference  there  could  be  left  no  contest  between  McDonongh 
and  BeU. 

8.  Claims  Voluntarily  Caxcklkd. 

Whether  an  applicant  who  has  voluntarily  eliminated  his  claims  and  appar- 
ently abandoned  them  should  be  permitted,  after  tbe  invention  has  been  publicly 
introduced  and  made  commercially  valnable,  to  return  after  eleven  years  autl 
amend  and  claim  an  interference  with  a  patent  so  long  outstanding  is  a  serious 
qoestion,  and  the  right  to  the  relief  should  be  most  convincing. 
9.  Petitions  DENiED-^IysuFFiciKKT  Showing. 

Petitions  denied  because  the  showing  is  deemed  insnfficient  to  justify  the  Com- 
missioner in  setting  aside  former  decisions  and  decrees,  since  be  is  fully  convinced 
that  another  trial  on  the  question  of  priority  would  result  in  another  award  in 
favor  of  Bell. 

Petitions  of  Elisha  Gray  and  James  W.  MoDonough  to  amend  and 
to  reopen. 

TELEPHONES. 

A.  O.  Bell,  Patent  No.  174,4d5  granted  March  7, 1876,  on  application 
filed  February  14, 1876.  A.  O.  Bell,  Patent  No."  186,787,  granted  Jan- 
uary 30, 1877,  on  application  filed  January  15, 1877.  Elisha  Gray,  ap- 
plications No8. 1,  2,  and  3,  filed  October  29, 1877.  James  W.  McDon^ 
ongh,  application  filed  April  10, 1876. 

Mr.  Jamei  J.  Starrow  and  Mr,  Boseoe  ConJding  for  Bell. 

Mr.  Bobert  O.  Ingersoll  and  Mr.  Frank  H.  Surd  for  McDonough. 

Mr.  M.  B.  Philipp  and  Mr.  Casey  Young  for  Gray. 

STATEMENT. 

Statement  of  the  litigation  growing  out  of  the  several  interiereuces 
declared  between  tbe  patents  granted  to  A.  G.  Bell  and  the  applica- 
tions of  later  applicants ;  tbe  inventions  distingalshed  and  compared 
with  the  previous  state  of  the  art,  and  the  decisions  rendered  by  the 
various  tribunals  in  the  Office  considered  and  discussed. 

Hall,  Commissioner : 

On  the  26th  of  liiarch,  1878,  a  series  of  interferences,  lettere<l  from 
A  to  M,  were  declared,  and  by  an  order  of  the  Oommissiouer,  dated 
March  6, 1879,  c^ise  fl  was  consolidated  with  case  F  and  case  K  was 
merged  in  case  I.  By  a  stipulation  between  the  parties  thereto  it  was 
agreed  that  case  No.  1  of  a  series  of  six  interferences,  declared  August 
14. 1879.  should  be  nroceeded  with  and  presented  in  connection  with 
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the  lettered  aeriea  In  September,  1880,  case  M  was  auspeiuled  bj  con- 
sent. Owing  to  the  complex  nature  of  the  inventions  and  the  variety 
of  detail  of  events  involved  in  the  controversy  the  issues  were  tried 
together  u|>on  the  evidence  taken  by  the  respective  parties,  so  far  as  it 
was  relevant  to  the  several  issues. 

Tlie  parties  originally  involved  in  one  or  more  ot  the  issues  were  A. 
G.  Bell,  James  W.  McDonough,  T.  A.  Edison,  E.  Berliner,  G.  B.  Rich- 
mond, E.  Gray,  A.  E.  Dolbear,  A.  G.  Holcombe,  0.  B.  Ohinnock,  O.  A. 
Randall,  E.  Blake,  J.  H.  Irwin,  and  G.  M.  Phelps.  W.  L.  Yoelker  was 
made  a  party  to  case  No.  1  November  3, 1879,  and  cases  A  and  B  De- 
cember 29,  1879. 

Prior  to  the  date  on  which  the  cases  were  submitted  to  the  Examiner 
of  Interferences  decisions  had  been  rendered  against  Richmond  (ex- 
cept as  to  case  G,)  Holcombe,  Randall,  Phelps,  Ohinnock,  and  Ber- 
liner, so  that  they  were  no  longer  parties  to  the  controversy. 

The  evidence  presented  to  the  Examiner  of  Interferences  was  con- 
rained  in  5  volumes:  I.  Testimony  on  behalf  of  Edison.  II.  Exhibits 
of  Edison.  III.  Testimony  on  behalf  of  Yoelker,  Irwin,  Gray,  Dolbear, 
McDonough,  Blake,  and  Bell.  IV.  Vol.  1  of  the  record  in  the  case  of 
the  Bell  Telephone  Company  v.  Dowd,  comprising  Bell's  answers  and 
l)roofs  introduced  by  stipulation.  V.  Vol.  2  of  the  record  in  the  Dowd 
case,  comprising  exhibits,  etc. 

The  taking  of  evidence  was  practically  concluded  in  May,  1881.  The 
Ciise  was  argued  beibre  the  Examiner  of  Interferences,  and  fully  sub- 
mitted to  him  in  October  and  November,  1881.  He  held  the  case  under 
advisement  until  July  21,  1883,  when  he  filed  his  decision,  which  covers 
348  pages  of  closely  printed  matter.  In  cases  A,  B,  O,  E.  F,  I,  J,  and 
L  he  awarded  i)nority  of  invention  to  Bell ;  in  cases  D  and  No.  1  to 
Edison,  and  iui^ase  G  to  McDonough.  From  this  decision  of  the  Ex- 
aminer of  Interferences  Edison  appealed  to  the  Examiners-in-Ohief  in 
cases  A,  B,  C,  G,  J,  and  L.  Voelker  appealed  in  cases  A  and  B  and 
No.  1.  Bell  and  Gray  appealed  in  case  G,  and  Irwin  in  case  No.  1. 
This  relieved  the  controversy'  of  cases  D,  F,  and  I,  which  remained 
finally  disposed  of  by  the  decision  of  the  Examiner  of  Interferences. 

After  having  held  the  cases  under  advisement  nearly  a  year  the 
Exaininers-in-Ghief,  on  October  23,  1884,  rendered  a  decision  affirming 
the  decision  of  the  Examiner  of  Interferences  as  to  all  of  the  issues 
except  issue  G,  as  to  which  they  reversed  him  and  awarded  priority  to 
Bell.  From  this  liecision  Voelker  appealed  to  the  Commissioner  as  to 
the  issues  A  and  B,  but  Gra^'  acquiesced  therein  and  took  no  appeal. 
McDonough  and  Gray  appealed  as  to  issue  G. 

Pending  the  appeal  before  the  Commissioner,  McDonough,  on  De- 
cember 19,  1<S84,  i>resented  a  motion — 

to  have  the  above-meutioned  interference  (G)  reopened  in  order  that  I  may  be  per- 
mitted to  iiitroduue  proof  before  the  pi-opor  tribunal  as  to  tlie  operative  character  of 
the  celepUouo  traniimittor  shown  in  my  Application  of  April  10, 1870,  involved  herein, 
and  for  such  other  and  further  action  in  th6  premises  as  may  be  rendered  necessary. 
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The  grounds  of  tbe  motion  were  that  the  Examinera-in-Cbief  had  held 
that  a  make-and-break  apparatas  snob  as  McDonongb  described  was 
incapable  of  transmitting  articalate  speech  ;  that  this  was  at  variance 
with  the  action  of  the  Primary  Examiner  in  declaring  tbe  interference, 
who  must  have  found  the  apparatus  to  have  been  an  operative  one,  and 
because,  under  the  rules,  the  only  method  of  raising  the  question  of 
ot>erativeness  was  by  reference  to  the  Primarj-  Examiner.  After  full 
argument  this  motion  was  denied  by  the  Commissioner  on  Jannnry  16, 
1885. 

On  March  3,  1885,  the  Commissioner  filed  his  decision  affirming  the 
action  of  the  Examiners-in-Chief  as  to  all  issues.  This  whs  a  tinal 
awanl  of  priority  in  favor  of  Bell  upon  all  the  issues  involved. 

Nothing  further  appears  to  have  been  done  by  any  of  the  parties  in 
the  interferences  until  December  30,  1886,  when  there  was  received  by 
tbe  Office  the  following  petition  of  Gray  : 

To  HoH.  M,  r.  MonigovMry^  Commvmotier  of  PattnU: 

EUsha  Oray,  one  of  the  parties  to  the  above-8tated  proceediiigH,  hriu^TH  this,  his 
petition,  to  set  aiiide  the  Tarious  orders,  decisions,  and  Judgments  heretofore  made 
aud  rendered  therein,  and  to  reopen  the  same  upon  the  following;  gronnds,  viz : 

I. 

Upon  the  ground  of  newly-discovered  evidence,  important  and  material  in  its 
character,  and  which  would,  as  petitioner  believes,  have  changed  the  various  orders 
and  jndgments  made  and  rendered  in  the  x>rogreHH  of,  and  upon  tht>  final  hearing  of, 
■aid  interference  proceedings,  if  the  same  had  been  presented  at  the  proper  time  to 
the  officers  of  the  Patent  Oflfice  having  them  in  charge  and  passing  upon  the  mat- 
ters and  things  pertaining  thereto,  and  which  evidence  was  not  known  to  petitioner 
to  exist,  nor  did  he  have  any  reason  to  snspect  that  it  did,  until  long  after  the  final 
decision  in  said  interference  proceedings  was  rendered  against  him,  and  in  favor  of 
A.  O.  Bell,  upon  nearly  all  the  material  issues  thei-ein  involved ;  and  therefore  no 
lacbea  can  be  imputed  to  him  in  not  having  earlier  discovered  and  presented  the 
same. 

11. 

The  said  newly -discovered  evidence  will,  as  petitioner  is  informed  and  believes. 
establish  the  following  facts,  viz :  That  on  or  about  the  Ist  day  of  March,  1H76,  A.  0. 
Bell,  the  snocessfnl  party  in  said  interference  proceedings,  went  to  the  Patent  Offloe, 
and  by  nndne  and  nnJawfnl  means  and  influences  procured  full  knowledge  of  the 
contents  of,  and  drawings  attached  to,  a  certain  caveat,  accurately  describing  a 
speaking-telephone,  then  recently  (viz.,  on  the  14th  day  of  February,  ltJ7G)  tiled  by 
petitioner,  and  upon  which  caveat,  and  the  invention  thuiein  set  forth,  and  the 
apparatus  therein  described,  were  based  the  three  (3)  several  applicationH  for  patent 
for  a  speaking-telephone  afterward  filed  by  petitioner  and  involved  in  said  above  men- 
tioned interferenees. 

III. 

By  the  knowledge  thns  obtained,  in  violation  of  law  and  the  right^s  of  p^'titioner, 
tbe  said  Bell  was  enabled  to  construct  an  apparatus,  a  few  days  afterward,  by  which 
he  succeeded  in  transmitting  articulate  speech,  and  which  apparatus,  so  oouHtructed 
in  exact  accordance  with  the  drawings  attached  to  and  the  description  and  apecifica* 
tion  set  oot  and  contained  in  petitioner's  said  caveat,  he,  the  said  Bell,  subsequently 
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claimed  was  the  apparatus  set  ont,  described  in,  and  covered  by  an  application 
which  he  had  filed  in  the  Patent  Office  on  the  said  14th  day  of  February,  1876,  par- 
port  iug  on  its  face  to  be  an  application  for  patent  for  "  an  improvement  in  telegra- 
phy/' but  was  never  iu  any  way  claimed  by  the  said  A.  G.  Bell  to  be  for  a  speaking- 
telephone,  nor  recognized  as  such  by  any  one  else,  until  long  after  a  patent  had  been 
issued  thereon,  on  the  7th  day  of  March,  1876,  numbered  174,465,  and  which  was 
involved  in  the  aforesaid  interference,  while  in  fact  no  one  of  the  devices  or  appa. 
ratuses  set  out  and  described  in  the  said  application  never  had  previous  thereto  and 
never  siuce,  as  petitioner  is  informed  and  believes,  been  made  to  transmit  articulate 
speech. 

IV. 

It  was  not  until  after  the  time  and  the  occurrences  above  narrated  that  the  said 
Bell  claimed  he  had  invented  the  speaking -telephone,  or  that  he  had  mentioned, 
described,  or  claimed  any  such  invention,  or  any  device  or  apparatus  constituting  a 
part  thereof,  in  said  application  filed  on  the  aforesaid  14th  day  of  February,  styled 
an  **  improvement  in  telegraphy,''  and  the  fact  is  that  the  said  Bell  did  not  in  his  said 
application,  describe  or  claim  any  apparatus  or  device  that  could  or  can  be  made  to 
operate  ao  a  variable-resistance  telephone  for  the  transmission  of  articulate  speech ; 
but  by  reason  of  having  wrongfully  and  illegally  obtaiued  iuformation  as  to  the 
nature  and  contents  of  petitioner's  aforesaid  caveat,  and  of  being  thereby  enabled 
to  construct  an  apparatus  theretofore  unknown  to  and  never  previously  conceived  oi 
by  him  that  would  transmit  speech,  and  which  apparatushe  forthwith  claimed  as  hif 
own,  the  officers  of  the  Patent  Office  xrere  induced  to  adjudge  him  to  be  the  first  anc 
original  inventor  of  the  speaking-telephone,  as  against  petitioner  and  others,  be 
cause,  as  it  was  then  believed,  by  reason  of  the  above -recited  fraudulent  acts  upoi 
the  part  of  the  said  Bell,  he  had  firnt  reduced  the  same  to  practice,  though  it  wa 
found  and  so  reported  by  the  Examiner  of  Interferences  that  he  was  not  otherwis' 
entitled  to  claim,  or  have  awarded  to  him,  priority  over  pe  Jtiouer  as  to  the  baid  iu 
ventions ;  and  it  was  further  found  and  so  reported  by  said  Examiner  of  Interfei 
enceit  that  petitioner  lost  whatever  right  he  might  have  had  and  secured  under  hi 
said  caveat  to  be  adjudged  the  first  and  original  inventor  of  said  art  of  telephony  a 
against  said  Bell,  because  of  his  own  laches  in  not  completing  and  reducing  it  t 
practice  before  the  same  was  done  by  him,  the  said  Bell. 


Petitioner  further  shows  that  by  reasou  and  in  consequence  of  the  aforesaid  wrongfa 
and  fraudulent  acts  and  doings  upon  the  part  of  the  said  Bell,  together  with  certaii 
other  irregular  and  illegal  proceedings,  hereafter  to  be  set  out,  had  and  taken  in  th< 
Patent  Office  concerning  and  iu  respect  to  his  aforesaid  caveat  and  the  application  oi 
the  sail  Bell,  he, petitioner,  was  deceived  and  misled  as  to  his  real  legal  status  in 
the  Patent  Office  iu  respect  to  the  speaking-t«lephone  and  as  to  bis  rights  in  relation 
thereto  acquired  by  virtue  of  having  filed  his  said  caveat,  and  which  rights  were  sub- 
sequently involved  in  the  interferences  aforesaid ;  and  by  being  so  deceived  and  misled 
he  failed  and  neglected  to  take  such  action  and  to  obtain  and  present  such  proof  in 
the  besinuiug  and  during  the  progress  of  said  interferences  as  he  would  otherwise 
have  done,  and  which  would,  as  he  believes,  have  secured  a  judgment  in  his  favor 
upon  all  the  material  issues  involved  therein,  instead  of  being  given  in  favor  of  said 
Bell;  aud  among  the  said  irregular,  wrongful,  and  illegal  acts  and  doings  petitioner 
Nubuiits  the  following,  to  wit : 

VI. 

The  aforesaid  caveat  of  petitioner  aud  application  of  said  Bell  being  filed  in  the 

Patent  Office  on  the  same  day,  to   wit,  the  14th  day  of  February,  1876,  without 

any  noting  of  the  hour  at  which  the  respective  filing  occurred,  the  same  was  entitled 

-y  and  should  have  been  considered  as  a  simultaneous  act;  and  when  said  caveat 
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and  said  application  oame  for  aotion  before  Z.  F.Wilber,  the  Primary  Examiner  to 
whom  they  were  referred,  he  held  and  decided  in  accordance  with  the  law  and  prac- 
tice in  that  behalf,  which  had  always  theretofore  prevailed  in  and  governed  the  action 
of  the  Patent  Office,  that  they  were  filed  simnltaneonsly ,  and  that  therefore  said  appli- 
cation ehonld  becnepended  for  ninety  days^  and  that  petitioner  was  entitled  to  notice 
of  the  pendency  of  said  application,  and  to  be  also  notified  to  complete  the  invention 
set  oat  in  his  said  caveat  within  the  time  prescribed  by  law;  and  the  said  Examiner 
didy  pursuant  to  law,  give  snch  notice  to  petitioner.  But,  contrary  to  and  without 
authority  of  law,  he  also  notified  said  Bell  of  the  pendency  of  petitioner's  caveat, 
inlbrmini;  him,  at  the  same  time,  that  it  appeared  to  interliBre  with  certain  designated 
parts  of  his  application.  Upon  the  w parte  application,  ho wever,  of  the  said  Bell, 
through  his  attorneys,  Messrs.  PoUooIe  and  Bailey,  the  aforesaid  decision  of  the  said 
Wilber  was  reversed,  and  it  was  then  decided,  without  the  taking  of  any  competent 
and  sufficient  proof  and  withont  notice  to  the  petitioner,  that  fiir  caveat  was  filed 
some  hours  later  in  the  day  than  was  the  application  of  the  said  Bell.  Whereupon 
the  notice  given  petitioner  to  complete  his  said  invention  was  withdrawn ;  and  soon 
thereafter,  to  wit,  on  the  7th  day  of  March,  1^576,  a  patent  was  issued,  on  the  aforesaid 
appJication,  to  the  said  Bell,  withont  models  having  been  filed  by  him,  as  required  by 
law,  of  the  different  devices  or  apparatuscH  claimed  to  be  set  out  and  described  therein* 
and  without  his  ever  having  shown  and  demonstrated  to  the  officers  of  the  Patent 
Office,  or  to  any  one  else,  that  the  same  were  in  any  way  fitted  for  or  capable  of  per* 
foruiing  the  fnnctions  of  a  speaking-telephone.  By  all  of  which  petitioner  says  the 
rules  of  the  Patent  Office  were  disregarded,  the  law  violated,  and  great  injustice 
done  to  him. 

VII. 

And  petitioner  further  shows  that  said  interferences  should  be  reopened  and  set 
aside  for  further  proceedings  therein,  because  the  same  were  wrongfully  instituted^ 
as  aforesaid,  and  were  not  conducted  in  good  faith,  with  a  viow  to  reach  the  real 
merits  thereof,  but  were  collusive  and  simulated  in  this :  That  before  any  proof  had 
been  taken  in  said  interferences,  or  any  substantial  progress  had  been  made  in  the 
same,  those  to  whom  the  said  Bell  had  previously  transferred  the  ownership  of  the 
two  patents  involved,  namely,  patents  numbered  174,465  and  1U6,787,  acqnired,  or  sup* 
posed  they  had  acqnired,  by  assignment,  all  the  other  patents  and  applications  for 
patents  (which  were  thought  to  possess  any  value)  that  had  been  put  in  interference 
with  those  of  petitioner  and  of  others;  and  among  the  patents  and  applications  so 
acquired,  it  was  supposed,  by  the  aforesaid  owners  of  the  two  above-mentioned  patents 
of  the  said  Bell,  that  the  alleged -interfering  applications  of  petitioner  were  included ; 
and  petitioner  being  under  a  misapprehen&Um  in  that  regard,  brought  about  by  no  act 
of  his,  supposed  this  to  be  true  until  long  after  the  proceedings  in  said  interferences 
were  ended  in  the  Patent  Office. 

VIII. 

From  the  time  these  patents  and  applications  were  acquired,  or  supposed  to  have 
been  acquired  as  aforesaid,  the  interference  proceedings  in  respect  thereto,  as  between 
thoee  representing  the  interest  and  claims  of  the  said  Bell  and  petitioner  and  certain 
other  of  the  defendants,  were  mainly  under  the  management  and  control  of  those  who 
had  acquired  the  aforesaid  interest  therein,  and  with  the  view  of  reaching  such  re- 
sults as  they  desired,  they  paying,  as  petitioner  is  informed  and  believes,  the  counsel 
on  both  sides,  as  well  as  other  necessary  expenses. 

IX. 

And  as  a  farther  and  additional  ground  upon  which  petitioner  submits  that  the 
various  decisions  made  in  the  progress  of  said  interferences  should  be  set  aside  and 
the  same  reopened  is  the  following:   That  the  patent  of  the  aaid  Bell,  numbered 
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174,465,  wae  adjudged  by  the  offloera  of  the  Patent  Office  to  be  for  a  speaking-tele- 
phone, and  that  it  described  an  apparatus  therefor,  not  upon  any  evideuce  presented 
to  establish  that  fact,  bnt  because  it  had  been  so  held  and  adjudicated  in  a  cousent 
decree  taken  and  entered  in  a  certain  collusive  suit  known  as  the  '*  Dowd  "  case,  in 
which  the  same  party,  to  wit,  the  American  Bell  Telephone  Company,  who  had  rep- 
resented the  interest  of  the  said  Bell  in  the  aforesaid  interferences,  was  the  coinpllbin- 
ant,  and  one  Pdter  A.  Dowd  was  the  nominal  defendant;  and  in  the  progress  of  the 
same  the  parties  thereto  consolidated  their  interests,  and  a  consent  decree  was  entered 
in  favor  of  the  complainant,  the  American  Bell  Telephone  Company,  it  paying  the 
counsel  fees  on  both  sides  of  the  case,  together  with  all  other  costs  and  expenses  of 
the  same,  as  petitioner  is  informed  and  believes.  Under  authority  of  this  collusive 
adjudication  the  officers  of  the  Patent  Office  held  that  the  aforesaid  patent  or  the 
said  Bell,  numbered  174,465,  should  be  put  in  interference  with  the  applications  of 
petitioner,  though^  it  was  also  held  that  said  patent  did  not  describe  a  speaking-tele- 
]>hone,  and  that  bnt  for  said  adjudication  it  could  not  and  would  not  have  been  put 
in  interference  as  aforesaid. 


Petitioner  asks,  that  said  interferences  be  reopened,  upon  the  further  ground  that 
the  officers  of  the  Patent  Office  erred  in  putting  the  aforesaid  patent  of  the  said  Bell 
in  interference  with  the  applications  of  petitioner  as  to  the  broad  art  of  telephony,  in 
this,  that  the  said  patent  contains  no  description,  specifications,  drawings,  or  claim 
that  would  inform  any  one  that  it  in  any  way  relates  to  the  art  of  transmitting  articu- 
late speech  by  any  means  pointed  out  or  suggested  therein ;  but  it  plainly  appears 
upon  the  face  thereof  that  it  was  intended  alone  for  an  improvement  in  telegraphy. 
And  in  this,  that  the  apparatus  which  is  described  in  said  patent,  and  shown  in  the 
drawings  attached  thereto,  is  in  no  way  like  that  set  out  in  petitioner's  application, 
and  shown  in  the  drawings  thereof,  but  is  of  entirely  different  construction,  and 
operates,  if  it  will  operate  at  all  for  any  purpose,  upon  a  wholly  different  principle. 

XI. 

And  petitioner  further  says  that  the  officers  of  the  Patent  Office  espeeially  erred  in 
awarding  priority  to  said  Bell  in  issue  G  of  said  interferences,  as  against  him,  peti- 
tioner. 

XII. 

And,  finally,  petitioner  moves  the  honorable  Commissioner  to  set  aside  said  inter- 
ferences, upon  the  fVirther  ground  that  the  various  orders,  decisions,  and  final  judg- 
ment had  and  rendered  therein  are  not  supported  by  the  evidence,  nor  warranted  by 
the  law  applicable  thereto. 

XIII. 

Therefore,  petitioner  brings  this  his  petition,  with  accompanying  affidavits,  proofs, 
and  exhibits,  in  support  of  the  allegations  herein  set  out  and  contained,  and  prays 
that  the  various  orders,  decisions,  and  final  judgment  made  and  rendered  in  said  in- 
ti'rferences  be  set  aside,  and  that  the  same  be  reopened,  to  the  end  that  such  other 
and  further  proceedings  may  be  held  in  respect  thereto  as  shall  seem  to  the  honorable 
Commissioner  to  be  just  and  laWfnl  in  that  bt'half. 

EusHA  Gray. 

M,  B.  Philippt  attorney  for  petitioner. 

District  of  Columbia,  United  States  of  America : 

Before  me,  A.  S.  Taylor,  a  notary  public  in  and  for  said  District,  this  day  person- 
ally appeared  Elisha  Gray,  who  made  oath  that  tlie  statements  containe<l  in  the  fore- 
going petition  are  true,  to  the  best  of  his  knowledge,  information,  and  belief. 
Sworn  to  and  subscribetl  before  me  this  24th  day  of  December,  A.  D.  IbiHy.  o" 
[BKAL.]  A.  S.  Taylor, 

Notary  Public, 
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[IndttnemeBt.] 

Office  of  CoDnniaeiooer  of  Patents.  Beceiyed  Deoember  30, 1886,  petition  of  Elisfaa 
Qrsy  to  reopen  the  telephone  interfeiencee  between  himaelf,  A.  G.  Bell,  and  othen. 

The  petition  is  presented  by  Hon.  Casey  Yoang,  with  the  statement  that  Mr. 
Philipp,  oonnsel  in  the  case,  does  not  desire  to  have  it  aoted  upon  nntii  he  shall  here- 
after present  a  formal  motion  asking  therefor. 

M.  v.  Mo^rrGOMSRT, 

Dbobxbbr  30, 1886.  CommU$ion€r, 

No  formal  motion  was  sabseqaently  presented  by  Gray  asking  for 
any  action  on  the  above  petition,  nor  was  any  motion  served  by  Gray 
upon  Bell  or  other  party  of  the  filing  thereof  or  that  action  woald  be 
asked.  It  was  not  until  a  general  order  of  the  Gomittidsioner  was  made 
i^yplicable  to  all  old  cases  pending  in  the  Office,  to  prevent  delays  and 
the  prolongation  of  monopolies,  that  this  petition  was  brought  to  the 
knowledge  of  the  present  Gommissioner,  and  under  his  direction  it  was 
set  down  for  disposition  on  February  1, 1888,  and  Bell  and  other  parties 
notified. 

February  18, 1887,  an  order  was  made  by  Commissioner  Montgomery 
sospending  action  in  Gray's  case  No.  3.  Why  this  order  was  made,  or 
npon  what  reason,  does  not  appear.  It  was  made  in  case  No.  3  as  ea? 
forte. 

February  23, 1887,  Gray  presented  a  proposed  amendment  in  case 
No.  3,  which  was  not  entered  in  the  case. 

On  April  4, 1887,  Gray  presented  another  amendment  in  case  No.  3, 
which  was  not  entered,  but  which  is  now  before  the  Commissioner  as 
an  ex  parte  case.    The  amendment  covers  the  metallic  diaphragm. 

March  2, 1887,  McDonough  filed  in  the  interference  case  two  peti- 
tions, as  follows : 

I  hereby  move  for  an  order  for  reopening  the  abuve-entitled  interference,  with 
leave  to  furnish  prooft  in  regard  to  the  operativeness  of  ray  teleloge  as  a  ppeaking- 
tflepbone ;  and  respectftilly  present  the  following  as  the  grounds  fur  this  motion : 

I. 

That  the  Commissioner  of  Patents,  when  the  said  interference  was  nnder  argument 
on  ita  merits,  erred  in  receiving,  at  the  instance  of  the  assignee  of  the  contestant 
Bell,  and  in  considering  certain  deposition's,  or  what  purported  to  be  copies  of  certain 
depositions,  of  FrofesBors  Braokett  and  Young,  taken  as  a  part  of  the  evidence  in  the 
soitof  the  American  Bell  Telephone  Company  against  the  Oyerlaud  Telephone  Com- 
pany, bat  forming  no  part  of  the  interference  record.    ^ 

II. 

The  Commissioner  of  Patent.^  erred  in  that  he  heard  and  decided  the  interference 
with  the  avowed  deternii nation,  as  ezpreased  in  his  opinion,  not  to  determine  the 
issue  adversely  to  the  owners  of  the  Bell  patent,  it  being  explicitly  stated  by  him 
in  such  opinion  that  if  he  bod  become  convinced  that  tbe  Board  of  Examiners-in- 
Chief  were  wrong  in  their  judgment  in  awarding  priority  to  Bell  he  wonM  have  de- 
clined to  reverse  such  judgment.  His  exact  language  was  as  follows :  '*  If,  on  exam- 
ination of  tbe  evidence  in  consideration  of  the  arguments,  I  had  become  couviuced 
2010  PAT 2 
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thftt  the  finding  Mid  deoirion  of  the  Ezaminen  in-Chief  were  eironeons,  or  if  ft  aeri- 
ons  doubt  in  that  behalf  had  been  raised  in  my  mind,  I  would  hare  felt  oonetrained 
to  leaye  the  caise  undecided,  to  be  reheard  by  my  sncoeeeor." 

m. 

The  Commiasioner  of  Patents  erred  in  that^  instead  of  deciding  the  question  of 
priority  inTolyed  in  the  interference  he  did  not  either  dissolye  the  interference  (so 
Ua,  at  any  rate,  as  Bell  and  myself  were  concerned)  or  else  suspend  it,  and  institute 
a  special  inyestigation  as  to  the  operative  character  of  my  ''  teleloge"  as  a  speaking- 
telephone. 

In  deciding  the  motion  to  reopen  the  interference,  in  order  to  permit  me  to  adduce 
proof  as  to  the  operative  character  of  my  telephone,  heard  by  the  Commissioner  of 
Patents  January  15, 1885,  and  refused  by  him  in  an  opinion  rendered  on  the  following 
day,  he  said  as  follows:  ''If,  on  the  hearing  of  this  cause,  I  should  ascertain  that 
there  is  doubt  about  the  operativeuess  of  this  device,  and  the  question  of  priority 
should  turn  wholly  on  that  point,  and  through  inadvertence,  mistalKe,or  surprise  the 
evidence  was  not  full  and  satisfactory,  so  as  to  enable  me  to  reach  a  right  conclusion 
without  fhrther  evidence,  such  proceedings  could  be  taken  in  that  behalf  as  might  be 
fit  and  proper  to  ascertain  the  truth.  My  opinion  is  that  the  case  should  proceed. 
If  it  occurs  that  further  investigation  shall  become  necessary,  it  is  not  only  within 
the  power,  but  it  would  be  the  duty,  of  the  Commissioner  to  make  such  inquiry  by 
means  best  calculated  to  ascertain  the  exact  fact.'' 

In  view  of  this  ground  of  denying  the  then  motion  to  reopen,  it  was  error  for  the 
Commissioner,  subsequently,  in  considering  the  interference  on  its  merits,  to  find  (as 
it  fhlly  appears,  trom  an  inspection  of  his  opinion  in  the  premises,  he  did  find)  that 
the  operativeness  of  my  apparatus  was  a  controlling  factor  in  determining  the  ques- 
tion of  priority,  and  at  the  same  time  not  to  take  proper  and  effectual  steps  for  the 
full  investigation  of  that  question,  particularly  in  view  of  the  fact  tliut  at  the  time 
of  taking  the  testimony  in  the  interference  no  issue  was  made  between  the  parties 
as  to  the  operativeness  of  my  teleloge,  neither  Bell  nor  any  other  of  the  contestants 
having  offered  evidence  to  rebut  the  proved  facts  in  regard  to  the  actual  transmission 
of  speech  by  means  of  the  instrument,  or  even  theoretically  in  regard  to  its  capability 
to  transmit  speech. 

The  Commissioner  erred  specially  in  that,  finding  that  the  operativeness  of  my 
teleloge  was  vital  to  the  determination  of  the  question  of  priority,  he  allowed  hia 
mind  to  be  influenced  in  the  settlement  of  this  fundamental  question  by  the  intro> 
dnction  into  the  case  of  matter  taken  firam  depositions  that  formed  no  part  of  the 
record,  and  as  to  which  no  opportunity  was,  or  under  the  oiroubistances  could  be, 
aflforded  me  to  cross-examine  the  witnesses. 

That  the  depositions  thus  wrongfhlly  introduced  and  considered  had  a  oontrollingf 
influence  upon  the  Commissioner's  decision  appears  fh>m  his  opinion,  in  which  he 
says:  "  I  have  considered  the  affidavits  of  Professors  Toung  and  Brackett,  in  amneo* 
Uon  with  the  evidenoe  given  hg  them  in  the  eaee  of  the  Ameriean  Bell  TtUphone  Cempt»y  e. 
The  Overland  TeUtphone  Company,  of  New  Jeney  "  (being  the  depositions  of  which  it  is 
alleged  that  they  wrongfully  introduced.)  **  Taking  the  evidence  of  these  two  sci- 
entists as  a  whole,  I  cannot  find  that  they  have  demonstrated,  or  that  they  unquali- 
fiedly affirm,  the  fact  to  be  that  a  telephone  using  the  make>and-break  system  as 
contemplated  by  McDonongh  will  transmit  articulate  speech  within  the  terms  of  the 
issue.  It  transpires  in  the  cross-examination  of  those  learned  gentlemen"  (in  the 
depositions  that  form  no  part  of  the  interference  record,  and  in  which  I  had  no  op- 
portunity to  cross-examine  them)  *'  that  they  assume,"  &o. 

IV. 

The  Commissioner  of  Patents  erred  in  that,  in  considering  McDonough's  t^J&tion 
of  the  teleloge,  as  described  in  his  application  of  1876,  he  failed  to  distinguish  be- 


DECISIONS   OF  THE   COMMISSIOKEB   OF   PATENTS.  19 

tweoD  the  aekuU  im90KHon  therein  deecrihed  and  the  ikdorjf  therein  presented,  in  re- 
gard to  the  operation  of  the  apparatne  that  oonatitntes  the  real  invention. 


The  CoBuniaaioner  ened  in  holding  that  the  underlying  principle  of  my  teleloge 
waa  that  it  ahoald  operate  a  "  palpable  *'  make-»nd-break  system. 

VI. 

The  Commissioner  erred  in  not  making  award  of  priority  as  between  me  and  Gray, 
it  being  upon  the  eli^m  of  the  said  Gray  that  the  interference  was  based. 

VIL 

The  Commissioner  erred  in  holding  that  my  teleloge  was  inoperatlye  to  transmit 
speech. 

vm. 

The  Commissioner  erred  in  holding  (as  in  substance  he  did  hold)  that  a  telephone 
emistrooted  on  the  make>and-break  system  will  not  talk,  as  is  abundantly  shown  by 
the  subsequent  practice  of  the  Patent  Office  in  granting  pat^^nts,  special  reference 
being  made  in  this  connection  to  the  patent  ci  Bonta,  No.  333,616,  January  5,  1886. 

IX. 

Tbe  Commissioner  erred  in  awarding  priority  of  inyentlon  to  Bell,  such  decision 
being  oontrary  to  the  law  and  the  facts  of  the  case  and  contrary  to  sound  practice. 

WherelbTey  I  lespeetAilly  petition  the  honorable  the  Commissioner  of  Patents  for  an 
order  reopening  the  aforesaid  interference,  or  for  such  other  or  such  fhrther  relief  in 
the  premises  as  to  your  honor  may  seem  meet  and  proper  and  may  be  Just  and  equi- 
table. 

Jamxs  W.  MoDokovoh. 

Stats  of  Kxw  Tobk,  CU^  amd  County  of  New  York,  $$: 

I,  James  W.  lIoDonongh,  being  duly  sworn,  depose  and  say  that  I  am  the  person 
wboee  appUeation  for  a  patent  for  a  teleloge  (filed  April  10,  1876)  was  inyolved  in 
tte  inteiriB^ienee  above  named ;  that  I  am  adyised  and  verily  believe  that  an  injustice 
haa  been  done  me  by  the  decision  in  the  said  interference  awarding  priority  to  Mr. 
Ben ;  and  that  the  above  are  good  and  sufilcient  reasons  for  reopening  the  interfor- 


Bateeribed  and  sworn  to  before  me,  this  second  day  of  March,  1887. 

[flBAL.]  BOBT.  F.  GaYLORD, 

Notary  Puhlie  (168,)  New  York  County. 

[Petitton  of  AwigDMt.] 

Toar  petitioner,  J.  W.  McDonough,  a  resident  of  the  city  and  State  of  New  York, 
and  cMie  of  the  parties  to  the  above-stated  interference  proceedings,  brings  this  peti- 
tion, and  respeotftilly  asks  that  the  aforesaid  interference  proceedings  be  set  aside. 
sod  the  varioas  orders,  decrees,  and  Judgments  rendered  therein  be  vacated  and  an- 
nalled  upon  the  following  grounds,  viz : 


Beeause  the  same  were  not  conducted  in  good  faith,  as  petitioner  believes,  and 
dorgee  were  firaodnlent  and  collusive,  and  carried  on  with  the  purpose  and  intention 
of  seeonng  an  awMd  in  favor  of  Alexander  G.  Bell  upon  aU  material  issues  therein 
iavehred. 
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II. 

Because  all  of  the  orders,  Judgments,  and  decrees  taken  and  held  in  said  proceed- 
ings, in  80  far  as  priority  of  invention  as  to  the  speaking-telephone  was  awarded  to 
Alexander  G.  Bell,  were  erroneous,  and  not  supported  by  either  the  law  or  the  facts 
applicable  to  the  same. 

III. 

Because  the  proof  does  not  show  that  Alexander  G.  Bell  was  the  first  and  original 
inventor  of  the  H|)eakiug-telephone,  or  any  mat«rial  or  necessary  part  thereof,  but,  on 
the  contrary,  the  evidence  shows  that  petitioner  was  himself  first  and  origiual  in- 
ventor as  against  the  said  Bell  and  the  other  parties  to  the  proceedings. 

For  the  reasons  al)ove  stated  and  others  to  be  hereafter  prtf<sented  petitioner  prays 
that  said  interference  proceedings  may  be  reopened,  and  the  d  liferent  orders,  judg- 
ments, and  decrees  made  and  entered  therein  bo  vacated  and  annulled,  and  that  all 
the  issues  therein  involved  be  henrd  de  novo. 

Frank  H.  Hurd, 
Attorney  for  E.  S,  Stokw  and  the  North  American  Telephone  Company , 

Aseignete  of  J.  W,  MoDonough, 

District  of  Columbia,  ss : 

Personally  appeared  before  me,  this  2d  day  of  March,  A.  D.  1887,  Frank  H.  Hard, 
who,  being  duly  Hwom,  says  that  the  foregoing  petition  is  true,  to  the  beat  of  his 
knowledge  and  belief. 

Frank  H.  Kurd. 

Sworn  and  subscribed  to  before  nie, 

[SEAL.]  CHA8.   S.   BUNDT, 

Notary  PubtiCy  District  of  Columbia, 

It  will  be  seen  that  the  first  of  these  motioQS  seek  two  kinds  of  relief: 
firsts  to  have  reopened  the  interfereuces  aud  permit  MeDoiioagh  to  take 
additional  evidence  as  to  operativeness ;  second^  to  have  set  aside  the 
decision  of  Commissioner  Butterworth  of  March  3,  1885,  on  the  merits, 
and  to  have  a  new  trial  granted.  On  March  17,  1887,  this  motion  was 
submitted  to  Commissioner  Montgomery,  who,  on  March  29,  1887,  filed 
a  decision  holding  that  as  to  the  first  branch  of  the  motion  he  was  cod« 
eluded  by  Commissioner  Butterworth's  decision  of  January  16,  1885, 
which  rendered  the  matter  res  adjudicata  ;  bnt  as  to  the  second  branch 
of  the  motion  the  right  to  move  to  set  aside  the  decision  of  Commis- 
sioner Butterworth  of  March  3, 1885,  on  the  merits  of  the  interiereuce, 
remained,  unless  it  had  been  lost  by  laches.  The  decision  concludes  as 
follows: 

Fxrst,  Tbat  McDouoii};bhasarigbt  to  be  beard  on  tbe  subject  of  vacating  tbeaward 
of  priority  inaiie  by  Cotniiiiiwioner  BntterwurtU,  aud  snch  bearing  >(•  hereby  Hxed  for 
tbe  nineteenth  day  of  April  next,  at  twelve  o'clock  noo-.i,  at  which  time  the  )>etition 
filed  on  the  2d  instant  by  the  assignee  of  McDonough,  and  which  petition  ie  not  under 
consideration  at  present,  will  be  called  up  for  hearing. 

Second.  I  uiusi  decliue  to  entertain  thai  part  of  the  preneut  motion  which  is  bat  a 
repetition  of  the  one  which  was  passed  upou  by  my  predecessor. 

This  proceeding  was  conducted  wholly  independent  of  Gray's  petition 
and  proposed  amendment,  the  former  lying  dormant,  as  before  ex- 

This  motion  of  McDonough  for  a  rehearing  was  not  heard  on  April 
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19,  bat  was  continaed  from  time  to  time  antil  February  1, 1888.  In  the 
meaDtime  Oray's  amendment  was  a  second  time  referred  to  the  Primary 
Examiner  for  report.  Bell  was  allowed  to  be  heard,  and  on  Jnly  14, 
1887,  the  Examiner  reported  adversely  to  admitting  the  amendment. 
Sabeeqaently  Bell  moved  that  the  farther  hearing  of  Gray's  motion  to 
amend  be  postponed  until  after  the  Supreme  Oourt  should  dispose  of 
the  telephone  cases  then  pending  before  that  tribnnal.  This  motion 
▼as  denied  on  November  23, 1887,  and  this  decision  advised  Bell  for 
the  first  time  thkt  Oray  had  filed  a  petition  to  reopen  and  set  aside  the 
interferences. 

Oray's  motion  to  amend  was  submitted  before  the  Commissioner  on 
December  1, 1887,  and  the  argument  of  this  motion  resulted  in  causing 
ttie  McDonough  petitions  and  the  Oray  petition  to  be  set  down  for  dis- 
position February  1, 1888.  Oray  made  no  request  to  have  his  petition 
so  set  down,  nor  did  he  do  anything  to  have  his  petition  called  up  for 
action.  As  previously  stated,  when  the  Commissioner  ascertained  that 
aaeh  a  petition  was  on  file  it  was  deemed  that  the  pablic  interest  re- 
quired that  it  should  be  disposed  of  without  further  delay.  It  was  ac- 
cordingly directed  that  notices  issue  fixing  February  1, 1888,  as  the 
date  of  hearing.  At  that  date  parties  appeared,  the  presentation  of 
the  McDonough  petition  began,  and  that  of  Oray's  petition  followe<l  the 
conclusion  of  the  former. 

It  has  been  deemed  important  to  recall  and  set  out  this  history  of 
these  proceedings,  not  only  for  the  better  understanding  of  the  merits 
of  questions  involved,  but  because  they  characterize  the  conduct  of  the 
parties,  to  some  extent,  as  to  laches  or  diligence,  which  may  affect  to 
greater  or  less  extent  the  merits. 

The  proposed  amendment  of  Oray  in  case  No.  3  has  been  disposed  of 
separately  as  an  ex  parte  case.  Reference  to  it  here  is  due  to  its  inti- 
mate relations  with  the  matters  now  under  consideration. 

The  McDonough  and  Oray  petitions  must  be  considered  separately ; 
but  there  are  matters  common  to  both  which  may  be  presented  before 
entering  upon  them. 

THE  ISSUES. 

The  issues  in  these  interferences  are  as  follows : 


The  hereinbefore-deacribed  art  of  tranBmitting  and  reproducing  at  a  diatance  sonor* 
OQB  waves  or  vibrationa  of  any  deaoription,  which  conaiats  in  inoreaaing  and  decreas- 
ing the  atreogth  of  an  electric  onrrent,  traveraing  a  circuit  in  auoh  a  manner  aa  to 
prodnce  in  aaid  eireuit  a  aerlea  of  electrical  wavea  or  vibrationa  preciaely  oorreapond- 
ing  in  their  intervala  of  ancceaaion  and  relative  ampUtndea  to  the  aonorona  wave» 
which  ace  to  be  reprodnoed  alTthe  receiving  atation  or  atationa,  ao  that  oral  oonveraa- 
ttona  or  aoonds  of  any  deacription  may  be  telegraphically  tranamitted.  ^  . 

In  this  interference  was  Oray's  case  No.  1,  the  subject-matter  being 
that  of  his  first  claim,  the  Bell  patent  of  March  7,  1876,  and,  among 
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Other  applications,  those  of  EdisoQ,  filed  April  27, 1887,  No.  130,  Emile 
Berliaer,  filed  Jane  4, 1877,  and  A.  E.  Dolbear,  filed  October  31, 1877. 

B. 

The  heielnbefore-deacribed  improvement  in  the  art  of  transmitting  vocal  sonnde 
or  spoken  words  telegraphically,  which  consists  in  throwing  upon  the  line  through 
the  medinm  of  a  varying  resistance  electric  impnlses  corresponding  to  the  vibrations 
of  a  diaphragm  operated  by  the  movements  of  the  air  prodnoed  by  a,apok6n  word. 

In  this  interference  was  also  Oray's  case  No.  1,  the  snbject  matter 
Doing  that  of  his  second  claim,  the  Bell  patent  of  March  7, 1876,  and 
among  o^er  applications,  those  of  Edison,  filed  April  27, 1877,  ISo.  130, 
and  Berliner,  filed  January  4, 1877. 


Fir$t,  The  transmitter  consisting  of  the  combination,  in  an  electric  circuit,  of  a 
diaphragm  and  a  liquid  or  equivalent  substance  of  high  resistance,  whereby  the  vibra- 
tions of  the  diaphragm  cause  variations  in  the  resistance  of  the  electric  circuit,  and 
consequently  of  the  strength  of  current  traversing  said  circuit. 

Second.  In  a  telegraph-instrument  operated  by  sound,  the  combination,  with  the 
diaphragm,  of  two  or  more  electrodes  placed  in  electrolytic  liquid  and  operatiug  to 
increase  and  decrease  the  resistance  of  the  electric  circuit  by  the  movement  derived 
from  the  diaphragm. 

In  this  interference  was  Oray's  case  No.  2,  the  first  part  of  the  snbject- 
matter  being  that  of  his  first  claim,  the  Bell  patent  of  March  7, 1876, 
and  among  other  applications,  that  of  Edison,  filed  September  5,  1877, 
No.  144,  the  second  part  of  this  subject-matter  being  that  of  his  first 
claim. 

E. 

In  an  acoustic  telegraph,  an  armature-plate,  the  electro-magnet  for  the  same,  and 
a  closed  circuit  passing  from  the  helix  of  such  electro-magnet  to  the  source  of  nndn- 
latory  electric  energy. 

In  this  interference  was  Oray's  case  No.  3,  the  Bell  patent  of  March 
7, 1876,  and,  among  other  applications,  one  of  Edison,  filed  December 
13, 1877,  No.  146,  and  that  of  Dolbear,  filed  October  31, 1877. 


A  telephonic  transmitter  consisting  of  a  coil  of  wire,  one  or  more  magnets,  and  a  disk 
or  diaphragm  so  arranged  relative  to  each  other  that  a  motion  of  the  diaphragm  shall 
induce  in  the  coil  of  wire  an  ^ectro-moti  ve  force  in  virtue  of  the  pressure  of  the  mag- 
net or  magnets. 

In  this  interference  was  Oray's  case  No.  1,  the  Bell  patent  of  March 
'7, 1876,  and,  among  other  applications,  that  of  Dolbear,  filed  October 
31,  1877. 

G. 

A  telephonic  receiver  consisting  of  the  combination,  in  an  electric  circuit,  of  a  mag- 
net, and  a  diaphragm  supported  and  arranged  iu  close  proxiiuity  thereto,  whereby 
sounds  tlirown  upon  the  line  may  be  reproduced  accurately  as  to  pitch  and  quality. 
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In  this  interiSBrenoe  was  Gray's  case  No.  3,  the  Bell  patent  of  March  7, 
1878,  and,  among  other  applications,  that  of  Dolbear,  filed,  October  31, 
1877,  one  of  Edison,  filed  December  24^  1877,  No.  148,  and  one  of  James 
W.  M«I>onoagh,  filed  April  10, 1876. 

H. 

The  oombinatlon  in  one  oireoit  of  two  or  more  ooiltof  wire,  two  or  more  niAgiiets  and 
two  or  more  diaka  or  diaphragma  ao  aicnuiged  relatively  to  eaoh  other  that  if  one  of  the 
diaka  or  diaphragms  be  pat  in  motion  by  the  voice,  by  a  carrent  of  air,  or  otherwiee, 
it  shall  indnoe  a  transient  carrent  of  electricity  in  its  associated  coil,  which  carrent 
shall  aetnate  the  other  disks  or  diaphragms  in  virtue  of  the  coil  and  magnets  associ- 
ated wiih  them. 

In  tills  interference  was  Oray's  case  No.  1«  the  Bell  patent  of  March 

7, 1876,  and  ^among  other  applications,  that  of  Dolbear,  filed  October 

31,  1877. 

J. 

The  combination  with  an  electro-msgnet,  of  an  iron  or  steel'  diaphragm  seoored  to 
a  resonant  case  for  rendering  audible  acoustic  vibrations. 

In  this  interference  was  Oray's  case  No.  3y  Bell's  patent  No.  186,787, 
of  January  30, 1877,  on  application  filed  January  15, 1877,  also  applica- 
tions of  Edison  and  Dolbear. 

The  other  issnes  are  of  no  importance. 

After  the  declarations  of  these  interferences  a  motion  was  made  by 
Bell  to  consolidate  them,  which  motion  was  denied  by  the  Oommissiouer, 
becaose  the  motion  was  made  exparte^  the  other  parties  not  being  noti- 
fied.   (See  Bai  y.  Gray^  15  O.  O.,  385.) 

A  second  motion  was  made  by  Bell  to  re-form  the  issues  or  consoli- 
date them.  This  motion  was  resisted  by  both  Gray  and  McDonongh, 
and  was  denied  by  the  Commissioner  on  March  6, 1879.  (See  Bell  v. 
Orap^  15  O.  O.,  776.)  In  this  decision  Oommissioner  Paine  very  clearly 
defined  and  oonstmed  the  issues,  and  that  construction  has  been  recog- 
nized in  all  subseigtuent  decisions  both  of  the  ofBce  and  the  courts. 

The  Examiner  of  Interferences  rendered  a  most  elaborate  and  exhaust-, 
ive  decision,  in  which  he  set  forth  the  state  of  the  art,  settled  what 
efforts  had  been  made  by  the  respective  parties  in  the  direction  of  the 
invention  of  the  subjects-matter  of  the  several  issues,  and  the  dates 
thereof,  determined  the  facts  relative  to  each,  gave  his  construction  to 
the  issues,  and  awarded  priority,  as  hereinbefore  stated.  This  decision, 
with  the  single  exception  of  the  constructionof  issue  O  and  consequent 
awanltoMcDonough,  has  stood  the  test  of  all  subsequent  investigations, 
and  as  a  determination  of  the  facts  of  the  casein,  in  my  Judgment,  unas- 
sailable. Ko  tribunal  proceeding  upon  the  evidence  before  the  Exami- 
ner of  Interferences  would  ever  reach  any  other  determination  of  facts. 

THE  STATB  OF  THB  AKT. 

The  decision  of  the  Examiner  of  Interferences  has  not  been  officially 
published.  I  might,  perhaps,  be  justified  in  setting  forth  his  statement 
of  the  state  of  the  art  at  the  time  the  several  parties  to  these  interfer- 
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enoes  came  mto  the  Office,  bat  it  woald  doabtless  take  more  space  than 
woald  be  best,  and  I  shall  therefore  content  piyself  with  a  brief  state- 
ment. 

Morse's  patent  for  a  method  of  telegraphy  was  issaed  in  1846,  and 
reissued  in  1848.  Prior  to  that  varions  modes  of  telegraphing  and 
making  signs  and  signals  by  means  of  electricity  had  existed  firom  as 
early  a  date  as  1787.  This  had  been  accomplished  by  means  of  the 
movements  of  pith-balls,  electric  sparks,  etc.,  but  the  resalts  of  these 
methods  were  evanescent.  The  state  of  the  art  in  this  respect  is  con- 
cisely set  forth  in  Morse's  specifications.  (See  statement  of  the  case  in 
Morse  v.  CPReiUy^  15  How.,  86.)  But  Morse  invented  a  metho^l  by 
which  stable  or  permanent  signals  or  characters  conid  be  telegraphed. 
His  method  involved  an  electric  circuit  that  conld  be  closed  and  opened 
(make-and-break)  and  a  piece  of  iron  that  conld  be  magnetized  and  de- 
magnetized.   The  ordinary  Morse  telegraph  is  weU  understood. 


The  elements  required  were  a  battery  and  circuits ;  a  key  to  be  ma- 
nipulated with  the  hand ;  a  piece  of  soft  iron  in  the  shape  of  a  horseshoe- 
magnet,  around  which  passed  the  line- wire  of  the  circuit,  and  an  arma. 
ture  within  the  field  of  the  magnet  suspended  on  a  spring.  When  the 
hand  pressed  upon  the  key  and  closed  the  circuit,  the  iron  was  magnet- 
ized and  the  armature  was  attracted  to  it,  causing  the  pin  to  impress  a 
dot  or  dash  npon  a  scroll  of  paper,  depending  upon  the  length  of  time 
the  circuit  was  closed.  The  cUck  of  the  armature  as  it  came  in  contaofe 
with  the  magnet  also  indicated  the  signals — the  dots  and  dashes —  ind 
soon  experienced  operators  became  able  to  read  the  sounds  of  the  in- 
strument. 

Here  we  have  all  the  rudimentary  parts  from  which  have  been  evolved 
and  developed  the  telephone.  There  are  the  transmitter  (the  key,)  the 
electric  circuit,  and  the  receiver — the  magnet  and  armature  or  plate  (or 
disk.)  The  transmitter  operated  upon  the  make-and-break  principle, 
and  yet  it  contained  all  the  potential  qualities  of  the  modern  microphone- 
transmitter.  When  actually  open  no  electric  current  or  impulse  tra- 
versed the  circuit ;  but  during  the  brief  periods  when  the  hand  pressed 
the  metallic  electrodes  constituting  the  keys  together  .with  greater  or 
less  foi;ce  the  variable  resistance  of  the  microphone  was  actually  exe* 
cuted,  although  without  the  knowledge  of  anyone,  for  the  secret  ixHisi- 
bility  was  unknown  and  unthonght  of.  On  the  other  hand,  the  arma- 
ture suspeuded  on  the  delicate  spring  unquestionably  responded  ro  and 
was  capable  of  responding  to  not  only  the  make  and-break  variationa, 
but  also  to  the  more  delicate  and  imperceptible  variatiouN  resulting  from 
the  vHriations  of  force  by  which  the  metallic  electrodes  of  the  keys  were 
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lidd  together.  I^  instead  of  employing  the  hiwd  to  open  and  elose  the 
eiicaity  a  toothed  wheel  had  been  ac^nsted  so  that  the  movement  of  each 
tooth  should  open  and  close  the  circuit,  the  armature  would  have  faith- 
fally  responded.  If  the  revolutions  of  the  whe^l  were  increased  so  that 
the  circuit  was  opened  and  closed  with  a  sufficient  degree  of  speed,  a 
tone  would  be  produced  at  the  transmitter  and  also  at  the  receiver ;  but 
the  tones  would  be  those  resulting  from  the  mechanical  clicking  of  the 
keys  and  the  armature  upon  the  magnet.  Still  it  would  also  be  true  that 
tbe  armature  vibrating  back  and  forth  under  the  influence  of  the  mag- 
net would  produce  air- waves  reproducing  the  tone,  although  they  might 
be  drowned  or  lost  in  those  of  tbe  mechanical  clicking  of  the  armature. 
Here  we  seethe  elements  of  modem  discovery  and  invention.  The 
laansmitter  was  that  of  Beis — the  makeand-break.  The  receiver  was 
the  magnet  and  the  metallic  diaphragm.  In  the  Morse  telegraph  the 
armature  responded  to  the  mechanical  opening  and  closing  of  the  cir- 
cuit; but  it  was  i>otential  of  all  that  has  succeeded.  Was  it  only  a  new 
use  of  that  armature  when  Beis,  or  Edison,  or  Bell,  or  Gray,  or  McDon- 
ough  cansea  it  to  respond  to  the  vibrations  of  tone  t  Was  it  a  second 
new  use  when  Bell,  or  Gray,  or  McDonongh  caused  it  to  respond  not 
only  to  pitch  but  to  quality — articulate  speech  f 

The  invention  of  the  Morse  telegraph  stimulated  investigation  and 
invention  in  electricity.  The  idea  of  transmitting  articulate  speech  took . 
possession  of  inventive  genius  in  Europe  and  America.  Instead  of  mak- 
ing and  breaking  the  circuit  with  the  hand  or  a  toothed  wheel,  it  was 
proposed  to  introduce  a  mechanism  so  delicate  that  the  makes  and  breaks 
could  be  effected  by  the  sound-waves  of  the  human  voice.  The  delicate 
mechanism  which  in  ancient  times  in  the  temple  of  Delphos  ^as  set  into 
musical  motion  by  the  mere  force  of  the  rays  of  the  morning  sun  was  to 
be  surpassed  not  only  in  the  delicacy  and  infinite  variety  of  movement, 
bat  the  results  were  to  be  transmitted  in  infinite  directions  and  to  infi- 
nite distances,  and  to  constitute  the  invisible  bridge  between  mind  and 
mind.  So  that  Morse  had  given  to  the  world  a  receiver  of  the  character 
described  and  which  possessed  the  capabilities  that  have  since  been 
discovered. 

The  Keis  telephone  had  been  given  to  the  world.  He  introduced  a 
traonmitter  constructed  of  electrodes  which  were  opened  and  closed  by 
the  tone- waves  of  the  voice  or  of  a  musical  instrument  operating  on  a 
delicate  membrane,  called  the  ^'  diaphragtn."  His  receiver  consisted  of 
ao  iron  rod  attached  to  a  sounding-box,  the  rod  being  elongated  and 
shortened  under  the  influence  of  the  rapidly-interrupted  electric  cur- 
rent, as  an  iron  rod  is  more  slowly  elongated  or  shortened  by  tbe  effect 
of  heat. 

As  early  as  1854  Bourseul  had  given  to  the  world  in  publications 
msgestions  as  to  the  transmission  of  articulate  .speech,  which  con- 
tained descriptions  of  a  receiver  and  transmitter.    He  said  T^qqqJ^ 

Tbeelecfcric  telei^raph  is  based  upon  the  following  principle:  An  eleorric  cnrrent 
:  thiouffh  a  metaUio  wire  circalateB  through  a  ooll  around  a  soft  piece  of  iron. 
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which  it  oonToris  into  a  magnet.  The  moment  the  oarrent  stops  the  pleee  of  iron 
oeaMs  to  be  a  magnet.  Thia  magnet,  which  takes  the  name  o(  ''  electro-magnet," 
can  thas  in  tarn  attract  and  then  release  a  movable  plate,  which  by  its  to-and-fro 
moYcment  produces  the  con  vent  tonal  sigpials  employed  in  telegraphy. 

Then,  »fter  addiug  the  mode  in  which  speech  is  transmitted  by  the 
vibrations  of  the  air,  he  continues: 

Snppose  that  a  man  speaks  near  a  movable  disk  sni&oiently  flexible  to  lose  none  of 
the  vibrations  of  the  voice,  that  this  disk  alternately  makes  and  breaks  the  connec- 
tion with  a  battery,  yon  may  have  at  a  distance  another  disk  which  will  simaltane- 
onsly  execate  the  same  vibrations. 

In  The  Wonders  of  Electrioity^  a  publication  translated  from  the 
French  of  J.  Baile,  published  in  1872,  there  is  found  a  further  descrip- 
tion of  a  receiver  and  transmitter.  After  adverting  to  the  marvels 
accomplished  in  the  transmission  of  thought,  handwritings,  and  draw- 
ings, and  referring  to  the  acoustic  telegraph  as  disclosing  a  new  prin- 
ciple or  discovery,  he  says :  ^'Already  experiments  have  been  made  for 
this  purpose,"  and  he  proceeds  to  describe  an  apparatus  resembling 
that  of  Bonrseul,  with  the  addition  of  an  electromagnet  for  giving  mo- 
tion to  the  plate  in  the  receiver.  The  transmitter  contains  a  plate, 
which  at  each  vibration  touches  a  small  point  placed  in  front  of  it,  and 
so  throws  an  impulse  of  electricity  on  the  line,  which  shall  cause  the 
attraction  of  the  second  plate,  whose  size  and  quality  are  identical  with 
the  former,  causing  it  to  perform  the  same  number  of  vibrations  per 
second  and  give  forth  a  sound  *'  which  will  have  the  same  musical  value 
as  the  first.  If  this  be  perfected,  a  series  of  sounds,  a  tune,  a  spoken 
sentence,  and  conversation  "  may  be  transmitted,  but  as  yet  it  has  not 
been  accomplished. 

Here  is  a  complete  description  of  a  make-and-break  telephone  having 
a  receiver  consisting  of  an  electromagnet  operating  upon  a  metallic 
disk  placed  before  it.  There  is 'no  occasion  here  to  consider  or  dwell 
upon  the  multiple  or  harmonic  telegraphs  invented  by  the  various  par- 
ties to  these  interferences.  They  all  proceeded  upon  the  make-and- 
break  principle,  to  be  hereinafter  considered.  But  the  important  fact 
to  be  noted  is  that  at  the  date  these  several  inventors  entered  upon  the 
field  of  invention  in  respect  of  the  transmission  of  speech  the  electric 
circuit  was  old ;  the  Beis  transmitter  was  old ;  the  metallic  disk  or 
armature  attracted  by  a  magnet  was  old.  As  to  the  receiver,  unless 
there  were  invention  in  applying  it  to  harmonic  telegraphy  over  the 
Morse  use  of  it  in  his  telegraph,  or  in  applying  it  to  the  reception  of 
quality  over  and  above  both,  then  neither  Bell,  Oray,  McDonough,  nor 
any  one  else  cou\d  secure  a  patent  for  it,  broadly.  It  was  as  old  as,  if 
not  older  than,  the  Morse  telegraph. 

At  the  time  these  parties  to  the  interference  came  into  the  office  it 
was  old  to  produce  variation  in  the  strength  or  volume  of  the  electric 
current  whether  effected  by  means  of  an  armature  in  the  presence  of  a 
magnet  in  the  circuit,  or  other  inductive  means,  or  by  the  introduction 
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as  part  of  the  eireait  of  a  liqaid  of  high  resiatanoe,  whereby  the  reaiat- 
anoe  could  be  varied.  It  is  also  proper  to  say  that  the  telephone  doea 
not  depend  open  a  diaphragm-receiver,  and  that  with  a  proper  trana- 
mittor  apeech  can  be  tranamitted  wholly  without  a  diaphragm  aa  an 
element  in  the  reoeiver. 

Thua  when  properly  understood  it  will  be  aeen  that  the  telephone 
when  invented  consisted  of  elements  which  were  all  old,  and  that  the 
invention  conaiata  in  an  acynstment  and  arrangement  between  these  old  ' 
parts  by  means  of  which  a  result  never  before  reached  was  attained. 
It  must  also  follow  that  not  any  of  theae  old  elementa  could  be  broadly 
claimed,  but  must  heceasariiy  be  limited  to  their  proper  place  and 
situation  in  that  new  arrangement  and  combination,  and  to  their  specific 
construction. 

As  the  present  petitions  seek  to  have  all  the  orders  pnd  decisions  set 
aside,  new  evidence  taken,  and  a  rehearing  upon  the  merits,  it  is 
necessary  to  a  proper  understanding  that  so  much  of  the  material  por- 
tions of  the  decisions  as  relates  to  the  claims  of  Bell,  Gray,  and  Mc- 
Donough  be  set  out. 

As  to  Bell,  the  Examiner  of  Interferences  jrave  bim  as  the  date  of 
his  invention  the  date  of  the  filing  of  his  application.  It  was  urged 
before  him  that  Bell's  application  and  patent,  No.  174,465,  did  not  show 
the  invention,  and  that  he  in  fact  had  never  conceived  the  invention 
of  the  telephone  nor  reduced  it  to  practice  until  after  his  patent  issued ; 
but  the  Examiner  of  Interferences,  while  evidently  inclining  to  this 
view,  felt  concluded  by  the  decisions  of  Oommissioner  Paine  and  of  the 
courts.    He  says : 

Upon  the  evidence  presented  it  mast  be  held  that  the  subject-matter  of  this  inter- 
lerence  *  *  *  had  not  been  inveuteii — that  ia,  demonstrated— by  any  of  the 
parties  to  this  interference  prior  to  the  filing  of  Bell's  application,. Februaiy  14, 
1^6;  nor  is  it  entirely  clear  that  he  had  at  that  time  any  knowledge  of  a  practical 
mode  or  mechanism  forpn>daciug  the  results  contemplated  by  the  invention.  But 
as  the  Office  as  well  as  the  courts  have  determined  that  the  patent  contains  a  suffl- 
oteot  disclosure  of  the  snbject-uiatter  in  dispute,  it  must  be  held  that  the  invention 
was  made  at  least  as  early  as  the  date  on  which  he  filed  his  application.  Bell's 
claim  does  not,  howevefi  depend  upon  the  application  alone,  for  he  was  in  fact  and 
inlaw  the  first  to  disclose  and  publicly  explain  the  principle,  as  well  as  the  first  to 
coustmct  and  use  instruments  not  only  designed  and  adapted  to  carry  into  effect  that 
principle^  but  actually  and  sucessfnlly  used  for  that  purpose. 

As  to  issue  O,  which  covers  the  liquid  transmitter,  he  says : 

While  no  such  instruments  are  found  described  in  Bell's  patent,  his  proof  as  to 
'Exhibit  41,"  its  description,  use,  and  exhibition,  are  oousidered  as  amply  sufficient 
to  defeat  the  claims  of  Qiay  and  Edisou  founded  upou  the  facts  appearing  in  the 
T^ord,  at  the  same  time  anticipating  Richmond's  record  date  of  August  24, 1^77. 

As  to  Gray,  the  Examiner  finds: 

*  •  •  He  claims,  however,  that  at  this  time  (1867)  he  conceived  the  idea  of  con- 
structing an  instrument  for  transmitting  tones  **  similar  iu  its  general  aspects  to  the 
tnstmmeats  made  at  a  later  date.''  As  the  character  of  these  mental  speculations 
i  at  this  day  be  determined,  and  as  they  took  no  material  form  or  expressioa 
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Qntil  seven  yean  later,  they  can  no  more  be  oonaidered  as  affecting  in  vi^uti  ns  snbse- 
qnently  developed  than  can  Bonrsenrs  prophecy  regarding  the  transmission  of  speech 
by  electricity.  He  does  no  ;>ear  to  have  considered  the  matter  fnrtlier  until  the 
latter  part  of  January  or  first  part  of  February,  1874,  when  his  attention  was  again 
accidentally  called  to  the  subject  by  what  is  known  as  the  *<  bath-tnb  ezpt^riraent." 
His  nephew  was  engaged  in  taking  shocks  fh>m  an  induction-coil  by  conneutiug  one 
end  of  the  secondary  coil  to  the  zinc  lining  of  a  bath-tub  and  holding  the  other  end 
in  one  hand.  Upon  rubbing  the  sine  lining  with  the  free  hand  to  complete  the  cir- 
cuit Qray  noticed  that  a  sound  proceeded  from  under  the  hand  at  the  point  of  con- 
tact apparently  of  the  same  pitch  and  quality  as  that  of  the  electrotome  of  the  in- 
duction-coil. His  curiosity  was  aroused  and  he  at  once  tried  the  experiment  him- 
self, and  was  astonished  to  find  that  by  rubbing  bard  and  rapidly  he  could  ainplif;r 
the  sound,  and  that  by  changing  r he  rate  of  vibration  of  the  electrotome  a  corre- 
sponding change  was  effected  in  the  pitch  of  the  sound  under  his  hand.  (Int.  Ill, 
387;  Dowd,  I,  123.) 

He  says  of  this  experiment  that  his  attention  was  particularly  attracted  to  the  fact 
that"  the  quality  as  well  as  pitch  and  loudness  could  be  transmittedelectrically  through 
a  telegraphic  circuit  and  received  upon  a  common  or  universal  receiver."  (Dowd  1, 
123.)  Experiments  were  continued  during  February  and  March,  using  the  same  in- 
duction-coil and  various  receivers,  among  which  was  the  exhibit  ''Animal  Tissue 
Violin  Receiver,"  wherein  a  plate  of  metal  is  substituted  for  the  strings,  and  by  rub- 
bing the  hand  across  this  plate  the  sounds  of  the  elecrotome  were  produced.  It  was 
during  this  period,  according  to  Gray,  that  he  "  conceived  the  idea  of  transmitting 
musical  compositions  and  sounds  of  aU  kinds,  including  articulate  speech."  (Int.  Ill, 
388.)  But,  as  would  appear  ftom  the  record,  his  energies  were  directed  exclusively 
to  the  transmission  of  musical  tones  and  their  utilization  for  telegraphic  and  other 
purposes,  no  attention  being  given  to  instijiments  for  the  reoepUon,  transmission,  and 
reproduoHon  of  articulate  speech  until  along  in  February,  1876,  and,  although  he 
claims  to  have  had  some  conception  of  the  po8iibiUHe$  late  in  the  fall  of  1875,  (Int. 
Ill,  391;  Dowd  1, 125,)  he  neither  disclosed  them  to  others  nor  clothed  them  in  any 
fixed  and  positive  form  until  he  made  the  sketch  for  his  caveat,  February  11,  1876. 
Whatever  may  have  been  the  inherent  capacities  of  the  instruments  constructed  in 
the  interim,  they  were  not  designed  for,  nor  known  to  be  capable  of,  the  transmission 
and  reproduction  of  articulate  speech,  (Dowd  1 ,  389, 98-99 ;  Int.  Ill,  375-389, )  nor  were 
his  transmitters  either  intended  or  adapted  for  the  reception  of  sounds,  but  were  de- 
signed to  create  and  originate  the  particular  sounds  to  be  conveyed.  Both  Gray  and 
Gk)odridge  were  led  to  believe  that  the  receivers  used  in  the  winter  of  1874-75  were 
adapted  to  reproduce  the  sounds  of  the  human  voice,  (Dowd  1,  99-107-108-134,)  if 
they 'could  be  impressed  upon  and  transmitted  by  the  electric  current,  but  they  were 
totally  noaware  of  any  transmitter  capable  of  performing  this  highly  Important  and 
essential  task,  and  it  was  not  until  Gray  had  witnessed  the  successful  operation  of 
Bell's  telephone  at  the  Centennial  that  the  possibility  of  using  his  receiver  as  a  tmns- 
mltter  was  suggested  to  his  mind,  as  Gray  frankly  admits.  (Dowd  1, 399.)  His  idea 
of  a  transmitter— and  it  was  merely  an  abstract  idea,  such  as  can  not  under  the  law 
be  regarded  as  a  conception^is  thus  stated  by  him,  (Int.  Ill,  p.  MiS :)  *^  During  these 
experiments  I  observed  that  the  quality  of  the  sound  made  by  the  transmitter  wa» 
faithfully  reproduced  in  the  receiver.  This  led  me  to  the  conclusion  that  it  was  only 
a  question  how  to  convert  the  aerial  vibrations  made  by  the  production  of  any  sound 
whatever  into  electrical  vibrations  of  a  similar  character  with  respect  to  rate,  ampli- 
tude, etc.,  to  solve  the  problem  of  transmitting  articulate  speech.  I  was  continctd 
that  the  receiver  would  reproduce  articulate  words  inasmuch  as  it  eeemed  to  be  capable 
of  reproducing  any  form  of  vibration  that  I  was  able  to  transmit.  I  remember  speak- 
ing of  this  to  different  ones  about  this  time.  «I  may  have  mentioned  this  before  the 
first  of  April,  (1874,)  or  it  may  have  been  a  little  while  after.  My  impression  is  that 
I  first  mentioned  it  before.  My  conception  then  of  an  instrument  for  transmitting 
articulate  speech  was  one  of  a  complicated  character,  having  a  series  of  transmitting- 
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pointB  adapted  to  reapood  to  all  the  tooes  of  the  human  voice,  eomewhat  aimilar  to 
the  apparatne  referred  to  in  my  eaveat  of  Febmary  14,  1876.''  The  deeoription  con- 
tained in  aaid  caveat  ia  aa  follows : 

"  I  contemplate,  however,  the  nse  of  a  eeries  of  diaphragms  in  a  common  vocalis- 
ing-chamber,  each  diaphragm  carrying  an  independent  rod  and  responding  to  a  vibra- 
tion' of  different  rapidity  and  intensity,  in  which  case  contact-points  nionnted  on 
otliiT  diaphragms  may  be  employed." 

When  oalled  npon  to  explain  the  constmction  of  the  apparatus  thns  ambignoosly 
outline  J,  Gray  confesses  that  it  was  bat  a  general  idea  not  clearly  defined  in  all  its 
details,  and  was  based  apon  a  theory  which  has  since  proved  to  be  false.  ( Do wd  1, 
135.)    The  instmment  was  never  constmcted  by  him. 

Thoa,  by  tracing  this  original  idea  of  a  transmitter  from  its  conception,  in  1874,  to 
its  mere  mention  in  the  caveat  of  1876,  we  find  that  it  anioanu  to  nothing  bnt  an  ab- 
stmot  specnUtion.  Passing  now  to  the  form  of  transmitter  deaoribed  and  illoatrated 
in  said  caveat,  and  the  applications  of  October  29,  1877,  we  will  endeavor  to  trace 
back  its  origin,  premising,  however,  that  Gray  alone  tf  stifles  as  to  these  mental  oper- 
atiMiis,  for  Cioodridge,  his  assistant  in  all  experiments  daring  this  period,  when  asked 
if  Gray  ever  deaeribed  any  instmment  which  he  had  devised  for  transmitting  speech 
elecrrically  by  talking  lo  the  transmitter  prior  to  the  caveat,  says  (int.  Ill,  371:)  "I 
heard  no  description  from  Mr.  Gray  of  any  instmment  which  he  had  devised  fnlly, 
bnt  merely  some  idea  or  plan  by  which  It  coold  or  might  be  done."  And  his  first 
definite  knowledge  of  the  transmitter  illastrated  in  the  said  caveat  was  Febmary  U, 
1876,  when  the  exhibit,  **  Speaking  Telephone  Caveat,  original  sketch,"  was  handed 
him  for  the  purpose  of  having  drawings  made  for  a  caveat.    (Int.  Ill,  336,  394.) 

*  *  *  Gray  seems  to  have  been  indebted  to  the  so-called  '*  lovers'  telegraph  "  for 
soggestions  as  to  the  constmction  of  an  iostmment  for  transmitting  speech  electrically. 
"  The  observation  in  reapect  to  the  lovers'  telegraph  proved  to  my  mind  that  the 
movementa  of  a  single  point  on  the  diaphragm  corresponded  aconrately  with  the  move- 
ments of  the  air  prodnced  by  any  spoken  word  or  soand,"  (Int.  Ill,  397,)  and  it  was 
alter  this  observation  in  November  or  December,  1875,  (Dowd  1,  128,)  that  be  seems 
to  h»ve  abandoned  his  preconceived  ideas  of  mnltiple  diaphragms  (andoabtedly  in- 
tended as  analyzers,  each  diaphragm  being  tuned  to  and  adapted  for  the  transmis- 
sion cif  a  given  note  corresponding  to  its  fandamental  or  normal  rate  of  vibration,) 
and  to  have  fixmi  opon  a  single  diaphragm  as  theoretically  adapted  for  the  reception 
of  sound-waves  and  their  conversion  into  corresponding  electrical  inipnlses.  Gray 
thus  deaoribes  the  reanlta  of  his  observations  on  the  lovers'  telegraph,  (Dowd  1, 125:) 
"I  saw  that  if  I  could  reproduce  eleotrieaHy  thn  same  motions  that  were  made  me- 
ehanieally  at  the  center  of  the  diaphraj^m  by  speakiiig  npon  it  sach  electrical  vibra- 
tions would  be  reprodaced  upon  a  common  receiver  in  the  saiue  manner  that  musical 
tones  were;  and  from  the  faet  that  the  electrical  vibratioiis'were  the  same  in  respect 
to  rate,  amplitude,  and  form  or  complexity  aa  the  motions  made  in  the  air  by  ntter- 
ing  words  or  sounds,- it  ibllowed  that  the  receiving-diaphragm  would  be  thrown  into 
mechanical  vibration  or  motion  of  n  corresponding  character,  and  conseqaently  re- 
produce the  same  word  or  sonnd.  The  fact  that  the  longitudinal  movement  (in 
water  or  other  fluid  of  poor  oondacting  quality)  of  a  wire  or  some  good  conductor  of 
electricity,  with  reference  to  another  wire  or  metal  conductor,  produced  variations 
in  the  resistance  of  an  electric  circnit  proportional  to  the  amplitude  of  movement,' 
was  old  in  the  art  of  that  time;  so  that  the  last  link  of  knowledge  necessary  to  solve 
the  problem  in  my  mind  was  famished  in  the  capabilities  at  the  longitudinal  vibra- 
tions of  the  string  in  the  before-mentioned  so-called  'lovero' telegraph."  Bnt  this 
knowledge  does  not  seem  to  have  been  disclosed  to  others,  nor  to  have  been  reduced 
to  form  nntll  Febmary  II,  1876,  when  the  sketch  for  the  caveat  was  made. 

The  answer  above  quoted  most  satisfactorily  confirms  the  conclusions  reached  re- 
garding the  incompleteness  of  his  preconceived  multiple  ditfphragui  idea,  for  in  it  he 
aeluiowledgoH  there  was  a  defect  or  missing  link,  even  in  his  theoretical  transmitter. 
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whioh  WM  remedied  or  supplied  by  the  lovere'  telegraph  and  the  knowledge  de- 
rived from  obMrratione  made  as  to  Ita  operation.  February  ll,  1876,  is  therefore  the 
earliest  date  that  ean  be  aooorded  Gray  for  the  conoeption  of  his  first  instmment  or- 
ganised designedly  for  the  transmission  of  articulate  speech.    *    *    • 

*  *  *  He  had  already  made  and  patented  instruments  capable  of  responding  to 
Tarying  impulses  of  electricity,  but,  instead  of  relying  upon  these  for  receiTers,  he 
contrived  a  new  form  of  receiver,  retaining  only  that  part  which  was  well  known,  long 
before  his  discovery,  to  be  capable  of  responding  to  fluctuations  in  the  current — i.  f., 
an  eleetro-magncit  and  armacure,  and  to  this  applied  the  membrane  diaphragm  and 
vocalizing  chamber  of  the  lovers'  telegraph. 

These  circumstances  led  to  the  conclusion,  as  before  stated,  that  the  invention  of 
the  art  of  transmitting  and  rqN-odikjiii^  articulate  speech,  and  the  means  therefor, 
was  not  contemporaneous  with  nor  the  natural  outgrowth  of  the  transmission  and 
production  of  musical  ton^  as  previously  practiced  by  him ;  but  it  is  to  be  regarded, 
under  the  law  and  upon  the  evidence  adduced,  as  anterior  to  and  derived  from  the 
"  lovers' telegtaph,"  so  called.    •    •    • 

*  *  *  It  was  during  these  experiments  that  he  claims  to  have  observed  that 
the  qiMlit^  of  the  sound  made  by  the  transmitter  was  faithfhlly  reproduced  in  the 
receiver,  from  whioh  he  drew  the  conclusion  '*  that  it  was  only  a  question  how  to 
convert  the  aerial  vibrations  made  by  the  production  of  any  sound  whatever  into 
electrical  vibrations  of  a  similar  character,  with  respect  to  rate,  amplitude,  etc.,  to 
solve  the  problem  of  transmitting  speech,"  (Int.  Ill,  3S6.)  He  says,  moreover,  that 
he  was  *^  convinced  that  the  receiver  would  reproduce  articulate  words,  inasmuch 
as  it  9emMd  to  be  capable  of  reproducing  any  form  of  vibration  that  I  wa$  able  to 
trangmiW 

In  the  early  history  of  the  art  the  po$$ib%liiif  of  transmitting  and  reproducing  speech 
by  imaginary  devices  did  not  lack  advocates,  several  of  whom,  prior  to  these  alleged 
mental  speculations  of  Gray,  had  approached  much  nearer  in  their  prophecies  and 
piedietions  than  he  ever  claims  to.  The  various  descriptions  of  the  Reis  telephone 
evince  a  recognized  capacity  in  the  receiver  to  respond  to  such  tones  as  were  thrown 
upon  the  line  by  the  transmitter ;  and  various  scientists  have  said  it  were  possible 
4f  the  means  conld  be  devised.  Gray  was  therefore  no  nearer  the  solution  of  the 
problem  when  he  recognized  that  the  question  was  haw  to  convert  sound  into  electri- 
cal vibrations  of  a  similar  character  than  many  who  had  preceded  him.    *    *    * 

*  «  *  The  history  of  his  experiments,  from  the  bath-tub  experiment  in  January 
or  February,  1874,  to  the  caveat  sketch  in  February,  1876,  as  narrated  above,  estab- 
lishes,'beyond  peradventnre,  the  character  of  the  inventions  upon  which  he  was  en- 
gaged—viz., the  electrical  production  of  music  and  the  multiple  transmission  of  tele- 
graphic messages.  He  neither  sought  nor  contemplated  the  fransviiMioii  and 
reproduoUan  of  sound  as  such ;  not  a  single  transmitter  was  designed  or  adapted  for 
converting  sound-waves  into  corresponding  electrical  impulses ;  on  the  contrary, 
every  tone  or  sound  heard  at  the  receiver,  instead  of  being  a  reproduction,  was  anew 
creation,  the  product  of  a  certain  series  of  undulations  induced  in  the  current  by  the 
transmitter  and  made  manifest  for  the  first  time  at  the  receiver.  Tones  accompanied 
the  action  of  the  transmitter  while  establishing  these  series  of  electrical  vibrations  or 
nnduUtions,  but  they  were  merely  incidental.  He  was  aware  of  Reis's  experiments, 
but  evinced  no  diAposition  to  follow  in  the  same  direction.  He  proceeded  to  develop 
a  system  of  telegraphy  wherein  two  or  more  transmitters  were  employed,  each  capable 
of  setting  up  an  arbitrary  series  of  electrical  impulses  or  vibrations  in  the  line.  The 
receivers  at  first  wore  designed  to  respond  to  the  tones  resulting  from  these  vibra- 
tions. (Dowd  1, 100-1. )  The  knowledge  possessed  by  him  at  that  time  led  to  the  use 
of  an  electro-magnet  for  this  purpose,  for  the  researches  of  Page,  Henry,  and  others 
and  his  experiment  in  1867  demonstrated  the  capacity  of  such  an  instmment  to  re- 
spond to  electrical  vibrations  or  impulses,  and  he  himself  acknowledges  having 
observed  this  property  in  1874,  and  that  the  armature  or  diaphragm,  so  called,  was 
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'  (Int^  III,  390,)  the  dnntioii  of  the  yibrations  of  each  transmitter  was  to 
be  divided  into  longer  and  shorter  periods  representing  the  dot  and  dash  of  the  Morse 
alphabet,  and  the  sound  of  each,  as  prodnoed  by  the  reeeiver,  was  to  be  noted  sepa- 
rately (Dowd  1,  99-100;)  the  resonant  box,  the 'wash-basin,  and  the  tin  onp  were  in 
an  probability  designed  and  nsed  for  the  sole  purpose  of  amplifying  the  ctonnds.  At 
least  there  is.no  evidenoe  to  the  contrary.  In  his  first  patent  embodying  the  resoiiant- 
boz  magnet-receiver — No.  106,095— he  says,  speaking  of  the  secondary  oircnit :  *' As 
the  receiving  electro-magnet  is  connected  with  the  circuit  it  will  be  caused  to  vibrate, 
thus  producing  a  tone  of  corresponding  pitch,  the  $ound  ofwkUh  may  he  inienH/ied  by. 
the  use  of  a  hollow  cylinder  8  of  metal  placed  on  the  poles  of  the  magnet/'  The 
**  diaphr^gm-boz  magnet  receiver ''  was  regarded  as  a  modification  of  the  **  resonant- 
box  magnet-receiver,''  and  was  not  made  as  a  new  form  of  receiver,  but  for  use*  in 
testing  the  feasibility  of  transmitting  tones  over  a  long  line.  It  was  necessary  that 
a  receiver  of  some  kind  should  be  employed,  and  inasmuch  as  at  the.  time  of  said  trial, 
9ih  of  February,  1875,  one  of  the  two  resonant-box  magnet-receivers  had  been  filed  as 
a  model  in  the  Office,  and  the  other  sent  to  New  York,  where  it  remained  (Dowd  1 
84-95,)  he  had  this  diaphragm-box  magnet-reoeiver  made  as  substantially  the  same 
thing.  The  '< concave  metallic-diaphragm  magnet- receiver"  may  therefore  be  re- 
garded as  the  last  of  its  type.  Passing  from  this  style  of  receiver,  wherein  two  or 
more  tones  were  produced,  and  when  employed  telegraphically  required  that  the 
operator  should  disregard  all  but  the  one  which  he  was  to  answer  for  (Dowd  4,  329,) 
he  devised  a  means  for  deadening  all  tones  except  the  particular  one  corresi»onding  to  a 
given  transmitter,  and  to  this  end  he  employed  separate  receivers,  with  sounding- 
boxes  as  analyzers,  and  this  he  also  adopted  for  his  musical  receivers.  The  next  step 
ibrwaid  was  to  provide  the  analyzing  receivers  with  means  for  operating  a  local  cir- 
eoit,  in  which  was  included  a  Morse  or  other  telegraphic  receiver,  when,  and  only 
when,  the -corresponding  transmitter  was  in  use. 

T&at  this  line  of  invention  would  ever  have  eventuated  in  the  modem  articulatiug- 
telephone  no  one  can  predict.  The  capacity  of  his  receivers  to  respond  to  electrical 
ondnlations  induced  by  a  proper  transmitter  under  the  influence  of  sound-waves  of 
any  description,  whether  articulate,  as  in  the  modem  telephone,  or  musical,  as  in  the 
Beia  telephone,  was  not  capable  of  demonstration  under  the  conditions  in  which  they 
were  used.  It  was  a  purely  latent  property  and  would  never  have  been  discovered 
had  the  articulating-transmitter  not  been  invented.  He  does  not  appear  to  have 
even  oontemplated  their  use.  with  a  Beis  transmitter  or  auy  other  of  its  kind ;  hence, 
his  inventions  were  not  engrafted  upon  the  former  as  improvements. 

Hia  mental  speculations  or  anticipations  of  ^future  possibilities  for  his  instruments 
oannot  be  classed  as  inventions  nor  even  as  conceptions  of  inventions,  for  they  were 
neither  reduced  to  definite  form  and  proportions  nor  experimented  upon  with  a  view 
to  their  development. 

The  several  receivers  described  were  not  designed  or  nsed  for  the  reproduction  of 
artieiilate  speech  or  other  sounds,  but  it  is. claimed  that  some  of  them,  at  least,  pos- 
sessed the  inherent  capacity  of  rendering  audible  sound  impressed  currents  ;  that 
this  function  was  inseparable  from  the  structure  and  was  sufficiently  demonstrated 
by  the  use  made  of  the  instruments.  The  devices  mainly  relied  upon  are  the 
"  resonant  box.  concave  metallic  diaphragm,  and  diaphragm  box  magnet  receiver." 
Theoe  were  nsed  in  1874  and  1875  for  rendering  simple  and  complex  tones,  as  pro- 
duced by  the  musical  transmitters  heretofore  described,  and  when  so  used  included 
in  a  closed  circuit. 

While  it  is  satisfactorily  established  that  they  did  perform  the  functions  of  musical 
reoeivers  and  operated  satisfactorily  to  render  aadible  certain  electrical  waves  or  un- 
dulations create^  by  the  transmitting-instruments,  it  is  equally  certain  that  such  use 
was  occasionally  and  experimentally  only,  and  their  use  was  ultimately  abandoned 
and  their  place  supplied  by  iostrnments  of  a  different  design,  niti?^]  hv 

Aside  from  the  fact  that  after  a  few  trials  they  were  laid  aside  and  never  utilised  or 
applied  in  the  same  or  modified  form,  it  is  extremely  doubtful  if  the  so-called  dia- 
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phragms  were  ioteDiied  to  be  responsive  to  the  varyiDg  Attractive  force  of  the  magaets, 
as  from  the  testimouy  inferences  alone  can  be  drawn  as  to  their  actual  <»peratioo.  As 
one  of  the  later  applicants,  all  donbts  on  this  score  mast  be  resolved  against  Gray. 

The  blaoking-boz,  wash-basin,  and  tin  cup  were  none  of  them  employed  primarily 
for  producing  the  sound;  that  function  was  performed  by  the  electro-magnet  itself, 
as  appears  trora  the  testimony  and  patent  number  166,095.  Their  purpose  seems  to 
have  been  the  same  as  the  resonant  case  and  cover  of  the  Beis  receiver,  i.  s.,  to  in- 
crease the  volume  of  the  sound  proceeding  from  the  magnet.  It  is  nowhere  stated 
in  evidence  that  any  other  purpose  was  had  in  view ;  hence  it  is  fair  to  presume  that 
if  the  diaphragms  did,  in  fact,  respond  to  the  electrical  variations  it  was  an  unfore- 
seen and  unnoticed  circumstance.  And  again,  the  magnet  being  under  the  condi- 
tions of  use  the  source  of  sound,  there  was  no  necessity  or  opportunity  for  discriminat- 
ing between  the  sounds  which  might  have  emanated  from  the  diaphragm  and  those 
known  to  proceed  from  the  core;  hence  the  capacity  of  a  diaphragm  to  respond  to 
•onud  waves  electrically  transmitted  could  not  and  was  not  ascertained  or  taken 
advantage  of. 

None  of  the  witnesses  refer  to  any  observations  made  as  to  the  capacity  of  the  dia- 
phragm to  vibrate  and  thereby  produce  sound,  irrespective  of  the  audible  effect  pro- 
duced by  the  magnets.  There  is  every  reason  t«>  believe  that  the  cases  were  intended 
to  act  as  reflectors  or  resonators,  and  that  in  so  far  as  the  other  functions  of  a  vibrat- 
ing diaphragm  sensitive  to  sonnd-impressed  currents  was  concerned  it  was  unknown, 
nnappreciated,  and  would  not  have  been  mentioned  as  pertaining  to  the  stmoture  or 
nse  of  these  instruments  were  it  not  fur  the  invention  of  the  artionlatlng-telephone, 
the  introduction  of  which  was  the  signal  for  the  presentation  of  claims  based  upon 
devices  which,  so  far  at  least  as  the  sensitiveness  of  the  diaphragm  was  concerned, 
had  never  been  tested,  the  nse  of  which  in  the  system  proposed  had  been  discontinued 
and  the  instruments  virtually  abandoned.    *    •    • 

*  *  *  The  system  favored  by  Gray,  and  to  which  his  attention  seemed  the  moat 
devoted,  did  not  require  or  demand  the  sensitive  diaphragm.  Aside  from  what  are 
termed  the  animal  tissue  receivers,  we  find  him  experimenting  with  nniyersal  receivers 
for  a  time  and  ultimately  putting  them  aside  for  individual  responsive  receivers.  The 
first  and  third  he  embodied  in  a  variety  of  forms  in  patents,  but  the  second  found  no 
place  in  these  patents,  except  the  resonant  box  receiver,  which,  as  has  been  shown, 
was  not  alleged  .or  claimed  as  containing  a  diaphragm. 

When  he  came  to  file  his  caveat,  instead  of  nominating  one  of  his  old  instmmente 
for  receiver  he  devised  a  new  one,  including  a  diaphragm  stretched  across  a  chamber 
and  carrying  a  piece  of  soft  iron  to  act  as  an  armature.  This  diaphragm  becomes,  in 
his  application,  a  thin  sheet  of  steel  or  iron  rigidly  supported  at  its  edges.  Clearly 
the  use  of  these  old  instruments  in  the  manner  and  for  the  purpose  described  in  the 
application  was  an  afterthought,  incident  upon  the  introduction  of  the  articulating- 
telephone. 

Until  then  there  was  no  suggestion  as  to  their  action,  nor  was  the  nee  to  which 
they  were  put  such  as  to  develop  or  prove  their  capacity.  As  matters  of  evidence 
they  famished  no  fund  of  information  from  which  the  public  or  their  projectors  could 
derive  any  benefit.  The  so-called  diaphragms  were  not  regarded  as  the  sound-prodno- 
ing  medium;  that  was  the  accredited  function  of  the  magnet;  but  the  devices  of 
which  they  formed  material  portions  were  added  to  re-enforce  or  defiect  the  tones  like 
a  sounding-board  and  a  sonnd-board,  respectively. 

As  to  MoDonoughy  the  examiner  finds: 

*  *  *  This  brings  us  down  to  the  period  when  he  claims  to  have  first  disclosed 
the  invention  to  others.  It  will  be  well  to  consider  the  nature  of  the  testimony  we 
have  been  discussing  and  its  bearings  upon  the  inventiqn.  C^nr\n]c> 


In  the  first  place,  there  is  not  the  slightest  proof  as  to  th^^^  slrnotuM,  or 
node  of  operation  of  any  ipstrument  devised  by  him  for  the  purpose  of  transmitting 
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and  TeproduelnK  artioalato  speech,  nor  does  he  evt^a  seem  to  have  had  a  definite  ides 
of  snoh  an  instrument.  There  are  bnt  three  circnmstances  that  can  be  adduced  in 
his  &Tor :  the  experiment  of  1867 ;  .the  sketch  of  1871,  with  its  legend,  '*  to  send 
speech  through  wires  by  means  of  electricity,"  and  his  conyersation  with  Eastman, 
in  the  spring  cf  1874,  wherein  he  expressed  his  opinion  that  it  might  be  possible  to 
send  speech  oyer  a  wire,  at  the  same  time  referring  to  the  sketch  of  1871  as  being 
designed  for  tliat  purpose.  The  question  at  once  arises,  does  this  constitute  satis- 
fiMStory  proof  of  the  conception  of  an  instrument  adapted  for  the  transmission  and 
i^Toduetion  of  speech,  or  for  any  other  purpose  T  The  experiment  of  1867  most  be 
disregarded  not  only  as  uncorroborated  and  tiuwitnessed  but  as  clearly  abaudoned. 
The  sketch  of  VfTl^  as  preyioosly  remarked,  was  made  solely  as  a  memorandum  for 
leoalliog  to  mind  ftigltiye  ideas.  Except  tor  its  legend,  there  is  nothing  to  indicate 
in  the  slightest  the  purpose  of  the  deyice  represented,  and  the  manner  in  which  that 
o1)r|ect  was  to  be  attained  is  neither  expressed  in  the  illustration  described  to  others 
nor,  so  far  as  the  eyidence  shows,  was  it  understood  or  eyen  deyised  by  McDonongh 


Apparently  spurred  on  by  the  disenssion  with  Eastman  (1875,)  he  entered  upon 
what  may  be  regacded  as  the  first  stage  in  the  process  of  invention.  He  does  not 
i^pear  to  have  had  such  a  knowledge  of  and  familiarity  with  the  art  as  it  then  ex- 
isted as  would  enable  him  to  Judge  of  the  correctness  of  his  theory  with  any  degree 
of  certainty.  He  speculated  upon  possibilities,  and  was  groping  in  the  dark  for  the 
means  of  realising  his  expectations. 

Let  OS  assume  that  he  had  In  contemplation  an  instrument  fi>r  transmitting  and  re- 
producing articulate  speech,  wherein  was  to  be  embodied  a  diaphragm  to  receive  the 
soand-waves  and  another  to  reproduce  them  with  tome  mean$  unknown  and  unex- 
plained, whereby  the  vibrations  of  one  diaphragm  were  to  set  up  corresponding  vi- 
brations in  the  other  through  the  medium  of  electricity.  If  this  constituted  an  in- 
vention, it  was  dearly  anticipated  by  Da  Moncel's  description  of  a  combination  in 
every  way  as  complete  as  any  disclosed  by  MoDonough  up  to  this  time.  **  Imagine 
tiint  you  speak  against  a  sensitive  plate,  so  flexible  as  to  loose  none  of  the  vibrations 
produced  by  the  voice,  and  that  this  plate  makes  and  breaks  successively  the  com- 
mnnication  with  tlie  electric  pile.  You  may  have  at  any  distance  another  plate, 
which  will  undergo  in  the  same  time  the  same  vibration."    (Prescptt,  147.; 

But,  it  is  argued,  McDonoogh  had  made  and  tested  his  receiver  in  1867,  and  made 
drawings  of  a  transmitter  and  receiver  in  1871,  and  subsequently,  in  1875,  made  an 
instrument,  whereas  Bonrseul  never  did.  To  this  it  is  answered  that  the  1867  exper- 
iment, whatever  it  was,  amounts  to  nothing,  having  been  entirely  and  completely 
abandoned,  while  the  1871  sketch,  standing,  as  it  does,  alone  and  unexplained,  proves 
nothing  whatever.  A  speaking-telephone  made  according  to  Du  Moncel's  description 
has  never,  so  fisr  as  we  are  advised,  been  successfully  operated,  and  there  are  defects 
and  omissions  which,  in  the  present  advanced  state  of  the  art,  make  it  apparent  that 
it  could  not  be  made  to  work.  Bnt  what  can  be  said  of  McDonough's  devices  f  He 
has  made  no  reoord  of  his  ideas ;  hence  we  can  not  say  they  were  either  good  or  bad, 
for  the  simple  reason  that  we  do  not  know  what  they  were.  As  to  the  receiver  al- 
leged to  have  been  made  in  1887,  there  is  nothing  to  indicate  its  capacity  even  to  re- 
ceive and  reproduce  the  impression  made  npon  the  current  by  a  proper  transmitter, 
had  one  existed ;  bnt  inasmuch  as  the  transmission  of  articalate  sounds  by  means  of 
electrieity  had  not  been,  to  his  knowledge,  accomplished,  the  capacity  of  the  receiver 
to  respond  thereto  could  not  have  been  determined  by  htm  had  the  said  receiver  been 
in  his  possession  and  in  daily  use  with  the  mechanical  transmitter.  This,  then,  was 
the  status  of  McDonongh's  inventions  when,  in  the  latter  part  of  May,  1875,  he  began 
the  oonatmetion  of  his  first  instruments  designed  for  the  transmission  and  reprod ac- 
tion of  articulate  speech  by  means  of  electricity.    (488.)  CToOqT 

•    ••    As  to  the  results  produced,  McDonough  says ;   •*  We  boura'hekf  with  this 

iMtmnient  perlbet  tunes  and  could  distinguish  the  tone«  of  the  voice ;  bnt  I  do  not 
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remember  of  hearing  any  diati not  words"  (492.)  Whereas  Eastman,  who  aaaiaied, 
aays:.**  The  res  alts  from  these  experiments,  as  heard  at  the  other  end,  or  in  the 
receiver,  was  a  variation  of  rattling  sound  and  musical  tones"  (510;)  and  again: 
**  We  made  many  experiments  with  this  machine,  and  at  times  we  oonld  distinguish 
the  tone  that  was  sung."    (Ibid.) 

Without  apparently  understanding  the  cause  of  his  failure  or,  at  least,  without  any 
express  purpose  to  depart  from  the  general  principles  embodied  in  these  first  instm- 
ments,  be  constructed  a  new  transmitter  and  receiver  (493-4-5,)  which  he  tested  at 
a  date  not  later  than  the  30th  of  Jnne,  1875  (496.)  Although  McDonough  fails  to 
state  the  purpose  of  any  changes  effected  in  those  new  instruments,  Eastman  says  be 
(bought  the  diaphragms  were  too  small  (510,)  and  that  the  needle  was  abandoned 
because  he  could  find  no  way  to  keep  It  fh>m  Jumping  (511 ;)  whereas,  it  would  ap- 
pear from  his  previous  answers  (q.  15,  p.  510)  that  McDonough  sought  to  facilitate 
the  movement  of  the  needle  by  putting  in  the  glass  tnbe ;  and  the  new  transmitter, 
as  at  first  consirncted,  did  not  provide  a  means  for  maintaining  contact,  but  the 
necessity  for  some  device  for  preventing  the  displacement  of  the  contact-piece  was 
snggMted  by  the  use  of  the  instrument.  (495.)  The  instrument  made  at  this  time  is 
illustrated  in  *'  McDonough  Drawing  No. 4,"  *'  Transmitter  Exhibit  No.  3,"  and  '<  Re- 
ceiver Exhibit  No.  4,"  and  is  substantially  identical  in  principle  and  mode  of  opera- 
tion with  that  upon  which  the  present  application  was  based.  (50S.)  fle  took  the 
iron  hoop,  twelve  inches  in  diameter  (499,)  used  in  his  1867  experiment,  and  had  a 
duplicate  made.  Upon  each  of  these  hoops  he  fastened  parchment  diaphragms,  by 
first  winding  cotton  cloth  around  the  hoops  and  then  pasting  the  parchment  to  it. 
Near  the  center  of  one  of  the  diaphragms  is  pasted  a  piece  of  tinned  iron,  and  mounted 
the  hoop  upon  a  base  in  front  of  the  electro-magnet  used  in  his  previous  experiment. 
This  constituted  the  receiver. 

The  other  hoop  he  used  in  the  transmitter.  Near  the  center  of  the  diaphragm  two 
pieces  of  thin  German  silver  were  pasted,  about  an  inch  and  a  half  apart  (499,)  with 
a  wire  attached  to  each.  A  bridge  or  arch-shaped  piece  of  thin  German  silver  rested 
loosely  upon  the  pieces  of  German  silver  on  the  diaphragm.  The  circuit  was  from 
one  of  the  pieces,  through  the  bridge  to  the  other  piece,  thence  through  the  coil  of 
the  receiver  back  to  the  battery. 

When  these  devices  were  first  tested  it  was  found  that  the  bridge-piece  was  shaken 
off  from  the  contact-pieces  by  the  yibrations  of  the  diaphragm ;  and  to  remedy  this 
he  sought  to  maintain  the  bridge-piece  in  place  by  passing  a  thread  through  it  and 
the  diaphragm,  tying  a  knot  above  the  former  and  one  below  the  latter.  He  men- 
tioned incidentally  that  they  *' twisted  the  thread  to  tighten  if'  (495,)  referring  to 
the  bridge-piece.  With  these  instruments,  McDonough  says,  "  we  could  distingnish 
tunes  and  some  words  distinctly."  (495.)  He  then  substituted  for  the  thread  a 
screw-threaded  pin,  fastening  it  to  the  diaphragm  by  two  nuts— one  above  and  the 
other  below— and  placed  another  nut  above  the  bridge-piece. 

This  constitutes  the  perfection  of  his  invention,  and  it  only  remains  to  consider  the 
nature  of  the  results  obtained  therewith.    •     ^    • 

*  *  *  The  results  obtained  are  testified  to  as  follows  by  McDonough:  *'We 
obtained  results  as  follows,  viz.,  clearly  recognizable  tunes  aud  entire  senteucee  of 
clearly-understood  words  were  transmitted  through  the  instruments  and  heard  at 
the  receiver '^  (496;)  and  when  asked  to  specify  the  tones  or  spoken  words,  he  says: 

'  To  n.y  knowledge  tbe  tunes  were  '  Swanee  River,'  '  Muffin  Man,'  '  Shoo-fiy,'  and 
some  others.  The  words  which  impressed  themselves  upon  me  more  particularly 
were  <Way  down  upon  the  Swanee  Ribber,  far,  far,  away,'  which  I  heard  oonseon- 
tively  and  clearly,  noticing  the  elision  at  the  beginning  of  the  word  *  way '  and  the 
change  of  '  v'  to  '  b '  in  the  word  '  river.'  The  words  of  other  tunes  were  distinct 
when  the  instruments  were  properly  regulated.  I  myself  could  distinguish  peculiari- 
ties of  voice  in  those  speaking  or  singing."    (497.) 

Eastmsn:  **1  assisted  Mr.  McDonough  in  operating  the  machine  whenever  I  had 
time  and  we  were  home  together — generally  every  evening — ^and  I  guess  we  ex- 
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haasted  mXI  the  songs  weerer  heard.  I  can  giveyoa  the  names  of  a  few  of  them ;  others 
I  do  not  remember.  They  were  '  Swanee  Blyer,'  *  Down  in  a  Coal  Mine/  'Old  Zi|^ 
Coon/  and  others  that  I  have  forgotten.  I  heard  many  of  the  words  of  these  songs ; 
exactly  which  words  I  can't  remember.  I  also  heard  Mr.  McDonough  say  'Halloo, 
Ftenk/  and  other  words  that  I  can't  remember  now.**    (513.) 

Wilsey,  McDonongh's  step-father :  "  It  was  in  the  latter  part  of  Jnne— the  exact 
date  I  can't  recolleot^l875,  at  72  Warren  ayenne,  Chicago,  I  asked  Mr.  MoDooongh 
what  rseolts  he  was  getting.  He  told  me  he  was  pretty  well  satisfied.  I  reqoested 
him  to  let  me  listen,  in  order  to  hear  whether  I  coald  hear  anything  or  not.  I  list- 
ened at  it.  At  flmt  I  heard  nothing.  I  conolnded  that  I  was  a  little  too  far  from 
the  machine.  By  getting  very  close  to  it  I  conld  hear  singing;  I  was  able  to  deter 
mine  what  tune  he  was  singing.  I  also  was  enabled  to  catch  now  and  then  a  word ; 
that  is  all."    (522.) 

J.  E.  McDonoagh,  applicant's  brother:  ''  It  was  at  72  Warren  avenae,  in  the  latter 
pan  of  Jnne  or  near  the  first  of  Jnly,  lb75.  I  was  called  to  listen  by  my  brother  one 
evening  white  my  mother  was  singing  in  the  parlor  of  the  honse,  and  I  heard  the 
singing;  and,  slapping  my  brother  on  the  back  and  saying,  'By  George,  Jimmie, 
yon've  got  it  after  all,'  (924,)  I  heard  1>own  Come  Uncle  and  Annt,  Down  Come  Sis- 
ter Catnrah.'  That's  abont  all  I  can  recollect  at  the  time  of  hearing.  (525.)  The 
words  referred  to  abore  were  the  words  of  a  song  he  had  often  heard  his  mother 
aing."    (5Sili.) 

The  above  are  tlie  only  parties  who  testify  of  their  own  knowledge  as  to  the  work- 
ing of  the  device.  In  addition  to  this,  however,  there  is  the  evidence  of  three 
partiea-Jeffery  (527,)  Cobb  (529.)  and  Wilkins  (f»32,)— to  the  eifect  that  in  1875 
McDonongh  incidentally  stated  to  them  he  had  an  instrument  with  which  he  could 
send  apeech  throngh  wires  by  means  of  electricity.    *    *    * 

With  respect  to  the  construction  and  mode  of  operation  .of  the  several  devices  be- 
fore referred  to  evidence  of  two  kinds  is  presented,  and  from  this  and  the  surround- 
ing ciienmstances  we  are  called  upon  to  determine,  as  best  we  may,  the  nature  and 
extent  of  McDonongh's  invention,  for  with  the  filing  of  his  application  his  work  as 
an  in.ventor  in  this  line  cande  to  i^  standstill. 

The  two  kinds  of  evidence  referred  to  are  the  testimony  of  witnesses  as  to  transao- 
tiooM  oocnrrlng  a  number  of  years  previous,  and  the  description  of  the  apparatus  as 
contained  in  the  application.  With  respect  to  the  first  of  these  it  would  seem,  upon 
a  careful  examination  thereof,  to  be  insufi9cient  to  establish  beyond  doubt  or  question 
the  snccessfnl  reduction  to  practice  of  an  articolating-telephone,  whatever  else  it 
may  prove.  Not  a  single  witness  describes,  nor  does  it  appear  that  he  was  conver- 
ant  with,  the  conditions  necessary  to  render  the  instruments  capable  of  transmitting 
and  reproducing  articulate  speech.  It  is  not  pretended  that,  prior  to  the  last  of 
Jane,  1875,  any  instrument  had  reproduced  a  single  articulate  sound,  and  this  was 
due,  it  would  seem,  to  the  fact  that  the  transmitter  broke  the  circuit  instead  of  main^ 
tsining  a  constant  control  over  it.  Without  designing,  so  far  as  the  record  showa^  to 
depart  from  the  principles  underlying  previous  constructions,  he  made  an  instrument 
SQch  as  ia  embodied  in  his  application,  obviously  capable  of  operating  in  the  same 
manner  as  those  that  preceded  it,  and  with  it  obtained  the  results  stated.  Conver- 
sation waa  not  carried  on  with  it,  but  tunes  were  recogoized»  together  with  some 
words  of  the  tune.  A  sound  approximating  to  a  familiar  tune  naturally  suggests  to 
the  minds  the  words.  It  is  frequently  a  mental  deception,  as  observation  teaches. 
That  his  experiments  amounted  to  more  than  this  has  not  been  satisfactorily  proved. 
He  may  have  advanced  a  little  beyond  Reis,  but  it  is  not  certain. 

Not  having  fully  realised  his  expectations,  he  attempted  to  improve  not  alone  the 
loudness,  as  he  would  have  us  understand,  but  the  diHtinctuess  also  (513;)  in  this  he 
fisiled.  Fearful  lest  others  should  outstrip  him  in  the  accomplishment  of  that  for 
which  he  was  seeking,  but  had  not  found,  he  concluded  to  file  an  application  for  a 
pttUnt ' a" 
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ThiB  applicfttioD,  then,  mmit  be  preenmed  to  oontain  the  best  explanation  of  his  in- 
.vention  that  he  ooold  famish  to  the  pablio.  It  forms  the  standard  with  which  his 
invention  most  be  compared  and  measnred.  Farther  progress  was  abandoned,  the 
instroments  neglected  or  destroyed,  and,  except  as  described  in  said  application,  not 
a  single  person,  inolnding  himself,  knew  how  to  coustract  and  operate  the  deyices 
for  the  accomplishment  of  the  end  in  view.  Even  if,  accidentally,  and  without 
knowing  how  to  repeat  the  operation,  he  had  used  the  devices  in  sach  a  manner  as  to 
prodnce  the  resalt  aimed  at,  he  had  not  made  the  invention,  for  he  ooald  not  repeat 
the  effects.  He  is  not  entitled  to  a  patent  for  possible  combinations,  bat  for  such 
only  as  he  has  devised  and  can,  and  does,  instmot  the  public  in  the  ose  of.  Tha 
mere  allegation  that  a  described  combination  will  produce  a  certain  result,  when  in 
fact  it  will  not,  does  not  render  him  entitled  to  exclude  others  from  using  the  same 
elements,  in  a  different  relation,  for  producing  that  resalt.  Such  changes  amount  to 
independent  inventions.  What  others  may  succeed  in  doing  with  the  instrumentali- 
ties he  had  constructed,  by  establishing  a  relation  of  the  parts  unknown  to  him» 
does  not  inure  to  his  benefit,  nor  entitle  him  to  claim  such  invention  as  his  own. 

The  application,  which  we  will  now  consider,  was  filed  by  an  attorney  who  un- 
doubtedly received  information  for  the  preparation  of  the  drawings  and  specifica- 
tions, directly  or  indirectly  from  McDonough  himself.  He  is  not  produced,  however ; 
hence  the  application  stands  alone  as  representing  what  he  had  accomplished,  and 
it  can  not  be  departed  from ;  and,  if  it  conld,  there  is  certainly  nothing  in  the  testi- 
mony to  warrant  the  conclusion  that,  without  apparent  reason  or  purpose,  he,  either 
ignorantly  or  designedly,  described  his  inveotion  other  than  as  he  "knew  it.  The  in- 
strument is  denominated  a  *'  te^eloge,''  and,  as  we  find  no  evidence  of  its  having  been 
so  termed  before,  it  is  fair  to  presume  that  the  word  was  coined  at  the  time  and  for 
the  purpose  of  the  application. 

*  *  *  Then  follows  a  description  of  the  apparatus  made  the  last  of  June,  1075, 
the  bridge-piece  being  referred  to  as  the  oireuit-bredkerf  and  is  thus  described:  '*  D  is 
the  circuit-breaker,  which  consists  of  an  arch-shaped  piece  of  metal  loosetjr  secured  at. 
its  center  upon  the  bolt  D,  and  is  bent  upward  at  each  end,  and  from  the  membrane 
A,  as  shown  in  Fig.  3,  so  as  to  form  independent  V-shaped  points  adapted  to  rest  upon 
the  respective  plates  C  C.  The  circuit-breaker  D  is  so  fitted  upon  the  bolt  D  as  to 
admit  of  a  free  and  easy  ascending  and  descending  movement,  ih4  limit  of  it$  osoeaii- 
ii^f  movement  Mng  determined  hjf  it$  oontaot  witk  the  nut  Eon  the  bolt^  and  the  deeoending 
m4n>emmt  being  limited  by  iUoontact  with  the  plate  CC."    •    •    • 

•  •  *  There  cannot  be  the  shadow  of  a  doubt  but  that  he  claimed  to  have  in- 
vented an  instrument  which  should  operate  to  transmit  artici^ate  speech  by  opening 
and  closing,  or,  as  he  says,  ''breaking  and  closing*'  an  electric  circuit.  It  is  the 
Judgment  of  all  the  experts  examined  in  this  case,  as  well  as  of  the  Office,  that  articu- 
late speech  cannot  be  transmitted  by  such  an  instrument.  Had  a  patent  been  granted 
upon  this  apphoation  as  it  stands  it  would  undoubtedly  be  void  as  for  an  inoperative 
device. 

As  opposed  to  this  proposition,  what  do  we  find  tending  to  establish  the  contrary  t 
Only  the  testimony  of  three  or  four  witnesses  that  they  recognized  the  words  of  aome 
fjamUiar  tunes,  and  the  allegation  contained  in  the  application  that  a  device  con-, 
structed  as  described  will  transmit  and  reproduce  articulate  speech.  This,  it  is  sub- 
mitted, is  not  sufficient  proof  of  the  fact;  the  only  inference  that  can  be  drawn  from 
the  record  is  that  the  witnesses  are  either  mistiJEen  or  he  operated  the  device  in  a 
manner  different  from  that  set  forth  in  his  application,  and  unknown  to  him. 

But  these  are  not  the  only  circumstances  from  which  such  a  conclusion  can  l>e 
drawn.  He  describes  in  his  application  an  alternative  form  of  transmitter,  which 
must  be  presumed  to  operate  upon  the  same  principle  and  with  the  same  results  as 
the  one  illustrated.  It  ie  the  instrument  made  in  Mag,  1875,  with  which  they  could 
'<  recognize  tunes  but  no  fcorde,*'  and  is  thus  described :  ''  I  do  not  limit  myself  tfo  the 
construction  and  arrangement  of  the  circuit-breaker  D,  as  shown  and  described,  as 
other  means  may  be  employed,  as,  for  example,  only  one  of  the  plates  C  may  be  at- 
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taehed  to  the  membnuie  and  the  other  made  either  in  the  form  of  a  plate  or  nmdU  and 
attached  direotly  to  the  connecting- wire^  and  adyaated  to  rest  npon  the  plate  •<>  m  It 
ifaalr  the  oowMoMoa  hy  ike  vHhraUan  of  ike  membnmef  wMtik  witt  MootrnpUeh  Dk*  $ame  r^ 
•att."    •    •    • 

•  •  ■  •  There  is  bat  one  more  circnmstanoe  to  be  noted,  and  the  hittory  of  Me- 
Donoogh'e  invention  will  be  oompleted.  Interferenoee  A  to  L  were  deelared  March 
96, 1878,  at  which  time  the  applioatione  were  open  to  inspection  by  the  seyeral  con* 
tertanta.  UcDonongh  was  indnded  in  G  alone,  bat  from  the  complex  nature  of  the 
■ereral  cacea  they  were  treated  snbstantially  as  one  case,  and  he  ondonbtedly  knew 
of  the  other  iasnes  inTolved,  and  knowledge  is  bronght  home  to  him  in  the  matter  of 
the  decision  of  the  Commissioner,  pnblished  in  the  Official  Gazbtti  of  May  13, 
1879,  he  being  a  party  thereto.  In  a  oommnnication  addressed  to  the  Oi&ce  and  filed 
Angnst  33, 1879,  he  makes  the  following  inquiry :  ''Haying  fnlly  described  in  my  ap- 
plication filed  April  10, 1876,  a  epeaking  telephone,  am  I  not  properly  concerned  in  the 
ease  of  Interference  Af "  To  which  the  Examiner  of  Interferences  replied,  nnder 
date  of  Aognst  28,  "that  the  Jadgment  of  the  Office  was  that  he  conld  not  be  a  party 
to  case  A.  If  he  thinks  that  Jadgment  wrong,  his  proper  remedy  is  to  more  (by  reg- 
nlar  motion)  to  be  jnade  a  party  thereto.'' 

Had  the  Office  regarded  McDonongh's  mode  of  operation  as  the  same  as  that  of  the 
contestants  in  Case  A,  his  application  woold  haye  been  included  therein ,  bat  as  it 
purported  upon  its  face  to  be  for  a  diiferent  method,  and  the  Office  not  being  in  a  po- 
sition at  that  time,  for  want  of  sufficient  information  on  the  subject,  as  yet  in  its 
inlhncy,  it  was  not  rejected  as  inoperatiye  for  the  transmission  of  articulate  speech, 
bat  the  interference  was  declared  as  to  the  receiyer  alone. 

As  to  iflsae  G,  the  Examiner  of  Interferences  finds: 

For  the  reasons  heretofore  stated  in  construing  the  issues  this  interference  is  held 
to  embrace  a  receiyer  containing  an  electro-magnet  and  a  diaphragm  supported  and 
arranged  in  close  proximity  thereto,  and  adapted  to  reepond  to  variatione  in  the  eleotrie 
mrreiU  paeeing  ikrongh  the  ooiU  of  the  magnet^  when  uiedin  eonneetioH  or  eombifiation  with 
a  trmuemiiter  adapted  to  create  eound-produeing  fim>taaHon»  is  Dks  eleotrie  ourrent,  whe^ier 
eaid  eiedrioal  variaMonef  loavst,  puleationey  or  undmUMone  repreeent  or  are  derived  from 
eemmd  wavee  or  meekaMeal  vihraHone.    •    •    * 

*  *  *  McDonongh's  application  was  filed  April  10,  1876,  shortly  after  the  grant 
of  BelFa  patent,  and  before  his  lecture  of  May  10,  1876,  or  the  iotrodactioa  and  use 
of  the  articnlating-telephone,  so  that  his  efforts  in  this  direction  may  be  regarded  as 
sotirely  independent  of  and  nuinflnenoed  by  BelPs  disclosures  and  inyentions. 

It  is  oTident  that  McDonongh  represented  and  claimed  for  his  transmitter  more 
than  it  had  been  proyed  competent  to  perform,  but  it  is  equally  clear  that  as  to  his 
leeeiyer  it  was  shown  to  be  capable  of  carrying  into  execution  this  invention  and  of 
responding  to  such  electrical  waves  or  pulsations  as  he  was  able  to  transmit.  The 
Oflloe  held  his  instruments  to  be  modifications  or  variations  of  the  Reis-Legat  tele* 
phone,  and  with  that  understanding  included  him  as  a  party  to  this  interference, 
thereby  admitting  that  his  receiver  as  described  and  shown  embodied  the  invention, 
and  that  it  differed  from  or  was  an  improvement  npon  the  Reis-Legat  receiver. 

Now,  it  is  satisfactorily  proved  that  McDonough  made  aud  used  substautially  the 
reeeiver  shown  in  his  application,  aud  in  oonueotion  or  combination  with  substan- 
tially the  same  form  or  character  of  transmitter  there  shown,  as  early,  at  least,  as 
Jfa}*,  1875,  for  transmitting  and  reproducing  musical  tones,  and  that  he  was  reason- 
ably diligent  in  the  prosecution  of  his  expertmeots,  which  eventuated,  not  in  a  sue- 
cnsfnl  articnlating-telephone,  but  in  the  instruments  contained  in  his  application . 

There  is  some  evidence  tending  to  show  an  earlier  conception  of  this  invention,  but 
be  cannot  derive  any  benefit  therefrom  because  of  his  unreasonable  delay  and  want 
of  diligence  prior  to  May,  1875,  in  carrying  into  practice  his  designs. 

It  is  perfectly  evident  that,  nnder  the  law,  McDonongh  cannot  be  deprived  of  his 
Si^t  to  a  patent  for  such  matters  as  he  U  shown  to  have  actually  invented,  dUigently 


88  DECIBI0H8  OF  THE  COMMISSIONER  OF  PATENTS. 

proaeonted,  and  for  whiob  he  baa  filed  an  application,  (and  it  matten  not  that  the 
advance  .or  improvement  waa  but  alight,  and  reatrioted  in  its  application,)  nnleea  it 
ahall  appear  that,  prior  to  the  date  of  completion  of  hie  invention,  another  had  per- 
lidcted  or  had  conceived  and  was  dili|(ently  prosecuting  to  completion  the  same  in- 
vention. 

Taking,  therefore.  May,  1875,  as  the  date  of  McDonongh's  invention  of  the  receiver 
in  issue,  it  only  remains  to  be  considered  whether  Bell  has  proved  prior  conception, 
for  he  does  not  pretend  to  have  constrncted  snob*  a  receiver  prior  to  Jnly,  1875. 

Upon  the  evidence  submitted  it  is  impossible  to  find  that  he  had  conceived,  much 
leas  disclosed,  the  invention  in  issue  in  this  oa^e.  In  his  disclosures  to  Blake,  in 
October,  1874,  no  suggestion  is  made  of  any  ch'ange  in  his  system,  as  illustrated  in 
the  "  harp  instrument,''  except  as  to  the  means  tor  transmitting  sound  vibrations, 
and  from  that  time  until  June,  1875,  no  further  disclosures  or  experiments  were  made 
and  when  the  matter  was  taken  up  in  June,  1875,  and  the  first  tangible  expression 
given  to  his  ideas,  he  used  a  reed  receiver. 

Upon  this  count,  as  defined  and  explained,  J.  W.  McDouough  is  awarded  priority 
of  invention. 

Upon  all  the  other  issaes  now  involved  priority  was  awarded  to  Bell, 
as  already  stated. 

THE  DECISION  OF  THE  EXAMINEBS-IN -CHIEF. 

Gray  did  not  appeal  firom  the  decision  of  the  Examiner  of  Interfer- 
ences as  to  any  of  the  issues,  except  issue  O,  but  acquiesced.  Yoelker 
and  Edison  did  appeal.  Bell,  Oray,  and  Edison  appealed  as  to  issue 
O.  It  is  unnecessary  to  set  out  the  decision  of  the  Examiners-iu-Obief, 
excepting  in  so  far  as  it  relates  to  issue  G.  As  to  the  other  issues,  it  is 
in  accord  both  as  to  the  construction  of  the  issues  and  the  conclusions 
of  fact  with  t^ie  decision  of  the  Examiner  of  Interferences,  whose  de- 
cision was  afiHrmed  except  as  to  issue  O. 

As  to  Bell,  the  Examiners-in-Chief  said : 

Bell  is  the  only  one  of  the  contestants  having  patents.  Of  these  bis  firBt,*granted 
March  7, 1876,  has  been  vigorously  attacked  upon  the  ground  that  it  does  not  disclose 
the  invention  in  controversy ;  but  thiH  question  has  already  been  determined,  by  the 
Office  when  the  patent  was  granted,  when  the  interference  was  declared,  and  when  9 
in  BellY,  Gray,  (CD.,  1879,  42,)  the  Commissioner  defined  the  various  issues,  and 
by  the  courts,  in  American  Bell  Telephone  Company  v.  Spencer ,  (S  Fed.  Rep.,  509,)  and 
Same  v.  Dolhear,  (15,  lb.,  448.)  It  is  not  now  therefore  to  be  considered  by  tbiH  tri- 
bunal as  open.  Neither  will  it  be  necessary  for  Bell  to  prove  reduction  to  practice. 
Having  a  patent,  the  law  presumes  that  bis  invention  was  complete  when  be  liled  bis 
application  describing  it. 

They  cite  in  support  of  the  last  proposition  the  following  authorities : 
Wheeler  v.  Chenoweth,  (C.  D.,  1869,  43;)  Hammond  v.  Laird^  (0.  D.,  1875, 
23;)  Potter  v.  Holland^  (I  Pish.,  382;)  Cahoon  v.  Rirufy  (lb.,  397;)  Busha 
V.  Phel^gj  (C.  D.,  1876,  119;)  Huntly  v.  Smith,  (0.  D.,  1880,  182;)  Starr 
V.  Farmer  J  (0.  D.,  1883,  34;)  S.  C,  Secretary  of  Interior's  Decisions^  (O. 
D.,  1883, 116.) 

The  Exaniiners-in-Ghief  then  cite  numerous  authorities  to  show  that 
in  an  issue  between  an  applicant  and  a  patentee  the  burden  of  proof  is 
upon  the  former,  and  the  evidence  to  sustain  priority  over  the  pat- 
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entee  mast  show  an  earlier  conception,  followed  by  diligence  toward  re- 
dnetion  to  practice,  or  an  actual  redaction  to  practice,  and  such  evidence 
mnst  be  of  the  clearest  and  most  satigfactory  character.  In  their  de- 
cision the  Bxaminers-in-Chief  say  : 

Tlie  iflsae  is  in  sabetaDtiftlly  the  langaAge  »f  Qrmf^  elaim,  and  its  axaot  aoope  and 
BMaoing  hATe  been  made  ih/e  snbjeot  of  mnch  oontroyeny.  Tbe  oontroTeny  baa 
arisen  from  the  fact  that  the  iasae  states  the  oombination  as  a  telephone-reeeiyer,  and 
its  objeot  the  reprodnction  of  both  the  pitch  and  quality  of  the  transmitted  soand. 

On  this  account  it  is  contended  on  the  part  of  BeU  that  there  mnst  be  read  into  the 
elaim  a  derioe  Ibr  transmitting  quality — that  is,  an  articulating-transmitter,  and  on 
the  part  of  Gray  that  it  is  sufficient  iif  the  transmitter  transmit  "  rythmical  vibra- 
tions of  any  and  every  description,  indnding  the  tones  of  the  human  voice  and  artie- 
nlate  speech."    McDonongh,  it  seems,  agrees,  with  Bell. 

The  Examiner,  reasoning  from  the  premise  that  while  the  other  par- 
ties show  articnlating-transmitters,  neither  McDonongh  nor  Edison 
does,  and  Gray  contemplates  the  transmission  of  sonnds  produced 
either  by  mechanism  or  the  haman  voice,  reaches  the  conclasiou  that 
tbe  issne  embraces  any  receiver  consisting  of  the  elements  named, 
whether  nsed  in  connection  with  an  articulating  or  other  transmitter, 
and  whether  it  reprodncte  qaality  or  not. 

The  eonstroction  given  the  claim,  [he  says,]  the  combination  of  the  electro-mag- 
net, tbe  diaphragm,  and  an  electric  circuit  over  which  sound-producing  currents  are 
transmitted,  is  in  harmony  not  only  with  the  express  declaration  of  tbe  applicant 
npon  whose  demand  for  a  patent  these  proceedings  were  instituted,  but  also  with  the 
action  of  the  Office  in  including  the  applications  of  Edison  (No.  148)  and  McDonongb. 
If  an  articulatiug-transmitter  forms  an  essential  element  of  Gray's  claim,  these  ap- 
plications could  not  properly  have  been  joined  in  the  interference,  for  neither  shows 
or  deecribes  such  an  invention. 

It  is,  however,  necessary  for  the  determination  of  the  issue  that  some  kind  of  trau»- 
mitting-instmment  be  used  to  throw  sounds  upon  the  line.  The  terms  of  the  iwue 
require  this,  and  also  that  the  quality  of  such  sounds  shall  be  reproduced.  Hence,  if 
it  be  possible  some  means  mnst  be  adopted  to  bring  all  the  parties  withiq  these  terms ; 
bat  to  do  this  the  manifest  requirements  of  the  issue  should  not  be  disregarded. 

It  is  held  by  the  examiner,  as  above  quoted,  that  a  limitation  of  the  issue  to  an 
articnlating-transmitter  would  do  violence  to  the  direct  statement  of  the  applies  ut 
whoee  claim  forms  the  basis  of  this  issue,  but  this  does  not  necessarily  follow.  Upon 
examination  of  Qray's  specification  it  appears  that  he  states  the  object  of  his  inveii- 
tioa  to  be  "to  provide  an  apparatus  capable  of  accurately  reproducing  in  an  electric 
cireait  not  only  the  different  tones  but  the  pitch  and  quality  of  sounds,  whether  pro- 
dooed  by  mechanism  or  the  vocal  organs.  In  Fig.  2  he  shows  his  receiver  in  con- 
nection with  a  series  of  vibrating  reeds,  each  transmitting  a  tone  of  different  pitch, 
wbicli  may  be  operated  simultaneously  or  successively.  It  is  not  intended  to  trars- 
mit  quality  with  this  apparatus,  but  the  statement  is  simply  that  the  Ume$  are  trans- 
mitted and  reproduced.  When,  however,  the  arrangement  shown  in  Fig.  3  is 
described,  in  which  receiver  and  transmitter  are  alilce,  it  is  expressly  stated  that 
^*  artienlate  words  spoken  in  one  instrument  will  be  accurately  reproduced  in  the 
otfaer  both  as  to  pitch  and  quality  as  well  as  tone."  It  is  upon  this  latter  description 
that  tbe  claim  is  based,  for  after  stating  the  elements  of  the  combination  he  uses 
sobstantially  the  language  employed  in  describing  Fig.  3,  whereby  sound  thrown 
upon  tbe  line  may  be  reproduced  accurately  as  to  tone,  pitch,  and  quality.    ^q|p 

It  tboB  appears  that  not  only  is  no  violence  done  to  Oray's  statement  by  such  a  lim- 
ItaUon  ofhis  claim,  bnt  that  a  fair  inference  to  be  drawn  from  oonsidering  it  in  con- 
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neetion  with  his  speoifioation  is  that  be  himaelf  90  intended  to  limit  it,  else  why  insert 
80  osrefnlly  the  word  "  qoality  f  The  fact  that  his  receiver  is  also  capable  of  repro- 
dnoing  other  sounds  shonld  not  be  decisive  in  construing  the  issue.  The  greaier  in- 
cludes the  lees.  If  s  given  apparatus  transmit  and  reproduce  quality,  it  will  likewise 
pitch  and  tone,  and  the  issne  is  not  who  first  constructed  a  device  to  reproduce  these, 
but  these  in  conjunction  with  quality. 

As  to  Edison,  it  is  true  that  his  application  No.  148  does  not  show  or  describe  an 
articulating-transmittor,  and  that  he  therefore  does  not  transmit  quality ;  neither 
does  HcDonough.  It  is,  however,  none  the  less  true  that  Edison's  application  No. 
145  does  not  disclose  such  a  transmitter ;  but  the  Commissioner,  when  these  issues 
came  before  him  for  construction  and  re-formation,  held  tliat  issue  E,  which  includes 
and  is,  in  fact,  based  upon  Edison's  claim  in  No.  145,  embraces  a  device  which  was  a 
necessary  part  of  the  means  for  carrying  out  the  method  involved  in  issne  A — <•«., 
the.  transmission  of  articulate  speech.  Following  his  lead,  this  tribunal  made  an 
arricolating-transmitter  an  element  of  that  issue,  and  such  a  course  is  equally  proper 
here,  for  this  issue  was  similarly  construed  by  the  Commissioner  in  that  same  decis- 
ion. 

In  ooDBidering  it  he  says  : 

It  is  true  that  this  receiving  device  is  but  the  transmitting  device  of  <*  Interference 
F  "  reversed,  but  the  fact  that  the  device  as  used  in  "  Interference  O  "  would  enable 
an  undulatory  current  of  electricity  to  reproduce  at  the  point  of  delivery  the  same 
sounil -vibrations  which  had  been  caused  6y  orfioafoto  ipieek  at  the  starting-point  was 
not  enough  to  suggest  to  the  skilled  workman  or  electrician  that  the  same  devioe 
would,  if  reversed,  enable  the  sound-vibrations,  caused  hy  the  spoken  word,  to  cause 
such  variations  of  the  electric  current  as  to  reproduce  at  a  remote  point  of  the  cir- 
cuit the  same  so^nd- vibrations. 

Language  could  not  more  plainly  indicate  than  this  the  guiding  principle  of  this 
entire  proceeding,  and  it  was  not  only  the  intent  of  the  Office  that  the  invention  of 
the  speaking-telephone  should  be  tried  here,  butjt  was  also  the  intent  of  the  parties. 
Their  testimony  has  all  been  directed  to. this  end,  and  with  the  exception  of  Gray 
they  are  all  St  11  insisting  that  .they  invented  not  only  the  art  but  the  apparatus.  At 
the  beginning  of  this  controversy  Gray  made  the  same  contention,  and  filed  simul- 
taneously three  applications,  one  for  the  method,  one  for  the  transmitter,  and  one 
for  the  receiver.  That  he  has  withdrawn  from  the  contest,  except  as  to  this  issne, 
does  not  entitle  him  to  have  one  of  these  applications  Used  as  a  basis  for  an  interpreta- 
tion which  neither  he  nor  the  other  parties  originally  intended.  Bearing  this  intent 
in  mind,  then,  and  the  further  fact  that  no  other  one  of  the  issues  will  permit  it, 
where  else  shall  the  question  of  priority  as  to  the  receiver  be  determined  if  not  under 
this  issue? 

It  was  pertinently  remarked  by  counsel  for  MoDonough  that  without  an  articnlat- 
ing-transmitter  the  receiver  of  this  issue  could  not  be  practically  tested,  and  its  ca- 
pability of  reproducing  indiscriminately  the  quality  of  any  and  all  sounds  could  not 
therefore  be  known.  It  may  as  pertinently  be  asked  how  then  can  the  question  of 
priority  be  decided  npou  an  issne  whose  terms  require  the  transmission  of  quality 
unless  the  only  instrumeot  which  has  this  capacity  be  included — i.  e.,  an  articulat- 
ing-transmitterT 

To  sum  up  briefly,  it  appears  that  this  interference  was  sought  by  the  parties  to 
determine  who  invented  the  speaking-telephone,  the  art,  and  apparatus  for  carrying 
it  out ;  and  the  declaration  was  made  by  the  Primary  Examiner  for  the  same  purpose. 
The  Commissioner,  upon  a  proceeding  *o  re-form  the  issues,  recognized  and  confirmed 
this,  the  parties  accepted  it,  and  the  testimony  was  taken  with  it  in  view.  Gray 
formerly  insisted,  and  Edison  and  McDonongh  still  insist,  that  not  only  the  art  is  of 
their  invention,  but  the  apparatus  also,  and  it  is  ouly  by  including  an  articnlating- 
transmitter  in  this  issue  that  the  question  of  priority  as  to  the  receiver  can  property 
be  determined. 
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If  (he  oonBimotioii  of  the  iasne  giTen  by  the  EzAminer  of  Interfeienoes  ie  to  preTail, 
iDd  priority  be  awarded  to  a  par^  who  had  no  articalating-traiiBiiiitfter,  it  would 
tesolt  that  an  experimentor  who  had  tried  to  tranamit  speeoh  and  failed,  or  one  who 
had  never  tried,  Bhonld  bo  dominate  the  art  that  an  inrentor  who  had  worked  oat  the 
idea,  patented  his  proeew  of  carrying  it  ont,  introdnced  it  to  the  pablie,  and  pnt  it 
into  extenaiTe  nae  eonld  not  praotiee  the  art  which  he  had  created  withoat  being 
tribntary  to  his  nniwieoeeeful  riral.    *    *    * 

*    *    *    Stated  more  specifically,  his  (Qray's)  proposition  is : 

"That  as  certain  deTiees  he  mentions  are  not  only  capable  of  acting  as  receivers  of 
articnlate  speech,  bat  when  properly  organised  as  to  their  eirooit-connections  will 
operate  both  as  receivers  and  transmitters  of  articnlate  speech,  *  *  it  makes  no 
diiferenoe  whether  Gray  knew  or  not  that  his  instmments  possessed  this  quality,  so 
long  as  they  did  possess  it.  Gray  knew  that  his  receivers  wonld  reprodooe  the  qaal- 
ity  of  sounds  transmitted  through  the  line,  and  he  believed  that  if  he  oonld  transmit 
articulate  speech  it  wonld  probably  be  reproduced,  but  be  at  that  time  did  not  have 
the  conception  of  each  a  transmitter.'^ 

That  is,  Indeed,  a  shadowy  theory  upon  which  to  rest  his  case,  and  the  most  con- 
clusive answer  to  it  is  that  of  counsel  for  McDonough,  before  quoted,  that  he  could 
not  know  his  receiver  would  reproduce  speech  unless  he  was  able  to  test  it,  and  this 
could  only  be  done  by  a  speech-transmitter.  If  he  did  not  know  this,  how  could  he 
impart  the  knowledge  to  the  public,  and  how  obtain  a  patent? 

It  is  a  prerequisite  to  the  grant  of  a  patent  that  it  shall  convey  to  the  public  the 
knowledge  neoessary  to  enable  it  to  practice  the  invention,  and  it  is  Just  here  that 
Bell  and  Gray  differ.  If  Gray  had  obtained  a  patent  for  his  instruments  which  he 
now  says  ean  transmit  and  reproduce  speech,  the  public  would  not  have  been  in  any 
manner  enlightened  as  to  this  art.  He  stands  in  an  entirely  different  light  from  Bell, 
and  the  decision  of  Mr.  Justice  Lowell  in  Americtm  Bell  Taleplume  Company  v.  Spenoer, 
Uifra^  does  not  help  him.  It  was  not  held  in  that  case  that  it  was  enough  for  a  per- 
son to  have  constructed  an  apparatus  capable  of  doing  a  certain  thing,  although  he 
did  not  know  It.  Another  and  a  controlling  element  entered  into  the  decision,  that  a 
mode  of  doing  this  thing  had  been  pointed  out  and  that  the  apparatus  operated  after 
this  mode. 

<<  There  Is  some  evidence,"  say  the  court,  ''  that  Bell's  experiments  with  the  instru- 
ment deeeribed  in  Fig.  7  before  he  took  out  his  patent  were  not  entirely  snccessftil ; 
but  this  is  now  immaterial,  for  it  is  proved  that  the  instrument  will  do  the  work, 
whether  the  inventor  knew  it  or  not,  and  in  ike  9M4e  painted  out  6y  tkeepeei/ioatUme.*' 

Gray  had  not  only  not  pointed  ont  how  his  receiver  could  reproduce  speech,  but  he 
did  not  know  himself  until  taught  by  Bell's  patent. 

In  this  view  of  the  case  it  will  not  be  neoeteary  to  look  into  Gray's  evidence,  for  it 
it  admitted  that  he  had  never  transmitted  speech  before  the  date  of  Bell's  patent  or 
application,  and  in  the  view  we  take  of  this  issue  it  is  immaterial  when  the  devices 
upon  which  he  now  relies  were  constructed. 

The  case  of  McDonough  is  somewhat  similar  io  Gray's,  though  with  this  important 
difference,  that  he  still  insists  that  be  is  the  inventor  of  the  speaking-telephone.  His 
case,  as  stated  by  his  counsel,  is  as  follows : 

"  We  submit,  therefore,  that  Mr.  McDonough  was  the  original  and  first  inventor, 
becaoee  he  had  in  1867  prsctioallj  used  the  magnet  at  id  diaphragm  in  combination 
for  a  receiver;  had  in  1871  conceived  of  the  use  of  said  combination  for  articulate 
speech ;  had  reduced  the  same  to  a  drawing,  and  in  April,  1874,  attempted  to  embody 
the  same;  being  prevented  by  sickness  he  went  to  Europe ;  returning  in  the  fall  of 
lK74r  he  began  in  April,  1875,  again  to  put  his  receiving  apparatus  together,  and  com- 
bined and  used  it  with  a  transmitter  in  May,  1875,  and  applied  for  his  patent  April 

10'  ^^^^  ;niti7.rl  hv  GoOQle, 

All  theee^acts  of  McDonough  may  be  admitted,  and  yet  priority  cannot  be  awarded 
to  him  unless  he  can  be  shown  to  have  had  an  articulating-transmitter.  Upon  this 
denenda  his  entire  ease,  and  it  becomes  important  to  determine  what  he  really  had. 
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The  history  of  McDonoagh's  efforts  and  devi,ces  is  thea  set  oat,  fol- 
lowing a  line  similar  to  that  of  the  Examiner  of  Interferences.  In  oon- 
dosion  the  Examiners-in-Ghief  add : 

Upon  the  whole,  MoDonoagh's  proofs  cannot  be  held  to  be  saffloient  to  overcome 
Bell'a  record  dates.  We  have  seen  that  a  party  contesting  the  right  of  a  patentee 
mnst  show  completed  and  perfected  apparatus.  That  MoDonough  did  not  have  this 
is  clear.  Had  a  patent  been  granted  to  him  for  it  as  described  in  his  application  or 
as  experimented  with  in  June»  1875,  the  public  would  have  been  no  wiser  than  before. 
It  still  wonld  have  been  ignorant  of  the  method  and  apparatus  for  speech-transmis- 
sion, for  no  instrument  working  upon  its  principle  of  making  and  breaking  contact 
can  accomplish  that  result.  In  this  respect  McDouough  gave  no  more  to  the  world 
than  Beis.  As  was  said  of  Reis  by  Mr.  Justice  Lowell,  in  American  Bell  Telepiume 
Company  v.  Spencer,  above,  a  century  of  McDouough  would  never  have  produced  a 
speaking-tolephone. 

GBAY'S  CASE. 

As  notici'd  several  times,  Gray  acqaiesced  in  the  decision  of  the  Ex- 
aminer of  Interferences  as  to  all  the  issues  except  G.  It  is  important 
to  understand  why  he  pursued  this  course.  This  decision  was  rendered 
July  21, 1883.  His  present  petition  was  not  filed  until  December  30, 
1886,  three  years  and  five  months  after  the  decision.  Even  then  the 
petition  was  filed  with  a  request  that  it  should  not  be  acted  upon  until 
further  motion  was  made,  and  no  notice  of  its  filing  was  served  upon 
the  adverse  parties.  It  is  well  settled  that  a  petition  filed  and  pre- 
sented under  such  circumstances  is  of  no  avail  for  any  purpose  what- 
ever. It  performs  no  function.  In  the  meantime  rights  of  other  parties 
are  accruing  or  vesting  from  lapse  of  time,  statutes  of  limitation  run, 
&c.  It  is  only  Item  December  1, 1887,  that  this  petition  can  be  justly^ 
said  to  have  been  filed — the  date  at  which  the  Commissioner  directed 
all  matters  relating  to  these  interference  cases  to  be  set  down  for  dis- 
position. 

Why,  therefore,  did  Gray  acquiesce  in  the  decision  and  wait  so  long 
before  action  t 

It  appears  from  the  record,  and  about  this  there  is  no  dispute,  that 
for  a  long  time  after  Bell's  patent  issued  Gray  conceded  and  acknowl- 
edged that  fiell  was  the  first  original  inventor.  He  also  regarded  the 
invention  as  a  trivial  and  unimportant  one,  a  scientific  toy.  As  early 
as  November  1,  1877,  he  had  wAtten  his  attorney,  Baldwin: 

Bell's  talking- telegraph — it  only  creates  interest  in  scientific  circles,  and  as  ascion- 
tific  toy ;  it  is  beautiful,  but  we  can  already  do  more  with  a  wire  in  a  given  time  than 
by  talking,  so  its  commercial  value  will  be  limited. 

This  was  after  Gray  had  seen  Bell's  telephone  at  the  Oentennial,  iu 
1876,  at  Philadelphia,  and  had  heard  it  talk.  In  letters  to  Mr.  Bell 
and  others,  in  lectures  at  Chicago  and  elsewhere,  in  1876  and  1877,  Gray 
publicly  and  privately  conceded  priority  of  the  invention  of  the  tele- 
phone by  which  articulate  speech  could  be  transmitted,  to  Bell,  and 
awarded  him  the  honor  of  being  the  in  venter.  That  he  did  these  things 
is  fully  conceded  by  Gray. 
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Gray  was  a  proUlio  inyentor,  and  had  prior  to  1876  taken  out  a  num- 
ber of  patents.  These  related  to  multiple  and  harmonic  telegraphy, 
among  other  things.  Some  of  these  inventions  subsequently  became 
the  foundation  of  his  claim  to  have  invented  the  telephone— for  instance, 
his  patent.  No.  166,095.  At  an  early  date  he  had  interested  a  Dr.  Samuel 
8.  White  in  his  inventions.  At  the  time  Dr.  White  became  interested 
Gray  had  never  succeeded  in  transmittinsr  speech,  but  undoubtedly  was 
speculating  upon  the  subject.  Becognizing  Bell  as  the  inventor,  Gray 
filed  no  application  for  a  speaking-telephone  until  October  29,  1877, 
although,  as  he  says  in  a  statement  prepared  and  published  in  April, 
1878— 

As  early  as  Maroh|  1874,  Dr.  Samuel  8.  White,  of  Philadelphia,  hadparohased  an  in* 
taroet  in  all  of  my  telephonic  inventions  which  I  had  made  or  might  thereafter  make. 

That  this  would  include  and  was  subsequently  made  to  include  Gray's 
caveat  cannot  be  doubted,  as  subsequent  important  transactions  and 
Gray's  evidence  abundantly  show. 

Being  thus  jointly  interested.  Gray  and  White  concluded  to  conduce 
their  business  under  ^  corporate  organization,  and  by  articles  dated 
May  26, 1876,  they  organized  <'  The  Harmonic  Telegraph  Oompany," 
with  a  capital  of  5,000  shares,  $100  each,  of  which  Gray  had  2,475, 
White  2,475,  Andrews  about  50,  and  some  others  a  few  shares. 

Evidently  this  organization  looked  to  the  exploiting  of  Gray's  patents, 
and  did  not  contemplate  the  subject  of  telephones  so  much  as  the  in- 
troduction of  telegraphic  invention^,  for  at  this  date  Gray  reirarded  the 
telephone  as  a  toy  and  Bell  as  the  inventor. 

There  existed  at  this  time  the  Gold  and  Stock  Telegraph  Company, 
which  controlled  the  inventions  of  Edison,  Dolbear,  and  others.  In  the 
flEill  of  1877  Gray  and  White,  representing  the  Harmonic  Telegraph 
Company,  opened  up  negotiations  with  the  Gold  and  Stock  Telegraph 
Company  for  the  sale  to  them  of  all  inventions  Gray  had  made  or  might 
make  thereafter  relating  to  speaking-telephones.  By  this  time  it  had 
been  demonstrated  that  the  telephone  was  not  a  toy,  its* commercial  im- 
portance was  beginning  to  be  understood,  and  it  was  being  introduced. 

In  this  condition  of  things,  being  under  the  belief  that  Bell  was  the 
first  inventor,  having  organized  the  Harmonic  Telegraph  Company,  and 
negotiating  for  the  sale  of  his  telephonic  inventions  to  the  Gold  and 
Stock  and  the  American  Speaking  Telephone  Company,  about  to  be 
organized.  Gray  filed  his  applications  Nos.  1,  2,  and  3,  October  29, 1877. 
He  says  in  his  affidavit  of  November  9, 1885— 

Being  in  this  belief,  I  did  not  take  steps  to  file  my  application  upon  my  caveat 
promptiy,  but  the  matter  rested  without  any  application  until  November  7, 1877.  Tiiis 
long  delay  will  be  understood  in  view  of  what  I  have  already  stated.  -Some  time 
prior,  however,  to  the  filing  of  said  application  it  was  suggested  by  the  American 
Speaking  Telephone  Company,  under  the  idea  that  it  was  the  owner  of  said  [my] 
caveat,  thai  same  adv<mtage  or  benefit  might  be  derived  from  it.  [That  is,  Gray  filing 
his  applications.]  I  accordingly  filed  my  applications.  This  was  my  act  thus  done» 
and  done  by  my  connsel  at  the  request  of  said  company.  ^ 
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He  is  mistaken  abont  the  saggestion  oojoiiDg  from  The  Ameriean 
Speaking  Telephone  Ctompany,  for  that  was  not  orgafaized  at  the  date 
be  filed  his  applications.  It  came  either  from  his  own  company,  the 
Harmonic,  or  else  from  the  Gold  and  Stock,  or  the  Western  Union.  It 
was  probably  the  latter  companies,  which  had  become  owners  of  Bdi* 
son's,  Dolbear's,  and  other  inventions,  and  who  knew  that  sooner  or  later 
a  bitter  contibversy  most  arise  between  themselves  and  The  Bell  Tele- 
phone Company  as  to  the  validity  of  Bell's  patents.  It  was  probably 
these  latter  companies  which  were  then  negotiating  with  Gray  and 
White,  as  the  owners  of  these  inventions,  who  advised  Gray  to  flle  his 
applications,  expecting  ^^  that  some  advantage  or  benefit  might  be  de- 
rivedfrom  it."  These  companies  expected  to  become  interested  in  Gray's 
inventions  as  the  resnlt  of  the  pending  negotiations,  and  thns  having 
control  of  Gray's  inventions,  as  well  as  Edison's,  Dolbear's,  and  others, 
they  wonid  be  better  equipped  to  enter  the  legal  lists  with  the  Bell  Oom- 
pany.  There  is  no  other  possible  explanation  of  Gray's  coarse  in  filing 
his  three  applications  and  making  the  oath  to  them  when  he,  as  he  now 
testifies,  still  believed  that  Bell  was  the  first  inventor.  It  was  long 
after  this  that  Gray  changed  his  belief,  though  he  has  not  seen  proper 
to  state  the  precise  time  when  the  change  occurred.  As  will  presently 
be  seen,  up  to  and  long  after  the  decision  of  the  Examiner  of  Inter* 
ferences  he  conceded  priority  to  Bell,  except  as  to  issne  G. 

The  American  Speaking  Telephone  Company  was  organized  pursnatit 
to  an  agreement  of  date  November  17, 1877,  between  the  Harmonic  and 
the  Gold  and  Stock  Oompanies  and  the  Western  Union  Telegraph  Com- 
pany.   The  Harmonic  Company  was  to  transfer  to  the  former — 

all  eziBting  And  fatare  patents  and  InTentiona  owned  and  oontroUed  by  it,  or 
which  may  thereafter  be  owoed  and  oontroUed  by  it,  so  far  at  the  same  relate  to 
epenking-ieUphones,  more  partionlarly  the  patenie  and  inventions  and  right  to  fnimr^ 
patents  and  inventions  of  Blisha  Chray. 

The  Gold  and  Stock  Company  were  in  like  manner  to  transfer  to  the 
American  Speaking  Telephone  Company  the  patents  and  inventiona, 
present  and  ftiture,  of  Amos  E.  Dolbear. 

These  agreements  were  subsequently  carried  out.  The  American 
Speaking  Telephone  Company  organized  under  articles  dated  Decern* 
ber  1, 1877,  and,  the  transfer  made.  Gray  received  large  blocks  of  stock 
in  the  new  company,  was  a  director  thereof,  and  also  held  important 
and  responsible  positions  for  the  company.  It  is  somewhat  difficult  to 
understand  just  what  position  Gray  assumes  with  reference  to  these 
transactions.  He  now  declares  that  for  some  years  he  believed  that  he 
had  transferred  his  telephonic  inventions,  including  those  now  in  con* 
troversy,  and  virtually  that  all  the  parties  with  whom  he  dealt  believed 
that  they  had  acquired  them.  He  does  not  assert  that  he  did  not  in- 
tend to  a»sign  them  and  transfer  them  to  the  Harmonic  Company,  of 
which  he  was  an  officer  and  stockholder,  or  that  they  were  not  in- 
tended to  pass  to  the  American  Speaking  Telephone  Company.    Bat 
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he  appears  to  simply  asssort  that  the  formal  oonyeyanoes  from  himself  to 
the  former  compaay  were  not  in  law  sufficient,  becaose  the  inventions 
were  not  speoiflcally  named  or  desGribed,  or  beoanse  the  oontract  was 
of  an  execatory  character.  Precisely  what  he  relies  on  is  not  definitely 
known ;  bat  that  he  believed  he  had  assigned  and  transferred  them, 
and  that  he  received  large  and  valnable  consideration  for  the  supposed 
transfer,  is  as  dearly  shown  as  that  the  parties  receiving  the  transfers 
believed  they  were  thereby  acquiring  the  right  and  title  and  paying  for 
them.  This  is  shown  by  Oray's  own  statements  and  testimony  and  by 
tiie  subsequent  litigation  between  Gray's  supposed  assignees  and  the 
Bell  Company  both  in  the  Patent  Office  and  in  the  courts,  in  all  of 
which  Gray  took  part  both  as  party  and  as  witness,  believing  that  he 
had  invested  th^  American  Speaking  Telephone  Company,  and  the 
Western  Union  Telegraph  Company  with  the  title  to  his  telephone  in- 
ventions. What  were  these  contests  about!  The  telephone.  To 
suppose  that  tl|is  contest,  extending  until  recently  decided  in  the 
United  States  Supreme  Court,  was  one  that  did  not  include  Gray's 
telephone,  and  that  those  great  companies,  as  well  as  Gray,  were  re- 
sisting the  Bell  Company  in  any  other  belief  than  that  they  owned 
Gray's  inventions,  is  incredible. 

Thus  organized,  and  controlling  the  several  inventions  and  patents 
of  Gray,  Edison,  and  Dolbear,  the  American  Speaking  Telephone  Com- 
pany t^gan  to  put  out  telephones  in  the  winter  of  1877*^78«  and  before 
the  close  of  1879  had  put  more  than  twenty  thousand  into  commercial 
Qse.  This  company  paid  the  expense  of  preparing  and  presenting 
Gray's  applications,  tiie  erection  of  necessary  telephone-lines,  material, 
bells,  batteries,  &c 

Peter  A.  Dowd  was  an  agent  of  the  American  Speaking  Telephone 
Company  and  was  engaged  in  their  telephone  business.  In  September, 
1878,  the  Bell  Company  at  Boston  sued  him  and  the  American  Speak- 
ing Telephone  Company  and  the  Western  Union  Telegraph  Company 
as  infringers  of  the  Bell  patents,  and  thus  the  expected  contest  was 
began.  The  defense  of  the  suit  was  assumed  by  the  Western  Union 
and  associated  companies.  It  was  determined  to  set  up  Blisha  Gray 
as  a  prior  inventor  of  the  speaking-telephone  and  of  various  imi>ortant 
fieatares  of  telephones  then  in  use.  Gray  prepared  a  printed  statement 
of  all  he  had  donetoward  the  invention.  It  occupied  nearly  one  hun- 
dred pages.  While  it  does  not  appear  that  he  had  changed  his  opinion 
as  to  the  original  inventorship,  the  importance  of  the  pendency  of  his 
three  applications  in  the  Patent  Office  and  of  the  interference  between 
them  and  Bell's  patents,  which  had  been  declared  in  the  meantime,  is 
apparent.  The  answer  to  the  Bell  Company  suit  justified  under  Gray. 
Bvery  exertion  appears  to  have  been  made  to  present  Gray's  inventions 
in  the  strongest  light.  Besides  furnishing  the  statement  alluded  to, 
Gray  went  to  New  York  and  spent  most  of  the  winter  and  spring  of 
1878-'79  in  assisting  in  the  preparation  of  *the  defense.  He  also  gave 
his  teetimony«  and  in  the  present  procedure  it  is  not  pretended  that  he 
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cao  add  anything  or  throw  any  new  light  upon  the  sabjector  history  of 
his  invention.  He  has  disclosed  everything  and  has  no  more  tx>  tell. 
There  were  thus  pending  oontemporaneoasly  two  contests  or  proceed- 
ings, the  interferences  in  the  Patent  Office  and  the  Dowd.suit  in  the 
United  States  Oircnit  Ooort  for  the  District  of  Massachusetts.  The 
taking  of  evidence  progressed,  bat  that  in  the  Dowd  case  was  completed 
first.  It  was  practically  closed  on  the  19th  of  September,  1879,  includ- 
ing the  complainant's  evidence-in-chief,  the  defendant's  evidencein- 
chief,  and  the  complainant's  evidence  in  rebuttal.  No  question  is  made 
but  that  up  to  this  date  the  contest  was  most  vigorously  and  bitterly 
conducted,  the  Bell  Company  claiming  under  the  Bell  patents  and  the 
Western  Union  having  control  of  Edison's,  Dolbear's,  and  Gray's  inven- 
tionH,  as  was  supposed  and  believed.  Eminent  counsel  represented  the 
respective  parties  and  the  litigation  became  a  matter  of  public  notoriety 
and  its  determination  one  of  public  interest. 

At  this  stage  of  the  litigation,  when  the  evidence  had  been  concluded 
and  counsel  were  in  condition  to  take  a  definite  survey  of  the  fiicts, 
counsel,  including  Mr.  Oifford,  advised  the  Western  Union  and  the  as- 
sociate companies  that  the  Bell  patents  were  valid,  and  that  the  defense 
must  fail.  But  valuable  improvements  had  been  made  upon  the  speak- 
ing telephone  which  were  deemed  important  to  the  commercial  success 
of  the  original  invention,  and  the  Western  Union  and  associate  com- 
panies controlled  these — such  as  Edison's  carbon  telephone,  the  Page 
patent  covering  the  induction-coil,  &c.  With  impending  defeat  before 
them,  the  Western  Union  Company,  proceeding  upon  the  basis  of  these 
valuable  improvements,  opened  negotiations  with  the  Bell  Company  to 
compromise  the  litigation  and  unite  all  patents  relating  to  the  speaking- 
telephone  upon  terms  to  be  agreed  upon.  Such  an  agreement  could 
not  well  have  been  proposed  or  made  unless  it  had  been  believed  that 
Gray  was  not  the  first  inventor,  and  also  that  the  Western  Union  had 
acquired  his  inventions,  for  his  inventions  had  been  those  under  which 
they  had  justified,  and  to  settle  that  litigation  leaving  his  inventions 
out  would  have  been  absurd.  This  settlement  was  effected  and  a  pre- 
liminary memorandum  was  executed  on  September  27,  1879.  This 
preliminary  agreement  was  a  voluminous  instrument  settling  and  de- 
termining the  rights  of  the  various  parties  in  and  to  these  various  in- 
ventions, and  determining  in  what  manner  the  telephone  business  should 
be  conducted,  &c.  It  is  not  necessary  to  set  the  agreement  out  with 
any  great  particularity.  It  appears  that  when  this  preliminary  memo- 
randum was  made  it  contemplated  that  it  should  subsequently  be 
reduced  to  a  more  complete  and  perfect  form,  which  was  afterward 
done,  of  date  November  10, 1879.  Tliere  is  no  claim  that  there  is  any 
essential  difterence  between  thejnemorandum  and  the  subsequently  ex- 
ecuted formal  instrument,  except  in  article  L6,  which  provides — 

TheexistlDg  salts  and  interferenoes  shall  be  disposed  of  as  ooansel  of  the  parties  of 
the  first  and  second  parts  may  adyise  to  recognize  and  protect  the  rights  of  the  re- 
spective iuTentors  to  their  several  inventions  subject  to  the  orders  of  the  courts  and 
*Ua  A^niminn*  of  the  Patent  Office. 
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This  paragraph  in  the  memoraodom  read  as  follows : 

The  suits  and  the  intarferenees  shall  be  disposed  of  as  coansel  for  the  respeotiTe 
parties  may  adrise  to  carry  out  the  purpose  of  this  agreement,  so  long  as  It  sb4ll  con- 
tinne  in  tooe. 

Article  17  provided  that  the  contract  shoald  go  into  effect  as  of  No- 
vember 1, 1879,  and  remain  in  force  for  seventeen  years  thereafter. 
Parsaant  to  this  contract  a  decree  was  entered  in  the  Dowd  case  on 
the  4th  of  April,  1881,  adjudging  Bell's  patent  to  be  valid  and  perpet- 
ually enjoining  the  infringement  of  the  same.  This  decree  recites  the 
fact  that  it  is  by  consent  of  parties. 

The  evidence  in  the  Dowd  case  was  by  stipulation  of  all  parties  to 
the  interference  proceediogs  transferred  and  introduced  in  the  iuter- 
ferences  as  evidence  to  be  nsed  and  considered  in  those  cases.- 

The  effect  of  the  contract  of  November  10,  1879,  by  which  the  Dowd 
suit  was  settled,  was  to  invest  the  Bell  Telephone  Company  with  the 
ownership  of  all  the  telephone  inventions,  which  at  that  time  were  sup- 
posed and  believed  to  include  Gray's  inventions,  and  obligated  it  to  pay 
to  the  Western  Union  Telegraph  Company  20  per  eeiUum  of  all  rentals 
or  royalties  received  or  rated  as  paid  by  licenses  or  lessees  for  speaking- 
telephone8,'and  also  20  per  centum  of  the  net  profits  of  the  manufacture 
of  telephones  made  in  the  United  States  for  export. 

As  further  explaining  Gray's  course  in  failing  to  file  his  applications 
sooner  than  he  did,  and  alsa  in  making  the  subsequent  concessions 
hereinbefore  referred  to  in  &vor  of  Bell  as  the  prior  inventor,  it  is 
proper  to  call  attention  to  some  additional  circumstances*  which  appear 
in  the  history  of  the  matter. 

BeU's  application  waa  prepared  and  executed  January  20,  1876. 
Gray's  caveat  was  prepared  and  executed  Febraary,  14, 1876,  and  both 
wtire  filed  in  the  Patent  OfBce  on  the  same  day— viz.,  February  14, 1876. 
Ihe  examiner  at  that  time  in  charge  of  the  division  to  which  they  were 
inferred,  following  what  appears  to  have  been  the  practice  theretofore, 
treated  Gray's  caveat  as  having  been  filed  first,  within  the  meantUg  ot 
the  statnte,  and  issued  notices  to  the  parties  advising  them  of  the  tact 
of  an  apparent  interference  between  the  application  and  the  caveat, 
and  required  Gray  to  proceed  and  file  bis  application  within  the  ninety 
days  if  he  desired  to  avail  himself  of  the  caveat.  Bell's  attorneys  at  once 
made  an  inquiry  of  the  Office  to  kuow  the  precise  date  on  which  the 
caveat  was  filed.  This  was  a  matter  which,  of  course,  they  were  en- 
titled to  know,  and  finding  that  the  date  of  filing  the  caveat  was  fhe 
same  as  that  of  Bell's  application,  they  insisted  that  it  was  proper  to 
determine  which  was  in  fact  filed  first,  regardless  of  the  date  or  day. 
This  matter  was  then  referred  to  the  Commissioner,  who  instituted  an 
investigation,  and  tisoertained  to  his  satisfaction  ac  that  time  that  Bell's 
application  was  filed  first,  and  as  matter  of  law  he  held  that  the 
caveat  was  not  filed  within  the  time  or  before  the  application  within 
the  meaning  of  the  patent  law,  and  directed  tbat  the  notices  which  had 
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been  theretx)foro  issaed  to  the  parties  should  be  withdrawn,  and  that 
BelPs  application  Bhonld  not  be  sospended  to  await  action  on  Oraj's 
part  This  investigation  made  by  the  Commissioner  at  that  time  ap- 
pears to  have  been  conducted  as  any  other  investigation  would  be  in 
the  Patent  Office  under  similar  /3iroumstances*-«r  parte.  It  was  insti- 
gated, of  course,  by  Bell's,  attorneys.  Oray,  however,  had  he  mani- 
fested the  same  diligence,  could  have  set  on  foot  a  similar  investigation 
and  been  heard.  Indeed,  the  record  discloses  the  fact  that  Oray's  at- 
torney, on  March  3, 1876,  advised  his  partner,  S.  S.  White,  of  the  situa- 
tion, and  added : 

We  eoald  stiU  have  an  interfereneeby  Gray's  coming  down  to-mono w  and  promptly 
filing  an  application  for  a  patent.  If  yon  want  this  done,  telegraph  me  in  the  morn- 
ing on  receipt  of  this,  and  I  will  have  the  papers  ready  in  time  to  stop  the  issne 
of  BelVs  patent ;  but  my  Jndgment  is  against  it,  as  Gray  made  the  invention,  as  I  un- 
derstand it,  while  here»  after  Bell's  application  was  sworn  to.  He  may,  however, 
have  invented  the  resistance  part  of  the  application  at  an  earlier  date,  and  Bell's 
claim  is  for  the  system  of  graduated  interruptions  by  a  varying  resistance  instead  of 
the  abrupt  interruptions,  as  I  have  mentioned. 

Wm.  D.  Baij>wik. 

Neither  Oray  nor  his  partner  White  responded  to  the  suggestion  of 
this  letter.    No  application  was  filed,  and  Bell's  patent  issued. 

Quoting  now  from  Oray's  affidavit  of  November  16, 1885,  this  expla- 
nation of  his  inaction  is  given : 

At  the  Centennial' Mr.  Bell  exhibited  a  telephone  which  transmitted  articulate 
speech.  I  witnessed  the  exhibition.  He  did  not  use  a  liquid  transmitter  on  this  oc- 
casion, but  naed  an  Instrument  very  nearly  resembling  the  receiver  of  my  invention 
I  communicated  this  fact  to  my  counsel  and  requested  his  opinion  as  to  how  my  case 
stood  in  view  of  said  fact,  amd  he  informed  me  UiatpraoHeall^  my  oUUm  wa$  dtfealed^  that 
Bell's  application  was  filed  on  the  same  day  as  my  caveat,  and  that  Bell  having  made 
an  instrument  that  successfully  transmitted  articulate  speech  he  occupied  a  better 
position  and  would  nndoubtedly  succeed. 

Upon  this  advice  of  my  counsel  and  my  firiend  I  acted.  I  had  the  fullest  confidence 
in  him.  I  believed  that  he  was  not  only  faithful  in  all  respects,  but  that  he  had  the 
necessary  learning,  ability,  and  experience  to  advise  me  rightly.  In  the  latter  it 
seems  I  was  mistaken ;  bnt  I  did  not  for  a  longtime  find  out  the  mistake,  and  did  not 
know  that  the  advice  thus  given  was  wrong  and  not  in  accordance  with  the  law,  as 
I  am  now  advised. 

All  my  subsequent  correspondence,  admissions,  statements,  and  interviews  must  be 
construed  with  this  in  mind  and  in  view  of  the  fact  that  I  supposed  I  had  parted  with 
all  my  pecuniary  interests  in  this  and  other  inventions  and  was  therefore  only  in- 
terested as  to  my  reputation  as  an  inventor,  and  it  seems  my  counsel,  so  called,  had 
the  same  idea  in  view,  as  stated  in  his  letters  of  October  24  and  29,  1881,  as  set  forth 
in  his  last  affidavit,  in  which  he  wrote  as  follows: 

««I  am  devoting  my  argument  more  to  a  vindication  of  your  position  than  to  at- 
tacking your  adversary,  though  I  am  stating  some  facte  in  regard  to  Bell  and  Edison 
very  plainly." 

In  the  letter  of  October  29,  1881,  he  says :  "  Inclosed  find  an  advanced  copy  of  my 
argument  in  your  behalf  in  the  speaking- telephone  interference  case.  My  object  has 
been  mainly  to  place  yon  right  before  the  public  on  tlie  scientific  side  of  the  question. 
I  hope  I  have  sncceeded,  but  I  am  not  proud  of  the  performance.''  ^   ^  ^     r^ 
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This  State  of  mind  od  the  part  of  Gray  jappean  to  have  continaed 
down  to  a  point  of  time  which  was  later  tiian  the  decision  of  the  Ex- 
sminers-in-Ohief  in  the  interference  proceedings. 

Mr.  Baldwin  was  Gray's  attoniey  in  preparing  his  caveat  and  his  ap- 
plicationst  and  also  in  conducting  the  interference.  Baldwin  says  that 
open  the  settlement  of  the  Dowd  case,  in^November,  1879,  it  was  un- 
derstood and  agreed  that  the  questions  of  pri<Nrity  pending  in  the  inter- 
ferences involving  a  personal  pride  and  feeling  to  the  parties  should  be 
settled  by  abjudication  in  the  Oifice. 

Thftt  partiealAr  plan  was  in  aeoordance  with  a  conMpoodenoe  between  Mr.  Oraj 
and  myself.  The  plan  set  forlh  in  that  oorrespondenoe  was  faithf  ally  followed  by  me 
thioughont  to  the  best  of  my  ability.  Moreover,  Mr.  Gray  was  kept  adTised  fil>m 
time  to  time  of  the  plan  on  which  the  argument  and  appeal  were  made. 

The  record  is  very  satisfactory  that  Mr.  Baldwin  kept  his  client,  Mr. 
Gray,  constantly  advised  of  what  was  being  done  in  the  cases.  The 
comaspoudenoe  is  produced  and  not  controverted.  The  relations  of  the 
Bell  Telephone  Oompany  to  the  applications  of  Gray,  Dolbear,  and 
Edison,  which  were  the  result  of  that  settlement,  were  thoroughly  un- 
derstood by  Gray  at  the  time.  In  a  printed  brief,  pre|)ared  by  Gray's 
counsel  in  the  interferences,  it  was  stated  that  articulate  speech  had  not 
been  transmitted  by  either  of  the  inventors  or  others  prior  to  the  Bell 
patent ;  that  BelPs  first  reduction  to  practice  was  after  his  patent  issued, 
and  by  means  of  a  liquid  transmitter.    It  was  also  stated  in  the  brief: 

When,  however,  in  the  eonrse  of  sobseqnent  litigation,  the  fiset  was  developed  that 
as  between  Gray  and  Bell  the  latter  really  was  the  first  to  conoeiTe  the  invention 
of  transmitting  articniate  speech  and  to  cednoe  the  invention  to  practice,  Gray  vol- 
nntarily  came  forward,  like  the  straightforward,  lUr-minded  man  that  he  is,  and 
conceded  that  £sot  to  his  rivaL  We  shall  therefore  retire  from  the  conteiSt  over  the 
iasoee  in  jases  A  and  B  so  far  as  relates  to  the  question  of  electrical  transmission  of 
arftiealate  speech.  *  '•  •  The  ground  was  sothoronghly  cnltivated  then  (in. the 
Dowd  ease)  that  it  was  not  seen  where  it  eonld  be  improved  by  harrowing  it  again, 
and  the  entire  reeoid  was  aocordingly  stipnlated  into  this  case  (the  interference)  that 
we  misht  have  the  benefit  of  the  nnmerona  and  valuable  fiscts  developed.  •  •  * 
The  fifth  elaim  of  this  patent  has  since  been  interpreted  and  sustained  by  the  courts 
as  broadly  as  Bell  himself  eonld  desire  in  the  recent  case  of  American  Bell  Telephone 
GsM|NMiy  V.  Spencer,  (SO  O.  G.,  229.) 

It  also  appears  that  copies  of  this  brief  were  furnished  Gray  by  his 
eonnaelf  Baldwin,  of  which  he  acknowledged  the  receipt  in  a  note,  dated 
New  York,  November  14, 1881,  as  follows : 

DxAR  Baxj>win: 

I  received  the  patents  and  also  a  copy  of  your  brief.  The  latter  was  a  very  able 
document  and  you  did  yourself  '*  proud."    I  would  like  a  few  copies  for  distribution. 

In  respoDse  to  this  50  copies  were  sent  to  Gray,  and  it  does  not  appear 
that  be  oyer  expressed  any  disapproval  of  its  contents.  After  the  de- 
ciaion  by  the  Examiner  of  Interferences,  Mr.  Baldwin  advised  him  in  a 

'^^>^»—  niti7ed  by  GoOglC 

My  opinion  is  to-appeal  on  the  receiver  cases  and  let  the  rest  go. 
2016 
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This  coarse  was  either  approved  or  aoqaiesoed  in  by  Oray^  and  the 
appeal  was  subseqaently  taken,  as  explained,  ftorn  the  decision  so  &r 
as  it  related  to  the  receiver,  issae  6,  with  the  results  heretofore  set 
forth,  so  that  it  most  be  recognized  as  one  of  the  established  facts  in 
the  present  matter  that  Gray's  recognition  of  Bell  as  the  first  original 
inventor,  as  explained  above,  was  made  deliberately  and  pablidy. 

In  order  more  fully  to  understand  the  question  of  collusion,  as  urged 
in  these  proceedings,  it  is  necessary  to  state  in  this  connection  that 
prior  to  November  2, 1880,  negotiations  had  been  entered  into  between 
the  American  Bell  Telephone  Company  and  McDonough  with  reference 
to  the  purchase  by  the  company  of  McDonough's  inventions  in  tele- 
phony,  and  on  the  2d  day  of  November,  1880,  a  written  contract  was 
executed  between  those  parties,  of  which  the  following  is  a  copy : 

This  agreement,  made  the  second  day  of  Noyember,  A.  D.  1880,  by  and  between 
James  W.  McDonoagb,  of  the  first  part,  and  the  American  Bell  Telephone  Company, 
a  corporation,  of  the  second  part,  witnesseth : 

In  consideration  of  fitt  ihwMomA  dolUir$,  paid  by  said  corporation  to  said  MoDon- 
ongb,  the  receipt  of  which  is  hereby  acknowledged,  it  is  agreed  as  follows: 

If  said  McDonoagh,  on  his  inventions,  shall  obtain  a  valid  patent,  ooTering  broadly 
the  art  of  transmitting  articulate  speech  by  electricity,  he  shall  assign  the  same  to 
said  corporation,  and  said  corporation  shall  thereupon  pay  him  the  sum  of  two  hwndred 
Uunuand  dollan  therefor.  If  said  McDonough,  on  his  own  inventions,  obtains  a  vaUd 
patent,  ooTering  broadly  variable  resistance  contact  transmitters  for  electric  speak- 
ing-telephones, he  shall  assign  the  same  to  said  corporation,  and  said  corporation 
shaU  thereupon  pay  him  the  sum  pfJifty  thousand  dollars. 

If  said  McDonough,  un  his  own  invention,  shall  obtain  a  patent,  covering  broadly 
magnetic  receivers  for  electric  speaking-telephones,  he  shall  assign  the  same  to  said 
corporation,  and  said  corporation  ttiM  thereupon  pay  him  the  sum  of  fiftjf  thausamd 
dollars. 

It  is  understood  that  Mr.  McDonough  is  not  to  take  out  foreign  patents  in  such  a 
wa^r  M  to  shorten  the  life  of  the  United  States  patents,  which  if  granted,  wiU  be 
subject  to  this  agreement. 

Signed  and  sealed  at  Boston  on  the  first  day  above  written. 

TMs  agre&mmt  is  not  to  ho  taken  as  any  manner  of  admission  hy  either  party  as  to  the 
validity  or  invalidity  of  ciaims  made  hy  the  respective  parties, 

Thb  American  Bbll  Tslbphqnb  Coxpant, 
By  W.  H.  FOBBES,  President 
In  presence  of  C.  Emerson  as  to  W.  H.  F. 

James  W.  McDoxough.    (Seal.) 
Beceived  $5,000,  as  within,  November  2,  1880. 

Jameb  W.  McDonough. 

Attention  is  called  to  the  closing  paragraph,  which  clearly  indicates 
that  neither  parly  contemplated  asbisting  the  other  in  procuring  their 
respective  patents,  but  that  each  party  evidently  undertook  to  look 
after  his  own  interests  in  the  prosecution  of  his  claims. 

With  this  statement  of  the  tacts  relating  to  Gray's  case  I  now  pro- 
ceed to  consider  the  merits  of  his  petition.  In  advance  it  must  be  an- 
derstood  that  the  case  is  before  me  upon  a  petition  for  rehearing,  in 
which  I  am  asked  to  set  aside  all  of  the  orders  heretofore  made  and  to 
reinstate  the  cases  for  reconsideration  upon  new  and  additional  evi- 
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deuce  and  apon  the  merits  broadly.  The  decision  which  is  sought  thas 
to  be  set  aside  was  rendered  by  Mr.  Oommissioner  Batterworth  in 
March,  1885.  The  sabject  was  allowed  to  pass  over  the  entire  admiu- 
istratioa  of  Mr.  Oommissioner  Montgomery  for  presentation  or  consid- 

lotion  other  than  to  file  the  petition  with  an  indication  that  it  should 
not  be  acted  apon  until  farther  motion  shoald  be  made,  and  it  now 
comes  before  me,  the  second  saocessor  of  the  oflBcer  who  decided  the 
case. 

Bale  144  of  the  Office,  which  has  been  in  force  daring  all  this  periodi 
provides  as  follows: 

Cabm' which  have  been  delibentely  deoided  by  one  CoaimtMioDer  will  not  be  re- 
eoBsidered  by  hit  saeeesaor  except  in  aooordAOce  with  the  principles  which  goyem 
the  granting  of  new  triaU. 

An  attempt  is  made  in  argument  to  show  that  this  case  was  not  de- 
liberately decided  by  Oommissioner  Batterworth,  for  the  reason  that  in 
his  decision  he  made  use  of  the  following  expression : 

If  on  examination  of  the  evidence  and  connderation  of  the  argnmenta  I  had  be* 
come  convinced  that  the  findings  and  decisione  of  the  Examinera-in-Chief  were  erro- 
neonsy  or  if  a  aerions  donbt  in  that  behalf  had  been  raiaed  in  my  mind,  I  woaid  have 
felt  eonstrained  to  leare  the  caae  undecided,  to  be  reheard  by  my  sncccMor.  Had  I 
leaehed  a  diiTereDt  conclusion  it  would  bare  been  desirable  that  the  reasons  for  over- 
ruling the  decision  of  the  Board  should  be  stated  at  length. 

I  aoA  not  able  to  see  the  force  of  the  argament  that  this  expression 
indicates  that  Mr.  Butterworth's  decision  was  not  one  deliberately 
made.  On  the  contrary,  if  any  inference  can  be  drawn  from  it,  it  is 
that  the  case  was  elaborately  considered  and  deliberately  determined, 
and  that  he  had  no  doubt  aboat  the  result  which  should  be  reached^ 
and  accordingly  announced  his  decision.  The  record  shows  that  the 
case  was  argued  at  length  and  was  given  great  consideration,  and  it  is 
this  which,  in  my  judgment,  determines  whether  a  case  has  been  de- 
liberately decided  or  not.  It  follows,  therefore,  that  the  ease  is  not  be* 
fore  pe  upon  its  merits,  and  I  am  not  in  a  situation  to  be  called  upon 
to  grant  a  rehearing  upon  a  mere  preponderance  of  evidence,  as  if  the 
case  were  before  me  originally,  where  the  preponderance  of  evidence 
woald  prevail;  but  I  am  to  bear  in  mind  that  this  controversy  has  ex- 
tendod  through  a  period  of  years  in  the  Office,  that  it  has  passed 
through  all  of  the  tribunals,  and  with  a  single  exception — vie.,  as  to  is- 
sue 6 — ^the  decisions  have  all  been  uniformly  in  the  same  direction,  and 
a  case  mast  now  be  preseuticd  which  justifies  the  exercise  of  a  judicial 
discretion  before  a  rehearing  can  be  granted,  and  this  must  be  done  by 
evidence  either  of  an  error  in  the  conclusions  of  foot  or  in  the  applica- 
tion of  the  law  of  a  very  clear  and  satisfactory  character. 

At  every  stage  of  the  contest  in  chis  Office  one  of  the  serious  and  im- 
portant questions  has  been  the  effect  and  legal  construction  to  be  given 
to  the  Bell  patent  of  March  7, 1876.  The  Examiner  of  Interferences 
ftit  oooeloded  by  the  construction  which  had  been  put  upon  that  in- 
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stroment  by  the  OommiBsioner  and  the  ooartSt  evirteDily  referring  to 
the  Spencer  case.  The  same  is  trne  of  the  Ezaminers-in-Ohief,  who 
ciUs  the  Spencer  case  and  the  Dolbear  case.  Before  me  it  has  been 
urged  with  great  force  of  argament  that  those  cases  were  not  aathori- 
tative;  that  Bell's  patent  was  not  a  patent  for  a  telephone,  but  for  a 
multiple  telegraph,  and  that  Bell,  in  teyat^  had  never  invented  the  tele- 
phone. Bat  I  am  relieved  of  any  farther  consideration  of  these  qnes- 
tions  by  the  recent  decision  of  the'Sapreme  Ooart  ia  the  Telephone  OoMt, 
(126  U.  S.,)  where  that  tribunal  has  finally  and  defiuitely  settled  such 
qucBtions.    That  court  says: 

In  the  preseDt  ease  the  claim  is  not  for  the  nse  of  a  current  of  electricity  in  ite 
natural  state  as  it  comes  from  the  battery,  but  for  patting  a  contiunoas  current  in  a 
closed  circuit  into  a  certain  specifled  oonditiou,  suited  to  the  transmission  of  vocal 
and  other  sounds,  and  using  it  in  that  condition  for  that  purpose.  So  far  as  at  pres- 
ent known,  without  this  peculiar  change  in  its  condition  it  will  not  serve  as  a  me- 
dium Ibr  the  transmission  of  speech,  but  with  the  change  it  wiU.  •  *  •  We  iMO 
nothing  in  Morse's  case  to  defeat  Bell's  claim ;  on  the  contrsry,  it  is  in  aU  respects 
sustained  by  that  authority.  It  may  be  that  electricity  can  not  be  used  at  aU  for  the 
transmission  of  speech,  except  in  the  way  Bell  has  discorered,  and  that  therefore 
practicaUy  his  patent  gives  him  its  exclusive  use  for  that  purpose ;  but  that  does 
not  make  his  claim  one  for  the  use  of  electricity  distinct  from  the  particular  process 
mth  which  it  is  connected  in  his  patent.  It  will,  if  true,  show  more  clearly  the 
great  importance  of  his  discovery ;  but  it  wiU  not  invalidate  his  patent.  But  it  is 
insisted' that  the  claim  can  not  be  sustained  because  when  the  patent  was  issued  Bell 
had  not,  in  £Mt,  completed  his  discovery.  While  it  is  conceded  that  he  was  acting 
on  the  right  principle  and  had  adopted  the  trne  theory,  it  is  claimed  that  the  dis- 
covery lacked  that  practical  development  which  was  necessary  to  make  it  patent- 
able. In  the  language  of  counsel,  **  there  was  still  work  to  be  done  and  work  calling 
for  the  exercise  of  the  utmost  ingenuity  and  calling  for  the  very  highest  deg^ree  of 
practical  invention." 

It  is  quite  true  that  when  Bell  applied  for  his  patent  he  had  never  aotuaUy  trana- 
mitted  telegraphically  spoken  words  so  that  they  could  be  distinctly  heard  and  un- 
derstood at  the  receiving  end  of  his  line ;  but  in  his  specification  he  did  describe  ao- 
onrately  and  with  admirable  clearness  his  process— that  is  to  say,  the  exact  electri- 
aal  condition  that  must  be  created  to  accomplish  his  purpose— and  he  also  described 
with  sniBcient  precision  to  enable  one  of  ordinary  skill  in  such  matters  to  make  it  a 
form  of  apparatus  which,  if  used  in  the  way  pointed  out,  wonld  produce  the  re- 
quired effect,  receive  the  words,  and  carry  them  to  and  deliver  them  at  the  appointed 
place.  The  particular  instrument  which  he  had  and  which  he  used  in  his  experi- 
ments did  not,  under  the  circumstances  in  which  it  was  tried,  reproduce  the  worda 
fpoken  so  that  they  could  be  clearly  understood ;  but  the  proof  is  abundant  and  of 
the  most  convincing  character  that  other  instruments,  carefully  constructed  and 
made  exactly  in  accordance  with  the  specification,  without  any  additions  whatever, 
have  operated  and  will  operate  successfully.  A  good  mechanic  with  proper  skill  in 
matters  of  the  kind  can  take  the  patent,  and  by  following  the  specification  strictly 
can  without  more  construct  an  apparatus  which,  when  used  in  the  way  pointed  out, 
will  do  all  that  it  is  claimed  the  method  and  process  will  do.    *    *    * 

The  law  does  not  require  that  a  discoverer  or  inventor  in  order  to  get  a  patent  for 
a  process  must  have  succeeded  in  bringing  his  art  to  the  highest  degree  of  perfection. 
It  is  enough  if  he  describes  his  method  with  sufficient  clearness  and  precision  to  en- 
able those  skilled  in  the  matter  to  understand  what  the  process  is,  and  if  he  pointa 
out  some  practicable  way  of  putting  it  into  operation.  This  Bell  did.  He  described 
dearly  and  distinctly  his  process  of  transmitting  speech  telegraphically  by  creating 
ehanges  in  the  intensity  of  a  continnooa  onmnt  or  flow  of  electricity  in  a  dosed  eir^ 
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eait,  eraotiy  aaalogoos  to  the  ohaages  of  density  in  nir  oooaeioned  by  the  andala- 
tory  motiaii  i^vea  to  it  by  the  hauiAa  voice  in  speAking.    •    •    • 

The  ftpp*ratiU|  *'  M  herein. deeorlbed,"  which  is  inclnded  in  the  elftiniy  is  nndonbt- 
edly  oae  in  which  an  electro-magnet  is  employed  and  constructed  "  substantially  as 
•et  forth  "  in  the  specification.  One  acting  on  the  yariable-rssistance  mode  is  not 
deteribed  fhrther  than  to  say  that  the  Tibration  of  the  condncting-wire  in  mercnry 
or  other  liquid  included  in  the  circuit  occasions  nndniations  in  the  current;  and  no 
other  special  directions  are  giren  as  to  the  manner  in  which  it  must  be  constructed. 
The  patent  is  both  for  the  magneto  and  variable  resistance  metiUHit,  and  for  the'  par- 
ticular magneto  apparatus  which  is  described,  or  its  equivalent.  There  is  no  patent, 
for  say  Tariable-reeistanoe  apparatus.  It  is  undoubtedly  true  that  when  Bell  got 
his  patent  be  thought  the  magneto  method  was  the  best.  Indeed,  he  said  in  express 
terms  be  preferred  it;  but  that  does  not  exclude  the  use  of  the  other  if  it  tarns  out 
to  be  the  most  desirable  way  of  nsing  the  process,  under  any  circumstances.  Both 
ibnns  of  apparatus  operate  on  a  closed  circuit  by  gradual  changes  of  intensity  and 
not  by  alternately  making  and  breaidng  the  circuit  or  by  sudden  and  instantaneous 
changes,  and  they  each. require  to  be  so  adjusted  as  to  prevent  interruptions.  If 
they  break,  it  is  a  fanlt,  and  the  process  stops  until  the  connection  is  restored. 

It  is  to  be  observed  that  ia  so  far  as  the  Sapreme  Ooart  gave  a  con- 
straotioa  to  the  Bell  patent  and  held  that  it  disclosed  the  invention 
they  were  nnited  and  there  was  no  dissenting  opinion. 

It  has  thns  been  established,  in  my  jadgment,  definitely  and  finally 
that  Bell's  patent  discloses  the  invention  of  the  telephone,  covering  both 
the  method  and  the  apparatus,  one  composed  of  a  transmitter,  a  closed 
circaitt  and  a  receiver ;  that  this  patent  relates  back  to  the  dat^  of  the 
application  and  B/Lt&o  to  the  date  of  its  execntion,  viz :  January  20, 1876, 
as  the  first  original  date  of  conception.  It  does  not  follow,  of  course, 
unless  established  by  other  evidence,  that  Bell  was  the  first  inventori 
or  that  he  was  an  original  inventor.  But  whoever  attempts,  either  in 
these  interference  proceedings  or  in  an  infringement  suit  or  suits,  such 
as  those  decided  in  the  Supreme  Court  of  the  United  States,  to  ante- 
date BelPs  invention  and  establish  an  earlier  invention,  must  prove  by 
clear  and  satisfactory  evidence  a  prior  conception  and  prior  reduction 
to  practice  to  the  date  of  Bell's  application,  or  that  having  made  an 
earlier  conception  than  he  did  such  inventor  diligently  prosecuted  it  to 
a  redactiiOQ  to  practice.  These  propositions  may  be  supported  by  in- 
Domerable  decisions  of  the  Oommissioner  and  of  the  courts,  but  I  see 
DO  occasion  to  cite  them. 

INTEBPEBBNOBS  A,  B,  G,  B,  AND  F. 

First  comes  the  inquiry  whether  there  is  anything  submitted  to  me 
in  the  record  which  justifies  me  in  reaching  a  conclusion  that  there  was 
any  error  in  the  action  of  the  Bxaminers-iu-Ohief  with  reference  to  the 
date  of  Oray's  invention,  or  whether  in  fact  he  ever  did  invent  the  tele- 
phone. In  this  consideration  I  exclude  for  the  present  issue  G,  which 
relates  to  the  receiver. 

▲  most  careful  and  laborious  examination  of  the  evidence  and  argu- 
oieiits  submitted  failed  to  impress  me  with  any  want  of  satisfaction  in 
the  Caets  as  foand  by  the  Examiner  of  Interferences.    It  is  conceded  by 
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all  parties  that  Gray's  caveat,  prepared  and  filed  Febraary  14, 1876, 
was  the  first  description  he  ever  made  of  the  invention  covered  by  the 
issaes  nnder  consideration.  Prior  to  that  date  tiie  subject  was  evidently 
one  of  specnlation  and  experiment.  As  is  said  by  the  Examiner  of  In- 
terferences— 

His  energies  were  directed  exolasiyely  to  the  transmiision  of  maslcal  tones  and  their 
ntilif  Ation  for  tel^raphic  and  other  purposes,  no  attention  hein^c  (civen  to  instni- 
ments  for  the  r»oeption^  transmission,  and  reproduoHf^n  of  articulate  speech  nntil  along 
in  February,  1876,  and  although  he  claims  to  have  had  some  conception  of  the  jH>Mi- 
hilUies  late  in  the  faU  of  1875,  he  neither  disclosed  them  to  others  nor  clothed  them 
in  any  fixed  and  positiye  form  until  he  made  the  sketch  fur  his  oareat,  Fehmary  llf 
1876. 

Gray  says : 

I  was  convinced  that  the  receiver  would  produce  articulate  words,  inasmuch  as  it 
$eemcd  to  be  capable  of  reproducing  any  form  of  vibration  that  I  was  adf«  to  transmit. 
I  remember  speaking  of  this  to  different  ones  about  this  time ;  I  may  have  mentioned 
this  before  the  1st  of  April,  1874,  or  it  may  have  been  a  littie  whUe  after.  My  im- 
pression is  that  I  first  mentioned  It  before.  My  conception  then  of  an  instrument 
for  transmitting  artipnlate  speech  was  one  of  a  complicated  character,  having  a  series 
of  transmittiog-points  adapted  to  respond  to  all  the  tones  of  the  human  voice,  some- 
what similar  to  the  apparatus  referred  to  in  my  caveat  of  February  14, 1876. 

The  description  contained  in  his  caveat  is  as  follows : 

I  contemplate)  however,  the  use  of  a  series  of  diaphragms  in  a  common  vooalixing- 
cbambef,  each  diaphn^m  carrying  an  independent  rod  and  oorrespondiu};  to  a 
vibration  of  different  rapidity  and  intensiliy,  in  which  case  contact-points  mounted 
on  other  diaphragms  may  be  employed. 

When  called  apon  to  explain  the  constraction  of  the  apparatus  thiui 
ambigaoasly  oatlined.in  his  caveat,  Gray  confesses  that  it  was  a  gea- 
eral  idea,  not  clearly  defined  in  all  its  details  and  based  upon  a  theory 
which  baa  since  proved  to  be  f^lse.  The  instrament  was  never  con- 
stracted  by  him. 

It  is  evident  that  while  Gray's  caveat  may  be  accepted  as  a  concep- 
tion of  the  invention  of  the  telephone,  a  metho<1,  and  also  an  apparatus^ 
Gray  himself  did  not  fnlly  understand  it  and,  as  stated,  was  nnable  to 
explain  the  mode  of  its  ofieratiou.  In  other  words,  even  after  filing  the 
caveat  and  before  the  true  secret  of  the  telephone  had  been  made  kiiowu 
by  the  publication  of  Bell's  patent  and  his  lectures  and  experiments  at 
the  Gentennial,  Gray  still  adhered  to  the  old  idea  that  articulate  si>eecli 
must  be  transmitted  upon  the  multiple-telegraph  principle  by  the  use 
of  a  series  of  diaphragms  in  a  common  vocalizing-chamber,  each  dia- 
phragm carrying  an  independent  rod  and  responding  to  a  vibration  of 
different  rapidity  and  intensity,  so  that  theearliest  possible  date  of  con. 
ception  which  can  be  given  to  Gray  is  February  11,1870.  But  of  coorao 
this  cannot  affect  Bell's  patent,  for  the  reason  that  the  evidence  is  satis* 
factory  and  it  is  absolutely  conceded  by  Gray  that  he  did  not  reduce 
his  invention  to  practice  for  a  long  time  after  the  issuance  of  Bel1'k« 
patent;  that  in  the  meantime,  regarding  the  invention  as  of  trivial  iin^ 
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portaooe,  he  neglected  it  altogether  and  tamed  his  attention  to  other  in* 
▼entioiia,  to  the  exclusion  of  this,  so  that  the  Examiners-in-Chief  were 
jnstifled  in  finding  that  Gray  was  neither  diligent  in  filing  an  applica. 
tion  in  the  Ofltoe  nor  was  he  diligent  in  redncing  to  practice,  and  con- 
seqoently,  nnder  well-settled  principles  of  law,  cannot  be  given  the 
benefit  of  his  date  of  conception  as  against  another  independent  in- 
ventor. But  Bell  is  shown  to  have  conceived  the  invention  on  the  20th 
of  Janiuury,  187fi,  when  he  prepared  his  specification  tad  showed  it  to 
others,  and  snbseqnenily  filed  it  in  the  Office,  on  the  14th  of  February, 
as  heretofore  stated.  These  is  no  donbt  that  Bell  prosecated  his  dis- 
covery with  great  diligence,  at  once  filing  his  application  and  obtaining 
the  patent  at  the  earliest  moment  possible. 

These  fiiets  are  not  onlycondnsive  and  convincing,  bat  the  conduct  of 
Gray  afbirward  is  equally  satisfactory  as  to  the  same.  His  concessions 
wcK  made  at  a  time  when  he  was  vastly  interesr;ed  in  making  the  most 
thorough  examination  of  the  facts  before  he  should  concede  anytbing* 
His  omission  to  file  his  applications  until  nearly  two  years  after  the 
date  of  his  caveat,  his  concessions  made  in  the  Patent  Office  as  matter  of 
record  in  a  controversy,  and  the  fhrtherfact  that  when  he  filed  his  ap- 
plications it  does  not  appear  that  he  had  changed  his  belief  as  to  who 
was  the  first  inventor,  but  was  acting  in  the  interest  and  under  the  di- 
rection of  parties  who  had  in  view  a  litigation  with  Bell  as  to  the  valid- 
ity of  his  patent,  all  serve  to  confirm  the  correctness  of  the  decisions  of 
the  Offloe  giving  priority  to  Bell. 

So  fur  therefore  as  the  present  petition  of  Gray  may  be  said  to  be  a 
motion  for  a  rehearing  of  these  issues  upon  the  cdleged  ground  of  error 
in  law  or  in  flMt,  or  both,  in  the  decisions  to  be  reviewed,  it  might  well 
be  regarded  as  disposed  of  here;  for  Gray  proposes  no  new  or  additional 
evidence  as  to  the  dates,  nature,  or  character  of  his  own  invention. 
What  he  did  as  an  inventor,  the  experiments  he  made,  the  date  of  con- 
eeptfon,  his  caveat,  applications,  &c.,  remain  fully  stated,  deRcribed, 
and  disposed  in  the  evidence  already  submitted  by  him.  He  does  not 
propose  to  add  anjrthing  to  the  evidence  upon  which  the  several  decis- 
ions before  the  Office  have  heietofore  proceeded ;  nor  does  he  pretend 
Uiat  thecollasion  and  misapprehension  on  his  part  or  the  supposed  mis- 
advice  of  his  counsel,  or  other  matters  to  be  hereinafter  considered,  pre- 
vented him  in  any  manner  firom  giving  his  testimony,  from  giving  all  tlie 
fiusts — the  whole  truth — with  reference  to  the  history  of  his  own  eiforts 
and  transactions  as  an  inventor.  Upon  the  evidence  introduced  aud 
eonsideced  the  decisions  were  correctly  made  and  the  award  of  priority 
of  in vention  was  jostly  given  to  Bell.  With  his  patent  construed  and 
«istained,  as  it  has  been  in  the  courts,  Bell  must  upon  the  record  before 
the  Office  be  held  to  have  been  the  first  to  conceive ;  the  first  to  disclose 
and  by  his  patent  give  the  invention  to  the  world;  the  first  to  reduce 
the  invention  to  practice,  first,  constructively  by  his  patent,  and  actu- 
ally,  later,  hf  the  transmission  of  speech  in  the  early  part  of  1876,  as 
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explained.  Bat  in  his  petition  to  reopen  the  interferences  Gray  seeks  to 
go  farther  and  affect  these  decisions  in  the  Office  apon  the  evidence  ad  - 
daced  by  a  direct  attack  apon  the  procedure  in  the  Office,  and  by  the 
introdaotion  of  new  and  additional  evidence  to  establish  the  alleged  fact 
that  Bell  was  not  an  independent  inventor,  bat  pirated  the  invention 
from  him,  Gray. 

Withoat  presenting  all  the  points  $eriatim^  or  following  the  petition 
and  argament  in  their  exact  order,  the  several  propositions  may  be 
stated  as  follows : 

First :  As  to  these  issnes  before  any  sabstantial  progress  had  been 
made  in  taking  the  proof  in  these  Interferences :  The  Bell  Telephone  Com- 
pany, owning  Bell's  two  patents,  had  acqaired  or  supposed  they  had  ao- 
qaired,  by  assignment,  all  the  other  patents  and  inventions  supposed  to 
possess  any  value  involved  in  the  interferences,  including  G-ray's ;  that 
from  thence  on  the  proceedings  in  the  interferences  were  mainly  under 
the  management  and  control  of  said  company  and  its  associates,  with 
the  view  of  reaching  such  results  as  they  desired — viz.,  priority  to 
Bell — said  company  paying  counsel  on  both  sides  and  all  other  neces- 
sary expenses,  and  the  proceedings  were  therefore  coUasive  and  should 
be  disregarded  and  set  aside. 

Second :  That  the  concessions  of  priority  made  by  Gray  in  favor  of 
Bell  were  made  under  incorrect  and  improper  advice  of  his  (Gray't) 
counsel,  who  later  on  in  the  interference  was  paid  for  his  services  by 
the  Bell  Telephone  Company  combination,  acting  under  the  Dowd  set- 
tlement of  November  10, 1879,  and  was  under  their  inflaence ;  and  that 
it  was  in  consequence  of  this  improper  advice  under  these  conditions  that 
he  declined  to  appeal  from  the  decision  of  the  Examiner  of  Interferences 
as  to  these  issues.  Also,  that  these  concessions  were  made  and  his 
subsequent  course  governed  by  the  belief  that  Bell  was  in  fiict  an  orig- 
inal inventor — had  actually  filed  his  application  in  point  of  time  earlier 
than  Gray's  caveat  had  been  filed;  whereas  he  now  believes  that 
neither  of  said  conditions  existed,  but,  on  the  contrary.  Bell  had  fraud- 
ulently secured  access  to  his  caveat,  purloined  his  invention,  and  car- 
ried the  description  therefrom  into  his  application. 

Third :  Upon  the  ground  of  newly  discovered  evidence,  important  and 
material,  which  petitioner  did  not  know  to  have  existed  in  time  to  pro- 
duce it  before  the  Office,  which  new  evidence  will  show  that  those  por- 
tions of  the  Bell  specification  containing  the  description  of  the  variable- 
resistance  appliances  were  not  contained  in  it  when  originally  filed  and 
were  not  in  any  of  Bell's  previous  specifications  or  writings,  that  he  ob- 
tained the  knowledge  and  description  of  them  from  his  fraudulent  in- 
spection of  Gray's  caveat  and  then  fraudulently  caused  them  to  be 
written  into  his  application  after  it  had  been  filed,  and  so  he,  Bell,  was 
not  in  respect  to  them  an  original  inventor. 

Fourth :  That  the  decisions  of  the  office  were  erroneous  in  law  and  in 
fact,  because  as  matter  of  fact  Gray's  caveat  was  filed  before  and  not 
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after  the  flling  of  Bell'e  applicatioo,  and  consequently  it  was  error  to 
give  Bell  the  status  of  a  patentee,  the  rale  being  in  sach  cases  that  Bell 
was  to  have  been  regarded  as  a  mere  applicant  for  a  patent  on  an  eqaal 
footing  with  Oray. 

1.  THSALLEGED  COLLnSION. 

Gray  alleges  that  the  proceedings  in  these  interferences  in  the  Patent 
Office  were  collusive  because  the  Bell  Telephone  Company,  as  was 
({apposed,  had  acquired  all  the  interests  involved,  and  was  therefore 
able  to  mold  and  control  the  decisions  in  such  form  as  it  saw  proper. 
This  proposition  of  course  depends  upon  whether  this  company  had 
then  acquired  Oray's  inventions.  He  now  claims  that  it  bad  not ;  that 
the  inventions  then  belonged  and  still  belong  to  bim,  and  that  it  was 
merely  a  matter  of  supposition  at  the  time  that  it  had  acquired  his  in- 
ventions. He  does  not  pretend  that  in  consequence  ot  that  belief  he 
was  in  any  manner  deterred  from  preseutiog  all  bis  evidence  and  re- 
ceiving all  the  consideration  to  which  he  was  entitled,  or  that  he  can 
now  add  anything  to  the  evidence  or  present  any  new  consideration  as 
to  the  origin  or  date  of  his  invention. 

It  is  rather  a  peculiar  situation  in  which  he  finds  himself.  He  is 
forced  to  assert  that  the  company  had  acquired  his  inveotions  in  order 
to  establish  the  collusion,  and  is  required  then  to  deny  that  it  had  so  ac- 
quired them  in  order  to  find  a  standing  for  his  petition  to  vacate  the 
decisions  upon  the  ground  of  collusion.  His  counsel  cite  in  support  of 
the  proposition  the  following  authorities:  Oox  v.  Hardicick^  (Cases 
Temp.,  Hardwick,  237 ;)  Earl  of  Bandan  v.  Betoher^  (3  Clark  &  Fiunelly's 
Reports;)  Lord  v.  Veazie^  (8  How.,  25t;)  Cleveland  v.  Ohamberlainy  (1 
Black,  419;)  Wood  Paper  Company  v.  He/tj  (8  Wall.,  333;)  Gardner  v. 
Goodyear  Dental  Vulcanite  Company,  (6  Fish.,  329;)  FletcJier  v.  Peck,  (6 
Craneh,  147.)  These  decisions  settle  the  proposition,  as  stated  by  the 
counsel,  that  courts  will  not  try  and  adjudge  cases  in  which  there  is  no 
controversy  or  where  the  controversy  has  been  settled  by  the  parties 
themselves;  nor  will  they  try  moot  questions  for  the  purpose  of  obtain- 
iug  decisions  affecting  iujuriously  the  rights  of  third  parties ;  but  none 
of  them  establishes  that  the  courts  will  vacate  or  set  aside  their  action 
where  in  the  proceeding  before  the  court  the  court  has  been  fully 
advised  of  the  situation  and  relation  of  the  parties  and  with  full  knowl- 
edge has  proceeded  and  rendered  judgment.  Nor  will  the  court  vacate 
or  set  aside  such  judgment  where  the  interests  of  third  parties  are  not 
affected  at  the  instance  of  the  parties  to  the  controversy,  unless  they 
have  acted  promptly  and  called  the  attention  of  the  court  to  the  settle- 
ment, or  the  fact  that  there  is  no  controversy  as  soon  as  that  condition 
arises. 

When  these  interferences  were  declared  and  up  to  November  10, 1879* 
there  eoald  have  been  no  collusion,  for  the  reason  that  during  this  period 
the  Bell  Telephone  Company  had  not  acquired  Gray's  interest,  and  the 
contest  between  that  company  and  the  American  Speaking  Telephone 
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Oompany  and  others  was  being  hotly  oondocted.  It  is  clearly  established 
that  the  Patent  Office  was  well  advised,  and  all  parties  understood  that 
the  Bell  Telephone  Company  had  come  to  be  the  owner  of  most  of  the  in* 
ventions  involved,  and  had  acqoired  an  interest  in  that  of  Af  cDouoagh, 
(involved  in  issue  O,)  and  that  the  proceeding  before  the  Office  after  the 
settlement  of  November  10, 1879,  was  conducted  in  accordance  with  the 
practice  which  has  existed  fh>m  time  immemorial.  It  is  a  matter  of  com- 
mon occurrence  that  interference  proceedings  are  conducted  after  the  in- 
ventions involved  have  been  assigned  to  the  same  person  or  corporation. 
Counsel  are  employed  to  represen  t  the  respective  inventors,  take  e  videnccy 
and  conduct  the  proceeilings,  and  the  decision  of  the  Office  is  given  for 
the  purpose  of  ascertaining  which  of  the  inventors  was  the  original  and 
true  inventor,  within  the  meaning  of  the  statute,  in  order  that  the  assignee 
may  obtain  a  valid  patent.  This  practice  has  been  assailed  in  argument 
as  being  irregular  and  improper  and  coming  within  the  condemnation  of 
the  courts,  as  found  in  the  decisions  just  cited ;  but  I  do  not  think  the 
decisions  are  applicable. 

In  these  interference  proceedings  the  public  is  interested  in  seeiug 
that  a  valid  patent  issues,  and  the  rules  of  practice  are  such  as  to  re- 
quire the  pixxsedure  to  be  conducted  to  a  conclusion.  The  Office  is  not 
always  willing  to  award  priority  upon  astipulation  between  the  parties, 
but  requires  that  the  award  of  priority  shall  be  determined  either  by  the 
record  date  of  the  parties  or  by  a  satisfactory  showing. 

Under  the  English  system  a  patent  may  be  issued  to  the  assignee  of  a 
number  of  applicants  for  the  same  invention  and  his  patent  will  be  valid 
provided  either  of  the  assignors  was  the  real  inventor.    In  such  a  case 
it  cannot  be  presumed  that  the  public  will  be  injured  by  a  patent  issaed 
to  the  assignee  under  such  circumstances,  for  the  reason  that  he  i^pre- 
sents  the  true  inventor,  although  it  may  not  be  known  at  the  time  wbich 
of  the  several  applicants  was  the  true  inventor.    But  under  our  system 
a  judicial  investigation  is  required  by  the  statute  to  enable  the  Officii  t;x> 
ascertain  who  was  the  true  inventor.    This  requirement  is  on  behalf  of 
the  public,  or  the  third  party,  as  it  is  sometimes  called,  for  in  an  interfor- 
enoe  between  a  patentee  and  a  later  applicant  the  public  is  distinctly 
interested  in  not  having  the  monopoly  prolonged  by  the  issuance  of  a 
second  and  later  patent,  unless  it  be  made  to  appear  clearly  that  the 
applicant  was  in  &ct  the  original  inventor,  justly  entitled  to  a  patent 
which  he  could  obtain  in  no  other  way  than  by  an  award  of  priority. 
For  this  reason,  as  just  suggested,  the  Office  will  not  always  receive  the 
concessions  of  the  parties  themselves  as  to  priority,  .but  insists  upon  the 
evidence  being  produced;  and  this  is  just  as  essential  In  cases  where 
both  inventions  belong  to  the  same  assignee  as  in  other  cases,  or  other- 
wise it  would  be  placed  in  the  power  of  the  assignee  to  obtain  a  second 
patent  and  thus  prolong  his  monopoly.    Besides,  the  patent,  if  is^necl 
for  the  invention  of  the  wrong  assignor,  would  be  void  if  the  fact  sbould 
be  developed.  ^  o 
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It  18  urged  by  Oray's  ooansel  that  instead  of  having  what  he  terms 
ao  apparent  contest  aft^r  the  Bell  Telephone  Oompany  had  become 
practically  the  owner  of  the  inventions,  it  could  have  been  settled  upon 
the  record,  and  Bell^  application  having  antedated  all  others  he  would 
have  received  an  award  of  priority,  and  that  the  course  pursued  in  this 
case  was  due  to  a  purpose  on  the  part  of  what  is  called  the  combina- 
tion of  the  Bell  Oompany  and  its  associates  to  secure  a  decision  of  the 
Office  which  could  be  used  in  courts  and  elsewhere  and  was  so  used  in 
several  suits  to  support  the  primas  faoie$  of  the  patent  and  to  obtain 
preliminary  injunctions  pendente  lite. 

It  mast  be  apparent  that  if  the  course  suggested  here  had  been  pur- 
sued and  an  award  of  priority  entered  upon  the  record  without  the  pro- 
duction of  evidence,  most  of  which,  as  already  explained,  was  taken  in 
a  botly-contested  controversy,  a  still  stronger  objection  could  have 
been  urged  to  the  award  of  priority  than  is  now  brought  against  the 
course  which  was  pursued.  The  question  would  have  been  asked  then 
—why  did  they  take  an  award  upon  the  record  and  not  pursue  the 
onlinary  course  of  taking  testimony  and  establishing  the  fact  upon  an 
investigation t  lean  see  no  force  in  this  obje(*.tion.  It  may  be  true 
that  the  parties  to  these  interferences  at  that  time  desired  to  secure  a 
proper  decision  of  the  Office  in  order  that  they  might  derive  such  bene- 
fit from  it  as  the  law  and  the  practice  in  the  courts  eutitle  them  to ;  but 
it  must  be  understood  that  at  that  time  Oray  was  interested  in  the 
combination  and  was  not  only  assenting  to  this  course,  but  was  pro- 
moting it,  and  it  is  difficult  to  see  how  he  now  can  challenge  the  course 
of  prooednre  in  the  Office  upon  these  grounds,  when  his  relation  to  it 
was  such  as  stated.  Even  if  it  were  true  that  it  is  bad  practice  to 
award  priority,  as  was  done  in  this  case,  after  several  interests  have 
iMfCome  veated  in  a  single  assignee,  and  that  the  practice  should  be 
abolished,  it  should  be  for  future  cases  and  not  for  the  purpose  of  va- 
catini;  and  setting  aside  a  case  already  disposed  of,  and  especially  not 
for  the  purpose  of  reinstating  it  for  a  retrial. 

It  is  evident  that  in  the  present  petition  Oray  does  not  ask  to  have 
the  dedsions  of  this  Office  set  aside  so  as  simply  to  avoid  them  and 
leave  the  matter  standing  on  Bell's  patent  alone,  but  for  the  secondary 
and  more  important  purpose  of  having  the  contest  reinstated  and  a  re- 
trial and  readjudication.  In  other  words,  he  asserts  that  at  the  time 
Uie  interferences  were  heard  before  the  Office  his  mental  condition  was 
^nch  that  he  believed  the  Bell  Telephone  Company  with  its  associates 
to  be  the  owner  of  his  inventions;  that  his  mental  condition  in  this  par- 
ncular  has  since  changed  and  he  desires  the  rehearing  in  order  that  it 
^iiy  be  retried  under  the  new  mental  condition.  He  may  still,  how- 
ever, be  in  error  as  to  the  ownership,  for  the  record  presents  strong 
evidence  that  his  first  belief  or  opinion  was  correct  and  that  the  Bell 
Company  is  in  &ct  the  true  and  equitable  owner  of  the  inventions ;  aud^ 
II  this  be  true  the  supposed  "  collusion  "  would  exist  in  the  new  trial  aat^ 
niach  as  in  the  original. 
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As  already  stated,  Gray  promoted  this  interferenoe  procedare  with 
foil  knowledge  on  his  part  of  the  settlement  and  of  the  facts  which  be 
now  asserts  constitute  the  coUosion.  He  was  also  aware  that  it  was 
condacted  before  the  Office  with  fall  knowledge  and  consent  on  its  part, 
and  in  accordance  with  its  recognized  practice  with  reference  to  such 
interfereuces.  If  this  collusion  exists,  it  existed  then,  and  then  was  the 
time  for  Gray  to  liave  promptly  moved,  after  November  10, 1879,  to  ar- 
rest proceedings  in  the  Office,  on  the  ground  that  to  proceed  furthur 
would  be  in  violation  of  public  policy  and  contrary  to  the  rules  recog* 
nized  by  the  courts ;  but  having  flailed  to  do  this,  and  not  only  allowed 
without  objection,  but  promoted  the  controversy  to  a  final  decision,  in 
order  that  he  might  succeed  if  he  could  and  obtain  an  award  of  priority 
on  behalf  of  bis  assignee,  he  has  seen  proper  to'  wait  until  defeated  be- 
fore raising  this  question  of  collusion.  To  permit  this  to  be  done  would 
enable  a  party  to  trifle  and  experiment  with  the  Office,  accept  its  re- 
sults if  favorable  and  repudiate  them  if  unfavorable.  But  there  is  no 
judgment  in  these  interferences  which  the  rule  of  the  courts  in  cases 
cited  would  require  to  be  set  aside.  Priority  was  awarded  to  Bell  i^nd 
patents  denied  to  the  other  interfering  parties,  much  as  a  bill  is  dis- 
missed for  want  of  equity.  No  execution  can  issue  nor  other  order  be 
made  affecting  the  rights  of  third  parties,  iiguriously  or  otherwise.  The 
condition  of  parties  remains  precisely  as  it  was  before  the  interfer- 
ences were  declared,  and  as  if  nothing  whatever  had  been  done.  In 
my  judgment  no  court  would  interfere  with  an  award  of  this  character, 
and  certainly  not  for  the  mere  purpose  of  reinstating  the  contest. 

it  must  follow  that  if  the  rehearing  is  to  be  granted  at  all  it  must  be 
upon  other  grounds  thaa  the  collusion  referred  to. 

2.  GILIT'S  C0NCBS8I0N& 

In  his  present  petition  Gray  seeks  to  avoid  the  effect  of  his  admis- 
sions and  concessions  in  favor  of  BelPs  priority,  upon  the  ground  that 
they  were  the  result  of  misapprehension,  improper  advice  of  his  coun- 
sel, and  of  fraud  practiced  by  Bell  in  pirating  his  invention  and  deceiv- 
ing him  about  the  facts.  He  insists  that  his  admissions  have  been 
introduced  as  part  of  the  evidence  submitted,  and  have  had  more  or  less 
influence  in  affecting  the  judgment  of  the  Examiner  of  Interferences; 
that  his  concessions  of  priority  and  withdrawal  from  the  contest  before 
the  Examiners-in-Ohief  and  his  failure  to  appeal  fk>om  their  decision  to 
the  Commissioner  were  the  results  of  the  same  continuing  influences 
operating  upon  his  mind  and  misleading  him ;  that  in  consequence  the 
decision  should  be  set  aside,  he  should  be  restored  to  his  original  status 
as  a  aaitor,  and  should  be  allowed  to  retry  the  issues  upon  the  original 
evidence  and  such  new  evidence  as  he  can  produce. 

It  is  undoubtedly  true  that  Gray's  admissions  were  introduced  in 
the  evidence  submited,  and  that  they  were  adverted  to  by  the  Exam- 
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iner  of  Interferences  in  his  decision.    The  Examiner  of  Interferences 
says: 

In  addition  to  the  taetimony  we  have  the  direct  admissions  of  Oray,  in  lectures, 
pablieatioiu,  and  letters  to  Bell,  acknowledging  that  the  latter  was  the  first  inventor 
of  the  apparatus  for  transmitting  vocal  aoonds.  In  a  letter  to  Bell,  dated  March 
5, 1877,  Gray  says,  referring  to  the  matter  of  transmitting  vocal  sqnnds :  ''I  do  not, 
however,  claim  even  the  credit  of  inventing  it,  as  I  do  not  believe  a  mere  descriptiop 
of  an  idea  that  has  never  been  redwoed  to  practice — in  the  Btrict  Bcme  of  that  phrase — 
shonld  be  dignified  with  the  name  ot  invention/'  It  is  clear,  tderefore,  that  Gray 
em  not  be  regarded  as  the  inventor  of  the  artionlating- telephone  per  m,  and,  rec- 
ognising that  faot«  he  aeeks  to  maintain  snch  of  hie  claims  as  are  involved  in  these 
interferenoee  upon  other  experiments  and  inventions  made  by  him  with  respect  to  thi 
transmiasion  of  sounds  generally;  and  these  will  next  be  considered. 

It  is  also  trne  that  the  Examiners-in-Ohief  recognized  Gray  as  having 
withdrawn  from  the  contest  as  to  all  of  the  issues  except  issue  G.  They 
say: 

Gray,  as  before  stated,  has  withdrawn  from  the  contest  as  to  all  but  this  Iasuo. 
His  case  does  not  rest  npon  the  fact  that  he  is  the  inventor  of  the  art  or  even  of  an 
articnlate  transmitter,  but  npon  the  proposition,  as  stated  by  his  counsel,  that 
"  having  invented,  discovered,  and  reduced  to  practice  prior  to  the  other  contestauts 
Id  this  case  an  apparatus  involving  the  combination '*  of  the  issue,  he  ''is  entitled 
to  a  patent  for  that  apparatus  with  all  its  ftinctions,  incidents,  and  capabilities, 
whether  known  at  the  time  or  not." 

Even  if  the  law  will  permit  Gray,  in  conseqaence  of  the  alleged  mis- 
apprehension, the  improper  advice  of  his  coausel,  and  the  alleged  fraud 
of  Bell,  to  be  restored  to  his  original  status  and  to  have  a  retrial,  it 
will  do  so  only  when  he  shall  have  clearly  established  these  allegations 
as  to  the  mistake,  advice,  and  fraud. 

An  examination  of  the  decision  of  the  Examiner  of  Interfnrences 
shows  ole«urly  that  while  he  adverted  to  Gray's  admissions  he  was  by 
no  means  controlled  by  them.  His  decision  proceeds  upon  the  evidence 
of  Gray  and  the  other  parties  to  the  interference  as  to  their  several  acts 
and  prooeedings  in  inventing,  and  upon  this  evidence  he  finds  that  Bell 
was  the  first  inventor.  As  stated,  he  gives  Gray  as  the  date  of  his 
oonception  February  11,  1876,  the  date  of  the  sketch  on  which  his 
caveat  was  based,  and  in  my  opinion  no  retrial  of  the  case  will  ever 
change  that  conclusion.  His  decision  also  shows  that  BelPs  application, 
prepared  January  20  and  filed  February  14, 1876,  was  regarded  as  his 
(Bell's)  first  conception,  antedating  Gray,  and  that  Bell  diligently  prose- 
cuted his  application  and  secured  his  patent.  This  settled  and  still 
must  settle  beyond  serious  question  Bell's  priority,  provided  Bell's 
application  and  patent  disclose  the  invention.  Throughout  the  entire 
history  of  these  interferences  this  has  been  one  of  the  important  ques- 
tions contested.  It  was  determined  by  the  Examiner  of  Interferences, 
not  npon  any  concession  by  Gray,  but  upon  the  decisions  of  the  Com- 
loissioner  and  the  courts,  who  had  placed  a  construction  npon  the 
intent,  holding  that  it  did  disclose  the  invention.  The  same  decision 
hi  this  particular  was  made  by  the  BxaminersinChief.    These  tribunals 
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did  not  cite  the  decisions  of  the  courts  for  the  purpose  of  ascertaining 
any  date  or  priority  as  to  BelPs  patent,  because  whatever  it  disclosed  it 
was  certainly  prepared  on  January  20,  and  filed  on  February  14, 1876, 
and  was  proof  of  a  conception  of  whatever  invention  was  disclosed  by 
it  The  courts  held,  and  all  the  tribunals  of  the  Patent  Oi&oe  have 
held,  that  it  disclosed  the  inventions  involved,  and  consequently  priority 
of  invention  was  awarded  to  Bell  upon  these  facts.  As  heretofore 
stated,  this  que&tion  has  since  been  finally  settled  by  the  Supi*eme 
Court  of  the  United  States  in  the  telephone  cases,  so  that  it  is  palpable 
and  clear  that  if  Gray's  admissions,  which  are  found  in  the  evidence, 
and  his  concessions,  which  were  miade  as  a  matter  of  record  in  the 
interferences,  be  wholly  withdrawn  from  the  case,  the  conclusion  as  to 
the  priority  remains  unaftected  thereby. 

As  to  the  allegation  that  his  counsel,  Mr  Baldwin,  gave  Gray  im- 
proper advice  or  was  actuated  by  any  improper  influences,  it  is- neces- 
sary to  notice  what  the  advice  was  and  the  circumstances  under  which 
Mr.  Baldwin  was  placed  with  reference  to  his  client.  It  is  to  be  remeoi- 
bered  that  the  advice  to  which  Gray  refers  was  given  long  before  the 
interferences  were  declared  and  before  the  relations  came  into  existence 
which  grew  up  between  the  Bell  Company  and  Gray  and  others,  arising 
from  the  contract  of  November  10, 1879.  It  was  at  a  time  when  no  in- 
fluence is  claimed  to  have  been  operating  upon  Mr.  Baldwin  as  an  attor- 
ney except  a  proper  regard  for  the  interest  of  his  client.    Gray  says : 

At  the  Centennial  Mr.  Bell  exhibited  a  telephone  which  transmitted  artionlate 
speeoh.  I  witnessed  the  exhibition.  He  did  not  nee  a  liquid  tranamitter  on  this 
occasion,  bat  used  an  iostrnment  very  nearly  resembling  the  receiver  of  my  inven- 
tion. I  oomrannioated  this  fact  to  my  counsel  and  requested  his  opinion  as  to  ho  w 
my  case  stood  In  view  of  said  fact,  and  he  informed  me  that  practically  my  claim 
was  defeated ;  that  Bell's  appii  cation  was  A  led  on  the  same  day  as  my  caveat,  and. 
that  Bell  having  made  an  instrument  that  successfully  transmitted  articulate  speecli 
he  occupied  a  better  i^onitioa  and  would  undoubtedly  succeed. 

Now,  as  to  this  advice  which  is  made  the  foundation  of  the  charge  of 
Gray,  it  is  proper  to  say  that  the  position  assumed  by  Mr.  Baldwin  h&s 
been  shown  to  have  been  correct  by  every  decision  in  relation  to  the 
subject  since  it  was  given  in  the  Patent  i  ffice  and  in  the  courts.  A^ 
to  Mr.  Baldwin's  subsequent  course  in  the  conduct  of  the  case,  it  ap- 
pears clearly  that  he  acted  diligently ;  that  he  kept  his  client,  .Gray, 
constantly  advised  of  everything  which  was  done,  and  in  his  sabae- 
qnent  relations  with  other  parties  and  with  the  Bell  Telephone  Oom- 
pany  Gray  was  fully  advised  and  made  no  objection  whatever  to  theax. 
Under  snch  circumstances  a  court  would  hesitate  long  before  grantiixg^ 
a  relief  upon  the  allegations  now  presented  by  Grayer  condemning 
either  the  advice  or  the  conduct  of  his  attorney. 

The  allegation  that  Bell  had  fraudulently  obtained  access  to  Gray'a 
caveat  and  had  pirated  the  invention  and  was  not  himself  the  origiaial 
inventor  is  a  material  one,  and  will  be  considered  farther  on  in  conn^o* 
tion  with  the  subject  of  the  newly-discovered  evidence  presented  l>y 
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Gray.  Bat  even  eonoediDg  that  Gray  oonld  establish  theoe  several 
allegations,  there  is  a  grave  qaestion  whether  he  could  be  restored  to 
his  original  position  and  be  allowed  to  retry  and  reeontrovert  these 
issues.  If  the  matter  involved  were  of  snoh  a  character  as  to  be  purely 
IH^rsonal  between  Bell  and  Ghray  and  the  controversy  related  to  private 
matters  alone,  there  is  no  donbt  that  a  rehearing  might  be  granted ; 
bat  in  this  case  there  are  in  tact  three  parties.  The  public  is  a  party 
interested  and  whose  rights  are  to  be  protected  as  well  as  those  of 
Bell  and  Gray. 

Bell's  patent  has  now  been  mnning  siftce  March  7, 1876.  Gray  has 
94;eu  proper,  as  idready  explained,  to  concede  priority  to  him;  has  come 
iuto  the  tribunal  where  the  question  of  priority  was  being  determined 
jiulicially,  and  has  entered  a  plea  awarding  priority  to  Bell  and  with- 
drawing from  the  controversy.  For  a  valuable  consideration  he  has 
allowed  other  parties,  supposing  themselves  to  have  become  the  own- 
ers of  whatever  inventions  he  had  made,  to  invest  largely  in  the  prop- 
erty. He  became  himself  personally  interested  as  a  stockholder,  an 
officer,  and  in  other  particulars  in  a  corporation  or  a  combination  of 
corporations  dealing  with  both  the  Bell  property  and  his  own,  and 
iudncing  the  public  to  become  interested  in  them  upon  the  strength  of 
the  decisions  in  this  case  and  his  recognition  of  Bell's  priority.  As  he 
himself  says  in  one  of  his  affidavits  as  to  these  issues,  he  has  acted  and 
conducted  himself  upon  the  belief  that  Bell  was  the  first  inventor  and 
that  the  BeU  Telephone  Company  was  the  owner  of  his  (Gray's)  inven- 
tions, which  they  were  regarding  and  inducing  the  public  to  regard  as 
invalid  and  subservient  to  the  Bell  inventions.  While  receiving  con- 
sideration for  his  supposed  transfer  of  his  inventions  he  has  for  several 
years  regarded  the  matter  as  settled  and  disposed  of,  and  until  the  filiog 
of  his  present  petition,  which  proceeds  upon  the  assertion  that  he  has 
obtained  new  and  additional  information,  he  has  acted  like  one  who  has 
completely  abandoned  the  invention.  It  is  not  necessary  to  a  disposi. 
tion  of  this  petition  to  hold  that  Gray  has  actually  abandoned  these 
inventions  to  the  public  if  they  do  not  belong  to  Bell,  but  I  have  little 
donbt  that  his  conduct  establishes  sach  an  abandonment. 

The  course  pursued  by  Gi-ay  in  disclaiming  the  invention,  asserting 
and  publicly  indorsing  Bell  as  the  inventor^  and  for  these  reasons  enter- 
ing before  the  Examiner  of  Interferences  in  O-  tober,  18SL,  his  formal 
withdrawal  from  the  contest  was  with  full  knowU'dge  that  the  invention 
then  had  been  in  pul)lic  use  for  over  three  years,  and  that  private  enter- 
prise throughout  the  country  was  investing  vast  sums  of  money  in  the 
promotion  and  introduction  of  the  invention.  While  it  is  true  he  still 
asserted,  both  in  the  Patent  Office  and  in  the  courts,  his  claim  for  inveu* 
tion  of  the  receiver  (issue  G,)  yet  as  to  the  art  or  method  and  the  trans- 
mitter as  involved  in  these  issues,  he  made  no  move  to  avoid  his  dis- 
eiaimer  or  reassert  his  inchoate  right  as  inventor  until  he  filed  this 
petition,  December  30,  1886,  more  than  five  years  after  his  disclaimer. 
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daring  all  which  period  the  pablic  nse  continaed  and  increased.  Now, 
whether  the  invention  belongs  to  the  Bell  Company  as  assignee  of  Bell 
or  of  Gray,  regardless  as  to  which  of  the  two  was  the  real  inventor,  the 
invention  had  gone  into  pablic  nse  and  Innamerable  persons  had  in- 
vested in  it.  Gray  was  a  party  to  and  had  enconraged  its  pablic  nse 
with  a  disclaimer  on  his  part.  It  is  difficalt  to  conceive  mach  stronger 
evidence  of  abandonment  on  his  part.  {Pennoek  v.  Dialogue^  4  Wash,, 
538;  Kendall  v.  Winsar,  2  How.,  322;  Am.  H.  &  L.  8.  Co.  v.  Tool  Co., 
1  Holmes,  503.)  It  is  settled  that  abandonment  may  be  after  applica- 
tion is  filed  or  patent  issaed  (Bell  v.  Daniels^  1  Bond,  212,)  and  after 
abandonment  the  inventor's  right  is  as  mach  beyond  recall  as  when 
two  years'  pablic  use  intervene  before  application  is  filed.  He  cannot 
regain  his  inchoate  rights  or  be  restored  therennto  npon  the  groaud 
that  he  was  misled  or  deceived  by  frand,  &c.  {Mellius  v.  Silsbeej  4 
Mason,  108 ;  Bowles  y.  Mason^  2  Am.  L.  T.  B.,  (U.  S.)  100;  Jonen  v.  Setcellj 
3  Cliff.,  503;  Bell  v.  Daniels,  1  Bond,  212.) 

Withoat  absolutely  holding  that  Gray  has  abandoned  the  invention 
there  are  considerations  which  are  quite  as  fatal  to  his  petition.  It  is 
evident  that  the  pablic  has  a  direct  and  immediate  interest  in  the  fur- 
ther prosecution  of  Gray's  application  for  a  patent.  If  the  award  of 
priority  heretofore  given  to  Bell  can  be  vacated  and  set  aside,  it  shoald 
only  be  done  apon  a  showing  of  merits  that  would  entitle  Gray  to  an 
award  of  priority  and  to  a  patent.  Such  a  patent  would  run  for  a  period 
of  seventeen  years  from  the  date  of  its  issuance,  and  would  dominate 
and  control  the  method  and  all  the  devices  relating  to  the  telephone  for 
another  period  of  17  years.  Its  effect  would  be  to  subject  the  pablic 
to  a  renewed  monopoly — in  all  nearly,  if  not  quite,  34  years.  Such 
result  is  in  such  contravention  of  the  spirit  of  the  statute  and  so  unnat- 
ural a  consequence,  in  view  of  the  liberal  provisions  of  the  patent  sys- 
tem that  it  cannot  be  tolerated,  except  where  the  inflexible  rules  of 
law  and  justice  compel  it  Before  an  inventor  can  demand  such  a 
result  or  a  patent  that  would  bring  about  such  consequences  he  mast 
show  himself  not  only  absolutely  entitled,  but  that  he  has  been  diligent 
and  persistent  in  the  prosecution  of  his  rights,  and  that  the  failure  to 
sooner  secure  them  has  been  unavoidable  and  not  due  to  his  own  mis- 
takes, laches,  or  failure.  It  scarcely  needs  comment  or  requires  sug- 
gestion to  show  that  Gray  does  not  bring  himself  within  the  requisite 
conditions  for  such  relief. 

If,  in  addition  to  the  foregoing  considerations,  there  shall  be  addeil 
the  further  fact  that  the  Bell  Telephone  Company  acquired  the  equita- 
ble ownership  of  Gray's  invention  under  the  settlement  of  November 
10,  1879,  and  the  ti-ansactious  prior  thereto,  and  that  a  patent  to  Gray 
would  at  once  inure  to  that  company  and  enable  it  or  a  new  combina- 
tion  in  this  manner  to  prolong  for  another  full  statutory  period  its  mo- 
nopoly of  the  invention,  there  would  appear  conclusive  reasons  fov 
refusing  the  present  petition.    There  is  not  the  slightest  evidence  be- 
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fore  me  of  the  existence  of  collasion  between  the  Bell  Oompany  and 
Gray  and  his  present  asaociates  by  which  such  a  resolt  is  songht  after; 
bot  aniess  the  rights  of  the  public  shall  be  strictly  guarded  and  tbe 
principles  of  law  properly  enforced  snch  combinations  conld  easily  be 
made  and  coald  saccessfuUy  and  nndnly  extend  their  monopolies.  It 
is  to  prevent  snch  consequences  that,  in  many  cases,  the  Office  is  un- 
willing to  award  priority  in  interference  proceedings  upon  stipulation 
of  parties. 

^he  state  of  the  title  as  to  Oray's  invention  will  be  considered  fnrther 
on. 

3.  TAB  UrSWLr-DISOOVEBBO  EVIDBNGB:  BELL'S  PIRACY  OF  OKAY'S  INVBNTIOK. 

The  proposition  to  be  established  is  that  on  the  14th  day  of  February^ 
1876,  when  Ghray's  caveat  and  Bell's  application  were  filed,  the  latter 
contained  uo  reference  to  the  variable-resistance  method  (issues  B  aud 
G,)  and  claim  4  was  not  in  it ;  that  through  improper  and  fraudulent  in- 
fluences of  Bell's  attorneys  at  Washington  with  the  Examiner  in  charge 
of  the  subject  the  former  were  permitted  to  see  the  caveat,  and  there- 
upon surreptitiously  and  fhtudulently  withdrew  Bell's  specification,  re- 
wrote it,  incorporating  the  portion  now  found  relating  to  the  variable 
resistance  and  the  new  claim  4,  and  substituted  the  amended  and  un- 
verified specification  for  the  old.  This,  if  done  at  all,  must  have  been 
done  before  the  19th  day  of  February,  for  the  official  letter  of  that  date, 
addressed  to  both  Oray  and  Bell,  advising  them  of  the  interfering  mat- 
ter, shows  conclusively  that  the  suspected  matter  of  the  specification 
was  in  it  at  that  date. 

There  is  no  claim  or  pretense  that  Bell  received  his  ideas  from  Gray 
in  any  other  way  or  by  any  other  means  than  by  this  alleged  fraud  of 
stealing  them  from  the  caveat.  Indeed,  the  charge  does  not  connect 
Bell  personally  with  the  matter,  for  it  is  conclusively  shown  that  Bell 
was  not  at  Washington  during  the  period  between  February  14  and  19, 
1876,  nor  was  he  in  any  manner  cognizant  of  the  alleged  alteration  at 
the  time.  The  theory  presented  makes  it  necessary  that  the  fraudulent 
alteration  should  have  been  made  by  Bell's  attorneys  at  Washington 
upon  their  own  responsibility  and  without  the  authority  or  consent  of 
their  client.  The  evidence  of  this  alleged  fraud  is  the  *^  newly-discov- 
ered' evidence  relied  upon  by  Gray  as  one  of  gronnds  for  setting  aside 
tbe  award  of  priority  in  these  interferences.  It  consists  of  certain  evi- 
denoe— the  testimony  of  Bell  himself,  taken  in  <^  The  People's  Gase,"  do 
called. 

In  March,  1876,  Bell  had  written  Gray : 

My  upecification  had  been  prepared  months  before  it  was  filed,  and  a  copy  had 
Veo  taken  to  England  by  a  friend. 

This  was  George  Brown,  of  Toronto,  whom  Bell  had  interested  in  his 

inventions  in  the  fall  of  1875.    In  his  testimony  in  the  Dowd  case  Bell 

had  produced  the  original  rough  draft  of  the  specification  in  seven 

2016 
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sLeets.  He  testified  that  be  began  to  work  upou  the  specificatiou  in 
September,  187r),  in  Oanada.  ,  He  had  searched  for  other  drafts  of 
his  specification  made  <in  the  course  of  preparing  his  application,  but 
was  unable  to  find  them.  This  was  in  July,  1879,  when  he  was  givin^f 
his  de|>osition.  He  says  the  seven  sheets  of  the  original  draft  then  pro- 
duced do  not  read  successively,  and  were — 

the  mere  remuius  of  my  first  attempt  to  put  into  correct  language  the  ideas  embodied 
in  my  Kpecification.  Some  paeeagee  are  written  in  pencil,  othen  in  ink,  and  many  of 
them  are  so  disfigured  by  tlie  corrections,  Ac,  that  it  is  ilifflonlt  in  some  cases  now 
to  read  them. 

He  fnrther  says  these  original  drafts  are  by  no  means  all  he  made 
iu  preparing  the  specification  for  his  application.  He  also  states  that 
he  had  concluded  arrangements  with  Mr.  George  Brown  to  have  the 
S|>ecification  filed  simaltaneonsly  in  England  and  the  United  States, 
and  the  application  was  not  filed  here  until  February  14, 1876,  becaaae 
he  was  waiting  for  a  cablegram  from  England.  While  be  does  not 
specifically  state  that  he  gave  Brown  a  copy  of  bis  spedfioation,  his 
testimony  inferentially  makes  it  clear  that  he  did,  for  he  produces  a 
sketch  which  he  placed  in  Brown's  hands  before  the  latter  went  to  Eng- 
land, which  was  handed  back  to  Bell  in  1878.  But  in  the  cross-exam- 
ination Bell  was  not  asked  to  produce  that  copy  which  he  gave  Mr. 
George  Brown,  nor  to  state  its  contents,  or  whether  it  contained  any- 
thing relating  to  the  variable  resistance.  The  original  first  draft 
then  pitMlnced  did  not  contain  any  i^eference  to  it,  and  as  this  was  cue 
of  the  imi)ortant  facts  involved  the  most  natural  inqniry  would  have 
been  to  ask  Bell  about  it. 

When  the  newly-discovered  evidence  now  relied  upon  comes  to  be 
considered,  there  can  be  no  doubt  that,  had  he  been  asked  by  Gray  or 
any  one  in  the  Dowd  suit,  Bell  would  have  replied  that  the  George 
Brown  co[)y  of  the  specification  did  not  contain  claim  4,  or  any  refer- 
ence to  the  variable  resistance,  and  would  have  given  substantially  the 
same  statement  now  relied  upon,  though  he  mi^ht  not  at  that  time 
have  been  able  U>  produce  the  copy. 

The  evidence  iu  the  Dowd  case  was  closed  in  September,  1879. 

In  the  case  of  The  American  Bell  Telephone  Company  v.  The  PeoipUfe 
Telephone  Company  Mr  Bell  again  testified  at  great  length.  His  depo- 
sition was  taken  in  March,  1883,  i>ending  the  decision  of  the  Examiner 
of  Interferences,  whose  decision  was  announced  in  July  following. 
While  Gray  was  not  a  party  to  this  suit,  he  must  have  been  interested 
in  it  and  cognizant  of  the  progress  made  therein.  At  this  time  Bell 
was  able  to  produce  some  additional  memoranda,  letters,  &c,  and, 
among  other  thiugs,  he  produced  the  George  Brown  copy  of  BelPs 
sx>e9iflcatiou,  which  the  latter  had  taken  to  England,  with  the  view  of 
taking  out  the  English  patent,  and  which  he  had  returned  to  Bell  in 
1878.  It  is  this  evidehce  of  Bell  relating  to  the  George  Brown  copy 
which  is  relied  uikiu  as  being  new,  important,  and  relevant.    It  is  stated 
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snbstautiAUy  as  follows :  In  his  decision  (page  320)  tbe  Examiner  of 
Interferences  ealls  attention  to-^ 

eertaio  Raspieioos  circaoMtanees  ftttendlng  tbe  prodaotlon  and  development  by  Bell 
of  the  liquid  reststaiioe  or  water  telephone  that  demand  attention.  There  is  an  entire 
and  abeolate  absence  of  evidence  leading  to  prove  that  at  the  time  or  prior  to  the  fil- 
ing of  hie  application  of  Febmarj'  14, 1B76,  he  had  coneeived,  disclosed,  experimented 
upon  or  tested,  or  oven  contemplated  so  doing,  any  form  or  system  uf  artionlating-tele- 
phones  other  than  magneto,  as  disclosed  in  Fig.  7  of  his  patent,  with  the  single  possi- 
ble exoeption  of  the  abandoned  and  dincarded  idea  of  the  vibrating  wire. 

In  September,  1875,  while  in  Ganada,  Bell  began  the  preparation  of 
the  speciftcatiou  for  his  patent  and  contiuaed  it  in  Boston  during  the 
early  part  of  October  followiufir.  Iq  the  Dowd  case  he  produced  some 
rough  drafts  of  his  earliest  efforts,  which  were  mere  fragmentary  re- 
mains of  hie  first  attempt.  His  specification  was  prepared  subsequently 
for  Mr.  Hubbard,  to  take  fo  Washington  and  have  examined  by  their 
attorney,  Pollok.    In  January,  1876,  Hubbard  wrote  to  Bell : 

I  have  been  over  year  specification  with  Mr.  Pollok.  He  is  very  much  pleased  with 
It  and  says  he  does  not  think  it  will  require  any  alteration. 

A  feir  copy  of  the  specification  wrs  received  from  Mr.  Pollok  on  the 
19th  or  20th  day  of  January,  1876,  as  shown  by  a  letter  addressed  to  Mr. 
Bell,  under  date  of  January  18, 1876. 

In  his  preliminary  statement  Bell  says: 

I  completed  the  specification  for  my  American  patent  early  in  January  and  sent  it 
to  Mr.  Hnlihard  in  Washington  to  be  ezamiued  by  Mr.  Pollok.  I  am  not  able  to  fix 
the  date  when  I  sent  it;  but  on  the  iHth  of  January  I  received  a  letter  from  Mr.  Hnb- 
baid  expressing  his  satisfaction  with  it, 'and  it  must  have  been  retarned  to  me  then  or 
ismodiately  after,  as  I  made  oath  to  it  in  Boston  on  the  stt)th  of  Jauaary,  1876,  and 
sent  it  back  to  Mr.  Hubbard.  The  reason  why  it  was  not  filed  immediately  was  that 
it  was  deemed  important  that  I  should  meet  Mr.  Pollok  uud  go  over  it  with  caru.  We 
met  iu  New  Tork  shortly  after  and  spent  a  day,  January  25,  1876,  iu  considering  the 
spaoiflcation.  No  cliauge  whatever  was  made  in  it,  and  Mr.  Pollok  took  it  back  with 
him  and  file<i  it  iu  the  Patent  Office. 

Habbard  testifies : 

I  saw  the  siiecification  of  the  speaking-telephone  in  October,  1875;  I  believe  ic  was 
snbalantially  like  the  one  for  which  the  Letters  Pateut  wore  issued,  though  several 
changes  were  made  in  it  subsequent  to  my  first  seeing  it.  I  believe  I  took  it  with  me 
to  Washington  on  the  first  of  D<Hiember,  1476.  I  showed  it  to  Mr.  Pollok,  brought  it 
back  with  me  on  leaving  Washingtou,  December  14th  or  15th:  then  took  it  with  me 
on  my  return  to  Washington,  which  was,  I  thiuk,  on  the  10th  of  January,  IH76 ; 
showed  it  again  to  Mr.  Pollok ;  then  I  returned  it  to  Mr.  Bell  for  his  siguature  uud 
oath. 

On  the  28th  of  September,  1876,  Bell  wrote  from  Toronto  to  Hubbard 
tliat  he  was  about  arranging  with  his  friend,  Hon.  George  Brown,  ex- 
Premier  of  Canada,  to  become  interested  iu  the  subject  of  the  invention. 
On  the  29th  of  Deoember,  1875,  a  contract  was  made  between  Bell, 
George  Brown,  and  J.  Gordon  Brown,  iu  Torouto,  by  which  Bell  agreed 
to  assign  them  a  fourth  interest  in  all  his  ^*  patents  and  inventions  that 
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are  now  or  may  be  hereafter  taken  oat  in  any  other  parts  of  the  world, 
except  in  the  United  States  of  America,"  and  on  the  same  day  received 
a  memorandnm  from  the  Browns  agreeing  to  pay  him,  Bell,  $25  apiece 
per  month  while  perfecting  his  inventions  in  telegraphy  and  preparing 
the  necessary  specifications  for  taking  ont  patents  nnder  their  agree- 
ment of  that  date. 
Hnbbard  also  testifies : 

I  met  Mr.  BeU  in  New  Yorkaboot  Jannftry  25th,  at  his  reqneiit,  to  meet  Mr.  George 
Brown,  of  Toronto.  We  met  Mr.  Browu,  and  he  agreed  to  take  ont  Letters  Patent  in 
Great  Britain.  Mr.  Bell  gave  me  his  copy  of  the  speoititfation,  which  I  was  to  take 
nnder  a  promise  which  he  exacted  from  me  that  it  should  not  be  filed  at  Washington 
until  Mr.  Brown  shoald  haye  filed  it  in  England.  He  did  not  hear  from  Mr.  Brown, 
as  he  expected,  and  finally  wrote  to  me  that  if  he  did  not  hear  by  a  certain  day  that 
I  might  file  it.  I  strennoasly  objected  to  the  least  delay ;  bat  it  was  of  no  avai),  as 
he  wished  to  have  it  taken  out  in  his  n&tive  country,  that  he  might  there  have  the 
benefit  of  what  he  believed  to  be  a  great  inveution. 

All  the  foregoing  testimony  was  given  in  the  Dowd  case.  Now  fol- 
lows the  **  new  testimony «"  which  is  found  in  the  People's  Record : 

5S7.  Q.  Abont  when  did  Mr.  (George  Brown  go  to  England  f— A.  Abont  the  l%Bt 
week  in  January,  1876. 

568.  Q.  Did  he  take  with  him  a  specification  furnished  by  yon  corresponding  to  the 
specification  of  your  patent  of  March  7,  1876  f  ~A.  He  did. 

569.  Q.  Please  look  at  the  paper  now  shown  yon  and  state  whether  it  is  the  specill- 
oation  which  yon  furnished  to  Mr.  George  Browu  t~A.  It  is. 

(Complainant's  counsel  puts  a  copy  of  the  paper  in  evidence  to  be  marked  ''Comt 
plainant's  Exhibit  Greorge  Brown  Specification.") 

570.  Q.  How  long  before  Mr.  (George  Brown  sailed  for  England  did  you  deliver  this 
paper  to  him  t— A.  I  only  know  that  it  was  handed  to  him  between  the  date  of  the 
agreement,  December  29, 1875,  and  the  time  he  sailed,  the  latter  part  of  January,  1876. 

571.  Q.  When  was  this  paper  written  t~A«  In  October,  1875. 

679.  Q.  I  observe  that  it  is  headed  **  United  States  Patent  Office,"  horn  which  I 
infer  that  this  particular  paper  was  originally  prepared  for  your  American  specifica- 
tion and  not  for  the  purpose  of  being  handed  to  Mr.  George  Brown ;  what  is  the  fact 
about  that  f— A.  Certainly  that  is  the  fact. 

573.  Q.  Did  you  at  or  about  the  time  when  yon  handed  this  paper  to  Mr.  George 
Brown  also  give  to  him  descriptions  of  your  other  electrical  inventions  patented  and 
unpatented  T~A.  Tes. 

'  576.  Q.  In  the  Exhibit  George  Brown  Bpeoitt6ation  there  are  some  alterations  made 
by  drawing  a  pen  through  words  or  phrases,  and  interlining  others  in  place  of  them ; 
what  is  your  recollection  as  to  when  these  changes  were  made  f ~A.  I  have  not  any 
clear  recollection  of  the  time  when  these  changes  were  made  excepting  that  they 
were  made  before  the  specification  was  given  to  Mr.  Brown. 

March  12, 1883. 

585.  Q.  You  have  told  me  this  morning  that  you  wanted  to  make  some  addition  to 
your  answer  to  interrogatory  571.  Please  do  so.— A.  Yes;  I  desire  to  state  that 
though  from  the  language  used  in  this  paper  I  know  that  it  is  a  copy  of  thespecifioa 
tion  as  I  wrote  it  in  October,  1875, 1  caunot  be  perfectly  certain  that  tlve  copy  was 
itself  made  in  October,  1875,  although  it  is  my  belief  that  it  was.  It  was  made  as  a 
fair  copy,  not  in  my  handwriting.  The  interlineations  and  corrections  are  in  my 
handwriting. 

586.  Q.  I  observe  that  the  fifteen  sheets  of  which  it  is  composed  are  numbered 
eonsecntively,  and  each  of  them  bears  at  the  top  the  initials  <*G.  B.;**  are  those 
Initials  Mr.  George  Brown's  handwriting  f— A.  They  are ;  I  saw  him  write  them. 
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587.  Q.  The  iut  sheet,  which  happens  to  be  the  sheec  of  drawings,  oontiitus  on  the 
back  this  Indorsement:  *' These  papers  were  received  by  me  from  Prof.  Alex.  O. 
Bell  in  the  winter  of  1875-'76,  shortly  before  I  left  for  England.  I  can  fix  the  exaet 
date  by  reference  to  my  books  and  papers,  bat  have  not  them  at  hand  now.  George 
Brown,  Toronto,  12th  November,  1878."  In  whose  handwriting  is  that  *— A.  In  the 
handwriting  of  Mr.  Ckorge  Brown.    I  saw  him  writo  it. 

6^1.  Cross-Q.  On  the  papers  which  yon  gave  to  George  Brown  preparatory  to  his 
going  to  England,  I  find  indorsed  the  words  '*  November  13,  1878;"  how  happened 
that  f — A.  I  had  Jast  returned  from  Europe  at  that  time,  and  understanding  from  Mr. 
Watson,  who  met  me  at  Qnebec,  that  interferences  were  arising  in  the  Patent  Office, 
I  thonght  it  might  be  important  to  obtain  from  Mr.  Brown  whatever  papers  he  might 
have.  We  therefore  called  on  Mr.  Brown  in  Toronto,  on  the  12th  of  November,  and 
at  my  request  Mr.  Brown  indorsed  the  papers  and  gave  them  to  Mr.  Watson, 

The  argameDt  which  is  foanded  upon  this  new  evideiice  natarally 
Gounects  itself  with  the  history  of  Oray's  cav^eat,  aud  insists  that  the 
procedare  in  the  Patent  Office,  in  changing  its  practice  with  reference 
to  the  dates  on  which  caveats  are  filed,  and  holding  that  Gray's  caveat 
had  not  been  filed  prior  to  BelFs  application,  the  failure  to  declare  an 
interference  and  hold  BelPs  application  until  Gray  coald  file  one,  the 
speed  with  which  Bell  obtained  his  patent,  and  the  circamstauces  dis- 
closed by  this  evidence  in  connection  with  the  evidence  in  the  Dowd 
soit,  establish  the  fact  that  when  BeU's  application  was  filed  it  did  not 
contain  claim  4  or  any  reference  to  the  variable-resistanqfB  matter. 

It  is  insisted  by  Gray's  connsel  that  in  pursaanoe  of  the  contract  made 
by  Bell  with  Brown,  December  29, 1875,  in  order  to  obtain  patents  in  Eng- 
land, Bell  hande<l  him,,  after  December  1!9,  1875,  a  copy  of  the  specifi- 
cation which  had  been  prepared  to  take  to  England  to  be  osed  there ; 
that  Brown  met  Bell,  PoUok,  and  Hubbard  on  the  25th  of  January, 
1876,  in  New  York,  when  he  agreed  to  take  out  a  patent  in  England. 
This  was  done  to  have  the  applications  filed  simultaneously  in  England 
and  iu  the  United  States,  the  intention  being  that  Bell  should  arrange 
to  have  both  filed  simultaneously ;  and  that  as  George  Brown  sailed  for 
England  the  last  week  in  January  he  must  have  left  after  January  25 
aud  l)efore  February  1, 1876.  It  is  further  urged  that  Browo  filed  uo 
application  for  a  patent  in  England  upon  the  specification  he  took  there, 
and  it  was  not  until  the  9th  of  December,  1876,  that  the  application 
was  made  for  a  patent  in  England  by  Bell,  in  the  provisional  specifica- 
tion of  which  appears  the  description  of  a  liquid  transmitting  device. 

It  is  concluded  by  counsel : 

Tliere  can  be  no  doabt,  in  view  of  the  evidence,  that  the  npecification  whiph 
G^oTfTti  Brown  took  to  England  in  Janaary,  after  the  25th,  1876,  was  a  copy  of  the 
t|>ecification  sworn  to  by  Bell  Ave  days  before,  on  the  20th  of  January  of  the  same 
year ;  but  this  copy  taken  by  Brown  do99  not  contain  the  portion  of  the  description  re- 
fetrding  the  variahle-reaietanee  appliancee  found  in  the  present  Bell  epeoifieation  in  the 
Paiemt  Ofice.  ^It  is  impossible  to  believe  that  if  Bell  had  thought  of  these  variable- 
resistance  devioes  prior  to  Brown's  going  to  Europe  he  would  have  omitted  to  describe 
them  in  the  specifloation  which  Brown  took  there  to  file  simnltaneously  with  the  ap- 
plicatton  in  this  eonntry.  _^ , _ 
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I  think  the  argument  has  been  fairly  stated  and  as  strongly  as  made 
by  theoonnsel,  and  it  will  be  seen  that  the  entire  force  of  the  argument 
resides  in  the  proposition  that  the  Brown  speciflcation^  which  had  been 
given  to  him  by  Bell,  was  the  exact  copy  of  the  specilication  sworn  to 
by  Bell  on  Jauaary  20,  and  filed  in  the  Patent  Office,  February  14, 
1876. 

The  G^rge  Brown  specification  is  headed  ^<  United  States  Patent 
Office,"  and  Bell  says  it  was  pi-epared  for  the  American  specificatiuu, 
which  shows  quite  conclusively  it  was  prepared  before  he  had  made  any 
definite  arrangement  with  Brown.  Bell  testifies  that  the  pai>er  was 
written  in  October,  1875— that  is,  that  it  is  a  copy  of  a  specification  writ- 
ten by  him  in  October,  1875,  and  while  not  certain  that  it  was  made 
(as  a  copy)  in  October,  it  is  his  belief  that  it  was.  Bell  further  testi- 
fies that  the  original  drafts  produced  in  the  Dowd  suit  were  by  no  means 
all  the  specifications  he  prepared  between  September,  1875,  and  Janu- 
aiy,  20, 1876,  so  that  it  is  reasonably  established  that  Bell  was  iudns- 
triously  at  work  preparing,  amending,  rewritiog,  and  improving  his 
specifications  between  those  dates.  It  is  clear,  of  course,  that  the 
American  specification  was  completed  about  January  10, 1S76,  and  re- 
mained unchanged  until  filed  February  14. 

Now  the  argument  for  Gray  i^oncedes  that  Bell  had  invented  the 
magneto-undulatory  telephone  and  described  it  both  in  the  original 
drafts  and  in  the  Gforge  Biown  specificatiou ;  for  it  clearly  appears  in 
both.  In  the  latter.  Bell  distinctly  asserts  that  he  does  not  limit  him- 
self to  any  particular  mode  of  producing  the  electrical  undulations, 
and  attempts  to  broaden  his  description  so  as  to  include  others.  He  says 
in  the  George  Brown  specificatioti: 

There  are  maii^  olher  wa^$  of  prodaotog  nndulatory  ovrrents  of  electricity,  but  all 
of  them  depend  for  effect  npon  the  vibration  or  motion  of  bodies  capable  of  indoot- 
ive  action.    A  few  of  the  methods  that  may  be  employed  I  shall  here  specify. 

He  then  adds  four  illustrations  of  Icuown  methods,  but  doe«  not  in- 
clude the  variable  resistance.  In  the  statement  that  all  of  them  depend 
upon  inductive  action  he  was  mistaken,  ibr  the  liquid  resistance  mode 
was  then  known. 

Whether  Mr.  Bell  was  sufficiently  skilled  in  patent  law  to  know  the 
importance  of  embracing  in  his  specification  all  known  methods  of  pro* 
dncing  variations  or  undulations  in  the  electric  current  is  not  shown, 
but  the  above  quotation  indicates  that  he  was,  and  that  he  was  at- 
tejipting  to  8i)ecify  them.  Certainly  any  one  possessing  such  knowl- 
edge would  have  embraced  all  knoion  methods.  The  situation  was  this : 
Bell  had  made  the  discovery  which  depended  u|>on  the  vibnitory  or 
undulatory  current.  This  called  to  its  aid  and  dominated  all  known 
methods  of  produciog  those  undulations.  Any  one  would  profierly 
de«ire  to  introduce  into  bis  si>ecificaticlu  and  cover  all  the  methods.  In 
preparing  his  specification  in  i>ctouer,  1875,  Bell  evidently  trie^l  to  do 
this  and  incorporated  four  methods,  but  omitted  the  fifth — the  liquid 
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ranatauoe  method.  Bat  this  was  a  well  known  method,  jast  ae  well 
known  as  the  others.  Bell  invented  no  methods  of  prodnciog  variations 
in  the  corrent.  He  only  applied  what  were  already  known.  The  liquid 
lesistauce  mode  was  then  as  well  known  as  the  other  methods  which 
Bell  described  in  his  George  Brown  specification.  It  reqnired  no  inven- 
tion to  apply  it,  for  the  nse  of  a  diaphragm  was  then  so  well  known  that 
the  attaehment  of  a  wire  which  was  to  be  vibrated  in  the  liquid  could 
have  been  made  by  any  ordinary  mechauic.  It  was  fully  suggested  in 
the  lover^s  teiegraphj  where  the  vibration  of  the  diaphragm  operated  Ion- 
gitndinally  on  the  string.  Why  then  did  not  Bell  introduce  this  liquid 
reftiataooe  method  into  his  October  specification  t  Possibly  because  at 
that  date  he  may  not  have  known  of  the  liquid  resistance  metho<l,  or, 
if  he  did^  it  did  not  ocenr  to  him  at  the  time.  Where  then  could  Bell 
learn  thiaf  Is  there  no  source  from  which  he  could  have  derived  this 
knowledge  prior  to  filing  his  application,  unless  he  acquired  it  through 
Gray's  caveat!  Must  he  have  thus  acquired  it  from  Gray's  caveat  and 
tbeu  iraodnlentiy  incorporated  it  in  his  application  f  Assuredly  not. 
The  informi^ion  existed  in  books  and  was  matter  of  common  knowledge. 
It  ooald  be  obtained  from  associates,  those  with  whom  he  conversed. 
It  is  probable  that  Bell  possessed  the  knowledge  previously,  but  it  did 
not  occur  to  him  when  preparing  the  first  drafts  of  his  specification,  the 
magneto  undnlatory  mode,  depending  upon  induction,  through  which 
the  invention  had  been  made,  being  at  that  time  uppermost  in  his 
mind. 

A  comparison  of  the  original  draft,  the  George  Brown  draft,  with  the 
flual  specification  shows  that  they  present  internal  evidence  of  the  pro- 
gression toward  completeness,  and  that  they  were  not  written  at  the 
same  time,  nor  can  either  be  a  copy  of  the  other. 

A  complete  alibi  is  shown  for  Bell.  If  the  fraudub^nt  interpolation 
was  made  it  must  have  been  made  between  the  I5th  and  19th  of  Feb- 
raary  by  his  attorneys  without  his  knowledge  or  consent.  There  is  not 
a  scintilla  of  evidence  that  they  had  any  possible  knowledge  of  the  ex- 
istence of  the  caveat  until  after  the  I9th  of  February.  The  Bell  specifi 
eation  is  word  for  word  the  same  as  his  patent.  I  have  personally  ex- 
amined the  specification  and  find  that  it  is  written  upon  both  sides  of 
the  paper,  in  a  clear,  fair  hand,  so  continuously  from  page  to  page  that 
if  any  such  change  or  alteration  was  made  the  entire  specification  must 
have  been  abstracted  and  a  new  one  restored  iu  place  of  it. 

It  is  incredible  that  attorneys  of  intelligence  and  standing  would, 
without  their  client's  knowledge,  change  a  specification  which  had  been 
prepared  with  such  unusual  care,  and  thus  imperil  his  rights  in  such  a 
novel  and  valuable  invention.  They  could  not  know  that  the  additional 
matter  could  be  properly  added,  and  consequently  the  act  might  be  con- 
defiiiied  by  their  client,  not  only  as  prejudicial  but  as  an  infamous  fraud. 
If  the  alteration  was  made  by  the  attorneys  who  had  stolen  the  idea 
from  the  caveat,  it  would  have  introduced  the  identical  invention  found 
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there,  for  they  were  neither  electricians  nor  experts ;  bat  the  invention 
introduced  was  a  different  one  and  shows  that  whoever  wrote  the  pass- 
age understood  thoroughly  the  secret  of  the  telephone,  which  Gray  did 
not.  Gray  used  a  liqaid  of  high  resistance.  This  suspected  passage  in 
Bell's  specification  called  for  a  liquid  of  low  resistance.  Bell  had  been 
in  pursuit  of  the  delicate  sound- waves  that  constitntiC  quality.  This 
Gray  did  not  understand  when  he  prepared  his  caveat,  for,  as  shown 
heretofore.  Gray  was  unable  to  explain  the  operation  and  still  adhered 
to  the  multiple  tone  idea.  In  other  words,  the  suspected  passage  shows 
a  full  appreciation  of  the  invention  which  is  not  found  in  the  caveat  and 
which  neither  Gray  nor  the  attorneys  of  Bell  possessed  sufficiently  to 
have  prepare4  it. 

The  change  in  the  practice  as  to  caveats  which  held  a  d9,j  punctum 
temporis^  was  made  by  the  Commissioner  u^ion  consideration  and  not 
by  the  susi>ected  Examiner,  whose  action  in  the  matter  had  been  ad- 
verse to  Bell.  There  can  be  no  question  that  Commissioner  Spear's 
action  was  correct.  {Louisville  v.  The  Banl\  104  U.  8.,  469.)  The  fact 
that  the  Bell  application  was  filed  in  the  Office  earlier  in  the  day  than 
the  Gray  caveat  was  determined  by  an  investigation  instituted  by  the 
Commissioner  at  the  time,  when  it  was  susceptible  of  investigation. 
Both  Bell's  and  Gray's  attorneys  knew  just  when  the  respective  papers 
came  into  the  Office.  Attention  has  already  been  called  to  the  fact  that 
when  the  Commissioner  withdrew  his  notices  as  to  the  caveat  Gray 
could  have  bad  an  iuvestigatiou,  but  did  not,  nor  did  he  arrest  the  is- 
suance of  Bell's  patent,  when  he  might  have  done  so  by  filing  his  own 
application.  But  he  did  neither,  and  no  doubt  it  was  because  his  attor- 
neys were  entirely  satisfied  that  the  Bell  application  preceded  the 
caveat  a  '^couple  of  hours."  Notwithstanding  that  this  subject  was 
urged  upon  the  attention  of  the  Supreme  Court  in  the  telephone  cases 
that  Court  appears  to  have  disposed  of  it  in  a  single  sentence :  <*  Bell's 
application  was  filed  February  14, 1876,  and  afterwards  during  the  same 
day,  Elisha  Gray  filed  a  caveat,"  &c.  The  order  of  filing  was  thus  ju- 
dicially declared,  and  there  is  no  intimation  that,  having  been  filed  ou 
the  '-  same  day,"  one  was  not  filed  earlier  than  the  later,  or  that  the 
caveat  had  not  been  given  its  proper  status  in  the  Patent  Office. 

The  Boll  patent  issued  very  promptly.  It  met  with  neither  anticipa- 
ting reference  nor  with  interference.  It  was  a  new  art  for  the  trans- 
mission telegraphically  of  articulate  speech,  and  so  went  speedily  to 
patent  because  it  went  unchallenged. 

In  concluding  this  subject  of  the  alleged  fraudulent  alteration  of 
Bell's  specification  it  is  proper  to  observe  that  this  very  question,  based 
aiH)n  rliis  identical  new  evidence,  was  presented  to  the  Supreme  Court 
in  th<^  telephone  cases  and  was  fnll^'  considered  and  passed  upon.  I 
miolit  have  contented  myself  merely  with  citing  the  portions  of  the 
opinion  relating  to  it,  but  I  felt  it  necessary  to  dwell  upon  some  con- 
siderations not  mentioned  there.  One  abstract  from  the  opinion  will 
be  sufficient : 
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Oil  the  2r)ih  of  January,  1876,  Bell  met  Brown,  who  was  then  on  his  waj  to  Eo gland, 
in  New  York.  It  is  now  asHumed  that  the  paper  which  Brown  took  to  England  was 
banded  to  him  then,  and  because  the  variable- resistance  method  and  the  fourth  claim 
irere  not  in  that  it  is  argued  that  they  oonld  nor  have  been  in  the  American  specifica- 
tioo  at  thAt  time.  But  no  one  has  said  when  the  pai^er  was  actually  handed  to  Brown, 
Bell  says  he  cannot  tell,  but  that  it  must  have  been  after  he  made  his  contract  with 
Bn>wn,  on  the  *29th  of  December.  As  the  American  specification  was  sif^ned  and 
sirom  to  five  days  before  the  interview  with  Brown  on  the  25th  of  January,  and  the 
p.iper  of  Brown  differs  from  it  in  so  many  particulars  besides  that  now  in  question, 
it  woold  seem  to  be  clear  that  the  paper  was  a  copy  of  some  former  draft  which  Hell 
hail  made — (lOHsibly  one  taken  to  Canada  in  December — and  not  of  that  which  was 
pt'ffecfed  afterward.  As  the  specification  which  had  been  prepared  and  sworn  to 
nas  a  fmXr  copy,  withont  erasures  or  interlineations,  the  fact  that  the  paper  hamled 
Bruwc  was  not  a  fair  copy  would  imply  that  it  was  not  tntendetl  to  be  an  exact 
transcript  of  the  other.  At  any  rate,  the  bart*  fact  that  the  difference  exists'  under 
!fiicii  circumstances  is  not  sni)icieiit  to  brand  Bvll  and  his  attorneys  and  the  officers 
•>t  the  Patent  Office  with  that  infamy  which  the  charges  made  against  them  imply.* 
We  therefore  have  no  hesitatiiin  in  rejecting  the  argnment.  The  variable-resistance 
method  ia  iutrodnced  only  as  showing  another  mode  uf  creating  electrical  andulations. 
Tnat  Bell  had  had  his  mind  upon  the  effect  of  snch  a  method  is  conclusively  cstab- 
iished  by  a  letter  which  he  addressed  to  Mr.  Hubbard  on  the  4th  of  May,  If^o,  and 
which  is  found  in  the  Dowd  record,  introduced  into  the  Overland  case  by  stipulation. 
Iti  insertion  in  his  final  draft  of  his  specification  is  another  proof  of  the  care  with 
which  his  work  had  been  done. 

I  am  of  the  opinion  that  this  so  called  new  evidence  is  really  not  such, 
it  does  not  api)ear  bat  that  all  the  facts  sought  to  be  eertablished  by 
it-r-viz.,  that  the  George  Brown  specification  did  not  contain  the  variable- 
resistance  clause — could  have  been  ascertained  by  asking  for  it  in  the 
Dowd  deposition.  Neither  is  it  shown  that  by  the  use  of  ortlinary 
diligence  Gray  conld  not  have  discovered  this  evidence  in  the  People's 
Ciis«  years  before  he  did.  The  difficulty  is  that  he  has  been  acting 
under  the  belief  that  he  did  not  own  the  inventions  and  that  Bell  was 
the  prior  inventor,  and  has  allowed  years  of  inaction  to  follow.  Under 
these cfrcumstances  he  cannot  allege  diligence  or  be  excused  negligence. 
Bs])ecially  will  not  a  court  excuse  his  negligence  and  delay  when  the 
causes  assigned  are  not  established  and  it  accei)ts  his  former  opitiion  as 
to  ownership  and  priority  to  have  been  correct.  But  even  if  satisfied 
that  the  evidence  was  newly  discovered  and  that  Gray  could  not  have 
earlier  discovered  it  by  the  exercise  of  diligence,  it  would  still  be  un- 
availing, for  the  reason  that,  giving  it  all  the  force  and  effect  asked  for 
it,  it  coald  not  change  the  result  or  throw  any  doubt  upon  the  correct- 
ness of  the  former  decision. 

As  to  issue  O,  it  is  insisted  by  Gray  that  the  decision  in  the  intert'er- 
euces  was  erroneous  because  Bell  does  not  show  or  describe  a  liquid 
transmitter  in  his  patent,  and  that  consequently  there  should  not  have 
Injen  an  interference  nor  an  award  of  priority  to  Bell,  Soiuejusti- 
tication  for  the  suggestion  may  he  found  in  the  decision  of  the  Examiner 
of  Interferences,  who  says :  ^  t 

While  no  snch  instruments  are  found  described  iu  BoU's  patent,  his  proof  m  to 
**  Exhibit  41,"  its  description,  nse,  and  exhibition  are  con8idcrc<l  na  amply  suiBcieut 
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to  def<^t  the  olaimr  of  Gray  aud  Ediaou,  founded  upou  the  faote  appearin^^  in  the 
record,  at  the  Bame  time  antioipatini;  Richmond's  record  date  of  Auffiist  24,  1677. 

Bat  evidently  this  view  is  a  misapprehensioa  of  what  the  Examiner 
of  luterferenceB  meaus.  He  does  not  mean  that  a  liquid  transmitter  is 
not  shown,  bat  that  its  specific  construction  was  not  shown  in  Bell's 
patent.  As  heretofore  stated  by  me,  the  liquid-resistance  methoil  and 
means  of  applying  it  by  moving  the  wire  by  hand  or  otherwise  were 
well  known,  as  was  also  the  nse  of  a  membrane  or  diaphragm,  so  that 
any  one  skilled  in  the  art  would  know  from  BM^s  patent  how  to  con- 
struct such  a  transmitter.  It  was  therefore  deemed  to  be  shown  in  that 
patent.  The  Examiner  declaring  the  interference  most  have  m  held, 
otherwise  he  would  not  have  made  Bell  a  party  to  issue  O.  Not 
only  this,  but  Gray  made  no  motion  to  dissolve  the  interference,  aud  I 
have  no  doubt  as  to  the  correctness  of  the  action  of  the  Office  in  either 
declaring  or  deciding  theissne.  What  has  been  said  about  issues  A 
aud  B  is  conclosire  as  to  this. 

GBAT'S  TITLE. 

The  Gommissioner  of  Patents  has  no  equitable  jurisdiction  over  the 
rights  of  parties  claiming  under  assignments  and  grants  of  inventions 
and  patents.  He  cannot  set  aside  or  vacate  such  instruments,  nor  can 
he  recoguize-eqnitable  rights  growing  out  of  transactions  between  in- 
ventors and  applicants  and  other  parties.  While  he  is  authorized  to 
recognize  formal  legal  assignments,  and  when  they  have  been  filed  in 
the  Patent  Office  before  patent  issaes  may  give  the  assignee  control  of 
the  management  and  prosecution  of  an  application  and  direct  the  patent 
to  issue  in  the  name  of  the  assignee,  yet  he  cannot  recognize  equitable 
rights  under  executory  or  other  equitable  contracts.  {Ex  parte  Edison^ 
O.  D.,  1875,  42.)  But  when  a  party  to  an  interference  which  has  been 
determined  adversely  to  him  asks  a  rehearing  and  bases  such  request 
apon  the  allegation  that  daring  the  trial  he  was  laboring  under  the  sup- 
l>osition  that  he  had  parted  with  the  ownership  of  his  inventions,  and 
that  in  coiiseqaence,  although  he  remained  a  party,  was  active  in  secur- 
ing and  giving  testimony,  the  parties  to  whom  he  supposed  he  had 
transferred  were  the  actual  managers  of  the  case ;  that  in  consequence — 
'*  I  had  no  counsel,  I  was  not  a  litigant.  The  whole  apparent  contro- 
versy was,  as  I  now  believe,  collusive,  carried  on  with  an  appearance 
of  an  array  of  opposing  counsel  ^ — the  question  of  ownership  is  made 
material  aud  it  is  competent  for  the  Commissioner  to  examine  it  in  order 
to  know  how  to  exercise  his  discretion  intelligently.  A  party  cannot 
make  the  question  of  ownership  or  non-ownership  a  material  ground  of 
the  relief  sought  aud  at  the  same  time  deny  the  power  of  the  tribunal 
to  consider  and  pass  upon  it. 

It  is  unnecessary  to  again  refer  at  length  to  the  transactions  between 
Gray  and  White  and  the  American  Speaking  Telephone  Company  and 
>8  associates,  resulting  in  the  settlement  of  November  10,  1879.    It  is 
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eTident  that  that  agreement  and  the  transfer  of  telephone  inventions 
were  made  under  the  belief  that  it  inolnded  Gray's  inventions,  and  but 
for  such  belief  it  would  not  have  been  made.  Gray  so  understood  the 
agreement  and  was  a  beneAciary  under  it.  The  American  Speaking 
Telephone  Company  had  previously  put  out  large  numbers  of  Gray's 
telephones  as  its  own  property.  In  the  settlement  of  November  10, 
1879,  it  was  expressly  stipulated  that  the  inventions  of  Gray  became 
the  property  of  the  Bell  Company.  That  all  this  was  done  with  the  full 
knowledge  of  Gray  is  not  controverted.  With  this  knowledge  and  act- 
ing under  this  belief  Gray  has  allowed  seven  years  to  pass,  knowing 
that  third  parties  were  also  acting  in  the  same  belief  and  making  invest- 
ments upon  the  strength  of  the  transactions  and  that  the  interests  of 
the  general  public  were  directly  involved.  If  Gray  can  now.  repudiate 
these  transactions  and  assert  his  ownership,  it  would  constitute  pro 
tanto  a  rescission  of  the  agreement  of  November  10.  1879,  though  it 
vrould  be  totally  impossible  to  restore  any  of  the  parties  to  their  original 
situation.  Under  these  circumstances  the  authorities  relied  upon  as  to 
the  estoppel  seem  conclusive.  The  Bell  company  is  certainly  theequita- 
ble  if  not  the  legal  owner  of  Gray's  telephone  inventions.  Bronsan't 
Ex^r  V.  Chappell,  12  Wall.,  681 ;  Morgan  v.  R.  R.  Co.,  96  U.  S.,  716 ; 
Bank  of  U.  8.  v.  Lee,  13  Pet.,  107  ;  Dickerson  v.  Cotgrove,  100  U.  S.,  578 ; 
Baker  v.  Humphrey,  101  U.  S.,  494;  Close  v.  QUnwood  Cemetery,  107  U. 
S.,  466.  It  follows  therefore  that  Gray  was  not  mistaken  in  his  original 
opinion  that  the  Bell  company  had  become  the  owner  of  his  inventions, 
also  that  his  original  belief  that  Bell  was  the  first  original  independent 
inventor  and  had  not  pirated  any  invention  from  his  caveat  was  also 
correct,  and  that  all  the  alleged  grounds  for  reopening  these  interfer 
euces  and  granting  a  new  trial  must  fail. 

Issue  G. 

A  telephonic  receiver  cousisting  of  the  cutnbiDatiun,  in  an  electric  circait,  of  a  ma^c- 
net  and  a  diaphragm  supported  and  arrnii;;ed  in  close  proximity'  thereto,  whereby 
Bonnds  thrown  npon  the  line  may  be  reproduced  accurately  as  to  pitch  and  quality. 

This  issue  relates  to  the  receiver.  All  that  has  been  said  about  the 
title  of  Gray's  inventions  involyed  in  the  other  issues  is  equally  perti- 
nent here;  but  the  conclusion  is  much  strengthened  by  transactions 
not  yet  referred  to. 

Gray  took  out  a  patent,  No.  166,095,  on  July  27,  1874.  This  covered 
what  is  commonly  called  the  ^'blacking-box  receiver."  It  has  been 
formally  transferred,  with  other  of  Gray's  inventions,  by  mesne  assign- 
ments, until  it  came  to  belong  to  the  Harmonic  Company.  It  was  reis- 
sued to  the  latter  company.  In  1380  the  Harmonic  Company  assigned 
it  to  the  American  Speaking  Telephone  Company,  so  far  as  it  related  to 
speaking-telephones,  but  not  including  its  use  for  harmcmic  telegraphic 
purposes.  This  patent,  subject  to  this  limitation, sul>sequeiitly  went  to 
the  Bell  Company,  under  the  contract  of  November  10,  187«.  Gray 
obtained  reissues  of  the  patent  with  claims  of  which  this  is  one : 
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The  diaphragm  or  disk  of  metal  capable  of  responding  to  all  kinds-of  tones  vibrat- 
ing Id  unison  vith  the  electro-magnet  inoladed  in  the  electric  circuit,  substantially 
as  set  forth. ' 

Id  bis  teatimoDy  in  the  Dowd  case  and  in  hi8  preliminary  statement 
in  the  interferences  Gray  repeatedly  stated  that  he  had  made  the  in- 
ventions embraced  in  issues  O,  I,  0,  and  E,  in  the  year  1874,  and  that 
they  were  covered  in  his  patent,  No.  166,095,  which,  as  already  ex- 
plained, has  been  assigned,  then  reissned  to  the  Harmonic  Company, 
and  then,  as  to  the  use  of  said  inventions  as  telephones,  transferred  to 
the  Bell  Company.  Thus,  according  to  Gray's  description  of  the  inven- 
tions and  his  claim  for  the  same  there  is  a  technical  formal  transfer  of 
them,  and  he  is  not  the  owner  of  them.  His  patent  No.  166,095  and 
the  reissue  would  bar  his  present  claim,  and  even  though  hecouhl  take 
out  a  patent  it  would  at  once  become  the  property  of  the  Bell  Com- 
pany.* 

While  if  is  true  that  Patent  No.  166,095  and  the  reissue  of  th4t  same 
cover  a  receiver,  '^  the  diaphragm  or  disk  capable  of  responding  to  all 
kinds  of  tones  vibrating  in  unison  with  the  *  eli^ctro  magnet,'"  &c.,  yet 
the  present  contention  of  Gray,  in  issue  G,  is  that  he  had  inveuted  a 
receiver  that  would  thus  respond  to  tones^  and  he  believed  and  also  ex- 
pressed the  opinion  that  such  a  receiver  was  capable  of  responding  to 
quality  and  of  reproducing  articulate  speech,  if  a  transmitter  could  be 
found ;  and  that  therefore  his  tone-receiver  was  a  ^a^tt^-receiver,  the 
latt.er  capacity  of  responding  to  quality  arising  only  from  a  new  or 
additional  use  of  which  the  receiver  was  originally  and  at  ail  times 
capable.  It  is  clear  that  if  this  be  true  still  the  invention,  whatever  it 
was  and  however  capable,  has  been  assigned,  and  as  a  telephone- 
receiver  is  now  the  property  of  the  Bell  Telephone  Company. 

The  argument  urged  with  so  much  force  by  Gray,  that  after  one  of 
the  parties  has  acquired  all  the  interests  in  the  controversy  there 
should  be  no  further  contest,  is  certainly  applicable  here,  where  the 
objection  is  presented  and  urged.  Especially  is  it  true  that  under  such 
circumstances  a  defeated  party,  who  has  parted  with  all  his  int<erest, 
cannot  be  allowed  to  reopen  an  adjudication  in  order  to  retry  a  matter 
in  which  he  can  have  no  interest.  The  discretion  of  the  Commissioner 
cannot  properly  be  called  in  aid  of  a  request  to  reopen  and  retry  these 
interferences  simply  to  gratify  the  personal  pride  or  reputation  of  one 
of  the  parties.  If  the  title  to  Gray's  invention  is  vested  in  the  Bell 
Company  and  that  company  is  content  with  the  adjudication,  no  one 
else  can  properly  complain. 

Referring  now  to  the  merits  of  this  issue  G,  its  proper  construction 
must  be  determined.  As  heretofore  shown  in  the  statement  of  the  fa^ts 
and  extracts  from  the  decisions,  the  Examiner  of  Interferences  held  the 
issue  to  mean — 

A  receiver  cortaining  an  electro-magnet  and  a  diaphragm  supported  and  arranged 
in  close  proximity  thereto,  and  adapted  to  respond  to  variations  in  the  eleotric  current 
->a8sing  through  the  coils  of  the  magnet,  when  used  in  connection  or  combination  with 
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a  tnuiBmitter  MlApted  to  oreate  loand-prodaoing  flaotoatioas  in  the  electric  current, 
i^i€iker  Mid  eUokiotU  vt»riatkm$,  imioat,  jwbatioiM,  or  undulaii4mi  repregent  or  are  derived 
fnm  eound-^po^MB  or  meehanioal  mbraiio%$» 

Id  other  words,  he  held  in  effect  that  the  issue  covered  a  receiver 
which  was  capable  of  respoudiag  to  and  reprodaciog  the  toaes  iu  pitch 
of  sounds,  possessiug  the  capability,  vhea  operated  ou  by  a  proper 
transmitter,  of  responding  to  and  reprodacing  the  more  delicate  varia- 
tions that  constitute  quality;  that  it  was  merely  a  new  use  when  a 
receiver  which  had  responded  to  a  transmitter  of  tone  or  pitcli  was 
placed  in  connection  or  combinatiou  with  a  transmitter  capable  of  trans* 
mitting  quality  or  articulate  speech.  I  have  already  called  attention  to 
the  fact  that  the  potential  possibility  of  a  disk  held  in  dose  proximity 
to  an  electro- magnet  was  old.  It  existed  in  a  rudimentary  Mtate  in  the 
Horse  telegraph,  and  has  not  only  been  described  in  such  publications 
as  those  of  Boursenl  and  others,  but  it  was  loug  known  that  the  arma- 
ture or  diaphragm  would  resi>oud  to  the  increased  or  decreased  energy 
of  the  electro-magnet  in  connection  with  the  electric  circuits  Not  only 
this,  but  it  was  believed  and  so  expressed  by  Hcientiflc  men  and  pub- 
lished in  publications  that  if  the  circuit  could  be  controlled  by  some 
proper  device  or  transmitter  articulate  speech  could  be  transmitted  and 
leprodaced  by  the  receiving-disk.  .But  between  these  speculationn  and 
the  discoveries  which  realized  them  there  lay  long  regions  of  invention* 
When  it  is  recalled  to  mind  how  near  Beis  came  to  discovering  the  tele- 
phone, what  a  slight  apparent  line  lies  between  his  transmitter  and  the 
microphone  transmitter  of  Berliner — so  near,  indeed,  that  the  former 
sometimes,  without  the  knowledge  of  its  inventor,  may  have  operated 
on  the  principle  of  the  microphone,  and  sent  across  the  circuit  a  stray 
word  or  syllable,  and,  in  the  light  of  more  recent  knowledge,  can  be  ad- 
justed to  act  as  a  microphone — we  can  appreciate  how  near  men  may 
approach  to  great  discoveries  without  finding  them,  and  whatdistances 
m  invention  sometimes  separate  necessities  or  speculations  that  are 
almost  contiguous. 

If  it  can  be  said  that  there  is  no  invention  or  patentable  difference 
between  a  receiver  which,  by  reasoii  of  want  of  skill  and  knowledge,  can 
only  reproduce  tones,  and  one  which,  by  the  invention  of  a  proper  trans- 
mitter, can  reproduce  quality,  and  tbat  the  new  relation  or  adjustment 
of  the  latter  is  only  a  new  use  of  the  former,  then  we  may  go  back  and 
say  of  the  former  that  there  is  no  patentable  differeuce  between  it  and 
the  Morse  receiver,  or  that  described  by  Boursenl  and  others,  and  that 
itsuse  as  a  tone-receiver  is  only  a  new  use ;  for  the  old  diaphragm  placed 
in  close  proximity  to  the  electro-magnet  possessed  all  the  qualities  and 
potentialities  of  the  Bell  or  Gray  diaphragm ;  but  between  these  stages 
of  development  there  was  inventiou.  As  well  might  it  be  said  that  the 
reversing  of  the  magneto-receiver  and  using  it  as  a  transmitter  was 
merely  a  new  use  of  it  and  disclosed  no  invention.  In  my  judgment  no 
broad  claim  for  a  magneto- receiver  can  be  maintained.     It  must  be 
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limited  to  its  relfttion  to  the  transmitter  with  which  it  is  combined,  for 
between  sach  a  combination  that  will  transmit  and  reproduce  pitch  alone 
and  one  that  will  do  this  and  also  transmit  quality  or  articulate  speech 
there  is  great  invention.  The  history  of  the  subject,  the  vain  and  fail- 
ing efforts  of  scientidc  and  learned  men  of* genius  for  years,  demonstrate 
thiH,  no  lens  than  the  philosophical  and  scientific  principles  involved. 
If,  however,  issue  G  could  properly  bear  the  construction  given  it  by 
the  Examiner  of  Interferences,  it  will  not  avail  Oray ;  for  if  he  were 
allowed  to  take  dates  of  invention  for  a  receiver  of  tone  or  pitch,  so 
shouhl  also  the  other  parties  to  the  interference.  Edison  and  McDon- 
ongh  had  made  inventions  of  receivers  which  would  reproduce  pitch, 
and  of  course  their  tone-receiYers  possessed  the  same  capabilities  as  to 
new  uses,  quality,  &c.  It  is  unnecessary  to  dwell  at  any  length  upon 
the  evidence  relating  to  the  efforts  of  these  various  parties,  as  the  con- 
struction of  the  issue  cannot  be  maintained  and  was  reversed  by  the 
Examinersin-Ohief.  It  is  sufficient  to  say  that  it  is  doubtful  if  Gray 
ever  conceived  the  invention  prior  to  his  caveat ;  but  admitting  that  he 
did,  even  earlier  than  Bell  or  McDonough,  he  never  reduced  it  to  prac- 
tice or  gave  the  public  the  benefit  of  it,  nor  did  he  prosecute  it  diligently 
by  efforts  to  reduce  it  to  practice,  or  by  filing  an  application.  Gonse- 
qnently  it  is  impossible  for  hini,  upon  his  own  statement  of  facts,  to 
overcome  Bell's  record  date. 

I'he  Examiner  of  Interferences  awarded  priority  to  McDonough, 
holding  that  he  had  first  conceived  the  invention  in  May,  1875,  and  had 
been  diligent  in  prosecuting  it  up  to  the  filing  of  his  application,  April 
10, 1876.  This  decision  was  subsequently  reversed  by  the  Examiners- 
in  Chief,  who  awarded  priority  to  Bell  and  whose  decision  was  affirmed 
by  Commissioner  Butterworth  ;  but  this  need  not  be  considered  further 
here,  as  it  relates  to  McDonongh's  case,  1)etweeu  whom  and  Bell  the 
controversy  remains.    In  any  event  Gray  cannot  succeed  in  this  issue. 

The  proper  construction  given  the  issue  by  the  Examiners-in-Chief 
and  the  Commissioner  does  not  affect  Gray's  status  with  reference  to  it. 
If  priority  could  not  be  awarded  to  him  under  the  former  construct  ion, 
it  could  not  be  under  the  latter,  for  under  the  latter,  as  already  shown, 
his  earliest  date  is  that  of  his  caveat,  which  fails  to  overcome  Bell's 
record  date. 

n|K)n  these  considerations,  Gray's  petition  to  set  aside  the  orders, 
&c.,  in  the  interferences  and  open  up  the  case  anew  must  be  denied. 

MCDONOUGH'S  CASE. 

McDonongh's  application  was  filed  April  10, 1876,  for  a  teleloge,  or 
ar-speaker.    He  did  not  claim  to  have  invented  a  method  of  transmit- 
ting articulate  speech : 

The  object  of  my  iavHiitioa  is  to  provide  a  means  for  trausmittiag  articulate  soondB 
from  one  place  to  another  through  the  jtnedinm  of  electricity ;  and  it  consists  in  the 
oombi nation,  with  an  eleotrioal  battery,  oironit- wires,  armature,  magnet,  and  cironit- 
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breaker,  of  a  transmitting  and  a  receiving  membrane  or  eonnding  apparatns.    *    *    * 
My  inventiou  also  oousists  in  the  novel  oonstruclion  of  the  circuit- breaker,  as  here- 
inafter more  fully  described. 

His  original  claims  were  as  follows : 

1.  The  oombinatioo,  with  the  battery,  circn it-wires,  magnet,  armature,  and  cir- 
cn it-breaker,  of  the  transmitting- membrane  A  and  receiving-membrane  F,  substan- 
tially as  and  for  the  purpo^  specified. 

2.  The  combination,  with  the  plates  C  C,  of  the  circuit-breaker  IV,  whereby  the 
circuit  U  alternately  opened  and  closed  by  the  vibrations  of  the  membrane  A,  substau- 
tiaUy  as  specified. 

:{.  The  combination  of  the  bolt  D  and  adjusting- nut  E  of  the  circuit-breaker  D', 
substantially  as  and  for  the  purpose  specilied. 

April  28,  1876,  his  claims  were  rejectfKl  ai)on  reference  to  the  <^  old 
Et'is  telephone."  His  claim  to  the  receiver  was  rejected  upon  reference 
to  T3ell'8  patent,  No.  174,465.  March  4,  1878,  McDonoagh  amended  his 
specification,  adding,  among  other  things — 

The  breaking  of  contact  may  be  rendered  more  abrupt  and  the  contact  rendered 
wore  perfect  by  a  drop  of  water  or  oil. 

He  also  struck  out  all  the  claims  and  inserted  the  following : 

The  combination,  with  the  membrane  A,  plates  C  C,  the  circuit-breaker  D',  of  the 
bolt  D  and  adjnsting-nnt  £,  for  eonfinin^  the  vibrations  of  the  membrane  against  the 
circuit-breaker,  substantially  as  specified. 

At  the  date  this  application  was  filed  the  principle  of  the  microphone 
had  not  been  discovered  or  applied;  but  at  the  time  this  amendment 
was  filed  it  had  been  and  was  known.  The  change  by  the  amendment 
whereby  the  nut  E  was  given  what  seemed  a  new  function,  not  origi- 
nally contemplated,  '^foroon/tnin^  the  vibrations  of  the  membrane  against 
the  circuit-breaker,"  was  regarded  by  the  Office  as  a  departure  from  the 
original  invention  and  as  an  attempt  to  adopt  or  incorporate  the  new 
feature  of  the  microphone.  Accordingly,  on  March  8, 1878,  the  Office 
replied  as  follows : 

The  amended  claim,  filed  March  4th,  it  is  thought  may  be  allowed.  The  matter 
introduced  at  the  end  of  the  specification  by  this  amend meut  is,  however,  held  to  be 
new  matter,  as  it  describes  modifications  nowhere  adverted  to  or  shown  in  the  appli- 
cation as  originally  filed.    This  matter  should  consequently  t>e  erased. 

This  claim  involved  nothing  but  the  pecnliar  construction  of  the  cir- 
euit-breaherj  and  thus  left  the  application  without  any  claim  to  a  re- 
ceiver or  other  element  in  the  teieloge  or  telephone.  From  that  date 
until  the  present  time  no  other  claim  has  been  presented. 

On  March  26, 1878,  the  interferences  were  declared  and  notices  issued 
to  the  parties.  Under  the  practice  then  and  ever  since  existing  McDou- 
ough  could  not  have  been  put  into  interference  with  Bell  and  no  issue 
could  have  been  formulated  between  their  inventions,  for  the  reason 
that  McDonough  claimed  nothing  shown  or  claimed  in  Bell's  patent. 
He  was  brought  into  the  interference  in  consequence  of  the  fact  that 
applicants  whose  cases  were  filed  later  than  his  (Edison,  Oray,  and  oth- 
ers,) made  claims  to  elements  in  the  telephone  which  he  showed,  bu 
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did  not  claim.  In  other  words,  when  rejected  apon  reference  to  Rei8. 
and  to  BelPs  patent,  McDonoagh  sabmitted  to  the  rejection  and  vohin- 
tarily  eliminated  the  claims,  much  as  a  sattor  in  coart  dismisses  certain 
counts  in  his  declaration ;  but  inasmuch  as  his  application  still  showed 
a  so-called  '*  telephone"  he  was  put  into  interference  with  Gray  and 
others,  so  as  to  compel  them  to  establish  that  they  made  their  inven- 
tions earlier  than  that  shown  by  McDonough.  His  position  was  there- 
fore one  of  obstruction  to  Gray  and  other  later  applicants  but  not  to 
Bell,  whose  appliciition  was  earliest  in  the  Office.  It  would  seem,  tht* i-e 
fore,  a  natural  and  necessary  consequence,  inasmuch  as  there  could  be 
no  interference  between  McDonough  and  Bell  alone,  that  when  Gray 
and  the  later  applicants  were  defeated  and  taken  out  of  the  interfer- 
ences there  could  be  left  no  interference  or  contest  between  the  former 
two.  Especially  would  this  seem  to  be  true  in  view  of  the  fact  that 
McDonough  had  expressly  avoided  an  interference  with  Bell  by  dis- 
missing his  claims.  Not  only  did  he  do  this,  but  afterward,  August  20, 
1879,  he  wrote  the  Office,  among  other  things — 

I  flhoald  like  to  a»k  a  quefttion,  if  uot  improper.  Haviug  fully  deaorib^d  in  my  ap- 
plicatioDy  filed  April  10,1876,  a  speaking  telephone,  am  I  uot  fully  concerned  in  the  case 
of  interference  AT    By  answering  yon  will  oblige,  Ac. 

He  was  informed  that  he  could  not  properly  he  a  party  in  case  A, 
and  that  if  he  thought  otherwise  he  should  make  proper  motion,  &u. ; 
but  he  took  no  action  whatever. 

McDouough's  preliminary  statement,  filed  May  1,  1879,  is  as  follows : 

Jamee  W.  McDonough,  being  duly  sworn,  deposes  and  says  that  be  is  one  of  the  par- 
ties to  the  above-en  ti  tied  interference ;  that  he  conceived  the  idea  of  a  teUpkonio  reoeicer 
consisting  of  4;be  combination  in  an  electric  circuit  of  a  magnet,  a  diaphragm  sup- 
ported and  arranged  in  close  proximity  thereto,  whereby  sounds  thrown  upon  the 
line  may  be  reproduced  as  to  pitch  and  quality,  and  also  constructed  a  practical  in- 
strument as  early  as  31st  of  December,  I8b7 ;  that  subsequently,  on  the  26th  of  Aagust, 
1671,  this  deponent  made  drawings  of  a  speaking-telephone  embodying  his  said  ideas, 
and  that  thereafter,  on  the  30th  day  of  June,  1875,  this  deponent  reduced  the  same  to 
practice  by  constructing  and  operating  a  speaking-telephone,  substantially  as  shown 
and  described  in  his  said  application. 

It  is  insisted  by  McDonough's  counsel  that  this  in  itself  constitutes  a 
claim  to  a  receiver  and  relieves  his  case  of  the  difficulty  I'eferred  to.  It 
will  be  observed  that  by  the  award  of  priority  Oray  and  all  the  later 
applicants  for  whom  the  interferences  were  declared  have  been  ftilly 
disposed  of.  They  are  no  longer  parties,  and  McDonough  is  now  seekiuR 
to  reopen  the  contest  as  between  himself  and  Bell,  when  upon  his  ap- 
plication no  such  contest  could  have  been  originally  declared.  Nor 
under  the  rules  of  practice,  so  long  as  his  present  petition  stands,  can 
McDonough  amend  so  as  to  justify  such  a  contest 

I  am  not  prepared  to  hold  that  McDonough  is  barred  of  this  right  to 
)>etition,  in  view  of  the  condition  of  his  case.  Had  he  not  originally 
dismissed  his  claims  voluntarily  and  acquiesced  in  the  rejection  at  a 
time  when  he  knew  the  telephone  was  going  into  public  use  there  prob- 
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ably  woald  have  been  oo  qaestion  as  to  his  right  to  ameud  urithiu  a 
readonable  time  so  as  to  claim  the  reoeiver;  bnt  having  volantarily 
eliminated  his  claims  at  a  time  when  his  alleged  receiver  was  going  into 
public  use*  and  allowed  eleven  years  to  elapse  without  any  other  effort 
to  amend  or  file  a  divisioual  application  including  the  claim,  a  very 
different  case  is  presented.  At  the  date  of  his  preliminary  statemeot 
the  invention  had  been  in  public  use  for  over  two  years,  and  this,  as 
just  stated,  with  a  voluntary  cancellation  of  his  claims. 

I  am  not  willing  to  dispose  of  the  petition  upon  this  ground,  or  hold 
that,  even  if  McDonough  could  reopen  the  interference  as  to  Bell  and 
secure  an  award  of  priority,  he  could  not  amend ;  but  the  situation  is 
suggestive.  A  patent  to  McDonough  under  these  circumstances  would 
dominate  the  entire  telephone  inventions  as  far  as  now  of  any  commer- 
cial value,  and  it  is  certainly  a  serious  question  whether  an  applicant 
who  has  canceled  his  claims  and  apparently  abandoned  them,  under 
the  circumstances  stated,  ought  to  be  permitted,  after  the  invention  has 
been  introduced  and  made  valuable,  to  reinstate  his  claims  and  receive 
the  benefit  of  others'  enterprise,  energy,  and  capital.  While  it  may  be 
said  that  all  through  the  interferences  he  has  been  contending  for  his 
receiver,  and  this  was  public  notice  that  he  had  not  abandoned  it,  yet, 
as  already  stated,  this  was  done  in  a  controversy  with  the  later  ap- 
plicants. 

It  is  from  his  application  alone  that  there  can  be  ascertained  what  an 
applicant's  claims  are,  and  this  showed,  at  least  as  to  Bell  and  those 
chkimiug  through  him,  that  McDonongh  had  acquiesced  in  the  refer, 
eneea  cited  in  the  rejection,  Bell  being  one  of  them,  had  canceled  the 
claims,  and  allowed  them  to  remain  so  canceled,  and  in  1879  had  his 
attention  called  specifically  to  the  subject  of  the  general  interference 
A,  with  a  statement  that  he  could  not  be  made  a  party  to  it. 

While  it  may  be  that  this  condition  of  McDonough's  case  is  not  such 
as  to  constitute  a  bar  to  the  relief  sought  in  his  petitions,  it  certainly 
suggests  that  his  right  to  the  relief  should  be  most  convincing  before 
it  should  be  granted. 

THE  PETITIONS. 

TkepeHUon  signed  by  counsel  as  attorneys  for  the  North  Americun 
Telephone  Company  0^  aL  is  so  vague  and  general  that  it  could  not  be 
considered  in  the  civil  courts  either  as  a  motion  for  rehearing  or  an  as- 
signment of  errors.    It  assigns  the  following : 

Fir^L  The  interferences  were  fraudulent  and  collusive  and  oarrieil  on 
in  the  interest  of  Bell,  &c. 

This  has  been  fully  disposed  of  in  Oray-s  case,  where  it  more  appro- 
priately belongs.  McDonongh  is  not  in  a  situation  to  raise  the  objec- 
tion. In  interference  O  there  was  a  contest  between  himself  and  the 
Bell  Company,  as  assignee  of  ail  the  important  inventions.  It  is  true 
that  he  also  had  given  the  Bell  Company  an  executory  agreement  to 
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transfer  his  inveDtioD  to  that  company,  bat  it  was  conditional  upon  aeoor- 
ing  his  patents,  so  that  he  still  retained  the  title  so  as  to  support  his  de- 
mand for  the  consideration  whenever  the  condition  thereto  should  be 
performed.  He  was  a  proper  and  active  party.  Although  much  was 
said  in  argument  about  a  conspiracy  and  combination  between  Bell 
and  others  to  conduct  the  imtorfereuoes  in  the  interest  of  Bell«  the  evi- 
dence doea  not  support  the  charges.  Indeed,*'it  is  impossible  to  see  how 
McDonough  can  avail  himself  of  such  a  charge.  It  is  asserted,  by  im- 
plication at  least,  that  the  Bell  Company  undertook  or  were  in  some 
manner  under  obligation  to  aid  him  (McDonough)  in  the  contest  to  se- 
cure his  patents;  but  dearly  there  is  nothing  to  justify  such  an  idea. 
In  the  agreement  of  November  2,  1880,  on  which  $5,000  was  paid 
McDonough,  it  is  expressly  provided :  ^^  This  agreement  is  not  to  be 
taken  as  any  manner  of  admission  by  either  party  as  to  the  validity  or 
invalidity  of  claims  made  by  the  respective  parties."  This  was  exe- 
cuted long  after  the  declaration  of  interferences,  after  the  settiement  of 
the  Dowd  case,  and  when  McDonough  knew  well  that  tt^e  respeotiTe 
parties  were  preparing  to  establish  if  possible  their  claims  to  priority. 
At  that  date  vthe  Bell  Company  had  become  the  owner  of  the  important 
inventions  of  Edison  and  others,  and  had  secured  a  hold  upon  Mc- 
Donough by  virtue  of  this  contract.  However  much  that  company 
might  prefer  to  secure  an  award  to  Bell,  it  is  clear  that  its  status  could 
not  be  iiQured  by  securing,  as  assignee,  a  patent  to  the  person  whom 
the  Patent  Office  should  adjudge  the  prior  inventor,  for  it  would  thaoi 
hold  both  patents.  In  any  event,  there  is  nothing  in  the  statute,  the 
practice,  or  in  reason  why  the  Bell  Company,  as  assignee  of  Bdison  and 
other  inventors,  should  not  contend  for  such  priority  as  they  deemed 
right  and  proper ;  nor  is  there  anything  in  the  relation  between  McDon- 
ough and  that  company  upon  which  he  can  found  complaint  that  such 
course  has  been  pursued  by  it  He  was  simply  a  parly  to  the  inter- 
ference, interested  in  establishing  his  own  priority.  In  contested  liti- 
gations each  party  necessarily  looks  after  his  own  case,  and  cannot 
complain  that  the  adverse  parties  do  not  assist  him  or  do  not  forego 
their  own  intere<jt8.  Such  proceedings  are  open  and  public,  and  before 
they  can  be  attacked  some  actual  fraud  or  wrong  on  the  part  of  the 
successful  party  must  be  shown  whereby  the  right  of  the  losing  party 
has  been  prejudiced  or  by  which  he  was  prevented  from  fairly  present- 
ing his  case. 

It  is  in  view  of  these  propositions  that  McDonough  insists  that  the 
Dowd  record,  to  which  he  was  not  a  party,  and  in  which  the  testimony 
of  witnesses  whom  he  never  had  opportunity  to  cross-examine  was 
taken,  was  stipulated  into  the  interference  without  his  knowledge  and 
consent ;  but  the  record  shows  that  this  stipulation  was  made  by  his 
own  attorney,  and  that  long  before  the  trial  of  the  interferences,  and  at 
a  time  when  he  could  have  interposed  objection  he  was.  made  aware  of 
the  £aot  and  was  furnished  with  a  copy  of  the  record.    At  no  time  did 
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he  iiiterpoee  objection  or  iuake«iiy  moyement  to  strike  the  Dowd  record 
oat  of  the  caae  or  seek  to  examine  the  witnesses.  A  client  is  boand  by 
vbat  ia  done  by  his  attorney  in  the  coarse  of  oondnctiag  and  managing 
his  eause  in  eonrt.  He  is  presamed  to  know  what  is  done  by  his 
attorney  and  toanthorise  it;  bat  here  it  is  shown  that  McDonongh 
waa  advised  in  time  to  have  recoveted  from  the.positioQ  if  there  had 
been  anything  objectionable  or  improper  in  it.  It  may  be,  as  soggested, 
that,  not  being  a  lawyer,  and  relying  apon  his  attorney,  he  did  not  per- 
sonally read  and  inspect  the  volnminoos  record,  nor  understand  what 
it  contained ;  bnt  this  will  not  avail  here.  If  he  is  no  willing  to  be  boa..d 
by  the  acts  of  his  attorney,  then  he  must  act  for  himself,  and  cannot 
plead  his  own  failure  as  a  jostiflcation.  Especially  cannot  he  do  so 
after  trial  in  sapport  of  a  motion  for  a  new  trial. 

As  to  the  difforenoe  between  the  paragraph  foond  in  the  memorandum 
of  settlement  and  the  formal  contract  of  November  10, 1879, 1  am  not 
able  to  perceive  that  any  importance  can  attach  to  it.  It  is  immaterial 
whether  in  preparing  the  original  draft  there  was  present  the  idea  of 
submitting  the  question  of  interference  to  the  Patent  OfBce  or  not.  If 
ocenrred  to  the  parties  afterward,  when  they  came  to  put  the  memo- 
random  in  formal  shape,  it  was  proper  to  insert  it  The  interferences 
had  been  declared  a  year  before  aa<l  were  pending.  It  was  necessary 
to  dispose  of  them.  Issue  G  was  a  seriously  contested  matter.  The  Dowd 
case  was  still  pending  in  court  To  add  to  the  paragraph  the  words— 
**  8ab)ect  to  the  orders  of  the  courts  and  the  dedsions  of  the  Patent 
QSloe,"  was  certainly  appropriate  in  view  of  the  situatiou  in  which  the 
contraoting  parties  were  placed. 

The  seoond  and  third  assignments  of  error  relate  to  the  qnestion  of 
priority  of  invention  and  the  effect  of  Bell's  patent,  and  will  be  disposed 
of  her^ifter,  with  the  consideration  of  the  merits. 

The  other  peHiiont  signed  by  McDonongh,  assigns  the  following  causes 
for  the  relief  asked,  via :  Beopeuing  interference  G  and  granting  leave 
to  famish  proofli  in  regard  to  operativeness,  etc. 

Firet.  Error  on  the  part  of  Oommissioner  Butterworth  in  considering 
certain  affidavits  of  Professors  Brackett  and  Young,  taken  and  used  in 
theaait  of  the  Bell  Telephone  OompanM  v.  The  Overland  Telephone  Oompa- 
nfj  bat  which  were  notpartof  the  record  in  theinterferences.  It  appears^ 
however,  that  these  affinlavits  were  read,  or  parts  of  them  were  read, 
by  the  respective  counsel  of  McDonough  and  the  Bell  Oompauy  without 
objection  from  either,  so  that,  although  not  taken  regularly  or  formally 
in  the  interference  proceeding,  they  were  used  thereiu.  Of  coarse,  this 
being  so,  it  can  not  be  complained  of  by  either  party  as  error. 

Second.  That  the  Oommissioner  decided  the  interferences  with  a  de- 
termination  not  to  decide  the  issue  adversely  to  Bell.  This  has  been 
disposed  of  in  the  Oray  case,  where  the  objection  was  made  that  the 
Oommissioner's  decision  was  not  a  ^^  deliberate"  decision.  There  is 
nothing  to  justii^  the  idea  or  suggestion  that  the  decision  was  made 
with  any  predetttminatfam  in  either  dirsetion. 
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Third.  That,  having  denied,  in  hit)  decision  of  January  16, 1885,  the 
motion  to  reopen  the  case  and  remand  McDonoagh's  application  to  the 
Primary  Examiner  on  the  question  of  operativeness,  there  was  error  in 
his  final  decision  in  not  taking  further  steps  to  investigate  the  opera- 
tiveness  of  McDonongh's  invention ;  also,  in  considering  the  a£Bdavit8 
of  Toung  and  Brackett  in  the  Overland  case.  The  decision  of  Gom- 
missioner  Montgomery,  of  March  29, 1887,  disposes  of  this  ^  far  as  it 
relates  to  operativeness,  although  I  hold  that  this  question  inheres  in 
Commissioner  Butterworth's  final  decision,  and  can  now  be  properly 
urged  in  McDonough's  motion  for  a  rehearing  as  to  that  It  will  be 
considered  hereinafter  in  connection  with  the  merits  of  the  petitions. 
As  to  the  affidavits  of  Toung  and  Brackett,  the  question  is  disposed  of 
above. 

The  remaining  assignments  of  error  relate  to  the  operativeness  of  the 
invention  and  the  merits  of  McDonough's  case,  and  will  be  considered 
under  the  general  subject  of— 

MEBITS. 

From  what  has  been  shown  it  is  clear  that  McDonough  has  never 
claimed  to  have  been  the  original  inventor  of  the  telephone,  either  the 
method  or  the  apparatus.  This  appears  clearly  from  his  specification 
in  his  application  and  his  preliminary  statement.  In  the  former  he  lim- 
ited his  claim  to  a  little  device  for  making  and  breaking  the  circuit — 
according  to  Reis.  In  the  latter  he  claimed  the  magneto-receiver.  He 
calls  himself  a  mere  improver  upon  Beis's  instruments,  accepting  him  as 
the  original  inventor.  In  presenting  the  petitions  under  consideration 
his  counsel,  Mr.  Hurd,  says : 

In  1874-'75  *Hhere  were  two  olaMes  of  applicants  before  the  Office— those  who 
recognized  Professor  Reis  as  the  inventor,  and  whose  efforts  and  attention  were  di* 
reoted  ezclnsively  to  the  development  of  bis  instrnments  and  the  operation  of  the 
methods  which  he  described  by  which  speech  might  be  transmitted.''  Of  these  Mo- 
l>onoogh  was  probably  the  most  prominent. 

So,  also,  Mr.  Ingersoll,  after  stating  that  the  first  point  in  the  inves- 
tigation is  whether  th^  evidence  absolutely  shows  that  Reis's  telephone^ 
as  invented  by  him,  will  speak,  adds : 

The  importance  of  that  is  perfectly  manifest  from  the  further  fact  that  MoDonongh 
claims  an  improvement  on  that  system,  so  that  the  tirst  qaestion  is.  Will  the  Eeis  tel- 
ephone talk  T    Was  it  intended  to  be  and  is  it  a  speaking- telephone  f 

It  will  be  remembered  that  Beis's  receiver  is  what  is  known  as  the 
^^  kiiittiug-needle  "  receiver — ^a  bar  of  iron  within  the  coil  of  the  circuit- 
wire  and  afl'ected  by  the  make  and  break  in  the  circuit.  Ihe  only  im- 
proveoieut  presented  by  McDonough  is  to  substitute  his  diaphragm  and 
magnet  for  this  knitting-needle  receiver.  He  had  never  conceived  of 
the  undulatory  current  or  the  variable  resistance,  but  accepted  and  still 
accepts  the  make-and-break  system  of  Beis  as  the  foundation  of  his  in- 
vention.   The  Examiner  of  Interferences,  the  Ezaminers-in-Ghief,  and 
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the  Oomniissioner  have  h^ld  that  articalate  speech  cannot  be  trans- 
mittod  by  means  of  the  Reis  iustraments  as  made  and  described  by 
him  and  as  made  and  described  by  McDonongh.  In  other  words,  it 
has  been  and  is  the  settled  judgment  of  the  Patent  Office  that  speech 
cannot  be  transmitted  by  any  instrnment  which  operates  solely  by  the 
making  and  breaking  of  the  circuit  according  to  Keis.  This  also  has 
been  definitely  settled  with  reference  to  Beis  by  the  Supreme  Court  of 
the  United  States  in  the  telephone  cases  : 

But  it  18  needless  to  qnote  further  from  the  evirlence  on  this  braach  of  the  case. 
It  is  not  contended  that  Reis  bad  ever  sncceeded  in  actually  transmitting  speech,  bnt 
rinly  that  bia  iDstrumout  w ah  capable  of  it  if  he  had  known  how.  He  did  not  know 
how,  and  all  hie  experiments  in  that  direction  were  failores.  With  the  help  of  Bell's 
later  discoveries  iu  iff^b  we  now  know  why  he  failed.  *  *  * 

We  have  not  had  onr  attention  called  to  a  single  item  of  evidence  which  tends 
in  any  way  to  show  that  Reis  or  any  one  who  wrote  about  him  bad  it  in  his  mind 
that  anything  else  than  the  intermittent  current  caused  by  the  opening  and  closing 
of  the  circnit  eoold  be  nsed  to  do  what  was  wanted.  No  one  seems  to  have  thought 
that  there  coald  be  another  way.  All  recognized  the  fact  that  the  **  minor  diflfer- 
ences  in  the  original  vibrations  "  had  not  been  satisfactorily  reproduced^  but  they  at- 
tributed it  to  the  imperfect  mechanism  of  the  apparatus  nsed  rather  than  to  any  fault 
in  the  principle  on  which  the  operation  was  made  to  depend. 

It  was  left  for  Bell  to  diseover  that  the  failure  was  due  not  to  workmanship  but  to 
the  principle  whioh  was  adopted  as  the  basis  of  what  had  to  be  done.  He  found  that 
what  he  ealled  the  intermittent  eurreat--one  eansed  by  alternately  opening  and  clos- 
ing the  cirottit— could  not  be  made  under  any  circumstances  to  reproduce  the  delicate 
fonoe  of  the  air  vibrations  caused  by  the  human  voice  in  articulate  speech,  but  that 
the  trne  way  was  to  operate  on  an  unbroken  onrrent  by  increasing  and  diminishing 
its  intenaity.  This  he  called  a  vibratory  or  nndnlatory  current,  not  because  the  cur- 
rent was  supposed  to  actually  take  that  form,  but  because  it  expressed  with  sufficient 
accuracy  his  idea  of  a  current  which  was  subjected  to  gradual  changes  of  intensity 
exactly  analogous  to  the  changes  of  density  in  the  air  occasioned  by  its  vibrations. 
Such  waa  his  discovery,  and  it  was  new.  Reis  never  thought  of  it,  and  he  failed  to 
transmit  speech  telegraphically.  Bell  did,  and  he  sncceeded.  Under  such  circum- 
stances it  is  impossible  to  hold  that  what  Reis  did  was  an  anticipation  of  the 
diseorery  of  Bell.  To  follow  Reis  is  to  fail,  but  to  follow  Bell  is  to  succeed.  The 
difference  between  the  two  is  just  the  difference  between  failure  and  success. 
If  Reia  had  kept  on  he  might  have  found  out  the  way  to  succeed,  bat  he  stopped  and 
failerl.     '     •    • 

So  as  to  James  W.  McDooou^h.  We  ])resume  that  it  will  not  be  claimed  that  he  is 
entitled  to  more  than  he  asked  for  in  his  application  for  a  patent,  tiled  April  10,  lrt7t)f 
snd  there  a  ** circuit-breaker,"  so  adjusted  as  to  "  break  the  connection  by  the  vi- 
bfHtiona  of  the  membrane,''  is  made  one  of  the  elements  of  the  invention.  The  Pat- 
ent Office  was  clearly  right  in  holding  that  he  had  been  anticipated  by  Reis. 

The  question  must  now  be  regarded  as  finally  settled  in  the  Patent 
Office.  The  fact  that  certain  patents  have  beon  issued  to  persons  ex- 
parte  by  the  Patent  Office  whether  erroneously  or  iuatlrerteucly,  which 
ap|)ear  to  recognize  a  different  opinion  cannot  change  a  deliberate  con- 
clusion thus  reached  in  a  contested  matter  after  full  consideration. 

It  mast  also  be  recognized  as  settled  that  if  an  occasional  word  was 
ever  transmitted  by  the  Beis  instrument  the  result  was  due  to  the  fa^ct 
that  the  instrameat,  at  the  moment  it  happened,  failed  to  operate  in 
accordance  with  the  principle  of  its  construction ;  the  make  and  break 
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did  not  occaf ;  the  contact  of  the  electrodes  remained,  and  the  instru- 
ment secretly  and  withnat  Keis  knotdhg  the  fact  operated  npon  the 
principle  of  the  microphone,  which  was  not  yet  discovered. 

It  mnst  also  be  recognized  as  settled  that  if  an  instrument  constructexl 
according  to  Heis  and  as  described  by  McDonough  in  his  application 
can  now  be  made  to  transmit  speech  it  must  be  by  means  of  adjustment 
of  the  electrodes  so  that  it  operates,  not  upon  the  make-and-break  prin- 
ciple, as  described,  but  upon  that  of  the  microphone,  which  has  been 
discovered  since  Beis  made  his  invention. 

Now,  this  distinction  is  not  one  of  mere  theory  or  speculation,  but  of 
principle  or  knowledge  and  specific  construction  ot  the  invention.  Under 
the  patent  law,  invention  is  not  recognized  in  the  mere  doing  of  some- 
thing new,  or  the  accomplishing  of  some  new  result.  A  new  and  valu- 
able product  may  be  accidentally  discovered  and  produced,  and  the  dis- 
<K)verer  not  be  able  to  recall  the  steps  of  his  process  or  reproduce  the 
i[>roduct.  There  is  the  first  specimen.  It  is  new,  concrete,  tangible,  and 
useful ;  but  there  is  no  invention  within  the  meaning  of  the  patent  law. 
Though  the  operator  has  made  the  product,  he  does  not  know  how  it 
was  made,  and  cannot  explain  the  process  to  others. 

The  accidental  eflfecto  pr<>dtioed  in  Danieirs  water-barometer  and  in  Walther'e  proc- 
ess for  purifying  fats  and  oils  preparatory  to  soap-roaking  are  of  the  same  character. 
They  revealed  no  process  for  the  manufacture  of  fat  acids.  If  the  acids  were  acci- 
dentally and  unwittingly  produced  while  the  operators  were  in  parsnit  of  other  and 
diffeient  results,  without  exciting  attention,  and  without  itseren  being  known  what 
was  done  or  how  it  had  been  done^  it  would  be  absurd  to  say  that  this  was  an  anticipa- 
tion of  Tilghmau's  discovery.     (Tilghman  v.  Proctor ,  102  U.  S.,  711.) 

To  constitute  invention  it  is  required  by  the  statute  that  the  inventor 
shall  possess  knowledge  of  the  very  construction  of  the  instrument  or 
means  and  of  its  mode  of  operation,  so  that  he  can  communicate  the  same 
to  the  world  and  enable  others,  pursuing  the  very  directions  pointed 
out,  to  construct  the  same  instrument  or  means,  operate  it  in  the  in-in- 
ner pointed  out,  and  accomplish  the  same  result.  This  Beis  could  not 
do  as  to  this  instrument,  for  his  description  of  construction  and  opera- 
tion was  that  the  electric  current  must  be  broken  and  closed,  whereas, 
to  make  it  transmit  speech,  the  very  opposite  was  required,  viz :  That 
the  electrodes  should  remain  in  contact,  so  that  the  microphonic  princi- 
ple of  variable  resistance  could  operate.  Bis  knowledge  was  such  as 
would  lead  the  world  in  directly  the  opposite  direction  from  that  re- 
quired to  produce  the  desired  result,  and  would  show  others  how  not  to 
do  it.  The  true  construction  and  necessary  mode  of  operation  remained 
in  the  secret  arcana  of  nature  until  discovered  later  on.  They  were  not 
discovered  when  McDonough  filed  his  application  in  which,  in  couipliance 
with  the  statute,  section  4888,  he  attempted — 

A  written  description  of  the  same  (his  invention)  and  of  the  manner  of  mak in jr, 
constructing,  (conipoundiag)  and  using  the  same,  in  such  full,  clear,  concise,  and  ex- 
act terms  as  to  enable  any  person  skilled  in  the  art  or  science  to  which  it  .MopertaiiiH 
or  with  wliich  it  is  most  nearly  connected  to  make,  construct,  (coinpoirnd)  and   ase 
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tbe  aame ;  and  Id  case  of  a  machine  V  shall  explain  the  prinoiple  thereof,  aad  the 
beat  mode  in  which  he  haa  eontemplated  applying  that  principle,  so  as  to  distinguish 
it  from  other  inventiona,  &.c. 

What  has  been  said  of  Beis  is  equally  trae  of  McDonough.  He  bailt 
Qfiou  the  palpable  make-and-break  system.  The  fatal  vice  of  giving  the 
wrong  description  and  directions  is  in  bis  application,  and  he  can  never 
depart  from  what  was  and  is  now  in  it.  If  his  teleloge  has  ever  talked 
or  can  now  be  made  to  transmit  speech,  it  must  be  changed  in  its  cou- 
straction  and  mode  of  operation,  so  as  to .  be^me  a  microphone ;  or  if 
by  the  light  of  later  knowledge  and  experience  the  makes  and  breaks 
instead  of  being  palpable  ami  of  fall  amplitade,  are  rendered  inappreci- 
able, so  that  its  mode  of  operation  is  different,  the  original  invention 
becomes  lost  in  a  newer  and  later  one,  which  mast  be  presented  in  a 
new  and  later  application. 

McDonoogh  presents  a  number  of  affidavits  and  statements  of  scien- 
tific persons  who  testify  to  having  been  able  to  make  the  Heis  telephone 
transmit  articnlate  speech.  He  has  also  presented  evidence  that  tends 
to  show  that  his  original  instruments  did  so ;  bat  did  they  do  so  in  the 
mode  painted  out  by  Beis  or  by  McDonough  in  his  application  f  These 
witnes«(es  do  not  so  testify.  Most  of  them  simply  undertook  to  make  a 
telephone,  constructed  like  Keis's,  talk  without  regard  to  the  principle, 
the  mode,  or  the  description  given  by  Beis.  It  may  be  conceded  that 
any  one  skilled  in  the  art  can,  in  the  light  of  present  knowledge, 
accomplish  this ;  but  it  proves  nothing,  except  that  those  who  know 
how  can  so  adjust  and  arrange  the  Keis  transmitter  that  it  ceases  to  be 
a  make-and-break  device  which  will  not  transmit  quality,  and  becomes 
a  microphone,  which  will.  The  only  witnesses  produced  by  McDonough 
who  claim  to  have  been  able  to  transmit  speech  by  means  of  a  Keis  in- 
strument, when  called  upon  to  explain  the  conditions,  practically  con- 
cede this.  If,  therefore,  Beis  never  invented  a  telephone  or  transmitter 
capable  of  transmitting  articulate  speech,  if  the  art  of  transmitting 
speech  by  a  transmitter  was  unknown,  and  McDonough  makes  no  claim 
to  have  invented  more  than  a  receiver  to  co-operate  with  a  Reis  traus- 
mitter,  what  reason  is  there  to  open  up  the  interference  to  enable 
McDonough  to  introduce  evidence  of  operativeness,  that  the  Beis  trans- 
mitter does  transmit  quality?  He  could  without  doubt  produce  witnesses 
to  testify  that  they  to-day  could  make  the  Reis  transmitter  transmit  qual- 
ity ;  but  is  it  not  clear  that  tl^at  is  not  tbe  question  at  all  f  The  ques< 
tion  is :  Did  Beis  possess,  and  does  McDonough's  aiipUcation  show,  the 
knowledge  of  the  principle  of  construction  and  mode  of  operation  which 
explains  the  transmission  of  speech,  (if  they  ever  did  transmit  it,)  and 
which,  without  later  knowledge  and  discoveries  of  others,  could  have 
communicated  that  knowledge  to  the  world  t  This  question  has  alreatly 
been  t»aflticiently  answered  in  the  negative. 

What  has  been  said  in  Gray's  case  in  regard  to  the  claim  thata  receiver 
of  multiple  tones  is  also  a  receiver  of  quality,  because  of  its  potential 
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qualities  of  responding  to  erary  variation  in  the  ma^oietic  and  electrical 
fort^,  is  equally  pertinent  in  its  application  to  McDonongh's  receiver. 
l?his  appears  to  haVe  been  the  view  of  the  Examiner  of  Interferencest 
at  least  this  resnlt  woald  seem  to  follow  the  adoption  of  his  views ;  bat 
the  £xaminers-in-Ghief  and  the  Commissioner  disposed  of  the  matter  as 
stated. 
Say  the  Examinersin-Chief : 

Gray  formerly  ioBisted,  aud  Edison  and  McDonoagh  still  insist,  that  not  only  the 
art  is  their  iurentioii,  bat  the  apparatas  also,  and  it  is  only  by  including  an  articu- 
lating-transmitter  in  this  issue  that  the  question  of  priority  as  to  the  receiver  can 
properly  be  determined. 

If  the  constrnction  of  the  issue  given  by  the  Examiner  of  Intezferencee  is  to  prerail, 
and  priority  be  awarded  to  a  party  who  had  no  artioulating-transmitter,  it  would  re- 
sult that  an  experimenter  who  had  tried  to  transmit  speech  and  failed,  or  one  Jir ho 
had  never  tried,  shonld  so  dominate  the  art  that  an  inventor  who  had  worked  ont 
the  idea,  patented  his  process  of  carrying  it  ont,  introduced  it  to  the  public,  and  put  it 
into  extensive  nse,  could  not  practice  the  art  which  he  had  created  without  being 
tributary  to  his  unsuccessful  rival. 

This  construction  of  the  issne  was  insisted  npon  by  McDonoagh 
thronghont  the  iuterference,  not  only  when  Bell  moved  to  re-form  the 
issue  before  Oommissioner  Payne,  but  ever  since,  op  to  the  present 
petitions.  Not  only  is  it  the  corr^t  constrnction,  bat  McDonongh 
cauDot,  at  this  late  honr,  ask  to  have  a  different  one  given  to  it  as  a 
ground  for  rehearing. 

As  frequently  stated  by  me,  in  view  of  the  state  of  the  art  when 
McDonongh's  application  was  filed,  no  one  could  secure  a  broad  claim 
for  a  receiver,  per  se.  A  receiver  of  tone  or  pitch  would  not  have  been 
pateutable  in  the  absence  of  the  invention  of  a  transmitter  which  would 
transmit  tone ;  and  while  it  is  true  that  a  receiver  of  qnality  will  neces- 
sarily respond  to  tone,  yet  the  reverse  is  not  necessarily  true.  As  to 
such  a  receiver,  it  is  dependent  upon  a  transmitter  through  the  umbili- 
cus of  patentable  combination  and  necessary  union,  and  cannot  be  said 
to  have  been  discovered  or  invented  until  a  transmitter  of  articulate 
speech  had  been  invented  or  discovered.  It  is  insisted,  however,  by 
counsel  for  McDonongh  that  speech  was  occasionally  transmitted  by 
the  transmitter  constructed  after  Reis;  aud  whether  it  occurred  acci* 
dentally  and  whs  attributed  to  the  wrong  cause  or  mode  of  operation,  it 
was  articulate  speech,  reproduced  and  delivered  by  the  magneto  dia- 
phragm receiver;  aud  th$)t  while  McDonongh  might  have  been  ieno- 
raiit  of  the  mode  of  operation  of  the  transmitter  he  was  not  of  that  of  the 
rect»iver,  whose  functions  had  long  been  known.  This,  however,  is,  in 
effect,  a  complete  reversal  of  all  that  McDonongh  had  insisted  upon  here- 
tofore,  and  eliminates  the  articulating-telephone  from  the  issue  and 
leaves  remaining  only  a  receiver.  Why  McDonough  insisted  npon  the 
former  constrnction  of  the  issue — unless  he  thought  it  the  correct  one — 
(!oes  not  api>ear,  except  he  may  have  feared  that  as  to  a  mere  receiver 
Edison,  Gray,  or  Voelker  might  antedate  him.    Evidently  he  cannot  be 
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permitted  to  necare  an  award  apon  a  limited  iseae  which  pats  all  his  atl- 
versaries  oat  of  the  eaee  and  then  insist  apon  another  and  broader  con- 
8tniction  for  himself.  Not  only  this^  bat  the  relation  between  the  re- 
ceiver and  transmitter  is  sach  that  the  invention  is  not  complete  as  to 
the  reoeiver  until  it  is  as  to  the  transmitter  also.  They  are  one,  in  the 
conception  and  completion  of  invention,  and  cannot  be  divided  or  sep- 
arated. It  oonld  not  be  known  that  sach  a  receiver  woald  reprodace 
quality  antil  a  transmitter  could  be  found  to  transmit  it.  If  quality 
were  transmitted  accidentally  and  only  occasionally,  it  could  not  be  cer- 
tainly and  absolutely  known  but  that  the  failure  to  transmit  regularly 
and  when  desired  was  due  to  a  defect  in  the  receiver.  In  other  words, 
it  required  a  result  which  could  be  controlled  and  relied  upon,  which, 
could  be  repeated  at  will,  and  that  the  construction  and  mode  of  opera- 
tion should  be  known  and  understood  as  required  by  the  patent  law. 
This  involved  the  transmitter  as  well  as  the  receiver,  and  until  a  trans- 
mitter had  been  made  which  would  successfully  transmit  speech,  whose 
constraction  and  mode  of  operation  were  understood,  there  uould  be  no 
invention  of  a  receiver  within  the  meaning  of  that  law.  It  is  urged 
most  strenuously,  however,  that  this  question  of  operativeness  is  one 
belonging  to  HcDonongh's  case  ex, parte;  that  in  the  interference  the 
Office  is  bound  by  the  action  of  the  Primary'  Examiner  who  declared 
the  interference,  and  that  the  only  mode  of  considering  or  reviewing  that 
question  is  to  remand  the  case  to  the  Examiner  and  gi%'e'  McDonough 
an  opportunity  to  be  heard  and  present  proofs  before  him.  Further,  it 
is  insisted  that  when  the  right  to  a  patent  is  denied  for  want  of  operative- 
ness or  utility  it  must  be  by  rejection  by  the  Primary  Examiner,giving  the 
applicant  his  right  of  appeal ;  but  this  view  cannot  be  maintained.  The 
Commissioner,  as  the  ultimate  head  of  the  Patent  Office,  has  the  power 
to  withhold  a  patent  which  in  his  judgment  ought  not  to  issue ;  but  the 
present  question  does  not  depend  npon  the  power.  There  are  two  modes 
ofrejeetingan  application:  one  upon  references,  want  of  utility,  &c., 
as  an  esp  parte  case ;  the  other  through  the  procedure  of  interference. 
The  former  may  be  appealed  from  the  Commissioner  to  the  Supreme 
Court  of  the  District  of  Uolumbia ;  in  the  latter  the  decision  can  be  re- 
viewed only  by  a  bill  in  equity. 

The  statute  requires  an  interference  to  be  instituted  whenever  in  the 
opinion  of  the  Commissioner  there  is  pending  an  application  which 
interferes  with  another  or  with  an  unexpired  patent.  This  inter- 
ference was  declared  at  a  time  when  the  nature  of  the  telephone  was 
not  so  well  known  and  understood  as  now.  I  am  not  prepared  to  say 
but  that  a  motion  to  dissolve  should  have  beeu  sustained  if  urged  upon 
the  gniund  that  McDonough  and  some  others  of  the  parties  did  uotdis- 
clone  an  operative  invention.  A  motion  to  re-form  was  made,  wiiich, 
l:ad  it  been  sustained,  might  have  remanded  McDonough's  case  to  the 
Primary  Examiner;  but  he  opposed  the  motion  ami  insisted  upon  the 
ititerference  and  elected  that  mode  of  trial.    The  trial  has  pmgressed 
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throogh  several  years,  and  a  final  decision  has  been  reached.  There  is 
not  the  slightest  doubt  that  in  determining  the  question  of  priority,  in 
such  interference  proceeding,  it  is  right  and  proper  for  the  Coinuiis- 
sioner  to  determine  and  pass  upon  the  entire  merits  of  each  iuveiition 
involved,  including  utility,  operativeness,  ,eto.  The  very  question  in- 
volved is:  When  did  the  respective  p>if ties  first  make  the  inventions 
set  forth  in  the  issues  f  If  the  evidence  shows  that  one  of  the  parties 
never  made  any  invention,  as  defined  in  the  statute,  and  consequently  is 
not  entitled  to  an  award  of  priority,  while  another  party  did  and  is  so 
entitled,  the  Gonimissidiier  is  unquestionably  authorized  to  so  decide  and 
award  priority  of  invention  accordingly.  He  possesses  the  power  in 
such  case  to  dissolve  the  interterence  if  he  thinks  best  to  do  so ;  but  he 
is  not  required  to  do  it.  In  cases  of  doubt,  when  he  is  not  cerUun  as 
to  the  want  of  operativeness,  he  may  very  properly  suspend  or  dissolve 
the  interference,  remand  and  make  the  case  ex  parte,  giving  the  right 
of  appeal,  so  that  the  question  could  come  back  to  him  illuminated  by 
the  action  of  the  Primary  Examiner  and  the  Examiuers-in-Chief.  If 
the  doubt  as  to  operativeness  should  be  resolved  in  favor  of  the 
applicant,  the  interference  would  be  reinstated  and  deoision  made  ac- 
cordingly ;  but  where  there  is  no  doubt,  when  the  question  is  one  set- 
tled in  the  Office,  settled  in  a  number  of  circuit  courts,  and  by  the 
Supreme  Court  of  the  United  States,  such  a  course  cannot  be  seriously 
considered. 

This  is  all  that  is  afked  by  McDonoagh.  His  petition  is,  in  effect,  a 
motion  to  dissolve  and  be  permitted  to  establish  to  the  satisfaction  of 
the  Patent  Office  the  operativeness  of  the  invention.  He  claims  that, 
in  consequence  of  the  collusion  and  the  manner  in  which  the  inter- 
ference has  been  conducted,  he  has  be^n  deprived  of  an  opportunity 
to  do  this.    It  is  expressly  stated  by  his  counsel  that — 

It  is  uot  snppoHed  to  be  possible  io  anot net  heariDg  that  auy  addition  to  the  testi- 
mony oould  Ue  made. 

He  was  oft'ered  on  the  hearing  before  me  an  opportunity  to  present 
any  experiments  or  tests  proving  his  case ;  but  none  were  submitted. 

The  question  of  collusion  has  been  disposed  of.  The  record  shows 
that  Bell  in  taking  his  tCvStimony  directly  attacked  the  o[)erativenes8  of 
McDonough's  invention,  and  he  ha*!  knowledge  of  the  fact  personally, 
as  well  as  by  counsel.  He  had  ample  time  allowed  him  to  rebut  this 
evidence  and  estal)lish  all  he  could ;  but  he  took  no  such  evidence. 
Neither  did  he  a^sk  the  office  to  enlarge  the  time,  nor  did  he  make  any 
motion  in  that  direction.  llaviu<;  had-all  these  opportuuities  and  ue<r. 
lected  them,  he  cannot  now  complain  if  he  is  denied  any  further  time  ; 
but  it  would  not  avail  him  if  it  were  given.  The  alleged  fact  is  incapa- 
ble of  being  established.  It  thus  appears  that  McDonough's  applica- 
tion hjis  received  the  consideration  provided  for  it  under  the  statute. 
The  interference  has  been  pending  since  1878,  Final  decision  was  ren- 
dered by  the  Commissioner  on  March  3,  1885,  in  which  it  was  held  that 
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McDonoagh  had  never  inveDted  a  speaking- telephone,  and  consequently 
was  not  entitled  to  an  award  of  priority  as  against  Bell,  who  had.  The 
present  petitions  ask  me  to  vacate  this  decision,  remand  the  case,  &c. 
It  is  to  be  disposed  of  upon  the  principles  applicable  to  new  trials. 

I  am  not  convinced  that  there  has  been  any  error  or  mistake  in  the 
former  decision;  bat  on  the  contrary,  I  am  satisfied  that  another  trial 
▼onld  necessarily  resnlt  in  the  same  conclosion.  McDonoagh's  peti- 
tions are  therefore  dented. 


Ex  PABTB  Obat. 

(Case  No.  3.) 

Decided  Februarg  ^,   1U89. 

46  O.  0.,  1277. 

1.  Aifxin>M»T  Bbfusbd. 

Applicant  proposes  to  ameod  his  olaim  so  as  to  limit  his  invention  to  a  metallic 
diaphragm,  aod  snoh  amendment  has  been  refused  admission. 

2.  Right  to  Amend  Lost. 

When  the  OiUce  hjis  called  the  atteutioii  of  an  applicant  to  his  right  to  cover  in 
his  claim  certain  specific  matter  and  advised  him  to  amend  accordingly,  and 
the  applicant,  declining  to  do  so,  enters  into  an  interference  contest  upon  the 
broad  iasne,  in  which  he  is  finally  defeated,  he  cannot,  after  acquiescing  for  a  long 
period  in  snch  award  of  priority  and  waiting  nearly  ten  years  after  filing  his  ap- 
plication, return  to  the  Office  for  the  purpose  of  proposing  the  amendment  sug- 
gested by  the  Office  and  declined  by  him,  and  which,  if  admitted,  would  result 
in  a  new  interference. 

3.  Decisions  on  Issub  in  Intbrtcrbncb  Conclusivx. 

The  tribunals  a^Jndicating  the  interference  discussed  and  considered  the  specific 
invention  and  Intimated  that  a  motion  to  dissolve  and  re-form  the  issue  would  be 
entertained;  but  i^plicant  declined  to  avail  himself  of  the  suggested  remedy. 
Beld  that  the  decisions,  involving  the  very  question  presented  in  the  amendment 
now  insisted  upon,  are  final  and  conclusive  upon  Gray's  right  to  claim  the  subject- 
matter  presented  in  the  proposed  amendment. 
A  Dbtbctb  Cubbd  bt  Yxrdict. 

It  in  a  fundamental  principle  in  the  common  law  of  pleading  that  when  there 
is  any  defect,  imperfection,  or  omission,  whether  in  nubstance  or  form,  which 
would  have  been  a  fatal  objection  u(>on  demurrer,  (motion  to  dissolve  or  re- 
form,) if  the  issue  Joined  be  snch  as  necessarily  required  on  the  trial  proof  of  the 
&cts  so  defectively  or  imperfectly  stated  or  omitted,  or  without  which  it  is  not 
to  be  presumed  either  that  the  Judge  would  have  directed  the  jury  to  give  or  the 
Jnry  would  have  given  the  verdict,  such  defect,  irap(>rfection,  or  omission  is  cured 
by  the  verdict. 
^  Samb. 

In  the  matter  of  issues  in  interferences  there  is  no  rule  applicable  except  that 
which  provides  the  motion  to  dissolve.  Clearly,  however,  when  an  issue  has  re- 
ceived a  construction  as  to  its  meaning  by  the  court  and  has  been  tried  under 
that  construction  and  the  parties  have  acquiesced  In  it  the  case  becomes  one  in 
which  the  issue  must  be  held  to  be  complete  and  to  read  according;  to  t-he  c^- 
Btmction  thus  given  it.  ^ 
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6.  A]>jtn>iCATiON  OF  Petitions  to  Rbopbn  Ookolusivb  ab  to  Propoasd  kuvsu- 

The  adjndioatioa  of  the  petitions  to  reopen  the  interference  is  oonclasive  as  to 
the  sabject- matter  of  the  proposed  amendment. 

Petition  to  amend. 

TELEPHONES. 

Application  of  Bligha  Gray  filed  October  29, 1877, 

Mr.  M.  B.  Philipp  and  Mr.  Casey  Young  for  the  applicant. 

Hall,  Commissioner: 
This  application  was  filed  Ck^tober  29, 1877,  and  on  the  26th  of  March, 

1878,  was  pat  into  interference  with  Bell's  patent  of  March  7, 1876, 
and  applications  of  Dolbear,  Edison,  McDonongh,  and  others.  Two  of 
the  issaes  were  as  follows : 

Issue  G. 

A  telephonic  receiver  consintiaf;  of  the  combination.  In  au  electric  circuit,  of  a 
ma|(net  and  a  diaphragm  sapported  and  arranged  in  close  proximity  thereto,  whereby 
sounds  thrown  upon  the  line  may  be  reproduced  accurately  as  to  pitch  and  quality. 

Issue  J. 

The  combination,  with  an  electro-magnet,  of  an  iron  or  steel  diaphragm  secured 
to  a  resonant  case  for  rendering  audible  acoustic  vibrations. 

Issue  O  is  a  broad  claim  for  a  telephonic  receiver  consisting  of  any 
diaphragm  sapported  and  arranged  in  close  proximity  to  the  magnet 
in  an  electric  circnit.  Issne  J  embraces  as  an  element  specifically  an 
iron  or  steel  diaphragm. . 

Such  proceedings  were  had  in  the  Interferences  that  the  Examiner 
of  Interferences  gave  an  award  of  priority  in  issue  J  to  Bell  on  July  26, 

1879.  Gray  acquiesced  in  this  decision,  and  hafl  never  ^>pealed  from 
it,  though  on  December  30, 1886,  seven  years  afterward,  he  presented 
a  petition  to  the  Oommittsioner  of  Patents  asking  to  have  all  the  orders 
and  decisions  in  the  interferences  set  aside  and  a  new  trial  granted. 
This  will  be  more  clearly  seen  by  a  reference  to  the  decision  of  this  date 
in  the  interferences. 

In  issue  O  priority  of  invention  was  awarded  to  McDonough  by  the 
Examiner  of  Interferences.  Gray  and  Bell  appealed  to  the  Examiners- 
in-Chief,  where  the  decision  was  reversed  and  priority  was  awarded  to 
Bell  October  23, 1884.  Upon  appeal  by  Gray  and  McDonough  this  de- 
cision was  affirmed  by  Commissioner  Butterworth  March  3, 1885.  Sub- 
sequent proceedings  iu  reference  to  this  issue  are  set  out  in  the  decisioa 
in  the  interferences  above  referred  to. 

Pending  the  petition  for  rehearing  in  the  interferences,  Gray  pre- 
sented an  amended  claim  February  23, 1887,  which  was  not  admitted 
or  entered,  probably  because  the  effect  of  his  petition  was  to  preserve 
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the  pendency  of  the  interference,  daring  which  amendmeut  affecting 
the  iaane  cannot  be  made.  April  4, 1SS7,  Omy  pre^nted  a  second 
amendment  waiving  inferentially  the  first.    It  is  as  follows : 

The  oombiDfttioD,  snbstantially  m  hereinbefore  set  forth,  in  an  electric  circuit,  of  a 
magnet  and  metallic  diaphragm  sapported  and  arranged  in  close  proximity  thereto, 
whereby  sonnds  thrown  upon  the  line  may  be  reproduced  aoonrately  as  to  tone, 
pitch,  and  quality. 

lasne  G  was  framed  upon  G-ray's  original  claim — 

The  eombi nation,  mibstantially  as  hereinbefore  set  forth,  in  an  electric  circuit,  of  a 
majpiet  and  a  diaphragm  supported  and  arranged  in  close  proximity  thereto,  whereby 
loandB  thrown  upon  the  line  may  be  reproduced  accurately  as  to  tone,  pitch,  and 
qnaUty. 

It  will  thns  be  seen  that  the  only  difference  between  the  two  claims 
ia  that  the  latter  covers  a  {aniif)  diaphragm,  while  the  former  is  limited 
to  a  metallic  diaphragm* 

Prior  to  the  filing  of  Oray's  application  Bell  had  taken  ont  his  two 
patents,  Nos.  174,465  and  180,787,  the  former  containing  a  broad  claim 
for  a  diaphragm  generically  and  the  latter  a  specific  claim  for  the  me- 
tallic diaphragm.  JaDoary  30, 1878,  Oray's  claim  was  rejected  npou 
Bell's  patent,  No.  186,787.  Subsequently  this  was  withdrawn  aud  the 
rejection  made  upon  Bell's  patent,  No.  174,465.  This  was  because 
the  latter  contaiued  the  broad  claim.  In  the  letter  of  r^ection  the 
Office  called  Oray's  attention  specifically  to  the  metallic  diaphragm,  and 
advised  him  that  if  he  desired  to  make  a  specific  claim  to  the  metallic 
diaphragm  he  should  do  so.  He  declined  to  do  this,  although  his  appli- 
cation showed  the  metallic  diaphragm,  aud  in  his  specification  he  states 
that  he  prefers  to  use  such  a  dia))hragm.  Id  his  letter  ti)  the  Office, 
March  20, 1878,  he  stated  that  he  intended  ^^  to  contest  the  matter  in  its 
broadest  scope." 

The  declaration  of  interferences  followed,  in  which,  among  other 
issnes,  were  formulated  G  and  J.  From  this  statement  it  will  appear 
that  it  became  necessary  for  the  Examiner,  in  preparing  the  interfer- 
eooesy  to  frame  two  issues,  one  covering  the  broad  or  generic  claims  and 
one  covering  the  specific  claims,  for  while  Bell  claimed  each  in  his 
patents,  and  Gray,  claiming  the  invention  broadly,  only  showed  the 
specific  ooustrnctiou,  yet  there  were  other  parties  behind  or  later  than 
Gray  who  showed  and  claimed  the  si>ecific  construction — the  metallic 
diaphragm.  It  was  to  meet  this  necessity  that  issues  G  and  J  were 
framed,  Gray  aud  Bell  being  parties  to  each. 

The  decision  of  issue  G  disposed  of  the  broad  or  generic  claim  in  favor 
of  Bell.  It  so  happens  chat  without  a  metallic  diaphragm  the  telephone 
cannot  be  made  commercially  valuable;  and  while  Bell's  broad  claim 
would  dominate  the  specilic  metallic-diaphra^iii-claim,  yet  the  latter 
vouhl  really  be  the  contri>lling  one,  without  which  the  other  would  be 
ot  little  use.  0117^1  hvQooQle 

Now,  in  this  condition  of  the  case,  nearly  ten  years  after  the  tiling 
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of  his  application,  nearly  four  years  after  the  decision  of  issae  J,  and 
not  quite  two  years  after  the  final  decision  of  the  Ooinmii»ioner  in  issne 
6,  Gray  tendered  this  amendment  and  asked  to  be  allowed  to  claim  the 
metallic  diaphran^m.  Notwithstanding  Oray's  petition  to  reopen  the  in- 
terferences was  on  file,  this  amendment  was  referred  by  my  predecessor 
to  the  Examiner  for  report,  who  made  a  favorable  report  April  6, 1887. 
Upon  my  succeeding  to  the  position  of  Oommissioner  I  resubmitted  it 
to  the  Examiner.  It  appeared  that  possibly  the  amendment  might  a£fect 
the  interests  of  parties  under  the  acyudications  in  the  interferences. 
Accordingly,  notice  was  given  to  Bell  to  appear  and  be  heard,  if  he  de- 
sired, upon  the  question  as  to  how  for  Gray  was  concluded  by  the  ad- 
judications and  whether  they  precluded  him  from  filing  this  amend- 
ment and  setting  on  foot  a  new  interference.  Objection  was  made  by 
Gray  that  at  this  time  his  case  was  ex  parte^  and  the  Office  had  no  right 
or  power  to  bring  Bell  in  or  give  him  notice  of  the  claim ;  but  this  view 
did  not  prevail.  It  was  knowti  that  if  the  amendment  were  admitted 
it  woald  result  in  a  new  interference,  which  would  at  once  disclose 
Gray's  daim  to  Bell,  and  in  view  of  the  long  and  expensive  proceedings 
in  the  interferences  which  had  been  closed,  it  was  deemed  best  to  have 
a  full  hearing  before  opening  them  up  again  on  an  ex  parte  motion. 
The  result  was  that  the  case  was  fully  argued  before  the  Primary  Bx- 
aniiuer,  who  advised  against  admitting  the  amendment  It  was  fully 
argued  before  the  Commissioner  and  is  now  to  be  disposed  of. 

Gray  claims  the  right  to  amend,  because  his  application  is  still  pend- 
ing undisposed  of.  He  insists  that  the  right  to  amend  is  given  by- 
statute;  that  the  amendment  was  not  admissible  pending  the  interfer- 
ences, which  were  only  disposed  of  March  3,  1885;  that  he  tendered  an 
amendment  February  18, 1887,  which  was  within  two  years  succeeding 
the  last  action  of  the  Office ;  that  from  this  date  he  was  entitled  to  two 
years  longer  to  appeal  from  the  action  of  the  Office  refusing  to  admit 
the  amendment,  or  to  take  such  other  appropriate  action  as  he  saw 
proper ;  that  he  filed  another  and  different  amendment,  and  in  oou- 
sequence  his  application  is  not  abandoned,  and  that  he  is  entitled  to 
action  upon  it. 

Bell  introduces  the  record  and  adjudications  in  the  interferences,  and 
in  effect  pleads  them  in  bar  of  this  amendment.  The  entire  record  is 
before  me  in  support  of  the  plea.  Bell  also  insists  that  the  inventions 
of  Gray  belong  to  the  Bell  Telephone  Company ;  that  Gray's  case  is 
abandoned,  and  that  in  the  exercise  of  a  proper  discretion  the  Commis- 
sioner ought  to  deny  Gray's  motion  to  amend. 

The  case  was  argued  orally  at  great  length,  and  elaborate  briefs, 
showing  great  research,  have  been  presented  to  aid  me  in  disposing  of 
the  questions  involved.  The  record  discloses  the  fact  that  in  the  inter- 
ferences Gray  has  introduced  all  the  evidence  attainable  so  far  as  con- 
cerns his  invention,  whether  we  consider  a  membranous  diaphiagoi 
with  an  armature  or  a  metallic  diaphragm,  <^  the  blacking-box  receiver," 
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^Hhe  wash-btisio  receiver,"  or  *Hhe  tiu-cup  receiver,"  and  whether*the 
issne  be  a  generic 'claim  to  any  diaphraj^m-receiver  or  a  specific  claim 
to  a  metallic  diapbragm-receiver.  It  also  appears  clearlj  that  in  de* 
clariug  the  several  interferences  the  examiner  endeavored  to  formulate 
them  iu  sacli  a  way  as  to  cover  the  whole  subject  of  the  telephone  and 
all  it8  elements  as  shown  and  claimed  by  the  varioas  parties.  The  sit- 
nariou  was  such  that  it  was  the  duty  of  the  examiner  in  formulating 
the  issaes  to  frame  one  covering  a  receiver  consisting  of  a  magnet,  a 
DietuUic  diapliragm,  etc.,  for  it  was  shown  in  all  the  applications  later 
than  Gray  and  claimed  by  one  of  them,  as  well  as  by  Bell  in  his  second 
patent.  That  issue  J  was  intended  to  meet  this  requirement  there  is 
little  doabt.  If  it  does  not,  then  an  issue  that  would  meet  it  ought  to 
have  been  framed.  While  it  is  true  that  primarily  the  examiner  pre- 
parer and  formulates  the  issues,  yet  a  duty  also  rests  upon  t  he  parties 
with  respect  to  the  matter.  The  rules  provide  that  they  may  move  to 
dissolve  the  interference  or  to  remodel  or  re-form  the  issues.  They  bear 
much  the  same  relation  to  the  issues  that  suitors  do  to  feigned  issues  in 
equity. 

In  the  interferences  the  evidence  was  taken  and  introduced  as  if  every 
possible  question  were  presented.  It  was  argued,  apparently,  upon  the 
same  general  presumption.  That  this  is  true  is  clearly  shown  by  the 
elaborate  decision  of  the  Examiner  of  Interferences : 

Now,  it  is  trae  all  of  the  parties  to  this  ooaDt  describe  receiyers  coDtaining  an  eleo- 
tro-magnet  and  an  iron  or  steel  diaphragm  seen  red  to  a  reionani  oaie,  bnt  not  to  a 
monaior,  saoh  as  Edison's,  nor  are  they  adapted  to  respond  only  to  a  given  series  of 
electrical  impulses.  Gray  shows  the  diaphragm  attached  to  a  dariugi  bell,  or  trum- 
pet shaped  case.  Dolbear  fastens  his  diaphragm  to  a  rigid  frame  or  support,  K,  and 
says :  ''A  bonnet  or  tnbe,  t,  may  be  attached  to  the  frame  K,  as  shown,  or  in  any  ocber 
oonvenient  manner;  6tft,  although  itfacllitatea  apeaking  and  hearii^t  it  is  not  eMBontialto 
(he  SHCco»9fiU  operation  of  the  inetrument."  Holcombe,  speaking  of  bin  iustrument, 
says:  **  I  find  it  oonvenient  for  but  not  absohitelg  neoeseary  lo  the  satisfactory  perform- 
ance of  the  iustrnment  to  have  a  box  to  partially  iuchne  t\io  diHk,  and  also  to  have  a 
tube  or  month-piece  which  shall  direct  the  voice  more  eif«*ctnaUy  upon  the  vibrating 
or  transmitting  disk.  *  *  •  When  the  instrument  itt  used  as  a  receiver,  this 
mouth-piece  or  tube  can  be  applied  to  the  ear,  and  Herves  to  concentrate  upon  the  ear 
the  sounds  evolved  from  the  receptive  and  vibrating  diHk/' 

Richmond's  transmitter  is  provided  with  a  strained  metallic  diaphragm,  above 
which  extends  *'  a  removable- speaking  tube  or  channel,  through  which  the  sound  it 
|B  desired 'to  transmit  is  conveyed  t^  the  diaphragm,"  and  he  mentions  placing  an 
electro-magnet  nnder  this  diaphragm  to  convert  it  into  a  receiver,  and  Bell  employs 
a  metallic  diaphragm  fixed  to  a  rigid  support  with  a  cover,  and  what  he  terms  a 
"  speaking-tube.'' 

From  the  circumstance  that  all  of  the  parties  mention  the  use  of  a  resonant  case  or 
tube,  though  totally  unlike  Gdison's  in  purpose  and  function,  it  might  be  inferred 
that  the  term  ''resonant  case,"  as  employed  in  the  declaration,  comprehended  any 
and  all  each  devices,  whether  used  to  confine  and  direct  sound-waves  or  as  an  ana- 
lyzer to  respond  to  a  given  series.  This  would  be  the  logical  conclusion  deduced  front 
the  fisets  as  they  appear,  were  it  not  for  the  alleged  interfering  claims  of  Bell  and  Dol- 
bear, which  are  said  to  comprehend  the  same  subject-matter  a«£<liiK>n's  claim,  and 
henee  should  contribute  in  an  equal  degree  to  its  definition.     "  ^ 
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Bell's  third  olaim  relates  to  the  coinbinatiou  of  aa  electro- magnet  with  a  plate  of 
iron  or  steel  or  other  material  capable  of  lad  active  action,  so  arraoj^ed  a9  tp  bt  tbrowu 
into  v^ibration  by  soand-waves  or  the  attraction  of  a  magnet.    No  refereoce  whatever 
{B  made  to  the  resonant  case  or  tnbe,  nor  does  the  specification  warrant  itH  inclnsiou 
as  a  necessary  element.    It  was  properly  included  in  cases  I  and  J,  because  of  the. 
reference  to  its  action  as  transmitter  and  receiver. 

Turning  next  c-o  Dolbear's  third  claim,  and  the  absence  of  a  resonant  case  is  equally 
apparent.  He  mentions  it  in  his  specification  as  a  useful  but  non-essential  eleuieut, 
and  claims:  (3)  ''  One  or  more  helices  or  coils,  included  in  the  circuit  of  the  main  liii«', 
and  surrounding  a  core  or  core't,  in  coiubinatirm  with  an  elastic  inductive  plate  or 
armature  facing  the  poles  of  said  core  or  cores,  and  a  rigid  support  or  frame  to  which 
the  opposite  edges  of  said  plate  or  armatnre  are  secured. 

Weie  it  not  for  the  specific  reference  to  Edison's  **  resonant  case  for  rendering  aud- 
ible acoustic  vibrations/'  a  middle  grouu<l  common  to  all  of  the  parties  might  be  found 
in  the  combination,  with  the  electro-magnet,  of  an  iron  or  steel  diaphragm  secnreil  at 
its  edges  to  a  rigid  support  or  frame,  and  adapted  to  render  audil>le  electric  waves  or 
undulations  traversing  the  electro-magnet ;  but  such  a  construction,  while  supported 
by  Dolbear's  olaim  3,  is  at  variance  and  totally  irreconcilable  with  Edison's  inveiUioit 
asezpresse«l  in  his  olaim  and  the  declaration.  No  proper  and  legitimate  interference  is 
l>elieved  to  exi^t  between  the  parties  hereto  on  Edison's  claim.  It  refers  and  pur- 
tains  to  a  different  system,  device,  combination,  and  purpose  from  anything  disclosed 
by  the  other  parties.  It  is  not  co-extensive  with,  nor  *does  it  include,  the  invention 
claimed  by  Bell  and  Dolbear. 

Inasmuch  a^  Edison's  claim,  when  restricted  to  the  Invention  described  by  him,  i» 
insufficient  to  support  the  declaration, -bat  two  alteruatives  are  present,  either  to  re- 
port the  case  for  dissolution  or  give  to  the  claim  a  fictitious  value.  A.s  the  parties 
are  at  liberty  to  move  for  a  dissolution,  it  is  thought  best  to  proceed  with  the  case, 
and,  if  possible,  so  construe  the  terms  of  the  count  as  to  include  matter  common  to  the 
patent  and  the  several  applieations. 

To  satisfy  all  the  condicions  the  instrument  may  be  either  a  producer  or  reproducer 
of  soand,  forEdwon  develops  the  former  capacity  only,  while  the  remaining  parties 
employ  the  laltter.  The  diaphragm  must  be  of  iron  or  steel,  because  Bell's  first  pa- 
tent describee  a  membrane  diaphragm ;  and  the  diaphragm  must  be  secured  at  its  edges 
to  a  resonant  case,  which  latter  may  be,  Jirst,  a  resonator  adapted  to  pick  out  and 
respond  to  a  given  series  of  electrical  waves  as  described  by  Edison ;  or,  Moosd,  a  eon- 
voyer  for  confining  and  directing  all  series  and  characters  of  sound-waves  as  described 
by  the  remaining  parties. 

Such  is  believed'to  .be  the  only  rational  and  consistent  interpretation  that  can  be 
given  to  the  declaration  and  at  the  same  time  create  an  interference.    •    *    * 

It  results  from  this  condition  of  affairs  that  the  inventor  of  a  device  consisting  of 
an  electro-magnet  and  a  diaphragm  fastened  to  the  end  of  a  resonator,  and  used  in  cou- 
neotiou  with  a  reed  or  harmonic  transmitter  with  whose  rate  of  vibration  the  oolaaia 
of  air  is  in  accord,  the  whole  being  so  arranged,  adjusted,  and  used  that  the  tones 
prodnee<l  by  the  vibrations  of  .the  transmitter  shall  alone  be  rendered  audible ;  that 
the  inventor  of  such  a  device^apted  and  used  only  as  an  acoustic  or  harmonic  tel- 
egraph receiving-instrument,  may  claim  and  thereby  subordinate  an  instrument, 
which,  although  it  includes  the  diaphragm  and  electro-magnet,  is  so  constructed  and 
used  that,  iiistead  of  responding  to  one  tone  only,  as  produced  by  a  vibrating  reeil 
with  which  it«  resonator  is  made  to  accord,  responds  to  any  and  all  tones  not  pro- 
dnoed  but  transmitted  by  an  instrument  nnder  the  influence  of  sound-waves. 

Tet  such  would  be  th^  legitimate  outcome  of  this  tnterforenoe  were  it  proved  that 
Edison's  invention  of  the  devices  shown  and  described  in  his  application  antedated 
the  inventions  of  the  other  parties. 

It  appears,  however,  from  the  evidence  adduced  that  Edison's  Exhibits  A  and  A\ 
relied  npon  in  support  of  his  claim,  were  no  more  than  abandoned  experiments,  abaii 
doned  for  no  other  reason  than  because  they  were  found  to  be  incapable  of  satis - 

fkfttAril v  TtArf«rrmin<r  t.ltAir  allntAH  <1iif.v    a.nA  wata  rannLfAetA  oji  a/  via  vaIha 
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None  of  Gray's  instramenta  made  ia  1874, 1875,  or  1876,  are  proved  to  have  possessed 
the  featmes  in  issue.  Dolbear's  suggestions  of  October,  1876,  as  to  the  sabstitatiou 
of  a  sheet-iron  diaphragm  for  the  rubber  and  iron,  as  applied  to  the  tube,  were  not 
esrrried  out  in  the  instruments  comnieuced  in  December,  lt^6,  and  fluinhed  in  Febru- 
ary, 1877. 

InespeotiTe  of  the  oonstmction  of  the  instrument,  which  seems  to  have  been  about 
the  time  the  application  for  the  second  patent  was  filed,  it  is  evident  that  Bell  bad 
practically  made  the  invention  when  he  suggested  and  applied  the  first  iron  dia- 
phragm. He  had  invented  and  applied  all  the  other  elements,  and  the  iron  diaphragm 
was  to  take  the  place  of  the  membrane  diaphragm  previously  employed. 

Priority  of  invention  is  aecordingly  awarded  A.  G.  Bell  on  this  count. 

Althoogh  Gray  did  not  appeal  from  the  decisioa  of  the  Examiner  of 
iDterfereuoes  in  iasae  J,  be  did  in  issue  6,  and  must  have  known  at 
ooee  what  the  decision  was  in  issue  J^  as  betwt'en  Bell  and  Edisou. 

The  Examiners-in-Ohief  adopted  the  construction  placed  upon  the 
issue  by  the  Examiner  of  Interferences. 

The  problem  presented  by  this  state  of  facts  is  how  to  construe  the  issue  so  that 
Bell's  patent,  the  applications  of  the  other  parties,  and  the  three  claims  of  Bell,  Edi- 
son, and  Dolbear  may  beheld  to  cover  the  same  subject-matter,  for  it  is  evident  that 
if  Edioon's  application  and  claim  alone  be  the  guides  there  would  be  no  interference. 
It  is  tme  the  dissolution  of  the  interference  might  be  recommended,  but,  remembering 
the  present  advanced  stage  of  the  case,  the  failure  of  any  of  the  parties  to  whom  all 
of  these  matters  have  long  been  known  to  seek  dissolution  in  the  manner  described, 
and,  above  all,  the  controlling  fact  that  this  proceeding  was  instituted,  and  by  com- 
mon eonsent  has  been  conceded  to  have  been  institnted,  to  try  the  question  of  the  in- 
venUoship  of  the  speaking-telephone,  it  is  thought  best  to  pursue  the  course  adopted 
by  the  Examiner  of  Interferences,  and  award  priority  upon  a  meaning  given  to  the 
issue  which  will  best  accomplish  this  end.  If  either  party  feels  aggrieved  by  this 
course,  his  remedy  is  ample.  The  effect  of  the  adoption  of  a  contrary  course  is  so 
elearly  set  oat  by  the  Examiner  that  we  quote  his  language  entire : 

*'  It  results  from  this  condition  of  ^affairs  that  the  inventor  of  a  device  consisting 
of  sn  electro-magnet  and  a  diaphragm  fastened  to  the  end  of  a  resonator,  and  used 
in  connection  with  a  reed  or  harmonic  transmitter  with  whose  rate  of  vibration  the 
column  of  air  is  in  accord,  the  whole  being  so  arranged,  a^nsted,  and  used  that  the 
tooes  produced  by  the  vibrations  of  the  transmitter  nhall  alone  be  rendered  audible; 
tiiat  the  inventor  of  soeh  adeviee,  adapted  and  nsed  only  as  sn  acoustic  or  harmonic 
telegraph  receiving-instniment,  may  claim  and  thereby  subordinate  an  instrument, 
which,  althoogh  it  indndes  the  diaphragm  and  electro-magnet,  is  so  constructed  and 
Qied  that,  instead  of  responding  to  one  tone  only,  as  produced  by  a  vibrating  reed 
with  whieh  its  resonator  is  made  to  accord,  responds  to  any  and  all  tones  not  produced 
bot  transmitted  by  an  instrument  acting  under  the  influence  of  sound-waves. 

"  Tet  such  would  be  the  legitimate  outcome  of  this  interference  were  it  proved  that 
Edison's  invention  of  the  devices  shown  and  described  in  his  application  antedated 
the  inventions  of  the  other  parties.'* 

To  obviate  this  difficulty  two  ooustruccioos  of  the  issue  are  presented— one  by  the 
<lecision  of  the  Examiner  of  Interferences,  and  the  other  by  the  argument  for  Bell. 
Both  of  them  may  be  here  stated :  The  former  is,  in  effect,  an  inntrnnient  for  render- 
ing andible  aeoustic  vibrations,  consisting  of  an  electro-magnet  and  ar<  iron  or  steel 
(iiaphragm  secured  at  its  eilges  to  a  resonaut  case  consisting  either  of  a  resonator 
«liieh  picka  ont  and  responds  to  a  given  series  of  electrical  waves,  or  a  conveyer  which 
Mifines  and  directs  all  sound-waves,  the  latter  a  speaking; telephone  receiver  conHist- 
Di?  of  an  electro-magnet  and  an  iron  or  steel  diaphragm  mounted  on  a  suitable  sup- 
port. 
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Tbougb  this  latter  oonstraotion  appears  to  be  mojee  in  accordance  with  the  spirit  of 
this  interference  and  the  rlecognized  purpose  for  which  it  was  declared,  it  in  fact  makes 
little  ditfere;ice  which  is  adopted.  In  either  case  the  establishment  of  Edison's  con- 
tentions would  give  him  an  award  of  priority.     \   •    • 

It  thus  appears  that  in  either  view  which  may  be  taken  of  the  meanings  of  this 
issue  Edison  has  neither  overcome  BelVs  record  dates  nor  gone  beyond  his  ascertained 
date  of  invention. 

It  thus  clearly  appears  that  issae  J  was  coustrued  and  decided  as 
coveriag  a  speaking- telepLoDe  receiver  consistia^  of  an  electro- magnet 
aud  an  iron  or  st^^el  diaphragm  mounted  on  a  saitable  support.  Not 
only  this,  bnt  it  also  appears  that  in  detenniniugthe  issue  the  Bxamiuer 
of  Interferences  gave  consideration  to  the  whole  of  Oray's  evidence. 
He  discussed  and  considered  the  claims  of  Oray  as  they  were  predicated 
upon  each  of  his  specified  receivers  containing  his  alleged  metallic 
diaphragms,  and  he  awarded  priority  to  Bell  over  Oray  and  the  other, 
parties.  Oray  acquiesced  in  this  decision  until  he  presented  his  petitions 
to  reopen  the  interferences.  These  petitions  having  been  disposed  of, 
the  adjuoation  is  conclusive  as  to  the  subject-matter  of  the  present 
amendment.  If  there  was  error  on  the  part  of  the  Examiner  of  Inter- 
ferences in  giving  to  the  issue  the  construction  he  did  and  in  not  taking 
steps  to  have  the  issue  re-formed,  it  could  have  been  corrected  by  ap- 
peal to  the  Commissioner  or  by  moving  to  have  the  issue  re-formed.  It 
was  as  much  the  duty  of  Oray  to  move  in  these  directions  as  of  the 
Office  or  the  other  parties.  Unquestionably  it  would  have  been  better 
and  more  satisfactory  to  have  had  the  issue  put  in  better  shape ;  but  it 
was  allowed  to  stand,  and  must  be  allowed  to  stand  as  a  final  adjudica- 
tion.  Not  only  this,  but  the  construction  given  to  the  issue  was  favor- 
able to  Oray  according  to  the  claims  he  then  made  and  the  claims  to 
invention  he  now  urges.  So  far  as  is  known,  he  may  himself  have  been 
largely  instrumental  in  convincing  the  Examiner  and  inducing  him  to 
accept  this  very  construction  of  the  issue.  Some  of  the  other  parties 
to  the  issue  possibly  might  have  had  just  grounds  for  complaint  at  the 
construction.  For  instance,  Edison  might  have  insisted  upon  a  patent 
tor  his  resonant  case  receiver,  notwithstanding  priority  ^as  given  to  Bell 
under  this  construction  upon  the  ground  that  as  to  his  receiver  he  was 
not  a  proper  party  to  the  interference ;  but  he  made  no  motion  to  re- 
form the  issue,  nor  has  he  made  any  complaint.  The  same  is  tnie  as  to 
Oray.  Although  the  Examiner  of  Interferences  suggested  the  dififi- 
culty,  as  did  also  the  Examiners-in  Chief,  and  intimated  that  it  might 
be  a  case  tor  a  motion  to  dissolve  and  reform  the  issue,  yet  both  Oray 
and  the  other  parties  acquiesced,  and  Oray  declined  to  appeal  from  the 
decision  of  the  Examiner  of  Interferences,  so  that  as  to  him  the  decision 
is  final  and  conclusive.  It  was  a  decision  upon  a  well-understood  tssae, 
involving  the  very  question  presented  in  the  amendment  now  insisted 
upon,  and  to  which  issue  the  whole  evidence  in  the  case  was  directed. 
If  the  amendment  shall  be  admitted,  it  would  result  in  a  new  interfer- 
ence with  the  same  patent  of  Bell.    Without  doubt  a  new  and  better 
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issae  woald  be  framed ;  bat  it  would  be  precisely  the  same  ia  meaning, 
scope,  and  effect  as  isRne  J,  as  eonstraed,  tried,  and  determined. 

It  in  a  fundamental  principle  in  the  common  law  of  pleading  and  is 
recognized  in  all  code  pleading  that  where  there  is  any  defect,  imper- 
fection, or  omission  in  any  pleading,  whether  in  substance  or  form,  which 
woald  hskve  been  a  fatal  objection  upon  demurrer,  (motion  to  dissolve 
orreform,)  jet,  if  the  issue  joined  be  such  as  necessarily  required  on  the 
trial  proof  of  the  facts  so  defectively  or  imperfectly  stated  or  omitted, 
or  without  which  it  is  not  to  be  presumed  either  that  the  judge  would 
liave  directed  the  jury  to  give  or  the  jury  would  have  given  the  verdict, 
BQcU  defect,  imperfection,  or  omission  ia  cured  by  the  verdict  (Ghitty  on 
Pleading,  16  Am.  Ed.,  and  notes.) 

In  the  matter  of  issues  in  interferences  there  is  no  rule  applicable  ex- 
cept t;hat  which  provides  the  motion  to  dissolve.  Clearly,  however, 
where  an  issue  has  received  a  construction  as  to  its  meaning  by  the 
court  and  has  been  tried  under  that  construction  and  the  parties  have 
acqaiesced  in  it  the  case  ceases  to  be  one  of  defective  pleading,  and 
becomes  one  in  which  the  issue  must  be  held  to  be  complete  and  to 
read  according  to  the  construction  thus  given  it. 

The  decision  of  the  Examiner  of  Interferences  upon  issue  J,  thus  con- 
strued, read,  and  understood,  is  conclusive  upon  Gray's  right  to  claim 
the  subject-matter  presented  in  the  proposed  amendment.  (Harlow  v. 
Ouemeey,  O.  D.,  1875,  47;  Wkiteley  v.  McOormiok,  0.  D.,  1870,229; 
Beloii  V.  Morgan,  7  Wall.,  019 ;  CromwM  v.  Sac  Oountyj  94  U.  S.,  352 ; 
Ft/«oi»'«  Executors  v.  Deen,  121  U.  S.,  525.) 

The  subject-matter  of  this  amendment  was  not  only  involved  in  issue 
J  and  claimed  there,  but  it  was  acljudicated  as  a  matter  of  fact  in  issue 
G,  and,  under  well-settled  principles  recognized  in  the  decisions  just 
cited,  such  an  adjudication  is  conclusive. 

In  issue  O  Bell's  broad  claim  to  a  receiver  was  involved.  The  Ex- 
aminer gave  him  as  the  date  of  his  invention  the  date  of  the  filing  of  his 
applicariou — February  14,  1876.  Gray  attempted  to  establish  priority 
by  introducing  evidence  of  his  metallic  diaphragms  in  1874  and  1875  or 
at  any  time  earlier  than  February  14,  1870.  If  he  hail  established  by 
iu8  proof  that  he  had  invented  the  r^etallic-diaphragm  receiver  at  an 
earlier  date,  this  would  have  entitled  him  to  a  broad  claim  to  any  re- 
ceiver, for  whoever  invents  a  species  at  the  same  time  invents  the  genus ; 
bat  it  was  expressly  found  and  decided  by  the  Examiner  of  Interfer- 
ences, the  £xaminers-in-Ohief,  and  the  Commissioner  that  Gray  did  not 
make  such  invention  and  complete  it  so  as  to  take  priority  over  Bell's 
ilateof  February  14,  1876.  They  also  expressly  found  that  Gray  did 
nothing  toward  completing  any  invention  involved  until  long  after 
Bell's  secoud  patent  was  applied  for  and  issued.  These  findings  are 
based  upon  Gray's  testimony,  which  (as  he  states)  is  all  that  he  can  pro- 
duce lelatiug  to  the  metallic-diaphragm  receivers — the  "  blacking-box 
receiver,"  the  "  wash-basin  receiver,"  and  the  "  tin-cup  receiver."  ^ 
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These  adjudicatious  and  findiDf^s  cannot  be  reriewed  by  me  here.  I 
must  accept  them  as  correct,  just,  and  conclusive,  for  the  reason  that 
in  the  interference  proceedini^s  1  have  been  called  upon  to  make  such 
review  and  re-examination,  and  have  not  been  able  to  see  my  way  clear 
to  disturb  them. 

It  follows  that  Oray's  motion  to  amend  is  denied  and  the  amendment 
refused. 


Ex  PASTE  Cabteb. 
Decided  March  1,  1889. 

46  O.  0.,  1391. 

1.  Whenever  a  claim  for  an  illegitimate  combination  is  presented  in  an  application 

which  alHo  contains  claims  for  different  elements  constituting  distinct  and  sepa- 
rate inventiouH  which  ought  not  to  be  claimed  in  the  same  application,  a  vital 
objection  as  to  form  is  presented,  aud  the  claim  may  be  rejected  for  the  purpose 
of  enabling  the  Office  to  require  division.  Such  a  n^Jection,  though  relating  to 
form  involves  merits,  and  an  appeal  therefrom  should  lie  to  the  Examiners-in- 
Chief. 

2.  Division  must  be  required  for  two  reasons :  first,  because  the  distinct  subjects  of 

invention  ought  not  to  be  embraced  in  one  application  ;  eeecndy  because  the 
applicant  has  not  the  right  by  aggregating  claims  to  any  number  of  distinct  in- 
ventions under  a  false  claim  to  a  combination  to  force  the  Office  to  examine  and 
act  upon  his  several  inventions. 

3.  There  is  no  rule  or  requirement  that  an  appeal  which,  though   made  because  re- 

lating to  form,  involves  the  absolute  merits  of  a  claim  shall  be  taken  to  the  Com- 
missioner merely  to  save  applicant  the  appeal  fee.  If  applicant  be  put  to  the  trouble 
and  expense  of  a  second  appeal  after  the  requirement  of  division  has  been  oom- 
piied  with  and  the  application  has  reached  the  stage  for  fhll  consideration  upon 
its  entire  merits,  the  fault  is  with  applicant  who  has  presented  his  applloation 
under  such  conditions  rather  than  due  to  the  Office  or  its  praotioe. 

Repebenge. 

BRICK-MOLDS. 

Applioation  of  Edward  B.  Garter  filed  AprU  19, 1888,  No.  271,127. 
Messrs.  C.  A.  Snow  dk  Co.  for  tbe  applicant. 

STATEMENT. 

One  of  the  claims  in  this  application  has  been  rejected  becaase  it 
covers  au  illegitimate  combination  or  an  aggregation  of  elements.  Ap- 
plicant  appealed  from  such  rejection  to  tbe  Examiners-inChief.  The 
Board  refused  to  take  jurisdiction  of  the  appeal  and  remanded  thecaae 
to  tlie  Primary  Examioer  for  recousi<leration  aud  sach  action  as  woald 
dispose  of  the  merits  of  all  the  claims.  The  Examiner  has  referred  the 
case  to  the  Commissioner  for  instructions. 

Hall,  Commissioner :  0117^.1  hv  QooqIc 

In  this  case  the  Examiner  advises  the  Oommissioner  that  the  claims 
were  objected  ^to  on  the  ground  that  they  embraced  aggregations 
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and  not  legitimate  combinations.  Belying  apon  ex  parte  OiHeUe^  (44 
O.O.,  819,)  he  refn<!ied  to  enter  npon  a  consideration  of  the  merits  of 
the  claims  until  the  question  of  form  was  settled.  The  Bxaminer 
evidently  held  that  the  alleged  illegal  combination  as  presented  in 
the  claims  raised  a  question  of  form.  In  dne  time  applicant  appealed  to 
the  Ezaminers-in-Ohie£  Such  tribunal  refused  to  assume  jurisdiction 
and  give  consideration  to  the  appeal,  and  remanded  the  application  to 
the  Primary  Examiner  for  further  action,  which  would  dispose  of  the 
merits  of  the  whole  case.  The  Examiner  thereupon  referred  the  matter 
to  the  Gommissioner  for  instructions. 

I  shall  not  look  into  the  case  to  determine  whether  the  status  involved 
IB  one  in  which  the  illegitimacy  of  combination  can  be  said  to  raise  a 
pniliminary  question  as  to  form,  but  will  content  myself  with  pointing 
ont  the  eonditions  under  which  that  question  arises. 

The  question  of  legitimacy  of  combination  is  necessarily  one  involv- 
ing merits.  It  may,  however,  present  itself  in  such  a  way  as  to  con- 
stitute one  of  form  also;  Thus  in  an  application  where  appears  a  claim 
for  a  combination  between  three  elements,  A,  B,  and  Oy  and  no  other 
daim  is  made  to  either  of  the  elements,  no  question  can  arise  as  to  form. 
A  decision  on  the  merits  of  the  combination  claim  can  be  made  at  once, 
thus  disposing  of  the  entire  application.  As  contradistinguished  from 
Bach  a  case,  take  one  wherein  the  elements  A,  B,  and  0  are  distinct  and 
aeparate  subjects  of  invention— one  for  a  governor  of  an  engine,  another 
for  a  hoisting  apparatus,  and  a  third  for  a  lifting-jack.  The  application 
contains  a  claim  for  a  combination  between  the  three  elements,  and  also 
broad  and  specific  claims  for  the  three  distinct  subjects  or  elements, 
respectively.  It  is  apparent  at  a  glance  that  the  claim  is  for  an  illegiti- 
mate combination,  and  that  the  remaining  claims  are  for  such  subjects 
which  prevent  their  being  prosecuted  in  the  same  application.  Division 
musft  be  required  for  two  reasons :  firsts  because  the  three  distinct  sub- 
jects  of  invention  ought  not  to  be  embraced  in  one  application  or  secured 
in  one  Met  of  Letters  Patent ;  second^  because  the  applicant  has  not  the 
right,  by  aggregating  claims  to  any  number  of  distinct  inventions  under 
a  false  claim  to  a  combination,  to  force  the  Office  to  examine  and  act 
apon  his  several  inventions.  The  practice  and  the  rules  recognize  and 
provide  for  the  requirement  of  division,  and  this  supposititious  case  is 
one  in  which  such  requirement  should  be  made.  Here  is  presented  a 
ease  where  one  of  two  things  must  occur— either  the  illegitimate  claim 
must  be  disposed  of  preliminarily,  so  that  a  division  may  be  required 
U'tweeu  the  remaining  claims,  or  else  the  whole  application  must  be 
examined  npon  its  merits.  The  Office  must  be  pnt  to  the  trouble  of 
examimiig  as  many  inventions  as  may  be  presented  under  an  illegiti- 
mate  combination  claim  for  one  fee,  when  separate  applications  covering 
tbem  shoald  be  filed  and  separate  fees  paid,  and  the  question  of  division 
most  await  the  whole  procedure,  to  be  determined  after  jfinaLactionon 
the  merits  and  appeals,  or  be  waived  altogether. 
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It  has  always  been  and  is  the  settled  practice  that  these  preliminary 
questions,  snch  as  division,  must  be  disposed  of  before  the  merits  are 
considered.  No  one  proi>oses  to  change  such  practice ;  but  how  can  es- 
cape be  had  if  in  snch  case  the  Examiner,  finding  himself  confronted 
with  the  illegitimate  claim,  is  compelled  to  give  it  consideration  with 
the  others  and  finally  reject  it  f  In  my  judgment,  snch  a  claim  has  a 
double  aspect;  it  Involves  merits,  because  it  covers  a  combination 
which  must  be  considered  and  disposed  of ;  there  is  also  presented  a 
question  vital  to  the  consideration  of  the  whole  application,  and  in  this 
respect  the  question  must  be  disposed  of  before  the  proper  claims  can 
be  considered  and  acted  upon.  Whenever,  therefore,  a  claim  for  an 
illeptimate  combination  is  presented  in  an  application,  which  also  con- 
tains claims  for  different  elements  constituting  distinct  and  separate  in- 
ventions, which  ought  not  to  be  claimed  in  one  and  the  same  applica- 
tion, a  vital  objection  as  to  form  is  presented,  and  the  claim  may  be 
rejected  for  the  very  purpose  of  enabling  the  Office  to  require  division. 
In  various  decisions  the  Commissioner  has  held  that  such  a  rejection, 
though  relating  to  form,  involves  merits,  and  an  appeal  therefrom 
should  lie  to  the  Examiners-in-Chief.  (Ex parte  Oillette^  44  O.  G.,  819 ;  er 
parte  Carpenter j  MS.,  Dec,  February  2, 1889;  ex  parte  Willcoxand  Bor- 
ton^  45  O.  G.,  455.)  It  is  not  to  be  understood  that  this  rule  applies  to 
any  other  case  than  the  one  mentioned.  An  application  might  contain 
claims  for  an  illegal  combination  without  any  claims  for  the  elements 
thereof,  but  still  include  other  claims  for  matter  in  no  wise  relate<l  to  the 
supposed  combination.  This  would  be  embracing  two  separate  and  dis* 
tiuct  inventions  in  a  single  application.  Division  wouhl  be  required. 
Applicant  would  elect  which  invention  he  would  prosecute  in  the  pend- 
ing application,  and  if  he  retained  the  claim  for  the  improper  combina- 
tion consideration  would  be  given  on  its  merits  and  the  claim  rejected. 
The  only  distinction  between  a  rejection  under  such  conditions  and  one 
in  the  supposed  case  is  that  in  the  former  the  action  is  made  for  the 
single  purpose  of  disposing  of  the  whole  application  on  its  merits,  while 
in  the  latter  the  rejection  is  for  the  twofold  purpose  of  removing  a  vital 
objection  as  to  form  which  stands  in  the  way  of  a  requirement  of  divis- 
ion, and  at  the  same  time  disposing  of  the  merits  of  this  obstrnr.ting 
claim.  In  other  words,  the  latter  is  an  instance  in  which  it  is  impossi- 
ble to  enter  at  once  upon  the  merits  of  the  whole  application  and  con- 
sider all  the  claims  without  waiving  and  foregoing  the  requirement  of 
division.  The  obstructing  claim  stands  in  a  position  somewhat  analo- 
gous to  a  plea  which  possesses  its  own  merits  in  bar  or  abatement,  but 
which  must  be  disposed  of  by  the  court  before  the  actual  merits  of  the 
contention  can  be  taken  up.  What  shall  be  done  under  these  circum- 
stances T  There  can  be  but  two  answers;  either  to  require  division 
upon  the  theory  that  the  claim  to  the  combination  is  no  claim — to  ignore 
it  as  such — deny  the  applicant's  right  to  a  rejection  and  api>eal  to  the 
Examiners-in-Chief  and  so  on  to  the  Supreme  Court  of  the  Dij«rrii:t  of 
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Columbia,  or  else  to  reject  the  claim  on  its  merits  and  thas  enable  the 
OiBee  to  make  the  reqairement  of  division.  Bvidently  to  pursue  either 
of  these  courses  is  the  same  in  effect  and  differs  only  as  to  the  direction 
an  appeal  shall  take.  In  either  case  the  claim  to  the  combination  is  re- 
jected and  refased  recognition.  If  the  action  is  aUled  a  *^  rejection," 
the  appeal  may  go  to  the  Examiners-in-Ohief ;  but  if  it  be  termed  a  ^^re- 
qniremen^  for  division  "  the  appeal  comes  direct  to  the  Oomroissioner. 
The  term  applied  to  the  action  is  immaterial ;  the  merits  of  the  claim 
are  involved,  and  so  long  as  the  distinction  is  maintained  between  ap- 
peals which  go  to  the  Examiners-iu-Ohief  and  those  which  go  to  the 
Commissioner  it  is  not  only  appropriate  but  proper  that  the  appeal 
taken  from  such  an  action  should  go  to  the  former  tribunal.  Formerly 
all  appeals  went  to  the  Board,  and  certainly  such  a  one  as  this  should. 
Id  the  present  case  applicant  appealed  from  the  action  of  the  Primary 
Examiner  rejecting  the  claim.  The  Board  declined  to  tuke  jurisdiction 
and  remended  the  application  to  the  Examiner,  holding  that  an  appeal 
did  not  lie  until  the  Examiner  had  disposed  of  the  entire  case — all  the 
claims  apon  all  questions  of  merits — citing  ex  parte  MeweSj  (G.  D.,  1872, 
163;)  ex  parte  Smootj  (O.  D.,  1877,  51;)  ex  parU  Smith,  (MS.  Dec.,  Ex- 
aminers-in-Ohief,  517.)  The  correctness  of  the  practice  announced  in 
sach  decisions  and  the  pertinency  of  the  authorities  are  undoubted  when 
applied  to  a  case  which  has  reached  such  a  stage  that  the  consideration 
of  all  the  merits  involved  can  be  entered  upon ;  but  until  all  preliminary 
vital  questions  are  disposed  of  such  stage  can  not  be  reached.  (Rule 
64.)  Bales  65  and  134  must  be  construed  in  pari  materia  with  Rule  64, 
and  it  must  also  be  remembered  that  the  rules  were  made  tor  the  cases 
vhich  arise  and  not  the  cases  for  the  rules.  The  spirit  and  prime  pur- 
pose of  a  system  of  practice  must  always  be  kept  in  mind,  and  mere  de- 
tails and  incidentals  subordinated  thereto.  The  case  now  before  me 
appears  to  be  one  not  specifically  provided  for  in  the  rules,  and  the  claim 
UDder  consideration  is  one  involving  a  vital  question  of  form  and  also 
one  of  merits,  and  hence  falls  partly  under  the  effect  of  two  rules  of 
practioe,  but  whoUy  within  the  scope  of  neither.  Under  such  circum- 
stances the  claim  must  be  disposed  of  in  accordance  with  the  general 
spirit  and  equity  of  the  practice.  The  rights  of  the  applicant  must  also 
be  considered  and  protected.  He  should  not  be  required  to  go  to  extra 
ei|)en8e  or  pay  unnecessary  appeal  fees ;  but  if  he  sees  proper  to  pre- 
sent an  application  with  a  claim  to  a  combination  when  he  has  only  an 
aggregation  of  inventions  which  have  no  place  in  a  single  application, 
and  also  at  the  same  time  makes  claims  for  several  separate  inventions, 
he  should  submit  to  a  proper  division.  This  can  only  be  accomplished 
bj  elimination  of  the  claim  to  the  illegal  combination,  and  this  in  turn 
ean  be  effected  only  through  a  rejection  of  such  claim.  If  upon  such 
rejection  applicant  still  persists  in  the  claim,  his  remedy  lies  in  an  ap- 
peal which  must  go  either  to  the  Examiners-in-Chief  or  to  the  Commis- 
sionen     !Now,  is  there  any  rule  or  requirement  that  an  appeal  which, 


104  DECISIONS   OF  TH£   COMBUSSIONEH   OF  PATENTS. 

though  made  becaase  relating  to  form,  involves  the  absolate  merits  of 
the  claim  shall  be  taken  to  the  Oommissiouer  rather  than  to  the  Board 
merely  to  save  applicant  the  appeal  fee  f  I  am  not  aware  of  any.  It  is 
true,  undoubtedly,  that  after  the  requirement  of  division  has  been  com- 
plied with  and  the  application  has  reached  the  stage  for  full  considera- 
tion upon  its  entire  merits  a  rejection  of  one  or  all  the  claims  may  follow, 
and  the  applicant,  if  he  still  persists,  be  put  to  the  trouble  and  expense 
of  a  second  appeal.  This,  however,  is  due  not  to  the  Office  or  its  prac- 
tice, but  to  the  applicant  himself,  who  has  presented  his  application 
under  such  conditions. 

The  present  application  is  remanded  to  the  Bxaminer,  with  instruc- 
tions to  determine  whether  the  case  is  one  within  the  principle  herein 
announced.  Is  it  a  case  where,  in  his  opinion,  the  combination  claim 
is  illegitimate  and  stands  as  an  obstruction  to  the  requirement  of  divis- 
ion between  separate  inventions  which  are  embraced  as  elements  in  the 
claimed  combination  t  If  it  be  such,  he  will  then  reject  it  upon  its 
merits  as  constituting  a  vital  objection  to  the  consideration  of  any 
proper  claims  and  in  order  to  enable  the  Office  to  make  the  requirement 
of  division  between  the  independent  inventions.  In  making  this  pre- 
limininary  rejection  the  Examiner  may  assign  all  causes  of  rejection. 
It  is  not  probable  that  any  valid  references  can  be  found  for  an  illegiti- 
mate combination.  If  it  be  not  such  a  case,  the  Examiner  will  proceed 
in  accordance  with  the  suggestions  of  the  Examiners-in-Ohief  and  act 
npon  the  whole  application. 


Ex  Pabte  Wabd. 

DeMed  March  6.  1889. 
46  O.  G.,  1613. 

Practigs  of  WrTB^ohDisQ  Notice  to  Caveators  until  Question  of  Patent- 
ABiUTT  IS  Settled. 

Decision  in  ex  parU  Kenneif  (C.  D.  Ir969,  97)  considered  and  modified  and  the 
following  praotice  directed:  Whenever  an  application  is  filed  showing  anbject- 
matter  interfering  with  any  pending  caveat,  the  notice  which  the  statute  pro- 
vides sbaU  be  sent  to  the  caveator  should  be  sent  at  onoe  and  not  delayed  until 
the  invention  shall  have  been  favorably  passed  upon  and  the  application  found 
to  be  ready  for  allowance. 

Rights  of  Caveator. 

The  statute  confers  no  rights  npon  the  caveator,  nor  does  it  give  him  any  status 
in  the  Office  as  an  applicant.  It  extends,  as  matter  of  p^race,  to  him  the  right  to 
be  notified  of  the  pendency  of  an  application  relating  to  the  subject-matter  of  his 
caveat.  It  is  not  intended  that  be  shall  have  the  benefit  of  an  examination  of  his 
caveat  before  he  has  filed  au  application,  which  substantially  results  when  the 
notice  is  withheld  until  the  patentabiUtjof  the  invention  of  another  applicant 
is  determined.  ~"  "         O" 


DECISI0M8  OF  THE  COMMI88IONEB  OF  PATENTS.  105 

3.  RlOHTS  OF  APPUCAMT. 

An  applieaat  who  has  completed  his  invention  and  diligently  and  successfully 
prosecuted  his  application  for  patent  onght  not  to  be  delayed  in  the  iasnanoe  of 
his  patent  by  a  caveator  whois  nnder  no  obligation  to  be  diligent  or  to  flle  his 
application  for  patent. 

Qsf  Petition. 

DISUmOllATINO-MACHIinB. 

APPLICATION  of  Bandolpb  O,  Ward  filed  Febraary  15,  1888^  No. 
264,061. 

Mr.  E.  £«  Stocking  for  the  applicant. 

Hall.,  Oammi$Honer: 

A  caveat  was  filed  in  the  Office  on  Jane  28, 1887,  which  was  renewed 
on  June  27, 1888.  The  present  application  was  filed  on  Febraary  15, 
1888,  eight  mouths  after  the  filing  of  the  caveat.  It  appears  that  the 
caveat  was  overlooked  and  the  application  allowed  for  issne  on  Febra- 
ary 9,  1889,  or  almost  one  year  and  eight  mouths  after  the  filing  of  the 
caveat.  The  second  caveat,  of  Jane  27, 1888,  can  in  nowise  figure  in 
the  case,  and  no  further  reference  need  be  made  to  it.  Immediately 
after  the  application  was  allowed  the  caveat  was  discovered,  and  on 
February  12, 1889,  tbe  case  was  withdrawn  firom  the  issne  in  order  to  take 
the  necessary  steps  to  give  notice  to  the  cav.eator,  etc  Thereupon  the 
applicauty  having  ascertained  which  claim  was  supposed  to  be  in  in- 
terference with  the  sabject«matter  of  the  caveat,  filed  an  amendment 
eliminating  the  broad  claim  for  the  purpose  of  avoiding  the  caveat. 
This  was  permitted ;  bat  the  Examiner  called  applicant's  attention  to 
the  decision  of  the  Commissioner  in  ex  parte  Boberte  (40  O.  O.,  673,) 
in  view  of  the  ftct  that  the  eliminated  claim,  which  applicant  pro- 
posed to  present  in  a  subsequent  application,  was  broad  and  generic, 
and  left  in  the  application  only  specific  claims  to  the  subject-matter. 
The  intimation  was  of  course  that  the  issuing  df  the  patent  upon  the 
allowed  claims  might  possibly  operate  as  a  bar  to  the  proposed  second 
application.  In  tbe  mean  time  applicant,  before  the  notice  of  the  caveat 
had  been  given  and  while  laboring  under  tbe  belief  that  there  was 
nothing  standing  in  the  way  of  his  patent,  started  for  Japan  for  the 
purpofle  of  taking  oat  Letters  Patent.  He  had  also  sent  an  applica- 
tion to  Mexico,  intending  to  take  out  patents  nnder  that  governmentt 
where  the  term  is  but  10  years,  as  I  am  advised.  In  this  condition  of 
things,  it  l>eing  apparent  that  the  applicant  would  be  prejudiced  what- 
ever course  he  might  pursue,  he  has  presented  the  present  i)etition,  ask- 
ing to  be  allowed  to  reinstate  the  broad  claim  which  he  canceled  under 
the  snggestion  of  the  Examiner,  and  that  a  patent  issue  to  him,  notwith- 
standing the  impending  interference.  I  am  disposed  to  grant  the  request 
>K>  far  as  to  permit  him  to  amend  by  restoring  the  claim.  The  whole  sit- 
uation has  grown  out  of  a  mistake  on  the  part  of  the  Office,  prejudicial  in 
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both  direotioDS,  and  it  seeros  only  just  tbat  applicant  shall  be  reinstated 
in  this  respect.  I  find  myself  anable,  however,  to  grant  the  request 
that  the  patent  may  be  issued  without  reference  to  the  interferonce. 

Under  the  statute,  section  4902,  it  is  provided  that  a  caveat  filed  in 
the  Jftice  shall  be  operative  for  the  term  of  one  year  from  the  time  of 
its  filing,  and  that  if  within  that  year  any  person  filed  an  application 
for  a  patent  with  which  such  caveat  would  in  any  manner  interfere  such 
application  shall  be  deposited  in  the  confidential  archives  of  the  Office 
and  notice  thereof  be  given  to  the  caveator,  who  shall  thereupon,  if  he 
desire  to  do  so,  file  his  application  within  three  months  from  the  time 
of  placing  the  notice  in  the  post-office,  etc.  This  statute  confers  no 
rights  upon  the  caveator,  nor  does  it  give  him  any  status  in  the  Office 
as  an  applicant.  It  extends  as  matter  of  grace  to  him  the  right  to  be 
notified  of  the  pendency  of  an  application  relating  to  the  subject  mat- 
ter of  his  caveat.  The  caveat  is  ox)erative  for  one  year.  This  does  not 
mean  that  the  caveator  is  under  any  obligation  to  tile  an  application, 
nor  that  he  can  excuse  himself  from  any  lack  of  diligence  in  filing  it. 
The  operativeness  is  not  upon  the  caveator,  but  upon  the  Office  to  give 
the  notice  required.  Tbeire  is  no  limitation  of  the  period  within  which 
the  caveator  may  file  his  application,  and  hence  it  has  been  held,  prop- 
erly, that  when  the  application  of  another  inventor  has  been  filed  on 
the  last  day  of  the  year  within  which  the  caveat  is  operative,  notice  shall 
be  issued,  and  the  caveator  shall  have  three  months  thereafter  within 
which  to  file  his  application.  Although  it  is  true  that  the  caveat  .is 
operative  for  one  year,  and  such  notice  may  have  the  effect  of  giving  the 
caveator  fifteen  months  within  which  to  file  his  application,  so,  also,  the 
time  may  be  curtailed  the  space  of  three  months — ^for  instance,  were  an 
application  filed  in  the  office  later  in  the  day  on  which  the  caveat  was 
filed.  It  must  follow,  I  think,  that  the  provision  of  the  statute  which 
requires  the  caveator  to  file  his  application  within  three  months  from  the 
date  of  the  notice  of  an  application  is  rather  for  the  protection  of  the 
applicant  who  has  been  diligent  in  filing  an  application  than  for  the  ca- 
veator who,  as  stated  ^bove,  acquires  no  right  or  status  as  an  applicant 
and  is  not  entitled  to  be  hastened  by  the  Office,  that  being  a  matter  of 
his  own  choice  and  interest.  In  other  words,  when  an  applicant  comes 
into  the  Office  he  ought  not  to  be  delayed  in  the  consideration  of  his 
application  and  the  issuauce  of  a  patent  by  a  caveator  unless  the  ca- 
veator shall  file  his  apyilication  within  the  specified  time. 

In  the  present  case,  as  stated  above,  on  February  9, 1889,  when  the 
ap])lication  was  allowed  and  passed  to  issue,  a  year  and  eight  months 
nearly  had  elapsed  since  the  caveat  was  filed,  and  yet  the  caveator  bad 
not  seen  proper  to  complete  his  invention  and  file  an  application  there- 
for. Bis  caveat  was  withheld  from  the  public  and  withheld  from  the 
applicant  who  had  completed  his  invention  and  who  had  diligently  and 
successfully  prosecuted  his  application,  and  now,  after  this  lapse  of 
time,  applicant  finds  his  case  arri'sted  in  onler  that  a  caveator,  who  has 
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allowed  so  long  a  period  to  elapse,  may  be  notified  and  have  another 
three  months  within  which  to  file  his  application.  Tet,  under  these 
circumstances  and  in  view  of  the  decision  of  Commissioner  Fisher,  ex 
fat-te  Kenney^  (G.  D.,  1869,  97,)  I  find  it  impossible  to  afford  either  of 
the  parties  any  relief.  The  notice  mast  be  given,  if  it  has  not  been 
already,  to  the  caveator,  who  must  be  allowed  the  requisite  time  within 
which  to  file  his  application,  and  the  interference  proceedings  must 
follow,  if  the  Examiner  sees  proper  to  institute  them. 

I  have  called  attention  to  the  i>eculiar  features  of  this  case  with  a 
view  to  effecting  a  change  in  the  practice  as  far  as  can  bo  dom^  without 
recommending  a  new  rule  upon  the  subject.  In  the  decision  of  Commis- 
sioner Fisher,  to  which  reference  has  been  made,  it  is  shown  that  at 
that  time  it  was  the  practice  of  the  Office,  before  issuing  a  notice  to  a 
caveator,  to  determine  the  patentability  of  the  invention  claimed  in  the 
application,  and  that  rule,  as  I  am  adviscil,  has  prevailed  to  the  present 
time,  although,  as  shown  by  the  Examiner,  in  his  report  on  this  appli- 
cation, there  is  a  variance  between  Rule  196,  of  the  edition  of  Rules  of 
Practice  of  March  1, 1881,  and  present  Rule  205.  In  ray  judgment,  the 
gafer  and  better  practice  will  be  to  give  the  notice,  contemplated  by  the 
statute,  to  a  caveator,  whenever  an  application  of  another  applicant  is 
filed,  which  shows  interfering  matter,  and  not  wait  until  the  applica- 
tion has  gone  through  an  examination  and  is  ready  for  allowance.  An 
examination  of  the  records  shows  that  as  a  consequence  of  the  present 
practice,  a  number  of  patents  have  issued  pending:  caveats  and  other 
difficulties  have  arisen.  Although  hardship  would  have  arisen  in  any 
event  in  the  present  case,  growing  out  of  the  fact  that  the  caveat  was 
overlooked,  yet  I  can  not  but  feel  that  it  would  be  safer  for  applicants 
and  for  the  Office  that  the  notice  be  issued  as  soon  as  it  is  discovered 
or  ascertained  that  an  application  contains  interfering  subject-matter. 

It  was  suggested  by  Commissioner  Fisher  in  the  case  referred  to 
above : 

Bat  it  has  not  beea  tbe  practice  of  the  Office  to  give  this  notice  uuless  the  device 
presented  was  deemed  pntetitable.  lu  auy  other  case  the  caveator  would  he  put  to 
sanecessarj  expense,  for  the  office  would  not  ioform  him  in  advance  that  the  device 
was  not  considered  novel.  Such  a  notice  woald,  in  ftict,  constitute  a  preliminary 
examination. 

I  have  just  stated  that  the  statute  is  not  intended  to  confer  upon  the 
caveator  any  right  other  than  that  a  notice  of  a  pending  application  be 
given  him.  It  is  not  intended  that  be  shall  have  the  benefit  of  an  exami- 
nation for  his  caveat  before  he  has  filed  an  application  because  another 
applicant  more  diligent  has  completed  the  invention  and  filed  his  appli- 
cation in  the  office.  When  that  application  is  filed  in  the  secret  archives 
of  the  Office,  as  the  statute  contemplates,  that  applicant  takes  his 
chances  as  to  the  question  of  patentability,  and  I  see  no  reason  why  a 
caveator  should  not  be  placed  in  the  same  position.      it.f^dbvQoOQle 

Under  these  circumstances  I  reach  the  conclusion  that  the  better  prac- 
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tice  and  a  strict  and  literal  compliance  with  the  statute  require  that 
upon  the  filing  of  an  application  which  it  is  ascertained  contains  in- 
terfering subject-matter  with  a  caveat  the  application  should  be  placed 
in  the  secret  archives  and  the  caveator  notified  without  delay. 


Elqes  v.  Milleb. 

Dwided  March  7,  ldd9. 

46  O.  G.,  1514. 

1.  How  FAR  A  Caveat  may  be  used  as  Evidence  of  Inventioit  in  an  Inter- 

ference Proceeding. 

The  statate  anthoriziQ);  the  filing  of  a  caveat  does  not  intend  to  oonfer  npon 
the  caveator  any  right  as  an  inventor,  nor  to  save  him  from  the  effect  of  negli- 
gence or  give  him  any  advantage  over  any  other  inventor  who  has  conceived  the 
invention  and  prosecuted  his  application  with  diligence.  The  statute  authoriz- 
ing a  caveat  does  not  compel  a  caveator  to  file  any  application.  It  is  not  intended 
as  a  stininlns  to  prod  and  drive  him  to  perfect  his  invention,  nor  is  it  intended 
to  extend  the  time  in  any  manner  within  which  he  may  complete  the  inven^on ; 
but  it  simply  provides,  as  a  matter  of  grace,  that  the  caveator  shall  be  notified 
of  the  filing  of  any  application  which  comes  into  the  Office  within  a  year,  covering 
the  subject-matter  of  his  caveat. 

2.  Same. 

The  filing  of  a  caveat  does  not  give  to  the  caveator  the  standing  of  an  appU- 
cant  with  respect  to  what  is  called  "  constructive  rednction  to  practice.'^  The 
caveat  is  a  procedure  kept  in  the  secret  archives  of  the  offiee  and  in  iteelf  contains 
no  declaration  or  purpose  on  the  part  of  the  caveator  that  he  will  ever  complete 
or  finish  his  invention  or  give  it  to  the  world.  The  statute  does  not  contemplate 
that  a  caveator  shall  stand  as  an  obstruction  to  the  diligent  efforts  of  other  in- 
ventors in  the  same  field  of  art. 

Motion  for  rehearing. 

C10AR-M0LD8. 

Application  of  Gottlieb  D.  Elges  filed  April  30, 1887,  No.  236,688. 
Application  of  Frederick  0.  Miller  filed  January  3, 1887,  No.  223,232. 

Messrs.  Knight  Brothers  and  Mr.  M.  F.  Halleck  for  Elgee. 
Messrs.  Knight  Brothers  for  Miller. 

Hall,  Commissioner : 

This  is  a  motion  for  rehearing  of  the  decision  of  the  Assistant  Com* 
mi^sioner  affirming  the  judgment  of  the  Examiuers-in-Ohief  which  re- 
versed the  decision  of  the  Examiner  of  Interferences  and  awarded  pri- 
ority to  Elges. 

The  issues  are  as  follows: 

A. 

1.  A  revuluble  dnuu  having  the  cnps  or  members  of  a  cigar-mold  arranged  parallel 
with  its  axis,  in  combinatiou  with  the  cnps  or  members  wbich  are  supplementary  to 
thoHC  carried  by  the  drum,  having  hinged  connection  with  said  drum. 

2.  The  re  voluble  drum  having  the  cups  of  a  cigar-mold  arranged  parallel  with  its 
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azi8,in  combination  with  tho  eomplementftry  oopt  or  memben  and  the  arms,  each  of 
nid  anna  being  oonneeted  at  one  end  to  one  end  of  aaid  cape  and  hinged  at  the  other 
ao  ae  to  be  carried  by  the  drum. 

3.  The  combination,  with  the  reyotabie  dram  having  the  caps  or  members  of  a 
eigar-mold  arranged  parallel  with  its  axis,  of  the  complementary  cups  or  niembt^rfi, 
the  arms  each  connected  at  one  end  to  one  of  said  oops  or  members  and  the  brackets 
seeured  to  the  drum  and  to  which  said  arms  are  hinged. 

B. 

A  revolable  dram  having  the  caps  or  members  of  a  cigar-mold  arrauge<l  parallel 
vith  its  axis,  in  comliination  with  the  complementary  caps  or  members  each  havitig 
at  one  end  hinged  connection  with  said  dram,  and  means  of  engaging  the  said  Iiiiiged 
members  with  the  memlx'rs  carried  by  the  dram. 

Elges  conceived  the  invention,  disclosed  it  to  others,  made  a  drawing 
of  it,  and  filed  a  caveat  fully  iilastrating  and  disclosing  it  on  Jnue  14, 
1886.  This  was  before  Miller  had  made  any  conception  of  the  iuven 
tion.  It  is  fnlly  established  that  Miller  conceived  the  invention  aboat 
July  1,1886, immediately  reduced  it  to  practice  in  an  operative  machine, 
and  filed  his  application  on  January  3, 1887.  Elges  did  nothing  more, 
either  to  mature  the  invention  or  to  reduce  it  to  practice  until  as  caveator 
he  wae  notified  by  the  Office  on  March  4, 1887,  of  Miller's  application,  un- 
der the  statute  relating  to  caveats.  He  then  filed  his  application  on 
April  30,  1887. 

The  Examiner  of  Interferences  awarded  priority  to  Miller.  Upon  ap- 
peal the  Examiners  In-Chief  reversed  his  decision  and  awarded  priority 
to  Elges,  the  caveator.  There  is  no  question  but  that  Miller  conceived 
the  invention  pending  Elges'  caveat,  at  once  reduced  it  to  practice,  and 
filed  bis  application,  so  that  he  must  be  reganled  as  the  original  first 
inventor,  unless  Elges  can  be  given  the  status  of  priority  by  virtue  of 
his  conception  and  the  filing  of  his  caveat. 

In  ex  parte  Wardj  March  6,1889, 1  had  occasion  to  give  expression  to 
my  views  as  to  the  nature  and  effect  of  a  caveat.  I  held,  in  substance, 
thai  the  statute  which  authorizes  the  filing  of  a  caveat  does  not  intend 
to  confer  npon  the  caveator  any  right  as  an  inventor,  nor  to  save  him  from 
the  effect  of  negligence  or  give  him  any  advantage  over  any  other  in- 
ventor who  has  conceived  the  invention  and  prosecuted  it  with  diligence 
under  the  law.  The  statute  authorizing  a  caveat  does  notcompel  a  cave- 
ator to  file  any  application  whatever.  It  is  not  intended  as  a  stimulus 
to  him  to  prod  him  and  drive  him  to  perfect  his  invention,  nor  is  it  in- 
tended to  extend  the  time  in  any  manner  within  which  he  may  complete 
the  invention ;  but  the  statute  provides,  as  a  matter  of  grace,  that  the 
caveator  shall  be  notified  of  the  filing  of  any  application  which  comes 
into  the  Office  within  a  year  covering  the  subject-matter  of  his  caveat. 
It  is  also  true  that  the  filing  of  a  caveat  does  not  give  to  the  caveator 
the  standing  of  an  applicant  with  respect  to  what  is  called  <^  construct- 
ive reduction  to  practice."  It  has  long  been  the  practice  in  the  Office  to 
regani  the  filing  of  an  allowable  application  as  a  constructive  reduction 
to  practice,  and  if  a  patent  issue  upon  it  no  other  inventor  can  antedate 
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sach  patent  and  applicatioo,  except  by  showiog  an  aotaal  reduction  to 
practice  of  an  earlier  date.  This  status  is  not  attained  by  a  caveator. 
His  caveat  is  a  secret  procedure  kept  in  the  secret  archives  of  the  Office, 
and  in  itself  contains  no  declaration  or  purpose  on  the  part  of  the  in- 
ventor that  he  will  ever  complete  or  finish  his  invention  or  give  it  to  the 
world,  and  by  adopting  such  secret  procedure  it  was  not  intended  that  he 
should  stand  as  an  obstruction  to  the  diligent  efforts  of  other  men  in 
the  same  field  of  art. 

In  this  case  Elges  did  nothing  more  towards  completing  or  perfecting 
his  invention  after  he  filed  his  caveat,  but  allowed  the  noiatter  to  rest 
there.  It  is  suggested  by  the  Examiners-in-Ohief  that  he  then  com. 
pleted  his  invention  ^  but  so  far  as  relates  to  what  Elges  himself  had 
done  this  statement  is  not  strictly  accurate. 

As  stated  above,  the  filing  of  a  caveat  is  not  a  completion  of  an  in- 
vention. It  is  not  constructive  reduction  to  practice,  for  that  is  recog- 
nized and  allowed  only  to  one  who  comes  forward  with  an  application 
in  which  he  fully  discloses  his  invention  and  asks  that  the  same  should 
be  patented  and  made  public  in  order  that  the  public  may  have  the 
benefit  of  it. 

If  it  be  true  that  Elges  had  completed  his  conception  of  the  invention 
so  that  he  could  describe  it  in  a  written  specification  and  by  drawings, 
he  was  in  a  condition  to  have  filed  his  application  on  the  date  at  which 
he  filed  his  caveat,  and  that  was  the  proper  course  for  him  to  have  pur- 
sued. The  fact  that  he  Mled  to  do  this  indicates  a  belief,  at  least,  on 
his  part  that  such  was  not  the  case,  and  in  either  event  it  is  a  necessary 
conclusion  that  he  was  negligent  in  not  then  filing  his  application  or 
doing  something  toward  completing  his  invention.  If  his  invention 
was  complete,  he  allowed  some  eight  or  nine  months  to  pass  without 
any  reason  for  the  delay  or  any  excuse  for  it,  while  in  the  meantime 
another  inventor  had  conceived  and  completed  the  invention,  reduced 
it  to  practice,  and  filed  his  application. 

Under  these  circumstances  the  motion  for  rehearing  is  granted.  In- 
asmuch, however,  as  all  the  merits  of  the  case  were  fully  argued  before 
me,  judgment  is  at  the  same  time  hereby  entered.  The  decision  of  the 
Assistant  Commissioner  is  vacated,  and  priority  of  invention  awarded  to 
Miller. 


Gbben  v.  Hall  r.  Siemens  v.  Field. 

Deeided  March  6,  1889. 

46  O.G.,1515. 

Evidence  of  INVB^^:ION  in  Foreign  Country. 

ETidence  of  invention  in  a  foreign  country  cannot  be  receiyed  in  an  inter- 
ference proceeding  anleae  encb  evidence  is  in  the  form  of  'a  publication  or  patent, 
or  is  for  the  pnrpoae  of  Bhowing  that  some  one  of  the  contestants  is  not  an  origi- 
nal inventor. 
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^.  Priobitt  with  iNVK^rroR  who  Reduces  to  Practice. 

The  pnrpoiie  of  the  law  ui  to  benefit  the  poblic  bb  well  an  to  protect  the  inventor, 
and  the  inyentor  who  reduces  hia  inyention  to  practice  in  each  a  complete  way 
tliat  he  at  once  perfects  it  as  an  invention,  and  at  the  same  time  practically  demon- 
Htrates  its  ntiUty,  is  clearly  to  be  preferred  to  one  who  merely  made  hints  and 
suggestions  to  others  and  failed  himself  to  act  upon  them. 

3.  Contikcuio  Appucatioks. 

A  second  application  can  not  legally  be  considered  a  continnation  of  a  first  or 
earlier  application  by  the  same  inventor  unless  it  contains  ike  iams  invention. 

4.  Models  not  Evidence  op  Reduction  to  Pbacticb. 

It  is  well-settled  law  that  a  working  model,  designed  and  intended  as  snch,  is 
not  a  reduction  to  practice.  Mere  working  models,  allowed  to  rest  in  oblivion 
for  many  years,  will  not  prevail  to  establish  priority  when  application  for  patent 
is  delayed  and  not  filed  nntil  after  another  and  more  diligent  inventor  has  en- 
tered the  same  field  of  invention  and  established  his  claim  as  an  independent  in- 
ventor. 

Appeal  from  Examiuers-in-Ghief. 

electric  railways. 

APPLICATION  of  George  F  Green  filed  May  16, 1886,  No.  202,287. 
ApplicatioD  of  Tboroas  Hall  filed  Jaly  22, 1885,  No.  172,325.  Applica- 
tion of  Ernst  W.  Siemens  filed  October  25, 1884,  No.  146,473.  Applica- 
tion of  Stephen  D.  Field  filed  March  10,  1880,  No.  4,752. 

Mr.  R.  D.  0.  Smith  and  Mr.  G.  W.  Dyer  for  Green. 
Mr.  E.  N.  Diekerson  and  Messrs.  Foster  dt  Freeman  for  Hall. 
Mr.  C.  8.  Whitman  for  Siemens. 

Mr.  F.  L.  Pope^  Mr.  F.  W.  Whitridge^  and  Messrs.  Marble  &  Mason  for 
Field. 

Hall,  Commissioner: 

The  issae  in  controversy  is  as  follows : 

The  combination  of  a  stationary  dyuanio-electric  generator  driven  by  a  suitable 
motor,  a  circuit  of  condnctors  composed  in  part  of  an  insulated  or  detached  section 
of  the  line  of  rails  of  a  railroad- track,  a  wheeled  vehicle  movable  u[>on  or  along  said 
•ection  of  track,  an  electro-niaguetic  motor  mounted  upon  said  vehicle  for  propelling 
the  same  and  inclnded  in  said  circuit  of  couductors,  and  a  circuit-controlling  device 
placed  upon  said  yehicle. 

In  order  to  abjudicate  the  rights  of  the  parties  involved  in  this  con- 
test it  will  be  necessary  to  give  an  interpretation  to  the  issue,  inasmnch 
as  the  various  contestants  have  adopted  several  diverse  views  of  the 
meaning  of  the  subject-matter  in  controversy. 

The  principal  points  of  difference  relate  to  the  interpretation  of  the 
words  *^  stationary  dynamo-electric  generator,"  occuring  in  the  first  line 
of  the  issue,  and  the  words  ^<  circuit-controlling  device,"  api)earing  in 
the  hist  line  of  the  same. 

A  comparison  of  the  different  applications,  including  both  their  speci- 
fications and  drawings,  will  throw  important  light  upon  this  question, 
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becaase  the  intention  of  the  Examiner  who  declared  the  interference 
mast  be  oonetmed  to  have  been  to  follow  the  rales,  and  therefore  he 
must  have  regarded  each  application  as  at  least  exhibiting  every  ele- 
ment of  the  invention  which  he  declared  formed  the  basis  for  the  in- 
terference. 

It  is  contended  by  one  of  the  contestants  that  the  term  <^  stationary 
dynamo-electric  generator  "cannot  be  held  to  indnde  the  ordinary 
magneto-electric  generator,  bat  is  limited  to  a  special  form  of  self-excit- 
ing generator,  snch  as  was  invented  by  Siemens  and  is  employed  by 
him  and  also  by  Field  and  Oreen.  This  constraction  does  not  harmo- 
nize with  the  declaration  of  interletence,  for  Hall  certainly  conld  not  be 
involved  if  we  accept  the  restricted  definition  of  dynamo-electric  gen- 
erator. Another  circamstance  which  is  useful  in  this  connection  is  the 
history  of  the  applications,  considered  individually,  before  the  interfer- 
ence was  declared.  It  appears  that  Field  was  rejected  upon  certain 
patents  and  his  case  appealed  to  the  Examiners-in-Gbief,  who,  in  com- 
paring hiH  invention  with  the  references,  analyzed  the  claim  tb  the  ex- 
tinit  of  dividing  it  into  five  portions  or  elements,  one  of  which  was  a 
^<  stationary  dynamo-electric  generator."  The  references  showed  mag- 
neto-electric generators,  and  the  Board  found  no  fault  with  ,their  per- 
tinency on  this  account,  but  pointed  out  the  difference  as  consisting  in 
the  circuit-controller,  which  they  alleged  was  the  essential  feature 
lacked  by  the  patents  cited  against  the  application.  Thus  we  see  the 
patentability  of  the  claim  was  not  made  to  depend  upon  a  restricted 
meaning  of  the  term  ^^  dynamo-electric  generator."  Furthermore,  some 
of  the  highest  authorities  use  the  expression  ^*  dynamo-electric  genera- 
tor"  as  a  generic  one,  including  all  kinds  of  magneto- generators.  This 
is  especially  so  in  the  noted  work  on  dynamo-electric  generators  by 
Thomson.  In  view  of  these  considerations  I  am  compelled  to  hold  that 
the  expression  is  generic  and  covers  all  forms  of  magneto-electric  gen- 
erators. 

In  regard  to  the  term  ^*  circuit- controllers"  Siemens  wishes  it  to  be 
defined  as  a  device  which  not  only  makes,  breaks,  and  reverses  the  cir- 
cuit, but  also  modifies  the  current^  as,  for  instance,  in  its  strength  or  in 
other  particulars.  Such  an  interpretation  would  also  seem  to  be  antag- 
onistic to  the  theory  of  the  Examiner  in  declaring  the  interference,  for 
the  reason  that  neither  Hall  nor  Field  has  any  such  arrangement.  Be- 
sides, this  is  not  the  usual  interpretation  of  the  expression.  At  the 
time  of  the  declaration  of  this  interference  it  was  quite  common  for  cir- 
cuit-breakers and  circuit  makers  to  be  included  under  the  generic  title 
of  circuit-controllers,  and  I  see  no  evidence  in  the  record  which  leads 
me  to  believe  that  a  more  narrow  definition  was  intended.  In  discuss- 
ing the  question  of  priority  I  shall  therefore  consider  the  term  "dynamo- 
electric  generator  "  as  a  broad  one,  designed  to  include  magnetoelectri<? 
generators,  and  the  term  "circuit controller"  as  including  devices  l.»r 
making  and  breaking  the  circuit  and  reversing  the  same.         ^ 
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lu  the  view  I  take  of  this  case  it  will  facilitate  the  arrival  at  aconcla- 
sion  to  find  the  dates  of  invention  which  can  be  allowed  Field  and  com- 
pare the  dates  of  his  competitors  with  them.  On  the  2l8t  of  May,  1879, 
Field  nied  a  caveat  which,  as  I  view  it,  fally  disclosed  the  invention  in 
controversy,  and  this  date  may  therefore  be  given  him  as  his  date  of  eon- 
ceptioD.  It  appears  that  this  caveat  was  renewed  within  the  year  and  a 
short  time  after  renewal — to  wit,  on  the  10th  of  March,  1880— Field's  ap- 
plication was  filed.  The  testimony  also  shows  that  Field's  conception 
was  disclosed  to  Mr.  Pope  sometime  previoas  to  the  filing  of  the  applica- 
tion with  a  view  of  having  him  prepare  an  application,  bat  owing  to  press 
of  business  and  other  reasons  Mr.  Pope  did  nothing  with  it  for  sometime. 
It  certainly  is  clear  that  no  negligence  on  the  part  of  Field  in  filing  his 
application  is  made  out,  and  as  under  the  decisions  an  application  must 
be  held  to  be  a  constructive  completion  of  the  invention  it  results  that 
Field  is  entitled  to  carry  the  date  of  his  invention  back  to  the  time  of 
the  filing  of  his  caveat.  It  is  furthermore  proven  that  in  1881  Field 
constructed  a  railway  comprising  the  elements  called  for  by  the  issue, 
and  that  in  1883  still  anotherrailway  embodying  his  invention  was  con- 
structed and  proved  a  commercial  success. 

Siemens  can  not,  under  the  statate,  be  permitted  to  give  evidence  of 
having  invented  the  subject-matter  of  the  interference  in  a  foreign 
country,  unless  such  evidence  is  in  the  form  of  a  publication  or  patent, 
or  is  for  the  purpose  of  showing  that  some  one  of  the  contestants  is  not 
an  original  inventor.  It  is  fairly  shown  that  no  one  of  the  opponents  of 
Siemens  gained  his  knowledge  of  the  invention  from  the  efforts  of  Sie- 
mens in  a  foreign  country,  and  therefore  this  branch  of  Siemens's  case 
fails.  The  date  of  the  publications  of  Siemens  is  later  than  that  found 
in  Field's  date  of  invention,  and  consequently,  as  between  Field  and 
Siemens,  Field  must  be  adjudged  to  be  the  prior  inventor. 

Oreen  at  least  as  early  as  the  winter  of  ld74-'5,  pnt  in  operation  a 
kind  of  electric  railroad  having  some  of  the  features  embraced  in  the 
claim  in  controversy,  but  lacking  the  dynamo-electric  generator.  In- 
stead of  the  dynamo-electric  generator  Green  at  this  time  employed  a 
battery.  In  1878  Green  operated  publicly  a  larger-sized  railroad  with 
ear  and  electrical  apparatus,  but  in  this  also  he  employed  a  battery  as 
the  generator.  In  August,  1879,  Green  filed  an  application  for  a  pat- 
ent  upon  his  electric-railway  invention,  but  in  this  also  he  showed  a 
battery  as  the  generator.  It  is  in  evidence  that  at  each  of  these  experi- 
ments Green  suggested  that  it  might  bo  well  to  use  a  dynamo-electric 
generator  instead  of  the  battery ;  yet  he  seemed  merely  to  have  this 
idea  and  made  no  attempt  to  put  it  into  practical  operation.  No  matter 
what  the  difficulties  were  which  infiuenced  him,  still  all  practical  mani- 
festations of  his  invention,  both  in  the  form  of  experiments  and  in  the 
form  of  his  application,  resulted  in  the  illustration  of  a  battery  rather 
than  a  dynamo.  It  is  true  that  in  the  application  it  was  broadly 
stated  that  any  known  and  suitable  source  of  electricity  might  be  em- 
2016  PAT 8 
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ployed ;  but  the  form  wliicli  he  actually  did  employ  xxp  to  this  time 
seemed  in  every  instance  to  be  the  battery.  J  douol  believe  that  these 
uiere  suggestions  to  various  persons  that  he  might  use  a  dynamo  iustead 
of  a  battery  can  be  taken  to  indicate  a  conception  of  the  invention  within 
the  meaning  of  the  law,  or  that  it  can  be  accepted  as  adequate  proot 
of  anticipation  of  inventions  like  those  made  by  Field  and  Siemens, 
the  praticability  of  which  wasclearly  demonstrated  by  expensive  and 
diflicult  experiments.  The  purpose  of  the  hiw  was  to  benefit  the  pub- 
lic, as  well  as  to  i>rotect  the  inventor,  and  the  man  who  reduced  his  in- 
vention to  i)ractice  in  such  a  com|>lete  way  that  he  at  once  perfected  it 
as  an  invention  and  at  the  same  time  demonstrated  it^s  utility  in  a  prac- 
tical pense  is  cleanly  to  bo  prefer) ed  to  one  who  rested  in  hints  or  sug. 
gestio]is  to  others  and  failed  himself  to  act  upon  the  same.  I  think 
Green's  application  is  to  be  construed  in  the  li^'ht  of  his  acts,  inconso. 
nance  with  the  rule  which  a  learned  and  eminent  justice  announced 
when  he  said : 

Toll  ine  how  tbe  parties  acted  under  the  contract  and  I  will  tell  you  what  they 
meant  hy  it. 

6ome  years  after  the  filing  of  his  first  application  Green  requested 
to  be  included  in  an  interference,  but  was  excluded  for  the  very  reason 
that  his  application  did  not  contain  a  dynamo,  as  originally  filed,  and 
that  the  amendment  which  brought  in  such  dynamo  was  improper  be- 
cause it  involved  new  matter.  This  action  was  sustained  by  the  Com- 
missioner, and  I  am  unable  to  concur  in  the  reasoning  of  the  Esamiu- 
ers-inChief,  who,  in  the  face  of  this  decision,  seemed  to  construe  such 
apidication  as  involving  an  interference  and  to  hold  that  Green — 

Has  a  right  to  rest  npoo  that  application  and  the  action  of  the  Office  upon  il;  aa 
evidence  of  his  having  disclosed  the  invention  therein  at  that  time. 

In  May,  1880,  Green  filed  another  application  in  which  a  dynamo- 
electric  generator  was  specifically  shown  and  described;  but  manifestly, 
in  view  of  the  decision  of  the  Commissioner^  before  referred  to,  that  the 
old  application  did  not  properly  include  any  such  style  of  generator, 
this  later  application  is  an  entirely  independent  one.  I  can  not  concur 
in  the  proposition  of  theExaminers-inChief  that  ^'  while  this  last  appli- 
cation cannot  properly  be  considered  a  division  of  the  first,  yet  it  is 
evidently  a  continuation  of  it"  Legally  it  cannot  be  regarded  as  a 
continuation  of  the  first  application  unless  it  contains  tfie  same  invention. 
The  earliest  date  which  can  be  found  for  Green  is  May  15, 1886,  which 
is  the  date  of  his  second  application. 

Hall,  the  last  party  to  be  considered  herein,  claims  to  have  made  the 
invention  at  a  very  early  date  and  produced  certain  publications  and 
models  as  tangible  proof  of  that  fact.  As  to  the  Hall  Exhibit  No.  5,  it 
may  be  said  that  the  illustration  is  entirely  insufficient,  for  the  reason 
that  it  contains  no  intrinsic  evidence  that  the  source  of  electricity  opar- 
ating  the  electro-magnetic  motor  was  a  stationary  dynamo-electric  ma- 
chine or  a  magneto-electric  machine.    In  reference  to  the  various  models 
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it  must  be  said  that  they  were  not  redactions  to  i>ractice  in  auy  proper 
sense  of  that  expression.  It  is  not  merely  r  question  of  size,  as  counsel 
ijr  Hall  in;]:euionsIy  put  it,  but  a  question  of  design  and  purpose. 
Hall's  models  were  illustrative,  likedra\vin,ifs.  They  were  iutended  to 
•xemplify  his  theories  and  not  carry  them  iiiio  effect.  It  is  alleged  by 
counsel  for  IJall  that  the-e  inoilels  could  be  made  practically  useful  for 
carrying  parcels,  lett<*rs,  and  rhe  like,  and  were  of  a  size  suiBcient  to 
be  used  upon  a  railway  in  a  casli-carrier  system;  but  the  point  is  that 
:here  is  not  suftlcieut  evidence  that  I  hey  were  intended  at  the  time  they 
were  constructed  to  accouiidish  these  ends.  The  i)urp().ses  for  which 
they  were  sold  and  the  uses  to  which  they  were  put  with  Hall's  knowl- 
edge are  not  such  as  would  (rarry  out  his  couii>iers  t  heory.  Philo^uiihical 
laboratories  and  learned  professors  rather  than  commercial  houses  and 
business  men  received  and  employed  them.  It  is  well  settle<l  law  that 
a  working  model,  design* d  and  intended  as  such,  is  not  a  reduction  to 
jiractice.  Hall's  devices  manifestly  were  mere  working  models  and 
nothing  more.  Alter  more  than  a  score  of  years  had  passed  the  efforts 
of  others  called  to  IhilFs  mind  his  former  experiemte  and  he  then  con- 
cluded to  file  his  application  aud  claim  the  invention  as  his  own. 

In  the  decision  of  Quylord  v.  Wilder  the  Supreme  Court  of  the  United 
States  have  put  their  condemnation  upon  a  case  of  a  similar  character, 
but  much  stronger  than  is  the  case  of  Hall,  for  in  the  court  case  the 
structure  which  had  been  allowed  to  rest  in  oblivion  for  many  years  was 
a  completed  full-size  structure  and  not  a  mere  illustrative  model.  I  feel 
constrained  to  hold  that  Hall  does  not  anticipate  Field. 

Judgment  of  priority  must  therefore  be  rendered  in  favor  of  Stephen 
D.  Field.  I  am  impressed,  however,  with  the  similarity  between  the 
invention  involved  in  this  interference  and  that  set  forth  in  the  British 
patent  to  Clark,  to  which  the  Examiners  in-Chief  have  called  my  atten- 
tion, and  which  has  also  been  brought  before  me  by  certain  motions, 
and  I  therefore  direct  the  case  of  Field  to  be  returned  to  the  Primary 
Examiner,  who, will  consider  whether  the  invention  covered  therein  is 
])atentable  in  view  of  Clark's  patent,  taken  in  connection  with  the  other 
state  of  the  art. 

There  remains  to  be  considered  the  motions  to  dissolve  this  interfer- 
ence on  the  ground  that  no  interference  in  fact  exists,  or  that  some  of 
the  parties  were  improperly  included  therein.  The  remarks  I  have 
heretofore  made  render  it  unnecessary  for  me  to  consider  these  ques* 
tions  at  length.  I  merely  decide  that  an  interference  did  exist  at  the 
time  the  Examiner  declared  the  same,  and  the  parties  involved  were 
properly  included. 
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Ex  PARTE  YOUKG. 

Decided  December  18,  1888. 

46  O.  G.,  1635. 

1.  Processes  which  Depend  upon  Particular  Mechanism. 

It  being  coucede<l  tbnt  a  process  U  not  i»ateDtable  wbich  is  merelv  tbe  effect  or 
functlou  of  specific  inechauiBin,  tbe  question  necessarily  arises  in  every  case 
whether  the  process  claimed  is  capable  of  being  performed  by  a  machine  differ- 
ently organized  from  that  described,  or  even  without  an  organized  machine — 
by  ordina'ty  tools  or  by  hand.  Held  in  the  case  under  consideration  that  the 
processes  set  forth  in  the  claims  do  not  depend  for  their  performance  on  the  par- 
ticular machine  described. 

2.  When  Entitled  to  the  Process. 

An  inventor  who  proceeds  to  invent  a  machine  designed  solely  to  carry  out  a 
particular  process,  and  the  only  function  of  which  is  to  execute  that  process,  is 
entitled  to  protection.  A  process  which  is  distinct  aud  separate  from  the  machine 
does  not  lose  its  identity  because  of  any  course  pursued  by  the  inventor  in  prose- 
cuting his  claims  for  a  patent,  or  from  tbe  fact  that  he  may  not  at  the  time  of 
completing  his  machine  have  been  fully  conscious  that  he  had  also  invented  tbe 
process.  Should  applicant,  however,  take  out  his  patent  for  the  machine  with- 
out defining  or  claiming  his  process,  he  probably  would  unconsciously  dedicate 
the  process  to  the  public ;  but  if  at  any  time  before  he  comes  to  the  Office  or  takes 
out  his  patent  he  discovers  or  becomes  conscious  of  the  fact  that  his  invention  is 
of  a  twofold  character— viz.,  that  it  constitutes  both  the  machine  and  the  process 
which  it  executes — ^and  prepares  his  application  accordingly,  there  can  be  no 
reanon  for  holding  that  he  has  merged  the  two  iuventionsor  that  the  two  are  in 
fact  one. 

3.  Conscious  and  Unconscious  Invention,  When  Completed. 

At  the  time  applicant  becomes  conscious  of  the  fact  that  t|iere  exists  in  his 
mental  operations  and  discoveries  a  distinct  process  as  well  as  a  concrete  machine 
he  completes  not  only  the  invention  of  tbe  process,  but  perfects  his  knowledge 
of  it,  and  comes  into  the  status  of  au  inventor  who  may  obtain  the  security  of 
the  pa.tent  laws. 

4.  Decisions  Keviewed. 

Appeal  from  Examiners-iii-Ohief. 

!  ART  of  and  machines  FOR  MAKING  BOXES,  AC. 

Application  of  McCliutock  Young  filed  August  30,  1886,  >^o. 
212,210. 

Messrs,  Baldwin^  Davidson  &  Wight  for  tbe  applicant. 

STATEMENT  OF  THE  CASE. 

The  claims  have  been  rejected  on  the  ground  that  they  cover  a  pro- 
cess which  is  <*  evidently  aud  necessarily  the  operation  contemplated 
in  the  construction  of  the  machine"  aud  <<the  inevitable  result  of  such 
operation.'' 

Hall,  Commissioner: 

The  invention  described  in  this  application  consists  in  producing 
from  a  continuous  strip  of  paper  a  series  of  connected,  longitudinallf » 
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pasted,  flattened  box-tabes,  haviug  tbeir  surface  printed  apon,  which, 
beiug  separated  from  one  another  and  expanded  or  opened,  are  con- 
verted into  boxes.  This  continnons  strip  of  box-blanks  may  be  sepa- 
rated at  wilL  Applicant  has  devised  a  complex  machine  by  which  the 
varioQS  steps  of  printing,  creasing  and  cutting,  ])a8tiug,  and  rolling  are 
performed  in  their  proi)er  order.  He  has  presented  claims  to  cover  the 
process  by  which  the  roll  of  completed  box-blanks  is  produced  and  for 
8omeof  the  sab- processes,  which  are  as  follows: 

1.  As  an  uiiprovement  in  the  art  of  luauufacturing  bosea  from  a  strip  of  paper,  &c., 
the  described  method  of  prepariDg  the  connected  bbinks  for  pasting  and  folding,  con* 
sistiug  in  intermittiugly  advanciDg  the  strip,  and  during  intermissious  in  its  advance 
movement  catting  and  creasing  to  snccessively  and  comjdotely  form  the  respective 
blanks  of  a  series  of  enfolded  unpasted  blanks  cuunected  at  tbeir^ends  by  narrow 
Decks,  substantially  as  set  forth. 

2.  As  an  improvement  in  the  art  of  manufacturing  boxes  from  a  strip  of  paper,  «&c. 
the  described  method  of  preparing  the  connected  printed  blanks  for  pasting  and  fold- 
ing, consisting  in  intermittiugly  advancing  the  strip,  successively  printing  the  re- 
spective blanks  daring  intermissions  in  the  advance  movement  of  the  strip,  and  cut- 
ting and  creasing  the  other  blank  also  during  intermissions  in  the  advance  movement 
of  the  strip  to  successively  complete  the  respective  blanks  of  a  series  of  unfolded  un- 
pasted blanks  connected  at  their  ends  by  narrow  necks,  substantially  as  set  forth. 

3.  As  an  improvement  in  the  art  of  manufacturing  boxes  from  a  strip  of  paper,  &c., 
the  described  method  of  producing  the  connected  box-tubes,  consisting  in  intermit- 
tiogly  advancing  the  strip,  daring  intermissions  in  its  advance  movement  cutting 
and  creasing  it  to  successively  completely  form  the  respective  unfolded  unpasted 
blanks  of  a  series  with  the  narrow  necks  connecting  them  at  their  ends,  applying 
paste  to  the  saccessive  blanks,  and  during  intermissions  in  the  advance  movement  of 
tbe  strip  folding  previously  cut  and  creased  pasted  blanks  into  flattened  connected 
box-tubes,  substautially  as  set  forth. 

4.  As  an  improvement  in  the  ait  of  niannfactnring  boxes  from  a  strip  of  paper,  &c.f 
the  described  method  of  producing  and  compactly  bundling  and  compressing  the  con- 
ntcted  box- tube,  consisting  in  intermittiugly  advancing  the  connected  cut  and  creased 
blanks,  applying  paste,  folding  into  flattened  connected  box- tubes,  and  winding  them 
ander  tension  into  a  compact  roll,  substantially  as  set  forth. 

5.  As  an  imi)roveuient  iu  the  art  of  manufacturing  boxes  from  a  strip  of  paper,  &c. 
the  describetl  method  of  preparing  the  connected  blanks  and  producing  and  compactly 
baudliug  and  compressing  the  connected  box-tiil>e8,  consisting  iu  intermittiugly  ad^ 
vsucing  the  strip,  cutting  and  creasing  it  to  successively  form  the  respective  blanks 
of  a  series  with  the  narrow  necks  connecting  them,  applying  ptibte  to  the  blanks, 
Wing  the  blanks,  and  Anally  winding  them  into  a  compact  roll,  subbtuntiiiUy  asset 
forth. 

The  Examiner  has  rejecteil  these  claims  ou  tbe  ground  that  they  cover 
A  process  which  is  ^^  evidently  and  necessarily  the  operation  contem- 
plated in  the  construction  of  the  machine,"  and  ^^  the  inevitable  result 
of  such  operation."  In  this  position  he  has  been  affirmed  by  the  Ex- 
aminers-in-Chief.  The  authorities  relied  upon,  both  by  the  Primary  Ex* 
aminer  and  the  Examinersin-Chief,  are  Burr  v.  Duryee,  (2  Wbit.,  09 ; ) 
Cornitig  v.  Burden^  (15  How.,  252 ; )  New  v.  Warren^  (0.  D.,  1S82,  371 ; ) 
Brainard  v.  Crammej  (C.  D.,  1882, 382,)  and  the  Commissioner's  decision 
in  ex  parte  Harrison,  (C,  D.  1876, 170.)  Tbe  bearing  of  all  these  autbori-^ 
ties  on  the  propriety'  of  allowing  tbe  claims  under  consideration  is  not 
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Strikingly  apparent.  The  question  in  Burr  v.  Duryee  was  one  relating  to 
the  reissue  of  a  machine  patent  so  as  to  cover  a  process  recognized  by 
the  court  as  known  and  practiced  prior  to  the  invention  of  the  machine, 
and  the  court  rightly  declared  against  such  reissue,  saying: 

Much  less  can  any  inference  be  drawn  from  the  statute  that  an  inventor  who  has 
made  an  improvement  in  a  machine,  and  thns  effects  the  desired  result  In  a  better  or 
cheaper  manner  than  before,  can  inclnde  all  previous  inventions  and  have  a  claim  to 
the  whole  art,  discovery,  or  mtichine  he  has  improved. 

In  Corning  v.  Burden  the  question  was  on  the  interpretation  of  Pat- 
ent No.  1,800,  December  10,  1840,  whether  it  was  to  be  regarded  as  for 
a  machine  or  a  process.  Tlie  claim  was  what  is  now  called  ^<  func- 
tional," and  really  covered  the  accomplishment  of  the  result  by  several 
distinct  mechanisms,  but  in  all  the  action  of  particular  means  was  relied 
upon.  The  inventor  stated,  moreover,  that  his  invention  was  for  an 
<*  improvement  in  the  process  which  consists  in  the  employment  of  a 
new  and  useful  machine  for  rolling  puddling-balls."  The  court  rightly 
held  that  such  a  patent  was  for  a  machine  and  not  for  a  process,  and^ 
further,  that  a  patent  could  not  be  granted  for  the  function  or  abstract 
effect  of  a  machine.  A  process  was  declared  to  be  patentable  as  dis- 
tinguished from  a  machine ;  but  I  do  not  see  wherein  the  word  ^^  process'^ 
as  defined  by  the  court  fails  to  include  such  processes  as  are  the  subject 
of  the  present  claims. 

In  New  V.  Warren  the  court  held  that  a  machine  patent  could  not  be 
broadened  in  a  reissue  to  cover  a  process  described  in  the  original,  and 
declared  that  in  addition  to  a  patent  on  the  machine  there  could  not  be 
a  patent  for  its  mere  operation. 

In  Brainard  v, Gramme  it  was  held  that  the  process  claimed  in  the  re- 
issue was  merely  for  the  operation  of  the  apparatus  <lescribed  in  the 
original  patent,  but  it  was  conceded  that  since  everything  essential  to 
the  process  bad  been  pointed  out  in  the  original  patent  nine  years  beforo 
and  in  the  meantime  other  inventors  ha<l  occupied  the  ground  covered 
by  the  general  subject-matter  of  the  invention,  whatever  was  therein 
pointed  out  and  not  claimed  was  to  be  deemed  to  be  dedicated  to  the 
public.  There  is  nothing  in  this  case  that  bears  on  the  question  nov/ 
before  me. 

In  ex  parte  Harrison  the  Commissioner  held  that — 

If  in  the  present  case  we  separate  the  process  or  method  proper  from  the  operation 
or  effect  of  the  machine,  we  have  the  simple  process  of  charring  wood  in  a  closed 
Teasel,  which  is  too  old  to  be  patented. 

This  amounts  to  a  rejection  of  the  process  claim  tor  want  of  novelty^ 
in  view  of  the  fact  that  in  so  far  as  the  process  depended  on  the  opera- 
tion of  the  machine  it  was  not  patentable. 

The  general  consensus  of  these  decisions,  as  well  as  the  many  others 
that  might  have  been  cited,  is  in  accordance "^ith  what  is  said  in  ea- 
parte  TJcrr.  (41  O.  G.,  403:)  Digitized  by  ( ^__ 
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The  neoeasary  effeoto  or  operatioDs  of  specific  mecbanisni  are  not  necessarily  proo- 
MBes  or  metliods  within  the  meaning  of  the  patent  law.  *  *  *  A  m<?thod  or  proc- 
en  such  as  the  la^'recogni7.e8  as  patentable  ranst  have  an  existence  independent  of 
the  machine  or  appliances  by  Which  it  ia  carried  out  to  its  result.  It  must  be  a 
method  or  process  that  can  be  carried  out  by  hand  or  by  Tarious  kinds  or  forms  of 
meehaniam  or  appliances. 

I  am  not  able  to  fnlly  agree  with  the  Examiner  and  Examiners-in- 
Chief  in  the  position  which  they  have  taken.  It  beiug  conceded  that  a 
process  is  not  patentable  which  is  merely  the  effect  or  fauctiou  of  spe- 
cific mechanism,  the  qaestion  necessarily  arises  in  every  case  whether 
the  process  claimed  is  of  that  character^that  is,  whether  it  is  capable 
of  being  performeil  by  a  machine  differently  organized  from  that  de- 
scribed, or  even  without  an  organized  machine,  by  ordinary  tools,  or  by 
hand.  If  it  is  capable  of  being  so  performed,  theu,  so  far  as  the  Exam- 
iner's view  is  concerned,  it  may  be  a  patentable  process. 

It  is  clear  to  my  mind  that  the  processes  set  forth  in  the  claims  do 
not  depend  for  their  performance  on  the  particular  machine  described. 
They  can  be  carried  out  by  other  organizations  of  mechanism,  by  ma* 
chines  more  or  less  complex,  by  appliances  not  worthy  to  be  classed  as 
machines,  or  by  simple  hand-tools.  It  seems  possible  for  an  inventor 
with  one  of  these  claims  before  him,  or  with  the  finished  product 
before  him,  to  conceive  of  an  organization  of  mechanism  to  carry  out 
tiie  process  claimed,  or  to  construct  a  machine  to  make  the  product, 
which  woald  differ  so  materially  from  the  applicant's  machine  as  uot  to 
infringe  it.  Hence  the  processes  claimed  are  not  included  among  those 
processes,  which,  by  the  general  consensus  of  decisions,  are  held  not  to 
be  patentable,  but  they  are  such  as  have,  to  quote  again  the  language 
of  ex  parte  Herr — 

ao  exlateoce  independent  of  the  machine  or  appliances  by  which  they  are  carried  out 
to  their  reenlt. 

That  a  process  may  be  patented  irrespective  of  the  particular  form 
of  instrnmentalities  used  to  carry  it  out  is  clearly  set  forth  in  Eastern 
Paper  Bag  Co.  v.  Standard  Paper  Bag  Co.,  (41  O.  G.,  231,)  in  which 
Cochran  v.  Dtener  (94  U.  S.,  780)  is  quoted  with  approval.  The  court 
IB  the  paper-bag  cas^  sustained  Patent  No.  258,272,  granted  to  Daniel 
Appel  May  22, 1882,  the  claim  in  which  is  as  follows : 

The  herein-described  improvetnent  in  the  art  or  method  of  manufacturing  satchel- 
hattom  paper  bags  from  a  tube,  which  conAists,  first,  in  forming  the  diamond  fold, 
titto  eioea-folding  the  leading  corner  of  the  diamond  fold,  and  subsequently  com- 
pleting  the  satchel-bottom  by  cross-folding  the  rearmost  corner  of  the  diamond  fold 
ud  together  with  it  the  main  body  of  the  bag-blanlc,  on  the  line  of  this  second  cross- 
&]d,  sabstantially  as  and  for  the  purpose  described. 

This  process  was  carried  out  by  machinery  which  produced  the  bags 
with  such  rapidity  that  the  court  said  it  was  difficult  to  assign  any 
limit  to  the  speed  with  which  they  could  be  made.  But  irrespective  of 
the  machine  the  court  held  thatthe  claim'described  apateutable  procesF. 
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In  Globe  Nail  Co.  v.  United  States  Horse  Nail  Co.  (19  Fed.  Sep.,  819) 
the  court  held  the  following  claim  to  be  good : 

The  process  of  earring  the  bodies  of  nails  and  beveling  their  points  by  spreading 
the  metal  laterally  and  afterward  forcing  them  through  an  open  die  to  shear  off 
superfluons  metal,  sabstantially  as  and  for  the  purpose  specified. 

In  Wallace  r.  Noyes  (13  Fed.  Bep.,  172)  the  court  said: 

Where  the  patentee  attained  the  resnlt  by  a  saobession  of  processes,  which|  though 
separately  old^  had  not  been  practically  gronped  together  in  the  order  in  which  he 
nsed  them,  it  is  a  patentable  novelty  in  process.  , 

In  all  these  cases  in  which  mechanical  processes  are  held  to  be  pat- 
entable, the  inventor  of  the  process  has  proceeded  further  to  invent  a 
machine  designed  particularly  to  carry  it  out,  and  when  such  a  machine 
has  been>con8tructed  its  sole  purpose  and  function  must  necessarily  be 
to  perform  the  process — that  is  to  say,  the  process  is  ^'  evidently  and 
necessarily  the  operation  contemplated  in  the  construction  of  the  ma* 
chine,''  which  has  been  regarded  by  the  Primary  Examiner  and  the 
Examinersin-Chief  as  sufficient  ground  for  refusal  of  the  present 
claims.  The  decisions  of  the  court  do  not  appear  to  me  to  sustain  such 
a  position,  but,  on  the  contrary,  to  recognize  as  patentable  novel  me- 
chanical processes,  notwithstanding  the  fact  that  machines  have  been 
devised  of  which  the  processes  are  the  evident  and  necessary  operation. 

In  view  of  the  decisions  of  the  courts,  and  in  view  particularly  of  such 
claims  as  have  been  sustained  by  them,  I  see  no  reason  why  the  claims 
now  in  controversy  may  not  be  accepted  as  valid  for  mechanical  pro- 
cesses.  I  observe  in  this  application  that  the  claims  rejected  which 
relate  to  the  processes  set  forth  are  Joined  with  other  claims  covering 
the  machine  by  which  these  processes  are  executed,  and  it  has  been 
suggested  that  these  claims  for  the  processes  and  for  the  machine  are 
united  in  the  same  application.  The  legitimate  and  necessary  inference 
is  that  the  applicaut  invented  the  processes  and  the  machine  at  the  same 
time,  and  has  chosen  or  elected  to  regard  them  as  constituting  but  a 
single  invention.  So  it  may  be  said  the  invention  of  the  processes  has 
in  this  ipanner  become  merged  in  the  invention  of  the  machine  and  that 
applicaut  can  only  maintain  these  claims  for  the  machine.  This  con- 
clusion appears  to  be  reached,  probably,  upon  the  ground  that  it  is  nn. 
lawful  for  an  applicaut  to  unite  claims  for  two  separate  and  distinct 
inventions  in  the  same  application.  The  proposition  is  stated  in  this 
wise: 

If  the  inventor  of  a  new  and  patentable  process  contrives  sabseqnently  a  machine 
or  apparatus  by  which  to  carry  it  oat,  it  is  evident  that  the  two— the  proeeas  and  the 
machine— are  not  the  same  invention.  They  are  distinct  in  their  natare  and  diatinot 
chronologically  and  can  not  be  identical.  But  when  a  case  arises  in  which  the  in- 
ventor has  never  consciously  discovered  or  contrived  a  new  mechanical  procesa,  bat 
has  purposed  to  invent  a  machine  only,  it  would  appear  that  the  operation  of  the 
machine,  thouf^h  perhaps  a  true  and  novel  mechanical  process,  is.ln  fact  inseparable 
as  an  invention  from  the  machine  itself.  Digitized  by  v_  _  -  ^-  - 
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I  am  not  able  to  aeoept  this  propositioii,  and  do  not  see  how  it  ia  poa- 
dble  for  a  proceps  which  is  distinct  and  separable  firom  the  machine  by 
which  it  may  be  executed  to  lose  its  identity  in  any  way  by  the  coarse 
which  the  inventor  may  pursue  in  prosecuting  his  claims  for  a  patent, 
or  frqm  the  &ct  that  at  the  time  he  completed  his  machine  he  may  not 
have  been  fully  conscious  of  the  fact  that  he  had  invented  a  distinct  and 
separable  process.    It  is  of  course  difficult  to  say  that  a  man  can  have 
invented  a  process  of  which  be  was  not  cognizant;  but  in  the  case  sup- 
posed  the  inventor's  attention  may  have  been  so  occupied  with  the  me* 
chanical  construction  of  his  machine  that  for  the  time  being  he  failed 
to  know,  by  reason  of  his  ignorance  or  otherwise,  he  had  invented  also 
a  new  process,  and  if  his  unconsciousness  should  not  be  removed  and 
he  should  come  to  the  Patent  Office  and  apply  for  a  patent  without  de- 
scribing or  defining  or  claiming  his  process,  and  should  take  out  his 
patent  accordingly,  he  probably  would  dedicate  the  process  to  the  pub- 
lic as  unconsciously  as  he  had  invented  it,  and  thus  be  barred  from 
asserting  claim  thereto;  but  if  at  any  time  before  he  comes  into  the 
Office  or  takes  out  his  patent  he  discovers  or  becomes  conscious  of  the 
fact  that  his  invention  is  of  a  twofold  character — viz.,  that  it  constitutes 
both  the  machine  and  the  process  which  it  executes — and  prepares  his 
application  accordingly,  there  certainly  can  be  no  reason  for  holding 
that  he  has  merged  the  two  inventions  or  that  the  two  are  in  fact  one. 
At  the  time  an  applicant  becomes  conscious  of  the  fact  that  there  exists 
in  his  mental  operations  and  discoveries  a  distinct  process,  as  well  as 
the  concrete  machine  which  he  has  created,  he  completes  not  only  the 
invention  of  the  process,  but  perfects  his  knowledge  of  it  and  comes 
into  the  status  of  an  inventor  who  may  obtain  the  security  of  the  patent 
lawB.    In  this  case  the  application  has  been  allowed  to  proceed  to  the 
present  time  without  any  objection  being  made  to  the  fact  tbat  it  con- 
tained claims  for  the  process  and  claims  for  the  machine.    If  the  prac- 
tice alluded  to  had  been  carried  out  originally,  applicant  would  have 
been  required  to  divide,  and  would  then  have  occupied  a  status  which 
would  be  fatal  to  the  objection  which  is  suggested  in  this  particular. 
The  decision  of  the  Examiners-in-Cbief  is  reversed. 


Ex  Pabte  Jaeoer. 

Decided  January  4,  1^89. 
46  O.  G.,  1637. 

PaTKNTABIUTY— PROCE88. 

A  method  or  proceM  which  depends  for  its  uovelty  npon  the  preparation  of  an 
adheaire  stay  and  the  varions  steps  employed  to  carry  such  article  forward  to 
the  final  act  of  affixing  it  to  the  corners  of  boxes  for  the  purpose  of  strengthen- 
ing the  corners  BM  to  be  not  a  proper  method  or  process,  but  the  mere  oi>era- 
tion  ot  the  machine. 
AvpsAL  from  Examiners-in-Ohief. 
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PROCESS  OF  APPLYIXQ  COB2rER-6TATS  TO  BOXBS. 

Application  of  Gustave  L.  Jaeger  filed  March  29,  1888,  No. 
268,830. 

Messrs.  Van  Santvoord  &  Hauff  for  the  applicant. 

Hall.  Cwnmisxioner: 

Applicant  appeals  from  the  decision  of  the  Exanainersin  Chief  affirm- 
ing  the  action  of  the  Primary  Examiner  in  rejecting  this  application. 

The  claims  appealed  are  as  follows : 

1.  The  method  herein  described  of  stayinj;  bor-corners,  which  consiats  in  preparing 
%  series  of  detached  superposed  09rner-btays,  each  of  the  repaired  Miz»*,  aaComatically 
picking  ap  the  stays  oue  after  another  and  carry inj^  theoi  over  the  corners  of  a  box, 
antomatically  rendering  the  stays  adhesive  one  after  another  in  trau.sit  to  the  box- 
oomers,  and  pressing  the  median  line  of  the  stays  on  the  box-corners,  substantially 
as  set  forth. 

2.  The  method  herein  described  of  staying  box  corners,  which  consists  in  preparing 
a  series  of  detached  corner-stays  of  the  required  size,  superposing  the  said  stays* 
automatically  picking  up  the  stays  successively  at  uniform  intervals  and  carrying 
them  over  the  box-corners,  and  while  in  transit  thereto  automatically  rendering  them 
adhesive  one  after  another,  and  pressing  the  stays  on  the  box-comer. 

The  Examinersin-Chief  affirm  the  decision  of  the  Primary  Examined 
in  the  following  language : 

We  concur  with  the  examiner  in  finding  nothing  in  this  case  but  the  operation  of 
the  machine  set  forth  and  described  in  the  application,  and  we  affirm  his  decision. 

I  fnlly  concur  in  the  opinion  of  the  Examiners-4nGhiefl  It  may  be 
well  to  add,  however,  that  an  examination  of  the  application  with  its 
claims  satisfies  me  for  other  reasons  than  those  expressed  by  the  Ex- 
aminers-inOhief  that  no  method  exists  in  this  case.  The  result  of  the 
alleged  method  is  the  listening  of  the  side  pieces  of  a  box  where  they 
meet  at  the  comers  by  means  of  an  adhesive  stay,  which  is  prepared  of 
the  required  size  and  rendered  adhesive  and  then  pasted  over  the  cor- 
ners  of  the  box.  The  thing  done  is  the  staying  of  the  corners  of  the 
box  by  this  stay,  which  is  conceded  to  be  old  and  very  common ;  but 
the  applicant  attempts  to  take  the  preparation  of  the  stay  itself  as  an 
independent  article,  divide  it  into  ^^steps,"  as  he  calls  them,  and  carry 
them  forward  to  the  final  act  of  affixing  the  stay  to  the  corner  of  the 
box,  and  by  reason  of  these  various  steps  he  claims  to  have  found  a 
process.  Now,  it  is  apparent  that  the  stay  is  a  separate  and  independ- 
ent article  until  it  has  been  applied  to  the  corners  of  the  box ;  that 
its  being  cut  into  rectangular  shape,  pasted,  piled  in  convenient  form, 
etc.,  are  mere  steps  in  its  preparation  and  wholly  independent  of  the 
final  act  of  affixing  it  to  the  corners  of  the  box  to  accomplish  the  pur- 
pose of  the  supposed  invention — viz.,  staying  the  corners  of  the  box. 

When  properly  considered,  the  only  thing  which  is  shown  in  the  appli- 
cation or  which  can  be  claimed  in  the  way  of  invention  is  the  applying 
of  rectangular  pieces  of  paper,  properly  pasted,  to  the  corners  of  the  box 
for  the  Duroose  of  strentrtheninip  or  atavinir  such  corners.    The  sud* 
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posed  method  or  pcooess  of  thus  stayiDg  the  box  be^rina  and  ends  with 
the  applying  of  the  Atay  to  the  corners  of  the  box.  It  is  impossible  to 
carry  that  process  or  method  back  so  as  to  embrace  or  include  the  steps 
which  may  be  taken  to  prepare  the  stays.  As  well  might  it  be  at- 
tempted to  claim  a  method  for  strengthening  or  staying  the  comers  of 
the  box  by  nails  by  beginning  with  the  origin  of  the  nails,  their  man- 
afactnre  and  form,  following  them  through  the  devious  processes  of 
manafactnre,  and  alleging  that  those  various  steps  were  steps  in  the 
process  of  strengthening  and  staying  the  box  into  which  the  nails  were 
driven. 
The  action  of  the  Examiners-in-Ohief  is  afiSrmed. 


Ex  PARTE  Latimer. 

beeitM  March  12,  1889. 
46  O.  G..  1638. 

1.  PaODnCT  OF  NATURB  UXCHANOKD  BY  PBOCB88  NOT  PATENTABLE. 

A  prodnct  of  nature,  although  conceded  to  be  valuable  and  uaefn],  such  as  fiber 
which  is  procured,  deriyed,  or  freed  from  a  certain  species  of  pine  by  means  of* 
new  and  noyel  process  for  which  patent  has  been  granted  to  applicant,  Held  to  be 
not  such  a  patentable  iuTontion  as  is  required  by  the  statute. 

2.  Same. 

The  product  has  not  been  affected,  changed,  or  altered  by  the  process,  and 
whatever  there  is  of  invention  resides  in  or  consists  of  the  process  itself,  by  which 
the  fiber  can  be  taken  from  the  natural  sheath  or  membrane  of  the  leaf  or  pine, 
needle  in  which  it  has  been  developed  or  produced  by  the  processes  of  nature. 

3.  Same. 

A  contrary  ruling  would  result  in  granting  to  one  inventor  the  exclusive  use  of 
one  species  of  fiber,  and  so  on,  successively,  patents  miglit  be  obtained  upon  the 
fibers  of  the  various  trees  of  the  forest  and  the  plants  of  the  earth  which,  because 
being  natural  products,  are  no  more  the  subjects  of  patents  when  eliminated 
from  their  surroundings  than  wheat  which  has  been  cut  by  some  new  method  of 
reaping  can  be  patented  as  wheat  out  by  such  a  process. 

Appeal  from  Examiners-iii-Ohief. 

FIBSBS. 

Application  of  William  Latimer  filed  December  10,18S8,  No.  293,067. 
Messrs.  Munn  dk  Co.  for  the  applicant. 

Haxl,  Commissioner: 

Applicant  appeals  from  the  Ezaminers-in-Chief  apou  the  following 
claim : 

As  a  new  article  of  manufacture  the  fiber  herein  described,  consisting  of  the  cellu- 
lar tissues  of  the  Pinua'aueiraUs  eliminated  in  full  lengths  from  the  silicious,  resinous, 
and  pulpy  parts  of  the  pine-needles  and  subdivided  into  long,  pliant  filaments  adapted 
to  be  spun  and  woven,  as  described. 
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In  the  originad  rejectiOD  a  patent  to  Adolph  Roqae,  January  1, 1867, 
No.  00,940,  and  also  a  publication  contained  in  the  Frakklin  Journal^ 
vol.  54,  pp.  412-414,  are  cited. 

The  Examiner  held : 

The  claim  and  description  do  not  set  forth  any  physical  characteristics  by  whieh 
the  fiber  can  be  distinguished  from  other  vegetable  fibers.  The  material  oat  of 
which  the  fiber  is  made  does  not  constitute  a  physical  characteristic,  nor  does  the 
length  of  the  fiber  distinguish  ib  from  the  fiber  produced  from  other  vegetable  sub- 
stauces,  althongh  it  may  from  those 'derived  from  other  si>ecies  of  pine.  Hence,  siuce 
the  fiber  claimed  is  not,  and  cannot  be,  distinguished  from  other  fibers  by  auy  phys- 
ical characteristic,  the  claim  therefor  must  be  refused.  (See  Coohrane  v.  BadUckeAn" 
ilin  and  Soda  Fahrik,  27  O.  G.,  813.) 

The  claim  is  also  refosed,  as  the  fiber  produced  from  any  vegetable  substance  doe* 
not  differ  from  other  vegetable  fibers  and  is  not  the  subject  for  patent  protection. 
This  exact  question,  so  far  as  the  examiner  is  aware,  has  never  been  considered  by  the 
coyrts  or  by  Commissioners;  but  analogous  oases  are  found  in  paper-pulp  made  from 
various  snbstances^  wiiich,  as  products,  have  been  declared  not  to  be  patentable  by 
the  Commissioner  in  ex  parte  Sturgis,  (MS.  Dec,  vol.  '2, 145,)  and  ex  parte  Cuehautn, 
(MS.  Dec.,  vpl.  2,64,)  and  by  the  Supreme  Court  in  The  Ainerioan  Wood  Paper  Co,  v. 
The  Fiber  DiHntegraHng  Co.,  (23  Wall,  566,  593.) 

After  the  case  had  been  appealed  to  the  Examiners-inOhief  it  appears 
that  applicant  submitted  to  them  a  number  of  additional  affidavits  rel- 
ative to  the  character  and  quality  of  the  fiber  produced  by  his  process. 
The  senior  member  of  the  £xaminers-iu-Ohief,  atlber  intimating  that  the 
flax  produced  from  the  needle  of  the  Pinus  auatralU  was  patentable,  and 
that  the  views  of  the  Examiner,  in  so  far  as  he  held  that  such  a  fiber  was 
not  patentable |^«r  se,  were  erroneous,  and,  doubting  the  applicability  of 
The  American  Wood  Paper  Co  v.  The  Fiber  Disintegrating  Co.  to  the 
question,  remanded  the  application  to  the  Primary  Examiner,  in  order 
that  he  might  take  original  jurisdiction  of  the  application  again  with 
the  new  affidavits  as  a  p^rt  of  the  record  and  make  such  action  therein 
as  he  might  see  proper. 

The  Primary  Examiner  thereupon,  having  considered  the  evidence 
submitted  through  the  order  of  the  Examinerin-Chief,  returned  the 
case  to  the  Board  with  an  affirmance  of  his  former  action.  The  ma- 
jority of  the  Examiners-in-Chief  then  affirmed  the  action  of  the  Primary 
Examiner,  holding: 

We  are  also  of  the  opinion  that  the  said  references  furnish  a  substantial  anticipation 
of  the  supposed  new  article  of  manufacture,  and  must  therefore  affirm  the  Examiner's 
decision  in  refusal  of  the  patent. 

The  references  referred  to  are  those  originally  given,  viz :  patent  to 
Adolph  Koque,  No.  09,940,  and  the  disclosure  contained  in  the  Franklin 
Journal. 

The  senior  member  of  the  Board  entertained  a  doubt  as  to  whether 
the  invention  was  properly  anticipated  by  these  referenced,  and  held 
that  the  doubt  should  be  resolved  in  favor  of  the  applicant  and  the  de- 
cision of  the  Examiner  reversed.  Applicant,  by  appeal  from  the  decision 
of  the  majority  of  the  Examiners-in-Ohief,  has  now  brought  the  case 
before  the  Commissioner  for  his  consideration. 
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Applicant  has  filed  two  applications,  one  for  the  process  by  whicn  the 
fiber  in  qnestion  is  taken  from  the  needles  of  the  Pinui  auBtralUj  the 
other  for  the  product  itself.  He  has  obtained  a  patent  for  his  process,  bat 
his  claim  for  the  product  has,  as  above  stated,  been  rejected.  What  is  this 
prodoct  which  applicant  claims  t  It  is  not  asserted  or  pretended  in  the 
present  application  that  the  product,  which  is  the  result  of  applicant's 
process,  is  in  any  manner  affected  or  produced  by  the  process,  or  that  its 
natural  condition  as  a  fiber  has  in  any  wise  been  affected,  changed,  or  al* 
tered.  Fiber,  whether  of  plants — such  as  hemp,  flax,  cotton — or  of  the 
leaves  of  trees — such  as  the  Pinui  sylveitrU — or  of  the  wood  of  trees  and 
shrubs,  is  a  well  known  material,  the  knowledge  of  which  is  almost  co- 
extensive with  the  human  family.  It  has  been  employed  firom  time  im. 
memorial  in  the  manufacture  of  threads,  cordage,  fabrics,  and  textiles. 
It  is  also  well  known  that  the  pure  fiber  after  it  has  been  eliminated 
from  the  natural  matrix  of  the  leaf  or  stalk  or  wood  in  which  nature 
forms  and  develops  it  is  essentially  the  same  thing  and  possesses  the 
same  construction.  The  chemical  formula  for  this  cellulose  in  all  these 
varieties  of  plants,  I  am  advised,  is  the  same.  The  different  fibers  differ 
in  characteristics  as  to  length,  strength,  fineness,  &c. ;  but  these  dif- 
ferences are  not  at  all  due  to  the  processes  by  which  they  are  removed 
from  the  matrices  in  which  they  have  grown,  but  to  the  process  of  nature 
in  developing  and  growing  them.  The  fiber  of  the  needle  of  the  Pinug 
atutralis  grows  firom  ten  to  twenty  inches,  while  that  of  the  leaf  of  the 
Pinus  9ylvestris  is  only  three,  four,  or  five  inches  in  length,  and  this  is 
true  for  precisely  the  same  reason  that  the  needle  itself  of  the  one  is  much 
longer  than  the  leaf  of  the  other.  Nature  made  them  so  and  not  the 
process  by  which  they  are  taken  from  the  leaf  or  the  needle. 

It  cannot  be  said  that  the  applicant  in  this  case  has  made  any  discovery, 
or  is  entitled  to  patent  the  idea,  or  fact,  rather,  that  fiber  can  be  found  in 
the  needle  of  the  Pintia  atistralis^  or  that  it  is  a  longer  fiber  than  can  be 
found  in  other  leaves,  or  that  it  possesses  more  or  less  strength  or  fine- 
ness, because  the  mere  ascertaining  of  the  character  or  quality  of  trees 
that  grow  in  the  forest  and  the  construction  of  the  woody  fiber  and  tissue 
of  whicli  they  are  composed  is  not  a  patentable  invention,  recognized  by 
the  statute,  any  more  than  to  find  a  new  gem  or  jewel  in  the  earth 
would  entitle  the  discoverer  to  patent  all  gems  which  should  be  subse- 
quently found,  so  that  generally  it  may  be  said  that  fiber  such  as  is 
described  in  this  application  is  old,  and  even  if  such  were  not  the  fact 
and  this  were  the  first  time  that  man  had  discovered  that  a  fiber  existed 
in  the  leaves  and  needles  of  the  trees  which  could  be  removed  by  certain 
processes  and  made  useful  for  mankind,  it  is  doubtful  whether  the  in- 
vention would  consist  of  anything  more  than  the  process  by  which  the 
fiber  could  be  taken  from  the  natural  leaf  or  needle  in  which  it  is  pro- 
duced by  natural  processes.  Otherwise  it  would  be  possible  for  an 
dement  or  a  principle  to  be  secured  by  patent,  and  the  patentee  would 
obtain  the  right,  to  the  exclusion  of  all  other  men,  of  securing  by  his 
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new  process  from  the  trees  of  the  forest  (iu  this  case  the  Pinua  austraXis) 
thd  fiber  which  nature  has  produced  and  which  nature  has  intended  to 
be  equally  for  the  uie  oCall  men.  The  result  would  be  that  an  alleged 
inventor  in  Germany  would  acquire  a  patent  which  would  give  him  the 
exclusive  use  of  the  Phitut  sylvestris^  the  applicant  in  this  case  would 
secure  a  patent  for  the  fiber  of  the  Pi  nus  australU,  and  thus,  successively, 
patents  might  be  obtained  upon  the  trees  of  the  forest  aod  the  plants 
of  the  earth,  which  of  course  would  be  unreasonable  and  impossible. 

The  references  cited  by  the  examiner  show  that  the  fiher  of  the  leaves 
of  the  PintLs  sylvestris  has  been  taken  from  the  leayes  by  a  process  very 
gimilar  to  that  employed  by  applicant,  although  not  identical  with  it. 
The  fiber  in  all  these  cases  is  located  within  the  external  sheath  or 
membrane  of  the  leaf  or  needle,  the  intermediate  space  between  the 
sheath  and  fiber  being  filled  with  resinous  matter,  and  the  intercellular 
spaces  of  the  fiber  itself  being  also  filled  with  resinous  matter.  It  order 
to  obtain  the  fiber  it  is  necessary  to  disintegrate  and  remove  the  material 
constituting  the  sheath,  and  also  the  resinous  matter,  and  wash  it  en- 
tirely away,  leaving  the  perfect  and  natural  structure  of  the  fiber  free. 
This  ts  accomplished  by  the  process ;  but  the  fiber,  when  it  is  made  free, 
is  in  nowise  changed  or  dififerent  from  its  natural  construction.  There, 
is  no  chemical  combination  efit'ected  by  the  treatment  which  frees  it  by 
which  the  fiber  becomes  something  new  or  dififerent  from  the  fiber  in  its 
natural  state.  Ko  chemical  combination  occurs  or  is  alleged  to  occur  by 
which  the  fiber  is  rendered  stronger  or  possesses  any  new  feature  or 
characteristic,  so  that  in  selecting  and  obtaining  this  fiber  from  the 
trees  the  applicant  has  done  little  more  than  one  who  gathers  the  peb- 
bles along  the  seashore,  where  the  forces  of  nature  have  placed  them. 
In  the  latter  case  the  action  of  the  waves  has  freed  the  pebbles  from 
their  surroundings  or  covering  as  in  the  former  the  applicant  frees  the 
fiber  by  his  process.  The  invention  resides  wholly  and  exclusively  in 
the  process  which  enables  him  to  procure  the  fiber  in  its  natural  free 
state.  These  views,  I  think,  are  well  established  by  the  decisions  cited 
by  the  senior  officer  of  the  Examiners-in-Ohief.    In  his  opinion  he  says : 

If  a  iie^  article  be  produced  by  a  new  process  from  a  90w*b  ear  or  potato-rine  pre- 
senting a  new  stock  for  weaving  or  knitting  into  cloths  or  garments,  it  is  essentially 
a  new  **  manufaotore  "  within  the  law. 

I  refer  to  this  statement  because  it  is  a  strong  one,  bat,  in  my  judg* 
ment,  improperly  applied  to  the  conditions  of  this  case.  Unquestion- 
ably  if  the  constituents  of  the  ear  or  any  portion  of  the  stalk  were  to 
be  treated  so  as  to  form  a  new  material — for  instance,  a  mucilaginous 
substance  which  could  be  drawn  out  into  twine,  and,  by  being  dried, 
become  a  strong,  flexible  twine— such  article  would  be  a  new  and  use- 
ful product  The  reason  is  that  a  new  form  has  been  produced,  made 
out  of  the  changed  material  and  construction  of  matter  in  the  flesh,  and 
this  new  form  is  useful ;  but  if  there  were  within  the  ear  a  bone  and 
the  result  of  the  process  was  to  remove  that  bone  in  its  natural  condi- 
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tion,  or,  if  the  new  process  were  to  remove  the  bristles  growing^  apon 
the  ear,  it  is  evident  that  the  bone  or  the  bristles,  when  removed  by  a 
new  process,  would  still  be  the  same  bone  or  bristles  which  had  for- 
merly been  removed  by  the  knife  or  by  the  hand,  and  while  the  process 
itself  might  be  new  the  prodact  would  be  old  and  therefore  not  patent- 
able. So  in  the  present  case  the  fiber  not  only  is  old,  as  shown  by  the 
citations  made  by  the  Primary  Examiner,  but  it  is  a  natural  product 
and  can  no  more  be  the  subject  of  a  patent  in  its  natural  state  when 
freed  from  its  surroundings  than  wheat  which  has  been  cue  by  a  reaper 
or  by  some  new  method  of  reaping  can  be  patented  as  (vbeat  cut  by  such 
a  iirocess. 

I  have  given  this  application  no  little  consideration,  and  have  experi- 
enced an  anxiety,  if  possible,  to  secure  to  the  applicant  a  patent.  The 
alleged  invention  is  unquestionably  very  valuable,  and  one,  according 
to  the  statements  i)resented  to  me,  of  immense  benefit  to  the  people  of 
the  country  in  which  the  Pinits  attstralU  grows.  The  fiber,  it  is  said,  is 
stronger,  more  durable,  and  can  be  produced  at  much  less  expense  than 
jute,  and  will  undoubtedly  supersede  that  article  in  the  manufacture  of 
many  fabrics ;  but  while  the  production  may  be  thus  regarded  as  a  very 
valuable  one]  the  invention  resides,  I  am  compelled  to  say,  exclusively 
in  the  process  and  not  at  all  in  the  product 

If  applicant's  process  had  another  final  step  by  which  the  fiber  thus 
withdrawn  or  separated  from  the  leaf  or  needle  in  its  natural  state  were 
changed,  either  by  curling  it  or  giving  it  some  new  quality  or  function 
which  it  does  not  possess  in  its  natural  condition'as  fiber,  the  invention 
would  probably  cover  a  prodnci,  because  the  natural  fiber,  ])assing 
through  the  exigencies  of  such  a  process  would  be  treated  and  become 
something  new  or  dififerent  from  what  it  is  in  its  natural  state.  Natu- 
ral fibers,  hair,  and  many  other  substances  have  been  allowed  as  pat- 
entable products  which  have  been  changed  by  some  such  treatment ; 
bat  I  am  not  aware  of  any  instance  in  which  it  has  been  held  that  a 
natural  prodact  is  the  sabject  of  a  patent,  although  it  may  have  existed 
from  creation  without  being  discovered. 

I  think  the  authorities  cited  by  the  Examiner  fally  support  these 
propositions,  and  therefor  affirm  the  decision  of  the  Examiuers-in-Chief 


BEABD^LEE  r.  MOESLEIN. 

Bedded  March  16,  1889. 

46  O.  G.,  1040. 

1.  A  patentee  involved  in  interference  wbo  refuse  to  take  testimony,  relying  upon  his 
record  dates,  and  rested  bis  case  npon  the  weakness  of  his  adversary's  presents- 
tion  rather  than  npon  the  strength  of  his  own,  wiU  not  be  permitted,  after 
teating  the  opinion  of  all  the  tribanals  in  the  Office  and  after  final  decision, 
to  hAve  the  case  reopened  on  the  ground  *'  that  the  public  interests  reqnire  an 
inrestigation  as  to  prior  knowledge  or  nse,  and  that  two  patents  ought  not  tc 
iasne  for  the  same  inyention." 
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%  An  interfeienoe  is  declared  between  an  applicant  and  a  patentee  for  the  sole  pnr- 
IKMe  of  determining  whether  a  patent  shall  isene  or  he  refuted  to  the  applieant, 
and  when  the  qneetion  is  settled  the  patentee  has  no  further  intereot  or  eon* 
cem  in  the  case. 

3.  A  degree  of  conclnsiTeness  attaches  to  a  eorreet  decialon  based  upon  the  record  and 
the  eyidenoe  which  eannot  be  disturbed  by  a  motion  which  admits  a  party's 
willftU  and  deliberate  omission  to  take  OTidenee  and  simply  asks,  after  trial, 
that  the  very  evidence  which  might  hare  been  originally  taken  may  now  be  in- 
troduced. If  such  a  motion  could  prevail,  there  wonld  be  no  end  to  interference 
proceedings. 

Motion  for  rebearing. 

HAT  8WEAT-BA1I1M. 


Application  of  William  F.  Beardslee  filed  March  12, 1887,  No.  230,- 
588.    Patent  granted  Valentine  Moeslein  December  28,  1886,  354^9311 

Mr.  John  R.  Bennett  for  Beardslee. 

Mr.  T.  D.  Stetson  and  Mr.  A.  PoUoTc  for  Moeslein. 

Hall,  Cammieeioner : 

Moeslein,  the  senior  party  to  this  interference,  is  a  patentee.  Beards- 
lee,  the  junior  party,  took  his  evidence.  Moeslein  declined  to  take 
evidence  and  submitted  the  case  upon  his  record.  The  Examiner  of 
Interferences  awarded  priority  to  Beardslee.  This  decision  was  re- 
versed by  the  Examiners-in-Ghief,  who  gave  priority  to  Moeslein,  and 
their  decision  was  reversed  by  the  Assistant  Commissioner,  by  whom 
priority  was  awarded  to  Beardslee.  A  motion  for  rehearing  was  sub- 
mitted to  and  denied  by  the  Assistant  Oommissioner.  Moeslein  then 
presented  a  petition  to  the  Commissioner,  requesting  that  the  case  be 
reopened  for  the  purpose  «f  permitting  him  to  take  evidence  in  support 
of  his  preliminary  statement,  which  carries  his  date  of  invention  an- 
terior to  his  record  dates.  This  petition  discloses  no  other  reason  for 
the  request  than  that  the  petitioner,  when  he  declined  to  take  his  evi- 
dence originally,  did  not  think  it  was  necessary  to  do  so.  He  believed 
Beardslee's  evidence  insufficient — that  is,  he  rested  upon  the  weakness 
of  hi^  adversary's  case  rather  than  upon  the  strength  of  his  own.  He 
did  not  pretend  that  he  had  fonnd  any  newly-discovered  evidence  or 
that  he  had  been  taken  by  surprise  or  was  in  any  manner  misled.  He  had 
simply  made  an  error  of  judgment  as  to  the  force  and  effect  of  Beards- 
lee's evidence.  This  request  to  have  the  case  reopened  was  denied. 
Moeslein  now  comes  and  renews  this  request  upon  precisely  the  same 
grounds,  supporting  it  by  the  affidavits  of  himself  and  several  witnesses. 
His  counsel  urge  that  the  public  interests  require  an  investigation  as  to 
prior  knowledge  or  use,  and  that  two  patents  ought  not  to  issue  for  the 
same  invention. 

It  is  evident  that  Moeslein  having  received  his  patent  is  beyond  the 
power  or  control  of  the  Commissioner.  An  interference  is  declared  be* 
tween  an  applicant  and  a  patentee  for  the  sole  purpose  of  determining 
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whether  a  patent  sball  issae  or  be  refused  to  ttae  applicaot,  and  when 
the  qaestiou  is  determined  the  patentee  has  no  further  inte^-est  or  con- 
eeni.  In  this  case  the  interference  procedni-e  was  properly  instituted 
and  eoDcloded.  Having  been  correctly  decided  upoU  the  record  and 
Cbe  evidence,  a  degree  of  conclusiveness  attaches  to  that  decision 
which  can  not  be  disturbed  by  a  motion  which  admits  the  party's  will* 
fal  and  deliberate  omission  to  take  evidence  and  simply  asks  to  be 
allowed  now,  after  trial,  to  take  the  very  evidence  which  he  might  orig- 
iaally  have  taken.  If  sach  a  motion  oonld  prevail,  there  wonhl  be  no 
end  to  sneh  proeeediags  and  no  final  determination  coald  be  reached. 

Moeslein  asserts  in  his  petition  that  he  aetnally  made  the  invention 
at  an  earlier  date  than  his  record  shows,  and  that  the  evidence  of  the 
witnesses  he  nam^BS  will  establish  the  fact ;  bnt  this  is  merely  a  repeti- 
tioD  of  the  assertion  he  made  in  his  original  preliminary  statement.  He 
then  had  the  very  chance  to  do  what  he  now  proposes  to  do.  He  omit- 
ted or  failed  to  establish  the  facts.  From  his  omission  there  was  a 
strong  presamption  that  he  was  nnable  to  do  so.  It  is  not  at  all  an- 
reasonable  to  assert  that  if  the  opportunity  were  again  ^iven  him  and 
his  witnesses  were  subjected  to  the  test  of  cross-examination  he  might 
&il  to  establish  his  alleged  earlier  dates,  so  that  the  adjudication  in  iixe 
ease  is  stronger  against  the  allegation  of  earlier  invention  than  is  his 
pnmoit  prima  facie  showing,  founded  on  his  ex  parte  af&davit  in  favor 
of  it. 

Procednre  of  all  kinds  must  be  governed  by  rules  which  are  to  a 
greater  or  less  extent  general.  This  is  especially  true  of  motions  and 
petitioDS  of  this  character.  It  will  sometimes  occur  in  a  particular  in- 
stance that  such  rules  operate  with  some  appearance  of  injustice ;  but 
it  is  better  that  they  be  enforced,  even  in  such  instances,  than  to  have 
00  rales  or  than  to  have  all  cases  special,  for  under  the  latter  condition 
Bach  greater  injustice  will  necessarily  follow. 

In  the  present  case  there  have  been  four  trials  in  the  Patent  Office, 
which  surely  ought  to  be  sufficient.  The  petition  now  urged  ought  to 
have  been  presented,  if  at  all,  long  before  the  case  reached  the  Bzami- 
aers-in-Gbief  or  the  Gommissioner.  The  petitioner,  however,  saw  proper 
to  test  the  opinion  of  all  the  tribunals,  and,  having  been  unsuccessful,  he 
aow  seeks  to  go  back  and  begin  again.  While  it  is  true  he  asserts  that 
a  diiferent  result  would  be  reached,  yet,  in  view  of  what  has  already  oc- 
enrred,  that  is  merely  an  opinion  or  belief. 

There  is  no  such  thing  known  to  the  practice  in  this  Office  as  a 
prior-kDOwledge-or-use  inquiry,  and  while  it  is  barely  possible  that  two 
patents  may  be  issued  for  the  same  invention  I  do  not  think  it  is  a  mat- 
ter which  justifies  my  interference  with  the  regnlar  and  orderly  pro- 
cednre. Moeslein  has  his  patent,  and  his  statns  in  the  courts  is  secure. 
The  Office  has  determined  that  Beardslee  is  now  entitled  to  a  patent. 
Any  farther  controversy  will  appropriately  be  settled  in  the  court^gj^ 
2016  PAT 9 
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Ex  PARTE  Johnston. 

Decided  March  20,  1889. 

46  O.  G.,  1611. 

A  patentee  who  shows  bat  does  nut  claim  a  certain  iiiventioa  which  is  distiact  and 
separate  from  that  claimed  in  his  prior  patent,  and  which  could  not  have  been 
prosecuted  in  that  application  and  ought  not  to  have  been  shown  Insucli  patent, 
does  not  necessarily  dedicate  such  unclaimed  invention  to  the  public. 

Appeal  from  Examiners-in-Cbief. 

KTE6LAS8-FRAMES. 

Application  of  George  Johnston  filed  March  2, 1887,  No.  229,441. 
Mr.  N.  8.  Wright  and  Mr.  E.  0.  Seward  for  the  applicant 

Hall,  Commissioner : 

Applicant  appeals  from  the  decision  of  the  Examiners-m-Chief  affirm- 
ing the  action  of  the  Primary  Examiner  in  rejecting  the  following 
claims : 

1.  The  combination,  with  the  glass-frames,  of  a  connecting-spring,  nose-gaards  en- 
gaged at  the  base  with  said  glass-frames,  and  rigid  angular  arms  offset  from  the  plane 
of  the  glass-frames  and  provided  with  vertically-eztended  arms  having  a  slot-and- 
tongue  engagement  with  the  upper  extremities  of  said  nose  guards,  whereby  said 
guards  will  be  automatically  acVJustable,  substantially  as  described. 

2.  The  combination,  with  eyeglass-frames,  of  a  connecting  spring,  nose-guard  en- 
gaged at  the  base  with  said  frames,  and  rigid  angular  arms  offset  from  the  plane  of 
the  glass-frames  having  a  slot-and-tongue  engagement  with  the  upper  extremities 
of  said  guards,  whereby  the  upper  ends  of  said  nose-guards  will  offset  from  the  plane 
of  the  glass-frames  and  be  automatically  adjustable  upon  said  frames,  substantially 
as  described. 

3.  The  combination,  with  the  eyeglass- frames,  of  a  con  nee  ting- spring,  nose-guards 
•engaged  at  the  base  with  lugs  on  said  glass-frames,  and  angular  arms  offset  from  the 

plane  of  said  glass-frames  and  engaged  therewith  by  intervening  posts  a  a',  said  arms 
and  said  guards  having  a  slot-and-tougue  engagement,  said  posts  flanged  at  their 
upper  ends  to  engage  the  edges  of  said  arms,  substantially  as  and  for  the  purposes  de- 
scribed. 

4.  The  combination,  with  the  eyeglass- frames  and  their  connecting  spring,  of  rigid 
offset  arms  and  nose-guards  engaged  at  one  end  upon  said  frames  and  at  the  other  end 
having  a  self-adjusting  engagement  with  said  oflbet  arms,  substantially  as  described* 

The  rejection  is  based  upon  reference  to  two  patents — one  to  the  ap- 
plicant himself,  No.  348,018,  patented  August  24,  1886,  and  the  other  to 
Wells,  No.  343,870,  June  15,  1886.  Johnston's  patent  shows  the  inven- 
tion, but  does  not  claim  it.  There  are  shown  in  that  patent  two  figures 
illustrating  eyeglass  frames,  and  originally  the  applicant  presented  a 
claim  broad  enough  to  cover  both  constructions;  but  upon  references 
being  cited  which  anticipated  the  broad  claim  he  eliminated  it  and  pre- 
sented a  specific  claim  covering  Figure  1  alone.  The  correct  practice 
would  then,  in  my  judgment,  have  required  that  applicant  should  elimi- 
nate from  the  drawing  Figure  2  and  all  reference  thereto  in  the  specific 
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cation,  for  the  reason  that  the  two  inventions  shown  by  the  respective 
figores,  1  and  2,  were  distinct  and  separate,  and  conld  not  be  claimed  or 
prosecated  in  the  same  application.  This  coarse  was  not  pursued,  how- 
ever, and  undonbtedly  the  applicant  supposed  that  the  claim  which  was 
allowed  covered  both  figures  of  the  drawing;  but,  iuasmuch  ns  he  vol- 
untarily eliminated  the  claim  which  covered  one  construction,  he  is  now 
without  remedy  by  reissue. 

The  rejection,  both  by  the  Primary  Examiner  and  by  the  Examiners- 
in-Chief,  is  based  entirely  upon  the  doctrine  that  one  who  shows  but 
does  not  claim  an  invention  presented  in  his  application  and  patent  ded- 
icates it  to  the  public. 

In  ex  parte  RoherU,  (0.  D.  1887,  61)  I  had  occasion  to  call  attention  to 
the  practice  in  question,  and  held  as  follows:  ^ 

It  18  nudoabtedly  trae  that  when  a  patent  issues  for  an  invention,  all  of  which  is 
shown  bat  only  part  of  which  is  claimed,  there  is  a  dedication  to  the  pnblic  of  that 
part  which  is  unclaimed.  In  snch  case  the  law  conolasivelj  infers  an  intention  to 
make  the  dedication  and  the  inference  cannot  be  overcome  by  evidence.  The  appli- 
cant, however,  always  has  it  in  his  power  in  a  certain  class  of  cases  to  prevent  this 
inference  from  arising  if  he  acts  in  time.  In  cases  which  are  divisional— that  is,  when, 
aa  in  the  present  case,  the  featares  not  claimed  in  the  first  application  are  independ- 
ent of  those  claimed — ^an  applicant  may  expressly  assert  in  his  application  a  reserva- 
tion of  his  right  to  claim  them  in  another  or  subsequent  application,  and  he  should 
preaent  and  prosecute  such  application  without  delay.  He  may  also  file  his  second 
application  so  as  to  have  it  pending  concurrently  with  the  first.  Such  conrse  antici- 
pates and  prevente  the  interference  of  dedication.  This  proposition  \»  fully  suntaincd 
by  many  authorities.  (The  Sufolk  Co.  v.  Hayden,  3,  Wall.,  31G;  Stitger  tS'  Clark  v. 
JBra^*9dor/4'  Weil,  7  Blatch.,  5il ;  AfoJ/aiia  ei  al.  v.  Reei  et  al.,  17  O.  O.,  l2ri'Z ;  Gra- 
ham T.  McCormick,  11  Fed.  Rep.,  859 ;  Hatch  v.  Moffit,  15  Fed.  Rep.,  252 ;  ex  parte  Deihif^ 
28  O.  G.,  1208;  ex  parte  HoU,C.  D.  1884,  43;  29  O.G.,  171.)  It  is  to  be  observed! 
however,  in  this  connection  that  the  practice  of  inserting  reservation  clun*>c8  is  not 
intended  hereby  to  be  sanctioned  or  approved.  It  not  only  iticreiises  the  labor  of  the 
office,  but  endangers  the  rights  of  the  patentee.  Shonld  he  be  in  error  as  to  the  fnet 
of  divisibility  of  bis  invention,  not  only  does  he  increase  the  cost  and  expense  of  pro- 
coring  his  patents,  but  his  firttt  patent  fails  to  cover  the  scope  of  hiM  invention,  and 
the  second  patent  is  void.  £ven  though  the  invention  be  divisible,  slight  negligence 
or  delay  in  filing  his  second  application  may  be  held  equivalent  to  abandonment  in 
the  conrts  and  his  patent  declared  void. 

Bat  when  the  invention  is  not  capable  of  division  and  a  patent  issues,  a  different 
rule  applies.  (Siekele  v.  The  FalU  Co.,  4  Blateh.,  508;  G'ReilUj  v.  Moree,  15  How.,  G2 ; 
OdUm^  V.  The  Ameehnry  Nail  Factory,  1  Robb,  300 ;  Smith  v.  Ely,  5  McLean,  76  ;  Jonee 
V.  Sewall,  3  Cliff.,  575;  James  v.  Campbell,  104  U.  S.,  356;  ex  parte  Ransomy  39  O.  G., 
119.) 

I  have  neither  the  time  nor  the  dispositiou  to  examine  at  length  the 
decisions  above  cited  to  show  that  they  relate  to  an  invention  in  its  en- 
tirety, where  either  featares  or  elements  thereof  were  omitted  to  be 
claimed  in  the  original  application.  It  results  from  the  necessary  con- 
ditions under  which  the  patent  issues  that  when  an  applicant  fails  to 
claim  an  element,  part,  or  feature  of  his  invention,  which  he  roi^ht  have 
claimed,  he  dedicates  such  unclaimed  element  to  the  public.  The  omit- 
ted thing  is  part  of  the  original  invention,  necessary  to  its  operation  and 
use;  but  in  all  these  cases  there  was  no  proposition  like  the  one  now 
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before  me— viz.,  where  au  absolutely  iodependeuk  inYention  is  shown, 
which  had  no  connection  by  way  of  arrangement  or  combination  with 
the  other  distinct  and  separate  invention  shown  and  claimed,  would  be 
dedicated  to  the  public. 

1  think  it  must  be  apparent  that  there  is  a  dividing  line  somewhere 
between  inventions  which  are  shown  and  those  which  are  claimed  when 
the  former  are  not  dedicated  to  the  public.  For  instance,  if  there  be 
shown  two  such  separate  and  distinct  inventions,  as  an  improvement 
upon  a  locomotive  and  au  improvement  upon  a  chair  to  be  used  in  a 
8lee[)ingcar,  and  the  Office  should  fail  to  require  division,  or  the  elimi- 
nation of  the  description  of  the  chair  for  the  sleeping-car,  and  the  im- 
provement upon  the  locomotive  alone  should  be  claimed  in  the  patent, 
it  seems  to  me  absurd  that  the  invention  relating  to  the  chair  for  the 
sleeping  car  has  been  abandoned  or  dedicated.  To  explain  somewhat 
more  fully,  take  for  illustration  a  patent  containing  a  claim  for  a  com- 
bination of  three  elements,  zV,  B,  and  C.  The  element  0  is  entirely  new, 
and  a  claim  for  it  couhl  properly  have  been  presented  and  prosecuted, 
but  the  applicant  failed  to  do  this.  It  is  evident  that  no  one  can  derive 
any  benefit  from  the  invention  shown  in  the  combination  except  when 
allowed  to  use  the  unclaimed  element  G.  The  dedication  to  the  public 
is  an  inevitable  necessity.  So,  too,  it  may  be  said,  when  the  two  inven- 
tions are  t^o  related  to  each  other  that  one  can  not  be  used  without  the 
employment  of  the  other,  the  unclaimed  one  may  be  dedicated  to  the 
public,  as  in  the  case  of  process  and  apparatus.  Yet  in  the  Ilasiern 
Paper  Bug  Co.  v.  Standard  Paper  Bag  Co.  (30  Fed.  Eep.,  63)  Judge  Colt 
held,  with  reference  to  such  a  case,  as  follows: 

But  it  is  eaid  that  the  description  of  this  process  foand  in  the  Appel  maohhie  pat- 
ent of  August  31,  IddO,  operates  as  an  abaodonment  of  any  claim  Appel  might  have 
had  for  a  process  patent.  The  patent  in  suit  was  appUed  for  September  29,  1881. 
The  process  forming  its  subject-matter  was  described,  bnt  not  claimed,  in  the  ma- 
chine patent  by  the  same  inventor,  dated  August  31,  1880.  A  little  more  than  a 
year  elapsed  between  the  date  of  the  prior  description  and  thedateoftheapplioatioB 
for  the  patent  in  suit.  Under  these  circumstances  has  the  iayentioa  been  abandoned 
to  the  public  f  The  language  of  the  Supreme  Court  in  Miller  y.  Bra$$  Co,,  (104  U.  S., 
350;)  Javies  v.  Camphdl,  (Id.,  35«,)  and  Afahn  y.ffarwood,  (112  U.  S.,  354;  5  Sap.  Ct. 
Rep.,  174)  is  cited  as  sustaining  the  proposition  that  the  omission  of  Appel  to 
claim  his  process  invention  iu  the  machine  patent  was  in  law  a  dedication  of  that 
invention  to  the  public.  The  Supreme  Court  in  these  cases  was  dealing  with  the 
sabject  of  reissues  under  tbe  statute.  Iu  this  case  we  are  not  dealing  with  the  law 
of  reissues.  Appel  could  not  have  secured  his  claim  to  a  process  by  reissuing  his 
machine  patent,  because  it  is  not  fur  tlie  same  invention.  (Potcdtr  Co,  v.  Pouh 
der  Works,  98  U.  S.  126;  EqcUm  v.  Broomally  115  U.  S.,  429;  6  Sup.  Ct.  Bep.,  229.) 
The  question  we  have  to  decide  is  wbcthcr  the  desiription  of  another  invention  in  a 
prior  pat4*nt  by  the  same  inventor  forfeits  bis  ri^rht  to  take  out  a  subsequent  patent 
for  such  invention.  I  do  not  uudorstand  that  tlio  Supreme  Court  have  held  that  such 
prior  description  is  a  dedication  to  tiie  public  of  the  second  invention.  The  invention 
of  a  machiue  and  a  process  cmployeil  in  the  us&of  the  machine  being  difft*rent  things 
it  is  difficult  to  stc  how  the  application  for  a  patent  on  ono  should  operate  as  an 
abandonment  of  any  claim  to  a  patent  ou  the  other,  provided  of  course,  the  applica- 
tion for  the  second  patent  is  made  boforo  the  statutory  forfeiture  of  two  years'  prior 
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lue  has  raa.  This  vi^w  is  in  harmony  with  the  decisions  of  the  ciroait  coart  where 
the  qaeetion  has  arisen.  (Vermont  Farm-MaeHM  Co,  y.  MarhU,  19  Fed.  Rep.,  307 ;  90 
Fed.  Rep.,  117;  Graham  v.  MeCormiok,n.l  Fed.  Rep.,  859;  Graham  t.  GenofM  Lake  €• 
MMufg  Co.,  Id.  138;  MeMillU  y.  i2^,|l  Fed.  Rep.,722;  ^atoAY.  MoJ/U.lbTeA,  Rep., 
252;  Caha  y.  Wong  Toioa  On,  19  Fed.  Rep.  424 ;  ColUnder  y.  Oriffiik,  18  Blatohf.,  110, 
2  Fed  Rep.,  906.)  The  patent  in  snit  having  been  applied  for  within  two  years  firam 
the  date  of  the  machine  patent,  there  was  no  abandonment  of  the  second  inYention, 
thongh  a  description  of  snch  InYcntion  was  fonnd  in  the  prior  patent. 

The  c^se  before  me  is  a  much  stronger  one  than  this.  The  inventions 
are  wholly  separate  and  distinct,  and  neither  is  at  all  necessary  for  the 
employment,  use,  or  enjoyment  of  the  other.  They  are  as  separate  and 
distinct  (althoagh  closely  allied  to  each  other  by  reason  of  the  narrow- 
ness of  invention  in  view  of  the  state  of  the  art)  as  if  one  wore  for  a  hoist- 
ing-machine and  the  other  for  a  steam  boiler.  In  sach  a  case,  io  my 
jadgment,  there  is  no  abandonment  or  dedication  as  a  matter  of  law. 

It  is  proper  to  say  in  this  connection  that  the  patent  to  Wells,  issued 
Jane  15, 1886,  was  not  cited  as  a  reference  to  Johnston's  earlier  applica- 
tion, nor  was  an  interference  declared,  and  the  fact  that  the  Well's  pat- 
ent issued  is  a  distinct  declaration  by  the  Office  as  to  the  statement  made 
by  me  that  the  invention  as  shown  in  the  present  application  and  in  Fig. 
2  oftheorigiual  patent  is  a  different  invention  from  that  claimed  in  the 
latter. 

I  therefore  reverse  the  decision  of  theEzaminersin-Ghief,  and  remand 
the  application  to  the  Primary  Examiner. 


Ex  Pabtb  Taxnter. 

Deolded' March  ^,\^8Q. 
47  O.  0.,  135. 

Division  —  PiiocEiJs  and  Proouct— Rk-kxamixatiok  op  Ex  parte  Blythb 
(C.  D..  1885,  82.) 

While  there  is  no  express  provision  of  tbe  statute  limttiiig  or  controlling  the 
discretion  of  the  Commissioner  in  embracing  more  than  one  invention  in  the  aattie 
Letters  Patent,  and  the  courts  wonld  not  for  that  reason  declare  sach  a  patent 
TOid,  the  statute  does  prohibit  the  introduction  into  reissue  patents  of  new  matter 
or  other  inTention  than  that  covered  by  the  ori^j^jnal  patent.  The  Supreme  Court 
has  held  that  under  this  prohibition  no  new  matter  could  be  introduced  ;  that 
process  and  apparatus  are  separate  and  distinct  inventions,  and  that  when  a 
patent  for  one  has  isKued,  although  the  other  was  distinctly  shown,  a  reissue  for 
both  coald  not  be  maintained.  {Burr  v.  Daryee,  1  WuU.,  531 ;  James  v.  Camp- 
UU,  104  U.  8.,  356;  Powder  Co,  v.  Powder  Works,  98  U.  S.,  1*26;  Heald  v.  Sice,  lOi 
U.  8.,  737.) 

The  opposite  conclusion  has  been  reached  in  regard  to  process  and  product  when 
both  were  new  and  tbe  process  could  produce  no  other  ]iroduct  and  the  product 
eonld  be  made  by  no  other  process.  This  conclusion  is  based  upon  the  promise 
that  snch  process  and  product  constitute  one  single  invention.  It  iiinst  be 
deemed  settled  by  the  highest  authority  that  sucli  processes  and  products  nre  not 
separate  and  distinct  but  unitary  inventions,  and  that  the  process  and  product 
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may  be  regarded  aad  claimed  as  parts  of  such  inyention,  mach  as  different  ele- 
ments in  a  combination  may  be  separately  claimed.  This  oonolasion  finds  satis- 
factory sapport  in  the  nature  of  the  inyeution  itself^  as  well  as  in  the  character 
of  legal  property  residing  in  it. 

3;  This  conolnsion  exclades  all  other  oases  of  process  and  prod  act,  snch  as  when 
either  process  or  product  is  not  new,  or  when  the  product  can  be  made  by  some 
other  process  or  the  process  will  produce  some  other  product. 

4.  The  novelty  of  the  tablet  in  the  present  case  doubted,  but  not  determined ;  bnt 
the  novelty  and  patentability  of  the  process  denied.  The  question  of  division 
in  such  case,  being  a  preliminary  one,  must  be  settled  first,  and  consequently  the 
action  of  the  Examiner  in  requiring  division  is  affirmed  for  this  reason,  and  not 
upon  the  general  proposition. 

On  Petition. 

aRAPHOPHONIO  TABLETS. 

Application  of  Charles  Sumner  Taiuter  filed  November  U,  18S7, 
No.  255,082. 

Mr.  AntliOfCy  PoUok  for  the  applicant. 

Hall,  CommuHoner : 
This  application  contains  the  following  claims: 

1.  A  tablet  for  graphophonic  records,  having  a  recording  surface  consisting,  essen- 
tially, of  ozokerite  wax,  substantially  as  described. 

2.  A  tablet  for  graphophonos,  comprising  a  foundation  of  paper  or  other  suitable 
material,  having  a  surface  coating  of  concentrated  or  boiled  ozokerite  wax,  substan- 
tially as  described. 

3.  The  method  of  preparing  a  tablet  for  use  in  graphophonos  by  boiling  crude  ozo- 
kerite wax  until  it  loses  from  10  to  30  per  cent,  of  its  weight,  and  then  applying  the 
same  to  a  suitable  base  or  foundation,  substantially  as  described. 

Olaiuis  1  and  2  cover  a  graphophone- tablet  as  an  improved  article  of 
manufactnre.  Claim  3  is  for  an  improvement  in  the  art  by  which  the 
tablet  is  made.  Applicant  claims  that  both  the  process  or  method  and 
the  product  are  new,  and  that  the  art  cannot  be  executed  without  pro- 
ducing the  article,  and  that  the  article  cannot  be  produced  except  by 
the  art. 

In  the  first  action  of  the  Office  the  question  of  division  was  overlooked 
by  the  Examiner,  and  all  the  claims  were  rejected  for  want  of  inven- 
tion. In  the  second  letter  the  oversight  was  corrected  and  division  re- 
quired, on  the  ground  that  an  article  and  the  process  of  making  it 
could  not  be  included  in  the  same  patent.  Second  action  was  waived 
and  applicant  has  appealed  from  the  requirement  of  division  to  the 
Commissioner.  It  may  therefore  be  said  that  the  requirement  of  divis- 
ion is  based  upon  the  proposition  that  the  art  and  the  product  consti- 
tute two  separate  and  distinct  inventions,  which  cannot  be  embraced 
in  one  set  of  Letters  Paten t,and  also  upon  a  declaration  that  neither  of 
the  two  alleged  inventions  is  new.  The  applicant  has  appealed  from 
the  requirement  of  division  to  the  Commissioner,  and  relies  upon  the 
authority  of  ex  parte  Blythe  (C.  D.  1885,  82.)    The  examiner,  reoognix- 
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^Dft  the  fact  that  in  ex  parte  Herr  this  particular  question  of  division 
was  not  passed  upon,  atid  also  recognizing  the  aathority  of  ex  parte 
Blytkej  compares  the  latter  with  the  autliorities  upon  which  it  was 
founded,  and  gives  a  construction  to  it  with  the  following  conclusion : 
That  joinder  of  process  and  product  have  been  permitted  and  are  al- 
lowable in  the  following  cases  only :  (L.)  When  both  are  new,  and  the 
product  is  new  not  merely  as  an  improvement  upon  something  of  the 
same  kind,  but  absolutely  new  as  being  the  first  of  its  kind  and  a  new 
departure  in  the  arts.  (2.)  To  justify  such  joinder  in  a  single  patent  the 
process  and  product  must  bear  such  relation  to  each  other  that  no  other 
known  process  will  make  the  particular  product  and  the  product  can 
be  made  by  no  other  process. 
Among  other  cases  ke  quotes  from  Merrill  v.  TeomanSj  (5  O.  O.,  267 :) 

A  patentee  who  has  inveoted  a  new  process  in  the  arts  whereby  an  article  of  man* 
nfactnre  is  produced,  new  in  kind  and  not  before  known,  may  separately  claim  and 
patent  both  the  art  and  the  manafactnro.  He  cannot  properly  combine  tbem  in  one 
claim. 

Also,  Rubber  Company  v.  Goodyear ^  (9  Wall.,  788 :) 

Processes  and  their  resulti  are  wholly  disconnected  and  independent  facts,  Snch  is  the 
•onnd  and  necessary  construction  of  the  statute. 

The  question  of  division  in  almost  every  conceivable  form  has  come 
before  me,  and  I  have  attempted  to  dispose  of  U  upon  certain  accepted 
and  recognize<l  principles.  (f?.r  parte  Herr,  C.  D.,  ISST,  105;  ex  parte 
SartelU  42  O.  O.,  205 ;  ex  parte  Shno)id8y  4 1 0.  G.,  445 ;  ex  parte  LaBorde^ 
44  O.  a.,  700;  ex  parte  Oillette^  44  O.  O.,  810;  ex  parte  WHlcox  andBor- 
ton  J  45  O.  O.,  455.) 

The  case  before  me  presents  the  question  of  joinder  of  process  and  its 
product,  or  method  and  article  of  manufacture,  in  one  set  of  Letters 
Patent.  I  might  perhaps  dispose  of  it  upon  the  authority  of  ex  parte 
Biythe  (C.  D.,  1885,  82)  and  ex  parte  Young  {Ib.^  108)  and  allow  the 
qnestion  to  rest  tliere;  but  it  is  somewhat  singular  that  while  both  of 
these  cases  have  had  their  controlling  influence  on  this  particular 
qnestion,  it  was  involved  in  neither.  In  each  the  question  presented 
was  that  of  divi^jion  as  between  process  and  apparatus,  and  only  as 
obiter  dicta  can  either  be  accepted  as  authority  upon  the  present 
question.  As  to  process  and  apparatus  they  are  directly  opposed  to 
each  other,  aud  in  their  obiter  reasoning  the  Young  decision  goes  much 
farther  and  is  much  more  indefinite  than  the  Biythe  decision.  Tlie  rea- 
soning in  the  decision  in  ex  parte  Youngs  which  permits  two  inventions, 
process  and  apparatus,  to  be  included  in  one  patent,  would  necessarily 
admit  the  new  product  as  the  thinl,  while  the  Biythe  decision,  distinctly 
recognizing  the  four  statutory  divisions  of  art,  also  recognizes  two  spe* 
ciftc  classes  of  process  and  product  as  constituting  unitary  inventions 
which  lie  partly  in  two  of  the  separate  divisions.  In  consequence  there 
exists  uncertainty  as  to  which  decision  is  the  controlling  authority  and 
the  extent  or  limitation  of  its  application.    In  addition,  an  impression 
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prevails  that  in  some  of  the  later  decisions  of  the  present  Gommissioner^ 
cited  abovci  there  are  saggestions  and  opinions  which  either  directly  or 
by  analogy- overrnle  or  very  mnch  shake  the  mling  in  ex  parte  Blpike 
and  ex  parte  Taung.  I  find  myself  therefore  not  only  jnstiiied  bdt  re- 
quired to  attempt  a  re-examination  of  the  qnestion,  with  the  view,  if 
possible,  of  definitely  settling  and  giving  permanence  and  harmony 
to  the  practice  in  relation  to  it 

I  believe  a  carefnl  examination  of  the  decisions  of  the  present  Oom- 
missioner  will  fail  to  disclose  even  a  dictum  which,  when  properly  con- 
sidered, can  be  said  to  bear  upon  this  qnestion,  except  as  subject  for 
mere  inference  or  argument. 

Shall  all  inventions  of  process  and  product  be  joined  in  one  appliea* 
tionf  If  not,  shall  any  such  be  joined;  and,  if  so,  what  shall  be  the 
limitation  t  So  far  as  it  may  be  accepted,  ex  parte  Young  declares  that 
the  proper  rule  will  admit  of  all  cases.  Ex  parte  Blfthe  cays  that  is 
too  broad — 

There  are  perhaps  ouly  two  cases  in  whieh  claims  to  a  ptooess  (or  mode  or  OMtlMid) 
and  to  a  prodact  can  properly  be  inclnded  in  one  patent,  and  these  are:  (1)  wlien  the 
prodact  is  entirely  new,  and  hence  the  xtrocednreslso ;  or,  (2)  where  the  exercise  of  the 
procedure  woald  prod  ace  no  other  reenlt,  and  whore  the  resnlt  (the  prodact)  coald 
be  produced  by  no  other  procedure,  (process,  mode,  method.)  In  snoh  eases  of  oonrse 
the  invention  is  unitary,  and,  being  incapable  of  division,  not  only  may,  bat  mast, 
be  included  in  one  patent.  If  there  were  two  patents  upon  such  an  invention,  one 
-with  a  claim  to  the  process  and  the  other  with  a  claim  to  the  product,  (hitherto  an- 
known  as  produced  by  anif  procedure,  or  incapable  of  beini;  made  in  any  way  other 
than  by  tlie  process,  subject  of  the  first  patent,)  there  wonid  be  two  patents  for  the 
same  thing. 

The  last  propoBitJon  is  a  very  broad  one,  in  view  of  the  fact  that 
separate  patents  and  separate  reissue  patents  have  been  issued  for  proc- 
esses and  products,  respectively,  and  have  been  sustained  by  the  courts. 
It  is  not  stated  that  divisional  applications  may  not  issue  for  the  proc* 
ess  and  the  prodact.  We  have  the  direct  authority  of  Plummer  v.  Sar^ 
gent  ( 120  U.  S.,  442)  for  supporting  two  patents,  for  process  and  prodnct|. 
which  constitute  one  invention,  and  when  the  product  could  be  made 
by  no  other  process.  On  the  other  hand,  there  is  the  Mosler  Safe 
decision,  (127  U.  S.,  354,)  in  which  it  is  held  that  a  patent  upon  an 
article  of  manufacture  barred  a  patent  upon  a  contemporaneous  appli- 
eation  tor  the  mechanical  procedure  or  method  by  which  alone  the 
article  could  be  made.  The  qnestion  as  to  the  validity  of  either  patent 
was  not  raised  in  Plummer  v.  Sargent  upon  the  ground  that  there  were 
two  patents  for  the  same  invention,  or  that  one  patent  would  bar  the 
other.  The  Mosler  Safe  case  is  a  later  one,  but  there  is  no  necessary  con- 
flict In  the  latter  the  product  or  article  was  such  that  its  process  was 
disclosed  in  its  structure;  in  the  former  it  was  not.  It  could  not  be 
known  how  the  latter  product  was  made  except  by  absolutely  ascer- 
taining  what  process  had  been  employed,  although  the  Tucker  bronze- 
ooald  be  made  by  no  other  process  than  the  Tucker  process. 
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It  is  Bot  pretended  that  a  new  probees  and  an  old  prodaot,  or  an  oH 
proceee  and  a  new  prodnct^  can  be  proseeated  together.  In  each  case 
cme  of  the  elements  orfaets  lacks  novejty  and  the  invention  consists  of 
the  new  process  or  new  product  only.  Then  what  class  of  processes 
and  products  constitute  unitary  inventions  t  According  to  eas  parU 
Blftke  they  are  limited  to  two  classes.    It  is  there  distinctly  stated : 

Suppose  there  be  iDrented  aometbing  in  an  art,  or,  as  it  is  ordinarfly  caDed,  a  **  proo- 
MBy"  alBO  ibe  maebioe  for  carrying  oot  the  process,  and  alao  the  mannfaotare  or 
article  which  is  produced  in  the  operation  of  the  process  by  the  machine.  There  can 
be  DO  d<Nibt  but  that  the  statnte  calls  for  three  patents  for  these  three  things.  It 
makes  no  difference  whether  they  are  invented  simnltaneonsly  or  soccessiyely»  by  one 
man  or  by  three.    Their  independence  remains  the  same. 

In  this  supposed  case  the  process,  product,  and  machine  were  all 
new,  and  yet  the  decision  holds  that  each  is  a  separate  distinct  inven- 
tion, found  and  defined  in  a  distinct  statutory  class,  and  must  be  pat- 
ents separately.    This  gives  the  general  rule,  viz : 

All  processes  and  their  products  which  are  respectively  new  and  pat- 
entable must  be  applied  for  and  and  patented  separately.  Out  of  this 
must  be  excepted  only  two  cases.  What  are  they  f  I  am  forced  by 
the  language  employed  to  give  it  a  construction :  First,  when  the  prod- 
uct is  entirely  new,  and  hence  the  procedure  also,  or  where  the  exer* 
eise  of  the  procedure  would  produce  no  other  result;  andy  second^  when 
(the  product  being  entirely  new)  the  result  (product)  could  be  produced 
by  no  other  procedure  (process,  &c.) 

The  two  exceptional  cases  divide  by  the  word  andy  rather  than  by  the 
word  or.  Otherwise  the  first  exception  embraces  cases  where  the  proc- 
ess and  product  are  simply  new,  which  is  a  felo  de  se,  in  view  of  the 
general  rule  first  stated  above.  The  first  excepted  class  must  be  con- 
strued to  mean  a  case  where  the  product  is  entirely  new,  or  new  in  kind, 
and  hence  its  process  is  new — that  is,  the  process  is  new  becaiiMe  the 
product  is  new.  To  illustrate,  take  the  angle-irons  in  the  Mosler  Safe 
Company  v.  Mosler :  To  cut  and  bend  iron  in  any  form  or  shape  was 
old ;  but  when,  as  a  consequence  of  the  manufacture,  the  result  as- 
sumed a  specific  shape  which  was  novel  and  useful,  then  the  specific 
process  was  new — new  because  what  it  bad  accomplished  was  new  aod 
the  process  inhered  in  the  product.  It  was  impossible  to  seethe  prod- 
uct, auderstanding  its  form  and  construction,  without  at  the  same 
time  perceiving,  as  part  of  its  structure,  the  process  by  which  it  was 
made,  just  as  you  can  see  a  self-luminous  body  in  its  own  light. 

I  am  not  able  to  discover  auy  distinction  between  the  second  excepted 
case  in  ex  parte  Blythe  and  the  first,  unless  the  first  was  intended  to 
cover  mechanical  methods  and  the  last  processes  proper.  If  this  be  cor- 
rect, then  Plummer  v.  Sargent  presents  an  illustration  of  the  last  exception. 
It  involved  reissued  patents  for  what  is  known  as  the  ^'  Tucker  bronze.'^ 
The  original  patent  covered  claims  for  the  <'  process  of  orpamenting  iron 
in  imitation  of  bronze  by  the  application  of  oil  and  heat  as  described,'' 
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and  also  for  ^'the  new  mauafactare,  consisting  of  iron  ornamented  in 
imitation  of  bronze  by  the  application  of  oil  aud  heat."  It  was  reissued 
in  two  patents,  for  the  process  and  the  prodnct,  respectively.  The 
question  was  whether  the  defendant  infringed  in  consequence  of  making 
a  very  similar  article,  btit  one  which  was  easily  distinguished,  so  that 
the  product  could  not  be  said  to  be  the  same  as  Tucker  bronze,  unless 
it  could  be  shown  that  it  was  made  by  the  identical  Tucker  process- 
The  court  says : 

Althoagh  there  are  two  patents,  one  for  a  process  and  the  other  for  a  product, 
there  is  in  fact  but  one  invention  ;  and  it  may  be  assumed  that  the  new  article  of  man- 
ufacture, called  Tucker  bronze'  Is  a  product  which  results  from  the  use  of  the  process 
described  iu  the  patent,  and  not  one  which  may  be  pr.>duced  in  any  other  way,  so 
that,  whatever  likeness  may  appear  between  the  product  of  the  process  described  in 
the  patent  and  the  article  made  by  the  defendants,  their  identity  is  not  established 
unless  it  is  shown  that  they  are  made  by  the  same  process. 

Now,  what  possible  distinction  with  reference  to  the  oneness  of  process 
and  product  exists  between  the  two  excepted  classes  and  the  general 
classes,  accordiug  to  ax  parte  Blythe  t  It  is  difficult  to  arrange  or  classify 
processes  and  products  with  regard  to  such  supposed  distinctions.  There 
are  processes  or  methods  which  do  not  result  in  any  patentable  product. 
Bell's  method  of  transmitting  articulate  speech  is  a  notable  illustration. 
There  are  methods  which  are  mere  functions  of  machines  which  give 
form  or  structure  to  patentable  products  or  articles;  but  such  methods 
«re  but  functions  ot  machines  and  not  patentable.  There  are  processes 
which  so  inhere  in  the  product  that  a  patent  on  the  product  leaves 
nothing  in  the  process  that  is  patentable.  (Mosler  8i\fe  casc^  127  U.  S., 
354.) 

The  Goodyear  process  and  product  furnish  illustration  of  a  case  when 
both  process  aud  product  were  new.  As  far  as  tiieu,  or  now,  known, 
the  process  could  result  in  no  otlier  product  and  the  product  could  bo 
made  by  no  other  process.  It  is  true,  to  assert  of  such  a  product  that 
it  cau  be  made  by  no  other  process  is  to  declare  a  limitation  upon  what 
is  possible  and  to  prescribe  a  limit  to  the  iuventive  faculties,  yet  the 
patent  law  requires  a  practical  application,  and  it  necessarily  follows 
that  it  is  proper  to  assert  that  to  be  impossible  which  is  at  the  time  be- 
yond the  range  of  human  knowledge  to  accomplish.  So  it  must  be  said 
that  Goodyear's  process  would  produce  no  other  product  and  that  his 
product  could  be  produced  by  no  other  process.  Wlien  a  new  process 
shall  be  discovered  which  will  produce  that  identical  product  the  prop- 
osition will  cease  to  be  true.  It  is  also  true  that  the  Goodyear  product, 
made  by  his  proces3,  may  be  said  to  be  different  from  the  same  product 
if  made  by  a  new  and  different  process,  if  the  product  can  depend  for 
existence  or  identity  upon  the  process  by  which  it  is  made;  but  the  law 
does  not  recognize  patentable  distinctions  between  products  which  pos- 
sess no  appreciable  difference  iu  qualities  and  characteristics,  and  when 
the  only  difference  consists  in  a  reference  to  the  method  or  process  by 
which  they  are  produced  or  made.    (Ex  parte  AcJcerson^  0.  D.,  1869, 74 ; 
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^x  parte  Truesdaie^  0.  D.,  1870,  U3;  ex  parte  Sellers^  0.  D.,  1872, 197; 
ex  parte  Mayally  0.  D.,  1873,  134;  ex  parte  Lupton,  0.  D.,  1874,  40;  ex 
parte  Oobby  0.  D.,  1874,  60;  ex  parte  Arhell,  0.  D.,  187%,  73;  Draper  v. 
Hudson^  1  Holmes),  208;  Cochrane  v.  Badieche  Anilin  Co.,  27  O.  O.,  813 ; 
111  U.  S.,  293.) 

It  does  not  follow  that  a  claim  to  a  prodact  is  void  becaase  there  may 
be  some  reference  therein  to  its  process  or  that  a  patentee  may  not 
limit  his  claim  to  the  proilact  made  by  a  specific  process.  It  is  required 
that  the  product  shall  be  described  and  claimed  by  definite  qualities  or 
characteristics,  other  than  by  any  reference  to  its  process,  for,  as  above 
stated,  when  the  product  possesses  no  such  qualities  and  is  incapable  of 
distinction  except  by  reference  to  its  process,  it  is  not  patentable  and 
the  invention  exists  in  the  process  alone.  {Ex  parte  Burrage^  Mason, 
Commissioner,  MS.  Dec,  1853,  Vol.  I,  p.  93.) 

A  patent  may  sometimes  be  rightly  grauted  for  a  product,  bat  never  where  the  only 
means  for  desoribiag  that  product  is  by  a  reference  to  the  process  by  which  it  is  ob- 
iained.    In  snch  cases  the  patent  should  be  granted  only  for  the  process. 

There  are  also  processes  which  produce  more  than  one  product, when 
possibly  neither  could  be  produced  by  any  other  process.  I  had  before 
me  recently  a  case  involving  a  process  of  treatment  of  crude  oil,  which 
produced  two  distinct  products — a  refined  deodorized  oil  and  a  deposit 
of  useful  pigment  for  paint.  It  is  not  impossible  that  another  distinct 
process  could  produce  the  refined  oil  and  a  third  distinct  process  the 
pigment;  yet  it  must  be  conceded  that  if  the  first  process  could  alone 
produce  the  two  products  and  neither  of  the  latter  could  be  produced 
by  any  other  process,  the  process  and  the  two  products  would  consti** 
tnte  one  invention,  under  the  statement  of  the  court  in  Plummer  v.  Sar" 
gent 

There  are  also  other  procedures,  especially  mechanical  methods  and 
their  products  or  articles,  which  may  be  both  entirely  new,  and  yet  the 
product  or  article  bo  capable  of  production  by  various  other  methods, 
which  may  suggest  themselves  at  once  upon  Inspection  of  the  product 
of  article.  Upon  what,  if  any,  line  shall  a  definite  distinction  be  drawn 
between  these  various  classes  or  kinds  of  processes  and  their  products  f 
When  shall  a  process  and  its  product  be  said  to  constitute  one  invention  * 
Or  mast  all  processes  and  all  products  be  held  to  be  separate  inventions 
and  be  embraced  in  separate  patents  f  Undoubtedly  the  question  is  one 
of  greatest  difficulty,  unless  it  be  determined  arbitrarily,  without  refer- 
ence to  principles  or  authorities. 

A  process  and  its  product  are  different  things  or  facts.  One  is  a 
producer,  the  other  the  thing  produced.  One  produces  the  other,  exe- 
cutes itself,  and  as  an  active  agent  or  instrumentality  ceases  to  exist  at 
the  instant  the  nmbilicns  of  relation  is  severed  and  the  product  is  de- 
livered complete  from  the  forces  which  give  it  existence.  The  former  is 
called  an  art,  the  latter  a  machine,  manufacture,  or  composition.  Strong 
reasons  can  be  urged  to  establish  the  proposition  that  process  and  prod- 
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net  are,  in  tho  very  natare  of  things,  distinct uuveutions,  and  there- 
fore  not  to  be  covered  by  the  same  patent.  In  the  classification  of  the 
arts  in  the  Office,  to  which  great  weight  is  attached  in  ex  parte  Herr  as 
being  an  important  feature  of  the  American  system,  the  art  or  process 
and  its  product  are  generally  found  in  different  classes  of  invention  and 
divisions  of  the  Office.  The  same  danger  of  mistakes  on  the  part  of  the 
Office  in  overlooking  references  when  examining  such  applications  nec- 
essarily exists. 

However  serious  and  important  these  considerations,  there  are  others 
which  seem  more  controlling  and  conclusive.  It  is  no  longer  an  open 
question  that  under  our  system  it  was  never  intended  that  two  or  more 
distinct  and  separate  inventions  should  be  claimed  and  receive  exam* 
ination  in  the  same  application.  However  much  difficulty  there  might 
be  in  ascertaining  and  determining  whether  the  invention  be  a  single 
invention,  when  it  has  been  determined  it  must  be  applied  for  alone,  and 
cannot  be  joined  with  other  separate  and  distinct  inventions.  The  only 
instance  in  which  there  has  ever  been  recognized  the  slightest  departure 
from  this  practice  is  in  the  matter  of  reissues,  where  by  the  statute  of 
July  3, 1832,  section  13,  it  was  provided  that  "improvements"  could 
be  subsequently  incorporated  in  a  patent  by  certificate.  By  the  act  of 
March  3,  1837,  section  5,  it  was  provided  that  the  improvements  could 
be  covered — by  separate  reissue  patents — when  a  reissue  was  ordered. 
This  continued  to  be  the  law  until  July  8,  1870,  section  3,  when  this 
provision  was  repealed  and  the  introduction  of  any  new  matter  in  the 
reissue  i)atents  was  prohibited. 

It  has  been  definitely  settled  by  the  Supreme  Court  that  under  this 
prohibition  no  new  matter  can  be  introduced.  However  closely  allied 
or  dependent  upon  each  other  the  process  and  the  apparatus  b^*  which 
it  is  executed  may  be,  that  Gourt  has  held  tUoiu  to  be  separate  and  dis- 
tinct inventions,  and  that  when  a  patent  has  issueil  for  one,  although 
the  other  was  tlistinctly  shown,  a  reissue  for  both  conld  not  be  sustained 
{Burr  V.  Diiryee^  L  Wall.,  531 ;  James  v.  CamphM^  104  U.  8.,  3jC  ;  Pow- 
der Co.  V.  Pou:der  Worlis^  08  U.  S.,  126  ;  Heald  v.  Rice^  104  U.  S.,  737.) 

If,  now,  process  and  product  are  also  separate  and  distinct  inventions^ 
h  must  follow  that  when  a  patent  has  issued  for  a  process,  but  which 
also  showed  the  [)roduct,  a  reissue  which  covered  both  process  and  prod* 
net  could  not  be  m  lintained  as  to  the  latter.  This  is  so,  not  only  be- 
cause it  is  true  that  but  one  single  invention  can  properly  be  embraced 
in  an  original  patent,  but  especially  because  a  reissue  must  be  limited 
to  corrections  relative  to  the  single  identical  invention  originally  claimed 
and  cannot  embrace  claims  for  another  and  independent  invention.  It 
is  largely  in  the  discretion  of  the  Commissioner  of  Patents  to  deter- 
mine whether  more  than  one  invention  may  be  embraced  in  the  original 
Letters  Patent ;  but  to  introduce  a  new  or  second  invention  in  a  reissue 
patent  is  expressly  forbidden  by  statute.  iit7firihvGoOQ! 

What  'ire  the  decisions  of  the  courts  in  this  respect  as  to  process  or 
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prodact  t  The  adjodications  upon  tbe  Goodyear  patents  are  instructiTe 
and  bear  directly  npou  this  question.  The  original  patent  was  issued 
in  1344  and  contained  a  claim  for  the  process.  In  Goodyear  v.  The 
Central  B,  22.  of  N.  J.j  (L  Fisher,  626,)  decided  in  1853,  it  became  neces- 
sary, in  order  to  sustain  the  action,  to  hold  that  the  claim  fur  the 
process  covered  the  prodnct  also,  and  a  sale  or  use  of  the  composition  ^ 
except  when  purchased  from  licensees  under  the  patent,  infringed  the 
process  claim.    Judge  Orier  held : 

The  pioduot  and  the  process  constUate  one  disco  very,  the  moDopoly  of  which  is 
secoiad  to  the  inyentor  or  discoverer  as  a  consideration  or  compensation  for  making 
it  known  to  the  public.    •    •    • 

Now,  what  is  this  indiarabber,  cured  " substantially  as  herein  described  f*' 

It  is  clearly  not  merely  an  improved  method  or  process  of  prodnoiDg  an  old  and 
well-known  composition  or  material,  but  it  is  a  new  prodact,  fabric,  manufacture,  or 
oomposition  of  matter,  having  qualities  possessed  by  no  other  known  material.  This 
is  what  is  described  and  claimed  in  the  patent— a  new  prodact  as  well  as  a  new 
process. 

The  product  and  process  being  both  new  and  proper  subjects  of  a  patent,  the 
patentee  has  a  right  to  prohibit  the  sale  or  nse  of  the  composition,  unloss  when  pnr^ 
chased  from  persons  licensied  by  him  to  nse  the  process  and  vend  the  prodact.  If  preo, 
edent  be  needed  for  this  doctrine,  the  case  of  Hancock  v.  Sommerviilef  iu  the  English 
Court  of  Common  Pleas,  tried  in  June,  1^1,  will  be  found  directly  in  point. 

This  decision,  which  probably  grew  out  of  a  judicial  anxiety  to  save 
a  patent  for  a  '^  great  and  useful  discovery,"  will  probably  be  questioned 
so  far  as  it  held  that  a  claim  for  a  process  will  cover  the  product.  It 
was  doubted  in  Goodyear  v.  Wait^  (3  Fisher,  242,)  and  it  shows  a  de- 
pendence upon  English  precedents,  which  are  not  always  applicable  to 
eases  arising  under  the  American  patent  statutes. 

It  appears  that  the  question  was  so  doubtful  that  the  patentee  was 
unwilling  to  trust  the  patent,  and  in  1849  it  was  reissued  '^for  a  new 
and  useful  improvement  in  the  processes  for  the  manufacture  of  india- 
rubber."  It  was  extended  in  1858,  and  in  1860  was  sunendered  and 
leiissned  in  two  patents,  one  for  the  process  and  the  other  for  the  product. 

In  Goodyear  v.  Wait^  supra^  it  was  held  that  in  a  patent  for  process 
and  product,  both  new,  a  claim  for  one  does  not  exclude  a  claim  for  the 
other: 

Oar  oonolasion  of  this  point  is  that  the  original  patent  was  properly  surrendered 
in  Older  to  amend  the  claim,  and  that  the  leissne  of  two  patents  is  unobjectionable. 

Subsequently  the  suit  of  Rubber  Oo.  v.  Goodyear  was  instituted  in  the 
United  States  Circuit  Court  for*Rhode  Island,  involving  the  validity  of 
these  reissued  patents.  It  was  contended  by  defendant  that  both  reis- 
sue patents  were  invalid  for  two  reasons :  (1)  because  they  were  broader 
than  the  claims  of  the  surrendered  patent;  (2)  because  one  was  for  a 
process  and  the  other  for  the  proiluct  of  that  process.  The  court  below 
held  the  first  objection  fatal  to  the  process  claim,  but  sustained  the  prod- 
uct claim.  No  appeal  was  taken  from  the  decision  holding  the  process 
daim  invalid.  In  the  Supreme  Court  the  second  objection  was  con- 
tidered.    Evidently  the  question  was  whether  separate  reissue  patents 
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could  be  Bustamed  for  process  and  product.  The  decision  and  its  lau; 
guage  must  be  construed  with  reference  to  the  case  involved.  The  court 
said  by  way  of  introduction  : 

Bat  liberality  rather  than  BtrictDess  slioald  prevail  where  the  fate  of  the  patent  ia 
iDYolved,  aud  the  qaestion  to  be  decided  is  whether  the  inyentoi  shall  hold  or  lose 
the  fraits  of  his  genias  aud  his  labors.  •  *  •  [  Corning  v.  Burden^  15  Howard,  269 ; 
Battin  V.  Tagger t,  17  Id.,  74.] 

Patentable  subjects,  as  defined  by  the  patent  law  [act  of  1836,  sec.  6,]  are  ''any 
new  and  useful  art,  machine,  manufacture,  or  composition  of  matter,  or  any  new  and 
useful  improvement  on  any  "art,  machine,  mannfacture,  or  composition  of  matter."  A 
machine  may  be  new,  and  the  product  or  manufacture  proceeding  from  it  may  be  old. 
In  that  case  the  former  would  be  patentable  and  the  latter  not.  The  machine  may 
be  substantially  old  and  the  product  new.  In  that  event  the  latter,  and  not  the 
former,  would  be  patentable.  Both  may  be  new  or  both  may  be  old.  In  the  former 
oas4  both  would  be  patentable;  in  the  latter,  neither.  The  same  remarks  apply  to 
processes  and  their  results.  Patentability  may  exist  as  to  either,  neither,  or  both, 
acoordinff  to  the  fact  of  novelty,  or  the  opposite.  The  patentability,  or  the  issuing 
of  a  patent  as  to  one,  in  no  wise  affects  the  rights  of  the  inventor  or  discoverer  in  re- 
spect to  the  other.  They  are  whplly'  disconnected  and  independent  facts.  Such  is 
the  sound  and  necessary  construction  of  the  statute. 

It  is  impossible  to  make  a  proper  application  of  this  language  of  the 
coart  to  the  case  before  it,  except  upon  the  hypothesis  that  the  court 
held  that  the  process  and  product  were  one  invention,  but  dififerent  and 
distinct  parts  of  that  invention,  and  that  separate  reissue  patents  for 
these  respective  parts  (the  statute  authorized  reissues  for  parts)  of  the 
invention  were  valid.  It  can  not  be  supposed  that  the  court  would 
recognize  as  valid  a  reissue  for  a  separate  and  distinct  invention  from 
that  covered  by  tho  original  patent,  and  yet  it  will  be  observed  that  the 
claim  for  the  process  was  the  only  claim  in  the  original  patent.  The  re- 
issue patents  covered,  respectively,  the  process  and  the  product ;  tha 
reissue  process  patent  was  declared  iuvalid,  and  the  reissue  patent  for 
the  product  alone  sustained.  3o  that  if  the  process  and  product  are 
distinct  aud  separate  inventions,  the  case  presents  an  instance  in  which, 
after  the  original  invention  covered  by  the  original  patent  had  been 
eliminated,  the  reissue  pateut  for  a  separate  and  distinct  invention  was 
upheld. 

It  is  not  necessary  to  a  full  and  proper  application  of  the  above  lan- 
guage of  the  court  that  they  should  bo  understood  as  holding  that  the 
process  and  product  were  distinct  and  different  inventions.  <'  They  are 
wholly  disconnected  and  independent  facU^  and  such  an  invention  is 
so  far  capable  of  division  upon  the  line  dividing  those  facts  that  sepa- 
rate reissue  patents  will  be  held  valid,  when — 

Liberality  rather  than  strictness  should  prevail  where  the  fate  of  the  patent  is  in- 
volved, and  the  question  to  be  decided  is  whether  the  inventor  shall  hold  or  lose  the 
fruits  of  his  genius  and  his  labors. 

Thus  it  appears  in  the  history  of  the  adjudications  upon  the  G-ood- 
year  patent  that  in  the  first  adjudication  the  court  (<'  considerably  em- 
barrassed in  making  it,  and  firom  which  he  would  have  been  relieved  if 
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there  had  been  a  claim  for  the  product  or  sabatance,"  Ooodyear  v.  Wait) 
held  that  a  claim  for  a  process  covered  the  product,  in  order  to  save  the 
patent,  and  in  the  last  and  floal  adjudication  the  Supreme  Court,  in 
order  to  save  the  invention,  held  that  a  reissue  patent  for  the  product 
was  valid,  though  the  origiual  patent  was  for  the  process  alone,  the  re. 
issue  for  which  was  invalid  and  could  not  be  enforced.  See  Ooodyear 
V.  Providence  Rubber  Co,^  (2  Fisher  499,)  where  it  was  held  that  under 
section  6  of  act  of  March  3, 1837,  separate  reissue  patents  for  separate 
and  distinct  parts  of  the  things  patented  were  authorizedt'  {Penn  Salt 
Oo.  V.  Ougenkeimj  3  Fislier,  423.)  Three  reissue  patents  for  product 
and  process  were  issued  upon  an  original  patent  for  the  product  alone. 

The  ameDded  patent  of  11th  of  April,  1857,  (the  reisaae,)  in  which  ex  major  oanlela 
the  improvement  had  been  aaneceasarily  split  into  distinct  patents,  may  be  treated 
as  one  patent  with  three  distinct  claims. 

Jones  V.  Seicall^  (6  Fisher,  343.)  Four  original  patents  were  issued 
covering  the  process  of  canning  corn  and  the  product.  Speaking  of  the 
second  patent,  Clifford,  J.,  says : 

Necessarily  the  details  of  the  process  are  somewhat  fully  given  in  the  specification 
describing  the  patented  product ;  bat  the  claim  of  the  first  patent  does  not  extend 
to  the  process,  which  shows  that  the  Patent  OJ&oe  committed  no  error  in  granting 
the  second  patent,  as  it  does  not  inclnde  anything  patented  in  the  first  patent. 
(Goodyear  v.  Providence  Buhber  Co,,  2  Cliff.,  371 ;  /d.,  9  Wall.,  ?&-. ;  Sefftnour  v.  Osborne, 
11  Wall.,  569.) 

Both  parties  agree  that  it  is  competent  for  the  Commisjiioner  to  grant  a  patent  for 
the  product  and  one  for  the  process,  and  it  is  obvious  tfaat  the  patent  under  consid- 
eration is  for  the  process,  which  is  not  included  iu  the  prior  patent. 

In  Seymour  v.  Oabornej  (11  Wall.,  544,) cited  above,  the  court  says: 

Beissnod  Letters  Patent  must,  by  tho  express  words  of  the  section  authorizing  the 
nme,  he  for  theeame  ineention,  and  consequently  where  it  appears  on  a  comparison  of 
the  two  instruments,  as  matter  of  law,  that  the  reissued  patent  is  not  for  the  hame 
indention  as  that  embraced  and  secured  in  the  original  patent,  the  reissued  patent  is 
ioYalid,  as  that  state  of  facts  shows  that  the  Commissioner,  in  granting  the  new 
patent,  exceeded  his  Jurisdiction. 

In  Merrill  v.  Teomam  (94  U.  8.,  568)  Miller,  J.,  says : 

If  the  patentee  is  aUo  entitled  to  a  patent  for  the  product  of  this  distillation,  and 
has  failed,  as  we  think  he  has,  to  obtain  it,  the  law  affords  him  a  remedy,  by  a  sur- 
render and  reissue. 

This  conclusioD  can  only  be  true  upon  the  premise  that  the  process 
aud  the  product  constitute  one  invention. 

In  Anilin  et  al.  v.  Higgin  et  aL  (U  O.  O.,  414;  G.  D.,  1878,  335)  the* 
suit  was  upon  reissued  patent  with  claims  for  both  process  and  product, 
issued  upon  au  origiual  patent  with  a  claim  for  the  process  alone.  The 
defense  was  that  the  reissued  patent  was  unauthorized.    Wheeler,  J. 

Nothing  is  seen  to  show  that  the  original  (patent)  was  not  valid  for  what  it 
elaimed.  There  was  nothing  defHCtive  or  insufficient  about  the  specification  of  the 
luTention.  If  the  statute,  by  specification,  meant  that  and  no  more,  then  on  the 
patents  themselves  It  wonld  appear  that  there  was  no  ground  for  the  reissue ;  but  the 
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of  the  olaim  as  well.  In  that  sense  there  was  a  defective  speciftoation  of  the  inren- 
tion  as  patented,  and  the  patent  was  inoperative  and  invalid  for  X\a,i  part  of 
the  invention  not  covered  by  the  claim.  The'inveniioH$peiAJiedw  eeuikwiupreeMg 
the  $ame.  The  original  did  not  cover  the  whole  of  it,  and  so  was  inoperative  aa  to 
part.  The  reissnes  do  cover  the  whole.  They  s^m  to  fall  exactly  within  the  inten- 
tion of  the  statute  in  this  particular.    {Segmowr  v.  OiborM,  U  Wall.,  516.) 

Cochrane  v.  BaditeheAnilin  Oo.j  (111  U.  S.,  293:) 

We  have  not  deemed  it  necessary  to  consider  more  particularly  the  qneetion 
whether  the  reissue  patent  (product,  original  patent  for  process  i^ooe)  is  or  is  not  16' 
a  different  invention.  It  certainly  is,  unies$  the  product  claimed  in  the  reissue  is 
precisely  that  product  and  no  other,  which  the  process  described  in  the  original 
patent  produces. 

The  case  otKeUeher  v.  Darling  (14  O.  G.,  673)  aeems  at  varianoe  with 
the  foregoiDg  aathorities.  The  original  patent  was  for  a  shoe  made  of 
several  parts  and  by  a  peculiar  seam.  It  contained  no  description  of 
the  method  by  which  it  was  made  whatever,  bat  was  reissaed  i^ith  a 
description  of  the  process  and  claims  covering  both  the  shoe  as  an  arti- 
cle or  product  and  also  claim  4  for  a  method  or  process.  GliflFord,  J., 
held  that  the  new  description  and  claim  4  were  new  matter,  citing  8ejf* 
wiour  V.  Osborne^  and  added : 

Beyond  doubt  the  invention  described  in  the  original  patent,  though  composed  of 
the  several  parts  therein  described,  is,  in  legal  contemplation,  a  new  and  useful 
manufacture,  and  it  is  equally  clear  that  the  process  of  making  an  article  of  manu- 
facture is  a  different  invention  from  that  of  the  product.  Both  may  be  included  in 
the  same  patent,  but  the  required  description  is  as  essential  and  indispensable  in  the 
one  case  as  in  the  other. 

The  decision  was  undoubtedly  correct ;  but  the  snggestion  that  the 
process  and  product  were  diflFerent  inventions  was  annecessary,  and  is 
in  conflict  with  the  cases  cited.  The  article  or  product  and  mechanical 
method  presented  a  case  like  the  Mosler  Safe  case,  where  after  patent 
for  the  product  there  is  no  patentable  process  left.  See  the  cases  of 
McKay  V.  Diberi  (0.  D.,  1881,  238)  and  McKay  v.  Jaofman^  (G.  D.,  1882, 
303,)  where  finally  the  claims  for  the  process  and  the  article  were  held 
invalid,  the  invention  being  covered  by  the  patent  fbr  the  machine. 

Powder  Co.  v.  Powder  TTorlw,  (98  XJ.  S.,  126:) 

In  another  case  arising  on  the  original  patent  of  (Goodyear,  reported  in  2  Wall.^ 
Jr.,  356,  Mr.  Justice  Grier  used  this  expression : 

*<  The  process  and  the  product  constitute  one  discovery."  The  product  in  Good- 
year's  invention  was  the  direct  result  of  the  process.  They  were  parts  of  one  inven- 
tion, aud,  except  in  imagination,  could  no  more  be  separated  from  each  other  than 
the  two  sides  of  a  sheet  of  paper,  or  than  a  shadow  from  the  body  that  produces  it. 

This  expression,  not  necessary  to  the  case,  and  probably  obiterj  yet 
shows  how  clearly  and  definitely  was  lodged  in  the  mind  of  the  eminent 
judge  who  wrote  the  opinion  the  judicial  conception  of  process  and 
product  as  one  invention. 

In  James  v.  Campbell  (104  XJ.  S.,  356)  the  relations  between  process 
and  apparatus  and  process  and  product  were  distinctly  considered  and 
determined.    The  oricrinal  patent  contained  claims  for  the  letter-stamo? 
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iDg  apparatas.  In  the  reimaed  pateot  there  were  introdaced  aome  new 
and  additional  featorea  relating  to  the  stamping  apparatas,  and  also  a 
claim  for  the  prooess  of  stamping,  carried  ont  by  the  apparatus.  After 
.holding  that  the  reissue  patent  was  invalid  for  the  introduction  of  new 
parts  to  the  apparatus,  it  was  said  : 

The  third  addition  in  the  leiMaad  patent  to  the  inrentiondaeeribed  in  the  original 
it  that  of  the  proMM  of  stamping  letters  with  a  post-mark,  and  canceling  the  post- 
age stamp  at  one  and  the  same  blow  or  operation  of  the  instrament,  in  the  manner, 
and  by  the  means  described  md  set  forth.  Leaving  ont  of  view  the  history  of  the 
art  prior  to  the  invention  claimed  by  the  patentee,  what  possible  pretense  can  there 
be  for  contending  that  the  general  process  was  part  of  the  inTcntion  which  formc4 
the  sabject  of  the  original  patent  f  Suppose  it  be  tme  that  Norton  was  the  first  ia- 
Tentor  of  this  process,  was  that  process  the  invention  which  he  songht  to  secure  in 
the  original  patent  t  A  patent  for  a  process  and  a  patent  for  an  implement  or  a  ma- 
chine are  very  different  things.  (Powiler  Company  ▼.  Powder  Works,  98  U.  8.,  196.) 
Where  a  new  process  produces  a  new  substance  the  inyention  of  the  process  is  the 
same  at  the  inyention  of  the  substance,  and  a  patent  for  the  one  may  be  reissued  so 
as- to  include  both,  as  was  done  in  the  case  of  Ooodyear's  yulcanised  rubber  patent; 
but  a  process  and  a  machine  for  applying  the  process  are  not  necessarily  one  and  the 
same  inyention.  They  are  generally  distinct  and  different.  [There  may  be  many 
machines  for  applying  the  same  process.]  The  prdcess  or  act  of  making  a  post-mark 
and  canceling  a  postage-stamp  by  a  single  blow  or  operation,  as  a  subject  of  inyen- 
tion, is  a  totnUy  different  thing  in  the  patent  law  from  a  stamp  constructed  for  per- 
iotming  that  process.  The  claim  of  the  prooess  in  the  present  case,  howeyer,  is  not 
so  broad  as  this.  It  is  for  the  process  or  act  of  stamping  letters  with  a  post-mark 
and  canceling  the  postage-stamp  at  one  and  the  same  blow  or  operation  of  the  instru- 
ment, in  ike  manner  and  bjf  Ike  meam  deeoriked  and  9ei  fortk.  Perhaps  this  claim  amounts 
to  no  more  than  a  claim  to  the  exolusiye  nse  of  the  patented  instrument  or  deyioe. 
If  it  is  anything  more,  it  is  far  a  different  inyention  from  that  described  in  the  origi- 
nal patent.  If  it  Is  not  for  anything  more,  the  question  is  brought  back  to  the  instru- 
ment or  deyice  itself,  which  forms  the  subject  of  the  patent,  and  which  has  been  al- 
leady  considered. 

Tudcer  y.  Bwditt  (4  Bann.  &  Ard.,  569)  simply  holds  that  where  sep- 
arate patents  for  process  and  product  are  issued  the  Oommissioner  did 
not  so  far  exceed  his  jurisdiction  as  to.  render  the  patents  invalid.  The 
process  and  product  were  similar  to  those  involved  in  Plummer  v.  Bar- 
gemi. 

In  respect  to  the  issue  of  two  patents  a  large  discretion  is  left  to  the  Commissioner ; 
the  9iatt«r  is  specially  made  discretionary  with  him  in  the  existing  law,  (Bey.  Stats., 
eee.  4916,)  and  such  was  the  construction  of  the  earlier  statute,  i^Benneii  y.  Fowler^  6 
WaO.,  445,)  and  espeoiaUy  in  the  case  of  a  new  article  made  by  a  new  process  the  re- 
issue Of  separate  patents  has  been  pronounced  yalid.  {G^oodysar  v.  Providence  Btibher 
Co.,  2  Cliff.,  351 ;  9  Wall.,  786.) 

When  properly  understood,  the  case  of  McKay  v.  Dihert  does  not  con- 
flict with  the  general  proposition.  It  involved  originsd  patents  for  a 
process  of  making  a  shoe  and  the  shoe  as  an  article.  The  inventor  orig- 
inally filed  an  application  containing  claims  for  both,  and  the  Com- 
missioner of  Patents  reqaired  him  to  divide  and  file  separate  applica- 
tions for  the  process  and  the  product,  which  was  done,  and  the  sepa- 
rate patents  issued,  but  on  separate  dates.  The  machine  patent  ex- 
2016  PAT ^10 
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pired  earlier  than  the  other.  During  the  life  of  the  latter  patent  and 
after  the  expiration  of  the  former  suit  was  brought  against  the  defend- 
ants for  infringing  the  process  and  prodact  patents  by  using  the  ma^ 
chine,  which,  it  was  claimed,  had  become  public  property.  The  Oourt 
said: 

Ab  long  aa  separate  patents  for  a  machine  and  the  process  and  the  product  are 
allowable  they  represent  distinct  inyentions  (KelUherv.  Darling ^  14  O.  O.,  673,)  and 
each  one  may  live  withont  interference  or  molestation  its  whole  life  without  regard 
to  the  death  of  the  others. 

The  decision  related  to  the  distinction  between  a  machine  or  appa- 
ratus as  one  invention  and  the  process  and  prodnct  as  unitedly  or  sep- 
arately constituting  the  other;  but,  a^  said  before,  as  bi'tween  the  proc- 
ess and  the  prodact  the  case  more  pro})erly  falls  within  the  Mosler 
Safe  decisions  (121  U.  S.,  a54.) 

The  cases  of  United  Nickel  Co.  v.  Atnerican  Niekel  Plating  Works  (4 
Bann.  &  Aid.,  74,)  and  United  Nickel  Co.  v.  Caiifomia  Electrical  Worke 
(25  Fed.  Rep.,  475,)  do  not,  as  sometimes  supposed,  militate  against 
the  idea  that  a  process  and  product  may  constitute  one  invention. 
They  simply  settle  the  fact  that  when  a  patentee  has  a  patent  for  a  sola* 
tion  (composition)  of  nickel,  which  is  necessarily  employed  to  carry  out 
a  process  for  nickel-plating  for  which  he  has  another  patent,  he  does 
not  confer  upon  a  licensee  or  assignee  of  his  process  patent  .the  right 
to  use  the  solution  or  composition  secured  by  the  former  patent.  In 
other  words,  the  patentee  or  assignee  of  a  process  must  secare  the  com- 
position and  material,  as  well  as  the  means  of  executing  the  process, 
flrom  those  persons  who  control,  own,  or  sell  them,  and  if  they  are 
secured  by  other  patents  the  consent  of  snch  other  patentees  must  be 
obtained.  These  cases  may  x>ossibly  be  applicable  as  between  the  re- 
spective assignees  of  process  and  product  claims  in  a  patent  for  both. 

With  this  review  of  the  anthorities  before  me,  I  cannot  escape  the 
conclusion  that  it  is  settled  by  the  highest  authority  that  a  new  proc- 
ess which  produces  a  distipct  and  new  product,  the  prodnct  being  in* 
capable  of  prodnction  by  any -other  process  and  the  process  incapable 
of  producing  any  other  product,  and  such  prodact  constitute  a  single 
invention.  This  coilclusion  finds  satisfactory  support  in  the  nature  of 
the  invention  itself,  as  well  as  in  the  character  of  the  legal  property 
residing  in  it. 

(1)  The  procedure,  whether  mechanical  (that  is,  by  the  physical  force 
of  man's  hands  or  his  tools  or  machineiy,)  or  natural  (that  is,  by  natural 
forces,  chemical,  electrical,  &c.,)  must  have  material  to  operate  upon. 
No  process  or  method  creates  anything  originally.  It  finds  matter  or 
material  in  one  form,  shape,  or  combination  of  elemental  parts,  and  re- 
solves it  into  some  other  form,  shape,  or  arrangement  of  elements,  the 
latter  being  called  the  article  or  product.  When  an  invention  has  been 
made  by  which  these  forces  can  be  applied  to  matter  in  one  form  in 
such  a  manner  that  it  is  resolved  into  some  other  new  and  useful  form, 
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we  have  presented  ati  inventioD  that  has  a  beginniDg,  a  progressive 
intermediate  stage  or  statas,  and  a  terminal  conoiasion.  At  the  outset 
the  material  to  be  changed  or  metamorphosed  goes  into  the  permeating 
embrace  and  submits  to  the  all-pervading  inflaence  of  the  forces  which 
appertain  to  it.  From  this  beginning,  along  the  entire  path  or  conrse 
of  the  process,  this  condition  continues.  The  process,  or  presence  and 
effect  of  the  forces,  can  no  more  be  separated  or  disassociated  from  the 
matter  operated  on  than  heat  can  be  disassociated  from  the  iron  or  other 
body  that  retains  it;  or  than  the  light  of  a  self-lnminous  body  can  be  sepa- 
rated from  the  body  that  emits  it  Dnring  the  progression,  from  begin- 
ning to  conclusion,  this  oneness  of  matter  and  operative  force,  spirit  and 
body,  continues,  but  a  point  is  reached  when  the  transformation  is  fin- 
ished and  completed;  the  forces  cease  to  operate,  because  they  have  ac- 
complished their  totality,  and  there  is  no  more  material  to  be  operated 
ux>on  by  them.  It  is  at  this  precise  instant  that  the  invention  is  also 
completed.  The  product — the  changed  material — remains,  and  its  ex- 
istence may  continue  for  years,  but  it  came  into  being  and  existed,  per- 
fectly complete,  as  the  last  expiring  influence  of  the  forces  operated 
upon  it.  Its  existence  began  at  the  inception  of  the  process  and  con- 
tinued during  the  travail  of  the  entire  journey  to  the  end.  It  involved 
force  and  matter,  neither  of  which  could  exist  in  the  desired  state  and 
nnder  the  required  conditions  without  the  other.  The  conception  which 
thus  unites  and  employs  the  two  is  necessarily  one  single  invention, 
though,  in  mental  conception,  the  material  and  the  force  may  be  sepa- 
rately thought  of,  described,  and  claimed.  In  operation  they  are  one 
and  indivisible. 

(2)  So,  also,  when  the  nature  of  the  property  which  exists  in  inven- 
tions is  considered  with  reference  to  legal  definitions  and  relations,  the 
same  conclusion  will  be  reached. 

It  is  well  known  that  the  property  in  a  thing  is  something  else  than 
the  thing  itself.  It  is  undoubtedly  true  that  the  thing  patented  is  the 
marketable  and  vendible  thing,  whether  it  be  product  or  process,  or 
both.  The  right  or  property  secured  by  a  patent  is  the  right  to  make, 
sell,  and  use  the  thing  patented.  In  the  case  of  a  mere  process — such 
as  Bell's  method  of  transmitting  articulate  speech — the  right  is  to  ex- 
ercise (make),  sell,  and  use  the  process.  The  product  of  any  produc- 
ing process  is  that  which  possesses  the  principal  utility.  The  patent 
property  possesses  value  because  the  patented  thing  possesses  utility 
iond  will  be  demanded  and  used  by  the  people.  The  utility  of  the  pro- 
cess is  secondary,  and  depends  upon  that  of  the  product.  The  process 
is  valuable,  and  will  find  purchasers  and  users  commercially^  because 
it  produces  a  product  which  finds  users  and  purchaser^ ;  but  where  the 
process  is  incapable  of  producing  any  other  product  and  the  product 
can  not  be  made  by  any  other  process,  what  property  is  vested  by  the 
respective  separate  patents  for  the  process  and  the  prodnctY  Or,  if  a 
single  patent  issues  for  both  and  the  patentee  assigns  the  claim  for  the 
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process  to  A  and  that  for  the  prodact  to  B,  what  is  the  property  con- 
veyed to  eacht  A  is  authorized  to  exercise  (make),  use,  and  vend  the 
process;  B  to  make,  ose^  and  vend  the  product.  The  rights  c<»nveyed 
are  incapable  of  enjoyment  in  a  legal  sense.  A  mnst  in  some  manner 
secnre  a  license  or  consent  from  B  to  carry  ont  the  process  and  make 
B's  product,  and  B,  in  order  to  make  his  own  product,  must  obtain 
A's  license  or  consent  to  use  the  tatter's  process.  It  is  said,  however, 
that  this  is  precisely  like  the  case  of  a  patentee  of  a  new  combiuation 
that  contains  an  element  for  which  another  pateotee  has  an  earlier  pat- 
ent. The  combiuation  can  not  be  used  without  the  consent  of  the  pat- 
entee of  the  element,  and  the  element  can  not  be  used  iu  its  rela- 
tion in  the  combination  without  the  consent  of  the  patentee  for  the 
combiuation.  ( United  Nickel  Go.  v.  California  Eleotfical  Works^  25  Fed. 
Bep.,  475.)  The  same  thing  may  be  said  of  the  relations  between  an 
apparatus  and  the  process  it  was  made  to  execute.  Separate  patents 
issue  for  each.  The  owner  of  the  machine  will  be  unable  to  use  it  un- 
less he  can  get  the  consent  or  license  of  the  owner  of  th4  process. 
These  results  arise  from  the  statute,  the  purpose  of  which  is  to  give  to 
the  patentee  a  monoiK>Iy  which  prohibits  another  fh)m  making,  using, 
or  vending  the  subject  of  the  patent,  whether  the  use  required  be  that 
of  ordinary  use  and  consumption  or  employment  as  a  part  or  element 
in  some  new  invention;  but  as  between  process  and  apparatus  it  can 
not  be  said  that  the  process  can  be  executed  by  no  other  apparatus.  It 
is  believed  no  instance  of  a  patentable  process  can  be  cited  of  which 
it  can  be  said  that  it  can  be  executed  only  by  the  one  apparatus  first 
discovered.  We  know  changes  and  improvements  and  entirely  new 
apparatus  are  readily  developed,  so  that  the  patentee  or  assignee  of  an 
apparatus  takes  it  with  the  knowledge  that  possibly  the  next  week  a 
new  apparatus  may  be  made,  and  that  the  process  can  not  be  used  by 
him  or  any  other  inventor  of  the  apparatus  except  by  consent  of  the 
owner  of  the  process.  So  the  owner  of  the  process,  having  parted  with 
the  apparatus,  is  not  wholly  remediless.  Ble  may  invent  or  buy  a  new 
apparatus  for  his  process.  The  relation  between  process  and  product, 
however,  is  different.  The  relation  is  that  the  process  can  make  no 
other  product  and  the  product  can  be  made  by  no  other  process.  Sepa- 
rate patents  divide  the  invention  into  such  two  parts  that  each  abso- 
lutely embargoes  the  other.  Not  so  in  the  case  of  process  and  appa- 
ratus, for  while  the  owner  of  the  process  may  not  use  the  apparatus 
without  its  owner's  consent,  he  is  at  liberty  to  invent  or  purchase  an- 
other new  or  different  apparatus  and  use  that;  but  as  between  process 
and  product  of  the  character  involved  this  can  not  be  done.  Bach  is 
absolutely  dependent  upon  the  other,  and  if  neither  will  give  consent 
each  is  barred  and  the  public  is  deprived  of  the  use  and  benefit  of  the 
invention.  If  the  patent  or  claim  for  the  process  should  belong  to  A 
and  that  for  the  product  to  B,  before  A  can  enjoy  his  own  property  he 
must  obtain  an  interest  in  B's  property,  and  vice  versa.  If  B  grants  to 
A  the  right  to  make  and  vend  his  product,  he  only  secares  that  whiohy 
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by  the  terms  of  his  own  patent,  is  his  own  property  by  right,  and  viee 
verta.  In  other  words,  such  a  division  presents  a  case  where  there  ap- 
pears to  be,  bat  is  not,  an  actnal  property  vested  by  either  patent 

It  is  legally  impossible  to  grant  an  absolute  right  in  a  process  alone 
when  tiiiat  process  can  make  bat  one  prodact,  and  so  of  the  product. 
If  separate  patents  issae  and  the  process  and  product  come  to  belong 
to  different  persons,  an  infringement  of  one  would  be  an  infringement 
of  both.  Must  separate  suits  be  brought,  or  may  both  owners  uoite.as 
complainantst  It  can  not  be  denied  that  these  relations  and  the  issue 
of  different  patents  will  tend  to  create  confusion  and  uncertainty  of 
rights,  and  will  not  only  complicate  business  affairs,  but  may  be  the 
means  of  misleading  or  defrauding  the  public. 

While  it  is  true  that  the  question  determining  what  inventions  may 
or  may  not  be  embraced  in  a  single  application  is  one  largely  of  discre- 
tion in  the  Commissioner,  with  which  the  courts  do  not  interfere,  it 
should  always  be  exercised  to  guard  and  protect  the  public  as  far  as 
possible,  while  granting  to  the  applicant  the  full  measure  of  his  rights. 
As  firequently  stated,  the  courts  would,  no  doubt,  as  they  havie  always 
done,  sustaiu  and  enforce  separate  patents  for  process  and  product  It 
may  also  be  said  to  be  discretionary  with  the  Oommissioner  to  so  issue 
them,  and  that  the  convenience  and  certainty  of  action  in  the  Office, 
aided  by  its  classification,  would  be  increased,  and  thereby  greater  bene- 
fits extended  to  the  applicants  and  patentees.  But  if  it  be  true  that  the 
particular  process  and  product  constitute  one  Invention,  it  is  impossible 
lawfully  to  deny  an  applicant's  right  to  embrace  them  both  in  the  same 
Implication  and  secure  them  in  a  single  set  of  lett^s  patent  If  he 
elects  to  prosecute  them  separately,  he  should  be  permitted  to  do  so; 
bat  where  he  joins  them  he  cannot  be  required  to  divide  them. 

The  conclusion  reached  is  that  a  process  and  its  proiluct  of  the  char* 
aoter  and  relation  stated  constitute  a  single  entire  invention.  This  of 
course  excludes  all  other  cases  of  process  and  product — such  as  where 
either  processor  product  is  not  new,  or  where  the  product  can  be  made 
b^  some  other  process,  or  the  process  will  make  some  other  product. 

In  the  present  case  I  have  grave  doubts  whether  there  is  any  patent* 
able  novelty  in  the  tablet  as  claimed  in  the  first  and  second  claims. 
Similar  tablets  have  heretofore  been  made,  the  only  difference  being 
that  in  this  ozokerite  is  employed ;  but  there  is  ho  discovery  or  inven 
tiou  shown  in  selectingandsubstitutingone  substance  foranother  under 
these  circumstances ;  but  without  absolutely  determining  the  question 
of  novelty  with  reference  to  the  article  claimed,  I  concur  with  the  Exam- 
iner in  holding  that  the  method  claim,  3,  is  without  novelty.  Indeed, 
it  seems  to  possess  no  character  of  a  method.  The  article  is  a  tablet  of 
paper  or  other  material  with  pzokerite  spread  over  and  upon  it.  The 
method  consists  in  taking  such  a  paper  tablet  and  spreading  the  ozo- 
kerite upon  it  It  is  true  claim  2  speaks  of  boiling  the  ozokerite  as  one 
of  the  steps ;  but  clearly  the  application  of  boiling  water  relates  solely 
to  the  treatment  of  the  ozokerite,  and  not  the  tablet. 
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The  qaestion  of  division  is  a  preliminary  one,  and  must  be  settled  be- 
fore  final  action  on  the  merits.  When  the  question  depends  upon  nov- 
elty, the  latter  question  must  be  settled  first,  which  is  an  exception  to 
the  general  and  wholesome  practice.  Whenever  division  is  required  in 
such  cases,  the  Examiner  should  advise  the  applicant  generally  as  to 
the  state  of  the  art  and  such  other  matters  as  will  enable  him  in  making 
division  to  make  an  advised  election  which  of  the  inventions  he  will 
prosecute,  and  not  induce  him  to  file  a  new  application  which  the  Office 
believes  presents  no  patentable  matter. 

The  action  of  the  Examiner  requiring  division  is  affirmed. 


Daniels  v,  MoBaAN. 

Decided  May  1,  1889. 
47  O.  G.,  811. 

1.  Right  of  the  Commissioner  of  Patents  to  Rehear  the  Decisions  of  his 

Predecessor  in  Office—Histort  and  Revision  of  Rule  144  of  the  Rules 
OF  Practice  Discussed  and  Decisions  thereunder  Reviewed. 
Rule  144  had  its  origin  in  an  executive  order,  was  transformed  into  a  jadicial 
rale  when  the  Commissioner  of  Patents  was,  by  act  of  July  1,  1870,  sabstituted 
for  the  Snpreme  Court  of  the  District  of  Columbia  as  the  tribunal  having  final 
jurfsdiction,  and  at  a  later  date  the  office  of  Commissioner  was  recognized  as  a 
continuing  one,  placed  npou  the  same  footing  as  a  court,  and  given  the  power  of 
granting  new  trials. 

2.  Jurisdiction  of  the  Commissioner  to  Rrhrak. 

Rule  144,  based  upon  the  procedure  in  courts  of  law,  does  in  terms  confer,  and 
was  intended  to  confer,  upon  the  Commissioner  jurisdiction  to  rehear  the  de- 
cisions of  his  predecessor  when  gronnds  other  than  those  based  on  fraud,  error  in 
computation,  or  newly-discovered  evidence  are  alleged  and  set  forth  in  motions 
filed  for  the  rehearing  of  such  decisions. 

3.  Duties  of  the  Commissioner  Defined — Which  are  Sub.tect,to  Review. 

The  duticH  of  the  Commissioner  of  Patents  are  in  part  administrative  and  in 
part  of  a  Judicial  nature.  In  the  discharge  of  the  latter  duties  he  acts  as  the  di- 
rect representative  and  agent  of  the  law,  subject  to  no  appeal  excepting  to  the 
tribunals  expressly  designated  by  statute.  The  rule  limiting  the  right  of  an  ad- 
ministrative officer  to  review  his  predecessor's  decision  to  the  three  cases  Kp«*cified 
may  be  applicable  to  the  Commissioner  in  bis  capacity  as  an  adinini^itrative 
officer;  but  it  is  clear  that  it  is  not  binding  npou  the  Commissioner  in  the  dis- 
charge of  his  judicial  dnties. 

4.  In  Discharge  op  Official  Duties,  Reasonable  Rules  and  liKGULArioxs  are 

Valid. 

Since  the  Commissioner «>f  Patents  in  the  discharjjeof  his  judicial  <lnties  in  de- 
termining the  question  of  priority  between  interfering  parties  exercises  the  func- 
tion of  a  court,  reasonable  rules  and  regulatious,  based  upon  analogies  derived 
from  the  procedure  in  courts  of  law,  are  valid  rules  and  rognlations  when  pre- 
scribed by  the  competent  authority. 

5.  In  Intrrkrrence  P>tocREDiNGs  A  Rehearing  othkkwisr  Allowable  should 

NOT  UK  liAKHKD  HKCAUSE  OF  A  CHANGE  IN  COMMISSIONER.  /^  T 

It  ifitainly  wonld  b(^  a  hardship  if  in  an  interference  prolt-'c^^mTiy,  w%Mr  the 
Connuis«ioij(ir  wlio  rendered  the  decision  wonlil  on  sufticient  slmwiutr  have  bo<ui 
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swift  to  ftfford  a  rehearing,  the  defeated  applicant  shonld  be  withoot  remedy  be- 
oaoae  of  the  sacoeasion  to  oiBoe  of  a  new  Commissioner,  and  a  role  adapted  to 
prerent  sach  a  result  certainly  commends  itself  as  a  part  of  a  system  of  procedure 
designed  to  do  Justice  between  parties  who  are  asking  the  Patent  Office' to  deter- 
mine which  of  them  is  the  prior  inventor  of  an  invention  which  can  be  patented 
to  but  one  of  them. 

Motion  to  dismiss  motion  for  rehearing. 

BOECHAHISM  FOR  COILIMO  WIRI  RODS. 

Application  of  Fred.  H.  Daniels  filed  Jane  26,  1886,  No.  206,323* 
Application  of  Charles  H.  Morgan  filed  June  24, 1886,  No.  206,099. 

Mr.  Okarlea  JET.  Burleigh  for  Daniels. 
Mr.  Anthony  PoUok  for  Morgan. 

MiTOHELL,  Commissioner: 

On  March  22,  1889,  my  predecessor,  having 'previously  heard  the 
parties  to  this  interference,  awarded  priority  of  invention  to  Morgan. 
On  the  26th  day  of  March  a  motion  for  rehearing  was  filed,  and  nnder 
the  Commissioner's  direction  the  motion  was  assigned  for  hearing  on 
April  16, 1889.  At  that  time  it  was  fully  understood  by  him  that  his 
successor  was  to  take  charge  of  the  office  from  and  after  the  1st  day 
of  April. 

The  motion  for  rehearing,  alleging  that  in  the  former  decision  were 
palpable  errors  of  law  and  fact,  came  before  me  for  disposition  on  the 
day  fixed  by  the  former  Commissioner.  Thereupon  counsel  for  Morgan 
presented  a  motion  to  dismiss  the  motion  of  Daniels  for  rehearing,  stat- 
ing th  '  ground  of  said  motion  as  follows : 

The  ground  ie  that  the  said  motion  for  rehearing  cannot  be  entertained  by  the  Com- 
miiwionery  inasmuch  as  it  asks  -  for  a  reconsideration  of  a  decision  of  bis  predecessor 
upon  the  same  facts  and  evidence  upon  which  such  decision  was  based,  contrary  to 
the  rule  of  the  Patent  Office  and  to  the  rule  and  practice  of  all  the  executive  depart- 
ments of  the  Government. 

In  support  of  this  motion  it  was  urged  that  by  the  practice  of  all  the 
executive  departments  of  the  Government  no  officer  has  the  right  or  the 
power  to  re-examine  a  question  finally  disposed  of  by  his  predecessor, 
excepting  in  the  cases  either  of  fraud,  error  in  computation,  or  of  the 
discovery  of  new  evidence,  and  that  Rule  144  of  this  Office  was  intended 
to  give  no  greater  power  of  reconsideration  to  a  new  Commissioner  than 
he  would  have  if  it  contained  a  limitation  to  the  three  cases  specified.  It 
was  also  contended  that  if  the  rule  gives  any  greater  latitude  for  recon- 
sideration than  the  foregoing  it  is  to  that  extent  in  contravention  of 
law  and  should  be  disregarded. 

Two  questions  therefore  arise:  Firstj  what  is  the  lawful  construction 
of  Kule  144f  Second^  if  it  is  intended  to  confer,  and  does  in  terms  con- 
fer, upon  the  Commissioner  any  greater  power  of  reconsideration  than 
that  based  upon  fraud,  error  in  computation,  or  newly-ftiscovered  evi- 
dence, is  such  rule  to  that  extent  voidf 
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Bale  144  is  as  follows: 

Ca«ea  which  have  been  deliberately  deeided  by  one  CommiMtoner  will  not  be  reeon- 
Bidered  by  his  socoeesor,  except  in  aocordance  with  the  prinoiplee  which  goyern  the 
grautiug  ot  new  trials. 

This  rale  was  first  enacted  in  its  present  form  in  the  year  1879,  and 
was  reeoacted  in  the  revision  of  the  Bales  of  the  Patent  Office  ander 
date  of  April  13, 1888,  by  my  predecessor,  with  the  approval  of  the 
then  Secretary  of  the  Interior,  parsaslnt  to  section  483  of  the  Bevised 
Statates,  which  is  as  follows: 

The  Comniissioner  of  Patents,  subject  to  the  approval  of  the  Secretary  of  the  In- 
terior,  may  from  time  to  time  establish  regulations,  not  inconsistent  with  law,  for 
the  conduct  of  proceedings  in  the  Patent  Office. 

Althongh  the  rale  in  its*  present  form  dates  from  the  year  187fty  as 
already  stated,  I  find  that  rales  regulating  the  power  of  a  Commissioner 
to  reconsider  the  action  of  his  predecessor  have  existed  from  an  early 
date.    As  early  as  1849  the  following  was  one  of  the  printed  rales : 

A  decision  deliberately  made  and  affirmed  by  one  Commissioner  cannot  be  disturbed 
by  his  successor.  Some  years  since  the  evils  arising  from  such  revisions  became  so 
apparent  and  embarraseiug  that  a  positive  rule  to  that  effect  was  adopted.  It 
was  submitted  to  and  approved  by  the  President  of  the  United  States.  This  Office 
cannot,  therefore,  except  under  extraordinary  circumstances,  disturb  decisions  so 
reaffirmed,  but  must  refer  all  who  consider  themselves  aggrieved  to  their  remedy  by 
appeal.  For  instructions  with  regard  to  which  or  withdrawal  see  sec.  YI,  par.  3  &  4. 
For  instructions  relative  to  ioterfering  applications,  see.  YI,  par.  5. 

The  sections  referred  to  provide  a  remedy  by  appeal  to  the  Chief  Jus- 
tice of  the  District  Gonrt  of  the  District  of  Colambia. 
In  the  printed  edition  of  Aagast  1, 1871,  the  rale  is  as  follows: 

Cases  which  have  been  deliberately  decided  by  one  Commissioner  wiU  not  be  recon- 
sidered by  his  successor  upon  the  same  state  of  facts.  They  may,  however,  be  re- 
opened in  accordance  with  the  general  principles  which  govern  the  granting  of  new 
trials. 

It  will  thus  be  seeu  that  power  was  given  to  one  Oommissioner  to  re- 
consider the  decisions  of  his  predecessor  ander  certain  limitations  pre- 
scribed by  the  rale.  One  reason  for  conferring  the  power  of  reconsid- 
eration, doabtless,  was  the  abolishment  by  the  act  of  Jaly  1,  1870,  of 
the  remedy  by  appeal  to  the  Sapreme  Coart  of  the  District.  It  is  notice- 
able that  when  the  right  of  appeal  was  done  away  with  the  right  to 
a  new  trial  was  recognized ;  bat  it  is  noticeable  also  that  the  rale 
seems  to  be  hostile  to  a  reconsideration  **  apon  the  same  state  of  facts.'' 
In  the  edition  of  December  1, 1879,  however,  the  rule  was  pat  into  the 
form  which  now  appears  in  Rule  144,  in  which  occurs  the  significant 
omiHsion  of  the  words  '<  the  same  state  of  facts."  It  will  thus  be  seen 
that  the  rule  under  consideration,  having  its  origin  in  an  executive 
order,  was  transformed  into  a  judicial  rule  when  the  Commissioner  of 
Patents  was,  by  the  act  of  July  1,  1870,  substitute  for  the  Supreme 
Court  of  the  District  of  Columbia  as  the  tribunalhaving  final  jurisdic- 
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tiOQ,  and  that  at  a  later  date  the  ofiBce  of  CJommiBsioDer  was  recogDized 
as  a  continaiDg  oue,  placed  upon  the  same  footing  as  a  court,  and  given 
the  power  of  granting  new  trials,  with  no  proviso  forbidding  reconsid- 
eration npon  the  same  state  of  flEkcts. 

It  will  be  remembered  that  the  words  ^^  the  same  state  of  facts  ^  were 
first  omitted  fh)m  the  rule  in  the  edition  of  December  1,  1879.  Bat  in 
SuUner  et  al.  v.  Knox  et  dl.y  decided  March  6, 1879,  (0.  D.,  1879,  231,) 
Commissioner  Paine  seems  to  have  nnderstood  the  second  danse  of  the 
rale  then  existing  as  warranting  the  opening  of  a  caeye  for  a  rehearing 
in  accordance  with  the  general  principles  which  govern  the  granting  of 
new  trials,  even  when  there  was  no  new  evidence  presented.  This  was 
shortly  before  he  caased  the  rale  to  be  redrafted  into  its  present  form. 
Again,  in  the  case  of  Packard  v.  Sandford^  (G.  D.,  1879,  315,)  decided 
December  12, 1879,  the  same  Commissioner  says: 

It  is  also  trae  that  upon  a  luotiou  fnr  a  rehearing  or  for  a  new  trial  the  findings  of 
fact  will  not  be  disturbed  unless  wholly  unsuQported  by  or  manifestly  against  the 
facte— 

thas  showing  that  in  his  opinion  rebearings  and  new  trials  were  to  be 
regarded  as  interchangeable  terms  under  the  rule  and  that  the  rale 
Voald  not  stand  in  the  way  of  the  correction  of  manifest  errors  in  the 
former  decision.  I  find,  too,  that  it  has  been  customary  for  my  prede- 
cessors to  construe  the  rule  so  as  to  include  other  grounds  for  reconsidera- 
tion than  firaad,  newly-discovered  evidence,  and  miscalculation.  Thus 
in  tb.e  cBse  of  St&vens  v.  Putnam  (C.  D.,  1880, 164,)  Commissioner  Marble 
says: 

My  predeoessor,  on  April  15,  ISdO,  issaed  an  order  allowing  the  present  motion  on 
behalf  of  Putnam  for  a  rehearing  of  this  interference  to  be  made.  The  grounds  upon 
which  this  motion  is  based  are  alleged  errors  of  law  and  fact  in  the  findings  of  my 
predecessor  in  that  portion  of  his  decision  rendered  April  10, 1880,  wherein  priority  of 
invention  as  to  the  first  issue  of  the  interference  wss  awarded  in  favor  of  Stevens. 

After  discu^ing  the  alleged  errors  of  fact  and  the  law  involved,  the 
Commissioner  adds: 

I  must  therefore  hold  that  the  first  ground  in  the  motion  for  rehearing  is  well  taken, 
and  that  there  was  an  error  in  the  finding  that  Stevens  was  the  first  to  conceive  the 
invention  at  issue.  I  have  reached  this  conoinsion  realizing  fully  the  fact  that  to 
warrant  the  grant  of  a  motion  of  this  character  the  error  must  appear  to  have  been 
such  a  one  as  would  entitle  the  defeated  party  to  a  new  trial  in  the  courts,  and  I 
should  feel  great  hesitation  in  disturbing  the  Judgment  of  my  predecessor  were  I 
not  satisfied  from  the  proofs  that  substantial  justice  requires  me  so  to  do. 

In  the  case  of  Atha  v.  Wheeler  (MS.  Dec,  Vol.  34, 188,)  this  rule  (then 
rule  139)  was  interpreted  by  my  predecessor  as  follows : 

Rules  137  and  139  seem  to  control  this  motion.  The  latter  provides  that  *' cases 
which  have  been  deliberately  decided  by  one  comtniHsioner  will  not  be  reconsidered 
by  his  successor  except  in  accordance  with  the  principles  which  govern  the  granting 
of  new  trials."  C^  r\r\nlo 

Some  attempt  was  made  in  the  argument  to  take  (he  caS^'^iSl^fV^iVm^ by  claim- 
ing that  the  decision  had  not  been  *' deliberately"  made  by  the  preceding  Commis' 
ti<Mier,  because  of  the  doubt  or  uncertainty  expressed  by  him  as  to  where  the  priority 
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beloDgedi  and  becaiise  of  the  expression  in  his  decision  ''without  going  into  the  evi- 
dence in  detail,"  etc.  Bnt  the  fact  that  the  case  is  close  and  the  niiind,  after  examina- 
tion of  the  evidence,  not  wholly  satisfied,  does  not  snggest  the  idea  of  non-deli  beratjon, 
bnt  tather.the  contrary ;  and  as  to  the  expression  '*  without  going  into  the  evidence,'* 
^to.,  it  is  clear,  and  simply  means  without  analysing  or  att^mptin^  to  set  oat  the 
evidenoe  in  detail  in  his  opinion,  and  cannot  Justify  the  inference  attempted  to  be 
drawn  that  he  bad  not  gone  into  or  examined  the  evidence  fully  or  deliberately. 

I  see  no  Justification  for  taking  this  motion  out  of  the  rule.  Indeed,  but  for  this 
rule  it  is  doubtful  if  there  could  be  any  Tehearing  in  any  case  under  any  circum- 
stances.   Such  appeals  and  decisions  are  effectual  by  operation  of  the  statute. 

What  then  are  the  principles  of  new  trials  T 

First.  The  former  decision  has  the  force  and  effect  of  a  verdict  of  a  Jury  or  a  find- 
ing of  a  court. 

Second.  A  new  trial  will  not  be  granted  except  where  the  verdict  is  unsupported 
by  evidence  or  is  manifestly  the  result  of  prejudice,  bias,  or  passion,  or  where,  the 
facts  being  conceded,  there  has  been  a  clear  error  or  mistalse  in  the  application  of  the 
rules  of  law  to  them. 

Whatever  view  may  be  taken  as  to  the  correctness  of  this  interpreta- 
tion of  the  rule,  it  is  certainly  elear  that  it  w^s  regarded  by  Commis- 
sioner Hall  as  conferring  jurisdiction  to  reconsiderother  cases  than  those 
based  upon  fraud,  miscalculation,  or  newly-discovered  evidence,  and  it 
is  equally  clear  that  it  must  have  been  intended,  when  it  was  re-enacted 
by  the  same  Commissioner  (with  the  approval  of  the  Secretary  of  the 
Interior)  who  had  thus  interpreted  it,  to  confer  at  least  as  comprehen- 
sive a  power  of  revision  as  had  been  by  him  ascribed  to  the  same  rule 
before  its  enactment. 

In  view  of  this  history  of  the  development  of  the  rule  and  of  the  ex- 
positions of  it  by  former  Commissioners  and  of  its  re-enactment  after 
such  expositions  had  been  given  to  it,  and  in  view  also  of  its  manifest 
meaning  upon  its  face,  I  have  no  doubt  that  the  power  of  reconsidera- 
tion conferred  by  it  is  not  limited  to  caBes  of  fr^ud,  miscalculation,  and 
newly-discovere^  evidence— that  is  to  say,  is  not  limited  so  as  to  be 
merely  declaratory  of  the  rule  which  is  claimed  to  be  applicable  to 
purely  administrative  officers. 

The  remaining  question  is  whether,  so  expounded,  the  rule  is  con- 
trary to  law,  to  the  extent  to  which  it  aims  to  confer  jurisdiction  in  mo- 
tions for  reconsideration  upon  other  grounds  than  the  three  grounds 
specified.  If  I  had  any  serious  doubt  upon  this  question  I  should  pro- 
ceed with  ^reat  caution.  It  would  certainly  require  a  strong  case  to 
justify  me  in  declaring  that  a  rule  deliberately  enacted  by  competent 
authority  is  either  wholly  or  in  part  invalid.  Especially  is  this  true  in 
view  of  the  concession  made  at  the  hearing  that  if  I  have  no  jurisdic- 
tion then  Morgan  would  be  entitled  in  any  event  to  compel  me,  by  man- 
damus, to  issue  a  patent,  under  the  decision  of  my  predecessor,  without 
reference  to  my  own  opinion,  because  in  that  case  my  action  would  be 
wholly  void,  and  I  therefore  think  that  it  would  be  my  duty  in  any  other 
case  than  a  very  clear  one  indeed  to  uphold  the  rale  as  established  and 
leave  any  aggrieved  party  to  the  clear  remedy  pointed  oot  In  this  in- 
stance, however,  it  seems  to  me  very  clear  that  Rule  144  is  the  result 
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of  a  lawful  exercise  of  the  aathority  reposed  in  the  Commissioner  of 
Patents  and  the  Secretary  of  the  Interior  to  establish  roles  and  regnla- 
tions. 

The  dnties  of  the  Gommissioner  of  Patents  are  in  part  administrative 
and  in  part  of  a  jadicial  nature.  In  the  discharge  of  the  latter  dutiea 
be  acts  as  the  direct  representative  and  agent  of  the  law,  subject  to  no 
appeal  excepting  to  the  tribunals  expressly  designated  by  statute. 
{Buttertoarth  v.  Hoe^  112  U.  S.,  50.)  This  distinction  between  the  judi- 
cial and  administrative  duties  devolving  upon  the  Gommissioner  is 
dearly  drawn  in  the  decision  of  the  Secretary  of  the  Interior  in  the 
matter  of  Sargent^  (12  O.  O.,  475,)  where  the  following  language  occurs : 

In  the  discharge  of  your  judicial  dotiea  yoa  bear  and  determine  the  rights  of  parties 
within  the  statute  goyemed  by  the  same  rules  as  a  court.  In  the  discharge  of  your 
adniiuistrative  duties,  whether  of  a  ministerial  or  directory  character,  the  law  must 
be  executed  according  to  its  letter  and  intent.  t 

^  While  it  may  be  admitted  that  the  rule  limiting  the  right  of  an  ad- 
ministrative officer  to  review  his  predecessor's  decision  to  the  three 
cases  specified  may  be  applicable  to  the  Commissioner  in  his  capacity 
as  an  administrative  officer,  it  is,  I  think,  equally  clear  that  it  is  not 
binding  upon  the  C(»mmissioner  in  the  discharge  of  bis  judicial  dnties 
in  determining  questions  inter  partes^  in  such  sense  that  ^he  power  of 
the  Gommissioner  to  establish  rules  and  regulations,  with  the  approval 
of  the  Secretary,  is  subordinate  thereto. 

Since  the  Gommissioner  in  the  discharge  of  his  judicial  duties  in  de- 
termining the  question  of  priority  between  interl'ering  parties  exercises 
the  function  of  a  court,  I  cannot  doubt  that  reasonable  rules  and  regu- 
lations, based  upon  analogies  derivd  from  the  procedure  in  courts  of 
law,  are  valid  rules  and  regulations  when  prescribed  by  the  competent 
authority. 

That  this  rule  (144)  is  based  upon  the  procedure  in  courts  of  law  ap- 
pears from  the  decision  in  Insurance  Company  v.  Wilso^i^  (8  Peters,  291, 
303,)  where  the  Supreme  Gourt  saj'S : 

In  this  case  the  district  judge  seems  to  thiuk  that  an  the  judgment  was  notfendered 
bj  him  he  has  no  power  to  grant  a  new  trial,  as  he  Im  not  acquainted  with  the  facts 
and  circumstances  which  should  intluenoe  hit}  discretiuu  iu  maliiug  such  an  order.   *    * 

But  the  diBtrict  judge  is  mistaken  in  supposing  that  no  one  but  the  judge  who 
renders  the  judgment  can  grant  a  new  trial.  He,  an  the  suceeHsor  of  his  predecessor, 
can  exerciHe  the  same  powers,  and  has  a  right  to  aot  ou  every  case  that  remains  un- 
decided upon  the  docket  as  fully  as  his  predecessor  cuuld  have  done.  The  court 
remains  the  same,  and  tlie  change  of  the  incnmbent4  cannot  and  onglit  not,  in  any 
respect,  to  injure  the  rights  of  litigant  parties. 

It  is  impossible  for  me  to  doubt  that  it  was  competent  for  tii*^  Com- 
missioners of  Patents,  with  the  approval  of  the  Secretary  of  the  In- 
terior, to  make  the  practice  in  this  Office  iu  causes  to  be  adjudicated  be- 
tween parties  conform  to  the  practice  in  the  courts  as  thus  reco.i(nize<l. 

The  argument  from  inconvenience  adds  but  little  to  the  weight  of  the 
argument  derived  from  the  fact  that  iu  determining  interference  cases 
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the  prooedare  of  this  OiBoe  is  essentially  like  the  procedore  of  a  ooart, 
and  yet  it  is  worthy  of  consideration.  In  the  pending  case  the  decision 
of  my  predecessor  was  rendered  on  the  22d  day  of  March,  1889.  That 
the  defeated  party  was  entitled  to  a  rehearing  npon  a  proper  showing 
no  one  wonld  qaestioUf  if  that  rehearing  could  have  been  had  by  the 
same  Gommissionec  who  heard  the  case  originally;  bat  it  was  practi- 
cally impossible  for  my  predecessor  to  accord  sach  rehearing,  the  time 
being  too  limited.  ^  Hence  the  action  of  the  Commissioner  in  cansing  a 
day  to  be  fixed  for  bringing  np  the  motion  before  me.  It  certainly 
woald  be  a  hardship  if,  in  a  case  of  snch  a  natnre  that  the  Commis- 
sioner who  rendered  the  decision  wonld  have  been  swift  to  afford  a 
remedy,  had  opportunity  been  presented — and  such  cases  might  arise— 
the  applicant  should  be  without  remedy  because  of  the  succession  to 
ofiBce  of  a  new  Commissioner;  and  a  rule  adapted  to  prevent  such  a  re- 
sult certainly  commends  itself  as  a  part  of  a  system  of  procedure  de^^ 
signed,  to  do  justice  between  parties  who  are  asking  the  Pateut  OfBce 
to  determine  which  of  them  is  the  prior  inventor  of  an  improvement  that 
can  be  patented  to  but  one  of  them. 

I  hold,  therefore,  that  Rale  144  is  not  inconsistent  with  the  law,  within 
the  meaning  of  section  4b3  of  the  Revised  Statutes,  but  is  a  reasonable 
rale  in  aid  of  a  procedure  essentially  judicial,  and  therefore  the  motion 
to  dismiss  the  motion  for  a  rehearing  for  want  of  jurisdiction  is  over- 
ruled. 

It  is  not  intended  by  this  opinion  to  foreshadow  to  any  extent  the 
action  of  the  Commissioner  upon  the  motion  for  rehearing  or  to  indicate 
any  definite  construction  of  Rule  144,  but  simply  to  hold  that  he  is  not 
without  jurisdiction  to  grant  a  rehearing  in  a  proper  case,  and  that 
proper  cases  are  not  limited  to  the  rule  applicable  to  strictly  adminis- 
trative offices. 


Obeen  v.  Hall  v.  Siemens  v.  Field. 

Decided  Marek  89,  1889. 
47  O.  G.    813. 

v 

1.  Practiob  in  thb  Patent  Officb— Motions  for  Rbhvarinos. 

The  practice  of  aplitting  up  cases  and  allowiag  separate  parties  to  file  separate 
motions  and  present  them  at  different  times  condemned.    lu  interference  proceed- 
ings motions  for  reheariugs  presented  by  the  parties  thereto  onght  to  be  heard  at 
the  same  time,  in  order  that  the  entire  case  may  be  disposed  of  at  once. 
H.  Motion  for  Behbarinq  OvERRULBD-^SiBMBNa. 

Siemens's  motion  for  rehearing  overruled,  and  Held^firtty  that  while  the  law  does 
not  require  that  a  caveat  shall  give  a  complete  and  accurate  description  of  the 
construction  and  details  of  an  invention,  the  cavbat  filed  by  Field  is  a  full  and 
complete  disclosure  of  the  subject-matter  in  controversy.  Second,  that  knowledge 
•of  foreign  invention,  although  of  an  earlier  date  than  an  original  invention  in 
this  country,  is  not  necessarily  a  bar  to  a  domestic  patent. 
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3.  Samb— Gbxsn. 

Green's  motion  for  rehearing  overraled  because  (ftnt)  it  involves  a  question  of 
merito  which  is  rss  adjttdioata  by  reanoo  of  the  previous  decision  of  the  Conimis* 
sioner  and  also  that  of  his  predecessor,  and  (•sooad)  because  it  shows  no  error  in 
the  former  decision  which  Green  seeks  to  have  set  aside. 

Motion  for  rehearing. 

XLSCTUG  BAILWATS. 

Application  of  (George  P.  Oreeo  filed  May  16,  1886,  No.  202,287. 
Application  of  Thomas  Hall  filled  Jaly  22, 1885,  No.  172,325.  Applica- 
tion of  Ernst  W.  Siemens  filed  Octx)ber  25, 1884,  No.  146,473.  Appli- 
cation of  atephen  D.  Field  flleii  March  10,  1880,  No.  4,752. 

Mr.  B.  D.  O.  Smith  and  Mr.  G.  W.  Dyer  for  Green. 
Mr.  E.  N.  Dieker9on  and  Messrs.  Foster  it  Freeman  for  Hall. 
Mr.  0.  8.  Whitman  for  Siemens. 

Mr.  F.  L.  Pope,  Mr.  F.  W.  Whitridge^  and  Messrs.  Marble  &  Mason 
for  Field. 

Hall,  Commissioner: 

Since  the  Oommissioner's  decision  of  March  6, 1880,  Oreen,  Hall,  and 
Siemens  have  respectively  filed  motions  for  a  rehearing  in  this  case. 
On  the  day  of  the  hearing  a  motion  was  made  by  the  counsel  for  Hall 
to  postpone  sach  hearing  on  acconnt  of  the  absence  of  counsel  owing  to 
professional  engagements  in  other  parts  of  the  country.  This  motion 
not  being  sustained.  Hall  at  once  withdrew  his  motion  for  a  rehearing, 
and  took  no  part  in  the  proceedings.  Whether  this  was  done  with  a 
view  of  renewing  the  motion  at  some  futare  period  it  is  impossible  to 
determine;  but  1  think  it  is  proi)er  to  suggest  the  unadvisability  of 
splitting  up  cases  and  allowing  separate  parties  to  file  separate  motions 
and  present  them  at  different  times.  Although  there  are  four  applicants 
in  this  controversy,  there  is  but  one  case  to  which  they  are  all  parties, 
and  motions  for  rehearing  ought  to  be  presented  and  heard  at  the  same 
time,  in  order  that  the  entire  case  may  be  disponed  of  at  once. 

It  is  the  practice  in  mnny  courts  that  when  a  motion  for  a  new  trial 
has  been  filed  and  a  party  subsequently  sees  proper  to  dismiss  or  with- 
draw it,  such  action  precludes  his  right  thereafter  to  file  a  similar  mo- 
tion, except  when  new  matter  has  been  subsequently  discovered. 

SIEMENS'S  MOTLON. 

Siemens  presents  no  new  points  so  far  as  I  have  been  able  to  observe, 
and  has  simply  reargued  the  merits  of  the  case  as  they  were  originally 
presented.    He  insists — 

First.  That  the  caveat  filed  by  Field  on  the  21st  of  May,  1879,  did  not 
disclose  the  invention,  because  it  did  not  contain  a  specific  description 
of  the  circuit-controller  or  manner  in  which  it  should  be  incorporated 
into  the  combination,  but  only  suggested  a  circuit-controller.    I  am  not 
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Able  to  accept  this  vie^  of  the  ineaaiDg  aud  constraction  of  the  caveat 
The  law  doeniiot  require  that  a  caveat  shall  give  a  complete  and  acca- 
rate  description  of  the  constraction  and  details  of  the  invention;  and  I 
may  farther  say,  however,  that,  in  my  opinion,  this. caveat  is  a  fall  and 
complete  disclosure  of  the  invention.  Every  one  of  the  elements  em- 
braced and  described  or  spoken  of  was  well  known  to  those  learned  in 
the  art,  and  with  the  description  contained  in  this  caveat  all  that  was 
left  to  be  done  so  far  as  the  construction  of  the  invention  was  concerned 
was  for  the  mechanic. 

Second.  Siemens  presents  a  legal  proposition  which  is  founded  apon 
the  allegation  that  Field  did  not  believe  himself  to  be  the  first  in veutor, 
because  at  the  time  he  filed  his  application  he  had  seen  in  a  publication 
a  description  of  Siemens's  railway  and  knew  that  Siemens,  although  a 
foreign  inventor,  had  made  the  invention  at  an  earlier  date  than  he 
(Field)  had.  He  relies  upon  section  49123  of  the  Revised  Statutes,  and 
insists  that  an  American  applicant,  who  is  a  true  inventor,  but  who, 
before  he  files  his  application,  becomes  aware  of  the  fact  that  au  inventor 
in  a  foreign  country  has  made  the  invention  at  an  earlier  date,  is  barred 
of  his  right  to  prosecute  his  application  and  obtain  a  patent.  Siemens 
cites  in  support  of  the  proposition  Forhuan  v.  OooJc  (2  Fish.,  668.)  The 
quotation  made  by  counsel  is  an  imperfect  one  and  does  not  fairly  ex- 
press the  meaning  of  Curtis,  judge.  It  should  have  been  quoted  as 
follows: 

The  act  of  CoDgreas  of  Jnly  4,  1836,  section  15,  haa  provided  that  when  it  shall 
satisfactorily  appear  that  the  patentee,  at  the  time  of  his  making  his  application  for 
a  patent,  belieYe4l  himself  to  be  the  first  inventor  or  discoverer  of  the  thing  patented, 
the  same  shall  not  be  held  to  be  void  on  account  of  the  invention  or  discovery,  or  any 
part  thereof,  having  been  before  Icnown  or  used  in  any  foreign  country,  it  not  appear- 
ing that  the  same,  or  any  substantial  part  thereof,  had  before  been  patented  or  de- 
scribed in  any  printed  publication.  If  yon  find  that  when  i  rompton  made  applica- 
tioii  for  the  patent  be  believed  himself  to  be  the  first  inventor  of  the  thing  patented 
therein,  his  patent  is  not  invalidated  by  the  prior  existence  of  the  Witch  loom  in 
England.  But  in  considering  whether  he  did  believe  himself  to  be  the  original 
iuveutor  of  what  was  patented  to  him  it  is  material  to  determine  whether  he  was  in 
fact  the  original  inventor  thereof.  If  he  was,  there  is  an  end  to  aU  inquiry  on  this 
subject.     If  he  was  uor,  still  he  may  have  believed  himself  to  be  so. 

Many  other  cases  might  also  have  been  cited  stating  the  same  propo- 
sition, viz:  that  the  evidence  of  an  earlier  invention  or  knowledge  and 
use  in  a  foreign  country,  which  has  been  brought  home  to  the  knowl- 
edge of  the  Ameiican  inventor,  is  competent  and  proper  and  may  be  con- 
sidered by  the  jury  for  the  purpose  of  establishing  the  fact 'that  the 
American  inventor  was  not  a  true  inventor,  but  borrowed  the  ideas  or 
obtained  the  invention  froui  such  knowledge.  But  neither  of  these 
authorities  intimates  that  foreign  invention,  although  of  an  earlier 
date  than  any  original  invention  in  this  country,  bars  the  inventor  here 
from  his  right  to  a  patent.  Indeed  the  statute  itself  is  express  that  such 
foreign  invention  shall  not  have  this  eflfect  Roemer  v,  Simon  (95  U,  S., 
214)  is  to  the  same  effect  where  it  is  said: 


DECI8IONS  OF  THE  COMMIBSIONER  OF  PATENTS.  159 

Antecedent  patents  here  or  elsewhere  are  not  set  a p  in  the  answer;  and  it  is  clear 
that  proof  of  pilor  use  in  a  foreign  ooantry  will  not  supersede  a  patent  granted  here, 
nnless  the  alleged  invention  was  patented  in  some  foreign  oonntry.  Proof  of  saoh 
foreign  manufacture  and  use,  if  known  to  the  applicant  for  a  patent,  may  be  evidence 
tending  to  show  that  he  is  not  the  inventor  of  the  alleged  new  improvement;  but  it 
is  not  sofficient  to  supersede  the  patent  if  he  did  not  borrow  his  snpponed  invention 
fr«>ni  that  source,  unless  the  foreign  inventor  obtained  a  patent  for  his  improvement, 
or  the  same  was  described  in  some  printed  publication. 

aBBEM'S  MOTION. 

The  entire  argamentin  behalf  of  Green  proceeds  upon  the  proiM)sition 
that  the  combination  involved  in  the  isnne,  with  a  galvanic  battery  as 
the  generating  source  of  power,  is  the  equivalent  of  the  same  combina- 
tion with  a  dynamo  as  the  source  of  electric  power.  This  question  is 
re9  adjndicata  in  this  case,  and  the  motion  which  asks  me  to  set  aside 
m3'  own  decision  npon  the  merits  will  also  require  me  to  set  aside  the 
decision  of  Gommissioner  Montgomery  when  the  question  was  presented 
to  him  as  to  whether  Green's  original  application  of  1879  could  be  ad* 
mitted  into  this  interference. 

The  history  of  the  case  is  as  follows:  Green's  original  application  had 
been  filed  and  he  made  a  motion  before  the  Office  to  be  admitted  into 
the  interference,  when  a  question  arose  as  to  whether  his  application 
showed  the  invention  involved  in  the  issue.  The  matter  was  referred 
to  a  committee,  who  rex>orted  to  the  Commissioner  and  advised  him 
that  the  application  did  not  show  the  invention.  The  Commissioner  so 
held  and  overruled  the  motion  of  Green  to  be  admitted  into  the  inter- 
ference. Thereupon,  on  May  15, 1886,  Green  filed  the  present  applica- 
tion, by  which  he  was  admitted  and  introduced  into  the  interference. 
It  will  thus  be  seen  that  Green  has  not  taken  any  steps  to  relieve  him-* 
self  from  the  decision  of  Commissioner  Montgomery,  by  mandamus  or 
otherwise  to  compel  the  Commissioner  to  act,  but  has  acquiesced  in  that 
ruling,  filed  a  new  application,  come  into  the  interference,  and  the  case 
has  been  tried  and  heard  upon  that  construction.  I  do  not  now  feel  my- 
self justified  in  reversing  that  decision  or  reorganizing  the  case  upon  a 
different  construction.  Not  only  this,  but  I  am  satisfied  that  they  are  not 
equivalents.  There  is  no  q[uestion  at  all  but  that  both  of  the  elements — 
the  galvanic  battery  and  the  dynamo-generator — supply  electricity ; 
but  they  supply  it  under  different  conditions  and  in  a  manner  which 
requires  different  construction  and  arrangement  for  ita  utility. 

There  are  ma^y  authorities  holding  that  the  question  whether  the  in- 
troduction of  one  element  is  an  invention  over  another  may  be  satis- 
fiactorily  determined  by  reference  to  the  results.  In  this  case  the  com- 
bination involved  with  a  galvanic  battery  for  the  source  of  electric 
energy  has  never  been  introduced  or  made  commercially  valuable ;  but 
as  soon  as  the  dynamo  was  employed  the  invention  at  once  assumed  a 
status  among  the  valuable  and  practical  inventionsof  the  world  and 
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was  immediately  recognized  as  sach,  and  there  is  no  limit  to  the  re- 
sults which  may  be  obtained  by  its  nse.  I  might  farther  add  that  the 
sapply  of  electricity  through  the  instramentality  of  Bach  a  generator  is 
sach  as  to  reqaire  different  means  of  control  and  management  in  its 
practical  application,  and  I  am  not  prepared  to  believe  that  in  a  proper 
sense  the  use  of  such  a  generator  is  the  equivalent  of  the  galvanic 
battery. 

The  question  of  equivalency  being  settled,  I  do  not  see  that  any  other 
question  of  importance  has  been  urged  against  the  correctness  of  the 
decision  sought  to  be  set  aside.  Green  has  shown  that  he  experimented 
from  1874  to  1880  with  models  and  devices  involving  all  of  the  elements 
except  the  dynamo,  for  which  he  substituted  the  galvanic  battery,  and 
that  during  these  experiments  and  while  conversing  with  other  parties 
he  repi'atedly  suggested  that  he  intended  to  employ  a  dynamo.  Some 
ten  or  eleven  witnesses  have  been  introduced,  who  establish  this  fact 
with  a  great  degree  of  oertainty.  Some  of  them  testify  that  he  repre- 
sented he  was  going  to  purchase  a  dynamo  as  soon  as  he  could,  and  ex- 
pected to  see  what  the  results  would  be  from  the  introduction  of  a 
dynamo  instead  of  a  galvanic  battery.  All  this  testimony  can  only 
have  the  effect,  giving  it  its  greatest  force,  of  establishing  a  conception. 
It  is  not  pretended  that  Green  ever  reduced  the  invention  thus  organ- 
ized to  practice ;  but,  on  the  contrary,  in  1878,  when  he  constructed  a 
railway  with  the  combination  involved,  he  still  employed  the  galvanic 
battery.  Giving  to  him,  therefore,  the  full  beneflt  of  all  he  claims,  he 
had  made  a  conception  of  the  invention  at  the  early  dates  mentioned 
from  1874  to  1880,  but  had  not  reduced  it  to  practice  nor  had  he  filed 
an  application  for  the  invention  until  1886.  There  is  no  reason  shown 
why  Green  should  postpone  filing  his  application,  which  is  regarded 
by  the  Office  as  constructive  reduction  to  practice,  for  so  long  a  period. 
There  is  no  pretense  that  he  was  not  able  to  have  furnished  the  neces- 
sary means  to  prosecute  an  application,  and  his  omission  to  do  so  ander 
the  circumstances  must  be  regarded  as  negligence.  In  other  words, 
he  is  in  the  situation  of  one  who  has  not  prosecated  his  conception 
with  the  necessary  diligence  to  give  him  priority  over  another  person 
who  has  conceived  the  invention  and  diligently  prosecuted  it  by  caveat 
and  application,  in  accordance  with  the  statute. 

I  see  nothing  to  change  the  conclusions  reached  by  me  in  the  decision 
of  March  6, 1889,  and  therefore  I  am  forced  to  overrule  both  the  motions. 
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Obbbn  V.  Hall  v.  Siemens  v.  Field. 

2>eMed  June  10, 1889. 
47  O.  G.,  1631. 

1.  Manitet  error  in  law,  being  groand  for  new  trial,  ia  also  ground  for  a  rehearing 

under  Bole  144. 

2.  In  the  deeiflion  complained  of  (46  O.  G..  1515,  ante  110)  it  wae  held  that  a  working 

model  detagned  and  intended  ae  irach  in  not  a  reduction  to  praotice,  keld  no 
error.  A  model  or  drawing,  although  a  Hufflcient  foundation  for  a  claim  to 
prirotty,  as  wae  held  in  Loom  Co.  v,  JSiggine,  must  be  folio weil  np  with  reason- 
able diligence  in  order  to  eetabliah  full  title  to  priority. 

3.  Where  it  wae  alleged  an  error  that  the  Coininiiiiiioner  erroneously  decided  that  one  of 

the  parties  did  not  intend  at  the  time  he  constructed  the  apparatus  upon  which 
his  elaim  to  priority  was  based  to  use  it  practically  upon  an  electric  railway,  and 
it  appeared  that  the  Commissioner  did  not  decide  what  was  the  ultimate  inten- 
tion of  sueh  party  with  reference  to  his  inyention,  but  simply  decided  that  cer- 
tain models  were  designed  and  intended  as  models,  Keld  no  error. 

4.  Where  it  was  alleged  as  error  that  the  Commissioner  held  that  priority  of  inven- 

tion  was  to  be  determined  by  the  intent  of  the  inyentor  as  to  the  use  to  which  his 
apparatus  should  be  pot,  and  it  appeared  that  the  actual  finding  of  the  Commis- 
sioner upon  that  snbject  was  limited  to  the  intent  with  which  certain  models 
were  made  and  used,  Keld  no  error. 

5.  The  allegation  that  the  fact  of  an  application  being  put  in  interference  determines 

that  the  invention  has  been  reduced  to  practice,  o  verruled .  The  Office  posse6ses 
no  machinery  for  ascertaining  such  fact,  but  assumes  for  the  purposes  of  the 
interference  that  the  invention  of  each  applicant  is  within  the  issue,  although 
the  subsequent  history  of  the  rival  inventions  may  develop  the  fact  that  while 
one  of  them  is  in  a  form  capable  of  commercial  use  the  other  may  be  incapable 
of  any  practical  use  whatever. 

Motion  for  reheariug. 

SLSCTRIC  RAILWAYS. 

Application  of  George  F.  Green  filed  May  15,  1886,  No.  202,287, 
Appliaation  of  Tbomag  Hall  filed  July  22,  1885,  No.  .172,325.  Applica- 
tion of  Ernst  W.  Siemens  filed  October  25,  1884,  No.  146,473.  Appli- 
cation of  Stephen  D.  Field  filed  March  10, 1880,  No.  4,752. 

Mr.  Bei^amin  Sutterw&rth  for  Green. 
Mr.  E.  If.  JHekerson  and  Menrs.  Foster  dk  Freeman  for  Hall. 
Mr.  C.  8.  Whitman  for  Siemens. 

Mr.  F.  L.  Pope,  Mr.  F.  W.  WMtridjfe,  and  Meesre.  Mwrhle  d  Mason 
for  Field. 

If  ITGHSLL,  Commiesumer : 

This  case  was  originally  decided  by  my  predecessor.  (46  O.  G.,  1515, 
4MeUe  110.)  Motions  for  rehearing  on  behalf  of  Green  and  Siemens  were 
heard  by  him  and  denied.  The  present  motion  is  filed  hy  Hall,  alleging 
certain  errors  of  law  and  foot,  and  prays  for  a  rehearing  on  his  behalf 

In  a  recent  case  it  was  decided  that  the  Commissioner  of  Patents  has 
2016  PAT ^11 
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jarisdiction  to  reconsider  his  predecessor's  decisiou  in  a  proper  case^ 
and  that  such  cases  were  not  limited  to  fraad,  misealcalation,  and 
newly-discovered  evidence,  or,  in  other  words,  that  Rale  144,  author- 
izing reconsideration  upon  the  principles  governing  new  trials,  is  a 
lawful  rule.    {Daniels  v.  Morgan,  47  O.  G,,  811,  ante  160.) 

It  is  now  claimed  on  behalf  of  Hall  that  palpable  errors  entered  into 
the  original  decision,  and  that  the  correction  of  those  errors  would  re- 
sult in  a  reversal  of  the  decree  awarding  priority  to  Field. 

That  rehearings  may  be  granted  for  manifest  errors  of  law  is  unqued- 
tionable,  and  that  such  rehearings  are  within  the  principles  governing 
the  granting  of  new  trials  is  equally  clear.  Perhaps  as  satisfactory  a 
statement  of  the  law  upon  that  subject  as  can  be  found  is  contained  iir 
the  case  of  The  Oiant  Powder  Co.  v.  The  Califomia  Vigorite  Powder  Oo.j 
(6  Sawyer,  508,)  where  Mr.  Justice  Field  says  (p.  531 :) 

Behe*riDg8  «re  then  granted,  except  when  the  jndge  aote  of  his  own  motion,  only 
upon  such  grounds  as  wonld  aathorize  a  new  trial  in  an  action  at  law — ^that  is,  for 
newly-discovered  evidence  or  errors  of  law  apparent  upon  the  record. 

If  there  is  a  better  statement  I  think  it  is  to  be  found  in  the  decision 
of  my  predecessor  in  the  case  of  Atlia  v.  Wheeler^  (MS.  Dec.,  vol.  34, 
188,)  declaring  that — 

A  new  trial  will  not  be  granted,  except  where  the  verdict  is  unsupported  by  evi- 
dence, or  is  manifestly  the  result  of  prejudice,  bias,  or  passion,  or  where,  the  facta 
being  conceded,  there  has  been  a  clear  error  or  mistake  in  the  application  of  the  mlea 
of  law  to  them. 

Before  considering  the  special  errors  alleged  it  is  desirable  to  ascer- 
tain definitely  what  was  decided  by  my  predecessor  as  to  the  invention 
of  Hall.  Field's  application  was  filed  March  10, 1880^  the  application 
of  Uall  was  filed  July  22, 1885,  or  more  than  five  years  afterward* 
Hall's  claim  to  a  patent  was  wholly  based  upon  what  he  did  a  full 
generation  prior  to  the  date  of  his  application  in  connection  with  cer- 
tain working  models,  with  reference  to  which  my  predecessor  found 
as  matter  of  fact  that  they  were  in  design  and  purpose  illustrative  like 
drawings,  and  were  intended  to  exemplify  his  theories  and  not  to  carry 
them  into  ettect. 

The  following  passage  contains  substantially  all  of  the  former  opinion 
which  need  be  considered  in  determining  whether  the  present  motion 
should  be  granted : 

In  reference  to  the  various  modals  it  must  be  said  that  they  were  not  reductions  to 
practice  in  any  proper  sense  of  that  expression.  It  is  not  merely  a  question  of  siee, 
as  counsel  for  Hall  ingeniouBly  put  it,  but  a  question  of  design  and  purpose.  HalPs 
models  were  illustrative,  like  drawings.  They  were  intended  to  exemplify  his 
theories  and  not  carry  them  into  effect.  It  is  alleged  by  counsel  for  Hall  that  these 
models  could  be  made  practically  useful  for  carrying  parcels,  letters,  and  the  like, 
aud  were  of  a  size  sufficient  to  be  used  upon  a  railway  in  a  cash-carrier  system ;  but 
the  point  is  that  there  is  not  sufficient  evidence  that  they  were  intended  at  the  time 
they  were  constructed  to  accomplish  these  ends.  The  purposes  for  which  they  were 
sold  and  the  usea  to  which  they  were  put  with  Hall's  knowledge  are  not  such  as 
wonUl  carry  out  hiH  connsers  theory.     Philosophical  laboratorieH  and  learned  profes- 
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Bora  rather  than  commercial  honses  and  businees  men  received  and  employed  them. 
It  is -well-flettled  law  that  a  working  model,  denignod  and  intended  as  Bnch.  is  not  a 
reduction  to  practice.  Hall's  devices  manifestly  were  mere  working  models  und 
nothing  more.  After  more  tbun  a  score  of  years  had  passed  the  efforts  of  others 
called  to  Hall's  mind  his  former  experience,  and  he  then  condaded  to  file  his  appli- 
oation  and  claim  the  invention  as  his  own. 

The  priucipal  groaud  of  error  alleges  that  it  is  not  law  that  a  work- 
ing model  may  not  anticipate  a  patent. 

On  inspection  of  the  decision  it  will  be  found  that  the  only  langnage 
to  which  this  alle^gation  of  error  can  apply  is  the  statement  that — 

it  is  well-settled  law  that  a  working  model  designed  and  intended  as  such  is  not  a 
reduction  to  practice. 

Is  it,  then,  error  to  hold  that  a  working  model  designed  and  intended 
as  snch  is  not  a  redaction  to  practice  1  In  support  of  the  afBrmative 
of  this  proposition  is  cited  the  laugaage  of  the  Supreme  Court  in  Loom 
Co.  y.  Higginsj  (195  U.  S.,  680 :) 

An  invention  relating  to  machinery  may  be  exhibited  either  in  a  drawing  or  in  a 
model,  so  as  to  lay  the  foundation  of  a  claim  to  priority,  if  it*be  sufficiently  plain  to 
enable  those  skilled  in  the  art  to  understand  it.     (Page  594.) 

It  is  to  be  observed,  however,  that  Commissioner  Hall  did  not  hold 
that  a  drawing  or  a  model  might  not  '^lay  thid  foundation  of  a  claim  to 
priority,"  and  it  is  quite  clear  that  the  foundation  to  such  a  claim  might 
be  established  by  a  model  which  would  not  in  and  of  itself  constitute 
a  reduction  to  practice.  A  drawing  illustrative  of  an  invention  may 
lay  the  foundation  of  a  claim  of  priority ;  but  no  decision  has  ever 
held  that  a  drawing  constitutes  a  reduction  to  practice.  So,  too,  a 
model  ^^  designed  and  intended  as  such  "  (I  quote  Commissioner  Hall's 
exact  langnage)  may  lay  the  foundation  for  a  claim  of  priority  ;  but  I 
am  unaware  of  any  decision  which  has  ever  held  that  such  a  model 
constitutes  reduction  to  practice.  Indeed,  it  will  be  noted  that  in 
Loom  Co.  V.  Higgim,  stipraj  the  court  classed  a  drawing  and  model  to- 
gether in  stating  what  effect  they  would  have  as  proof,  and  the  infer- 
ence that  the  court  intendeil  to  hold  that  a  model  is  reduction  to  prac- 
tice would  be  no  more  legitimate  than  would  be  the  imputation  to  it  of 
a  purpose  to  say  that  a  drawing  constitutes  reduction  to  practice.  This 
view  is  .not  .without  warrant  in  judicial' decisions,  for  in  Odell  et  al,  v. 
SUmt^  (29  O.  G.,  862,)  in  which  the  passage  from  Loom  Co,  v,  Higfjhis 
was  cited,  it  was  expressly  held  that  a  model  or  drawing,  although  a 
sufficient  foundation  for  a  claim  to  priority,  must  be  followed  up  with 
reasonable  diligence  in  order  to  oitablish  full  title  to  priority. 

It  is  unquestionably  true,  as  claimed  by  counsel  for  HalK  that  mere 
enlargement  of  a  machine  or  device  does  not  constitute  invention. 
(Phillips  V.  Page^  24  How.,  1G4  ;  Planing  Machine  Co,  v.  Keilh^  101  U. 
S.,  49(>.)  But  I  find  no  indication  in  the  decision  complained  of  that 
any  other  view  of  the  law  was  taken  upon  this  point.  On  the  contrary, 
the  Commissioner  «ay8:  .,„...  .^Goo^Ie 

It  is  not  merely  a  question  of  size,  as  counsel  for  Hall  iugenionsly  put  it,  but  :i 
iinestion  of  design  and  purpoi«e.     HalPs  models  wi»n»  illustrative,  like  drawiu«;»*. 
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The  implication  here  is  qaite  strong  that  if  the  proof  hacl  been  looked 
upon  as  establishing  the  redaction  to  practice  of  the  matter  in  isnne, 
even  on  a  scale  adapted  to  a  cash-carrier  system,  it  woald  haVe  been 
regarded  as  establishing  priority  on  the  part  of  Hall.  I  find  nothing 
in  the  opinion  which  indicates  that  my  predecessor  entertained  the 
view  that  patentability  cad  reside  in  the  mere  enlargement  of  the  ma- 
chine. He  held  that  as  matter  of  fact  the  diminutive  exhibits  of  Hall 
were  simply  working  models,  intended  and  designed  as  working  models 
only,  and  that  as  matter  of  law  such  working  models,  so  intended  and 
designed,  do  not  constitute  reduction  to  practice.  If  there  be  error  in 
any  part  of  the  decision,  there  certainly  is  no  error  in  holding  that  a 
working  model,  designed  and  intended  as  such,  is  not  reduction  to 
practice. 

Again,  it  is  alleged  that  Commissioner  Hall  erred  in  that  be  decided, 
in  effect — 

That  said  Hall  did  not  intend  at  the  tv.ne  he  oonstmcted  his  apparatas,  the  sabjeet- 
matter  of  the  present  interference,  that  it  should  be  employed  practically  on  electric 
railwoysy  whereas  the  proof  is  to  the  effect  that  the  said  Hall  intended  so  to  employ 
his  inyentioo. 

I  have  examined  the  decision  careftilly,  and  I  am  unable  to  find  any 
statements  warranting  this  allegation  of  error.  The  Oommissioner  did 
not  decide  what  was  Hall's  ultimate  intention  with  reference  to  his  in- 
vention *,  he  simply  decided  that  certain  models  were  designed  and  in- 
tended as  models.  The  intention  to  use  the  models  tor  illustrative 
purposes,  ^^  like  drawings,"  and  for  no  other  purpose,  is  entirely  con- 
sistent with  the  intention  ultimately  to  construct  a  railway  upon  the 
same  principle,  if  it  should  be  found  capable  of  practical  application 
upon  trial,  upon  a  commercial  scale  of  operations.  All  that  is  decided 
with  reference  to  intent  relates  to  the  present  intention  to  use  the 
models  as  models,  and  not  to  the  ultimate  intention  which  Hall  had  in 
mind  and  which  he  used  his  models  to  illustrate.  ^If  the  finding  had 
incladed  the  express  statement  that  all  along  during  the  period  of  the 
making  and  use  of  these  illustrative  models  Hall  intended  that  his  in- 
vention should  be  nltimately  employed  practically  on  electric  railways, 
it  could  have  made  no  difference  whatever  with  the  conclusion  reached. 
^t  has  already  been  seen  that  the  working  models  were  not  reduction 
to  practice,  and  hence  it  follows  that  in  an  uttei  absence  of  diligence 
for  more  than  a  quarter  of  a  century  there  is  no  possible  ground  for  an 
award  of  priority  as  against  a  subsequent  inventor  who  displayed  dili- 
gence in  filing  his  vcaveat,  diligence  in  applying  for  a  patent,  which 
application  itself  constitutes  constructive  reduction  to  j>ractioe,  and 
diligence  in  introducing  his  invention  into  public  use. 

It  is  also  alleged  as  error  that  the  question  of  priority  of  invention  is 
not  determined,  and  cannot  be  determined,  by  a  question  of  intention 
on  the  part  of  an  alleged  inventor,  and,  admitting  it  to  be  true,  for  the 
sake  of  argument,  that  Hall  never  intended  to  apply  his  apparatus  as 
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made  to  praotioal  parposes,  yet,  if  soob  apparatus  were  so  applicable, 
he  was  tlie  first  iBventor,  whether  he  believed  the  fact  to  be  as  indi- 
eated  or  not.  In  proof  of  this  allegation  are  cited  Harmet  v.  Ree$ey 
(21  O.  O.,  1875,)  Bead  v.  Cutter^  (1  8t<n*y,  MM,)  and  a  number  of  other 


It  is  unquestionably  true  that  the  capacity  of  an  apparatus,  or  what 
may  be  designated  its  embodied  intent,  determines  its  pareutable  char- 
acter rather  than  the  intention  which  resides  in  the  mind  of  the  in- 
ventor; or,  as  it  is  sometimes  phrased,  an  invention  patented  for  ohe 
purpose  is  protected  for  all  the  purposes  which  it  is  adapted  to  sab- 
serve.  The  tronble  with  this  claim  is  that  I  find  nothing  in  the  decis- 
ion which  is  contrary  to  it.  It  is  expressly  decided  that  Hall's  devices 
were  merely  working  models  and  nothing  more,  and  it  is  too  much  to 
assume  that  because  such  models  did  perform  their  illustrative  func- 
tion therefore  a  practical  railway  could  be  operated  by  a  simple  en- 
largement of  all  the  parts  of  the  apparatus  thus  employed.  The  alle- 
gation of  error  assumes  that  the  apparatus  as  made  was  adapted  to 
practical  purposes  by  mere  enlargement,  an  inference  which  is  utterly 
inconsistent  with  the  subsequent  history' — or  rather  want  of  history — 
of  the  development  of  Hall's  ideas. 

Again,  it  is  claimed  that  the  very  fact  of  an  application  being  put 
in  interference  necessarily  determines  that  the  apparatus  therein  de- 
scribed is  an  apparatus  which  has  been  reduced  to  practice,  if  it  lias 
been  used  at  all.  This  argument  seems  to  imply  that  the  Patent  Of- 
fice, before  placing  two  applications  in  interference,  not  only  decides 
that  both  parties  claim  the  invention  in  controversy,  but  also  that  they 
claim  it  in  a  form  which  is  (capable  of  commercial  use.  Such,  however, 
is  not  the  case.  The  office  i)osseHses  no  machinery  by  which  such  facts 
are  ascertained,  and  assumes,  for  the  purpose  of  declaring  the  inter- 
ference, that  the  inventions  are  substantially  within  the  issue,  although 
the  subsequent  histpry  of  the  rival  inventions  may  ehow  that  one  of  them 
is  in  a  form  which  is  afterward  demonstrated  to  be  of  great  commer- 
cial value,  while  the  other  ia  inca[)able  of  any  practical  use  whatever. 
Experience  is  the  only  test  by  which  such  questions  can  be  deter- 
mined. 

I  have  thus  considered,  I  think,  the  several  grounds  of  error  alleged 
although  not  in  the  order  pursue^l  in  the  motion  for  a  rehearing.  It  re- 
sults that  I  find  no  error  in  the  decision  complained  of,  and  the  motion 
is  therefore  denied. 


Digitized  by  CjOOQIC 
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Obeen  V.  Hall  v.  Siemens  v.  Field. 

Deoided  June  10,  1889. 

47  O.  O.,  1633. 

After  a  final  award  of  priority  there  is  no  more  reanon  for  permitting  the  defeated 
party  to  the  interference  to  be  heard  apon  the  relation,  of  the  prevailing  party 
to  the  prior  art  than  there  wonld  have  been  for  permitting  the.  same  privilege 
before  the  institution  of  the  interference. ' 

On  Motion. 

KLECTRIC   RAILWAYS. 

Application  of  George  F.  Oreen  filed  May  15, 1886,  No.  202,287. 
Application  of  Thomas  Hall  filed  July  22, 1885,  No.  172,325.  Applioa- 
tioM  of  Ernst  W.  Siemens  filed  October  25, 1884,  No.  146,473.  Appli- 
cation of  Stephen  D.  Field  filed  March  10, 1880,  No.  4,752. 

Mr.  Benjamin  Butterioorth  for  Green. 

Mr.  E.  N.  Dicker  son  and  Messrs.  Foster  dk  Freeman  for  Hall. 
Mr.  C.  8.  Whitman  for  Siemens. 

Mr.  F.  L.  Pope^  Mr.  F.  W.  Wkitridge^  and  Messrs.  Marble  &  Mason 
for  Field. 

Mitchell,  Commissioner : 

This  motion  was  filed  on  the  19th  day  of  April,  1889.  Prior  to  that 
time  the  interference  to  which  it  relates  had  been  adjudicated  in  favor 
of  Field;  motions  for  rehearings  on  behalf  of  Siemens  and  Green' had 
been  denied,  and  the  interference  having  terminated,  steps  were  taken 
to  determine  whether  the  application  of  Field,  considered  as  an  ex  parte 
application,  contained  patentable  subject-matter,  in  view  of  British  pat- 
ent to  Clark,  No.  1,386  of  18G4,  taken  in  connection  with  the  state  of 
the  art.  This  is  therefore  a  motion  ma<]e  on  behalf  of  Siemens  to  permit 
the  defeated  parties  in  an  interference  proceeding  to  be  heard  upon 
the  question  whether  the  invention  of  the  prevailing:  party  is  met  by 
the  prior  art,  including  a  particular  patent  specified. 

As  I  understand  the  practice,  the  conclusion  of  an  interference  re> 
stores  the  application  of  the  prevailing  party  to  the  same  status  which 
it  occui>ied  prior  to  the  institution  of  the  interference,  so  that  there  is 
no  more  reason  for  permitting  the  defeated  parties  to  the  interference  to 
to  Ire  heard  upon  the  relation  of  the  prevailing  party  to  the  prior  art 
than  there  would  have  been  for  permitting  the  same  persons  to  exercise 
the  same  iirivilege  before  the  institution  of  the  interference.  Perhaps 
it  is  within  the  power  of  the  Commissioner  to  grant  such  a  motion 
as  this;  but  it  is  numifestly  contrary  to  the  generally-accepted  rights 
of  an  ex  parte  applicant  in  tiiis  Office,  and  I  see  no  reason  why  the  mo- 
tion should  be  granted  in  this  case  which  does  not  apply  to  all  cases 
similarly  situated.  ^ 

The  niotiun  must  be  denied. 
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Ex  PARTE  ANDEBSON. 

'    Utcida  Jvme  12,  1889. 

47  O.  G.,  1633. 
On  PETITION. 

BOCK-CRU8HCB8,  AC. 

Application  of  Darid  H.  Anderson  filed  September  17, 1888,  No. 
285,567. 

Mr.  W.  A,  Bartlett  for  applicant. 

MiTCiCELli,  Oommwianer : 

This  application,  although  coming  before  me  as  if  it  were  a  petition, 
is,  in  fact,  a  complaint  made  against  the  Examiner,  reciting  the  several 
actions  taken  in  the  case  which  are  claimed  to  consjatate  improper  and 
oppressive  practice. 

Withoat  minutely  inspecting  the  several  items  of  the  charge,  I  can 
not  resist  the  impression — and  it  is  a  very  decided  impression — that 
there  is  ground  for  the  complaint,  £lnd  it  is  a  matter  of  regret  that  after 
my  predecessor  had  been  called  upon  to  act  in  this  case  and  had  made 
a  decision  which,  to  my  mind,  indicates  that  he  was  clearly  of  the  same 
opinion  that  I  am  compelled  to  entertain,  the  Examiner  should  not'have 
taken  steps  to  hasten  rather  than  to  protract  the  examination  and  pro- 
ceedings in  the  application.  I  am  not  satisfied  with  the  Examiner's 
explanation.  Making  due  allowance  for  all  obstacles,  I  have  no  doubt 
whatever  that  this  case  could  have  been  in  condition  for  allowance  or 
for  appeal  to  the  Examiner-in-Ghief  if  it  had  been  the  aim  of  the  Exam< 
iner  to  afford  every  facility  to  the  applicant  consistent  with  the  rights 
of  others. 

Steps  will  be  taken  at  once — if  they  have  not  been  already  taken — 
to  put  this  application  into  condition  for  allowance  or  appeal. 


Ex  parte  West. 

Bedded  June  14,  1889. 
47  O.  G.,  1731. 

1,  iMVBirriox—MsGHAiiiCAL  Skiu.. 

Where  it  appears  that  plackets  in  drawers  have  been  bound  in  sabstantially 
tbe  same  manner  as  the  applicant's  allef^ed  invention,  it  is  not  invention  to  ex- 
tend that  idea  and  make  the  binding  inclodethe  opening  for  the  wrist,  or  neck, 
or  body  in  a  shirt  or  other  garment,  or  to  slightly  or  obviously  modify  the  man- 
ner in  which  the  binding  is  turned,  or  to  omit  a  cord  from  the  binding  which  is 
'  simply  a strengtheuer,  or  to  merely  prolong  the  binding  itself. 

2.  Same— FoRMKR  Decisions  Followed. 

The  cases  oi  Smith  v.  KichoU  (21  Wall.,  112)  and  HollUmMii  ^fffUKHatJ^nufaot- 
uring  Co,  (113  U.  8.,  59)  followed  in  this  respect. 

Appeal  from  Examiners-in-Chief 
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8URT8.  ^ 

Application  of  Mareliall  O.  West  filed  November  30,  1888,  Koi 
292,322. 

Mr.  W.  X.  Stm>em  for  the  applicant* 

Mitchell,  OomniMMOfiar : 
The  claims  appealed  are  as  foUows : 

1.  The  oombiufttion  of  a  gwrment  having  an  opening  and  a  placket  at  one  aide 
thereof,  and  a  binding  seonied  contiuoonely  around  theaaid  opening  and  plaoketand 
joined  end  to  end  by  a  oontinnooe  line  of  stitoheiiy  enbetantially  ae  shown  and  de- 
scribed. • 

2.  The  combination  of  a  garment  having  an  opening  and  a  placket  at  one  side 
thereof,  and  farther  having  a  band  comprising  two  or  more  thicknesses  of  cloth  se- 
•nred  at  one  edge  around  the  said  mouth  of  the  garment  and  ending  at  the  placket, 
and  a  binding  secured  oontinnously  around  the  outer  edges  of  the  baud  and  placket 
by  a  continuous  line  of  stitches. 

The  references  cited  are  patents  to  Taylor,  September  23, 1873;  No. 
143,198 )  Labiu,  July  4, 1882,  No.  260,694;  Neuatadter,  May  24, 1881, 
No.  242,023 ;  Hall,  January  16, 1883,  No.  270,663 ;  McDonald,  June^, 
1883;  No.  280,056,  and  Smith  and  PanI,  Angnst  25,  1885,  No.  325,126. 

The  Ezaminers-iu-Ghief  held  that  the  references  cited  in  bar  were 
pertinent,  and  that  applicant's  alleged  invention  indicated  nothing  but 
a  double  use  of  what  was  there  shown,  and  involved  only  a  well-known 
and  obvious  expedient. 

Applicant  shows  and  claims  a  continuous  binding  for  a  shirt  or  other 
garment,  extending  in  one  instance  across  the  side  placket  or  slit  and 
around  the  front  and  back  flaps,  in  another  across  the  neck-placket  and 
around  the  neck,  and  in  a  third  across  the  wrist-placket  and  around  the 
wrist  An  ^<  all-around  ''  binding,  which  inclndes  the  placket,  seems 
to  be  the  thing  contemplated.  The  patent  to  McDonald  shows  draw- 
ers stayed  by  the  binding  in  precisely  this  way,  so  far  as  the  placket  is 
concerned,  and  the  other  references  show,  a«  the  Examiners-in-Gbief 
say — 

that  it  is  common  to  use  binding  where  it  will  do  the  most  good,  although  it  is  not 
shown  that  shirts  have  been  unisbed  with  all-around  binding. 

Applicant  insisted  that  McDonald's  binding  is  not  an  anticipation  of 
his  invention,  inasmuch  as  that  binding — 

is  turned  under  at  its  edges  in  a  manner  that  would  be  bungling  and  totally  impxao- 
ticable  in  a  shirt,  and  it  is  not  a  simple  binding,  but  is  a  box  to  contain  a  cord. 

He  contends,  furthermore,  that  it  ends  at  the  waistband  and  does 
not  extend  around  the  mouth  of  the  opening,  and  that  the  other  refer- 
ences cited  are  equally  inapplicable  to  his  case.  In  view  of  the  fiMt^ 
however,  that  the  gist  of  applicant's  alleged-invention  is  simply  the  ^^all- 
around"  binding,  I  am  unable  to  see  the  force  of  his  objections  to  the 
relevancy  of  the  patents  cited.  A  slight  and  obvious  modification  of 
the  manner  in  which  the  McDonald  binding  is  turned,  an  omission  of 
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the  cord,  which  is  simply  a  strengthener,  and  a  mere  prolongation  of 
the  binding  itself  would  constitnte  the  identical  invention  claimed. 
These  changes  are  snch  as  wonld  natorally  occur  to  any  seamstress  who 
desired  to  accomplish  the  object  sought  by  applicant — a  continnoos  all- 
axonnd  binding — and  do  not  involve  invention.  Applicant  only  accom- 
plishes to  a  greater  extent  what  has  before  been  accomplished  by  those 
who  have  preceded  him.  In  so  far  as  it  goes,  the  McDonald  patent,  for 
instance,  shows  that  plackets  have  been  bound  in  substantially  the  same 
manner.  To  extend  that  idea  and  make  the  binding  include  the  open- 
ing for  the  wrist  or  neck  or  body  cannot  l>e  said  to  call  for  anything 
more  than  the  mere  exercise  of  the  will  in  adapting  a  well-known  means 
to  a  proposed  end,  or  the  display  of  the  expected  skill  of  the  calling. 
Says  the  court  in  Smith  v.  Nichols^  (21  Wall.,  112:) 

Bat  a  mere  carrying  forrrard  or  uew  or  more  exteDded  applicatiou  of  the  original 
thought|  a  cliauge  only  in  form,  pro]>ortion6,  or  degree,  the  sahstitntiou  of  eqniva- 
lenta,  doing  subetantially  the  same  thing  in  the  same  way  by  substantially  the  same 
means  with  better  renults,  is  not  sooh  invention  as  will  sustain  a  patent. 

The  idea  in  this  case — as  in  the  case  of  Hollister  v.  Benedict  Manu- 
facturing  Co.  (113  U.  8.,  59)— 

seems  not  to  spring  from  that  intuitive  faculty  of  the  mind  put  forth  in  the  search  for 
new  results  or  new  methods,  creating  what  had  not  before  existed  or  bringing  to  light 
what  lay  hidden  from  vision ;  but,  on  the  other  hand,  to  be  the  suggestion  of  that 
common  oxpeneuce  which  arose  sjmntaneonsly  and  by  a  necessity  of  human  reaHon- 
jng  in  the  minds  of  those  who  had  become  acquainted  with  the  circumstances  with 
which  they  had  to  deal.  *  *  *  It  is  but  the  display  of  the  expected  skill  of  the 
calling,  and  involves  only  the  exercise  of  the  ordinary  faculties  of  reasoning  upon  the 
materials  supplied  by  a  special  knowledge  and  the  facility  of  manipulation  which 
results  from  its  habitual  aud  intelligent  practice,  and  is  in  no  sense  the  creative  work 
of  that  inventive  faculty  which  it  is  the  purpose  of  the  Constitution  and  the  patent 
laws  to  encourage  and  reward. 

In  view  of  these  considerations,  the  decision  of  the  Examiuers-in- 
Chief  is  affirmed  and  the  appeal  denied. 


Ex  PARTE    ItfcMAHAN. 

Vecided  June  10,  1889. 

48  0.  G.,  SK>5. 

1.  Division— Prockbs  and  Appakatub. 

Division  of  an  application  should  not  be  demanded  unless  there  is  in  the  given 
case  such  a  total  want  of  interdependence  between  the  two  matters  claimed^  as 
would  render  them  absolutely  independent  and  distinct  inventions. 

2.  When  the  apparatus  can  not  operate  for  any  other  purpose  than  to  carry  out  the 

process,  and  the  process  can  be  cairied  out  only  by  a  machine  operated  substan- 
tially upon  the  principle  of  that  shown  by  the  applic  'Ut,  division  should  not  be 
required. 

3.  In  such  case  there  is  no  reason  for  requiring  a  divisiou  upon  the  ground  that  the 

examination  of  the  Office  would  be  facilitated,  because  the  field  of  search  is  pre> 
cisely  the  same  whether  the  applicatiou  is  divided  or  not. 
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KSTHOD  OF  AND  APPARATUS  FOR  SEPARATING  MAGNETIC  FROM  NON-MAGNETIC  SUB- 
STANCES. 

Application  of  John  M.  McMahan  filed  Febraary  20,  1889,  No. 
^300,609. 

Beferred  to  the  Assistant  Oommissioner,  by  order  of  the  Commis- 
sioner,  for  hearing  and  decision. 

Mr.  Anthony  Pollok  for  the  applicant. 

FiSHBB,  Assistant  Oommissioner  : 

This  petition  is  taken  fh)m  the  action  of  the  Primary  Examiner  re- 
qairing  applicant  to  divide  his  application  upon  the  line  of  process  and 
apparatus. 

The  application  covers  an  improvement  in  the  art  of  separating  mag* 
netic  from  non-magnetic  particles  in  a  finely-divided  condition,  which 
consists  in  feeding  the  particles  through  a  magnetic  field  of  force  and 
at  the  same  time  subjecting  them  to  the  action  of  a  suction  current  of 
air.  Claims  1, 2,  and  3  cover  the  method  and  the  remaining  claims  the 
apparatus  by  which  it  is  carried  out.  It  is  held  t|;iat  these  two  sets  of 
claims  cannot  be  treated  in  the  same  application.  Ko  good  ground 
'exists  for  this  holding.  There  is  no  provision  of  the  statute  whicn  pre- 
vents the  joinder  of  a  process  and  its  apparatus  in  the  same  application 
The  courts  have  never  declared  a  patent  invalid  for  the  reason  that  its 
claims  embrace  both,  but,  on  the  contrary,  have  sustained  many  such 
patents.  And  Bule  41  of  the  Patent  Office  expressly  provides  that  in- 
ventions dependent  upon  each  other  and  mutually  contributing  to  pro 
duce  a  single  result  may  be  claimed  in  the  same  application.  Both  the 
law  and  the  rule  warrant  the  conclusion  that  division  should  not  be  de- 
manded unless  there  is  in  the  given  case  such  a  total  want  of  interde 
pendeuce  between  the  two  matters  claimed  as  would  render  them  abso 
lutely  independent  and  distinct  inventions. 

In  this  case  the  process  and  apparatus  are  dependent  upon  each  other 
and  do  mutually  co-operate  to  produce  a  single  result.  The  apparatus 
-can  not  operate  for  any  other  purpose  than  to  carry  out  the  process, 
and  the  process  can  be  carried  out  only  by  a  machine  operated  sub- 
stantially upon  the  principle  of  that  shown  by  applicant. 

The  reason  sometimes  urged  for  requiring  division  in  cases  of  this 
•character,  that  examination  would  be  facilitated,  is  of  no  force  here, 
because  it  would  be  impossible  to  examine  the  claims  for  either  the 
process  or  apparatus  without  at  the  same  time  examining  the  claims 
for  the  other.  The  field  of  search  is  precisely  the  same  in  each  case, 
and  pntents  embracing  the  apparatus  and  process,  respectively,  if 
granted,  would  be  piacedf  in  the  same  class  and  sub-class  of  the  same 
division. 

All  tliese  are  strong  reasons  why  the  division  should  not  be  required 
in  this  case;  but  it  may  be  further  said  that!  the  law  provides  that  any 
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person  who  has  made  an  invention  shall  receive  a  patent  granting  to 
him  the  ezclasive  right  to  make,  use,  and  vend  the  same  thronghout 
the  United  States  and  its  Territories.  By  reqairing  two  patents  to  be 
taken  in  snch  cases  as  this  one  would  cover  the  right  to  make  and  vend 
the  apparatus,  while  .the  other  would  cover  only  the  right  to  use  it.  An 
invention  would  thus  be  split  up  into  separate  parts,  one  of  which  might 
fail  into  the  hands  of  one  assignee  and  the  other  into  those  of  another^ 
perhaps  antagonistic.  Such  an  interference  with  the  rights  of  inventors 
was  never  contemplated  by  the  statute,  and  the  Patent  Office  should 
take  no  action  which  would  accomplish  it. 

Division  should  not  be  required  in  this  case,  and  the  prayer  of  the 
petition  is  granted. 


Ex  Paete  Cordsey. 

Decided  July  8, 1089. 
48  O.  G.,  397. 

1.  Ambnbmbnts  Touching  thk  Meritb  under  Rule  68. 

When  an  amendment  toiiohiDg  the  merits  is  presented  nearly  two  years  after 
the  ease  is  in  condition  for  appeal  to  the  Examiners-in-Chief,  and  no  showing  or 
attempt  at  any  showing  whatever  is  made  why  the  amendment  was  nut  presented 
earlier,  a  petition  that  the  case  be  reopened  and  that  applicant  be  heard  npon  the 
amendment  must  be  denied. 

2,  AJ.TBRATION6  OF  DRAWINGS. 

When  a  fignre  is  added  to  an  original  drawing  on  file  in  the  Office,  without  direc- 
tion or  permission  of  the  Offioe,  it  must  be^rased  or  canceled,  even  thouprii  it  has 
been  added  in  good  faith. 

On  Petition. 

8TRAM  WASHING-MACHINE. 

Application  of  Thomas  P.  Oordrey  filed  October  7, 1886,  No.  215,546. 
Mr.  E.  E.  Masaon  for  the  applicant. 

Mitchell,  dytnmissioner : 

This  application  was  finally  rejected  Augast  27, 1887.  Since  tbat  time 
it  has  been  in  condition  for  appeal  to  the  Exaininers-inChief.  The  ap- 
plicant now  asks  that  the  case  be  reopened  and  that  he  may  be  heard 
apon  an  amended  claim.  He  also  presents  a  new  specificatioif  and  sup- 
plemental dath,  and  has  recently,  and  in  aid  of  his  present  petition,  added 
a  figure  to  the  original  drawing  tiled  October  7, 1886. 

Rule  68  provides  that  if  amendments  touching  the  merits  are  pre- 
sented after  an  application  is  in  condition  for  a[)peal  they  may  be  ad 
mitted  upon  a  duly  verified  showing  of  good  and  sufficient  reasons  why 
they  were  not  earlier  presented.  In  this  case  nearly  two  years  have 
elapsed  since  the  final  rejection  by  the  Examiner,  and  no  showing,  veri- 
fied or  unverified,  is  made  or  attem])ted  to  be  made  why  the  anieuiljnent 
now  offered  was  not  presented  earlier. 
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In  the  cast  of  ex  parte  Thurmond  (C.  D.,  1886, 30)  Bale  68  was  ex- 
poQnded.    In  that  deoisioQ  Oomoiissioiier  Montgomery  said : 

▲n  appUesnt's  olaims  are  rejected.  Applioant  himself  is  absent  or  sick  or  unable 
to  confer  with  his  attorney.  There  are  nrgent  reasons  for  expedition.  The  attorney^ 
in  perfect  good  faith  and  after  oarefal  examination,  asks  a  reconsideration  and  second 
action.  The  second  action  is  had  and  the  claims  are  again  rejected.  At  once  there- 
after the  attorney  confers  with  his  client  in  relation  to  an  appeal,  and  ascertains  that 
he  has  mistaken  or  failed  to  understand  an  important  part  of  the  inyention,  or  some- 
thing of  that  character.  He  then  comes  back  to'  the  Office  and  asks,  notwi  thstaudi n(? 
the  two  rejections,  that  he  be  permitted  to  amend  so  as  to  fairly  exhibit  his  true  in- 
yention  as  applicant  intended,  and  so  that  the  references  cited  may  be  fairly  avoided. 
Upon  making  a  showing  of  these  facts  or  some  siiiiilar  fact8,  or  of  something  equally 
meritorious  and  blameless,  he  would  undoubtedly  be  allowed  to  amend,  notwithstand- 
ing the  two  rejections.    No  such  case,  however,  is  exhibited  here. 

In  the  case  under  consideration  there  is  not  only  no  sufficient  show- 
ing, but  no  attempt  is  made  at  any  showing  whatever.  The  petition 
must  therefore  be  denied. 

I  have  already  adverted  to  the  fact  that  the  ilrawiug  contains  a  new 
^gure  This  figure  is  placed  upon  the  single  sheet  which  was  originally 
filed  nearly  three  years  ago.  So  far  as  the  face  of  the  drawing  discloses 
it  pur)>orts  to  be  one  of  the  figures  of  the  original  drawing. 

In  the  i>reRent  case  the  figure  was  placed  upon  the  drawing  in  entire 
good  faith,  with  reference  to  the  intended  presentation  of  an  amend- 
ment which  should  disclose  to  the  Office  the  fact  that  the  change  in  the 
drawing  had  been  made;  nevertheless  the  figure  was  added  to  the  origi- 
nal drawing-sheet  by  the  attorney  without  the  direction  or  iiermission 
of  the  Office,  and  if  it  should  be  permitted  to  remain  would  indicate 
that  it  was  a  part  of  the  drawing  as  originally  filed.  I  am  informed 
by  the  attorney  that  this  figure  was  added  in  the  Attorney's  i^'ooro,  and 
that,  in  his  opinion,  such  a  course  is  neither  unusual  nor,improi)er.  The 
Bules  of  Practice 'make  provision  for  the  correction  of  drawings  so  as 
to  make  them  conform  to  the  specification  as  originally  filed,  or  to  the 
model,  if  a  model  has  been  required,  when  such  correction  is  made  either 
by  direction  or  permission  of  the  Office.  It  is  imiK>ssible  that  any  other 
right  of  correction  should  be  recognized,  ami  the  figure  added  to  the 
drawing  in  this  case  will  be  erase  >  or  canceled.  The  fact  that  it  was 
added  in  the  exercise  of  a  supposed  right,  and  with  the  intention  to 
apprise  the  Office  of  what  had  been  done,  has  no  tendency  to  prevent 
the  great  and  irreparable  mischief  which  might  result,  and  in  many  in- 
stances would  result,  if  alterations  of  drawings  were  permitted  in  the 
Attorney's  Boom. 

As  has  been  already  said,  the  petition  must  be  denied,  not,  however, 
because  of  the  addition  of  a  figure  to  the  drawing,  since,  as  I  have  said 
above,  such  addition  seems  to  have  been  made  in  good  faith,  but  bo- 
cause  of  failure  to  make  any  suitable  showing  in  accordance  with  the 
requirement  of  the  rule. 
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Mead  t.  Bbown. 

DtoiML  July  6,  1889. 

48  O.  G.,  397. 

L  MonON  TO  DlSaOLYB  INTBKFBRSNCB  UPON  TUB  GROUND  OV  ESTOPPBL  »T  OaTR 

OP  Appucant  to  ▲  Frbuminary  Statkxbnt  and  bt  tbb  Tbbtixony  of 

HIB  W1TNB8SB8   IN    A  PRBVIOUB  InTBRFBRBNCB  WhBRBIN    UB    WAS  ONB  OP 

Two  Joint  Applicants. 

An  Applicant  in  a  i>ending  interference  who  clBime  to  have  been  the  sole  in- 
Tentor  is  not  estopped  by  reason  of  his  oath  in  a  preliminary  statement  in  a 
preTions  interference,  wherein  he  was  one  of  the  two  Joint  applicants,  nor  by  the 
testimony  of  bis  witnesses  in  that  interference,  from  correcting  an  error,  if  an 
error  can  be  shown  to  exist,  as  to  the  date  when  his  invention  went  into  pablic 
nse,  when  the  former  statement  of  applicant  and  testimony  of  his  witnesses  were 
made  with  reference  to  an  interference  proceeding  in  which  the  question  of  two 
years'  prior  pablic  nse  was  not  directly  in  issne. 
2.  In  each  a  ease  there  is  no  irregnlarity  in  declaring  the  pending  interferenoei  and  a 
motion  to  dissolve  each  interference  upon  the  ground  that  the  party  claimed  to 
be  estopped  has  no  legal  standing  in  the  Offloe  will  be  denied. 

APPBAL  on  motioii. 

SBBDIN9-1IACBINBS. 

Application  of  Edwin  D.  Mead  filed  Jane  28, 1886,  No.  206,486. 
Application  of  Hiram  L.  Brown  filed  Jane  18, 1886,  No.  206,673. 

Menn.  Dodge  db  Son  for  Mead. 
Mr.  PhiUp  T.  Dodge  for  Brown. 

MiTOBiULL,  Oommisiioner : 

On  the  lOtb  day  of  Angast,  1886,  George  H.  Preston  filed  an  appli- 
cation for  improvemeuts  in  seeding-machines.  On  the  16th  of  March, 
1886,  a  joint  application  was  filed  by  Hiram  L.  Brown  and  Bichard  B. 
Sheldon.  While  the  Brown  and  Sheldon  case  was  pending  a  patent' 
issued  to  Preston,  dated  April  6, 1886,  No.  339,678.  An  interference 
was  then  declared  between  the  patent  to  Preston  and  the  joint  appli- 
cation of  Brown  and  Sheldon.  This  interference  was  decided  against 
Preston,  the  Office  holding  that  Brown  alone  was  the  original  and  first 
inventor,  bat  that  inasmuch  as  Brown  was  a  joint  applicant  with  Shel- 
don no  award  conld  be  made  in  favor  of  Brown  alone.  Prior,  however 
to  this  decision  Brown  had  filed  a  sole  a^^plication,  as  had  also  Edwin 
D.  Mead,  who  is  the  other  contestant  in  the  present  proceeding,  Mead 
being  the  junior  applicant.  Thereupon  the  present  interference  was 
declared  between  the  sole  application  of  Brown  and  the  application  of 
Mead. 

On  the  11th  day  of  December,  1888,  Mead  filed  a  motion  to  dissolve 
this  interference  between  himself  and  Brown,  averring  that  the  prelim- 
inary statement  sworn  to  by  Brown  and  filed  in  the  previous  intert'er- 
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ence  by  himself  and  his  joint  applicant,  Sheldon,  and  the  testimony 
taken  in  pnrsaance  of  that  statement,  show  conclusively,  if  trae,  that 
the  invention  in  dispute  had  been  for  more  than  two  years  in  public 
use  and  on  sale  prior  to  the  filing  of  the  pending  a]>plication  of  Brown ; 
that,  whether  true  or  false,  Brown  is  bound  by  bis  sworn  statement 
and  by  those  of  witnesses  called  in  his  behalf  in  the  former  interference, 
and  is  estopped  from  denying  them  In  whole  or  in  part;  that  this  Office 
is  bound  to  take  notice  of  its  own  records,  and  can  not  issue  a  patent  to 
a  party  who  has  himself  sworn  to  alleged  facts  constituting  a  statutory 
bar;  that  Brown  is  therefore  without  standing  in  the  case,  and  that  the 
facts  thus  recited  show  that  there  has  been  such  irregularity  in  declar- 
ing the  interference  as  will  preclude  proper  determination  of  priority,, 
since  a  party  without  legal  standing  can  not  contest  an  interference; 
that  the  matter  in  issue  is  not  patentable  to  Brown,  because,  according 
to  his  sworn  statement,  it  has  been  in  public  use  and  on  sale  for  more 
than  two  years  prior  to  his  application,  such  sale  or  use  constituting  a 
statutory  bar  against  his  making  or  receiving  any  such  claim,  from 
which  it  appears  that  the  interference  is  antagonistic  to  grounds  set 
forth  in  Rule  122  and  in  Rule  126.  The  Bzaminer  of  Interferences 
denied  this  motion,  and  from  this  decision  appeal  is  taken  to  the  Gommis. 
sioner.  It  will  be  observed  that  this  is  not  a  motion  to  suspend  the 
interference  that  proceedings  may  be  meanwhile  instituted  to  deter- 
mine whether  a  statutory  bar  exists  to  the  grant  of  a  patent.  Both 
Mead  and  Brown  are  before  the  Office  seeking  a  patent  for  the  same 
invention,  and  it  is  manifest  that  the  result  of  a  public  use  proceeding, 
if  fatal  to  the  claims  of  Brown,  would  be  equally  fatal  to  the  application 
of  the  junior  party.  Mead.  It  is  probably  for  this  resison  that  the  mo- 
tion sets  forth  that  the  facts  recited  show  that  there  has  been  irregu- 
larity in  declaring  the  interference,  the  proposition  of  Mead  seeming  ta 
be  that  Brown  is  bound  in  this  proceeding  by  his  sworn  statement  in 
the  former  interference,  and  that,  too,  whether  such  statement  be  true 
or  false,  so  that  he  can  not  take  a  patent  whatever  may  have  been  the 
actual  fact,  but  is  conclusively  estopped  from  being  heard  to  say  or 
prove  that  the  subject-mattor  now  in  issue  was  not  in  public  use  for 
more  than  two  years  prior  to  his  application  now  pending.  On  the 
other  hand,  it  is  claimed  by  Brown,  .first,  that  as  matter  of  law  he  is  not 
barred  in  the  pending  proceeding  from  showing  that  there  was  an  error 
in  his  preliminary  statement  in  the  case  wherein  he  was  one  of  two 
joint  applicants;  and,  second,  that  as  matter  of  fact  the  date  of  sale 
given  in  his  statement  in  the  pre^^ent  case  is  consistent  with  the  lan- 
guage in  the  statement  in  the  former  case  and  with  the  testimony  ad- 
duced by  him  under  the  former  issue. 

The  first  question  to  be  considered  is  whether,  in  his  present  contro- 
versy with  Mead,  Brown  is  conclusively  estopped  from  showing,  if  he 
can,  that  there  was  an  erroneous  allegation  in  the  preliminary  state- 
ment filed  by  himself  and  Sheldon  in  the  former  interference  with  Pres- 
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too.  If  this  question  is  answered  in  the  afiBrmative  it  will  then  become 
material  to  inquire  whether  or  not  the  former  preliminary  statement 
sets  lip  facts  amounting  to  a  statutory  bar  as  against  the  pending  ap- 
plication of  BrowD.  If  decided  in  the  negative,  however,  no  further 
discussion  will  be  necessary.  Of  course,  if  Brown  is  not  estopped  from 
obtaining  a  patent,  he  is  not  estopped  from  contesting  priority  with  an- 
other party  claiming  the  same  invention. 

The  former  statement  of  Brown  was  made  with  reference  to  an  inter- 
ference proceeding  in  which  the  question  of  two  years'  prior  public  use 
was  not  directly  in  issue.  In  my  opinion,  it  would  be  going  a  great 
way,  and,  so  far  as  I  Know,  beyond  what  any  Commissioner  has  ever 
held,  to  take  the  ground  that  an  inventor  is  forever  precluded  from 
showing  what  the  actual  fact  may  be  because  he  has  in  a  former  pro- 
ceeding not  involving  the  same  issue  made  a  sworn  statement  upon  the 
same  subject.  Even  in  the  same  proceeding  the  rules  provide  for  the 
amendment  of  a  preliminary  statement  when  it  is  essential  to  justice^ 
and  it  is  scarcely  conceivable  that  a  more  rigorous  rule  should  be  applied 
to  a  case  in  which  a  stranger  to  the  former  proceeding  asserts  the  estop- 
pel. If  it  should  be  held  that  no  consideration  of  justice,  truth,  or  fact 
could  avail  to  authorize  the  senior  party  to  prove  the  actual  date  when 
the  invention  went  into  public  use,  then,  if  the  fact  should  be  otherwise 
than  is  asserted  by  the  junior  applicant,  the  latter  might  take  a  valid 
patent,  while  the  earlier  applicant  would  have  been  denied  a  patent 
because  of  the  statutory  bar  of  two  years'  prior  public  use.  A  method 
of  administration  which  involves  such  a  result  must  be  a  mistaken  one, 
and  I  am  compelled  to  the  conclusion  that  under  his  present  applica- 
tion, at  some  stage  of  the  proceedings  arising  upon  it,  Brown  is  at  lib- 
erty to  show,  if  he  can  and  if  the  Office  requires  it,  that  his  invention 
was  not  in  public  use  for  more  than  two  years  prior  to  bis  sole  applica- 
tion. Such  being  the  law,  it  follows  that  this  is  not  a  case  in  which  an 
interference  has  been  irregularly  declared  between  one  party  who  is 
entitled  to  a  patent  and  another  party  who  is  forever  estopped  from 
obtaining  a  patent.^ 

The  conclusion  thus  reached  in  one  aspect  of  the  case  makes  it  un* 
necessary  to  inquire  whether  the  preliminary  statement  ot  Brown  and 
Sheldon  and  the  testimony  under  it,  if  unexplained,  establish  two  years'" 
prior  public  use.  It  appears,  however,  that  the  Brown  and  Sheldon 
statement  averred  that  the  machines  had  been  in  public  use  and  on  sale 
since  on  or  about  the  14th  day  of  May,  18H4.  The  testimony  taken 
under  this  statement  was  to  the  effect  that  on  that  date  one  machine 
was  shipped,  a  car-load  being  shipped  on  the  15th  of  July  following,. 
the  latter  date  being  within  two  years.  It  is  now  claimed,  however, 
on  behalf  of  Brown  that  this  first  machine  was  shipped  by  the  Empire 
Drill  Company,  of  Shortsville,  N.  Y.,  to  its  general  manager  at  Balti- 
more,  Md.,  where  it  was  used  only  for  experimental  purposes,  not  hav- 
ing been  sold,  and  that  it  is  still  the  property  of  and  in  the  possession 
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of  said  Empire  Drill  Company.  Under  these  circumstances  it  is  claimed 
that  the  acts  referred  to  in  the  original  preliminary  statement  as  tak- 
ing place  about  May  14, 1884,  did  nut  constitute  in  law  public  ose  or 
sale,  and  that  Brown  is  entitled  in  the  pending  proceeding  to  have  the 
error  corrected. 

Whether  or  not  there  was  such  an  error,  and  whether  or  not  the  tactB 
are  as  now  claimed,  can  only  be  ascertained  by  a  proper  investigation 
at  the  proper  time.  The  motion  before  me,  however,  does  not  ask  that 
the  interference  proceedings  may  be  suspended  that  the  actual  facts 
may.be  ascertained,  but  that  the  interference  may  be  dissolved  be- 
cause Brown  is  claimed  to  be  estopped  from  showing  the  actual  facts. 

In  the  case  of  Kohler  v.  Kohler  and  Chambers  (43  O.  O.,  247)  an  anal- 
ogous question  arose — to  wit,  whether  an  applicant  is  estopped  by  rea- 
son of  his  oath  filed  with  a  joint  application  from  asserting  his  rights 
as  sole  inventor.    Commissioner  Hall  said : 

The  quesUon  then  recors  whether  Kohler,  by  reaaon  of  haTini^  Joined  in  the  oath 
filed  with  the  application  of  Kohler  and  Chambem,  stating  that  they  were  original 
and  first  inventors,  is  estopped  or  in  any  manner  denied  the  right  to  take  oat  a  patent 
for  the  invention  as  the  sole  inventor  thereof.  Attention  has  been  called  to  some  au- 
thor i  ties  upon  this  point,  and  it  seems  to  be  uniformly  conceited  that  no  such  princi- 
ple of  estoppel  applies,  and  that  there  is  no  reason  why  an  applicant  sbonld  be  de- 
nied a  patent  on  accoont  of  having  made  an  error  or  mistake  as  to  the  matter  of  his 
Joint  inventonthip. 

The  interference  will  nndonbtedly  develop  the  tnith  and  the  facts,  and  if  it  shall 
appear  that  there  was  a  joint  invention  and  no  sole  invention,  Kohler  will  be  denied 
the  patent. 

It  seems  to  me  that  the  same  principle  is  involved  in  the  pending 
case,  and  that  the  party  who  claims  to  have  been  the  sole  inventor  is 
no  more  estopped  to  correct  an  error^  if  an  error  can  be  shown  to  exist, 
as  to  the  date  when  his  invention  went  into  public  use  than  he  wonld 
be  to  deny  and  correct  his  sworn  statement  that  the  invention  was 
originally  made  jointly  with  another. 

I  deem  it  proper  to  repeat  that  this  is  not  a  motion  to  suspend  the 
interference  to  enable  proof  to  be  taken  npon  the  ground  that  the  first 
preliminary  statement  constitutes  prima  fade  proof  of  prior  public  use, 
but  a  motion  to  dissolve  the  interference  upon  the  ground  that  Brown 
has  no  right  to  have  any  such  proceedings  instituted  in  his  behalf,  but 
is  finally  and  conclusively  estopped  from  obtaining  a  patent  or  appear- 
ing as  a  contestant  in  an  interference  proceeding. 

What  action  wonld  be  taken  upon  a  motion  to  institute  public-use 
proceedings  neeil  not  be  indicated,  but  the  decision  of  the  Examiner 
of  Interferences  denying  the  pending  motion  is  sustained. 
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Von  Wslsbaoh  v.  Lunoben. 

Dedd^  June  10, 1889. 
48  O.  O.,  637. 

1.  Motion  to  Dismibs  an  Appeal  from  Dxcisiok  op  Primabt  Examiner  Orant- 
INO  OR  Dbnyino  a  Motion  to  Dissolve  an  Intbrferxnoe  on  the  Ground 
THAT  NO  Interference  in  pact  Exists  under  Rule  123. 
From  a  deolsion  of  ibe  Primary  Examiner  granting  or  denying  a  motion  to  dissolve 
an  inteifefience  on  tbe  gionnd  that  no  interference  in  fact  exists,  an  appeal  lies  to 
tlie  Commissioner  nnder  the  first  paragraph  of  Bale  134  without  any  referenoe 
whatever  to  the  reasons  whioh  the  Examiner  may  give  for  deciding  the  motion 
either  affirmatively  or  negatively. 

3.  A  motion  to  dismiss  snch  appeal  on  the  gronnd  that  the  decision  of  the  Primary 
Examiner  is  affirmative  of  appellant's  right  to  a  patent,  that  the  law  makes  no 
provision  for  appeal  from  such  favwable  decision,  and  that  the  Commissioner  of 
Patents  is  without  jurisdiction  ot  said  appeal,  must  lie  denied. 

3.  The  ultimate  authority  under  the  statute  upon  the  question  whether  an  interfer- 
ence exists  in  ttMt  is  "the  opinion  of  the  Commissioner,"  (Rev.  Stats.,  sec.  4904,) 
and  it  is  more  than  doobtftil  whethcnr  a  construction  of  Rule  124,  which  would 
deprive  the  Commissioner  of  Jurisdiction,  could  possibly  be  a  valid  one. 

Motion  to  distnisB  appeal. 

ILLUMINANT  APPLIANCES  FOR  BURNERS. 

APPLICATION  of  Carl  Aaer  von  Welsbach  filed  Jane  8, 1886,  Ko. 
204,558.  Application  of  Charles  M.  Langreu  filed  Jane  8, 1887,  No. 
240,572. 

Mr.  James  L.  Narrii  for  Yon  Welsbach. 

Mr.  Frank  MaeArthur  and  Mr.  W.  C.  Mclntire  for  Langren. 

MlTCHBLL,  Oommusioner : 

This  interference  was  declared  on  February  27, 1888.  On  September 
22, 1888,  Yon  Welsbach  filed  a  motioo  to  dissolve  the  same  on  the 
ground  that  there  was  no  interference  in  fiau^t,  and  on  November  17, 
1888,  tuis  motion  was  granted  by  the  Primary  Examiner,  then  in  charge, 
who  decided  that  *^  there  is  no  interference  in  fact."  At  this  stage  this 
class  of  inventions  was  transferred  firom  Division  XXY  to  Division 
XXX.  On  December  5, 1888,  Langren  filed  a  motion  for  rehearing 
before  the  Examiner  in  charge  of  Division  XXX.  This  motion  was,  on 
April  13, 1889,  denied,  the  Examiner  holding,  with  his  predecessor,  that 
there  was  no  interference  in  fact.  On  April  23, 1889,  Langren  appealed 
from  the  decision  rendered  by  the  Examiner  formerly  in  charge.  On 
April  29, 1889,  Yon  Welsbach  filed  a  motion  to  dismiss  this  appeal  on 
the  groand  that— 

the  decision  of  the  Primary  Examiner  is  afflrmatiye  of  Lnngren's  right  to  a  patent 
ior  the  invention  claimed  hy  him ;  that  the  law  makes  no  proTision  for  appeal  from 
snch  favorahle  decision,  and  that  consequently  the  Commissioner  of  Patents  is  with- 
out Jurisdiction  of  said  appeal.  ^ 
2016  PAT ^12 
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Bale  122  provides  for  foar  classes  of  cases  in  which  motions  to  dis- 
solve an  interference  may  prevail,  to  wit :  when  no  interference  in  fact 
exists;  when  there  has  been  snch  irregularity  in  declaring  the  interfer* 
ence  as  will  preclude  a  proper  determination  of  the  qtiestion  of  priority ; 
when  the  patentability  of  applicant's  claim  is  denied^  and  twhen  there 
is  a  denial  of  the  right  to  make  the  claim.  Anle  124  provides  that  ap- 
peals may  be  taken  to  the  Commissioner  from  the  Primary  Examiner 
on  all*  motions,  with  certain  enumerated  exceptions.  The  only  two  ex- 
ceptions which  relate  to  the  dissolution  of  interferences  are  motions  to 
dissolve  which  deny  the  patentability  of  an  applicant's  claim  and  mo- 
tions which  deny  the  right  of  an  applicant  to  make  the  claim.  It  fol- 
lows that  motions  to  dissolve  because  there  is  no  interference  in  fact 
must  be  appealable  to  the  Commissioner,  since  they  are  not  included  in 
the  exceptions  and  are  included  in  the  rule. 

In  the  case  under  consideration  it  is  claimed  on  behalf  of  Yon  Wels- 
bach  that  no  appeal  lies  to  the  Commissioner  because  the  decision  of 
the  Examiner  permits  a  patent  to  each  party  for  his  claim  as  framed,  the 
position  of  the  applicant  being,  apparently,  that  under  such  circum- 
stances the  last  paragraph  of  Bule  J  24  is  applicable.  This  last  paragraph 
*  reads  as  follows : 

From  a  decision  affirming  the  patentability  of  the  claim  or  the  applicant's  right  to 
make  the  same  no  appeal  can  be  taken. 

This  paragraph  is  clearly  a  limitation  upon  the  right  of  appeal  tp  the 
Examiners-inChief  in  the  cases  referred  to  in  the  preceding  paragraph 
of  Bule  124;  that  is  to  say,  the  rule,  having  provided  that  appeals  from 
decisions  on  motions  to  dissolve  which  ^eny  the  patentability  of  an  ap- 
plicant's claim  and  on  motions  to  dissolve  which  deny  th0  right  of  an  ap- 
plicant to  make  a  claim  should,  when  authorized,  go  to  the  Examiners- 
in-Chief,  (when  appealable,)  goes  on  to  say  that  decisions  on  such  mo- 
tions shall  not  be  appealable  when  the  Primary  Examiner  affirms  the 
patentability  or  the  right  of  an  applicant  to  make  the  claim.  The  last 
paragraph  of  Bule  124  simply  indicates  under  what  circumstances  de- 
cisions are  appealable  which,  when  appealable,  go  to  the  Examiners-in- 
Ohief.  When,  however,  an  appeal  is  taken  upon  a  motion  to  dissolve 
upon  the  ground  that  there  is  no  interference  in  fact,  the  jurisdiction  of 
the  Commissioner  is  in  no  way  affected  by  the  character  of  the  decision 
rendered  by  the  Examiner.  It  may  be  added  that  the  ultimate  au- 
thority under  the  statute  upon  the  question  whether  an  interference 
exists  in  fact  is  ^'  the  opinion  of  the  Commissioner,"  (Bev.  Stat.,  sec. 
4904,)  and  it  is  more  than  doubtful  whether  a  construction  of  the  rule 
which  would  deprive  the  Commissioner  of  jurisdiction  could  possibly 
be  a  valid  one.  But  there  is  no  doubt  as  to  the  meaning  of  Bule  124, 
which,  so  far  as  the  last  paragraph  is  concerned,  simply  provides  that 
if,  on  a  motion  to  dissolve  which  denies  the  patentability,  the  Primary 
Examiner  affirms  the  patentability,  or  upon  a  motion  to  dissolve  which 
denies  the  right  of  an  applicant  to  make  the  claim  the  Examiner 
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aflSnns  snoh  right,  there  shall  be  no  appeal.  In  all  cases,  however, 
where  the  groand  of  the  motion  is  that  no  interference^in  fact  exists 
an  appeal  lies  to  the  Commissioner  under  the  first  paragraph  of  Sale 
124,  without  any  reference  whatever  to  the  reasons  which  the  Examiner 
may  give  for  deciding  the  motion  either  affirmatively  or  negatively. 

In  disposing  of  this  case  I  have  not  thought  it  worth  while  .to*lay 
stress  upon  the  fact  that  this  appeal  is  taken  from  the  decision  of  the 
Examiner  formerly  in  charge,  and  that  it  is  immaterial  to  the  present 
inquiry  what  reasons  were  given  by  the  Examiner  now  in  charge^for 
refusing  to  grant  a  rehearing.  ^ 

My  attention  was  directe<l  on  the  hearing  of  this  case  to^the  decision 
in  Weston  v.  Brush  (MS.  Dec,  vol.  22,  p.  38.)  I  have  not  overlooked 
that  case,  but  have  given  it  the  fullest  consideration  before  reaching 
the  conclusions  herein  announced. 

The  motion  to  dismiss  the  appeal  is  denied. 


Mannt  v.  Basley  v.  Greenwood,  Jr. 

Decided  July  16,  1889. 
48  O.  G.,  538. 

1.  Motion  to  Dissolvk— Appeal. 

No  appeal  lies  to  the  Commissioner  from  a  deoision  npon  a  molion  to  dissolve 
except  npon  the  g^nnd  that  there  is  no  interference  in  fact,  or  that  there  has 
heen  such  irregularity  in  the  declaration  as  to  preclude  a  proper  determination 
of  the  question  of  priority. 

2.  Samb— Jurisdiction. 

Where  it  appears  upon  the  face  of  the  papers  that  the  real  ground  of  a  motion 
to  dissolve  relates  to  the  merits,  the  Commissioner  will  not  take  Jurisdiction 
either  hy  appeal  or  petition. 

On  Petition. 

LSM0N-8QUSBZEB8. 

Application  of  John  P.  Manny  filed  November  19,  1888,  No. 
291,191.  Patent  granted  John  L.  Basley  July  10, 1888,  No.  385,  851. 
Application  of  John  T.  Oreenwood,  Jr.,  filed  Angnst  16,  1887,  No. 
247,059. 

Beferred  to  the  Assistant  Commissioner,  by  order  of  the  Oommis* 
stoner,  for  hearing  and  decision. 

Mr.  A.  0.  Behel  and  Mr,  K  0.  Seward  for  Manny. 

Messrs.  Munn  dk  Co.  for  Easley. 

Mr.  J.  J.  Sheeky  and  Mr.  L.  L.  Morrison  for  Oreenwood,  Jr. 

'FiSHBB,  Assistant  Commissioner: 

This  petition  is  filed  by  Easley,  one  of  the  parties  to  the  aboye- 
entitled  interference,  asking  that  he  be  heard  npon  the  qaestions,  first, 
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that  no  interferenoe  in  fact  exists,  and,  second,  that  there  has  been 
such  irregularity  in  declaring  the  same  as  will  preolade  tt^e  proper  de- 
termination of  the  question  of  priority. 

The  history  of  this  case  is  that  on  March  9, 1889,  a  motion  was  filed 
by  Basley  to  dissolve  the  interference  upon  four  grounds,  as  follows: 

(1)  BeoaoM  no  interferenoe  in  fMt  exiitti  m  the  isene  it  fallj  shown  and  deeoribed 
in  eald  patent  to  Qernert,  iaaoed  more  than  three  years  prior  to  the  claimed  oonoep- 
tion  thereof  by  either  llaaay  or  Greenwood,  Jr.;  (9)  beoanae,  in  view  thereof  neither 
Manny  nor  Greenwood,  Jr.,  have  the  right  to  claim  the  iuTcntion  aet  forth  ia  the  ieena 
hereof;  (3)  becanae,  in  view  of  eald  patent  to  Gemert,  the  isene  of  this  interferenoe 
is  not  patentable  by  either  Manny  or  Greenwood,  Jr.;  (4)  because  the  interference 
has  been  improperly  declared. 

This  motion,  having  been  transmitted  to  the  Primary  Examiner,  was 
by  him  deaied,  without  allowing  Easley  an  opportunity  to  appeal  from 
his  decision,  whereupon  the  interference  proceedings  were  resumed  and 
times  were  set  for  taking  testimony.  On  April  2, 1889,  a  motion  was 
made  by  Easley  for  leave  to  appeal  to  the  Oommissioner  Arom  the  de- 
cision of  the  Primary  Examiner.  This  motion,  having  been  heard  by 
the  Examiner  of  Interferences,  was  dismissed  for  want  of  jurisdiction. 
April  15  following  a  new  motion  to  dissolve  was  made  upon  the  ground 
that  in  view  of  the  patent  to  Gemert,  previously  referred  to,  and  an 
aflBdavit  by  one  Metcalf,  which  set  forth  the  former  proceedings  in  the 
case,  there  was  no  interference  in  fact,  and  also  that  there  had  been 
such  irregularity  in  declaring  the  same  as  would  preclude  the  proper 
determination  of  the  question  of  priority,  This  motion  was  dismissed 
by  the  Examiner  of  Interferences  upon  the  ground  that  it  embraced 
substantially  the  matter  covered  by  the  former  motion  already  decided 
by  the  Primary  Examiner.  On  May  27, 1889,  Basley  filed  this  petitioui 
by  which  he  seeks  to  have  the  whole  matter  reopened  and  determined 
by  the  Oommissioner. 

It  will  be  seen  fh>m  the  redtals  which  have  been  made  of  the  former 
actions  in  this  case  that  Easley's  original  motion  was  based  entirely 
upon  the  ground  that  the  subject-matter  of  the  issue  is  fully  shown  and 
described  in  patent  to  Gtornert  There  was  no  allegation  that  the  de- 
vices of  the  several  parties  to  the  interference  are  not  in  conflict  or  that 
the  interference  was  so  irregularly  declared  that  the  question  of  prior- 
ity could  not  properly  be  determined,  both  of  which  allegations  are 
necessary  before  an  appeal  can  be  taken  to  the  Oommissioner  from  a 
decision  on  a  motion  to  dissolve.  The  motion  in'  fact  was  one  based 
wholly  upon  the  merits  of  the  case,  and,  if  appealable,  could  be  taken 
only  to  the  Examiners-in-Ohief ;  but  it  was  not  appealable  even  to 
them,  as  the  decision  of  the  Examiner  was  favorable  to  patentability. 

The  Primary  Examiner  was  therefore  right  in  not  fixing  a  limit  of 
appeal. 

The  second  motion  to  dissolve,  although  it  stated  as  grounds  for  dis- 
solution the  two  grounds  which  under  Bules  122  and  124  are  appeala- 
ble to  the  Oommissioner,  was  in  fact  based  upon  precisely  the  same 
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grooiid  as  the  former  motion — want  of  patentability,  in  view  of  the  pat- 
ent to  (Jernert.  The  Examiner  of  Interferences  therefore  correctly 
dismissed  this  motion  npon  the  groand  of  res  adjudieata. 

It  is  nrged  that  the  second  motion  was  made  in  the  strict  language 
of  the  Office  rnles,  and  that«  as  it  states  the  grounds  upon  which  appeal 
may  be  taken  to  the  Ooipmissioner,  the  question  involved  should  now 
be  considered  by  him;  but  to  do  this  would  be  entirely  to  disregard 
the  spirit  of  the  rules.  Parties  cannot  confer  jurisdiction  upon  the 
Oommissioner  regardless  of  the  matter  involved  by  the  use  of  a  mere 
form  of  words.  Beneath  the  words  must  be  sought  the  real  reason  up- 
on which  the  proceeding  is  based,  and  if  it  be  found  that  such  reason 
relates  to  a  question  determinable  by  some  other  tribunal  than  the 
Oommissioner,  he  will  rightfully  refuse  to  consider  it  either  upon  ap« 
peal  or  petition. 

This  case  is  distinguishable  from  one  in  which  the  motion  to  dis- 
solve is  based  upon  the  want  of  interference  in  fact  and  in  which  the 
Bxamiuer  in  reaching  his  conclusion  has  given  reasons  involving  the 
merits.  In  such  case  the  Oommissioner  has  jurisdiction;  but  it  is  de- 
termined by  the  real  ground  of  the  motion  and  not  by  the  reason  given 
by  the  Examiner  in  his  decision. 

The  petition  is  dismissed. 


Ex  PABTE  LASKBT. 

Decide^  July  6,  1889. 

48  0.  G.,  539. 

OBjsonoHs  Oomo  to  ths  Mkkits. 

Wheo  applioftat  eUims  the  oombinatioa  of  a  ''stltch-fonniag  and  olotb-feeding 
meohaniam"  in  a  aewing-maohlne  and  ''an  aatomatic  expansible  or  yielding 
hemmer  and  feller/'  and  the  Examiner  objects  to  the  claim  for  the  reason  that 
the  "  means  for  securing  an  automatic  action  of  the  hemmer  and  feller"  and 
"the  means  for  seonring  an  expansible  or  yielding  action  thereof"  are  not  Btated, 
and  the  appUoant  insists  that  his  invention  resides  In  a  combination  of  which 
the  peouliar  hemmer  and  feller  is  an  element,  irrespective  of  the  mere  means  by 
whieh  its  automatic  action  or  its  expansible  or  yielding  action  is  secured,  Held 
that  the  objection  of  the  Examiner  presents  a  question  of  fact  which  relates  to 
the  merits,  upon  which  applicant  has  a  right  of  appeal  tb  the  Examiners-in- 
Chief. 

Provincs  or  Claims.  , 

It  U  the  pTOTlnoe  of  olaima  to  relegate  to  the  specification  the  enumeration  of 
■nch  details  of  oonstrnotion  as  shall  be  found  upon  examination  to  be  immaterial 
to  the  true  scope  of  the  actual  invention.  The  object  of  enumerating  these  parts 
is  to  enable  persons  skilled  in  the  art  to  practice  the  iuvention  in  the  form  set 
oat  in  the  patent,  but  not  to  so  limit  the  claim  of  the  inventor  as  to  make  it  the 
easy  prey  of  the  infringer.  PnoaI(> 

Digitized  by  VjOOv  IC 

On  Pbtition.  ^ 
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HSUMBRS  AND  FRLLEBS. 

Apf^lioation  of  Stephen  Laskey  filed  May  10, 1888^  No.  273,608. 

Menrg*Coburn  Jk  Thacher  for  the  applicant 
MiTCHELLf  Commissioner: 

The  Examiner  objects  to  claims  1  to  6,  inclasive,  in  this  application 
as  vagne,  indefinite,  and  litigions.  It  is  nnnecessary  to  qaote  more 
than  the  first  claim,  which  is  as  follows: 

1.  The  oombinatiou,  with  the  stitch-forminff  and  oloth-feeding  mechanism  of  » 
■ewing-machine,  of  an  antomatioally  expansible  or  yielding  hemmer  and  feller  to 
permit  the  passage  of  enlargements  of  the  cloth,  ■nhetantially  as  and  for  the  pnrpoaee 
specified. 

With  reference  to  this  claim  the  Examiner  says: 

To  the  old  combination  of  ''stitch-forming  and  cloth-feeding  mechanism"  in  » 
sewing-machine,  applicant  has  added  ''an  automatically  expansible  or  yielding  hem- 
mer and  feller."  Now,  if  the  means  for  securing  (1)  an  automatic  action  of  the  hem- 
mer and  feller  and  (2)  the  means  for  securing  the  expansible  or  yielding  action 
thereof  were  involved  in  the  claims,  there  wonld  be  no  objection  that  the  claim  set 
up  fhnctipn  alone,  stripped  of  the  means  by  which  said  function  should  be  cerlaiiily 
secured. 

I  am  anable  to  understand  how  the  distinction  set  forth  dearly  in 
the  passage  quoted  is  a  distinction  of  mere  form.  Of  course  if  it*  could 
be  conclusively  assumed  that  the  ^'means  for  securing  an  automatic 
action  of  the  hemmer  and  feller"  and  <<the  means  for  securing  an  ex- 
pansible or  yielding  action  thereof  constitute  the  entire  invention  of 
Laskey,  then  the  proper  method  of  securing  that  invention  would  be 
to  de^gnate  such  <*  means"  in  the  claims.  But  the  applicant  insists 
that  his  invention  does  not  reside  in  such  means;  that,  on  the  contrary, 
it  resides  in  a  tombination  of  which  the  peculiar  hemmer  and  feller  is 
an  element  irrespective  of  the  mere  means  by  which  its  automatic  ac- 
tion or  its  expansible  or  yielding  action  is  secured. 

Whether  or  not  applicant's  invention  is  as  broad  as  he  insists  is  a 
question  of  fact  and  not  of  mere  form.  It  is  a  question  of  fact  which 
relates  to  thd  merits,  upon  which  the  applicant  has  a  right  to  appeal  to 
the  Examiners-in-Ghief  if  h(>^  differs  in  opinion  from  the  Primary  Ex- 
aminer. 

The  inventor  claims  to  have  been  the  first  person  who  used  an  auto- 
matically expansible  or  yielding  hemmer  and  feller  in  combination  with 
the  stitch-forming  and  cloth-feeding  mechanism  of  a  sewing-machine  to 
permit  the  passage  of  enlargements  of  the  cloth  substantially  as  and 
fbr  the  pur(k>ses  described  by  him  in  the  specification.  If  be  is  the 
original  and  first  inventor  of  that  combination  there  is  no  reason  why 
he  should  not  receive  the  usual  protection  accorded  by  a  patent  There 
is  no  adequate  reason  why  he  should  be  compelled  to  so  state  his  claim 
that  another  person  using  the  same  combination  of  elements  would  be 
held  to  be  free  firom  the  charge  of  infringement,  if  such  person  should 
prudently  omit  some  one  or  more  of  the  specific  means  for  securing  the 
yielding  action  or  the  automatic  action  of  the  hemmer  and  feller. 
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It  is  also  said  by  the  Examiner  that  the  words  of  fanotion  insisted  on 
by  applicant  are  not  objected  to  fw  se^  bat  becanse  the  definite  parts  of 
applicant's  hemmer  and  feller  apon  which  he  relies  to  get  these  func- 
tions are  omitted  firom  the  claims.  Bat  it  is  the  province  of  claims  to 
relegate  to  the  specification  the  enumeration  of  such  details  of  construc- 
tion as  shall  be  found  upon  examination  to  be  immaterial  to  the  true 
scope  of  the  actual  invention.  The  object  of  enumerating  these  parts 
is  to  enable  persons  skilled  in  the  art  to  practice  the  invention  in  the 
form  set  out  in  the  patent,  but  not  to  so  limit  the  claim  of  the  inventor 
as  to  make  it  the  easy  prey  of  the  infringer. 

Again,  it  is  said  that  claims  such  as  those  objected  to  are  precisely 
of  that  class  of  claims  which  are  always  in  contention  and  have  to  be 
brought  before  the  courts  for  ac^udication,  and  that  such  claims  neces- 
sarily call  for  a  lawsuit  upon  their  face.  It  is  not  the  province  of  this 
Office  to  save  lawsuits  by  unduly  limiting  claims.  It  is  true  there 
would  be  little  danger  of  lawsuits  if  an  inflexible  rule  of  form  should  be 
adopted  requiring  that  claims  should  always  and  invariably  detail  all 
the  means,  immaterial  as  well  as  material,  which,  in  the  particular 
structure  described,  are  auxiliary  to  the  essential  elements  of  the  com- 
bination. Lawsuits  certainly  would  not  flourish  if  no  patents  were 
worth  protecting. 

The  attempt  of  the  applicant  in  this  case  is  to  set  forth  his  claim 
broadly,  so  as  to  cover  as  infringers  those  who  appropriate  the  princi- 
ple of  the  invention  which  he  claims,  whether  they  employ  his  special 
means  or  not  He  may  be  entirely  mistaken  in  his  belief  that  he  is  en- 
titled to  so  broad  a  statement  of  claim.  It  may  be  that  the  resources 
of  the  Office  afford  proof  that  patents  have  been  already  granted  which 
constitute  lawful  preferences  to  a  claim  thus  broadly  stated.  If  so,  the 
claims  roust  be  rejected;  not  because  they  are  lacking  in  an  imperative 
requirement  of  form,  but  becanse  they  are  too  broad  in  their  scope — 
that  is  to  say,  because  the  inventor  is  mistaken  in  his  supposition  that  he 
is  entitled  to  his  combination  irrespective  of  the  special  means  for  pro- 
ducing the  automatic  and  yielding  action.  It  may  be  found,  indeed, 
npon  examination  that  only  by  a  detailed  enumeration  of  all  the  specific 
means  employed  by  him  can  he  escape  the  prior  art  and  secure  even  a 
daim  of  restricted  scope.  But  these  things  can  only  be  known  after  an 
investigation.  They  cannot  be  known  in  advance  of  an  examination. 
They  can  not  be  assumed  to  have  existence  and  to  justify  the  refusal  to 
act  upon  the  claims  because  of  defective  form. 

It  is  again  objected  that  five  claims  are  drawn,  <<  differing  the  one 
firom  the  other  only  in  the  omission  or  retention  of  certain  ascriptions 
of  function."  The  first  claim  is  for  the  combination  broadly  stated* 
The  second  claim  requires  that  the  cloth-turning  mechanism  shall  be 
in  the  form  of  a  yielding  member.  The  third  claim  enumerates  the  ele- 
ments of  which  the  proposed  hemmer  and  feller  is  composed.  The 
fourth  and  fifth  claims  enumerate  combinations  found  in  the  hemmer 
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a>nd  feller.  This  being  the  case,  it  is  apparent  that,  althoagh  the  ap- 
plicant might  possibly  have  adequately  protected  the  invention  with  a 
less  namber  of  claims,  the  latter  have  been  framed  upon  an  intelligible 
theory  and  with  reference  to  so  stating  the  invention  that  no  possible 
infringer  could  escape.  I  certainly  have  not  the  foresight  which  ena* 
bles  me  to  know  that  the  prudence  of  applicant's  solicitors  in  this  re* 
gard  will  necessarily  be  to  no  purpose  in  j)ossible  future  litigation. 

If  the  claims  as  framed  are  too  broad,  they  should  be  rejected  upon 
the  merits.  If  not,  and  if  it  shall  appear  either  to  the  Examiner  or  to 
any  appellate  tribunal  of  the  Office  that  the  actual  invention  of  applicant 
is  oo-extensive  with  the  claims  as  now  stated,  then  the  applicant  should 
go  out  of  the  Office  with  claims  which  will  adequately  protect  his 
invention. 

The  objections  of  the  Examiner  are  overruled  and  the  petition  is 
granted. 


Beghman  v.  Johnson. 

Decided  July  24,  1889. 
48  0.  O.,  673. 

1.  Appeal  on  Motion  to  Dissolve  an  Interference  Between  an  AppuOATioif 

AND  A  Patent  Issued  Inadvertently  During  the  Psndenot  or  that  Appu- 

CATION. 

When  an  interference  is  declared  between  an  application  and  a  patent  isaned  in- 
advertently during  the  pendency  of  that  application,  and  the  applicant  fllea  a 
motion  to  dissolve  the  interference  and  to  stay  proceedings  withoat  having  made 
any  proof  of  service  of  notice  of  said  motion  upon  the  opposite  party^  said  motion 
will  not  be  entertained.    (Bnle  153.) 

2.  The  case  is  the  same  as  if  the  interference  had  been  declared  between  two  pending 

applications,  and  the  interference  is  rightly  declared  when  declared  under  Bole 
94,  paragraph  1,  without  the  affidavit  called  for  by  Rnle  94,  paragraph  2. 

3.  While  a  motion  to  dissolve  the  interference  and  suspend  proceedings  will  be  re- 

fused'if  made  without  notice  to  the  opposite  party,  QucdTBf  whether  in  a  case 
like  the  present  a  petition,  without  notice  to  the  opposite  party,  to  tfooaU  the 
order  establishing  the  interference  mi^ht  not  be  sustained. 

4.  Amendment  JPending  the  Interference. 

Pending  the  interference  in  such  case  an  amendment  which  does  not  come  with- 
in the  terms  of  Rules  106, 107, 109  will  not  be  received  or  considered.    (Rnle  130.) 

5.  f'AiLURE  to  Declare  Interference. 

The  fact  that  in  such  ease  the  Office  failed  to  declare  an  interferenee  prior  to 
the  issue  of  the  pateift  does  not  establish  the  fact  that  there  is  no  conflict  be- 
tween the  application  'and  the  patent. 

Appkal  on  motion. 

inking  devices  for  printing-machines. 

Patent  granted  Henry  F.  Bechman  Jaly  20, 1886,  No.  SiS^TW.    Ap- 
plication of  Henry  Johnson  filed  November  6, 1886,  No.  182,0S8. 

Mr.  John  G.  Elliott  for  Bechman.  Digitized  by  GoOgle 

Mr.  James  A.  Skilton  for  Johnson. 
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HiTCHELLy  Oinnmiisioner: 

An  interference  was  declared  in  this  case  between  certain  claims  of 
the  Bechman  patent  and  certain  claims  of  Johnson's  application.  Pend- 
ing the  interference  Johnson  filed  a  proposed  amendment  to  his  appli- 
cation. Thereafter  Johnson  filed  a  motion  to  dissolve  the  interference 
and  a  further  motion  to  suspend  the  interference  proceedings  pending 
the  determination  of  the  motion  to  dissolve.  The  Examiner  of  Inter- 
ferences dismissed  the  motions  for  the  reason  that  no  proof  of  service 
thereof  apon  said  Bechman  had  been  made.  From  this  action  of  the 
Examiner  of  Interferences  Johnson  appeals  to  the  Commissioner.  Ap- 
plicant insists  that  no  conflicting  claims  are  in  issue,  and  that  therefore 
the  interference  has. been  improperly  declared;  tliat  the  question 
whether  there  is  a  conflict  between  his  case  and  that  of  Bechman  is 
res  adjudieataj  the  Patent  Office  having  already  decided  that  no  inter- 
ference in  fact  exists  by  failing  to  declare  an  interference  prior  to  the 
issue  of  Bechman's  patent;  that  no  affidavit  was  filed,  as  required  by 
Bule  94,  paragraph  2,  and  that  consequently  the  interference  was  im- 
properly declared ;  that  therefore  this  is  not  a  contested  case  and  ought 
to  be  considered  ex  parte,  and  that  the  rules  relating  to  the  giving  of 
notice  in  contested  cases  should  not  apply. 

It  appears  that  applicant  Johnson  was  first  in  the  Office,  and  that 
while  the  applications  of  both  parties  were  pending  Bechman's  applica- 
tion went  to  patent  without  an  interference  having  been  declared. 
Either  the  Bechman  patent  must  have  been  issued  inadvertently  with- 
out a  declaration  of  interference,  or  the  Examiner,  after  its  issue,  must 
have  changed  his  mind  and  decided  that  the  cases  did  in  fact  conflict. 
It  is  perhaps  a  hardship  upon  applicant  in  this  case;  but  there  is  noth- 
ing improper  in  the  action  of  the  Examiner  in  declaring  this  interfer- 
ence, if  an  interference  in  fact  exists,  for  it  is  the  duty  of  the  Office  to 
see  that  two  patents  do  not  issue  for  the  same  invention.  (Bev.  Btats., 
sec.  4904.) 

In  the  case  of  Brookfield  et  al,  v.  Brooke  (4  O.  O.,  81)  it  was  held  that 
when  two  conflicting  applications  arepeudiDg  in  the  Office  at  the  same 
time  and  a  patent  is  issued  upon  one  of  them  by  mistake,  without  de- 
claring an  interference  between  them,  the  rights  of  the  parties  will  be 
determined  upon  the  same  ground  as  if  both  were  applicants.  The  one 
who  has  obtained  a  patent  will  derive  no  advantage  from  it  in  the  con- 
troversy, neither  will  the  other  be  prejudiced  by  it.  The  case  of  Good- 
man V.  SerHmer  (0.  IX,  1872,  254)  is  to  the  same  effect.  (See,  also,  ex 
parte  Friek,  0.  D.,  1872, 124.)  In  such  a  case  the  second  clause  of  Bule 
94  does  not  apply,  the  patent  there  referred  to  being  one  which  was 
granted  before  the  pending  application  was  filed.  {Ex  parte  Marstonf 
21  O.  O.,  633.)  The  same  principle  was  recognized  in  ex  parte  Oreen 
emd  ByeTj  (MS.  Dec.,  vol.  39,  137,)  in  which  it  was  held  that  when 
daring  the  pendency  of  an  application  a  patent  inadvertently  issued  to 
another  and  later  applicant  an  interference  should  bedeolared  between 
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the  application  and  the  patent  withoot  requiring  the  afBdairit  oalled 
for  by  linle  75,  and  that  the  oath  to  the  application  was  sufficient 
Therefore  it  must  be  held  in  the  present  case  that  the  oath  in  Johnson's 
application  is  sufficient  without  the  affidavit  called  for  by  the  second 
clause  of  Bule94 ;  that  the  question  whether  or  not  there  is  a  conflict 
between  the  two  inventions  is  not  res  hdjudicata^  and  that  the  present 
case  is  the  same  as  if  the  interference  had  been  declared  between  two 
pending  applications. 

If,  in  the  opinion  of  the  Primary  Examiner,  there  really  exists  a  con- 
flict between  two  pending  applications,  or  between  an  application  and 
an  unexpired  patent,  the  application  for  which  was  pending  at  the 
same  time  with  the  other  application,  there  is  nothing  left  for  him  to 
do  but  to  declare  an  interference  under  Bule  94,  section  1,  and  an  in- 
terference having  been  declared  the  case  becomes  a  contested  one  under 
the  provisions  of  Bule  101  and  subject  to  all  the  rules  governing  inter- 
ference cases.  (See  Oray  v.  Bell^  15  O.  G.,  385  and  776;  ex  parte  Shinn^ 
16  O.  G.,  458.) 

Inasmuch  as  no  proof  of  service  of  notice  of  the  motions  of  applicant 
upon  the  opposing  party  has  been  made,  as  called  for  by  Bule  153,  the 
action  of  the  Examiner  of  Interferences  is  sustained  in  refusing  to 
entertain  the  said  motions, 

Bule  130  provides  that  amendments  to  the  specification  shall  not  be 
received  during  the  pendency  of  an  interference,  except  as  provided  for 
in  Bules  106, 107,  and  109,  and,  as  the  proposed  amendment  is  not  such 
a  one  as  is  contemplated  by  any  of  the  rules  last  mentioned,  the  Exam* 
iner  was  right  in  refusing  to  receive  or  consider  such  amendment. 
(See  ex  parte  Shinn^  16  O.  G.,  458.) 

The  decision  of  the  Examiner  of  Interferences  is  therefore  affirmed. 
The  conclusion  thus  announced  is  the  inevitable  result  of  the  applica- 
tion of  the  rules  relating  to  the  dissolution  of  interferences,  and  it  is 
demanded  by  the  necessity  of  so  administering  the  law  of  the  Office 
that  practitioners  may  be  intelligently  guided  as  to  the  proper  coursci 
to  be  pursued.  At  the  same  time  it  is  difficult  to  see  why,  in  a  case 
like  the  one  under  consideration,  the  applicant  is  not  entitled  to  ^Hhe 
opinion  of  the  Oommissioner"  (Bev.  Stats.,  sec.  4904)  upon  the  question 
whether  an  interference  in  tatct  exists  before  the  interference  is  irrevo- 
cably declared.  It  may  be  therefore  that  a  petition,  without  notice  to 
the  opposite  party,  to  vacate  the  order  establishing  the  interference 
would  be  permitted  to  prevail.  Such  a  petition  could  only  lie  in  the 
exceptional  case  of  an  interference  between  an  application  and  a  patent 
granted  during  the  pendency  of  such  application.  When  such  a  peti- 
tion shall  be  brought  in  this  case  or  in  any  similar  one,  it  will  receive 
the  attention  to  which  it  will  be  entitled.  Proceedings  will  be  stayed 
for  twenty  days  in  this  case  to  enable  such  a  petition  to  be  brought, 
if  the  attorney  for  Johnson  shall  so  elect  .^^^^^^^^  ^^  Googlt 
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Beach  v.  Fowlsb. 

Deoided  July  18, 1889. 
48  0^0.,  d21. 

!•  PSIOBITT  OF  INVRNTION— LaCBSS. 

When  one  of  the  parties  to  an  interference  has  made  the  invention  independ- 
ently of  the  other  party  and  has  reduced  it  to  practice  apon  an  extended  com- 
meroial  scale,  and  has  ohtained  a  patent  which  he  has  held  nnohallenffed  for 
nearly  a  year,  he  mast  be  a^jadged  the  prior  inventor  as  against  the  other  who, 
though  he  may  have  been  the  first  to  conceive  the  invention,  withont  any  ezonse 
for  his  non-action,  never  did  anything  toward  redncing  it  to  practice,  bnt  who 
bases  his  claim  to  priority  on  a  previons  application  filed  by  him  which  contained 
claims  for  the  invention  iu  controversy,  Which  claims  were  rejected  and  positively 
and  deliberately  abandoned  nearly  four  years  before  the  filing  of  the  application 
involved  in  this  interference. 
S,  Sauk— Effkot  of  Allusion  in  a  Patent  to  Abandonbd  Claims  in  a  Fob- 

MXB  Application  on  Question  of  Diligence. 

When  an  applicant,  who  is  also  patentee  of  an  invention  other  than  that 
involved  in  controversy,  allndes  to  his  patent  to  abandoned  claims  in  a  former 
application,  the  only  effect  that  can  be  given  to  snch  reference  is  as  evidence  of 
oontinaed  interest  in  the  snbject-matter  of  the  earlier  application  and  of  diligence 
in  seeking  to  perfect  and  patent  the  invention ;  bnt  snch  an  allusion  can  have 
no  effect  whatever  in  that  direction  when  the  former  application  had  been  for 
nearly  two  years  nn  prosecuted,  and  all  the  claims  therein  which  had  any  rela- 
tionship to  his  pending  application  had  been  deliberately  stricken  out  and  posi- 
tively abandoned  at  the  time  the  patent  was  issued. 

3.  Samx— Abandoned  Appucation  not  a  Bar  to  Subsequently  Gbanted  Patent. 

An  abandoned  application  cannot  of  itself  constitute  a  bar  to  a  subsequently 
granted  patent. 

4.  Saxb— Pboof  of  Date  of  Conception  bt  Abandoned  Appucation. 

If  the  thing  described  in  the  abandoned  application  is  the  same  invention  that 
Is  subsequently  patented,  it  certainly  does  establish  conception  of  the  invention 
as  of  its  own  date,  an,d  if  proof  dslUirf' the  patent  establishes  reduction  to  praetioe 
or  introduotion  into  public  use,  and  the  time  of  the  reduction  to  practice  or  of 
public  use  is  In  dispute,  then  the  application  shows  that  reduction  to  practice 
m^ght  have  taken  place  at  any  time  subsequent  to  its  date ;  but  when,  as  in  the 
present  case,  there  is  no  proof  even  of  experiment,  it  can  have  no  other  effect 
than  to  establish  the  date  of  conception  of  the  invention  which  it  discloses. 
f».  Same— Deolabing  Issue. 

When  it  appears  that  one  party  to  an  interference  cannot  be  allowed  a  method 
'  claim  while  the  other  party  bars  the  way,  the  issue  covering  the  method  practiced 
is  properly  declared,  in  spite  of  minor  differences  in  the  conflicting  claims. 

Appeal  from  Exaininers-iu-Ohief. 

MANUFACTUBE  OF  CAB-WHEELS. 

Applioation  4>f  Olifton  B.  Beach  filed  September  27,  1887,  No. 
260,791.  Patent  granted  Hervey  W.  Fowler  October  26,  1886,  No. 
200,683. 

Mr.  Oearge  S.  Christy^  Mr.  J.  Snotcden  Bell,  and  Mr.  William  BakeweU 

tot   Beach.  ;,niti7ffrl  bv  ^ 

Mr.  WUUam  0.  Wood  and  Mr.  R.  H.  PariMiwon  for  Fowler.    ^ 
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ttiTOHELL,  Oammissianer : 
The  issnes  in  controversy  are  as  follows : 

1.  The  method  of  manafaotnriDg  oMtrsteel  oar- wheels,  whioh  oonsietSy  tnt,  in  cast- 
ing a  solid  integral  wheel-blank  having  a  rndimeotary  flange,  a  hnb  and  a  web  sub- 
stantially oomplete  as  to  dimensions  and  form,  and  a  rim  whioh  at  the  tread  and 
flange  is  larger  in  diameter  than  the  finished  wheel;  and,  seoondly,  in  peripherally 
rolling  the  rim  and  concentrically  reducing  the  diameter  of  said  blank  to  the  diameter 
desired  in  the  finished  wheel,  and  thereby  evenly  condensing  the  metal  at  the  outer 
portion  of  the  rim  in  radial  and  peripheral  linfes  and  developing  the  flange  and  harden- 
ing the  tread  of  the  wheel. 

d.  As  an  improved  article  of  mannfactnre,  an  integral  cast-steel  car-wbeel  having 
its  hnb,  its  web,  and  the  main  portion  of  its  rim  composed  of  the  metal  in  its  normal 
soft  andtongh  condition,  and  a  flange  and  tread  composed  of  metal  whioh  is  hardened 
and  condensed  in  radial  and  peripheral  lines. 

These  issnes  are  embraced  in  sabstantially  the  same  language  as  the 
claims  of  the  Letters  Patent  to  Fowler.  The  gist  of  the  invention 
resides  in  the  peripheral  rolling  by  which  the  rim  of  a  car-wheel  is 
evenly  condensed  in  radial  and  peripheral  lineSy  thereby  developing 
the  flange  and  hardening  the  tread  of  the  wheel. 

The  first  count  or  subdivision  of  the  issne  emphasises  the  method 
by  which  the  car  wheel  is  produced,  while  the  second  emphasizes  .the 
characteristics  possessed  by  the  wheel  itself.  It  is  questioned  by  Beach 
whether  the  interference  is  properly  declared  as  to  the  first  issue,  and 
therefore  it  may  be  the  more  satisfactory  manner  of  proceeding  to  the 
discussion  to  consider  the  testimony  bearing  upon  the  second  count 
and  to  afterward  attend  more  particularly  to  the  first  issue,  with  refer- 
ence to  which  the  question  before  mentioned  has  been  raised. 

There  seems  to  be  no  doubt  that  Fowler  conceived  of  the  invention 
in  controversy  in  1884;  that  he  reduced  it  to  practice  as  early  as  August 
or  September,  1885;  that  he  took  steps  immediately  to  demonstrate  the 
practicability  of  his  invention;  that  he  practiced  it  upon  an  extensive 
scale,  involving  great  expense  in  establishing  a  plant,  and  that  wheels 
embodying  the  invention  immediately  went  into  extensive  public  use. 
His  application  for  a  patent  bears  date  April  30, 1886.  That  he  was 
an  original  inventor  there  is  no  question,  and  there  is  no  room  tor  doubt 
that  in  all  respects  demanding  diligence  he  fully  complied  with  the 
most  rigid  requirements  of  the  law.  Under  these  circumstances  the 
material  question  in  the  case  is  whether  the  testimony  introduced  on 
behalf  of  Beach  is  sufficient  to  establish  the  invalidity  of  the  patent 
already  granted  to  Fowler,  for,  as  has  been  abundantly  decided,  the 
Office  would  not  be  warranted  in  issuing  a  second  patent  except  upon 
proof  which  would  render  the  first  patent  invalid  and  would  warrant 
its  cancellation  if  jurisdiction  existed  for  that  purpose. 

It  seems  to  be  clear  that  Beach  never  practiced  the  invention  or  in 
any  way  tested  its  practicability ;  that  he  never  experimented  with  re- 
lation to  it  to  any  extent  whatever;  nor  did  he  ever  make  any  models 
or  drawings,  excepting  that  a  certain  rejected  application  contains 
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drawings  which  are  claimed  to  exhibit  the  invention  in  controversy. 
This  r^ected  application  was  originally  filed  April  20, 1882,  and  it  is 
this  application  which  is  principally  relied  upon  to  establish  priority  on 
behalf  of  Beach.  In  other  words,  it  is  claimed  that  the  pending  appli- 
cation of  Beach,  filed  September  27, 1887,  is  in  such  senae  a  continuation 
of  the  application  filed  April  20, 1882,  as  to  establish  the  right  of  Beach 
to  the  date  of  the  first  application  as  the  date  of  his  invention,  and  thus 
entitle  him  to  an  award  of  priority. 

It  is  agreed  that  the  method  claims  embraced  in  this  first  application 
were  abandoned  by  amendment  filed  December  28, 1883,  canceling  the 
same  and  substituting  three  new  claims  for  certain  chuck-rolls,  either 
alone  or  in  combination  with  associated  devices.  It  will  be  observed 
also  that  an  interval  of  nearly  four  years  elapsed  between  the  abandon- 
ment of  the  method  claims  of  the  first  application  and  the  filing  of  the 
application  involved  in  /this  interference,  and  that  meanwhile  Fowler 
fiad  conceived  the  invention  in  controversy,  reduced  it  to  practice, 
entered  upon  the  use  of  it  on  an  extensive  scale,  and  applied  for  and 
obtained  a  patent,  and  that  nearly  a  year  had  elapsed  after  the  patent 
was  published  to  the  world  before  Beach  filed  the  application  now  in 
controversy. 

That  an  abandoned  application  cannot  of  itself  constitute  a  bar 
to  a  subsequently-granted  patent  is  abundantly  established.  If  the 
thing  described  in  the  abandoned  application  is  the  same  invention  that 
is  subsequently  patented,  it  certainly  does  establish  conception  of  the 
invention  as  of  its  own  date,  and  if  proof  dehors  the  patent  establishes 
reduction  to  practice  or  introduction  into  public  use,  and  the  time  of 
the  reduction  to  practice  or  of  the  public  use  is  in  dispute,  thfen  the 
application  shows  that  reduction  to  practice  might  have  taken  place  at 
any  time  subsequent  to  its  date;  but  when,  as  in  this  case,  there  is  no 
proof  even  of  experiment,  it  can  have  no  other  effect  than  to  establish 
the  date  of  conception  of  the  invention  which  it  discloses.  ( Webster  v. 
San/ordj  44  U.  G.,  567;  Broitn  v.  Guild  et  oL^  23  Wall.,  181.)  If,  then, 
it  be  assumed  that  the  invention  disclosed  in  the  abandoned  application 
is  identical  with  the  invention  in  controversy,  it  follows  that  Beach  is 
entitled  to  have  his  date  of  conception  established  as  early  as  April 
20, 1882. 

It  remains  to  be  considered  whether  Beach  used  due  diligence  in 
adapting  and  perfecting  his  invention,  so  as  to  be  entitled  to  the  date 
mentioned  as  the  date  of  his  invention,  in  spite  of  the  fact  that  Fowler 
was  the  first  who  actually  reduced  the  invention  to  practice  and  put  it 
in  public  use.  Upon  this  subject  there  is  no  room  for  doubt.  Beach 
neither  did  anything,  nor  does  his  testimony  afford  any  excuse  for  his 
failure  to  take  suitable  action  in  embodying  and  testing  his  intellectual 
conception.  It  appears  that  he  possessed  sufficient  pecuniary  ability  so 
that  the  excuse  of  poverty  could  not  avail  him.    Indeed,  the  excuse  of 
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« 
poverty  is  not  even  made  in  his  behalf.    Beach  therefore  showa  no 

diligenoe  and  no  exonse  fpr  want  of  diligence. 

In  this  state  of  the  facts  it  would  probably  be  conceded  that  Beach 
has  no  title  to  ask  that  the  Oovernment  grant  a  second  patent  for  the 
invention  in  controversy.  Bat  Beach  filed  a  snbseqnent  application 
for  another  invention  relating  to  car-wheels  on  the  26th  day  of  Febm- 
ary,  1883,  and  obtained  a  patent  thereon  November  3, 1886,  in  which 
he  referred  to  the  method  set  forth  and  illustrated  in  his  first  applica- 
tion. In  this  second  application  is  contained  an  allusion  to  the  appli- 
cation then  pending  in  the  following  language r 

The  blank  A  may  be  oast  in  the  first  instance  approximately  to  the  form  sbown  in 
Fig.  3,  and  its  rim  be  worked  by  periphery  hammering  or  rolling,  or  by  both,  into 
che  base  of  the  ohnck-groove  d,  to  form  a  wrought  tire  integral  with  the  oast  metal 
of  the  web  and  hub,,  the  step  or  operation  illostrated  in  Fig.  3  being  omitted;  bat 
snch  method  of  working  is  not  claimed  herein,  as  it  forms  in  part  the  snbjeot-matter 
of  a  separate  application  for  patent,  which  was  filed  by  me  April  SO,  1882,  Serial  No. 
58,873. 

The  only  effect  that  can  be  given  to  this  allusion  in  the  published 
patent  is  as  evidence  of  continued  interest  in  the  subject-matter  of  the 
earlier  patent  and  of  diligence  in  seeking  to  perfect  and  patent  the  in- 
vention; but,  although  when  the  second  patent  was  applied  for  these 
words  had  significance  in  that  relation,  they  had  no  significance  what- 
ever in  that  direction  when  the  patent  was  actually  issued,  November 
3y  1885,  for,  as  has  been  already  said,  the  first  application  had  been  for 
nearly  two  years  nnprosecuted,  and  the  method  claims,  which  alone 
have  any  relationship  to  the  pending  application  of  Beach,  had  been 
deliberately  stricken  out  and  positively  abandoned.  Besides,  it  will  be 
noticed  that  before  the  publication  to  the  world  in  the  patent  of  Novem- 
ber 3, 1885,  of  the  reference  to  the  abandoned  method  claims  of  the 
first  application.  Fowler  had  made  his  invention  and  fully  reduced  it  to 
practice.  It  is  very  dear  that  this  allusion  in  the  patent  of  November 
3, 1885,  to  an  application  which  had  been  abandoned  by  failure  to  pros- 
ecute within  two  years  could  in  no  way  alter  the  fact  that  the  method 
claims  had  been  deliberately  Strieker^  out  of  the  application,  and  that 
the  application  had  been  deliberately  abandoned,  and  that  no  steps  had 
been  taken  or  were  in  contemplation  to  revive  it.  Thus  matters  re- 
mained without  an  efibrt  on. Beach's  part  to  test  his  conception  or  put 
it  to  practical  use  or  build  a  machine  or  do  anything  else  whatever 
tending  in  the  direction  of  giving  the  world  the  benefit  of  his  invention 
until  nearly  a  year  after  the  date  of  the  patent  to  Fowler,  when  he 
filed  the  application  now  in  interference. 

Since  it  is  true,  as  we  have  seen,  that  the  rejected  and  abandoned 
application  can  have  no  other  effect  than  to  establish  the  fact  and  date 
of  conception,  it  clearly  follows,  in  the  absence  of  all  effort  during  the 
intervening  years  while  his  rival  was  making  the  invention,  patenting 
it,  and  giving  it  to  the  world,  that  Beach  cannot  be  heard  to  say  that 
the  patent  issued  to  Fowler  is  null  and  void,  and  that  he  is  the  one  who 
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ia  entitled'to  a  patent.  Indeed,  there  is  mnch  in  the  caae  which  tends 
to  show  that  if  Fowler  had  not  made  and  perfected  and  tested  the  in- 
Tention  and  demonstrated  its  valae,  Beach  wonld  never  have  attempted 
to  revive  his  old  claims  nor  songht  to  seonre  a  patent 

It  follows  that  Fowler  having  made  the  invention  independently  of 
Beach  and  having  rednced  it  to  practice  npon  an  extended  commercial 
scale,  and  having  obtained  a  patent  which  he  held  nnohallenged  for 
nearly  a  year,  must  be  a^jndged  the  prior  inventor  as  against  Beach, 
who,  though  he  may  have  been  the  first  to  conceive  the  invention,  was 
utterly  lacking  in  diligence  nnder  circnmstances  which  afford  him  no 
excuse. 

I  have  thus  far  assumed  that  the  method  described  in  the  abandoned 
application  of  Beach  is  the  same  as  that  covered  by  the  interference 
issue.  It  is  not  ab^lntely  clear,  however,  that  Beach  is  entitled  to  this 
assumption  in  view  of  the  fact  that  in  the  abandoned  application  the 
tread  of  the  wheel  seems  to  be  subjected — at  least  to  some  extent — to 
lateral  expansion.  Whether  or  not  such  is  the  case,  however,  is  not 
material  to  this  decision,  in  view  of  what  has  been  already  said. 

I  agree  with  the  Examiners4n-Ghief  that  the  gist  of  the  invention  in 
oontroversy  resides  in  the  '^peripheral  rolling  by  which  the  rim  is 
evenly  condensed  in  radial  and  peripheral  lines,"  and  that,  since  Beach 
cannot  be  allowed  a  method  claim  while  Fowler  bars  the  way^  the  issue 
covering  the  method  practiced  is  properly  declared. 

The  decision  of  the  Examiners-iu-Ghief  awarding  priority  to  Fowler 
is  affirmed. 


Ex  PARTE  Gob. 

Decided  May  37,  1889. 

48  O.  G.,  1119. 
JonmsB  OF  ImrsimoMS. 

When  one  particular  element  of  a  machine  is  dependent  npon  and  acts  with  the 
other  elements  thereof  to  prod  ace  a  single  resalt,  it  may  he  claimed  in  the  same 
application  with  them  without  regard  to  the  Offlce  classification. 

On  petition. 

TURnKChMACBIMXS. 

Application  of  Charles  B.  Goe  filed  December  13, 1888,  No.  293,480. 

Beferred  to  the  Assistant  Commissioner,  by  order  of  the  Commis- 
sioner, for  hearing  and  decision. 

Mean.  0.  A.  8nau>  ds  Co.^  for  the  applicant 

FiSHSB,  A99%9tant  Cammi$8ianer : 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  requiring 
a  division  as  to  the  subject-matter  of  claims,  10, 11,  and  12  of  petition- 
ex's  application. 
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The  invention  in  qnestion  is  an  implement  for  tarfing  fabrics,  and  all 
the  claims,  except  the  tenth,  eleventh,  and  twelfth,  which  embrace  the 
specific  construction  of  the  needle,  cover  the  varioos  parts  of  the  imple* 
ment  in  combination  with  such  needle. 

The  Examiner  holds  that  this  needle  is  an  invention  separate  and 
distinct  froin  the  implement,  and  is  therefore  not  capable  of- standing  in 
the  same  application  with  it.  In  this  the  Examiner  is  in  error.  The 
application  covers  bat  one  improvement  in  tarfiug-machines  instead  of 
two.  The  needle  is  just  as  much  a  part  of  the  implement  as  the  crank 
which  drives  it  or  the  open  presser-foot  with  which  it  cooperates.  It 
is  not  an  invention  independent  of  the  devices  with  which  it  is  used,  but 
one  actually  depending  upon  and  acting  Vith  them  to  produce  a  single 
result.  This  brings  the  case  clearly  within  Bule  41,  without  i-egard  to 
the  consideration  whether  or  not  the  needle  might  not  finally  be  placed 
in  a  different  class  from  the  implement  itself  without  the  needle.  To 
hold  otherwise  would  sanction  the  dismemberment  of  the  entire  ma- 
chine merely  for  the  sake  of  making  applicant  conform  to  an  arbitrary 
classification  existing  mainly  for  the  convenience  of  the  Patent  Office. 

Division  should  not  be  required  in  this  ease,  and  the  prayer  of  the 
petition  is  granted. 


Ex  PAETE  JLJINSKT. 
Decided  Augu$t2i,  1889. 
48  0.  G.,  1399. 

JoiNDSR  OF  Inventions. 

An  apparatuA  attached  to  a  photographer's  lamp  for  feeding  a  xnagnesinm  spray 
to  the  flame  may  be  claimed  in  the  same  application  with  other  parts  of  the 
lamp. 

On  Petition. 

PSTROLBUM-LAMPfl. 

Application  filed  March  23, 1889,  No.  304,475. 

Mr.  0.  T.  Burchard  and  Mr.  A.  0.  Fraser  for  the  applicant 

FiSHEB,  Acting  Oommissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  requiring 
a  division  of  petitioner's  application  because  it  embraces  two  distinct 
inventions. 

The  invention  described  and  claimed  in  this  application  is  a  lamp  for 
the  use  of  photographers.  The  oil  reservoir  is  so  constructed  that 
when  it  is  desired  to  use  the  lamp  a  sufficiency  of  oil  may  be  supplied 
to  the  wick ;  but  when  not  in  use  the  oil  is  absorbed,  so  that  the  lamp 
may  be  safely  packed  and  transported  without  danger  of  leakage.  The 
lamp  is  also  adapted  to  be  used  either  for  ordinary  purposes  or,  when 
supplied  with  a  ruby  chimney,  in  the  photographer's  dark  room.    At- 
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tached  to  the  lamp  is  an  apparatus  by  wbich  a  spray  of  magnesium 
may  be  fed  to  the  flame  for  use  in  the  production  of  flash-light  pho- 
toi?raphs. 

It  will  be  seen  from  this  brief  description  of  the  lamp  that  it  is  one 
especially  designed  and  adapted  for  the  several  usages  desired  by 
photographers,  and  as  such  constitutes  a  unitary  invention.  All  the 
several  parts  may  therefore  be  included  in  the  same  application. 

The  petition  is  granted. 


Pitney  v.  Smith  and  Egge. 

Decided  September  23, 1889. 
49  O.  G.,  129. 

1.  Appbaub  fbom  Examinbrs-in-Chisp  in  Intbrfsrskck  Cases— Statemsnt  of 

RkABONS  of  ApPBAI/— RULB  147  COMSTBUBD. 

The  brief  ntatemeDt  of  the  reasons  which  Kule  147  requires  shoald  accompany 
appeals  in  Interference  cases  is  not  to  be  considered  of  tlfe  substance  of  the  ap- 
peal in  any  snch  sense  as  that  either  the  omission  of  snch  statement  or  the  filing 
of  a  defeotiye  statement  would  make  the  appeal  void,  and  if  such  statement  be 
defective  the  opposite  party  is  entitled  to  a  further  statement  if  he  desires. 

2.  S^MB— PBRBftlSSIOM  TO  SlON  APPEAL  NUNC  PRO  TUNC— RULE  Id. 

Whi-re  it  appeared  that  an  appeal,  taken  under  Rule  l47  by  counsel  who  bad 
repeatedly  appeared  in  the  case,  was  taken  in  season  and  with  authority  of  ap- 
pellant, and  the  appeal-fee  had  been  paid  and  accepted  by  the  Office,  such  ap- 
peal was  not  dismissed  simply  because  the  power  of  attorney  of  said  counsel  had 
not  been  filed,  as  called  for  by  R  le  18,  and  the  attorney  of  record  was  permitted 
to  sign  the  appeal  nunc  pro  tune. 

3.  Power  of  Commissioner  to  1  determine  whetuer  or  not  an  Appeal  is  In- 

TENi>ED  for  Delay. 

The  Commissioner  has  no  power  to  determine  what' appeals,  seasonably  taken, 
are  intended  for  delay. 

Motion  to  dismisB  appeal. 

cord-clamps. 

Application  of  Albert  L.  Pitney  filed  March  29, 1888,  No.  268,884. 
ApplicatioD  of  Friend  W.  Smith  and  Frederick  Egge  filed  November 
SO,  1887,  No.  256,538. 

Mr.  Benjamin  i2.  Gatlin  and  Messrs.  Marble  dk  Mason  for  Pitney. 
Messi's.  iSmith  &  Hubbard  and  Mr.  William  H.  i'inckel  for  Smith  and 
Egge. 

Mitchell,  ComPiissioner: 

This  is  a  motion  to  dismiss  an  appeal  taken  to  the  Commissioner  of 
Patents  from  the  decision  of  the  Examiners-iu-Ohief.  The  resisons  al- 
lege<l  are,./fr«t,  becaase  no  reasons  of  appeal  or  aasigumentR  of  error 
appear  iu  the  paper  purporting  to  be  snch  an  appeal;  second,  because 
the  attorney  taking  the  same  was  not  authorized  to  make  and  file  :ni 
appeal  to  the  Commissioner  in  said  case;  third,  because  the  preteinji^l 
appeal  appears  to  have  been  filed  simply  for  the  purpose  of  delay. 
2016  PAT 13 
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The  first  reason  is  based  apon  Uulc  147,  which  provides  that  appeals 
in  interference  cases  must  be  accompanied  by  brief  statements  of  the 
reasons  therefor.  It  appears  upon  inspection  of  the  record  tliat  the  ap- 
peal and  the  accompanying  statement,  saitably  addressed,  are  in  the 
following  language : 

We  hereby  appeal  to  yonr  honor  in  person  from  the  decision  of  the  Board  of  Exam- 
iners-in-Chief  awarding  priority  of  invention  to  Pitney,  and  give  as  oar  reasons  that 
such  decision  was  contrary  to  the  law  and  evidence.    An  oral  hearing  is  requested 

This  api>eal  was  signed  in  the  name  of  the  appellant  by  his  counsel, 
whose  name  was  also  afSxed. 

Undoubtedly  the  ''  brief  statement  of  the  reasons"  accompanying  the 
appeal  is  exceedingly  defective,  and  is  not  calculated  to  subserve  the 
purpose  for  which  the  rule  exists.  It  is  to  be  observed,  however,  that 
the  rule  does  not  state  of  what  the  appeal  shall  consist,  but  simply 
provides  for  a  statement  of  the  reasons  therefor  to  accompany  the  ap- 
peal. On  the  face  of  the  rule,  therefore,  it  would  appear  that  the 
statement  is  not  to  be  considered  of  the  substance  of  the  appeal  in  any 
such  sense  as  that  either  the  omission  of  the  statement  or  the  filing  of 
a  defective  statement  would  make  it  absolutely  void. 

But  it  is  claimed  that  the  case  is  analogous  to  an  appeal  from  the 
Commissioner  of  !f  atents  to  the  Supreme  Court  of  the  District  of  Co- 
lumbia, and  that  in  such  cases  it  has  been  held  that  the  reasons  of  ap- 
peal constitute  the  ground  of  jurisdiction,  so  that  in  the  absence  of 
specific  reasons  the  appeal  will  be  dismissed.  {BlaehinUm  v.  Douglasij 
1  MacA.,  622 ;  Matthews  v.  Wade^  same,  143.)  It  is  to  be  remembered, 
however,  that  the  statute  in  providing  for  ap[>eals  from  the  Commis- 
sioner (sec.  4912)  requires  that  the  appellant  shall  file  *'  his  reasons  of 
appeal  specifically  set  forth  in  writing,"  and  it  is  further  provided  (sec. 
4914)  that  the  '^  revision  shall  be  confined  to  the  points  set  forth  in  the 
reasons  of  appeal." 

Manifestly  the  only  matters  for  consideration  are  the  alleged  errors 
specifically  set  out,  and  the  court  is  without  jurisdiction  to  overrule  the 
Commissioner's  decision,  excepting  within  the  limits  of  the  specific  rea- 
sons assigned.  But  the  statute,  (sees.  4904,  4910,)  in  providing  for  an 
appeal  to  the  Commissioner,  contains  no  such  restrictive  language,  and 
the  provision  contained  in  the  rule  for  a  short  statement  of  reasons 
accompanying  the  appeal  does  not  constitute  the  basis  of  his  jurisdic- 
tion ;  it  is  required  simply  that  the  opposite  party  and  the  Commis- 
sioner may  have  their  attention  directed  to  those  features  of  the  case 
which  are  supposed  to  involve  errors  of  law  and  fact.  The  two  kinds 
of  appeal,  therefore,  do  not  stand  npon  the  same  basis,  and  the  decisions 
relating  to  appeals  from  the  Commissioner  are  inapplicable  to  appeals 
from  the  Examiners-in-Chief  to  the  Commissioner,  to  the  extent  indi- 
cated. 

I  conclude  that  the  defective  short  statement  accompanying  this  ap- 
peal does  not  render  the  appeal  fatally  defective,  bnt  that  it  simply 
entitles  the  opposite  party  to  a  further  statement,  if  he 'desires. 
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The  second  groand  for  the  motion  is  based  upon  Bale  18.  It  is  not 
claimed  that  the  attorney  was  not  aathorized.  by  his  client  to  appeal, 
bat  that  he  was  not  aathorised  by  the  rales  of  the  Office  to  take  action 
of  any  kind  before  daly  filing  a  power  of  attorney  in  the  case.  The  ap- 
peal was  taken  within  the  time  limited.  It  was  taken  by  the  anthority 
of  the  appellant.  It  was  taken  by  his  attorney,  who  had  repeatedly 
appeared  in  the  case  as  counsel,  who  had  taken  the  testimony  in  the 
interference  proceeding,  and  had  appeared  upon  the  brief  filed  in  be- 
half of  his  client.  The  apiiellaut  has  also  paid  the  appeal-fee,  which 
the  Office  has  accepted.  It  would  be  strange,  indeed,  if  under  these 
circamstances  it  should  be  found  that  any  lawful  interpretation  of  the 
rales  of  practice  necessitated  the  dismissal  of  the  appeal.  The  act  for 
which  the  lawfdl  fee  was  paid  and  accepted  should  be  treated  as  a  law- 
ful act.  Such  being  the  case,  I  have  permitted  appellant's  attorney  of 
record  to  sign  the  appeal  nunc  pro  tunc^  having  to  that  extent  granted 
the  petition  of  the  present  appellant,  which  was  heard  at  the.same  time 
with  this  motion.  This  done,  the  appeal,  which  was  seasonably  taken, 
is  also  regular  in  form. 

The  third  reason  is  that  the  appeal  is  intended  for  delay,  l^either 
thtf  law  nor  the  rales,  so  far  as  I  am  aware,  confer  upon  the  Oommis. 
flioner  the  dangerous  power  of  determining  what  appeals,  seasonably 
taken,  are  intended  for  delay.  A  hearing  will  be  forthwith  granted,  if 
desired. 

The  motion  must  be  denied. 


Reynolds  v.  Habbbman. 

DeMded  September  23,  18^. 
49  O.  O.,  130. 
Motion  to  Dissolvs  Imtsbferknob  on  Ground  of  Non-patbntabiuty  mors 

THAN  TWXNTT  DaT8  AFTBR  APPROVAL  OF  PRELIMINARY  StaTEBIKNTS^BUUB 
123. 

WhftQ  a  motion  to  diasolye  an  interference  nn  the  gronnd  of  non-patentability 
is  made  more  than  twenty  days  after  approval  of  the  preliminary  statements  it  is 
not  an  abnse  of  diseretion  on  the  part  of  the  Examiner  of  Interferences  to  grant 
snch  motion  when  it  appears  that  no  testimony  had  been  taken,  so  that  the  case 
had  not  advanced  beyond  the  stage  which  interference  proceedings  oastomarily 
reach  within  the  first  twenty  days  afte<*  approval  of  the  preliminary  statements. 
Same. 

It  is  no  gronnd  fi>r  an  appeal  from  a  decision  of  the  Examiner  of  Interferences 
remanding  snoh  motion,  filed  seasonably  in  view  of  the  showing  made,  to  the 
Primary  Examiner  that  tt<e  reasons  given  in  support  of  the  claim  that  the  inter- 
ference issue  is  unpatentable  were  fully  oanyassed  by  the  Primary  Examiner  be- 
fore he  originally  declared  the  interference.  Such  motion  simply  makes  a  con- 
ttoyetty  inter  pariei  before  the  Examiner  as  to  matter  which  he  had  previonsly 
oonsldered  in  an  w  parte  matter. 

Appeal  on  motion. 
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WATXKUfG-POTS. 

Application  of  Henry  S.  Reynolds  filed  May  18, 1888,  No.  274,306» 
Application  of  Frederick  Haberman  filed  April  12, 1888,  No.  270,452. 

Mr.  E.  0.  Webb  and  Mr.  Maroellus  Bailey  for  Reynolds. 
Messrs.  Van  Santvoard  &  Hauff  for  Haberman. 

Mitchell,  Commissioner  : 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interferences 
upon  a  motion  to  dissolve,  filed  by  Ueynoldn,  remanding  the  above-en- 
titled interference  to  the  Primary  Examiner  and  suspending  proceed- 
ings therein.  The  motion  to  dissolve  was  based  upon  a  denial  of  the 
patentability  of  the  subject-matter  of  the  issue  in  interference,  and  this 
denial  was  in  turn  based  upon  Letters  Patent  to  Reynolds,  No.  236,369, 
January  4,  1881,  and  Letters  Patent  to  Discbo,  No.  399,602,  March  12^ 
1889. 

The  interference  was  declared  on  the  31st  of  August,  1888,  ana 
although  the  usual  twenty  days  allowed  for  such  motions  after  the  ap- 
proval  of  the  preliminary  statements  had  long  since  expired,  no  testi* 
mony  had  been  taken,  so  th<ftt  the  case  was  in  practically  the  same 
stage  of  advancement  as  if  not  more  than  twenty  days  had  elapsed. 

The  appellant  makes  two  claims:  first,  that  the  motion  was  not  sea- 
sonably filed,  in  view  of  the  showing  made,  and,  second,  that  the  rea- 
sons g^ven  in  support  of  the  claim  that  the  interference  issue  is  nnpat* 
entable  were  fully  canvassed  by  the  Bxamiuer  before  he  originally 
declared  the  interference,  the  Discho  patent  having  been  divided  out* 
of  an  earlier  patent,  to  which  his  attention  had  been  directed. 

As  to  the  first  question,  it  has  been  repeatedly  decided  that  the  de- 
cision of  the  Examiner  of  Interferences,  in  disposing  of  interlocatory 
motions,  will  not  be  disturbed,  except  in  cases  of  abuse  of  discretion  or 
of  disregard  of  some  rule  or  law.  (See  Adams  v.  House  and  House^  Jr.y 
40  MS.  Dec,  226;  Daniels  v.  Morgan,  32  MS.  Dec.,  73;  Mills  v.  Me- 
Donald^  34  MS.  Dec.,  228;  Scotford  v.  Sawyer  and  Foroe^  37  MS.  Dec.» 
120.)  In  the  latter  case  the  doctrine  was  applied  to  the  precise  question 
at  issue.  Scotford  did  not  file  his  motion  to  dissolve  until  more  than 
twenty  days  had  elapsed.  The  Bxaminer,  however,  upon  the  showing, 
granted  the  motion.    The  Commissioner  said : 

The  question  of  remanding  duoh  motions  rests  largely  in  thto  discretion  of  the  Ex- 
aminer of  Interferences,  and  his  action  shoald  not  be  disturbed  except  when  there  ha» 
been  an  abuse  of  this  discretion  or  his  action  is  palpably  erroBeons  The  d«lA.v  in- 
Tolved  in  appealing  from  and  reviewing  snch  proceedings  is  generally  qnite  as  in- 
Jnrioas  as  the  action  itself,  even  when  erroneous. 

In  the  present  case  the  length  of  time  before  the  motion  was  made 
would  indicate  an  abuse  of  discretion  on  the  part  of  the  Examiner  of 
Interferences  if  it  were  not  for  the  fact  that  the  parties  themselves  had 
postponed  the  time  of  taking  testimony  by  stipulation,  so  that  the  case 
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faas  not  advanced  beyond  the  stage  which  interference  proceedings  cus- 
tomarily reach  within  the  first  twenty  days.  I  cannot  therefore  hold 
that  it  was  an  abuse  of  discretion  to  grant  the  potion  under  the  cir- 
onn  I  stances,  although  under  ordinary  circumstances  the  delay  would 
be  olearly  unreasonable. 

The  second  ground  upon  which  the  appeal  is  based  presents  for  con- 
sideration a  question  which  tsould  not  legitimately  come  before  the  £x- 
aminer  of  Interferences  upon  a  motion  otherwise  seasonable,  and  which 
therefore  cannot  be  considered  on  appeal.  Motions  to  dissolve  seem 
to  be  based  upon  the  theory  that  when  an  applicant  is  drawn  into  an 
interference  he  is  entitled  to  a  hearing  upon  the  same  matters  which 
governed  the  Examiner  in  declaring  the  interference  originally.  Thus 
a  motion  to  dissolve  because  there  is  no  interference  in  fact  presents  to 
the  Examiner,  as  matter  of  course,  precisely  the  question  which  was 
considered  by  him  before  the  interference  was  declared.  The  same  is 
true  when  a  motion  is  made  to  dissolve  on  the  ground  of  want  of  pat- 
entability, the  party  making  the  motion  being  entitled  to  show  the 
Examiner,  if  he  can,  that  he  erred  in  originally  holding  in  the  affirma- 
tive upon  the  subject  of  patentability. 

In  the  case  of  Oreen  v.  Hall  v.  Siemens  v.  Field  (37  O.  G.,  1475)  occurs 
the  following  language: 

Under  the  provisions  of  Role  116,  [now  Bale  122,*]  when  a  regalar  and  seasonable 
motion  to  dissolve,  based  upon  one  of  the  grounds  reoognized  by  sach  role,  is  filed 
with  the  Examiner  of  Interferences,  he  seems  to  have  no  discretion  in  the  matter, 
bnt  bis  clear  daty  is  to  transmit  such  motion  for  heariog  to  the  Principal  Examioer. 

The  same  rule  undoubtedly  holds  as  well  when  the  motion  is  filed 
seasonably,  in  view  of  the  showing  made,  as  when  it  is  filed  within  the 
twenty  days«  The  motion  to  dissolve  in  such  a  case  simply  makes  a 
controversy  inter  paries  before  the  Examiner  as  to  matters  which  he 
had  ireviously  considered  in  an  ex  parte  matter.  Of  course,  in  many 
eases  questions  of  which  the  Examiner  has  no:  had  previous  cognizance 
are  brought  before  him  on  such  motions;  but  they  are  not  essential  to 
bis  jurisdiction  to  give  a  hearing,  nor  do  they  create  the  duty  of  the 
Examiner  of  Interferences  to  remand  the  case. 

Inasmuch  as  there  was  no  abuse  of  discretion  on  the  part  of  the 
Examiner  of  Interferences  in  remanding  the  case  upon  the  showing 
made,  the  cas^  having  been  held  from  advancing  by  stipulation,  I  must 
decide  that  there  is  no  error  and  deny  the  appeal. 

It  is  not  intended  by  anything  in  this  opinion  to  hold  that  newly- 
discovered  matter  brought  to  the  attention  of  the  Exuminer  of  Inter- 
ferences may  not  be  considered  |br  the  purpose  of  determining  whether 
amotion  otherwise  unseasonable  is  not  thereby  rendered  seasona^>le. 
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Ex  PJLBTE  MyEBS. 

Ddoided  Septemher  84,  1889. 

49  O.  a,  131. 

1.  Withdrawal  vbom  Issus  for  Purfoss  of  Amhndbcsnt— Bulbs  78  and  166. 

While  it  Is  a  genend  rale  that  applications  which  haye  been  allowed  will  not 

be  recalled  for  the  purpose  of  amendment,  an  exception  to  the  rale  mnst  be  recog« 

nized  in  cases  where  great  hardship  or  irreparable  ii^nry  wonld  otherwise  reanlt. 

S.  Samb. 

Where  the  claims  songht  to  be  introduced  by  amendment  were  so  specially  per- 
tinent to  the  subject-matter  of  the  application,  and  were  so  inseparable  in  their 
nature  horn  the  particular  invention  sought  to  be  patented  that  if  they  were  to  be 
allowed  in  another  application  there  would  be  grave  doubt  whether  the  patent 
therefor  would  be  a  valid  patent,  amendment  after  allowance  was  pd^mitted. 

On  Petition. 

HAT-CARRIBRS. 

Applioation  of  Philip  A.  Myers  filed  February  15, 1889,  No.  2i)l>,965» 
Mr,  SUis  Spear  for  the  applicant. 

MiTOHELL,  CommUsioner : 

This  is  a  petition  asking^for  the  withdrawal  of  the  applioation  from 
issae  for  the  purpose  of  presenting  two  new  claims  for  the  consideration 
of  the  Examiner.  To  this  the  Examiner  objects  that  the  amended 
claims  would  necessitate  a  new  examination,  and  that,  as  no  irreparable 
iiUury  would  be  done  by  refusing  to  grant  the  petition,  that  course 
should  be  pursued,  in  accordance  with  ex  parte  Oaboury  (37  O.  O.,  217) 
and  ex  parte  Oomingy  (34  MS.,  339.)    The  Examiner  adds  that— 

if  cases  be  permitted  to  be  thus  reopened  after  they  have  been  examined  and  allowed 
the  work  of  examination  will  be  necessarily  delayetl,  and  it  will  be  impossible  to 
bring  such  work  as  near  to  dates  of  filing  as  desirable. 

The  effect  upon  the  dispatch  of  business  in  the  Office  by  an  abuse  of 
the  practice  of  permitting  withdrawal  for  amendment  has  long  been 
recognized,  and  certainly  no  interpretation  of  Rules  78  and  165  should 
be  adopted  which  will  interfere  with  that  object.  On  the  other  hand,  it 
is  recognized  that  cases  do  arise  of  a  special  character  warranting  the 
Oommissioner  in  authoiiziug  such  withdrawal,  and  when  a  great  hard- 
ship would  ensue  if  the  privilege  were  to  be  denied.  Especially  is  this 
tiue  since  under  modern  decisions  of  the  courts  the  right  of  reissue  has 
become  so  restricted  that  any  failure  to  obtain  in  the  first  application 
fhll  protection  for  an  invention  is,  in  a  vast  majority  of  cases,  without 
remedy.  While,  therefore,  it  is  to  be  at  all  times  borne  in  mind  that, 
as  a  general  rule,  applications  which  have  been  allowed  will  not  be  re- 
called for  the  purpose  of  amendment,  an  exception  to  the  rule  must  alsa 
be  recognized  in  cases  where  great  hardship  or  irreparable  injury  would 
otherwise  result. 
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The  rale  and  the  exception  are  both  well  stated  by  Oommissioner 
Hall  in  ex  parte  Page  dkuiKrausse^  wAere,  in  referring  to  cases  like  the 
present,  he  nses  the  following  langnage : 

*  *  ^*  It  is  the  irell-aettled  pr«otioe  in  the  Offloe  that  Bach  petitions  will 
not  be  granted  nnlees  they  show  that  applicant  will  sustain  some  irreparable  loss  or 
damage  if  the  amendment  be  not  permitted.  An  applicant  who  has  had  his  day  in 
the  Offloe,  and  whose  case  has  received  fnll  consideration  and  has  been  passed  to 
issae,  ought  not  to  be  allowed  to  withdraw  his  application  from  issoe  and  submit 
amendments  which  should  have  been  previonsly  submitted,  and  thus  put  the  Office 
to  the  trouble  of  a  reexamination.  The  praotioe  Just  alluded  to  has  become  settled, 
and  in  such  eases  an  applicant  is  required  to  file  a  new  application  embracing  the 
subject  of  the  proposed  amendment,  pay  the  Office  the  fees  contemplated,  and  be  is 
then  entitled  to  a  new  and  original  examinatiou.  But  it  sometimes  occurs  that  pub- 
lic use  has  interTcned,  or  some  other  circumstances  which  render  it  practically  im- 
possible for  an  applicant  to  successfully  proseonte  a  new  application,  and  whenever 
this  fact  appears  the  Office  with  equal  uniformity  allows  the  application  to  be  with- 
drawn ftom  issue  and  amended.    **    •    •    (43  0. 0.,  1456.) 

Applying  the  rale  thns  carefnlly  laid  down,  the  question  in  the  pres- 
ent case  is  whether  public  use  has  intervened  or  some  other  circum- 
stances, render  it  practically  imiH>ssiblefor  the  applicant  to  enccessfully 
prosecute  a  new  application  for  the  claims  which  he  now  seeks  to  enter. 
From  the  showing  made  before  me  I  am  satisfied  that  if  the  claims 
sought  were  to  be  allowed  in  another  application  there  would  be  very 
grave  doubt  whether  the  patent  therefor  would  be  a  valid  patent.  {Ex 
parte  Roberts^  40  O.  O.,  573.)  The  claims  are  so  specially  pertinent  to 
the  subject-matter  of  the  application  now  pending,  and  are  so  insepara- 
ble in  their  nature  from  the  particular  invention  now  sought  to  be  pat- 
ented, that  I  cannot  thiuk  the  Office  would  be  warranted  in  insisting 
upon  a  course  which  would  result  at  the  best  in  a  patent  of  doubtful 
validity. 

Under  such  circumstances,  the  case  in  brought  fairly  within  the  rule, 
and  therefore  the  i)etition  is  granted,  it  is  not  intended  to  be  implied 
that  in  allcases  where  a  new  application  c*.annot  be  successfully  brought 
the  case  will  be  withdrawn  from  issue  for  amendment. 


Ex  PAHTK  BORGFELDT. 

Dtcided  Scptemhtr  'A  1»89- 

49  0.  G.,  132. 

1.  RXFERBNCE  TO  A  PENDING  APPLICATION  FOR  FULLER  DESCRIPTION. 

A  reference  in  *n  application  for  a  patent  to  a  contemporaneously-pending  applica'* 
tion  for  another  patent  for  a  fuller  description  is  not  permisaible. 

2.  Correspondence  between  Letteiuxg  of  Drawings  and  Referenxe  Thereto 

IN  Description. 
It  cannot  be  recognized  as  good  prnctire  to  refer  in  the  description  of  a  process  for 
which  a  patent  is  souEht  to  a  very  few  of  the  letters  npou  the  drawings  which 
illuHlrate  a  complicated  machine  for  carrying  out  that  pruccsn.  The  lettering 
of  the  drawings  shoald  correspond  to  the  references  contained  in  the  descriptive 
portion  of  the  specification. 

On  Pstition.  ^^^ 
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PROCS88  OF  DIYIDINO  TOBACCO  AND  OTHUR  SUBSTANCES  IN  RQUAL  D08B8. 

APPLICATION  of  Nicholas  H.  Borgfeldt,  No.  307,919,  filed  April  20j 
1889. 

Messrs.  Briesen^  St^le  &  Knauth  for  the  applicant. 

Mitchell,  Commissioner : 

The  applicaut  prays  that  the  decision  of  the  Examiner  requiriD((  a 
fuller  description  of  the  machine  shown  in  his  drawings,  by  which  the 
process  claimed  may  be  carried  out,  may  be  reversed.  In  aid  of  his 
petition  he  alleges  that  his  invention  consists  in  a  process  for  dividing 
tobacco  into  equal  portions  for  making  cigar-fillings,  and  that  it  may  be 
carried  out  by  any  suitable  construction  of  machine  other  than  the  one 
illustrated  in  his  drawings.  He  says  that  his  machine  is  described  iu 
another  pending  application,  to  which  he  has  referred  in  his  specifica- 
tion. Also,  that  inasmuch  as  his  process  may  be  carried  out  by  differ, 
ent  mechanical  constructions  he  does  not  deem  it  necessary  to  give  a 
more  lengthy  description  of  the  machine  th^n  is  sufficient  to  enable  that 
portion  of  it  to  be  understood  which  illustrates  the  carrying  out  of  the 
process.  He  avers  further  that  all  the  parts  essential  to  the  practice 
of  the  process  are  a  feed-tubQ,a  plunger  therein,  and  a  scale-platform 
below. 

The  Examiner  insists  in  his  statement  that  the  specification  not  only 
0(»ntains  no  adequate  description,  but  no  description  at  all  of  the  ma- 
chine by  which  the  working  of  the  process  is  intended  to  be  illustrated, 
and  that  it  is  not  sufficient  to  refer  to  another  concurrently-pending 
application  for  the  full  and  exact  description  which  the  law  requires. 
He  further  ))oiuts  out  that  the  last  step  in  the  process  as  covered  by 
the  claim  consists  in  'Hhen  separating  from  the  lower  end  of  the  column 
so  pressed  a  portion  of  specific  weight,"  and  that  this  function  can  not 
be  discharged  by  either  of  the  three  elements  which  are  said  by  the 
petitioner  to  be  all  that  is  necessary  to  practice  the  process; 

The  Examiner  is  correct  iu  holding  that  a  reference  to  a  contempora- 
neously-pending application  for  a  fuller  description  is  not  permissible. 
It  cannot  be  assumed  that  the  application  referred  to  will  mature  into  a 
patent. 

I  find  on  reference  to  the  drawings  that  they  represent  an  elaborate 
and  complicated  machine,  and  that  its  parts  are  designated  by  a  large 
number  of  reference-letters.  I  find  on  reference  to  the  specification 
that  the  description  refers  to  only  a  very  few  of  the  letters  upon  the 
drawings.  Wiiile  it  may  be  true  that  it  is  unnecessary  to  refer  to  the 
details  of  mechanism  representeil  by  the  drawings  in  order  to  describe 
those  portions  of  the  machine  which  illustrate  the  method  of  practicing 
the  process  souj^ht  to  be  patented,  it  cannot  be  recognized  as  good 
practice  to  permit  such  a  want  of  correspondence  between  the  lettering 
'^f  the  drawings  and  the  references  contained  in  the  descriptive  portion 
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of  the  specification.  The  petitioner  may  have  his  option',  to  file  an 
amended  drawing  exhibiting  those  portions  of  the  machine  which  are 
essential  to  the  illustration  of  the  process,  and  to  amend  his  application 
so  as  to  give  a  fully  clear,  and  exact  description  of  the  drawings  as  thus 
amended,  or  to  amend  his  specification  so  as  to  describe  fally  the  present 
drawings,  as  he  may  elect 

As  the. case  now  stands  I  mast  hold  that  the  Examiner's  action  was 
correct,  and  accordingly  deny  the  petition. 


Whebry  v.  Heck. 

Decided  Ootohtr  14.  1889. 
49  O.  G.,  559. 

1.   INTBRFKBENCX    BXTWEKN    TWO    APPUCATIONS— BUBDEN    OF    PROOF— RULB  116. 

Where  one  party  to  an  interference  filed  bis  application  in  March,  1887,  and  the 
other  in  Febrnary,  1887,  and  the  former  asserted  that  he  commanicated  the  inven- 
tion to  the  latter,  and  that  he  (the  latter)  simply  embodied  as  a  constrnctor  and 
meohanlo  the  ideas  conceived  by  the  former  and  described  by  him  to  the  latter, 
and  that  even  if  the  latter  were  an  original  inventor  he  (the  former)  was  the  first 
to  conceive  of  the  snbject-matter  in  interference,  and  was  using  due  diligence  in 
rednoing  the  invention  to  practice,  while  the  latter  was  making  the  complete 
machine,  it  was  Held  that  the  burden  of  proof  was  upon  the  former  to  establish 
one  of  those  propositions  under  Rule  116,  and  that  the  burden  is  discharged  by 
establishing  a  fair  preponderance  of  legal  evidence  in  behalf  of  him  upon  whom 
the  burden  rests. 
%  Samb— What  Proof  Sufficient  to  Prove  Obioinauty  of  Ikvention. 

Where  the  senior  party,  to  an  interference  directly  and  unqualifiedly  contradicts 
the  claim  of  the  Junior  i>arty  that  he  communicated  the  invention  to  tbe  henior 
party  and  that  he  employed  tbe  senior  party  to  make  a  model  to  embody  the 
ideas  which  he  (the  junior)  communicated,  the  issue  must  be  found  a^^^ainst  the 
Junior  party  in  spite  of  his  own  testimony  to  the  opposite  effect,  unless  there  is 
other  testimony  in  the  case  corroborative  of  his  contention  and  snfiUcient  to  turn 
the  scale. 
3.  Same— Employer  and  Employ^. 

The  relation  of  employer  and  employd  cannot  be  established  where  it  appears 
that  one  party  received  no  pay  whatever  for  his  services,  and  that  it  was  not 
pretended  there  was  any  promise  of  payment  on  the  part  of  the  other  or  expecta- 
tion of  payment  on  the  part  of  the  former,  although  it  appears  that  there  were 
fireqnent  interchanges  of  courtesies  between  the  parties  and  "in  this  interchange 
of  courtesies  that  honors  were  easy.'' 
t.  Same— What  is  Sufficient  Proof  of  Conception  of  Invention  by  Oral 
Disclosure. 

The  descri))tivc  language  used  should  be  such  as  to  disclose  the  iiiventiou  ah  u 
drawing  would  disclose  it.  Tho  de9cripti(»n,  on  its  face,  as  detailed  by  tlic  wit- 
ness, must  show  not  only  that  the  applicant  had  a  concrption  of  the  desirahility 
of  doing  the  thing,  but  alHoacoucfption  of  a  way  of  iloing  it,  aud  a  way  of  doiu;^ 
it  so  detinitely  tlionght  out  that  tlie  listener,  if  skilled  in  the  art,  could  nrarLuce 
the  invention  from  tlie  description,  at  least  in  a  rude  form  of  orabodiment. 
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5.  Same— Propsrtt  in  Patents. 

Property  in  patents  ought  not  to  be  created  as  against  a  riyal  applicant  first 
to  reduce  to  practice  and  first  in  the  office  upon  mere  yerbal  testimony  indefinite 
in  its  character  anaided  by  the  production  of  memoranda,  drawiu;^ti^  or  models 
nnder  circumstances  which  in  themselves  tend  to,  indicate  its  intrinsic  improb' 
ability. 

Appeal  from  Examinero-in-Ckief. 

FARE-BOXES. 

Application  of  John  E.  Wherry  filed  March  2,  18S7,  No.  229,407. 
Application  of  Louis  F.  Heck  filed  February  6, 1887,  No.  226,626. 

Messrs.  Knight  Brothers  for  Wherry. 
Mr.  Henry  A.  Seymour  for  Heck. 

MiTCBEtL,  Commissioner : 

The  issue  in  controversy  is  defineii  as  follows : 

The  combination,  with  a  case  having  a  fare-inlet,  of  a  removable  fare-receptacle, 
and  locking  mechanism  adapted  to  close  both  the  fare-inlot  and  the  removable  fare- 
receptacle  by  the  removal  of  the  latter  from  the  case. 

It  is  alleged  in  the  preliminary  statement  of  Heck  that  he  made  draw- 
ings of  the  invention  in  interference  and  explained  them  toothers  about 
October  11, 1886;  that  he  began  a  model  showing  the  invention  on  or 
about  October  16, 1886,  and  that  he  embodied  it  in  a  full-sized  machine, 
which  was  completed  on  or  about  January  22, 1887.  The  proofs  oflEered 
on  the  part  of  Heck  in  support  of  the  allegations  of  his  preliminary  state- 
ment establish  the  fact  that  as  early  as  October  11, 1880,  a  drawing  like 
the  drawing  known  in  the  case  as  <^  Exhibit  A''  was  produced  by  Heck 
and  was  at  that  time  seen  by  his  wife  and  a  Miss  Frances  Schales;  that 
this  drawing,  or  one  similar  to  it,  was  exhibited  in  September  or  October 
to  a  Mr.  Schmuck ;  that  for  some  time  Heck  worked  upon  a  rough  model 
intended  to  illustrate  the  features  shown  in  "  Exhibit  A,''  but  that  he  dis- 
carded some  of  the  special  features  shown  in  that  exhibit  tad  produced 
a  model  showing  the  device  constructed  as  described  in  his  application, 
and  8howe<l  it  iu  an  incomplete  condition  to  Mr.  Schmuck  in  December 
1886;  that  he  completed  this  model  on  the22d  day  of  January,  1887,  and 
that  the  device  embodying  the  ideas  described  iu  the  patent  was  begun 
on  or  about  October  16, 1886,  aud  finished  iu  January,  1887,  as  already 
stated,  and  constituted  iu  all  respects  a  complete  working  machine. 

Wherry's  case,  as  against  Heck,  depends  upon  the  sufficiency  of  his 
proof  in  support  of  one  or  both  of  two  propositions :  Firsts  that  he  com- 
municated the  invention  to  Heck,  who  simply  embodied  as  a  conatrucior 
and  ineebauic  the  ideas  conceived  by  Wherry  and  described  by  him  to 
Heck;  and,  second^  that  even  it  Heck  were  an  original  inventor  Wherry 
was  the  first  to  conceive  of  the  subject-matter  in  interference  and  was 
using  due  diligence  in  reducing  his  conception  to  practice  while  Heck 
was  making  the  complete  machine. 
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The  bordeo  of  proof  is  upon  Wherry  to  establish  one  of  these  propo- 
sitions. Bale  116  provides  that  the  parties  shall  be  presumed  to  have 
made  the  invention  in  the  chionological  order  in  which  thej  filed  their 
completed  applications,  and  that  the  burden  of  proof  will  rest  upon  the 
party  who  shall  seek  to  establish  a  different  state  of  facts.  While  this 
is  the  case,  however,  the  rale  which  governs  the  amount  or  weight  of 
evidence  required  to  discharge  the  burden  is  very  different  Arom  that 
which  is  required  in  order  to  overcome  the  presumption  arising  out  of 
the  actual  granting  of  a  previous  patent.  In  the  latter  case,  as  has  been 
repeatedly  held,  the  proof  should  be  sufficient  to  warrant  setting  aside 
a  patent,  if  the  Office  had  appropriate  jurisdiction  for  that  purpose^ 
while  in  a  case  like  the  one  nnder  consideration  the  burden  is  discharged 
by  establishing  a  fair  preponderance  of  legal  evidence  in  behalf  of  him 
apon  whom  the  burden  rests. 

The  first  question,  then,  is,  has  Wherry  succeeded  in  showing  by  a 
&ir  preponderance  of  lawAil  evidence  that  the  invention  wrought  out 
by  Heck  was  communicated  to  him  by  Wherry  f  It  is  agreed  that  the 
machine  as  produced  by  Heck  departed  in  important  particulars  from 
the  conception  which  Wherry  claims  to  have  ^mndunicated }  but  what 
Wherry  insists  upon  is  that  he  told  Heck  how  to  embody  the  subject- 
matter  in  interference  in  the  form  shown  or  suggested  by  *<  Bzhibit  A,'^ 
and  that  therefore  he  is  to  be  regarded  as  having  communicated  the 
broad  conception  of  the  invention  which  constitutes  the  subject-matter 
in  controversy.  There  is  no  doubt  that  about  the  1st  of  October,  1886, 
a  conference  did  take  place  between  Wherry  and  Heck  with  reference 
to  improving  the  fare-box  previously  patented  to  Wherry ;  but  Heck 
testifies  that  it  was  simply  with  reference  to  improving  upon  the  previous 
fare-box  without  any  definite  suggestions  whatever  as  to  the  nature  of 
the  improvement  to  be  made  and  without  any  expectation  whatever 
tiiat  he  was  to  become  an  employ^  of  Wherry. 

With  reference  to  the  issue  in  controversy  Heck  testifies  in  reply  to 
questions,  as  follows : 

Q.  14.  Now,  with  regard  to  this  invention,  in  what  particnlar  did  John  R.  Wherry 
refer  yon  to  an  improvement,  and  in  what  respect  did  he  suggest  an  improvement 
thereon  f— A.  In  regard  to  the  Icey  in  the  ease  he  suggested  no  idea. 

Q.  15.  Did  he  suggest  to  yon  at  that  time  or  subsequently  the  issue  in  contro- 
versy f — A.  Me  suggested  no  idea  to  me  in  regard  to  that. 

Q.  16.  After,  as  yon  have  stated  in  your  answer  above,  that  you  saw  that  you  conld 
not  make  an  improvement  upon  the  key,  and  after  your  conversation  with  Wherry» 
what  did  yon  do  thenf  State  all  the  facts. — A.  I  made  up  my  mind  to  study  on  some 
dilFerent  way,  as  I  said  that  I  could  not  make  any  improvement  upon  the  box  of  Mr. 
Wherry;  £  put  my  mind  to  work  to  construct  some  kind  of  a  combination  by  which 
the  aame  object  conld  be  reached  in  a  different  way. 

Although  Wherry  claims  that  he  employed  Heck  to  make  a  model  to 
embody  the  ideas  which  he  communicated,  Hock,  in  the  most  explicit 
manner,  contradicts  this  statement.  Digitized  by  doi,      _ 
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The  following,  also,  is  a  portion  of  Heck's  testimony: 

Q.  46.  Did  Wherrj,  at  any  time,  snggmt  to  yoa  any  ideas,  either  oric^nal  or  of 
change  or  alteration  to  yonr  idea,  as  conoeiyed  and  embodied  in  "the  drawings  last, 
above  referred  to  f — A.  No,  sir. 

Q.  47.  Then  I  understand  yon  to  say  that  the  idea  involved  in  the  drawings  last 
above  referred  to  and  embodied  in  yonr  application  for  a  patent  are  yonr  own  orig- 
inal ideas  and  invention  f— A.  They  are. 

Q.  46.  Did  Wherry  ever  employ  yon,  in  any  manner,  shape,  or  form,  to  work  for 
him  in  regard  to  the  idea  in  issue  f— A.  No,  sir. 

Q.  49.  Did  he  ever  pay  yon  anything  of  any  kind  or  character  for  work  done  in  the 
matter  above  referred  to  f-^A.  No,  sir. 

Q.  50.  Did  he  ever  give  yon  any  instrnotions,  or  tell  you  in  what  manner  to  work, 
in  regard  to  the  idea  in  iaime  f — A.  No,  sir. 

Q.  51.  Has  Wherry  had  any  part,  parcel,  or  participation  in  the  invention  upon 
which  yon  have  applied  for  a  patent  f — A.  No,  sir. 

Q.  52.  Is,  or  is  not,  that  your  sole  original  invention  for  which  yon  have  applied  for 
a  patent,  or  not  f — A.  It  is. 

Q.  53.  Mr.  Wherry  says,  'Hhat  when  he  first  talked  to  you  about  his  invention  he 
employed  you,  he  explained  to  yon  the  issue  in  controversy,  and  requested  you  to 
work  upon  the  invention  under  his  instruction."  I  ask  you  if  that  is  true  f— A.  No, 
sir. 

Q.  54.  He  says,  in  answer  to  question  No.  32  in  his  deposition,  "  that  yon  were  an 
employ 6  of  his  to  make  the  model.''    in  that  true  f —A.  No,  sir. 

Q.  55.  He  says  '*  that  you  made  the  model,  bot  did  not  deliver  it  to  him."  How 
about  this  f— A.  I  made  no  model  for  him,  and  consequently  had  none  to  deliver  to 
him. 

Q.  56.  Mr.  Wherry  says  **  that  he  also  furnished  yon  with  some  rough  sketches  and 
a  model  from  which  to  work."    Is  that  trne  f-^-A.  No,  sir. 

Thus  Heck,  without  evasion,  but  directly  and  nnqaalifledly,  contra- 
dicts the  claim  of  Wherry  in  this  regard,  and  it  is  therefore  quite  clear 
that  the  burden  of  proof  being  upon  Wherry,  the  issne  must  be  found 
against  him,  in  spite  of  his  own  testimony  to  the  opposite  effect,  unless 
there  is  other  testimony  in  the  case  corroborative  of  Wherry's  conten- 
tion and  sufficient  to  turn  the  scale.  This  view  seems  to  be  entertained 
by  counsel  for  Wherry,  who  say  that  the  conflict  of  evidence  between 
Heck  and  Wherry  is  direct,  and  that  therefore  it  is  necessary  to  look  be- 
yond the  statements  of  the  parties  to  the  surrounding  facts  to  determine 
which  of  the  contradictory  assertions  is  probably  correct. 

The  testimony  of  Mrs.  Wherry  would  be  of  no  importance  in  deter- 
mining the  question,  even  if  it  were  held  admissible.  Although  she 
testifies  to  the  conversation  between  Wherry  and  Heck,  about  which 
there  is  no  dispute,  and  which  took  place  about  the  1st  of  October, 
1886,  she  expressly  states  that  she  did  not  hear  enough  of  the  conversa- 
^on  to  tell  what  it  was,  and  that  she  can  not  state  what  the  interfer- 
ence is  or  what  the  subject-matter  is  in  dispute.  No  other  witness 
pretends  to  say  what  was  said  between  Heck  and  Wherry. 

But  it  is  claimed  that  it  is  proven  that  Wherry  had  the  conception 
prior  to  the  conversation  with  Heck,  and  that  the  presumption  is  that 
he  communicated  it  during  this  conversation,  and  thatout  of  such  com* 
municati^n  the  efforts  of  FJeck  originated.    The  theory  presented  is  that 
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Heck  was  employed  as  a  competent  workman  bj  Wherry  to  embody  in 
a  working  form  the  invention  which  Wherry  had  previously  made  and 
commnnicated  by  description  to  other  persona.  Bat  the  evidence  Vi  holly 
fails  to  prove  that  Heck  stood  in  the  relation  of  an  employ^  to  Wherry* 
He  received  no  pay  whatever  for  his  services,  nor  is  it  pretended  that 
there  was  any  promise  of  payment  on  the  part  of  Wherry  or  ezpectation 
of  payment  on  the  part  of  Heck.  Wherry,  however,  claims  that  there 
were  frequent  interchanges  of  coartesies  between  himself  and  Heck,  and 
*^  in  this  interchange  of  courtesies  that  honors  were  easy."  The  rela- 
tion of  employer  and  employ^  can  not  be  established  by  such  proof  as 
this  with  sufficient  certainty  to  authorize  the  inference  based  upon  such 
relationship  that  there  was  a  communication  to  the  employ^  of  the  ideas 
of  the  so-called  employer.  Ifevertheless,  it  is  insisted  that  Wherry  had 
the  idea  of  the  subject-matter  in  interference,  and  that,  inasmuch  as  he 
had  it,  the  presumption  is  that  he  communicated  it,  and  that  this  pre- 
sumption is  sufficient  to  discharge  the  obligation  resting  upon  him  to 
meet  the  requirements  imposed  by  assuming  the  burden  of  proof. 

This  brings  us  to  inquiry  second  :  Is  it  satisfactorily  shown  that  the 
subject-matter  in  interference  was  conceived  of  by  Wherry  about  the  1st 
of  March,  1885  f  The  recognized  evidence  of  conception  consists  of 
proof  of  a  model  or  a  drawing,  or  a  written  or  verbal  disclosure.  It  is 
agreed  in  the  case  that  Wherry  explained  the  idea  involved  in  the  issue 
to  Oharles  Pickles,  of  St.  Louis,  Mo.,  in  January,  1K87 ;  that  from  such 
description  Pickles  made  drawings,  which  drawings  were  completed  ou 
the  22d  day  of  January,  1887;  but  this  date  is  too  late  to  be  of  any  as- 
sistance to  Wherry.  No  model  or  drawing  is  produced  which  was  made 
prior  to  that  time,  nor  any  written  description  whatever.  Wherry's 
whole  case  seems  to  depend  upon  an  alleged  oral  disclosure  of  the  in- 
vention to  one  Bottaken  about  March  '4, 1885,  and  to  a  Mr.  Crawford, 
in  August,  1885. 

In  the  nature  of  the  ease  this  kind  of  testimony  is  ordinarily  entitled 
to  but  little  weight.  A  drawing  which  is  perpetuated,  and  wliich  dis- 
closes with  sufficient  certainty  the  invention,  leaves  nothing  to  verbal 
testimony,  excepting  the  establishment  of  the  date  when  it  was  madef 
hence,  like  a  model,  it  is  rightly  looked  u|K>n  as  affording  such  evidence 
of  the  existence  of  the  conception  at  the  time  when  it  is  shown  to  have 
been  made  as  will  lay  the  foundation  of  a  claim  to  priority.  .  {Loom  Co^ 
V.  Sigginsj  lO*')  U.  S.,  580.)  ^.n  the  other  hand,  nothing  is  easier  than 
for  a  mind  friendly  to  an  inventor  to  so  combine  the  processes  of  mem- 
ory and  imagination  as  to  really  believe  that  a  former  conversation^ 
which  related  to  the  general  subject  out  of  which  an  invention  ulti- 
mately grew,  contained  a  definite  description  of  the  invention  itself. 

In  my  opinion,  no  inventor  whose  rights  stand  upon  drawings  or 
models,  which  speak  for  themselves  in  the  case,  and  who  is  first  in  the 
Patent  ffice  with  his  .application,  should  have  his  title  to  a  patent 
overborne  by  the  claims  of  a  rival  applicant  who  bases  IiiH  titles  whoDv 
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upon  mere  verbal  disclosares,  anleas  the  testimony  setting  forth  those 
verbal  disclosures  is  so  clear  and  explicit  that  the  trier  himself  shall  be 
able  to  gather  from  the  language  employed  in  the  description  that  the 
invention  was  present  in  the  mind  of  the  person  describing  it  The  de-* 
scriptive  language  used  should  be  such  as  to  disclose  the  invention  aa 
a  drawing  would  disclose  it  It  is  not  enough  for  the  witnesses  to  say 
<<on  such  a  day  the  applicant  described  his  invention  to  me,''  nor  is  it 
enough  if  the*  proofs  simply  show  that  the  applicant  had  a  conception  of 
the  desirability  of  doing  the  thing  which  was  ultimately  accomplished. 
The  description',  on  its  face,  as  detailed  by  the  witness,  must  show  not. 
only  that  the  applicant  had  a  conception  of  the  desirability  of  doing  the 
thing,  but  also  a  conception  of  a  way  of  doing  it  and  a  way  of  doing  it 
so  definitely  thought  out  that  the  listener,  if  skilled  in  the  art,  could 
produce  the  invention  from  the  description*  at  least  in  a  rude  form  of 
embodiment  It  is  the  trier  who  is  to  determine  whether  the  disclosure 
revealed  the  mental  conception  of  the  invention,  and  unless  the  evi- 
dence  is  sufficient  to  satisfy  the  trier  that  the  disclosure  was  adapted 
to  produce  upon  the  mind  of  the  listener  an  effect  similar  to  the  in- 
spection  of  a  drawing  or  a  model  he  would  be  unwarranted  in  finding 
that  such  disclosure  indicated,  the  presence  of  the  invention  in  the  mind 
of  the  applicant  Thus  in  the  present  case  Wherry  testifies  that  he 
had  a  conception  of  the  issue  in  interference  about  March  1, 1885,  and 
that  about  the  same  date  he  explained  it  to  Mr.  Bottaken.  To  hold 
that  this  is  evidence  of  a  disclosure  to  Bottaken  is  simply  to  make 
Wherry  the  judge  in  his  own  case  in  the  place  of  the  tribunal  having 
jurisdiction.  So,  too,  Bottaken  testifies  that  Wherry  explained  the 
issue  to  him  a  number  of  times,  and  that  he  mentioned  it  first  about 
March  1, 1885;  but  no  attempt  is  made  by  him  to  state  the  language 
employed  in  giving  the  description  and  no  means  whatever  are  af- 
forded to  enable  the  trier  to  determine  whether  the  condnsion  of  the 
witness,  that  the  description  did  disclose  the  issue  in  interference,  is  a 
correct  one  or  not. 

Mr.  Crawford  does,  indeed,  undertake  to  futy  what  it  was  that 
Wherry  explained  to  him^    He  says : 

A  device  by  which,  in  inBerting  the  sack,  the  valve  would  oaute  to  be  opened,  and 
by  withdrawiag  the  same  it  woald  again  be  dosed  or  looked. 

In  reply  to  the  question  whether  this  mechanism  did  or  did  not  close 
both  the  fare-inlet  and  the  bag  or  money-receptacle  on  the  withdrawal 
of  the  latter  he  answers: 

Yes ;  that  is  the  manner  in  which  he  explained  it  to  me — ^that  it  wonld  accomplish 
that. 

Again,  he  says  Wherry  explained  to  him — 

a  device  by  which,  on  inserting  the  sack,  it  wonld  unlock  the  valves,  and  by  the  with- 
drawal of  the  same  it  wonld  cause  both  sack  and  box  to  be  looked.. 

Both  these  alleged  descriptions  indicate  disclosure  of  the  result  to  be 
accomplished,  but  they  throw  no  light  whatever  upon  the  mechanism 
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by  which  it  was  to  be  accomplished.  There  is  nothiog  here  to  enable 
the  trier  to  say  what  the  device  was  or  whether  it  was  a  iiractical  de* 
vice  at  all,  or  whether,  in  fact,  it  woald  accompliAh  the  result  which 
Mr.  Crawford  speaks  of  in  his  answer  to  question  10,  already  quoted. 
I  know  of  no  law  by  which  such  testimony  can  be  received,  iu  a  case 
involving  a  complicated  structure,  as  evidence  of  the  existence  in  a 
m«*ntal  form  of  the  invention  in  controvers3\  I  think  it  has  accorded 
to  it  all  the  weight  to  which  it  is  entitled  if  it  is  treated  as  indicating 
that  the  applicant  had  a  conception  of  the  desirability  of  doing  the 
thing  spoken  of  by  the  witness,  without  any  definitely-outlined  concep- 
tion of  a  mechanidal  combination  of  parts  which  would  accomplish  the 
result. 

The  views  here  presented  are  not  novel,  but  have  often  found  expres- 
sion in  the  decision  of  courts  and  of  Gommissioners. 

Judge  Lowell,  in  the  case  of  Woodman  v.  Stimpson  (3  Fish.,  98,)  in 
speaking  of  the  time  of  conception  of  an  invention,  says : 

It  means  not  only  when  he  [the  inventor]  conceived  that  saoh  a  thing  woald  be  a 
desirable  thing  to  do,  bnt  when  he  [the  inventor]  had  conceived  the  idea  of  how  to 
do  it  subetantially  as  he  has  done  it.    (P.  105.) 

To  the  same  effect  is  the  statement  of  Oommissioner  Butterworth  in 
the  case  of  VoeUcer  v.  Oray  v.  JSdison  v.  Bell{0.  D.,  1886,  at  page  19,) 
where  he  says: 

There  is  not  nnfreqnently  a  disposition  on  the  part  of  an  applicant  to  confoand  a 
strong  desire  in  the  mind  to  prodace  certain  results  by  some  means  of  which  he  has 
bnt  a  vagoe  and  indefinite  conception  with  an  intelligent  conception  of  a  machine 
adapted  to  accomplish  those  results.  It  is  in  such  cases  that  the  desire  coupled  with 
the  imperfect  conception  of  a  device  ripens  and  matures  in  the  light  of  subsequent 
knowledge.  That  of  which  the  law  takes  notice  is  not  the  maturing,  but  the  ma- 
tnred  conception,  which  can  materialize  in  an  operative  device. 

In  Davidson  v.  Letcii  (1  MaoA.  Pat.  Oases,  699,  601, 1868,)  the  ques- 
tion involved  being  which  one  of  the  parties  was  the  first  and  original 
inventor,  the  court  said : 

It  must;  l>e  borne  in  mind  that  it  if  not  so  much  he  who  made  and  perfected  the 
first  machine  or  instrument  as  he  who  may  appear  from  the  evidence  to  have  been  the 
first  who  oonceived  the  idea,  and  so  described  it  by  words  or  drawings  as  to  have  been 
nuiBcient  to  enable  a  skillful  workman  to  bring  it  into  useful  practical  operation,  for 
such  a  person  shall  be  said  to  have  made  the  first  dalm,  and  will  be  protected  against 
the  claim  of  any  subsequent  inventor  who  may  have  been  first  in  adapting  a  machine 
or  instrument  to  the  invention,  provided  such  first  discoverer  has  been  using  due  dil* 
igence  in  effecting  the  same  end,  and  that,  although  he  may  have  been  unsuccessful 
in  some  of  his  experiments,  if  by  following  them  up  he  at  length  sncceeds.  Such  be- 
in^  the  well-established  rule  of  patent  law,  I  will  proceed  to  consider  the  evidence. 

In  Philadelphia  d  Trenton  B.  B.  Co.  v.  SHmpson  (14  Peters,  448, 1840) 
It  is  clearly  intimated  that  the  verbal  disclosure  must  be  a  detailed 
description  of  the  invention.  One  of  the  questions  in  this  case  was  as 
to  the  admissibility  of  evidence  of  certain  parties  as  to  certain  decla- 
rations and  statements  of  the  plaintiff  relating  to  his  invention  prior 
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to  the  date  of  his  patent,  in  reply  to  tbe  evidence  of  the  defendants 
showing  use  by  other  persons  of  the  same  contrivance.  The  court  in 
admitting  the  testimony  said  (at  p.  462 :) 

Tbe  invention  itself  in  an  intellectual  process  or  operation,  and,  like  all  other  ex- 
pressions of  thought,  can  in  many  cases  scarcely  be  made  known  except  by  speech 
Tbe  invention  may  be  consummated  and  perfect,  and  may  be  susceptible  of  oompleta 
description  iu  words  a  month  or  even  years  before  it  can  be  embodied  in  any  yisible 
form.    •    •    • 

'His  [the  patentee's]  conversations  and  declarations  stating  that  he  had  ma^e  an 
Vnvention  and  describinic  its  details  and  explaining  its  operation  are  properly  to  be 
deemed  an  assertion  of  his  right  at  that  time  as  an  inventor,  to  the  extent  of  the  faot» 
and  details  which  he  then  makes  known. 

In  Stephens  et  al  v.  Salisbury  (1  MacA.  Pat.  Cases,  379, 1855)  the 
ooart  said : 

The  proof  of  the  invention  and  time,  it  is  true,  consisted  of  the  appellee's  own  verbal 
declaration ;  but  it  was  made  to  several  of  the  witnesses,  accompanied  with  the  effort 
and  desire  that  permission  should  be  given  and  an  opportunity  afforded  hint  of  hav- 
ing the  same  tried  on  railroad-cnrs  over  which  they  were  supposed  to  have  courrol 
and  to  persons  who  thought  the  description  full  and  clear  enough  to  enable  them  to 
make  the  application,  which  was  actually  done  in  tbe  year  1853.    (P.  386.) 

Such  being  the  law  as  to  the  character  of  the  disclosure  and  the  nat* 
ure  of  the  proof  of  it,  it  follows  that  uo  suffimeut  evidence  of  mental 
invention  is  made  on  bebalf  of  Wherry  prior  to  October  11,  1886,  when 
Heck  showed  ** Exhibit  A''  to  Wlierry. 

It  is  to  be  remembered  that  Wherry  and  Kottaken  were  mutually  In- 
terested in  the  manufacture  of  fare-boxes,  and  that  they  were  mutually 
interested  in  certain  inventions  relating  to  fare-boxes,  for  which  pat- 
ents have  been  granted.  One  of  these  patents  was  applied  for  Janu- 
uary  1:2, 1H86,  more  than  nine  month's  after  Wherry  claims  to  have  con- 
ceived the  invention  in  controversy,  while  the  other  one  was  applied 
for  October  28, 1886,  more  than  eighteen  months  after  the  date  of  such 
alleged  conception.  It  is  admitted  and  unquestionable  that  the  combi- 
nation covered  by  the  issue  in  controversy  is  for  an  improvement  on  the 
fare-boxes  covered  by  these  two  patents,  and  it  is  almost  inconceivable 
that  it  should  not  have  been  included  in  one  of  these  patents  or  in  a 
contemporaneously-pending  application  if  it  h^d  been  conceived  of  and 
talked  over  between  Wherry  and  Kottaken  as  a  definitely  invented  and 
feasible  machine. 

I  looked  upon  the  actions  of  Wherry,  concurred  in  by  Kottaken,  in 
applying  for  patents  upon  fare-boxes  which  omitted  all  reference  to  the 
invention  in  interference,  one  of  them  nine  months  after  the  alleged 
disclosure:  of  this  conceptiou  and  the  other  eighteen  months  afterward, 
as  having  a  bearing  of  some  importance  upon  the  controversy  and  as 
confirming  my  conclusion  that  it  would  be  an  uuwarrau table  thing  for 
me  to  infer  that  Wherry  had  a  definite  conception  of  the  issue  in  in- 
terference as  early  a»  March  1,  1885,  in  the  absence  of  any  drawing  or 
model  or  written  description  or  verbal  disclosure  in  detail  upon  which 
to  base  such  ir\ft^r<>nrt^ 
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In  my  opinion  property  in  patents  onght  not  to  be  created,  as  against 
^  rival  applicant  first  to  rednoe  to  practice  and  first  in  the  Office,  npoD 
mere  verbal  testimony,  indefinite  in  its  character,  unaided  by  the  pro- 
duction of  memoranda,  drawings,  or  models  under  circumstanceei  which 
in  themselves  tend  to  indicate  its  intrinsic  improbability. 

Priority  of  invention  is  awarded  to  Heck,  and  the  decision  appealed 
from  is  therefore  reversed. 


Ex  PABTB  FOWLBB  AND  FOWLBB. 

Decided  Ootoher  14,  le^. 
49  O.  G.,  562. 

1.  PBTrrioir  to  UfSPKcr  thb  Abandoned  Casbs  in  thb  Patent  Officb—Buls  179. 
Where  petiiionerereqaested  that  anorderbe  iwaedpermittiug  them  to  inspect 
the  ftbaodoned  cases  ia  the  Patent  Office  in  order  to  protect  their  client  from  un- 
necessary expense  and  snit  for  alleged  infringement  cf  certain  Letters  Patent, 
etc.,  Held  that  the  petition  must  be  denied,  althongh  if  the  petitioners  shall  make 
request  for  certified  copies  of  one  or  more  abandoned  applications,  adcompauied 
by  a  reasonable  suggestion  of  their  necessity  for  purposes  of  cTideuce,  the  request 
will  be  granted  under  authority  conferred  upon  the  Commissioner  by  Rule  179. 

-2.  Samv. 

The  case  of  The  UiUted  States  ex  reh  Anthony  Pollok  y.  Hallj  Commiesioner  of 
Patents  (48  O.  Q.,  1263,) distinguished  from  the  case  at  bar.  The  question  before 
the  court  in  the  case  cited  was  whether  a  copy  of  a  certain  specified  abandoned 
application  which  had  been  asked  for  should  be  furnished  by  the  Commissioner, 
and  it  is  belieyed  that  the  court  did  not  intend  to  decide  or  to  lay  down  a  doctrine 
which  would  involve  the  logical  necessity  of  deciding  that  a  petition  like  the  pres- 
ent should  be  granted. 

3.  Distinction  bstwbbn  Constructivb  Abandonment  of  an  Application  and 

CONSTRUCrrVE  ABANDONMBNT  of  an  iNVRN'nON. 

A  broad  diatinetion  is  to  be  recognized  between  constructive  abandonment  of 
an  application  and  constructive  ab«n(lonmJ»nt  of  an  invention.  The  former  may 
exist,  and  fteqaenUy  doee  exist,  without  involving  the  latter. 

4.  Inybntions  Bbprbsbntbd  in  the  Abandoned  Applications  of  the  Patent 

Officb  not'  Conckded  to  be  the  Property  of  tub  Public— Revised 

Statutes,  section  4894. 

It  is  not  to  be  conceded  that  the  inventions  represented  in  the  abandoned  ap- 
plications of  the  Patent  Office  are  the  property  of  the  pnblic.  Until  the  invention 
has  been  two  years  in  public  use  or  on  sale  the  inventor  has  lost  no  part  of  his 
inchoate  property  in  his  inveiftion,  either  through  failure  to  complete  his  appli- 
cation or  to  prosecute  his  completed  application  within  the  period  of  two  years 
prescribed  by  the  Revised  Statutes,  section  4894. 

In  the  matter  of  the  petition  of  Messrs.  Fowler  and  Fowler  to  inspect 
abandoned  applications. 

Mttohkll,  OommiMtoner : 

This  petition  sets  forth  that  the  petitioners  are  doing  basiness  as  at- 
torneys at  law  in  patent  cases ;  that  the  Hydraulic  Brick  Machine  (Jom- 
paiiy,  of  St.  LoaiSy  Mo.,  hacr  been  threatened  with  snit  for  alleged  in- 
fringement of  Letters  Patent  No.  379,429  of  March  13, 1888,  for  improve- 
2016  PAT ^14 
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ments  in  bnildiug  blocks  or  bricks;  that  said  com paoy  has  instraotea 
them  to  obtain  all  possible  information  relative  to  the  rights  of  the 
aforesaid  parties  in  the  matter;  that  petitioners  are  desirous  of  pro- 
tecting their  client  from  baid  suit,  and  have  reason  to  believe  and  da 
believe  that  the  sabjeot-matter  of  the  aforesaid  patent  was  old  and  well 
known  at  the  time  the  application  therefor  was  filed ;  that  the  owners 
of  said  patent  have  attempted  to  broaden  the  terms  of  their  claim  by 
construing  it  so  as  to  include  bricks  manufactured  by  the  company 
aforesaid,  which  are  substantially  different  from  the  building  block  cov- 
ered by  the  said  Letters  Patent;  that  petitioners  have  reason  to  believe^ 
and  do  believe  that  an  application  for  a  patent  was  filed  in  the  United 
States  Patent  Office  and  abandoned  for  the  same  kind  of  a  building 
block  or  brick  manufactured  by  the  said  Hydraulic  Building  Brick  Ma- 
chine Company,  and  that  they  are  fully  satisfied  in  their  own  minds 
that  the  owners  of  the  patent  aforesaid  have  no  rights  whatever  in  the 
matter  as  alleged  by  them. 
The  prayer  of  the  petition  is  in  the  following  language : 

Toar  petitionen  therefore  reapeotfally  request  that  ftn  order  be  leeued  permitting 
them  to  inspect  the  ahandoned  oaeee  in  the  United  States  Patent  Office  in  order  to 
protect  their  aforesaid  client  from  unnecessary  expense  and  salt  to  the  great  i^Jnry 
of  its  business,  and  in  order  that  substantial  justice  may  be  done  to  all  parties  and 
all  facts  adduced  which  may  be  Just  and  proper  to  this  end. 

The  petitioners  aver  that  they  base  their  request  upon  the  recent  de- 
cision in  the  case  of  The  United  States  ex  rel.  Antlumy  Pollok  v.  Rail, 
Oommiseioner  of  Patents  (48  O.  O.,  I'is63,)  and  they  contend  that — 

by  this  decision  the  petitioners  hare  full  right  to  inspect  the  abandoned  applications 
of  the  United  States  Patent  Office,  as  prayed  for  in  their  petition. 

They  aver  that  while  it  is  true  that  in  the  case  before  the  court  a  copy 
of  a  certain  specified  application  was  asked  for,  and  that  the  decision  of 
the  court,  to  some  extent,  was  confined  to  the  case  as  it  was  before  it, 
nevertheless  the  decision  is  much  broader  and  is  emphatic,  and  deariy 
defines  the  policy  of  the  court 

The  petitioners  are  quite  right  that  in  the  case  cited  the  question  be- 
fore the  court  was  whether  a  copy  of  a  certain  specified  application 
which  had  been  asked  for  should  be  ftimished  by  the  Commissioner.  I 
think  they  are  wrong,  however,  in  believing  that  the  court  intended 
either  to  decide  or  to  lay  down  a  doctrine  which  would  involve  the  logi- 
cal necessity  of  deciding  that  the  present  petition  should  be  granted. 
On  the  contrary,  the  language  of  the  court  seems  clearly  to  imply,  first, 
that  a  request  shall  be  made  for  a  specific  abandoned  application  ;  aud> 
second,  that  the  request  shall  be  made  under  *<  reasonable  conditions.''^ 
The  court,  referring  to  the  objection  of  the  Commissioner  that  he  does 
not  see  how  the  matter  is  to  become  evidence,  says : 

Now,  tbe  Courtis  of  opinion  that  he  is  not  placed  in  his  position  for  any  such  pur- 
pose, and  that  it  is  sufficient  that  a  reasouable  suggestion  of  necesnity  for  the  u«e  of 
a  document  for  evidence  be  made,  in  order  to  set  in  motion  his  duty  to  furnish  the 
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«op7.  He  Ib  not  there  to  sit  as  a  Judge  in  the  oontro verted  cftuse.  If  the  saggestion 
be  made  by  a  reasonable  person  and  under  reasonable  conditions,  that  suggestion 
ahonld  be  conclusive  upon  him  so  far  as  the  effioaoy  of  the  paper  for  the  purpose^  of 
evidenoe  is  to  be  an  element  in  the  application  for  a  copy  for  the  purposes  of  evidence 
nuder  thedanse  of  the  statute  which  baa  been  read. 

Again  the  court  says,  referring  to  section  4894  of  the  statute : 

The  statute  expressly  says  that  after  it  [the  application]  has  lain  in  the  Offlee  the 
period  provided  by  law — vis.,  two  years— as  an  nnperfsoted  application,  it  s&all  be 
considered  as  abahdooed,  unless  there  be  good  cause  of  delay  shown,  which  is  not  in 
this  4 


But  the  right  of  an  applicant  to  have  his  case  re-instated  upon  good 
cause  shown  is  involved  in  the  question  now  before  the  Oommissioner. 
The  experience  of  the  OflBce  renders  it  morally  certain  that  some  of  the 
applicatioiy  which  I  am  requested  to  subject  to  the  examination  of  the 
petitioners  have  become  abandoned  fur  reasons  clearly  unavoidable 
within  the  statute,and  it  is  equally  certain  that  as  to  some  at  least  Of  such 
applications  petitions  will  be  filed  in  due  season  for  their  re-instatement. 
When  they  are  re-instated,  their  position  in  the  office  will  be  precisely 
the  same  as  if  the  two  years'  limitation  had  not  run  against  them.  That 
such  application  will  be  entitled  to  an  examination  conducted  in  secrecy 
will  undoubtedly  be  conceded,  and  it  is  equally  clear  that  if  mean  while 
they  shall  have  been  subjected  to  public  inspection  it  will  not  have  been 
through  the  fault  of  the  applicants. 

Again,  it  is  the  experience  of  the  Office  that  new  applications  are 
filed  for  inventions  covered  by  previous  applications  that  have  lapsed 
by  failure  to.prosecute  for  two  years.  In  such  cases  the  inventor  is  en- 
titled to  a  patent,  unless  the  invention  has  been  in  public  use  for  more 
than  two  years  prior  to  the  later  application.  {Lindsay  v.  8tein^  10  Fed. 
Bep.y  907.) 

A  broad  distinction  is  to  be  recognized  between  constructive  aban- 
donment of  an  application  and  constructive  abandonment  of  an  inven- 
tion. The  former  may  exist,  and  frequently  does  exist,  without  involv- 
ing the  latter.  Of  the  former  Walker  speaks  as  follows  (Walker  on 
Patents,  sec  146:) 

Constractive  abandonment  of  an  application  oooars  whenever  two  years  intervene 
between  the  filing  of  an  application  and  its  being  made  complete  enough  to  entitle  it 
to  examination,  according  to  the  rnles  of  the  Patent  Office;  and  each  an  abandon- 
ment also  occurs  if  the  applicant  allows  two  years  to  pass  without  regularly  prose- 
on  ting  his  application  after  any  particular  action  is  taken  thereon  by  the  Patent 
Office,  and  notified  to  him,  provided,  in  either  case,  the  Commissioner  of  Patents  is 
not  convinced  that  the  delay  was  unavoidable.  If  he  is  so  convinced  he  may  con- 
*done  the  delay  by  granting  a  patent,  and  if  he  grants  a  patent  his  decision  on  tbe 
point  is  conclusive. 

The  author,  however,  in  the  next  section  considers  when  constructive 
abandonment  of  the  invention  will  be  worked  through  the  constructive 
abaudonment  of  an  application,  or,  rather,  when  a  second  application 
wUl  not  avail  to  obtain  a  patent:  - . ^- 
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SeotioD  147.  CoostnictiTe  ftbandonmeDt  of  an  application  will  work  constraetiTe 
abandonment  of  the  invention  covered  thereby  where  the  abandonment  of  the  ap- 
plication arose  from  either  of  the  oanses  stated  in  the  first  parafi^raph  of  the  last  pre- 
ceding section,  if  no  new  application  is  filed  soon  enough  to  independently  avoid  the 
statute  relevant  to  pablio  nse  or  sale  more  than  two  years  before  application  for  a 
patent.        •        * 

•'But  in  every  case  where  a  new  application  is  made  within  two  years  after  the  in- 
vention was  first  in  public  use  or  on  sale  a  patent,  if  granted  on  that  new  application, 
will  not  be  unfavorably  aft^Boted  by  the  fact  that  a  former  application  was  made  and 
was  constructively  abandoned. 

It  is  not  to  be  conceded,  therefore,  that  the  inventions  represented  in 
the  abandoned  applications  of  the  Patent  Office  are  the  j)roperty  of  the 
public.  Until  the  invention  has  been  two  years  in  public  use  or  on  sale 
the  inventor  has  lost  no  part  of  his  inchoate  property  in  his  inven- 
tion, either  through  failure  to  complete  his  application  or  to  prosecute 
his  completed  application  within  the  period  of  two  years  prescribed  by 
section  4894  of  the  statute.  His  invention  is  still  his  own;  the  public 
has  no  right  to  it  whatever,  and  he  may  either  file  a  new  application  or 
satisfy  the  Commissioner,  if  he  can,  that  the  abandonment  of  his  first 
application  was  unavoidable,  and  in  either  case  his  patent  when  ob- 
tained is  just  as  valid  as  if  it  had  been  obtained  upon  his  original 
application. 

It  follows  that  to  grant  the  present  petition  would  be  to  uncover  to 
the  scrutiny  of  the  public  many  inventions  which  are  still  the  property 
of  the  applicants,  and  which  will  ultimately  mature  into  patents  pro- 
tecting such  property.  I  am  unable  to  see  why,  with  reference  to  them, 
the  applicants  are  not  entitleil  to  the  same  coDdition  of  secrecy  which 
attsiches  to  applications  at  other  stages  of  prosecution  and  examination, 
and  I  am  especially  unable  to  understand  how,  after  a  judgment  by  the 
Commissioner  that  the  delay  to  prosecute  was  unavoidable,  any  suffi- 
cient reason  can  be  given  for  a  course  of  conduct  which  could  only  be 
justified  if  thn  applicant  were  held  responsible  for  his  delay. 

There  are  other  considerations  which  it  seems  to  me  ought  to  be  of 
weight  in  determining  whether  the  policy  of  the  Patent  Office  should  be 
reversed  and  strangers  to  the  inventors  be  permitted  *'  to  inspect  the 
abandone^i  cases  in  the  United  States  Patent  Office."  Amoufc  them  is 
the  danger  of  the  fraudulent  appropriation  of  the  inventions  of  others ; 
but  as  in  this  case  I  have  no  doubt^  the  petition  is  made  in  good  faith, 
I  do  not  deem  it  necessary  to  dwell  upon  that  consideration. 

It  is  unnecessary  for  me  to  add  that  if  the  petitioners  shall  make  re- 
quest for  certified  copies  of  one  or  more  abandoned  applications,  accom- 
panied by  a  reasonable  suggestion  of  their  necessity  for  purposes  of 
evidence,  the  request  will  be  granted  under  authority  conferred  upon 
the  Commissioner  by  Bule  179 ;  but  inasmuch  as  I  do  not  understand 
the  court  to  have  intended  in  the  case  cited  to  say  or  imply  that  such  a 
request.as  the  one  under  consideration  ought  to  be  granted,  I  must  deny 
the  petition.  -. ^-- 
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Ex  PABTE  EVBBITT. 

DeMed  September  30,  1889. 

49  0.  Q.,  564. 

What  is  8uffioibnt  Cboss-Rxiierbkce  uxdbr  Rulb  43. 

A  eiots-referenoe  which  refers  by  serial  n ambers  only  to  applicatioos  which 
may  never  mature  into  patents  U  not  safflcient  and  not  in  compliaDce  with  Knle 
43.  Croee-references  mast  be  of  snch  natnre  that  they  will  impart  a  more  or  less 
definite  conception  of  their  scope.  It  can  not  be  afsamed  that  all  applications 
will  mature  into  patents,  nor  can  it  be  permissible  that  they  shall  refer  for  pur- 
poses of  constmction  orinterpretntiou  to  instruments  to  which  the  public  has  no 
access. 

On  Petition. 

AUTOMATIC  DATIKO  OR  8TAMPIKO  AND  DBLTVBRY  OF  TICKETS. 

Application  of  Percival  Everitt,  No.  222,632,  filed  December  27, 
1886. 

Messrs.  J.  J.  Hoisted  &  Son  for  the  applicant. 

Mitchell,  Commissioner . 

In  this  case  the  Examiner  required  that  reference  be  inade  in  the 
specification  to  certain  other  pending  applications  of  the  applicant. 
This  regairement  was  sustained  by  Oommissioner  Hall,  who,  on  the  8th 
of  March,  1889,  denied  a  petition  asking  relief  from  the  Examiner's  re- 
quirement.  Thereafter  applicant  filed  an  amendment  in  the  following 
language : 

I  do  not  herein  claim  anything  claimed  in  my  applications  having  the  serial  num- 
bers 226,420  and  278,504,  respectively. 

The  Examiner  held  that  this  crosa-reference  did  not  constitute  a 
compliance  with  Bule  43.  Thereupon  a  further  petition  was  taken  to 
the  Oommissioner. 

Whether  or  not  cross-references  should  be  required  has  already  been 
decided  by  the  former  Commissioner.  Whether  the  cross-reference  filed 
is  sufficient  is  the  only  question  which  remains  to  be  considered.  A 
moment's  reflection  will  show  that  the  cross-reference  now  under  con- 
sideration is  not  sufficient,  since  it  refers  to  applications  which  may 
never  mature  into  patents.  In  order  that  the  meaning  and  scope  of 
cross-references  may  be  ascertaiued  when  they  are  required  at  all,  they 
must  be  of  such  nature  that  they  will  impart  a  more  or  less  definite  con- 
ception of  their  scope.  It  certainly  cannot  be  assumed  that  all  appli- 
cations will  mature  into  patents,  nor  can  it  be  permissible  that  they  shall 
refer  for  purposes  of  construction  or  interpretation  to  instruments  to 
which  the  public  has  no  access. 

The  petition  is  denied.  oig.i.ed  by  Googk 
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Olives  v.  Eysbitt. 

Decided  Oetoher  10.  1B89. 
49  O.  G.,  731. 

1.  InTERFBRKNCB— OONNECnOX  BETWBBN  AN    EaKLIBR   APPLICATION    DlSGLOSINO 

THE  SUBJECT-MaTTER  CLAIMED  IK  A  LaTBR  APPLICATION  INVOLVED  IN  IN» 
lERFERBNCB  FiLED  DNDER  ANOTHER  NaHE. 

Where  it  appeared  that  au  earlier  application  disolosed  the  Bubjeot-matter 
claimed  in  a  later  application  involved  in  interference,  and  the  earlier  application 
was  filed  in  a  name  different  from  that  under  which  the  later  application  was 
filed,  and  the  claim  waa  made  that  both  applications  were  by  the  same  inventor, 
Heldf  the  only  manner  in  which  applicant  conld  have  the  benefit  of  the  earlier 
application  was  by  way  of  testimony  in  the  case. 

2.  Same— Burden  of  Proof— Rule  116. 

The  object  of  ascertaining  which  of  two  contesting  applicants  first  disclosed  in 
a  completed  application  the  invention  in  controversy  is  to  determine  not  only 
upon  whom  should  rest  the  burden  of  proof  under  Bule  116,  but  also  in  whose 
favor  a  Judgment  may  be  rendered  upon  the  record,  in  case  the  opposite  party 
fail  to  file  a  preliminary  statement  or  sach  statement  fail  to  overcome  the  prima 
facie  case  made  by  the  respective  dates  of  application.    (Rule  114.) 

3.  Same— Judgment  on  the  Record. 

An  earlier  app1icati<Ai,  in  order  to  entitle  a  junior  party  to  judgment  on  the 
record,  must  be  upon  its  face  an  application  in  behalf  of  the  same  person  who 
filed  the  application  immediately  in  interference. 

Appeal  on  motion. 

completing  electric  circuits. 

Application  of  William  Samael  Oliver  filed  October  6, 1887,  No. 
251,650.  Applica^'ou  of  Percival  Bveritt  filed  February  2,  1887,  No. 
226,250. 

Mr.  James  L,  Norris  for  Oliver. 
Messrs.  J.  J.  Halsted  &  Son  for  Everitt. 

Mitchell,  Commissioner: 

When  this  case  was  last  before  the  late  Commissioner  an  opinioo  was 
rendered  by  him  containing  the  following  language : 

Oliver  will  be  permitted,  howe>ret,  to  file  a  motion  before  the  Examiner  of  Inter- 
ferences that  his  prior  application  may  be  nsed  as  evidence,  and  the  provisions  of  the 
rule  (154,  paragraph  7)  that  notice  of  such  motion  shall  be  given  before  the  closing  of 
the  testimony  will  not  be  enforced  against  him. 

When  this  motion  shall  be  tiled  it  is  suggested  that  the  Examiner  of  Interferences 
couHult  with  the  Primary  Examiner  upon  the  question  as  to  whether  the  matter 
claimed  in  the  application  of  Oliver  involved  in  this  interference  was  a  part  of  the 
subject-matter  involved  in  his  application  filed  January  22,  ld>57,  patented  October 
25,  lUfiJ,  The  burden  of  proof  will  then  be  adjusted  in  accordance  with  the  final  de- 
cision of  this  question. 

Thereafter,  in  accordance  with  the  foregoing  instructioos,  the  Exam- 
iner of  Interferences  admitted  the  previous  application  as  evidence,  but 
denied  Oliver's  motion  to  cliange  the  record  date  to  the  date  of  filing  of 
such  previous  application — to  wit,  January'  22,  1887 — upon  the  ground 
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that  the  application  immediately  in  interference  was  not  so  connected 
with  the  earlier  application  as  to  entitle  Oliver  to  the  benefit  of  the 
earlier  record  date. 
The  Examiner  of  Interferences  says : 

In  conformity  with  the  instmotions  of  the  Commissioner  the  Examiner  of  Inter- 
ferences has  oonsidereH  the  question  and  consulted  with  the  Primary  Examiner  as  to 
whether  the  first-mentioned  application  is  a  division  of  the  present  one  or  disclose 
the  snbject-matter  iuTolved  in  the  interference,  and  while  it  appears  that  the  first 
mentioned  application  discloses  the  subject-matter  involved  in  the  interference,  there 
is  nothing  to  show  that  the  later  application  is  a  divisional  one  springing  ont  of  the 
former,  and  there  is  no  evidence  to  show  that  the  present  applicant,  William  S. 
Oliver,  is  the  same  person  as  William  Oliver,  by  whom  the  first  application  was  filed. 

It  appears  from  the  record  that  Oliver's  pending  application  involved 
in  this  interference  was  filed  October  6, 1887,  in  the  name  of  William 
Samuel  Oliver.  The  previous  application  was  filed  nnder  the  name  of 
William  Oliver  on  January  22, 1887,  and  discloses  the  subject-matter  of 
the  invention  in  the  William  Samuel  Oliver  application.  The  applica- 
tion of  William  Oliver  was  pending  when  the  application  of  William 
Samuel  Oliver  was  filed.  Under  dates  of  April  15  and  22, 1887^  the 
Oiiice  required  William  Oliver  to  put  his  application  in  condition  for  a 
prospective  interference,  tie  thereupon  amended  his  application,  and 
on  May  23, 1887,  the  Examiner  informed  him  that  his  application  as 
then  amended  would  probably  not  be  involved  in  interference.  On  the 
9th  of  June,  1887,  William  Oliver  canceled  that  part  of  the  specification 
and  drawings  filed  January  22, 1887,  which  disclosed  the  subject-matter 
of  the  application  of  William  Samuel  Oliver.  Thereafter  an  interfer- 
ence was  declared  between  the  William  Samuel  Oliver  application  and 
the  application  of  Everitt,  filed  February  2,  1887.  In  declaring  the  in- 
terference William  Samuel  Oliver  was  made  the  junior  applicant,  the 
date  of  his  application  immediately  in  interference  being  later  than  that 
ot  Everitt. 

It  thus  becomes  apparent  that,  although  the  earlier  application  dis- 
•closed  the  invention  in  interference,  it  was  filed  by  William  Oliver  in- 
stead of  by  William  Samuel  Oliver,  and  according  to  the  opinion  of  the 
Examiner  of  Interferences  '^  there  is  nothing  to  show  that  the  later  ap- 
plication is  a  divisional  one  springing  out  of  the  former."  The  Exam- 
iner of  Interferences  therefore  denies  the  motion  to  change  Oliver's  rec* 
ord  date,  but  allows  him  forty  days  from  the  final  determination  of  this 
motion  within  which  to  take  testimony  to  show  that  the  present  appli- 
cant, William  Samuel  Oliver,  and  William  Oliver,  by  whom  the  applica- 
tion of-  January  22,  1887,  was  filed,  are  one  and  the  same  person. 
Everitt  is  also  to  be  allowed  suflScient  time  witbin  whiijh  to  take  testi- 
mony in  rebuttal.  As  a  reason  for  denying  the  motion  to  change  the 
record  date  the  Examiner  of  Interferences  says : 

According  to  the  eetablished  practice  of  the  Office,  for  the  purpose  of  giviof;  an^ap- 
piicant  iu  an  interfereuce  proceeding  the  benefit  of  an  earlier  ftpplication  date,  there 
mnet  be  some  connecting  link  in  the  later  application  by  which  it  may  be  identified 
as  ft  continuation  or  diyision  of  the  former  one,  and  unless  the  applications  are  so 
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connected  the  orig^lDal  applicfttion  may  be  used  m  evldenoe  to  tihow,  that  the  inveii* 
tion  was  made  at  the  date  thereof,  bat  not  for  the  purpose  of  eatablishing  a  prima 
faoie  date  of  iDvention  prior  to  the  date  of  the  application  involved  Id  the  interfer- 
ence. 

The  Examiner  of  Interferenoes  cites  aattiorities  which  he  belieyes  to- 
support  the  coDclasioii  which  he  reaches.  I  do  not,  howeveri  de^m  it 
necessary  in  deciding  the  question  at  present  under  consideration  to 
determine  whether  or  not  an  express  reference  is  required  in  the  divis- 
ional application  to  the  parent  application,  in  order  to  establish  the 
reqnisite  connection,  where,  as  in  this  case,  it  is  found  as  a  fact  that 
the  earlier  application  out  of  which  the  second  application  sprang  does- 
in  fact  disclose  the  controverted  invention. 

So  far  as  this  question  is  concerned  the  parties  have  had  their  day  in 
court  before  the  former  Commissioner,  and  it  was  decided  by  him  that 
the  burden  of  proof  should  bedetermined  by  first  ascertaining  <<  whether 
the  matter  claimed  in  the  application  of  Oliver  involved  in  this  inter- 
ference was  a  part  of  the  subject-matter  disclosed  in  his  application  filed 
January  22, 1887.^ 

The  decision  of  the  Examiner  of  Interferences 'must,  however,  be  sus- 
tained upon  another  ground.  The  object  of  ascertaining  which  of  two 
contesting  applicants  first  disclosed  in  a  completed  application  the  in- 
vention  in  controversy  is  to  determine  not  only  upon  whom  should  rest 
the  burden  of  proof,  under  Rule  116,  but  also  in  whose  favor  a  judg- 
ment may  be  rendered  upon  the  record,  in  case  the  opposite  party  fail 
to  file  a  preliminary  statement  or  such  statement  fail  to  overcome  the 
prima  fade  case  made  by  the  respective  dates  of  application.  (Rule 
114.)  Otherwise  stated,  the  principal  object  is  to  ascertain  who  is  en- 
titled to  have  judgment  upon  the  record  in  the  entire  absence  of  testi- 
mony. 

It  is  clear  that  judgment  could  not  be  rendered  in  favor  of  William- 
Samuel  Oliver  on  inspection  of  a  previous  application  of  William  Oliver, 
and  it  is  equally  clear,  inasmuch  as  a  judgment  upon  the  record  is  a 
judgment  in  the  absence  of  testimony,  that  evidence  cannot  be  received 
to  prove  that  the  junior  applicant  has  filed  a  previous  application  in 
another  name  in  aid  of  such  a  judgment.  Judgment  upon  the  record  fol- 
lows directly  upon  inspection  of  the  record.  Testimony  that  persons 
bearing  difiereiit  names  are  one  person  in  fact  can  only  be  presented  as 
part  of  a  body  of  proof  inti^nded  to  secure  a  judgment  upon  evidence. 
Without  deciding,  therefore,  whether  the  connecting  link  of  reference 
is  neeesHary  in  a  later  application,  otherwise  divisional,  in  order  to  give 
the  applicant  the  benefit  ot  a  parent  application  filed  in  the  same  name, 
I  hold  that  an  earlier  application,  in  order  to  benefit  a  junior  party^ 
must  be  upon  its  face  an  application  in  behalf  of  the  same  person  who 
filed  the  application  immediately  in  interference,  and  that  the  only  way  in 
which  au  api)licaut  can  have  the  benefit  of  an  earlier  application  which 
he  claims  to  have  been  filed  by  himself,  although  in  another  name,  is 
by  way  of  testimony  in  the  case. 

The  decision  of  the  Examiner  of  Interferences  is  therefore  affirmed. 
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Ex  PABTB  Todd. 

D$eid€d  Oetoher  21, 1889. 

49  0.G.,732. 

Amendment  mads  witiiin  two  tsabs  to  savx  appuoation  from  abamdokmbnt^ 
What  is  propbb  action^Sbyubd  Statutbs,  Svction  4894. 

Where  it  appeared  that  on  the  last  day  upon  which  an  application  conid  b* 
pioseonted  without  forfeiture  nnder  BeTised  Statates,  section  4894,  amendments 
api»arently  of  no  considerable  importance  were  offered,  inolnding  one  or  two 
formal  oorreetions  in  the  claims  which  had  been  required  by  the  Examiner,  and 
that  such  amendments  were  made  in  good  faith  for  the  purpose  of  prosecuting 
the  application,  SM  that  the  action,  so  far  as  it  went,  was  a  proper  action,  and 
there  was  not  snob  utter  failure  to  prosecute  within  the  two  years  as  would  war- 
rant a  judgment  forfeiting  rights. 

On  Petition. 

COTTON-BABVX8TSB0. 

Application  of  George  N.  Todd  filed  November  15,  1886,  No 
218,863. 

Me$8rs.  JBUiott  4k  Omohundro  for  the  applicant. 

HiTOHBLi.,  CommiMi4mer : 

This  is  a  proceeding  to  determine  whether  the  application  has  become 
abandoned. 

The  Examiner's  statement  contains  the  following  presentation  of 
facts: 

This  application  was  filed  November  15,  18H6,  and  was  first  acted  upon  by  the  Ex- 
aminer on  January  17,  18ri7.  The  objections  raised  by  the  Examiner  in  this  letter 
were  of  three  classes :  first,  certain  defects  in  the  drawings  were  pointed  ont  aud  ad- 
ditional illustration  required;  aecond,  certain  informalitieli  in  the  speciftoatiou  and 
claims  were  iadioated,  and  thirds  a  number  of  the  claims  werejrejected  on  references. 

No  action  was  taken  by  the  applicant  in  response  to  that  of  the  Office  until  Janu- 
ary 17, 1889,  the  last  day  on-which  an  amendment  could  be  made  under  the  statute* 
This  amendment  did  not  refer  in  any  manner  to  any  of  the  various  objeotionn  of  the 
first  and  third  claases  above  mentioned,  but  merely  changed  two  or  three  words  in 
the  claims,  which  change  was  not  required  and  did  not  affect  their  merits,  and  also 
made  one  or  two  of  the  formal  corrections  required  in  the  claims.  This  amendment 
of  January  17,  1889,  was  followed  on  January  24,  If^,  after  the  two  years  had  ex- 
pired, by  another,  which,  if  filed  in  time,  would  have  been  a  proper  amendment,  but, 
beln^  too  late,  couid  not  be  considered. 

On  February  16, 1889,  the  applicant  was  informed  ihst  the  amendment  of  January 
17,  1889,  was  not  a  proper  action  within  the  rules  to  save  the  case  from  abandon- 
ment, and  that  as  the  amendment  of  January  24,  1889,  was  not  filed  until  after  the 
expiration  of  two  years  from  the  date  of  the  last  official  action  the  case  must  be  cou- 
flidered  abandoned,  and  this  action  was  repeated  on  September  25,  1889. 

It  appears  from  the  commnnication  of  January  17, 1889,  that  aniend- 
ments  were  tendered  to  eight  different  claims  of  the  application  as  orig- 
inally filed.    These  amendments  are  apparently  not  of  considerable  im- 
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portaDce,  bat  there  is  nothing  to  show  that  they  were  not  made  in  good 
faith  and  for  the  purpose  of  prosecuting  the  application.  That  the  in- 
tent was  to  prosecute  the  application  in  good  faith  is  still  further  evi- 
denced by  the  amendment  of  January  24, 1889,  bearing  date  OhicagO) 
111.,  January  19,  which  need  not  be  critically  considered,  inasmuch  as 
the  Examiner  states  that  the  later  amendment,  if  filed  in  time,  would 
have  been  a  proper  amendment  entitled  to  consideration. 

It  is  true  that  the  somewhat  informal  action  taken  by  the  applicant 
does  not  conform  in  all  respects  to  the  requirements  of  the  rules  to  enti- 
tle the  applicant  to  reconsideration ;  but  the  question  now  involved  is 
whether  the  amendment  offered  in  good  faith  constituted,  so  far  as  it 
went,  a  proper  action  under  the  rules  to  prevent  the  application  fh>m 
being  abandoned  through  utter  failure  to  prosecute  for  more  than  two 
years.  Both  law  and  justice  lean  against  forfeiture.  Here  was  cer- 
tainly an  attempt  to  prosecute  within  the  two  years  prescribed  by  stat- 
ute, and  the  action,  so  far  as  it  went,  was  a  proper  action,  and  it  is  con- 
ceded that  one  or  two  of  the  formal  corrections  in  the  claims  had  been 
required  by  the  Examiner. 

I  do  not  think  I  should  be  justified  in  holding  that  there  is  in  this 
•case  such  utter  failure  to  prosecute  within  the  two  years  as  would 
warrant  a  judgment  forfeiting  rights. 

The  petition  is  granted. 


Ex  PARTE  Hunter. 

Decided  (kiiober  23, 1»89. 
49  0.  a,  733. 

4SCFFICIEMCT  OF  AFFIDAVIT  UNDER  BULK  75. 

Where  an  affidavit  filed  under  Bale  75  showed  that  the  applioant  had  concep- 
tion of  the  invention  prior  to  the  dates  of  the  references,  hat  there  ^as  no  com- 
plete redaction  to  practice  nntil  after  said  date,  and  also  stated  that  he  had  used 
**  every  diligence  possible  in  putting  the  invention  into  nse,"  without  setting 
forth  facts  tending  to  show  snch  diligence,  Held  not  to  be  a  sufficient  compliance 
with  the  rule. 

On  Pbtition. 

BLECTRICALLY-PROPSLLBD  YEHICLVS. 

Applioation  of  Rudolph  M.  Hunter  filed  June  5, 1889,  No.  313,217. 

FiSHBB,  Acting  OQmmiasioner : 

The  question  involved  in  this  petition  is  the  sufficiency  of  an  oath 
filed  under  Kule  75  to  overcome  the  force  of  references,  showing  but  not 
claiming  the  invention  claimed  by  the  petitioner.  There  is  no  contro- 
versy as  to  the  fact  that  the  invention  claimed  is  disclosed  in  the  refer- 
<enoe8.    The  only  question  is  whether  the  petitioner  has  set  forth  «<  facts 
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allowing  a  completion  of  the  invention  in  this  coantry  before  the  filing 
of  the  application  on  which  the  domestic  patent  issaedv  or  •  •  • 
before  the  date  of  the  printed  pnblication." 

Ah  to  what  facts  are  necessary  to  show  completion  of  the  invention 
within  the  meaning  of  Bnle  75,  the  Office  has  mled  in  ex  parte  OtisBer 
(G.  D.,  1880,  94)  and  ex  parte  Saunders^  (0.  D.,  1883,  23.) 

In  the  Oasser  case  Mr.  Commissioner  Paine  said :. 

The  applicant  mnat  state  on  oath  facta  showing  either  that  a  reduction  to  practice 
had  heen  made  before  the  Bling  of  the  application  on  which  the  patent  was  granted, 
or  that  the  inyention  had  been  conceived  before  that  time  and  by  dae  diligence  con- 
nected with  a  subsequent  reduction  to  practice. 

Thb  interpretation  of  Bule  75  by  Mr.  Oommissioner  Paine  is  doubly 
valaable  from  the  fact  that  the  rale  was  made  by  him,  and  it  is  there- 
fore to  be  presumed  that  he  was  fully  advised  as  to  its  scope. 

In  the  Saunders  case  Mr.  Oommissioner  Marble  cited  the  Oasser  case 
with  approval,  and  said : 

In  any  event  I  think  that  the  applicant  should  be  required  at  least  to  make  tk  prima 
facie  showing  of  an  invention  complete  in  a  patentable  sense  before  the  date  of  the 
patent  or  publication.  *  *  '  He  should  show  that  he  had  before  that  time  com- 
pleted the  invention  and  disclosed  information  of  the  same  to  others  as  full,  accurate, 
and  exact  as  that  alfntded  by  the  patent  or  publication,  and  also  that  he  has  since 
preeerved  his  right  to  a  patent  by  a  diligent  prosecution  of  the  same. 

So  Ibr  as  I  am  able  to  discover  these  rulings  have  not  been  modified 
by  any  sabseqnent  Oommissioner  and  still  govern  the  practice  of  the 
Office. 

The  question  then  to  be  determined  is  whether  the  affidavit  submit- 
ted by  the  petitioner  complies  with  the  requirements  thus  laid  down. 
It  appears  that  he  has  been  rejected  upon  references  consisting  of  a 
pablicatiou  bearing  date  1887,  and  two  patents,  the  applications  for 
which  were  filed,  respectively,  July  30,  1887,  and  March  5,  1888.  To 
overcome  these  dates  the  affidavit  states  that  the  invention  was  com- 
pleted prior  to  the  yeaf  1884,  and  a  photograph  of  a  sketch  is  produced 
which  is  signed  by  the  petitioner  and  several  witnesses  within  dates 
Fanning  from  January  24  to  April  30,  1883.  Thi^  sketch  appears  to  dis- 
close the  invention  in  controversy,  but  so  far  as  relates  to  the  matters 
claimed  is  unaccompanied  by  any  description.  The  affidavit  also  states 
that  the  invention  thus  shown  was  embodied  in  a  car  constructed  in  the 
yeax  1887,  and  that  other  cars  embodying  it  were  begun  in  the  early 
spring  of  1888,  and  have  been  nsed  since  September  4, 1888.  It  there- 
fore appears,  if  it  be  conceded  that  the  drawing  discloses  the  invention, 
and  of  this  there  seems  to  be  no  doubt,  that  in  1883  petitioner  had  a  con- 
ception of  the  invention,  bat  that  there  was  no  complete  reduction  to 
practice  of  the  same  until  after  the  dates  of  the  references.  The  inven- 
tion in  controversy  therefore  cannot  be  said  to  have  been  completed 
before  snch  reference  dates.  If  the  petitioner  is  entitled  to  his  patent 
in  the  face  of  the  disclosure  of  the  references,  it  must  therefore  appear, 
as  was  stated  by  Mr.  Commissioner  Paine,  that  he  has  connected  his  prior 
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couception  by  dae  diligeuoe  with  his  sabaeqaent  redaction  to  practice* 
Sach  diligence  has  not  been  shown.  It  is  true  that  petitioner  avers  he 
has  used  ^<  every  diligence  possible  in  putting  the  invention  into  use ;  ^ 
but  a  mere  statement  of  this  character  unaccompanied  by  p.ny  facts 
which  tend  to  show  such  diligence  is  not  a  sufficient  compliance  with 
the  rule  as  interpreted  by  the  OfELce.  To  this  extent  then  the  Examiner 
is  right  in  refusing  to  accept  the  affidavit  as  sufficient  to  overcome  the 
force  of  the  references.  Petitioner,  however,  may  be  given-  such  oppor 
tuuity  as  he  desires  to  complete  the  necessary  showing. 

The  case  is  therefore  returned  to  the  Primary  Examiner  for  siction  iu 
accordance  with  this  decision. 


Ex  Parte  MagLat. 

Dedded  October  31,  1889. 

49  O.  G.,  1043. 

PuBuo  Use  OcouRRiyo  bbtwecn  the  Time  of  Fiuno  ax  Application  by  Joint 
Inventors  which  Resulted  in  a  Patent  and  the  Date  of  a  Later 
Application  Filed  bt  one  of  said  Joint  Inventors  Separatrly,  a  Bar 
to  a  Patent  on  the  Sole  Application.. 

Where  a  patent  had  been  issaed  to  Joint  iaventoni  and  more  than  two  >ear8  of 
public  ase  had  occurred  before  the  filing  of  a  separate  application  by  one  of  the 
joint  inventors,  and  the  applicant  in  the  separate  application  claimed  to  be  the 
sole  inventor  of  the  djsvice  claimed  in  the  Joint  patent,  Held  that  said  pnblio  use 
was  a  bar  to  his  obtaining  a  patent  on  his  sole  application. 

On  Petition. 

amaloamating-machines. 

Application  of  James  D.  MacLay  filed  November  23,  1887,  No. 
255,99L 

Mr.  W.  X.  titevena  for  the  applicaut. 

Mitchell,  Commissioner : 

This  case  comes  ap  od  petition  for  rehearing  on  the  spx>and  that  the 
former  Assistant  Commissioner  erred  in  a  matter  of  law,  as  hereinafter 
l)ointed  ont,  in  his  decision  rendered  June  26,  18S8.  The  petition  upon 
which  this  decision  was  made  is  substantially  as  follows: 

Petitioner  states  that  his  application  was  filed  for  the  sole  purpose  of 
interference  proceedings  with  Patent  No.  371,031,  issued  October  4, 
1887,  to  D.  Gatder  and  J.  D.  MacLay  as  joint  inventors;  that  he  is  the 
same  MacLay  referred  to  in  said  Letters  Patent ;  and  that  he  is  the  sole 
inventor  in  that  case,  and  that  said  Calder  therein  named  as  a  joint  in- 
ventor with  himself  did  not  invent  any  part  of  the  amalgamator  therein 
claimed ;  that  an  agreement  existed  between  said  Oalder  and  himself 
whereby  Calder  was  to  receive  a  portion  of  the  profits  to  be  made  in 


DECISIONS  OF  THE   COMMISSIONER   OF  PATENTS.  221 

working  the  invention,  on  certain  oonditiooa,  of  which  Calder  has  never 
fulfilled  his  part,  bnt  that  there  never  wae  any  agreement  wherel>y  Cal- 
der was  to  be  joint  owner  of  the  patent  or  any  part  thereof,  that  be  is 
a  praottoal  miner  and  has  been  for  many  years  experimenting  ou  this 
invention,  and  that  he  has  lately  perfected  it  and  pnt  it  into  pnblic  usOi 
while  Galder  has  done  nothing  to  give  the  pnblic  or  any  one  else  the 
benefit  of  it,  and  that  while  snch  public  nse  doe^  not  date  back  two 
years  prior  to  the  original  application,  it  does  date  back  more  than  two 
years  prior  to  this  sapplemental  application ;  and  he  requests  that — 

the  dftte  of  ibis  ftpplicatioD  msy,  for  the  parpoaes  of  iDterference  and  any  legal  pro- 
eeedinge  which  msy  follow,  be  fixed  at  April  22,  18S6,  which  is  one  day  later  thau  tlie 
original  application. 

This  petition  was  denied  on  the  ground  that  two  years'  public  use  had 
intervened  prior  to  the  last  application. 

The  present  petition  alleges  that  the  Assistant  Oommissioner  erred 
in  deciding  that  two  years'  pnblic  nse  should  be  computed  with  refer- 
ence to  the  date  of  the  second  application.  The  Assistant  Commis- 
sioner recommended  as  the  only  remedy  an  appeal  to  Congress  to  pass 
a  special  bill  for  the  relief  of  applicant.  It  appears  that  such  an  appeal 
was  made  late  at  the  last  session  of  Congress,  but  was  never  reached 
for  action. 

Petitioner  states  that  he  has  lately  discovered  numerous  court  de* 
cisions  adverse  to  the  decision  of  the  Assistant  Commissioner.  These 
decisions,  however,  are  not  in  point,  for  in  all  of  them  the  second  appli- 
cation was  filed  by  the  same  person  who  filed  the  first  application.  It 
is  well  settled  that  the  same  applicant  may  file  a  second  application  for 
the  same  invention,  and  the  two  will  be  considered  continuous,  when 
there  is  nothing  to  indicate  the  abandonment  of  the  first  application, 
and  the  period  of  two  years  within  which  the  invention  could  be  pub* 
licly  used  without  invalidating  a  patent  granted  upon  the  second  appli- 
cation is  the  period  immediately  preceding  the  date  of  the  first  appli- 
cation. (Ood/rey  v.  Eames,  1  Wall.,  3L7 ;  Smith  v.  Qoodyear  DentalVul- 
canite  Oo.^  93  U.  S.,  486 ;  Oraham  v.  Geneva  Lake  Crawford  Manufacture 
ing  Co.y  II  Fed.  Rep.,  138;  International  Tooth  Grown  Co.  v.  Richmond^ 
30  Fed.  Bep.,  775.)    But  that  is  not  this  case. 

It  was  decided  in  Kohler  v.  Kohler  and  ChamberBj  (43  O.  6.,  247,)  by 
Mr.  Commissioner  Hall,  that: 

All  applicant  is  not  estopped  by  reason  of  his  oath  filed  with  a  Joint  applioatiou 
from  asserting  his  rights  a^  iM>ie  inventor,  n>ir  should  he  be  denied  a  patent  on  acconn  t 
of  having  made  an  error  or  mistake  in  the  matter  of  Joint  ownership. 

The  theory  upon  which  the  above-cited  case  was  decided  is  that  an 
invention  alleged  to  be  miule  by  two  persons  jointly  is  one  thing  and  an 
invention  by  one  of  those  persons  alone  is  another.  The  inventions  are 
to  be  considered  as  if  made  by  two  ditfereut  persons,  the  two  joint  Jn- 
ventors  constituting  one  entity  on  the  one  hand,  and  one  of  them  alone 
the  second  entity  on  the  other  hand. 
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The  case  of  M^ad  v.  Brovmj  (48  0. 6.,  397,  ante  173,)  was  deoided  ap6i» 
the  same,  principle. 

FollowiDg  the  principles  of  these  two  canes  the  coDclasion  mast  be 
that  the  application  of  the  sole  inventor  is  to  be  pot  upon  the  same 
footing  as  an  application  filed  by  any  person  who  is  not  oxie  of  two  joint 
applicants,  and  mast  be  considered  sabject  to  the  bar  of  public  use  in 
like  manner.  Such  being  the  case,  it  must  be  held  that  there  was  no 
error  in  the  decision  of  the  Assistant  Oommissioner  in  denying  the 
former  petition  on  the  ground  that  pablic  use  had  intervened  between 
the  filing  of  the  two  applications. 

See,  alsd,  ex  parte  Bareaioux^  (G.  D.,  1876, 109,)  in  which  case  it  was- 
held  that— r 

Where  a  patent  has  been  issned  to  Joint  inventon  and  more  than  two  years  have 
elapsed  since  the  issue  of  suoh  patent  and  the  filing  by  one  of  the  Joint  inventors  of 
a  separate  appUcation  .for  a  patent,  and  claiming  to  be  the  sole  inventor  of  the  device 
claimed  and  descril)ed  in  the  joint  patent,  that  the  public  nse  and  sale  of  such  in- 
vention by  the  Joint  patentee  with  the  knowledge  and  consent  of  the  alleged  sole  in- 
ventor, will  preclude  him  from  obtaining  a  patent  upon  his  sole  application. 

See,  also,  opinion  of  Attorney -General  (16  Op.  Att'y  Gen'l,  117)  in 
case  of  ex  parte  Barealoux^  James j  and  Lyorij  where  it  was  held  that  a 
patent  issued  to  joint  applicants  for  an  invention  made  by  one  of  them, 
is  absolutely  void^  and  when  once  issued  it  can  not  be  rendered  valid 
by  any  act  of  the  parties  or  of  the  Patent  Office.  Devens,  Attorney- 
General,  said  in  that  ease : 

The  parties  interested  maj  file  a  new  application,  which,  if  seasonably  done,  can 
be  made  the  basis  for  the  issue  of  a  new  patent ;  but  such  new  patent  will  not  retroact 
by  way  of  confirmation  of  the  original. 

It  is  true  that  there  is  a  difiference  between  the  Barsaloux  case  and 
the  present  one.  In  the  former,  two  years  had  elapsed  between  the 
date  of  granting  the  joint  patent  and  the  filing  of  Barsaloux's  new  appli- 
cation, while  in  the  present  case  two  years  had  not  passed  after  the  date 
of  grantii^  the  joint  patent  and  before  the  filing  of  the  new  application  • 
but  more  than  two  years  of  public  use  had  occurred  before  the  date  of 
the  later  application.  It  seems  to  me  that  this  difference  is  iminaterial. 
The  two  applications  must  be  considered  as  entirely  distinct,  and  con- 
sequently more  than  two  years*  public  use  prior  to  the  filing  of  the- 
second  application  must  be  held  a  bar  to  applicant's  obtaining  a  patent 
thereon. 

Again,  it  is  alleged  that  applicant  filed  the  present  application  the 
instant  he  knew  of  the  error,  while  in  the  Barsaloux  case  it  did  not  ap- 
pear that  proceedings  for  a  separate  application  for  a  patent  were  in- 
stituted immediately  upon  the  discovery  of  the  error  or  mistake.  This, 
however,  can  make  no  difference  in  the  view  of  the  case  as  above  taken, 
the  two  applications  being  considered  as  made  by  two  different  and 
distinct  persons.  Digitized  by  Goi,  ^_ , 

The  petition  for  a  rehearing  is  denied. 
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Ex  PARTE  FUNSTON. 

Decided  November  I,  lbb9. 

49  O.  6.,  1044. 

1.  Assignee  of  Undivided  Part  of  Invention  within  and  for  a  Specified 

Portion  of  the  United  States  not  an  Assignee  Entitled  to  Join  in 
the  Prosecution  of  an  Application  within  the  Meaning  of  Rule  6. 
An  aaBignee  of  an  nndiTided  part  of  an  invention  within  and  throngboat  a 
speeified  part  of  the  United  States  is  not  snch  an  assignee  of  an  **  undivided 
part  of  an  invention"  as  Rnle  6  requires  to  enable  him  to  Join  in  the  proaeention 
of  an  application  which  the  inventor  had,  without  consent  of  said  assignee^ 
abandoned  in  a  written  declaration. 

2.  Same— Rule  211. 

Such  assignee  does  not  come  within  the  definition  of  an  assignee  as  laid  down 
in  Rnle  211,  paragraph  1. 

3.  Same— Not  Pouct  to  Allow  any  one  but  Assignee  of  Undivided  Part  of 

the  Entire  Invention  to  Prosecute  Appucation. 

It  would  not  be  policy  to  allow  any  one  but  an  assignee  who  is  the  owner  of 
an  undivided  part  of  the  entire  invention  to  prosecute  an  application,  owing  to- 
great  confusion  that  would  necessarily  result. 

Bequest  or  rehearing  in  the  matter  of  the  petition  of  John  A.  Fun- 
ston,  territorial  assignee  of  an  undivided  one-half  interest  in  and  to  cer- 
tain inventions  and  applications  of  David  Savage,  Serial  Voh.  226^692 
and  242,905,  filed  February  5,  1887,  and  June  23, 1887,  respectively^ 
praying  to  be  allowed  representation  in  the  prosecution  of  said  applica- 
tions before  the  Patent  Office. 

Mitchell,  Commissioner : 

This  case  comes  up  on  petition  for  rehearing  in  behalf  of  Fnnstou. 

The  original  petition  was  decided  by  Mr.  Commissioner  Hall  adversely 
to  petitioner. 

The  facts  of  record  in  this  case  are  as  follows : 

David  Savage  filed  the  above-mentioned  applications  for  patent  for 
washing  machines  through  his  attorneys,  G.  A.  Snow  &  Co.  He  sub- 
sequently and  for  valuable  consideration  assigned  to  John  A.Fuuston, 
the  petitioner  in  this  case,  an  undivided  one-half  interest  in  and  to  said 
inventions  and  applications  and  any  patents  that  may  issue  thereon,  ex- 
cept for  the  States  of  New  Jersey,  Rhode  Island,  Maryland,  Virginia, 
and  Ohio.  These  assignments  were  duly  recorded  in  the  Patent  Office. 
Several  patents  were  cited  as  anticipating  Savage's  alleged  inventions 
and  his  applications  were  rejected.  He  thereupon  executed  and  filed  in 
this  Office  a  paper,  of  which  the  following  is  a  copy  : 

To  THE  HONORABLE  COMMISSIONER  OF  PATENTS, 

H'ashingtoH,  D.  C, 
Sir  :  In  the  matter  ef  my  applicatiousfor  Letters  Patent  on  iniprovemeuts  in  wask- 
iBg-niacbiiies,  filed,  one  February  5,  lriH7,  Serial  No.  226,692,  and  the  other  about  June, 
1887,  Seridl  No.  242,905,  and  in  which  cases  C.  A.  Snow  &  Co..  of  Washington,  D.  C, 
are  acting  as  my  attorneys,  and  in  view  of  a  patent,  No.  380,445,  having  been  granted 
to  C.  &  J.  W.  Mears  for  a  similar  device  embodying  my  invt»ntions  in  snch  applica- 


224  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS. 

tioos,  I  hereby  authorize  yon  to  ftod  direct  that  said  applications  be  canceled,  and 
they  are  hereby  abandoned  and  priority  of  invention  is  hereby  conceded  to  said  C.  Sl 
J.W.Meacs. 
The  power  of  attorney  given  in  each  caee  is  also  hereby  canceled  and  revoked. 
Very  respectfnllyy 

David  Savaob,  AppUoant, 
Witnesees : 

D.  W.  KrrcHBN, 

C.  MBAR8. 

Cha8.  E.  Babbbr,  €(/  Cown$6L 
Harrisbnrg,  Pa.,  May  29,  1888. 

The  matter  came  before  Assistaot  Oommissioner  Yanee,  who  held  that 
ander  Bale  171  the  applications  could  not  be  abandoned  in  a  written 
declaration  without  the  consent  and  couonrrenee  of  Funston,  the  as- 
signee. Upon  this  decision  Mr.  Oommissioner  Hall  made  an  indorse* 
ment  to  the  effect  that  it  should  not  be  construed  to  restore  the  former 
attorneys,  Messrs.  0.  A.  Snow  &  Go.,  to  these  cases,  and  that  the  Office 
wpuld  take  no  action  relative  to  them  unless  directed  by  applicant,  Sav- 
age, or  bis  duly-authorized  attorneys.  It  was  in  relation  to  this  indorse- 
ment that  the  petition  referred  to  was  brought  before  Mr.  Commissioner 
Hall,  in  which  Ffinston  asked  that  he  be  allowed  to  join  with  Savage 
in  the  prosecution  of  the  latter's  applications  in  this  Office.  His  reason 
for  the  request  was  that  Savage  had  already  attempted  to  abandon  his 
cases  to  Fnnston's  injury,  and  that  if  Savage  were  allowed  the  sole 
prosecution  of  his  applications  he  would  permit  them  to  become  aban- 
doned by  inaction  and  lapse  of  time. 

Mr.  Commissioner  Hall  denied  the  petition  on  the  ground  that  Fun- 
ston  was  not  such  an  assignee  of  an  undivided  part  of  an  invention  as 
that  contemplated  in  Bule  6,  and  even  if  he  were  made  such  an  assignee 
as  would  be  allowed  to  join  in  the  prosecution  of  the  jases,  that  fact 
alone  would  not  prevent  an  abandonment  of  the  applications ;  that  the 
rule  contemplates  the  concurrence  of  the  parties,  and  whenever  they 
disagree  as  to  what  line  of  action  shall  be  taken  the  case  is  necessarily 
suspended  until  they  shall  again  act  in  unison ;  that  since  the  only  ob- 
ject of  the  petitioner  is  to  be  admitted  into  the  joint  prosecution  of  these 
applications,  under  the  mistaken  apprehension  that  he  may  by  that 
means  save  them  from  abandonment,  and  that  since  to  thus  admit  him 
would  not  only  be  without  benefit  to  himself,  but  would  be  in  entire  dis- 
regard of  the  rule  and  would  subserve  no  useful  purpose,  the  petition 
must  be  denied. 

Considerable  discussion  has  been  indulged  in  as  to  what  constitutes 
an  assignee  and  the  meaning  of  the  word  in  the  different  rules,  and 
Funston  insists  that  he  is  such  an  assignee  as  could  maintain  suit  for 
infringement  of  his  patent  right  if  a  patent  had  been  granted  to  Savage, 
and  that  consequently  he  should  be  allowed  to  prosecute  jointly  with 
Savage.  Reflection, upon  this  point  in  the  case  must  make  it  clear  that 
it  would  not  be  policy  to  allow  any  one  but  an  assignee  wjho  is  the  owner 
of  an  undivided  part  of  the  entire  invention  to  prosecutie  an  application, 
owing  to  the  great  conftision  that  would  necessarily  result ;  for  if  it  should 
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tion  within  and  throaghoht  80ine  specified  part  of  the  United  States 
could  proseoate  an  application,  where  ooald  the  line  ever  be  drawn  with 
certainty.  An  inventor  might  assign  an  nndivided  half  of  his  invention 
to  a  different  person  in  each  of  the  different  States,  each  one  of  whom 
would  be  snoh  an  assignee  as  woald,  upon  the  constrnction  pnt  apon 
Bole  6  by  Fnnston's  attorneys,  be  entitled  to  prosecate  an  application. 
Such  a  state  of  afliEurs  was  not  contemplated  or  intended  to  be  brought 
about  by  the  framers  of  Rule  6.  But  the  attorneys  for  Panston  cite  in 
support  of  their  position  the  following  passage  from  the  opinion  in  Lit- 
Uefield  V.  Perrgy  (21  Wall.,  206,  at  page  219 :) 

This  power  of  M9ignment  has  been  so  coniitrned  by  the  coiirto  as  to  confine  it  to 
the  trsntfer  of  an  entire  patent,  an  nndivideil  part  thereof,  ojr  the  entire  interest  of 
the  patentee  or  Dndivided  part  thereof  within  and  thronghont  a  certain  8pecifie<l  por- 
tion of  the  United  States.  One  holding  each  an  assignment  is  an  assignee  within  the 
meaning  of  the  statute,  and  may  prosecate  in  the  circuit  conrt  any  action  that  may  be 
neoessary  for  the  protection  of  his  rights  under  the  patent. 

On  the  strength  of  the  above  citation  they  insist  that  Fnnstou  is  an 
^Msignee  of  an  undivided  part  **  within  and  throughout  a  certain  speci- 
fied portion  of  the  United  States,^  and  that  he  ought  to  be  recognized 
as  an  assignee.  One  trouble  with  this  argument  certainly  is  that  Rule 
6  only  concedes  rights  of  prosecution  to  assignees  of  an  '^  undivided 
part  of  an  invention  " — ^that  is,  of  the  entire  invention — and  not  to  the 
assignee  of  an  undivided  part  ^^  within  and  throughout  a  certain  speci- 
fied portion  of  the  United  States."  This  interpretation  of  the  rule  dis- 
poses of  the  claim  of  right  based  upon  the  case  of  LittUfield  v.  P^ry^ 
and  renders  no  further  consideration  necessary.  The  true  construction 
of  the  rule  dearly  re-enforces  the  argument  from  inconvenience  already 
alluded  to.  Funston  is  not  an  assignee  of  an  '*  undivided  part  of  an 
invention,"  as  Bnle  6  requires,  nor  does  he  come  within  the  definition  of 
an  assignee  as  laid  down  in  Rule  21 L,  paragraph  1. 

There  is  no  error  in  the  decision  complained  of,  and  the  petition  for 
rehearing  must  be  denied. 


Ex  PABTB  OBLLULOID  MANUPAOTUBING   COMPANY. 

Decided  November  4.  18B9. 

49  0. 6.,  1045. 

Tbads-Marx— UsB  ov  Word  '*  Cblluloid  "  (Reoistsrbd  as  a  Trade-Mark)  bt 

TBB  PATBMT  OFVICT  AS  A  DBBCRIFTIVB  TkRM. 

The  fact  that  the  word  *''Cellnloid"  has  been  both  registered  and  snAtained  as  a 
Trade-Mark  does  not  prevent  any  private  individual  or  public  official  from  em- 
ploying that  word  in  any  other  connection  or  relation  than  as  a  Trade-Mark, 
and  there  is  no  legal  or  sufficient  reason  why  the  Patent  Office  may  not  use  the 
word  in  the  same  way  as  a  private  individual,  so  long  as  it  is  not  employed  as  a 
Trade-Mark. 

Ik  thb  matter  of  the  petition  of  the  Celluloid  Manufacturing  Com- 
pany for  the  discontinuance  by  the  Patent  Office  of  the  use  of  the  word 
^^  Celluloid"  as  a  descriptive  torm. 
aui6  PAT 15 
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Mitchell,  Commissioner : 

This  is  a  petition  ou  behalf  of  the  Celluloid  Manufacturing  Company 
requesting  that  the  use  of  the  word  *<  celluloid  "  as  the  desiguation  of  a 
sub-class  of  inventions  be  discontinued*  by  the  Patent  Office. 

The  petitioner  states  that  the  word  ^^  celluloid  "  has  been  registered 
in  the  Patent  Office  in  pursuance  of  law  by  the  Celluloid  Manufacturing 
Company,  and  a  due  and  formal  certificate  of  registration,  No.  9,971, 
dated  January  33,  1883,  issued  and  delivered,  whereby  an  exclusive 
right  to  use  the  said  word  as  a  Trade-Mark  has  been  created  ;  that  by 
making  such  registration  the  Patent  Office  has  decided  that  the  word- 
<' celluloid "  can  not  be  lawfully  used  in  a  descriptive  sense;  that  it  has 
been  decided  by  the  United  States  Circuit  Court,  District  of  New  Jer- 
sey, in  the  case  of  Celluloid  Manufacturing  Co.  v.  CelUmite  Manufactur- 
ing Co.^  (32  Fed.  Bep.,  94,)  that  petitioner  is  entitled  to  the  exclusive- 
use  of  the  word  ^^  celluloid  "  as  a  Trade-Mark ;  that  this  word  is  only 
one  of  the  many  names  given  to  the  pyroxyliue  compounds,  of  whiph* 
celluloid  is  an  example ;  that  the  use  by  the  Patent  Office  of  the  word- 
as  the  name  of  a  sub-class  of  inventions  necessarily  tends  to  create  the 
•impression  that  it  is  publUn  juris  and  not  a  Trade-Mark,  and  is  preju- 
dicial to  the  interests  of  the  Celluloid  Manufacturing  Company,  because- 
it  gives  rise  to  misconception  as  to  the  legal  rights  of  said  company. 

It  is  tol>e  assumed  that  petitioner  has  the  exclusive  right  to  use  the 
word  ^'  celluloid  "  as  a  Trade- Mark.  That  right  has  been  established  by 
the  case  referred  to  by  the  petitioner,  and  it  is  the  undoubted  duty  of 
the  Patent  Office  to  take  cognizance  thereof  and  act  accordingly.  The 
fact,  however,  that  the  word  <^  celluloid  "  has  been  both  registered  and 
sustained  as  a  Trade-Mark  does  not  prevent  any  private  individual  or 
public  official  from  employing  that  word  in  any  other  connection  or 
relation  than  as  a  Trade-Mark. 

The  Patent  Office  uses  the  word  in  its  popular  sense,  just  as  it  is  com- 
monly employed  by  those  who  are  not  connected  with  the  trade,  and  as 
it  is  used  in  Webster's  Dictionary,  where  it  is  defined  as  follows: 

A  oompouud  manafaotured  from  several  ingredients,  chief  among  them  gan-cotton 
and  camphor,  in  imitation  of  coral,  ivory,  tortoise-shell,  amber,  malachite,  and  the 

like. 

Possibly  the  petitioner  is  right  in  maintaining  that  the  term  "pyroxy- 
line  compounds"  would  answer  as  a  general  term  In  the  classification 
adopted  by  the  Patent  i  office.  I  am  not  entirely  clear  upon  that  sub- 
ject, however.  Whether  such  is  the  case  or  not,  there  seems  to  be  no 
legal  or  sufficient  reason  why  the  Office  may  not  use  the  word  •'cellu- 
oid  "  in  the  same  way  as  a  private  individual,  so  long  as  it  is  not  em- 
ployed as  a  Trade-Mark,  and  certainly  it  is  not  claimed  that  its  employ- 
ment in  connection  with  Office  classification  invades  the  rights  of  the 
petitioner  by  an  appropriation  of  his  Trade-Mark  property  in  connection 
with  articles  of  manufacture  or  sale.  nii7Pr!hvQoOQ! 

It  is  urged  by  the  petitioner  that  the  Patent  Offiije  by  registering 
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the  Trade-Mark  has  decided  that  the  word  ''  cellaloid^  can  not  be  law- 
folly  ased  in  a  descriptive  sense.  I  am  nnable  to  accept  this  view  as 
soand,  if  it  Is  intended  to  imply  that  the  Office  has,  by  registering  tiie 
mark,  condemned  its  own  cqnrse  in  using  the  word  not  as  a  Tra(ie-Markr 
When  words  which  are  first  applied  arbitrarily  as  Trade-Marks  come 
to  be  capable  of  employment  descriptively  in  common  speech,  I  am 
aware  of  no  law  that  forbids  snch  use  of  them. 

It  results  that  the  word  *^  celluloid"  should  not  be  stricken  out  of  the 
present  printed  classification  of  the  subjects  of  invention  adopted  by 
fbe  Patent  Office.  It  is  directed,  however,  that  when  a  new  edition 
shall  be  printed  the  question  be  considered  whether  the  Office  ought 
not  to  be  influenced,  in  determining  upon  its  future  classification,  by 
other  considerations  than  the  naked  one  of  legal  right. 

Until  further  order  the  petition  must  be  denied. 


Ex  PARTE  HOGEBS. 

Deoided  November  16,  1S89. 

49  O.  G.,  1361. 

1.  PBTmON  FROM  ACTIOK  OF  EXAMUfBR  DkCUNIKG  TO  CON8n>BR  CLAIMS  ON  TRKIlt 

Merits— RxviSED  Statutbs,  Section  4893. 

Where  the  Elsminer  declined  to  cooeidez  the  merito  of  oerUin  definitely-st  <  t,  -i 
datiDB  for  an  article  of  manufactare  for  the  reason  that,  in  his  opinion,  said  claims 
failed  to  point  oat  any  qualities  in  the  thing  claimed  which  could  legitimately  be 
considered  in  connection  with  the  patentability  of  an  article  of  manufacture,  a 
petition  on  behalf  of  applicant  praying  that  the  Examiner  be  directed  to  make 
the  examination  required  by  the  statute,  allowing  or  rejecting  said  claims,  Vas 
granted. 

2.  RXQUIBBMENT  OF  AMENDMENT  A8  CONDITION  PrsGBDKKT  TO  EXAMINATION. 

No  requirement  of  amendment  insisted  upon  as  a  condition  precedent  to  further 
examination  can  be  either  legal  or  permissible  wbich  tends  iu  the  minutest  de- 
gree to  prevent  the  applicant  ft'om  obtaining  a  full  iny^tigation  of  his  rights  on 
appeal. 

On  Petition. 

.BfANUFACTUAB  OF  WOOD-8CBKW8. 

Application  of  Charles  I).  Rogers,  filed  June  21, 1888,  No.  277,776. 

MessTi.  Remington  dt  Henthorn  and  Mr.  W.  W.  Swan  for  the  applicaut. 

JUitghell,  Commissioner : 

In  this  case  petitioner  avers  that,  being  the  original  and  first  inventor 
of  an  improvement  in  the  manufacture  of  wood-screws,  he  made  appli- 
cation for  a  patent  therefor  and  in  all  respects  complied  with  the  statute 
relating  to  the' method  of  obtaining  Letters  Patent.  The  petition  states, 
among  other  things*  that  the  applicant  "particularly  pointed  out  the 
part  or  improvement  which  he  claims  as  his  invention,"  and  complains 
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that  the  Primary  Examiner  in  a  commuuication  addressed  to  the  peti- 
tioner, after  stating  that  claim  1  was  rejected  for  reasonn  given,  added: 

The  Examinei  deolines  to  coDnider  the  merits  of  olaim8  2,  3,  and  4,  which  purport 
to  coyer  a  screw  as  an  article  of  niauafactnre,  for  the  reason  that  said  claims  fail  to 
point  ont  any  qualities  in  the  thing  claimed  which  can  let^itimntely  be  considered  in 
connection  with  the  pat-entability  of  an  article  of  manufacture.    «    •     * 

It  would  8e4>m,  therefore,  that  claims  2,  3,  and  4  fail  to  present  anything  that  may 
properly  be  considered  as  marking  a  pateiitable  article  of  manufacture,  and  exami- 
nation uf  such  claims  is  therefore  rendered  impossible  and  is  refused.  A  second  re- 
jectiou  of  claim  1  cannot  be  had  until  the  above  objections  as  to  claims  2,  3,  and  4 
are  disposed  of. 

The  petition  further  avers  that  the  Examiner  in  thus  refusing  to  con- 
sider the  merits  of  claims  2, 3,  and  4  has  failed  to  make  an  examination 
as  required  by  the  statute,  and  prays  that  the  Examiner  may  be  directed 
to  make  nnch  an  examination,  allowing  or  r^eoting  the  claims  referred 
to. 

To  this  pi'tition  the  Primary  Examiner  answers  that  he  has  made  but 
one  action  in  the  cane,  but  that  he  is  ready  to  waive  a  second  action. 

In  disposing  of  this  case  it  is  proper  for  me  to  say  in  the  first  place 
that  if  the  Examiner  had  not  announced  his  willingness  to  waive  the 
second  action  I  should  have  deemed  it  my  duty  to  dismiss  the  petition 
for  the  sufficient  reason  that  on  the  one  hand  the  Examiner  is  entitled 
to  the  full  opportunity  for  a  deliberate  second  action,  conferred  upon 
him  by  the  rules,  and  on  the  other  hand  the  Commissioner  cannot 
properly  be  called  upon  to  pass  ni>on  questions  by  way  of  petitioa  which 
]>erbaps  might  never  come  before  him  if  the  Examiner  were  given  the 
opportunity  for  the  full  consideration  which  the  rules  unmistakably  per- 
mit and  require. 

In  su]>port  of  the  petition  an  elaborate  argument  has  been  presented, 
discussing  exhaustively  the  powers  and  duties  of  the  various  officers 
and  tribunals  of  the  Patent  Office.  The  following  brief  passage  may 
l)e  quoted  as  concisely  presenting  the  gist  and  trend  of  the  whole  argo- 
meut : 

He  [tiie  applicant]  has  a  rif^ht  to  persist  in  his  claim,  whatever  it  may  bo,  or  to 
alter  It  if  lie  tbiulca  fit.  If  he  decides  to  persist  in  his  claim,  he  has  a  course  marked 
out  for  him  to  secure  his  claim  if  he  can,  and  no  Examiner  has  a  right  to  foree  npon 
liiiii  an  alteration  of  his  claim  as  a  condition  to  an  examination. 

The  Examiner,  like  the  Commissioner,  acts  in  two  capacities.  He  is 
the  agent  and  representative  of  his  superior  officer  for  the  purpose  of 
disi'bnr^i  iig  those  duties  which  devolve  upon  him  of  an  executive  nature. 
He  is  the  agent  and  representative  of  the  law  for  the  purpose  of  dis- 
eluirgiii^  those  quasi-judicial  functions  which  the  statutes  directly  or 
by  necessary  implication  assign  to  him.  In  the  former  capacity  his 
dnries,  so  far  as  they  relate  to  applications  and  so  far  as  the  correspond- 
ing functions  have  not  been  discharged  before  the  application  reaches 
LIll,  involve  a  critical  inspection  for  the  purpose  of  ascertaining  whether 
the  apphcants  have  complied  with  the  statutory  requisites.    In  the  lat- 
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ter  capacity  he  makes  an  '^examiuatiou  of  the  alleged  new  invention  or 
discovery "  for  the  purpose  of  ascertaining  whether  ^Hhe  claimant  is 
jQStly  entitled  to  a  patent  nnder  the  law/'  (B.  S.,  Sec.  4893.) 

The  ezeoative  action  of  the  Examiner  is  controlled  by  the  Commis- 
sioner for  the  most  part,  so  far  as  it  relates  to  applications,  through  in- 
terlocutory appeals  in  the  form  of  petitions  complaining  of  the  Examiner's 
action  or  inaction.  The  judicial  discretion  of  the  Examiner  is  controlled 
so  far  as  relates  directly  to  examinations  and  so  far  as  the  law  author- 
ises snch  control  by  means  of  appeals  from  the  Examiners-iuOhief,  to 
whom  in  like  manner  appeals  lie  from  the  Examiner,  an  appeal  also  lying 
ia  ex  parU  cases  from  the  Commissioner  to  the  Supreme  Court  of  tbe 
District.  I  recognize,  of  courae,  within  limits,  the  doctrine  applicable 
to  exceptional  cases  laid  down  in  ex  parte  Hull^  (C.  D.,  1869,  08;)  ex 
parte  Hullj  (C.  D.,  1876,  15;)  Hull  v.  ConmUnioner  of  PatenU^  (7  O.  G., 
559;)  same  cases  on  rehearing,  (8  0. 6.,  46;)  ex  parte  Stnootj  (G.  D., 
1877,  51,)  but  do  not  deem  it  necess»ary  to  discuss  that  matter  here. 

The  precise  question  presented  by  tbe  argument  of  the  applicant  is 
whether  the  law  permits  any  criticism  whatever  of  the  claim  by  the 
Commissioner,  through  the  Examiner  acting  in  his  executive  capacityi 
in  advance  of  or  collateral  to  the  examination  which  the  latter  makes 
in  his  quasi-judicial  capacity.  The  petitioner  in-sists  that  the  <<  examin- 
ation of  the  alleged  new  invention  or  discovery  "  includes  the  inspec- 
tion of  the  application  with  reference  to  the  question  whether  or  not 
it  contains  the  statutory  requisite  as  to  the  framing  of  the  claim,  and 
that  all  objections  on  the  part  of  the  Examiner  to  the  claim,  whether 
the  latter  is  intelligibly  framed  or  otherwise,  should  take  the  form  of 
rejections  from  which  an  appeal  may  be  taken  to  the  Examiners-iu- 
Chief  by  any  u]>plicant  who  may  think  himself  i^grieved  by  the  decis- 
ion. 

Sections  4888  to  4893  of  the  Revised  Statutes  set  forth  the  statutory 
requisites  of  the  application,  ^inscription,  claim,  and  drawings,  model, 
or  specimens,  when  required,  and  oath,  which  go  to  make  up  what  is 
termed  the  ^^  completed  application/'  It  is  not  claimed  by  the  peti- 
tioner that  it  would  be  unlawful  for  au  RKatuiner  to  decline  to  make  an 
examination  nntil  the  o.ith  ia  due  form  should  be  furnished,  nor  tli.it 
the  examination  may  be  demanded  before  a  drawing  is  supplied,  in 
cases  which  admit  of  illustration  by  drawinq;.  He  does  maintain,  how- 
ever, that  the  applicant  li:is  a  right  to  formulate  his  claim  in  any  .lan- 
guage satisfactory  to  himself,  and  that  any  inspection  of  it  by  way  of 
criticism  or  objection  before  examination  or  apart  from  examination  is 
a  violation  of  the  statute  and  a  wrong  to  the  inventor.  If  he  is  right 
the  Examiner  should  accept  the  claim  as  he  finds  it,  and  subject  it  to 
judicial  examination  without  inspection  or  criticism  of  any  kind  what- 
ever; bnt  the  requirement  that  the  applicant  shall  <'  particularly  poiuG 
out  and  distinctly  claim  the  part,  improvement,  or  combination  which 
he  claims  as  his  invention  or  discovery,"  seems  to  be  co-ordinately  im- 
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perative  opon  the  applicant  with  the  reqnirement  that  he  shall  make 
oath  to  his  application  or  that  he  shall  furnish  a  drawing,  if  the  nature 
of  the  case  adroit  of  drawings,  or  that  the  drawing  shall  be  attested  by 
two  witnesses,  flow  can  it  be  said  of  the  several  coordinate  require- 
ments, which  constitute  the  prerequisites  to  obtaining  ft  patent,  tlmt 
some  maybe  considered  as  prerequisites  to  a  judicial  examination  and 
others  can  only  be  insisted  upon  as  a  part  of  a  judicial  examination  t  I 
think  when  the  claim  is  so  unintelligible  as  to  mean  nothing  or. so  in- 
deflnite  as  to  mean  anything  the  law  warrants  a  refusal  to  enter  upon 
the  examination  until  the  claim  is  corr^ted  in  form. 

It  by  no  means  follows,  however,  that  all  so-called  questions  of  form 
are  tiO  be  disposed  of  apart  from  the  examination  provided  for  in  sec- 
tion 4893  Bevised  Statutes.  Upon  the  hearing  of  this  case  I  was  im^ 
pressed  by  the  argutaient  drawn  from  a  comparison  between  certain  sec- 
tions of  the  existing  statutes  and  corresponding  provisions  in  the  stat. 
ute  of  1836.  Section  6  of  the  patent  act  of  1836  evidently  corresponds 
in  subject-matter  with  sections  4886,  4888,  and  4892  of  the  Revised 
Statutes,  and  section  7  of  the  act  of  1836  embraces  the  matters  referred 
to  in  sections  4893  and  4903,  relating  to  the  ordering  of  the  examina- 
tion and  the  issuing  of  the  patent,  if  the  examination  shall  prove  fa. 
vorable  to  applicant.  It  is  particularly  to  be  observed  that  section  6 
of  the  act  of  1836  requires  that  the  applicant  *'  shall  particularly  point 
out  the  part,  improvement,  or  combination  which  he  claims  as  his  own 
invention  or  discovery,"  which  language  is  precisely  the  same  in  legal 
effect  with  the  corresponding  requirement  of  section  4888  of  the  Hevis^ 
(Statutes.  Again,  it  is  to  be  observed  that  section  7  of  the  act  of  1839* 
in  providing  for  ^^an  examination  of  the  alleged  new  invention  or  dis- 
covery," states  that  such  examination  shall  take  place  upon  the  filing 
of  any  ^^such  application"  as  the  statute  had  previously  described, just 
as  section  4893  of  the  Bevised  Statutes  provides  that  the  examination 
shall  supervene  upon  the  filing  of '*  any  such  application  "  as  the  pre- 
ceding provisions  of  the  statute  call  for.  But  section  7  of  the  act  of 
3836,  which  is  less  condensed  in  form  than  the  corresponding  provision 
of  the  Bevised  Statutes,  expressly  provides  that — 

Whenever  oti  audi  examiuation  it  shall  appf^ar  to  the  Commissioner  *  *  '  that 
ike  description  is  defsoHve  and  insuffldent,  he  shall  notify  the  applicant  thei-eof,  giyiag 
biui,  briefly,  such  information  and  references  as  may  be  useful  in  judging  ot  the  pro- 
priety of  renewing  his  application,  or  of  altering  his  speoiflcatioiii  to  embrace- only 
i).At  part  of  the  invention  or  discovery  which  is  new. 

In  view  of  this  recognition  of  the  fact  that  the  inquiry  as  to  whether 
the  description  is  defective  or  insufficient  pertained  to  the  *'  examina- 
tion," it  18  contended  by  the  petitioner  that  the  same  question,  together 
with  the  corresponding  inquiry  as  to  correctness  in  the  form  of  the 
claim,  pertains  to  the  judicial  investigation,  by  (he  Examiner  in  deter- 
mining what  are  commonly  called  the  **  merits,"  subject,  of  course,  to 
the  usual  sippeal  to  the  Examiners  in-Chief.    In  support  of  this  conteu- 
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tioD  applicant  insistB  that  the  revisers  of  the  statate  intended  to  com- 
prehend in  the  lan^age  ^'jnStly  entitled  to  a  patent  under  the  law" 
(sec.  4893)  all  that  is  cofaiprehended  by  the  more  specific  language  of 
the  corresponding  section  of  the  act  of  1836.  If  the  petitioner  is  right 
in  this  view  it  wonld  seem  to  follow  necessarily  that  whatever  right 
may  exist  to  criticise  the  claim  in  point  of  intelligibility  and  deflniteness 
in  advance  of  examination,  that  right  of  criticism  can  not  be  so  far  recog- 
nized as  to  preclude  the  Examiner  from  considering  so-called  questions 
of  form  as  a  part  of  his  examination  upon  the  merits. 

This  line  of  argument  certainly  suggests  the  question,  and  suggests 
it  with  emphasis,  too,  whether,  after  the  claim  has  been  rendered  in- 
telligible and  sufficiently  definite  to  be  appropriate  to  a  pioneer  inven- 
tion, all  ftirther  questions  of  so  called  form  should  not  be  regarded  as 
pertaining  to  that  examination  which  the  statute  directs  the  Oommis- 
siouer  to  make  into  the  alleged  new  invention  or  discovery  in  order  to 
ascertain  if  ^'  the  claimant  is  justly  entitled  to  a  patent  under  the  law;'' 
and  it  suggests,  of  course,  the  further  question  whether  it  is  not  usur- 
pation for  the  Commissioner,  through  the  Examiner,  to  suspend  the 
examination  upon  the  merits  when  the  claim  is  intelligible  and  definite, 
iu  order  to  icompel  the  applicant  to  make  some  amendment  which  the 
Examiner  insists  upon  as  a  condition  precedent  to  examination.  It  also 
suggests  the  further  question  whether,  when  a  claim  has  once  been 
held  to  possess  intelligibility  and  suitable  defiuiteness,  all  further  action 
upon  the  original  or  amended  claim  should  not  be  limited  to  allowances 
or  rejections  or  mere  suggestions  of  amendment  or  modification. 

I  have  stated  these  suggestions  in  an  interrogative  form  intentionally. 
They  are  not  absolutely  necessary  to  the  disposition  of  this  case,  and 
need  not  be  answered  either  affirmatively  or  negatively  in  connection 
with  this  decision. 

The  following  sections  of  the  Bevised  Statutes,  as  well  as  others  that 
might  be  cited,  certainly  have  a  bearing  upon  the  subject : 

Sec,  4909.  Eveiy  applioaot  for  a  patent  or  for  the  reissue  of  a  patent,  any  of  the 
claims  of  which  have  been  twice  rejected,  and  every  party  to  an  interference,  may 
appeal  Irom  the  decision  of  the  Primary  Examiner,  or  of  the  Examiner  in  oharge  of 
interferences  in  snob  case,  to  the  Board  of  Examiners-in-Chief,  baring  once  paid  the 
fee  for  snob  appeal. 

Sec.  4910.  If  snob  party  is  dissatisfied  with  the  decision  of  the  Examiners- in-Chief 
be  may,  on  payment  of  the  fee  prescribed,  appeal  to  the  Commissioner  in  person. 

Skc.  4911.  If  snch  party,  except  a  party  to  an  interference,  is  dissatisfied  with  the 
decision  of  the  Commissioner,  be  may  appeal  to  the  Supreme  Court  of  the  District  of 
Columbia,  sitting  iu  banc. 

Whatever  else  is  true,  it  will  be  universally  conceded  that  no  require- 
ment of  amendment  insisted  upon  as  a  condition  precedent  to  further 
examination  can  be  either  legal  or  permissible  which  tends  in  the  mi- 
nutest degree  to  prevent  the  applicant  from  obtaining  a  full  investiga- 
tion of  his  rights  on  appeal.  017^1  hvGo 

In  the  present  case  it  is  not  suggested  by  the  Examiner  that  the 
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claims  lack  iDtelli^^bility  or  dofiniteness.  They  certainly  point  oUtand 
distiDctly  claim  the  part,  improvement,  or  com binatioa  which  the  appli- 
cant claims  to  be  his  invention,  and  the  allegation  of  the  petition  to  that 
effect  must  be  foand  to  be  trae.  The  Bxaminer  simply  says  that  he^ 
declines  to  consider  the  merits  ^^  for  the  reason  that  said  claims  &il  to 
point  oat  any  qaalities  in  the  thing  claimed  which  conld  legitimately 
be  considered  in  connection  with  the  patentability  of  an  article  of  man- 
nfactqre."  He  also  says  that  '^  examination  of  sach  claims  is  rendered 
impossible  and  is  refused." 
Section  4893  of  the  Revised  Statutes  reads  as  follows : 

On  the  filing  of  any  Buoh  application  and  the  payment  of  the  fees  required  by  law 
the  Commissioner  of  Patents  shall  oanse  an  extf^naiion  to  be  made  of  the  alleged  new 
inyention  or  discovery ;  and  if  on  snch  examination  it  shall  appear  that  the  claimant 
isjuttly  entitled  to  a  patent  under  the  Zaw,  and  that  the  same  is  sufficiently  useful  and 
important,  the  Commissioner  shall  issne  a  pateut  therefor. 

Whatever  pertains  to  the  question  whether  a  claimant  is  entitled  to  a 
patent  under  the  law  pertains  to  the  examination. 

If  the  Examiner  is  still  of  the  opinion  that  the  claimant  is  not  entitled 
to  a  patent  under  the  law  for  the  definitely-expressed  claims  which  he 
asks,  he  will  reject  such  claims  for  all  the  reasons  which  are  pertinent 
to  *^  examination,"  and  allow  the  applicant  to  take  his  appeal  to  the 
Examiners-in-Chief. 

The  petition  is  granted. 


Ex  PARTE  Baker. 

Decided  November  19,  1B89. 
49  O.  G.,  1363. 

1.  Appeal  from  Action  of  Examinxr— Rclb  133. 

An  appeal  from  an  action  of  the  ExamineT  objecting  to  a  claim  for  an  article- 
of  manufacture  because  of  eupposed  aggregation  goes  to  the  Examinera-in^Chief* 

2.  In  what  should  Rkjbction  Under  Rule  i:i3  Consist. 

An  action  by  the  Examiner,  which,  if  incorrect,  would  entitle  the  applicant  to 
an  appeal  upon  the  mfrita,  should  consist  in  a  full  rejection,  and  not  merely  ia 
noting  that  the  claims  are  objectionable. 
.3.  Practice  of  the  Office  in  Recognizing  the  Exclusive  Right  of  the  In- 
ventor's Attorney  where  the  Assignee  of  the  Entire  Invention  Fails 
TO  Assert  his  Right  under  Rule  5. 

Until  an  assignee  of  the  entire  invention  averts  his  right  to  hold  correspond* 
ence  with  the  Office  to  the  exclusion  of  the  inventor,  it  is  the  practice  of  the  Of- 
fice, to  be  deviated  from  otily  in  exceptional  oases,  to  recognize  a  correspondingly 
exclusive  right  on  the  part  of  the  attorney  of  the  inventor. 

On  Petition. 

match-safes. 

Application  of  George  W.  Baker  filed  September  3,  1889,  No^ 

322,867,  GoOgIt 

Mesirs.  Wright^  Brown  ^  Crossleg  for  the  applicant. 
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MiTCHSLL|  Commisnoner : 

In  this  case  the  Examiner  objects  to  claims  3  aud  4  that  they  involve 
aggregations/  and  also  reqnires  that  the  aesent  of  the  assignee  be  ob- 
tained to  the  power  of  attorney  filed  by  the  attorneys  for  the  inventor. 

The  applicant  regards  the  .objection  to  the  claims  as  a  formal  one,  and 
therefore  seeks  redress  by  way  of  petition.  The  Examiner,  however,  in- 
sists that  the  objection  that  the  claims  involve  aggregations  is  not  an  ob- 
jection based  npon  informality.  XJiider  Kale  133  the  question  whether 
claims  involve  aggregation  is  appealable  to  the  Examiners-in-Ghief.  So 
fiar  therefore  the  action  of  the  Examiner  is  correct.  He  should,  how- 
ever, have  indicated  his  disapproval  of  the  claims  by  rejecting  them, 
instead  of  simply  objecting  to  them.  In  b1\  cases  where  the  action  of 
the  Examiner,  if  incorrect,  entitles  the  applicant  to  an  appeal  upon  the 
merits  snch  action  should  consist  in  a  full  rejection  and  not  merely  in 
noting  the  fact  that  the  claims  are  objectionable.  The  applicant,  how- 
ever, insists  that  his  appeal  is  properly  taken,  because  his  claims  are 
for  an  article  of  manufacture,  and,  as  he  says,  the  objection  of  aggrega- 
tion can  not  be  made  to  a  claim  for  such  an  article.  Undoubtedly  the 
question  of  aggregation  plays  a  less  conspicuous  part  in  connection 
with  claims  for  articles  of  manufacture  than  in  connection  with  what 
are  known  as  ''  combination  claims."  It  cannot,  however,  be  said,  as 
matter  of  law,  that  the  doctrine  of  aggregation  is  never  applicable  to 
claims  for  articles  of  manufacture.  {Reekendarfer  v.  Faber^  92  U.  3.^ 
347.) 

I  conclude  that  in  this  case,  as  in  all  others  where  the  rejection  is 
based  npon  supposed  aggregation  of  elements,  the  appeal  should  be 
taken  to  the  Examiuers-in-Chief. 

The  remaining  question  is  whether  the  assent  of  the  assignee  to  the 
power  of  attorney  should  be  obtained.  Kule  6,  relied  upon  by  the  Ex- 
aminer, is  not  decisive  of  this  question.  That  rule  sets  forth  the  rights 
of  assignees  of  an  undivided  part  of  an  invention.  In  this  case  the  en- 
tire iuvention  has  been  assigned.  Unquestionably  the  assignee,  under 
Bale  5,  is  entitled  to  hold  corres|iondence  with  the  Office  to  the  exclu- 
sion of  the  inventor,  whenever  he  asserts  that  right ;  but  the  Office  or- 
dinarily acts  upon  the  presumption  that  the  assignee  of  the  whole  inter- 
est wilt  assert  his  right,  unless  he  is  willing  to  be  represented  by  the 
attorney  of  the  inventor.  Until  the  assignee  does  assert  his  right  it  ia 
the  practice  of  the  Office,  to  be  deviated  from  only  in  exceptional  cases, 
to  recognize  a  correspondingly  exclusive  right  on  the  part  of  the  attor- 
ney for  the  inventor. 

The  petition  is  granted  so  far  as  it  asks  exemption  frc^n  .the  require- 
ment that  the  assent  of  the  assignee  be  obtained. 

Digitized  by  CjOOQIC 
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Ex  PABTE  Edison. 

Decided  November  27,  1889. 

49  O.  a,  1691. 

1.  Whkn  Patents  for  Improvbments  upon  an  Invention  Described  in  ak 
Earlier  Application  are  not  a  Bar  to  a  Patent  upon  Subjbct-Mat- 
ter  of  such  Earlier  Application. 

When  ao  applicant  is  detained  in  thft  Office  to  contest  priority,  or  for  any 
other  reason  not  involying  his  own  laches,  and  meanwhile  applies  for  and  takes 
ont  patents  for  improTements  npon  the  invention  described  in  the  first  applioa- 
tion,  the  improvement  patents  referriug  to  the  earlier  application  and  reserving 
the  right  to  obtain  a  patent  thereon,  such  intermediate  patents  do  not  bar  the 
right  to  a  patent  upon  the  si/bject-matter  of  the  earlier  application  whenever 
the  Office  is  ready  to  grant  the  same. 

iL  Same— Petition  to  Rbvibw  a  Rejection  by  the  Examiner. 

A  rejection  upon  references  b^  a  Primary  Examiner  will  not  be  reviewed  by  the 
CommissiouSr  wholly  or  in  part  npon  petition  to  see  whether  or  not  such  r^eo- 
tion  rests  npon  a  valid  basis,  the  proper  remedy  being  an  appeal  to  the  Exam- 
iners-! u-Chief. 

On  Petition. 

speaking-telephones. 

Application  filed  July  20, 1877. 

Mr.  W.  W.  Swan  and  Mr.  0.  L.  Buckingham  for  the  applicant. 

Mitchell,  Commissioner: 

The  Examiner  rejected  this  application  on  the  ground  that  the  appli- 
cant  had  applied  for  and  taken  out  specific  patents  for  improvements 
upon  the  invention  described  in  such  application,  it  being  admitted 
that  the  present  application  was  filed  before  and  was  pending  contem- 
poraneously with  the  applications  forming  the  bases  of  the  patenta 
which  are  treated  as  a  bar,  and  that  there  had  been  no  abandonment. 
Of  this  actiou  of  the  Examiner  the  applicant  complains,  by  way  of  peti- 
tion, in  which  he  avers  that  the  same  question  arose  in  the  same  divis- 
ion in  connection  with  a  case  of  Emile  Berliner,  and  that  upon  appeal 
the  Examiners-iu-Chief  held  that  such  an  application  was  not  barred  by 
the  later  patents. 

The  petition  prays  that  in  this  case  the  Examiner  be  directed  to  act 
in  accordance  with  the  decision  of  the  Examiners-in-Ohief  in  the  Berliner 
case  and  withdraw  so  much  of  his  objection  to  the  issue  of  a  patent  as 
consists  of  rejecting  the  application  upon  applicant's  patents. 

Two  questions  arise;  one  of  law,  the  other  of  practice. 

(1)  hV hat  is  the  law  applicable  to  such  a  case?  In  this,  as  in  most 
cases,  much  will  be  gained  by  ascertaining  the  precise  nature  of  the 
question  involved.  It  is  to  be  observed  that  the  application  rejected  is 
the  appli<;ation  which  was  earliest  in  the  Oflice.  It  is  to  be  observed, 
also,  that  the  patents  applied  for  and  taken  out  at  a  later  date  were 
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not  for  inventions  wnich  might  have  been  based  upon  the  earlier  appli- 
cation, bnt  were  for  substantive  improvements  npon  the  sabject- matter 
of  the  earlier  a]»pIication,  such  as  may  have  been,  and  presumably  were, 
invented  after  the  first  application  was  executed  and  filed.  It  is  to  be 
observed,  further,  a  fact  not  before  stated,  that  the  applications  npoh 
which  the  later  patents  are  based  each  referred  in  terms  to  the  earlier 
application  as  pending  in  the  Office.  These  facts  should  all  be  kept 
olearly  in  mind,  as  the  question  \o'  be  disposed  of  is,  what  is  the  law 
applicable  to  such  facts,  and  not  what  is  the  law  applicable  either  to 
divisional  applications  or  to  applications  for  two  or  more  patents  upon 
one  s^bjec^matter  which  is  incapable  of  division. 

The  Examiner  holds  that  the  decision  in  the  Berliner  case  is  irrecon- 
cilable with  the  rule  announced  by  former  Oommissioners,  notably  in 
ex  parte  HoU,  (0.  D.,  1884,  43;)  ex  parte  Batuom,  (G.  D.,  1887,  22;)  ex 
parte  RoherU,  (0.  D.,  1887,  61,;  and  ex  parte  Derby,  (0.  D.,  1884, 21.) 

The  case  of  ex  parte  Holt  arose  out  of  a  divisional  application,  and 
that  fact  alone  is  sufficient  to  remove  it  from  comparison  with  the  pres- 
ent case.  The  Acting  Ck>mmissioner  in  that  case,  however,  in  stating 
the  facts,  took  the  utmost  pains  to  make  it  evident  that  the  decision 
related  to  cases  in  which — 

it  18  proposed  to  huTe  another  later  patent  imae  with  broader  claims  upon  identically 
the  same  stmcture  npon  which  one  patent  had  already  issued,  nsin^  the  strncture 
merely  as  the  exponent  of  a  i^enns— that  is  to  say,  it  is  proposed  todiyide  the  inven« 
tion  npon  a  line  determined  merely  by  the  soope  of  the  claim  upon  the  same  thing, 
claiming  the  species  in  the  earlier  patent  and  the  genus  in  the  later  one. 

The  present  case,  as  stated  in  the  petition,  is  one  in  which  the  improve- 
ments protected  by  the  later  patents  were  not  described,  shown,  or  sug- 
gested in  the  earlier  application,  and  the  decision  in  ex  parte  Holt  is 
therefore  not  applicable. 

The  case  of  ex  parte  Ransom  arose  ui>on  an  application  *'  claimed  to 
be  a  division"  of  one  of  the  patents  to  the  same  applicant  set  up  as  a 
bar,  '<  although  it  was  not  filed  until  after  the  said  patent  had  passed 
to  issue."  That  is  to  say,  the  patent  which  was  treated  as  a  Imr  was 
based  npon  the  earlier  application. 

It  is  expressly  stated  that — 

There  is  no  indication  in  the  said  patent  that  a  division  of  the  same  was  contem- 
plated or  ontstanding,  nor  is  there  any  separable  line  of  division  discernible  in  the 
claim  to  invention,  the  latter  relating  to  the  same  unitary  device  and  elemental  com- 
binations as  the  patent  referred  to,  although  couched  in  less  specific  terms. 

Clearly  ex  parte  Ransom  is  not  a  case  bearing  upon  the  present  ques- 
tion. 

In  ftrj)art«i^fterf9  the  application  which  was  rejected  was  the  later 
one,  and  the  subject-matter  of  the  two  applications  was  ^*  one,  integral, 
and  indivisible.'^    This  case  is  clearly  not  in  point.  Clonal 

In  ex  parte  Derby  the  application  under  consuJeration  was  filed 
^^  twenty-two  days  after  the  grant  of  the  patent  relied  upon  as  a  bar." 
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Not  one  of  the  decisions  referred  to  by  tbe  Examiner  is  based  opou  a 
postnre  of  facts  corresponding  with  that  presented  by  the  case  noder 
discussion.,  Neither  of  them  affords  a  precedent  for  holding  that  a  pat- 
ent may  not  lawfully  be  granted  upon  the  earlier  application  for  an  in- 
vention, simply  because  improvements  upon  that  invention  have  mean- 
while been  patented  to  the  same  applicant  upon  later  applications.  Much 
less  do  they  constitbte  precedeuts  when  tbe  additional  fact  appears  that 
the  earlier  application  was  detained  in  the  Office  without  fault  of  tbe 
inventor,  and  that  in  his  later  applications  ho  referred  to  it  as  i>euMing. 
Indeed,  I  have  been  unable  to  flad  a  case,  the  facts  of  which  were  like 
those  in  the  present  case,  in  which  either  court  or  Conamissioiicr  bas 
ever  held  either  that  the  patent  should  not  be  granted,  or  that,  if  i^rauted, 
it  would  be  void.  On  the  other  baud,  so  far  as  £  can  ascertain,  wher- 
ever the  question  has  arisen  in  the  courts  the  decision  has  been  in  favor 
of  the  validity  of  tbe  later  patent  granted  upon  the  earlier  application, 
in  spite  of  the  previous  patenting  of  specific  improveuients  described  in 
later  applications,  which  later  applications  referred  to  the  earlier  appli- 
cation as  pending  in  tbe  Office. 

In  Singer  v.  Braumdorf  {1  Blatchf.,  521)  tbe  suit  was  on  Singer's 
broad  patent  of  November  4, 1850,  applied  for  December  12, 1850.  Be. 
tween  these  dates  Singer  had  obtained  improvement;  patents  based  upon 
applications  subsequent  to  tbe  applicatioh  upon  which  the  later  patent 
for  the  broad  invention  was  based.  The  court,  however,  held  that  the 
intermediate  patents  were  not  material,  since  the  later  broad  patent  was 
based  upon  an  earlier  broad  application. 

Speaking  of  the  case  of  a  broad  patent  preceded  by  one  with  improve- 
ment claims,  the  court  said : 

A  patent  is  never  invalidated  by  the  fact  that  the  invention  claimed  in  it  was  du« 
scribed,  bnt  not  claimed,  in  a  patent  <{rauted  snbnequently  to  the  inakiiis;  of  tbe 
application  for  the  patent  secondly  issued,  bnt  before  it  .vas  granted. 

In  MeMillin  v.  Ree9  (1  Fed.  Bep.,  722)  the  suit  was  brought  upon 
Letters  Patent  dated  April  16,  1867,  based  upon  an  application  filed 
July  23,  1855.  The  patentee  had  meanwhile,  on  the  25tb  of  April,  1865, 
Aled  an  application  for  a  patent,  which  was  granted  February  20,  L866. 
It  was  claimed  that  by  reason  of  what  was  contained  in  the  internte- 
diatC/patent  the  later  patent  based  upon  tbe  earlier  application  was  void. 
There  seems  to  have  been  a  question  whether  the  intermediate  patent 
was  within  the  scope  of  the  later  one.  Upon  that  question,  however^ 
the  court  says : 

Bnt  conceding  that  the  invention  claimed  in  the  patent  of  ld6B  is  within  the  sco|»e 
of  the  patent  of  1867  as  one  of  the  means  adaptetl  and  intended  to  be  nsed  in  i?lfectn- 
atiug  the  method  claimed  iu  that  patent,  is  the  patent  of  ldl>7  therefore  void  f 

The  court  held  that  the  fact  that  tbe  intermediate  patent  descrilieil 
the  method  did  not  make  it  a  patent  for  that  method,  stating  its  reasoHd 
as  follows : 

And  why  f    Because  only  the  combination  claimed,  and  not  the  integral  metlind 

dftfioriltArl    in  novAiwil  lir  i\\»\  nntnnf.. 
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With  this  limitation  of  the  toope  of  the  patent  of  1866,  might  not  a  valid  patent  be 
aabeeqaeotly  granted,  as  that  of  1867,  for  an  integral  method,  of  which  the  invention 
•claimed  in  the  first  patent  is  one  of  the'^lements  f  I  know  of  no  sufficient  reason  why 
this  may  not  be.  The  patents  are  incompatible.  In  a  patentable  sense  their  subjects 
are  different,  and  hence  they  do  not  cover  the  same  invention.  It  is  well  settled  that 
a  mechanical  device,  adapted  and  intended  to  be  need  in  combined  connection  with 
other  devices,  may  bcpatented  by  itself,  and  that  the  combination  of  which  it  is  a 
constituent  part  may  also  be  separately  patented.  For  tvhat  reason  ?  Because  both 
patents  do  not  coyer  the  same  invention. 

lu  Holmes  Eleetn<>  Protective  Co.  v.  Metropolitan  Burglar  Alarm  Co, 
(33  Fed.  Rep.,  254)  Jadge  Coze,  alf.hoagb  holding  that  au  earlier  patent 
to  tbe  same  inventor  denoribing  and  not  claiming  the  invention  claimed 
in  a  later  patent,  based  upon  an  application  filed  after  tbe  first  patent 
was  granted,  was  a  bar  to  the  later  patent,  was  careful  to  add : 

This  is  not  the  case  of  a  patentee  who  has  made  application  for  the  second  patent 
before  the  first  is  issnod.  It  would  be  manifestly  unfair  to  hold  him  responsible  for 
the  action  of  the  Patent  Office  in  this  regard.  Nor  is  it  the  case  of  a  patentee  who 
is  compelled  to  discloee  his  second  invention  in  order  to  describe  the  first  intelligibly, 
the  two  being  distinct  and  not  the  proper  anbject  of  a  single  patent,  though  in  the 
latter  case  it  would  seem  that  he  should  adopt  some  means  to  protect  himself  and 
warn  the  public. 

Various  decisions  of  the  Bapreme  Court  of  the  United  States  throw 
great  light  directly  and  indirectly  upon  the  present  question.  Thus  in 
(yBeillg  V.Morse {15  How., 62)  the  Court  says,  speaking  of  an  inventor 
who  was  patentee  of  a  broad  invention  and  also  of  a  patent  covering  an 
improvement  thereon : 

But  there  is  nothing  in  the  aot  that  forbids  him  to  take  out  a  new  patent  for  the 
improvement  if  he  prefers  iti  Ai^  other  iaventor  might  do  so,  and  there  can  be  no 
reason  in  Justice  or  in  policy  for  refusing  the  like  privilege  to  the  original  inventor ; 
and  when  there  is  no  positive  law  to  the  contrary  he  must  stand  on  the  same  footing 
with  any  other  inventor  of  an  improvement  upon  aprevious  discovery. 

No  jurist  would  hesitate  to  hold  that  the  taking  out  of  the  interme- 
diate improvement  patents  in  any  case  by  another  party  would  not 
affect  the  right  of  the  applicant  for  the  broad  invention  described  in 
the  earlier  application  to  have  a  patent  for  the  same  whenever  the  Office 
is  ready  to  allow  it.  But  the  Supreme  Court  in  the  passage  quoted 
unmistakably  declares  that  the  right  of  an  inventor  as  to  patenting 
improvements  is  the  same  with  reference  to  his  own  fundamental  inven- 
tion as  the  right  of  a  rival  inventor. 

In  Mahn  v.  Harwood  (112  U.  S.,  354)  Mr.  Justice  Bradley  says : 

The  taking  out  of  a  patent  which  has  (as  the  law  requires  it  to  have)  a  specific 
cluim  is  notice  to  all  the  world,  of  the  most  public  and  solemn  kind,  that  all  those 
parts  of  the  art,  machine,  or  manufacture  set  out  and  described  in  the  specification 
and  not  embraced  in  such  specific  claim  are  not  claimed  by  the  patentee— at  least  not 
claimeii  in  and  by  that  patent.  If  he  has  a  distinct  patent  for  other  parts,  or  has 
made  application  therefor,  or  has  reserved  the  right  to  make  such  application,  that  is 
another  matter  not  affecting  the  patent  in  question. 

In  The  Suffolk  Co.  v.  Eayden(S  Wall.,  315)  the  pmnj^  was  ra?sed^hat 
a  description  of  an  invention  in  a  patent  and  omission  to  claim  it  therein 
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opei;ated  as  an  abaDdonment  or  dedication  of  aach  invention  to  the* 
pnbli<$,  and  for  that  reason  a  snbseqnent  patent  claiminfi:  the  same  in- 
vention was  void.    The  court  said : 

Bat  the  answer  to  this  ground  of  defense  is  that  it  appeared  that  Hayden,  the 
patentee,  had  pending  before  the  Commiasioner  of  Patents  an  application,  for  this 
same  improvement  at  the  time  he  described  it  in  the  specification  of  the  17th  of  March, 
which  was  doubtless  the  reason  for  not  claiming  it  in  this  patent.  The  description 
in  no  sense  affected  this  application  then  pending  before  ihe  Commissioner,  and  while 
it  remained  before  him  refated  auy  inference  of  abandonment  or  dedication  from  the 
omission  to  again  claim  it. 

Here  the  pending  application  negatived  the  idea  of  abandonment  of 
the  inventor's  right  to  the  invention  which  was  described  butnotclaimed 
in  the  intermediate  patent. 

In  the  case  of  CampMl  v.  James  {21 0.  U.,  337)  the  following  language- 
is  nsed: 

The  same  comuination  of  post-marlcer  and  blotter  in  one  instrument  was  also  exhib- 
ited in  Norton's  patent  of  Angost  9,  1860.  As  he  did  not  then  resierve  the  process  of 
stamping  letters  with  such  an  instrument,  nor  the  combination  of  a  post-marlcer  and 
a  blotter,  and  did  not  make  any  simultaneous  application  therefor,  he  could  not  after- 
ward obtain  a  patet^t  for  such  proce^  and  combination,  but  would  be  restricted  to 
unh  particular  combination  or  process  as  might  be  exhibited  in  a  new  device  or  appa- 
ratus. 

The  rule  suggested  by  this  decision  is  that  to  secure  protection  for 
an  inventioD  exhibited  but  not  claimed  in  a  patent  the  inventor  must 
at  the  time  of  the  issuance  of  the  patent  signify  an  intention  to  reserve 
such  invention  for  a  future  application,  or  he  must  evidence  such  inten. 
tion  by  filing  an  application  claiming  such  device  prior  to  the  issuance 
of  the  patent  in  which  it  is  shown.  The  present  case  presents  even  a 
higher  equity.  The  principal  objection  made  by  the  Examiner,  how- 
ever, seems  to  be  based  upon  what  he  believes  would  be  a  violation  or 
contract  on  the  part  of  the  applicant  if  he  should  take  out  a  patent  upon 
the  earlier  application  after  taking  out  intermediate  patents  for  specific 
improvements  first  described  in  the  later  applications.  Undoubtedly  a 
patent  is  a  contract,  because  it  is  a  grant ;  but  that  which  emanates 
from  the  inventor  is  a  consideration  and  not  an  agreemeut.  That  con- 
sideration is  the  present  disclosure  of  the  invention  and  the  ultimate 
full  enjoyment  of  it  by  the  public  whenever  the  public  becomes  entitled 
to  it  according  to  law,  so  that  the  contract  argument  ends  with  the  ques- 
tion which  has  already  been  under  discussion,  to  wit,  what  is  the  law 
applicable  to  the  case  of  an  iuveutor  who,  without  fault  ou  his  part,  \^ 
compelled  by  the  Office  to  wait  until  conflictiug  iutei'ests  are  decided 
before  he  takes  ont  a  patent  for  the  broad  invention  first  applied  for^ 
and  who,  meanwhile,  like  any  other  inventor,  applies  for  and  receives 
patents  for  subsidiary  improvements  on  his  broad  invention! 

The  difficulty  seems  to  be  owing  to  the  fact  that,  at  least  in  some 
cases,  such  delayli  attend  the  efforts  of  inventors  to  patent  their  pri- 
mary inventions  that  when  conflicting  interests  are  settled  and  the  pat- 
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ents  »re  ready  to  issae  they  seem  to  threaten  an  extension  of  the  term 
of  the  exclnsive  use  to  be  enjoyed  by  the  inventor,  ander  patents  of 
earlier  date,  and  the  charge  is  easily  made  that  the  so-called  monopoly 
is  unlawfully  prolonged.  For  this  resnlt  the  inventor  is  not  responsible. 
If  it  is  not  inherent  in  the  patent  system,  then  it  is  dae  to  a  defect  in 
the  administration  of  the  system.  The  inventor  certainly  should  not 
saffer  by  reason  either  of  a  defective  system  or  a  defective  administra^ 
tion  of  a  satisfactory  system.  The  remedy  for  the  difficulty,  if  difficulty 
it  be«  should  consist  either  in  legislation  or  in  greater  dispatch  in  the 
Patent  Office,  rather  than  in  holding  the  inventor  responsible  for  delays 
to  which  he  does  not  contribute.  Especially  is  this  so  in  view  of  the 
fact  that  if  the  inventor  attempts  to  delay  his  improvement  patents  to- 
await  the  action  of  the  Office  upon  his  basic  application  he  will  encoun- 
ter laws  and  regulations  providing  for  the  forfeiture  of  applications 
which  are  not  duly  prosecuted.  I  therefore  reach  the  conclusion  that 
the  view  entertained  by  the  Examiner  is  not  warranted  by  law.  I  need 
not  add  that  the  law  is  binding  as.  well  upon  the  Examiner  as  upon  the 
Examiners-in-Chief  and  the  Gommissioner.  I  conclude  that  when  an 
applicant  is  detained  in  the  Office  to  contest  priority,  or  for  any  other 
reason  not  involving  his  own  laches,  and  meanwhile  applies  for  and 
takes  out  patents  for  improvements  upon  the  invention  first  applied  for, 
the  improvement  patents  referring  to  the  earlier  application  and  reserv- 
ing the  right  to  obtain  a  patent  thereon,  such  intermediate  patents  do 
not  bar  the  right  to  a  patent  upon  the  subject-matter  of  the  earlier 
application,  whenever  the  Office  is  ready  to  grant  the  same. 

(2)  The  second  question  relates  to  Officepractice  as  regulated  by  law. 
I  am  asked  to  direct  the  Examiner  to*  withdraw  certain  references. 
The  Examiner  replies  that  the  petition  in  that  regard  virtually  requests 
the  Gommissioner  t<>  review  a  rejection  of  the  Examiner  and  see  whether 
it  rests  upon  a  valid  basis ;  that  under  the  rules  such  a  review  has  in 
the  first  pkice  been  committed  to  the  Examinersin-Chief,  after  the  pay- 
ment of  the  usual  fee  provided  by  the  statute  in  such  cases.  He  adds,, 
among  other  things,  that,  in  his  opinion,  the  present  case  differs  from 
that  of  Berliner,  and  he  states  the  ground  of  bis  opinion  that  the  cases 
are  different.  Whether  he  is  right  as  to  there  being  such  a  difference^ 
I  may  not  now  inquire. 

(Jl>on  this  point  of  practice  it  is  very  clear  that  the  Examiner  is  in 
the  right.  For  the  Gommissioner,  in  acting  upon  an  executory  peti- 
tion, to  attempt  to  apply  the  law  to  the  whole  or  a  portion  of  the  fftcts- 
of  the  case,  and  to  instruct  the  Examiner  to  adopt  the  reaulc  of  that 
application  in  his  decision  upon  the  merits,  would  bo  without  warrant 
in  the  rules  or  the  precedents,  so  far  as  I  am  aware. 

The  remedy  of  the  petitioner  is  tio  be  sought  in  an  appeal  to  the 
Examiners-inGhief,  and  this  petition  must  be  denied. 

Digitized  by  CjOOQIC 
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Ex  Parte  Odenheimeb. 

Decided  Kinember  27,  18B9. 

49  O.  G.,  1693. 
Invention— Substitution. 

Where  the  oal^  change  involv^ed  is  a  ohaage  of  material,  accompanied  by  the 
expected  slcill  of  the  calling  in  effecting  the  snbstitntion  and  making  it  efficient, 
the  reealt  is  not  patentable. 

Appeal  from  Examiners-iD-Chief. 

BALING  FABBIC. 

Applioation  of  Sigmaad  Odenbeimer  filed  October  2,  1888,  No. 
287,026. 

Mr.  J.  L.  Narris  for  tbe  applicant. 

MiTOHELL,  Commissioner: 
Applicant  appeals  firom  tbe  decision  of  the  Examiners-in-Ohief. 
Tbe  claims  appealed  are  as  follows  : 

1.  As  a  new  article  of  manufacture,  an  all-cotton  bagging  consisting  of  a  retiou- 
lated  loosely- woven  fabric  having  the  warp  and  tilling  composed  of  threads  of  sab- 
stantially  eqnal  sfze  and  spnn  with  a  great  deal  of  twist,  said  threads  being  capable 
of  slipping  or  moving  upon  those  with  which  they  are  interwoven,  snbetantially  aa 
described. 

2.  The  new  article  of  manufacture  set  forth,  consisting  of  cott  ^n  yarn  spun  with  a 
great  deal  of  twist  and  loosely  woven  into  a  netted  or  open-mesh  fabric,  substantially 
as  described. 

The  Primary  Examiner  and  tbe  Examiners-ih-Gbief  agree  in  reject- 
ing both  of  tbe  above  claims. 

Tbe  most  conspicaons  change  wrongbt  by  the  supposed  invention 
consists  iu  tbe  substitution  of  cotton  for  jute  as  a  material  ta  be  em- 
p1o>ed  in  tbe  manufacture  of  bagging.  This  bagging  is  said  to  be  es- 
l)e<3ially  adapted  for  inclosing  or  baling  lint  cotton.  It  is  fair  to  tbe 
api)licaut  to  say  tbat  he  does  not  base  his  claim  for  a  patent  upon  tbe 
change  of  material  in  and  of  itself.  He  impliedly  concedes  that  mere 
change  of  material  does  not  involve  patentable  novelty,  and  seeks  to 
show  that  his  case  comes  within  the  exceptions  which  the  courts  have 
recognized.  To  that  end  an  elaborate  argument  has  been  made,  direct- 
ing attention  to  the  fact  that  the  bagging  of  the  claims  is  *^  exclusively 
adapted  and  addressed  to  the  single  purpose  of  inclosing  by  baling  lint 
cotton  f  that  tbe  characteristics  referred  to  in  tbe  claims  render  tbe 
product  practically  useful  and  specially  adapted  for  that  purpose ;  that, 
unlike  jute  bagging,  such  pro<luct  is  not  ^*  highly  inflammable, "  nor 
^'  brittle,  finelastic,  and  rough,"  and  that  it  does  not,  like  jute  bagging, 
^<  break  under  the  cotton- hooks  by  which  the  bales  are  handled;''  that 
iu  spite  of  the  greater  price  of  cotton  the  fabric  can  be  produced  so  as 
to  compete  successfully  with  jute  bagging;  that  in  order  to  accomplish 
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this  result  it  was  necessary  to  oaose  the  threads  to  be  span  with  a  great 
deal  of  twist,  so  as  to  give  nniform  smoothness  and  hardness  and  to 
make  a  light  weight  of  cotton  as  effectaal  as  a  heavy  weight  of  jnte; 
that  it  was  also  necessary  to  omit  the  sizing  process,  becanse  that  <^  proc- 
ess tends  to  dindnish  the  elasticity  and  the  slippery  smoothness  of  the 
thread;''  that,  having  thus  provide  for  the  elasticity  of  the  elements 
of  the  fabric,  the  elasticity  of  the  whole  was  secnred  by  the  very  loose 
weaving  of  tiie  elastic  threads  of  uniform  smoothness ;  that  the  bagging 
thus  produced  was  the  reward  of  many  experiments  and  much  expense, 
and  did  not  result  fh>m  the  application  of  acquired  knowledge,  expe* 
rience,  and  skill  in  the  weaving  of  known  textile  fabrics. 

In  endeavoring  to  do  full  justice  to  this  application,  which  seeks  to 
protect  by  patent  a  bagging,  the  introduction  of  which  seems  to  have 
been  atteniled  by  commercial  success,  I  have  carefully  considered  all 
the  differences  and  advantages  which  have  been  urged  as  indicating 
patentability,  but  am  nevertheless  entirely  clear  that  all  which  applL 
cant  has  done  is  to  substitute  one  material  for  another  and  to  apply  to 
this  substituted  material  the  resources  of  the  weaver's  art.  In  other 
words,  I  hold  that  the  applicant  is  mistaken  when  he  says  that  his  sup- 
posed invention  does  not  rest  upon  the  mere  application  of  previously- 
acquired  knowledge,  experience,  and  skill  in  the  weaving  of  known  tex- 
tile fabrics.  The  effect  of  giving  <<  a  great  deal  of  twist "  to  the  threads 
oonstitutin j(  the  warp  and  filling  has  long  been  well  known.  The  effect 
of  applying  size  or  omitting  to  apply  size  has  long  been  well  known. 
The  effect  of  loose  weaving  has  long  been  well  known.  In  a  certain 
sense  trial  and  experiment  may  have  been  necessary  to  obtain  the  pre- 
cise result  desired,  but  such  trial  and  experiment  were  along  lines  sug- 
geated  by  the  skill  and  experience  pertaining  to  the  calling. 

In  the  view  which  I  take  the  following  language  of  the  Supreme 
Court  in  HoUitter  v.  Benedict  ManufaetuHfig  Oo.  (113  XT.  S.,  69-73)  ex- 
presses the  precise  character  of  the  supposed  invention  of  the  appli- 
cant: 

It  ia  but  iha  display  of  the  expected  skiU  of  the  ealling,  and  inTolves  only  the 
ezereiae  of  theoidinary  CMoltiee  of  reaaoning  apon  the  materiala  supplied  by  a  special 
knowledge,  and  the  facUlty  of  inanipnlation  which  results  from  its  habitual  and  intel- 
Ugent  praotiee,  and  is  in  no  sense  the  creative  work  of  that  inrentiTe  faculty  which 
it  ia  the  purpose  of  the  Constitution  and  the  patent  laws  to  encourage  and  reward. 

When  the  only  change  involved  is  a  change  of  material,  accompanied 
by  the  expected  skill  of  the  calling  in  effecting  the  substitution  and 
making  it  efficient,  the  result  is  not  patentable. 

The  recent  case  of  Brown  v.  Diitriot  of  Columbia  (130  IT.  8.,  87)  pre- 
sents a  posture  of  facts  quite  similar  to  those  at  present  involved.  A 
Mr.  Cowing  had  patented  a  pavement  composed  of  specially-shaped 
wooden  blocks  laid  and  filled  in  a  certain  way.  A  previous  patent  to 
a  Mr.  Lindsay  described  a  pavement  of  the  same  general  character, 
excepting  that  the  blocks  were  of  stone  instead  of  wood.    The  ques- 
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tioQ  was  whetber  the  Oowing  patent  was  valid.    Mr.  Ghief  Justioe 
Fuller  said  • 

The  blocks  of  the  Lindsay  patent  are  of  the  same  shape  as  those  of  Cowing,  bill 
an  of  stone,  while  the  latter  are  of  wood ;  bnt  this  was  nothing  more  than  the  snb- 
■titntion  of  one  material  for  another  withoat  inrolving  a  new  mode  of  oonsfernotion 
or  developing  anything  snbstantially  new  in  the  resulting  payement.  (IToMUtt  t. 
Oreamrood,  11  How.,  248;  Biek$T.  KeUey^  16  Wall.,  670;  8mm  v.  Goodyear  Dpnial 
V%lo€»iU  Co.,  93  U.  S.,  466;  Pmiip9  t.  Detroii,  111  U.  8.,  604.) 

The  filling  under  Lindsay's  patent  was  with  small  stones,  fine  grayel,  or  grout, 
while  Cowing  names  a  filling  of  earth,  gravel,  or  some  other  similar  substanoe,  but 
Nicholson  used  broken  stones,  gravel,  and  tar,  or  other  like  material,  being  thes^une 
filling  for  the  same  purpose  and  with  substantially  the  same  results,  while  the  ma- 
terial of  the  Nicholson  block  was  the  same  as  that  of  Cowing. 

In  the  above  case  the  ooDspicauas  change  was  one  of  materiaL  Ac- 
companying the  change  of  material,  however^  *were  minor  deviations 
firom  the  Lindsay  patent  sach  as  the  resonrcesof  the  pavement-making 
art  supplied.  I  can  not  help  regarding  the  case  as  qaite  parallel  to  the 
one  under  consideration,  and  look  upon  it  as  a  precedent  authorita- 
tively requiring  the  same  conclusion  which  I  had  already  reached  upon 
principlCi  to  wit,  that  the  decision  of  the  Examiners-in-Ghief  must  be 
aiBrmed. 


Ex  PABT£  Booth. 

DofMod  Deoember  7,  1889. 
49  O.  G.,  1841. 

1.  INTBRVBBBNCK— EXAMIRBB  COMOLUDXD  BY  JUDGMXNT  UPON  THB  BBCOBD. 

Where,  after  a  Judgment  of  priority  npon  the  record,  applicant  revised  to  i 
a  certain  claim  included  in  the  interference,  aUeging  as  a  reason  that  it  em- 
braced subject-matter  not  disclosed  by  the  other  contestant,  and  no  motion  to 
dissolye  had  been  made  as  to  sach  claim.  Held  that  it  was  too  late  for  the  Exam- 
iner to  pass  upon  the  question  whether  or  not  applicant  should  be  aUowed  the 
claim. 

2.  SaMB— MonOlf  TO  YaCATB  JUDOMBMT. 

SMf  fhrther,  that  applicant  might  make  a  motion  to  yaoate  the  Jadgraent  in 
tnterference  so  far  as  it  related  to  subject-matter  not  common  to  both  parties^ 
and  that  if  the  facts  were  as  aUeged  proper  relief  might  be  afforded* 

On  Jt*BTITION. 

UBATEXB-TUBNINQ  MAOHXNBS. 

Application  of  Quentin  W.  Booth  filed  December  24,  1888,  Ko. 
294,483. 

Mr.  B.  F.  Osgood  and  Mr.  A.  S.  Brown  for  the  applicant 

FiBHBB,  Asristant  Commiuioner: 

The  application  involved  in  this  petition  was  formerly  involved  in 
an  interfBrenoe  with  the  application  of  one  Schmiedl.  The  issue  of  the 
interference  was  in  the  language  of  the  then  first  claim  of  Booth.    The 
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Examiner  incladed  in  the  interferenoe  Booth's  second  daim  as  we^  as 
the  first.  This  interferenoe  was  decided  adversely  to  the  petitioner 
npon  the  record,  priority  of  invention  being  awarded  to  Schmiedl. 
Therenpon  the  case  in  dne  coarse  was  retomcid  to  the  Primary  Exam- 
ineri  who,  in  accordance  with  Bale  132,  finally  rejected  the  claims  of 
Booth  which  were  inclnded  in  the  interference.  Booth  then  erased  the 
first  claim,  bnt  declined  to  erase  the  second,  alleging  that  it  embraced 
salgect-matter  which  was  not  disclosed  by  Schmiedl,  and  which  there-' 
fore  conid  not  be  included  in  the  judgment  of  priority  to  Schmiedl.  The 
Examiner,  in  teply  to  this  action,  held  that*  as  the  claim  was  included 
in  the  interference  and  no  motion  was  made  to  dissolve  as  to  such 
olatm,  but  the  case  was  allowed  to  proceed  to  final  judgment  with  such 
claim  included,  it  was  too  late  for  him  to  pass  upon  the  question 
whether  or  not  Booth  should  now  be  allowed  the  claim,  he  being  con* 
duded  by  the  judgment  in  the  interference. 

I  am  satisfied  that  this  holding  of  the  Examiner  is  correct  and  should 
be  sustained.  I  am,  however,  impressed  with  the  view  that  if  it  be 
true  that  Booth's  second  claim  is  for  a  matter  not  disclosed  by  Schmiedl, 
and  for  which  a  claim  could  not  be  made  by  him.  Booth  should  not  be 
deprived  of  the  right  to  make  such  claim  himself,  the  issue  in  inter- 
ference covering  only  the  broad  matter  common  to  each  applicant. 

To  enable  this  question  to  be  fully  considered  and  passed  upon,  it  is 
suggested  to  the  petitioner  that  he  make  a  moUou  to  vacate  the  judg- 
ment in  interference  as  far  as  relates  to  subject-matter  not  common  to 
both  parties,  and  if  upon  fbll  consideration  of  such  motion  it  should 
appear  that  the  facts  are  as  alleged  proper  relief  may  be  afforded  to 
him. 

Subject.to  this  suggestion,  the  decision  of  the  Examiner  is  affirmed* 


STEWiJtD  V.  Ellis  v.  Lbs  v.  Howe. 

Decided  Deeember  16, 1889. 
49  O.  O.,  1983. 

Monoir  to  JOissolvx  on  ths  Gboxtnd  ov  Ibbbouuuott  nr  Dbclabino  tbi 

iHTBRrsamfca— New  Hattxb. 

Where  there  was  a  motioD  to  dissolTe  tm  interference  npon  the  ground  of  ir» 
regularity  in  declaring  the  same,  and  it  was  alleged  therein  that  snoh  Inegn- 
larity  consisted  in  the  fkct  that  the  claims  of  one  of  the  parties  were  hased  npon 
new  matter  introduced  into  his  description  and  drawings  more  than  two  and  m 
half  years  after  his  application  was  originally  filed,  and  it  appeared  that  snch 
party,  if  the  preliminary  statements  were  correct,  was  nnqnestionahly  the  origi* 
nal  and  first  inrentor,  Held  that  it  should  first  be  determined  who  was  the 
original  and  first  iayenfor  of  the  issue  in  oontroversy,  learing  the  ex  parte  rights 
of  the  preyalling  party  for  snbseqnent  atyndioation.  .  o 
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8.  8aic»-B0LB  128. 

Upon  the  oonsideraiion  of  saoh  motion^  the  qneation  ie  not  whether  there  htm 
heen  irregaUrity  merely,  hot  whether  there  has  been  such  irregnlerlty  m  will 
defeat  the  porpoee  for  whioh  alone  interference  prooeedinge  are  authorised  by 
the  etatate. 
$.  fiAMB-^BUUB  184. 

From  a  decision  of  the  Examiner  npon  a  motion  to  diesolre,  inrolTing  the  right 
of  one  of  the  parties  to  make  the  claim  in  issue,  there  is  no  appeal  to  the  Com- 
missioner. 

4.  Motion  to  Changs  Date  of  Fiuno  Complbted  Appuoation  to  Datb  of 

FiuNG  Ai^  Amsndment  Thbrbto— Rulb  116. 

Where  a  motion  was  made  by  one  of  the  parties  to  an  interference  to  change 
the  date  of  the  filing  of  the  completed  application  of  one  of  the  other  parties  to 
the  date  of  the  filing  of  an  amendment  by  the  latter,  on  the  ground  that  before  the 
filing  of  such  amendment  the  latter  had  not  clearly  illustrated  and  described  the 
iuTention  In  controversy,  RM  that  the  motion  must  be  denied,  because  Bule  116 
only  takes  cognisance  of  the  filing  dates  of  completed  applications  and  ignores 
the  dates  of  amendments  altogether. 

5.  BAMS— Bulb  46. 

The  office  of  a  supplemental  oath,  as  set  forth  in  Rule  48,  is  to  Justlty  the  intro- 
duction by  amendment  of  a  claim  not  substantially  emhraoed  in  the  statement 
of  Invention  or  claim  originally  presented,  and  affords  no  Justification  for  the  in' 
trodnction  of  matter  by  way  of  amendment  which  is  not  substantially  described 
or  disclosed  in  the  application  as  filed. 

Appeal  on  motion. 

BUNDLE-CARRIERS  FOR  HARTESTBRS. 

Application  of  John  F.  Steward  flle4  March  24, 1886,  So.  196,409« 
Application  of  Lnoien  W.  Ellis  filed  November  20, 1885,  No.  183,395. 
Application  of  Samnel  D.  Lee  filed  Angast  27, 1885,  No.  176,504.  Ap- 
plication of  OeoTge  H.  Howe  filed  May  4, 1885,  No.  164,370. 

Mr.  P.  T.  Dodge  for  Steward. 

Mr.  ThoB.  A.  Banning  for  Ellis. 

Mesirs.  Parker  dk  Burton  and  Messrs.  Marble  <t  Mason.toT  Lee. 

Mr.  J.  B.  Parsons  for  Howe. 

MiTOHBLL,  Commissioner: 

This  appeal  brings  np  for  consideration  a  motion  by  Ellis  to  dissolve 
this  interference  as  to  Lee.  A  motion  by  Lee  to  dismiss  the  appeal 
has  been  heretofore  considered  and  denied.  (41  MS.  Deo.,  108.)  The 
first  three  grounds  npon  which  the  motion  to  dissolve  is  based  are  still 
before  me.  These  grounds  are,  as  alleged,  want  of  interference  in  fact, 
and,  in  two  different  specifications,  irregularity  in  declaring  the  inter- 
ference. 

It  was  not  nrged  upon  the  hearing  that  the  claims  as  finally  allowed 
to  the  respective  parties  do  not  conflict.  It  therefore  can  not  be  held 
that  there  is  no  interference  in  fact  The  principal  reliance,  how- 
ever, is  placed  upon  the  ground  of  irregularity  in  declaring  the  inter- 
ference.   This  irregularity  is  alleged  to  consist  in  the  fact  that  Leete 
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dftims  are  baaed  Qpoa  new  matter  introdaoed  into  his  deeeription  'and 
drawings  more  than  two  and  a  half  years  after  his  application  was  orig- 
inally filed,  in  aooordanoe  with  a  decision  of  Mr.  Oommissioner  Hall, 
the  claim  now  being  that  I  onght,  on  behalf  of  his  opponents  in  this 
interference,  to  inquire  whether  this  decision  of  my  predecessor  was  cor- 
rect in  principle,  and  if  I  should  hold  in  the  negative  to  rale  Lee  out  of 
the  interference  contest 

The  kind  of  irregnlarity  which  entitles  an  applicant  to  a  dissolntion 
of  an  interference  is— 

0ach  inegalarity  In  deolsring  the  tune  m  would  pieoluda  a  proper  determiDation  of 
the  question  of  priority.    (Bale  122.) 

The  qnestion  before  me  therefore  is  not  whether  there  has  been  irreg* 
nlarity  merely,  bat  whether  there  has  been  sach  irregularity  as  will 
defeat  the  purpose  for  which  alone  interference  proceedings  are  author* 
ised  by  the  statute.  The  statute  (B.  S.,  sea  4904}  provides  that  when 
an  application,  in  the  opinion  of  the  Commissioner,  interferes  with 
another  pending  application  or  an  unexpired  patent,  he  shall,  after  suit- 
able notice,  direct  the  Primary  Examiner  to  proceed  to  determine  the 
question  of  priority  of  invention.  It  then  proceeds  to  state  that  the 
^  Commissioner  may  issue  a  patent  to  the  party  who  is  adjudged  the 
prior  inventor,''  thereby  clearly  implying  that  cases  may  arise  in  which 
a  patent  may  be  lawfully  withheld  from  the  party  prevailing  in  an  in- 
terference ;  and  in  the  practice  of  the  Office  it  not  infrequently  occurs 
that  the  original  and  first  inventor,  as  ascertained  by  interference  pro- 
ceedings, fails  to  obtain  a  patent,  for  the  reason  that  some  statutory  bar 
is  in  the  way.  And  even  when  the  Office  is  put  upon  inquiry  as  to  a 
statutory  bar,  the  situation  may  be  such  that  both  justice  and  the  rules 
require  that  the  question  of  priority  shall  be  first  determined,  leaving 
the  questions  betW^n  the  prevailing  party  and  the  public  at  large  to  be 
determined  in  supplemental  txfarie  proceedings. 

In  the  recent  case  of  Manny  v.  8mith  v.  Jone9  (39  MS.  Dec.,  482)  an 
application  was  made  for  the  institution  of  public  use  proceedings  to 
determine  whether  more  than  two  years  public  use  of  the  invention  bad 
not  taken  place  prior  to  an  application  for  a  patent,  accompanied  by  a 
motion  to  suspend  the  interference.  It  was  held  by  the  present  Com- 
missioner that  inasmuch  as  a  comparison  of  the  preliminary  statements 
showed  (assuming  their  truthfulness)  that  the  party  alleged  to  be  barred, 
was  the  original  and  first  inventor,  the  interference  ought  to  proceed, 
leaving  the  exparte  question  for  subsequent  consideration. 

In  the  present  case,  interference  in  fact  exists  between  the  claims  as 
they  stand  allowed.  If  the  preliminary  statements  are  correct,  Lee  is 
unquestionably  the  original  and  first  inventor,  and  if  it  should  event- 
ually turn  out,  upon  evidence,  that  such  is  in  fact  the  case,  no  one  would 
deny  that  his  opponent's  applications  ought  to  be  disallowed.  I  do  not 
think  I  am  required  to  shut  my  eyes  to  the  sworn  preliminary  state- 
ments and  to  rule  Lee  out  of  the  race,  thereby  running  the  risk  of 
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grautinff  a  patent  to  one  of  the  three  remaiDing  oontestante,  when  I  am 
apprised  by  the  preliminary  statements  that  it  may  torn  ont  that 
neither  one  of  them  is  the  original  and  first  inventor.  As  was  held  ia 
Manny  v.  BmUk  v.  Jones^  {supra,)  the  interference  should  proceed,  leav- 
ing the  ex  parte  rights  of  the  prevailing  party  for  snbseqaent  a4jadi- 
cation. 

In  this  view  of  the  case  it  is  not  necessary  to  pass  npon  the  question 
whether  the  former  Commissioner  erred  in  admitting  the  amendment 
which  counsel  for  Ellis  insists  is  the  only  basis  for  Lee's  claims  to  the 
invention  in  interference,  nor,  indeefl,  to  inquire  whether  I  have  juris- 
diction for  that  purpose  npon  a  motion  of  this  character.  In  the  view, 
which  I  take,  the  question  whether  the  amendment  was  properly  ad- 
mitted into  the  application  may  never  arise  in  a  practical  form,  and  if  it 
does  arise  it  will  come  up  between  Lee  and  the  Office  in  ex  parte  pro- 
ceedings, and  in  such  case  it  is  to  be  conclusively  assumed  that  the 
rights  of  the  public,  whatever  they  may  be,  will  receive  due  protection. 

It  should  be  added  that  Lee's  right  to  make  the  claim  in  issue  in  his 
present  application  was  involved  in  the  Examiner's  decision  upon  the 
matters  set  forth  in  the  fifth  paragraph  of  the  motion,  which  decision 
is  not  appealable  to  the  Oommissioner.  (Bule  124.)  Obviously  I  can- 
not do  indirectly  on  appeal  what  I  may  not  do  directly  for  want  of 
jurisdition. 

There  is^-  however,  an  aspect  of  the  case  which  requires  present  con- 
sideration.  It  appears  that  on  August  27, 1885,  Lee  filed  an  application 
for  an  improvement  in  bundle-carriers  for  harvesters.  May  31, 1888,  he 
filed  an  amendment  to  said  application.  This  amendment  was  r^ected 
by  the  Primary  Examiner  upon  the  ground  that  it  contained  new  mat- 
ter. This  objection  was  sustained  by  the  Examiners-in-Chief  for  the 
same  reason.  On  appeal  the  Oommissioner  held  tjh&t  the  amendment 
did  not  constitute  new  matter.  Thereupon  Lee  was  admitted  on  his 
original  application  as  amended,  displacing  in  the  interference  a  more 
recent  application  which  is  claimed  to  have  been  barred  by  two  years 
prior  public  use.  After  the  preliminary  statements  were  opened  the 
motion  now  under  consideration  was  filed.  Before  the  Primary  Exam- 
iner and  before  the  Commissioner  on  appeal,  the  discussion  has  been 
principally  directed  to  the  question  whether  Lee's  amendment  consti- 
tuted new  matter,  and  whether  the  Commissioner  has  jurisdiction  to 
consider  that  question.  But  another  question  has  also  been  discussed, 
expressed  in  the  fourth  specification  of  the  motion  in  the  following  lan- 
guage, which  prays : 

that  the  date  of  the  filing  of  the  application  of  said  Samael  D.  Lee  be  ohanged  to  the 
31et  day  of  May,  1888,  and  that  the  times  for  taking  testimony  in  behalf  of  the 
respeotire  parties  may  be  changed  accordingly,  in  accordance  with  the  reqnlrementa 
'of  Role  116  of  the  Rnles  of  Practice  in  the  United  States  Patent  Office. 

From  the  refusal  of  the  Primary  Examiner  to  grant  the  motion  on  the 
foregoing  ground,  appeal  was  t%ken  to  the  Examiners-in-Ohief.  That 
tribunal  very  properly  refused  to  take  jurisdiction,  npon  the  gronnd 
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tbst  it  inTOAved  ezeeotlve  diaeretion.  An  appeal  was  then  taken  to  the' 
Oommiasioner.  In  the  brief  fbr  BUia  it  wae  requested  that  this  ti^peal 
might  avail  by  way  of  petition  to  the  Oommissionery  and  a  subsequent 
motion  has  been  filed  praying  for  a  change  In  the  order  of  dates  fbr 
taking  testimony  b;  the  respective  parties,  Ellis  insisting  that  Lee,  as 
the  junior  applicanti  should  be  the  first  to  take  ttetimony.  Although 
the  appeal  was  dismissed  as  a  technical  appeal,  (41  MB.  Dec.^  106,)  there 
are  said  to  be  precedents  for  treating  the  matters  contained  therein  as 
if  presented  by  informal  petition.  However  this  may  be,  a  motion  in 
due  form  to  the  same  effect  has  been  presented  on  behalf  of  Ellis  which 
should  be  acted  upon. 

Tt  is  maintained  by  Ellis  that  Lee  did  not  clearly  illustrate  and  de- 
scribe the  invention  in  controversy  until  he  filed  his  amendment  on 
Hay  31, 1888,  which  was  subsequent  to  the  filing  dates  of  all  his  com- 
petitors. .  On  behalf  of  Lee  it  is  contended  that  the  amendment  became 
a  portion  of  the  application  which  was  thereby  amended,  and  that  rule 
116  only  takes  cognizance  of  the  filing  dates  of  applications  and  ignores 
the  dates  of  amendments  altogether.  The  latter  position  is  clearly  cor* 
rect,  and  I  am  unable  to  persuade  myself  that  I  have  a  right  to  disre- 
gard the  rule.  But  it  is  contended  that  the  date  of  completing  this 
appHcation  should  be  changed  to  the  date  of  filing  the  amendment,  and 
ex  parte  MeDougdU  (0.  D.,  1882,  7)  is  cited  as  authority.  In  that  case 
the  Oommissioner,  in  admitting  an  amendment  which  was  accompanied 
by  a  supplemental  oath,  said : 

The  Rzattiner  will,  however,  enter  the  date  of  the  dew  oath  ou  the  faoe  of  the  file- 
wrapper  and  change  the  date  of  completion  of  the  filing  of  the  oaae  to  agree  there* 
with. 

On  behalf  of  Lee  it  is  claimed  that  the  doctrine  ot  ex  parte  McDougaU 
has  ceased  to  be  followed  in  the  Office. 

In  Snider  v.  DaHng  v.  McOlure  v.  WiUiam  v.  Hale  (33  MS.  Dec,  143) 
Oommissioner  Montgomery  said : 

I  am  aware  that  my  predecessor,  Commissioner  Marble,  in  the  oaee  of  n  parte  Mc* 
D^ugallf  (31  O.  G.,  1783,)  directed  the  date  of  the  filing  of  the  case  to  be  changed  to 
agree  with  the  entry  of  a  new  oath  which  accompanied  an  amendment ;  but  this  di- 
rection was  made  t-o  conform  with  bis  holding  in  soch  case  that  applicant  should  be 
allowed,  npen  filing  an  oath  that  the  matter  which  he  desired  to  introdnoe  was  a 
part  of  his  original  inrention,  to  amend  by  adding  something  not  fncorporated  in  the 
application  either  as  a  part  of  the  specification  or  claims. 

The  doctrine  of  that  case  has  been  sereral  times  since  oTcrmled,  and  once  at  least 
by  Commissioner  Marble  himself. 

The  date  of  the  filing  of  Hale's  application  shbnld  not  be  changed.  (See  er  porU 
Sidder,  9tt  O.  G.,  1976;  ec  parte  CrandoU,  36  0.  G.,  624 ;  SeUon  v.  Hoekhameen,  Com. 
Dec,  1086,  103.) 

In  ex  parte  Sammer  (40  MS.  Dec.,  441)  Assistant  Oommissioner  Fisher 
aaid^  referring  to  a  change  in  the  date  of  filing  based  npon  an  amend* 
Bient  accompanied  by  a  supplemental  oath :  .t ,^,j  ^v Google 

I  do  not  think  the  Examiner  was  right  in  making  this  change  of  date.  The  mattsc 
eUdmed  bj  the  amendment  is  not  only  part  of  the  original  disclosure,  bnt  is  so  dl- 
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VMtly  eonneotod  with  the  prooeit  origiiuUlj  ol*iiiied  m  to  Mnoimt  to  the  eame  inyen- 
tlon.  There  wm  therefoie  no  neoeMity  for  m  sapplemental  oath,  the  artiele  el*iii» 
were  fhlly  ooreted  by  the  original  oath,  and  their  date  mnat  be  the  eame.  ae  that  of 
the  filing  of  the  application.  The  MoDongall  decision  relied  upon  by  the  Examiner 
^  at  best  of  donbtfal  anthority. 

The  office  of  a  sappleinental  oath,  as  set  forth  in  Bale  48,  is  to  jas- 
tlfy  the  introdaotion  by  amendment  of  a  claim  not  substantially  em- 
braced *Mn  the  statement  of  invention  or  claim  originally  presented.'' 
Bale  48  affords  no  jostiftcation  for  the  introdnction  of  matter  by  way  of 
amendment  which  is  not  substantially  described  or  disclosed  in  the  ap* 
plication,  whether  with  or  without  a  supplemental  oath.  To  so  construe 
Bale  48  as  to  warrant  the  introduction  of  what  is  known  as  <<  new  mat* 
ter"  would  be  to  ascribe  to  it  a  function  utterly  without  warrant  of  law. 
There  can  therefore  be  no  reason  why  the  filing  of  a  supplemental  oath 
should  require  the  adoption  of  a  new  date  for  the  application  as  a  com- 
pleted one. 

The  supplemental  oath,  in  cases  where  it  is  effective  for  any  purpose, 
simply  enables  the  applicant  to  cover  and  include  in  his  claim  such  por- 
tion of  his  original  disclosure  or  description  as  was  not  embraced  *^iii 
the  statement  of  invention  or  claim  originally  presented."  It  cannot 
be  permitted  in  any  case  to  Justify  such  a  change  as  would  require  Bik 
alteration  in  the  date  of  the  application  as  a  completed  application. 

The  later  cases,  in  my  judgment,  express  the  sounder  doctrine  and  the 
better  practice*,  and  I  cannot  direct  that  the  date  of  tb^  completed  ap- 
plication be  changed  to  the  date  of  the  filing  of  the  amendment  com- 
plained of. 

The  fallacy  underlying  the  appeal  of  Ellis  consists  in  the  assumption 
that  an  interfering  applicant  has  a  special  interest  in  his  rival's  applica- 
tion (other  than  the  question  of  priority  of  invention)  distinguishable 
ftom  that  which  the  public  in  general  has. 

In  Faure  v.  Bradley  and  Crocker  v.  Ootrfet  and  Oowle9  (40  O.  G.,  243) 
Commissioner  Hall  said  upon  this  subject : 

Appellant  is  interested  only  in  hie  own  inrention  and  In  securing  a  patent  for  it. 
Erery  appliance  and  proylsion  exist  for  his  protection  in  this  respect.  He  can  hare 
BO  personal  or  le|cal  interest  as  a  party  or  otherwise  in  the  inrentlon  or  application  of 
other  persons  in  the  Office.  If  it  happens  that  he  and  they  are  applicants  for  tho 
nine  invention,  be  is  still  fally  proteeted,  as  being  placed  in  interference  he  is  giren 
every  opportanity  to  establish  the  priority  of  his  own  invention,  and  thus  clear  tho 
way  to  the  secnrement  of  his  own  patent.  If  he  cannot  do  this  and  priority  la 
awaxded  against  him,  his  stelicfl  in  the  Office  is  gone.  He  ceases  to  be  a  party,  aod 
the  sncoessfnl  applieation  goes  back  and  again  becomes  cs  peris. 

The  condnsion  of  the  whole  matter  is  that  the  first  duty  of  the  Oom- 
miasioner  is  to  ascertain  who  is  the  original  and  first  inventor  of  the  im- 
provement claimed  by  the  several  parties  now  in  interference,  after 
which  his  duty  is  equally  clear  to  reftase  a  patent  to  the  prevailing  party 
if  he  is  not  entided  to  receive  it.  {EM  v.  Opstmitifonar  of  Pslmlii  7 
0.  G^  8N ;  8  O.  G.,  40.)  o 
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If,  as  urged  by  counsel  for  BUis,  the  graotiiig  of  a  patent  to  Lee  apon 
his  application  as'  it  now  stands  amended  woold  be  in  yiolation  of  the 
doctrine  laid  down  in  Ohieago  and  Nwthwestem  RaUroad  v.  Sojflet^  97  U. 
S.,  B5iy  it  most  be  conclusively  assumed  that  the  law  will  be  applied  at 
the  proper  time  in  beh^f  of  the  whole  public,  including  his  present 
rivals.  Upon  the  question  whether  Lee's  application  comes  within  the 
doctrine  of  that  case  I  suggest  no  opinion  whatever. 

The  motion  must  be  denied. 


Ex  PABTB  BOTEB. 

DeoUM  December  12,  1889. 

49  O.  a,  1986. 

1.  BBQUBST    fob    iNTBBrBRENCB— OVBRCOXING    FORBION    PaTBNT    A8    A    RBrBR- 
BNCB^RULB  75. 

When  appliosnt  leqaMted  that  he  be  pat  into  interferenoe  with  a  eertain  im« 
expired  domeetio  patent  upon  wbioh  he  bad  not  been  lejeoted,  and  it  appeared 
that  he  had  been  leJeoted  npon  a  prior  foreign  patent  granted  to  the  same  per- 
son for  the  same  inrention  oovered  by  the  domestic  patent,  and  had  filed  an  affi- 
davit stating  that  the  invention  was  made  before  the  foreign  patent,  without 
reciting  the  facte  npon  which  he  relied  to  prove  that  he  antedated  the  foreign 
patent,  HM  that  the  affidavit  was  not  such  as  was  required  by  Rule  75  to  over- 
come the  foreign  reference,  and  the  request  must  be  denied. 
8.  Same— Bulb  94,  (8.) 

Held,  further,  that  Buie  94  (2)  was  not  applicable  to  suc^  a  case.  That  rule 
applies  to  a  case  in  which  the  rejection  is  based  upon  the  very  patent  with  which 
the  interference  is  to  b(«  had  in  case  a  satisfactory  affidavit  is  filed  to  overcome 
it  as  a  reference. 

3.  Patbmt  Ikadvbrtbntlt  Issued. 

A  patent  issned  inadvertently  while  another  application  for  the  salne  inven- 
tion was  pending  is  as  against  such  application  to  be  treated  for  purposes  of 
interference  as  an  application  still  pending. 

4.  Bulb  75— Appeal  to  Examinbrs-in-Chibf. 

The  appeal  ftom  a  r^ection  by  the  Examiner  because  of  insufficiency  of  the 
oath  required  by  Rule  75  lies  to  the  £zamlners-in-€hief. 

Oil  Petition. 

METHOD  OF  MAKINO  GLASS  BOTTLES. 

Afpuoation  of  Joseph  Boyer  filed  Aagast  13, 1888,  No.  282,640. 

Mr.  Frank  L.  Dif$r  for  applicaot. 

statement  of  the  case. 

The  petitioner  pmyed  that  the  Bxaminer  might  be  directed  to  put 
his  ease  into  interference  with  a  certain  unexpired  domestic  patent,  in 
aocxvdaiioe  with  Bole  94,  (2.)    It  appeal  that  the  patent  referred  t^ 
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iasaed  inadvertently  while  petitioner's  application  was  pending.  It 
still  farther  appeared  that  applicant  had  not  been  rejected  on  this 
patent,  bat  had  been  rcgected  apon  a  foreign  patent  granted  prior  to 
each  domestic  patent  and  to  the  same  person  and  for  the  same  inven- 
tion  as  the  domestic  patent.  It  was  contended  by  applicant  that  the 
date  of  the  foreign  patent  conld  only  be  considered  to  be  an  earlier 
date  for  the  United  States  patent,  and  that  he  had  ftiUy  complied  with 
the  rale  by  having  made  and  filed  an  affidavit  that  the  invention  was 
made  before  the  foreign  patent,  withont  reciting  the  facts  apon  which 
he  relied  to  prove  that  he  antedated  the  foreign  patent. 

MiTOHBLL,  Oommissianer : 

Applicant  is  mistaken  in  sapposing  that  Bale  94  (2)  is  applicable  to 
the  qaestipn  nnder  consideration.  That  rale  applies  to  a  case  in  which 
the  rejection  is  based  apon  the  very  patent  with  which  the  interference 
is  to  be  had,  in  case  a.satisfactory  affidavit  is  filed  to  overcome  it  as  a 
reference.  In  this  case  applicant  is  rejected  apon  an  English  patent 
of  one  Ashley,  with  which  he  can  not  be  placed  in  interference  in  any 
event  Bale  76,  however,  is  applicable,  and  nnder  that  rale  the  appli-/ 
cant  is  reqaired  to  make  oath  to  facts  showing  a  completion  of  the  in- 
vention in  this  coantry  before  the  date  of  the  foreign  patent  which  has 
been  cited  against  his  application  as  a  reference.  (Ex  parte  Saundert 
23  O.  G.,  1224 ;  ex  parte  Oaeeer^  17  O.  O.,  507 ;  ex  parte  Hunter^  49  O. 
G.,  733.) 

Applicant  is  qnite  right  that  in  accordance  with  the  doctrine  of  Brooke 
field  V.  Brooke^  (0.  D.,  1873, 107,)  he  has  the  same  standing  as  against 
Ashley's  domestic  patent,  which  was  issued  sabseqaently  to  petition- 
er's application,  as  if  his  rival's  application  were  still  pending.  The 
troable  in  petitioner's  case  is  that  he  has  no  standing  to  obtain  a  patent 
until  the  bar  of  the  Bnglish  patent  is  removed.  When  an  affidavit  is 
filed  stating  facts  satisfying  the  Examiner  that  petitioner's  invention 
was  completed  before  the  date  of  the  foreign  patent,  the  bar  of  the  for- 
eign patent  will  be  removed,  after  which  there  will  be  no  obstacle  in 
the  way  of  declaring  an  interference  between  his  application  and  the 
domestic  patent  of  Ashley,  if  the  subject-matter  claimed  by  petitioner 
is  otherwise  allowable  and  if  it  convicts  with  the  subject-matter  claimed 
in  the  domestic  patent 

Applicant  seems  to  believe  that  it  is  a  hardship  to  be  compelled  to 
disclose  the  fiEUSts  at  the  present  stage  of  the  proceedings  upon  which 
he  relies  to  prove  that  he  antedates  the  English  patent,  inasmuch  as  it 
would  make  known  to  the  other  party  to  the  prospective  interference 
the  grounds  upon  which  his  claim  to  priority  rests.  There  are  two  re- 
plies to  this  allegation  of  hardships :  First,  that  it  would  certainly  be 
wrong  to  permit  the  statutory  bar  raised  against  applicant  to  be  removed 
without  full  proof  that  the  affiant  was* the  first  inventor,  whatever  hard* 
ship  would  indirectly  result  from  requiring  such  proof;  second^  that 
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all  that  is  required  ander  Bole  75  ie  proof  of  facts  showing  that  the  in- 
Tention  Was  completed  at  a  certain  date.  If  the  actual  facts  pertaining  to 
applicant's  invention  are  such  that  he  can  make  full  proof  otthedateof  the 
completion  of  the  invention  Without  disclosing  or  attempting  to  disclose 
the  date  of  the  conception  and  early  progress  toward  completion  of  his 
invention,  I  know  of  no  reason  why  such  a  coarse  may  not  be  taken* 
It  is  for  the  applicant^  however,  to  decide  whether  the  facts  are  such 
as  to  permit  the  course  indicated  to  be  pursued.  Upon  that  subject  I 
can  make  no  suggestion  in  advance,  and  the  applicant  must  of  necessity 
determine  both  what  coarse  the  case  admits  of  and  what  course  it  is 
wise  to  pursue. ' 

The  application  is  remanded  that  the  applicant  may  make  such  oath 
as  is  called  for  by  Bole  75,  after  which,  in  case  the  oath  is  deemed  suffi- 
cient, the  customary  thrther  proceedings  will  be  had.  If  the  oath  be 
deemed  insufficient,  the  appeal  lies  to  the  Examiners-in-Ohief— ea;  |iar(^ 
Fayen^  (41  MS.  Dec.,  73)— that  is  to  say,  the  insufficiency  of  the  affidavit 
resalts  in  the  final  rejection  of  the  claim,  from  which  appeal  lies  as 
stated. 


Ex  Pabts  Bubt. 

Decided  Decmher  4,  1889. 

49  O,  O.,  19B6. 

1.  Duty  ov  Examinvb  to  Give  Information  as  to  Objections. 

It  Bhoald  never  be  oooBidered  a  work  of  snpererogatlon  on  the  part  of  the  Ex- 
aminer to  gire  to  an  applicant  such  fbll  and  complete  information  fts  to  objections 
as  will  enable  him  to  Jndge  of  the  propriety  of  complying  with  the  demandaof 
the  Examiner  or  of  taking  a  petition  or  appeal. 
3.  Addition  or  Figorbs  to  Drawinqs— Nbw  Mattbr. 

The  nnaathorised  addition  of  new  figures  to  the  drawings  is  a  violation  of  the 
rules.    The  question  of  new  matter  Involves  the  merits  and  is  appealable  to  the 
Examiners-in-Chief. 
3.  All  Qubstions  Bblatino  to  Patbntabilty  Should  bb  Actbd  upon  Before  Ap- 
peal. 

The  Examiner  should  act  with  reference  to  all  questions  which  may  be  raised 
in  rejection  of  any  or  all  of  the  claims,  so  that  the  case  may  go  forward  to  the 
£xaminers-in-Chief  as  a  whole,  and  all  matters  relating  to  patentability  may  be 
determined  by  that  tribunal  in  one  proceeding. 

On  Petition. 

combined  pullets  and  shaft-couplings. 
Application  of  George  E.  Burt  filed  July  20, 1889,  No.  317,909. 
Mr.  L.  Deane  for  applicant. 


252  DECISIONS  OF  THE  eOMMISSIONEB  OF  PATENTS. 

F1SHBB9  AisUtant  Commisiioner: 

During  the  pendency  of  this  application  three  new  figores  were 
added  to  the  drawings,  and  descriptive  matter  relating  to  them  was 
inserted  lit  the  specification.  The  Examiner  objected  to  both  the  addi- 
tional' figures  and  description  npon  the  groand  that  they  involved  new 
matter/  and  refused  to  allow  the  case  until  this  matter  should  be  re> 
moved*  In  response  to  this  action  counsel  for  the  applicant  asked  the 
Examiner  to  i)oint  out  the  particulars  in  which  the  new  figures  varied 
from  the  invention  originally  disclosed.  To  this  the  Examiner  replied 
that  the  difierenoe  was  so  apparent  that — 

it  would  be  a  work  of  sapererogatioD  ^to  point  oat  in  what  partioalan  they  vary 
from  the  invention  shown  in  the  other  dguree. 

He  also  repeated  his  former  action.  This  petition  was  thereupon 
brought,  in  which  the  Commissioner  is  asked  to  instruct  the  Examiner 
to  fully  explain  his  objections  to  such  figures^  or  else  to  investigate  the 
case,  and  if  it  be  determined  that  the  Examiner  is  in  error  to  instruct 
him  to  withdraw  his  objections. 

As  to  the  first  prayer  of  the  petition,  the  Examiner  is  instructed  that 
it  should  never  be  considered  a  work  of  supererogation  to  give  to  an 
applicant  such  full  and  complete  information  as  will  enable  him  to  judge 
of  the  propriety  of  complying  with  the  demands  of  the  Examiner  or  of 
taking  a  petition  or  an  appeal. 

As  to  the  second  prayer,  it  is  only  to  be  said  that  the  question  of 
new  matter  is  one  which,  under  the  rules,  involves  the  merits  of  the 
case,  and  is  appealable  to  the  Examiners-in-Chief.  (See  Sullivan^  ex 
parUj  41  MS.  D.,  33.) 

A  further  question  which  arises  in  this  case  is  as  to  the  addition  of 
the  new  figures  to  the  drawings.  This  addition  appears  to  have  been 
made  without  any  authority  from  the  office— a  course  plainly  in  viola- 
tion of  the  rules.  (Oordrey^  ex  parto,  48,  O.  O.,  397,  ante  171.)  In 
accordance  with  that  decision  I  might  order  that  the  added  drawings 
be  stricken  out ;  but  as  the  amendments  to  the  specification  referring  to 
such  drawings  and  a  description  of  them  have  already  been  entered 
I  think  the  best  course  to  pursue  is  to  allow  the  figures  to  remain  pend- 
ing the  determination  of  the  question  of  new  matter.  If  petitioner 
desires  to  take  this  question  to  the  Examiners-in-Ohief^  the  Examiner 
should  first  act  with  reference  to  all  questions  which  may  be  raised  in 
r^ection  of  any  or  all  of  the  claims,  or  otherwise,  so  that  the  case  may 
go  forward  to  the  Examiners-in-Ghief  as  a  whole,  and  all  matters  relat- 
ing to  patentability  be  determined  in  one  proceeding. 

The  case  is  returned  to  the  Examiner  for  action  in  accordance  with 
this  decision. 
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OF  THE 

ATTORNEY-GENERAL  OF  THE  UNITED  STATES 

UPON  THB 

GOKBTBUCnOlf  OF  THI  ABTICLB9  OF  TR  IHTEB5iTI0irAL  COXTBTIOir  FOB  THE  PBOTBC- 
nOW  OF  CID08TBI1L  PBOPSBTT  IN  BBLITIOK  TO  CATEITS. 

47  O.  0.,  398. 


LXGiaLATION  FOR  THB  EkFORCEMBNT  OF  THE  TBEATY  NBCBBSABT. 

This  treaty  i«  a  re«iptocal  one.  Each  party  to  it  covenants  to  grant  in  the 
fatnre  to  the  enbjecte  and  citizens  of  the  other  parties  certain  special  rights  in  con- 
sideration of  the  granting  of  like  special  rights  to  its  subjects  and  citizens.  It 
is  a  contract  operative  in  the  fatare  infraterritorially.  It  is  therefore  not  self- 
executing,  but  requires  legislation  to  render  it  eifective  for  the  modification  of 
existing  laws. 

Depabtment  op  Justice, 
WasMngtanf  D.  0.,  April  6, 1889. 
Snt :  Year  predecessor,  by  bis  letter  of  the  15th  of  Janaary,  1889,  re- 
qaested  the  opinion  of  the  Attorney-Oeneral  on  the  following  state  of 
fBM^ts: 

Section  4902  of  the  Revised  Statutes  grants  the  right  to  file  caveats 
preliminary  to  applications  for  patents  for  inventions  and  establishes 
the  legal  effect  that  shall  be  given  to  them.    It  also  provides — 

Any  ^Hzenofike  United  States  who  makes  any  new  inyention'or  discovery,  and  de- 
aires  further  time  to  mature  the  same,  may  *  *  *  file  in  the  Patent  Office  a 
caveat. 

It  further  provides — 

An  alien  shaU  liave  the  privilege  herein  granted  if  he  has  resided  in  the  United 
States  one  year  next  preceding  the  filing  of  his  caveat  and  has  made  oath  of  his  inten- 
tion to  become  a  citizen. 

By  the  first  of  these  claases  the  grant  of  the  right  is  limited  to  citi- 
zens. By  the  second  it  is  enlarged  to  inclade  one  class  of  aliens.  The 
grant  as  a  whole  entitles  only  citizens  aod  aliens  who  have  been  resi- 
dents one  year  and  have  legally  declared  their  intentioti  to  become  cit* 
izens  to  file  caveats. 

It  is  claimed  by  Ferdinand  Boarqain,  a  Swiss  citizen,  that  the  second 
article  of  a  Convention  entered  into  between  the  United  States  and 
certain  other  nations,  of  which  the  Swiss  Confederation  was  one,  pro- 
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claimed  ou  the  7th  day  of  Jane,  1887,  (U.  S.  Statates  of  1887  and  1888, 
treaties  37,)  extends  the  grant  of  section  4902  Revised  Statates  to  all 
sabjects  and  citizens  of  the  parties  to  the  Oonvention.  That  article 
provides : 

The  anbjeota  or  oitizeoB  of  each  of  the  contracting  States  shall  ei^oy,  in  all  the 
other  States  of  the  Union,  so  far  as  concerns  patents 'for  inventions,  trade  or  conimer- 
cial  marks,  and  the  commercial  name,  the  advantages  that  the  respective  laws  thereof 
at  present  accord,  or  shall  afterward  accord  to  sabjects  or  citizens.  In  conee- 
qnence  they  shall  have  the  same  protection  as  these  latter,  and  the  same  legal  re- 
course against  all  infringements  of  their  rights,  nuder  reserve  of  complying  with  the 
formalities  and  conditions  imposed  apon  sabjects  or  citizens  by 'the  domestic  legisla- 
tion of  each  States 

Congress  has  passed  no  law  for  the  execution  of  this  article,  nor  did 
the  House  of  Representatives  in  any  way  consider  or  assent  to  the 
treaty. 

Section  4902  is  a  part  of  the  system  of  laws  of  the  United  States  con- 
ceming  patents  tor  inventions.  If,  therefore,  the  article  above  quoted 
has  become  and  is  self-executing  as  an  infraterrttorial  law,  by  virtae  of 
the  making  and  proclamation  of  the  treaty  by  the  President,  by  and 
with  the  advice  and  consent  of  the  Senate,  the  claim  made  by  Ferdi- 
nand Bourquin  is  valid.  By  the  second  clause  of  the  second,  section  of 
the  second  article  of  the  Oonstitution  the  power  to  make  treaties,  by 
and  with  the  advice  and  consent  of  the  Senate,  is  vested  in  the.  Presi- 
dent. By  the  second  clause  of  the  sixth  article  of  the  Oonstitution  '<  all 
treaties  made, or  which  shall  be  made,  underthe  authority  of  the  TTnited 
States  shall  be  the  supreme  law  of  the  land."  By  the  eighth  clause  of 
the  eighth  section  of  the  first  article  the  whole,  legislative  power  over 
the  subject  of  patents  is  committed  to  Congress.  It  is  found  among  the 
powers  to  borrow  money ;  to  coin  money ;  to  declare  war ;  to  raise  and 
support  armies ;  to  constitute  judicial  tribunals ;  to  regulate  commerce, 
&c  It  is  due  to  the  credit  of  the  United  States  that  the  provisions 
concerning  the  treaty-making  power  of  the  President  and  the  legislative 
power  of  Congress  shall,  if  possible,  be  so  construed  and  executed  as  to 
give  full  and  proper  effect  to  each  and  insure  harmony  in  their  exercise. 

In  the  case  of  Foster  v.  Neilson  (2  Peters,  314)  Chief  Justice  Marshall, 
delivering  the  opinion  of  the  Court,  in  discussing  the  effect  of  the  Con- 
stitution on  treaties  as  laws,  declared : 

A  treaty  is«  in  its  natare,  a  contract  between  two  uatioDs,  not  a  legislatiye  act.  It 
does  not  g**nerally  effect  of  itself  the  object  to  be  accomplished,  especially  so  far  as 
its  operation  is  infraterritorial,  bat  is  carried  into  execation  by  the  soyereign  power 
of  the  respectire  parties  to  the  instrument. 

In  the  United-  States  a  different  principle  is  esiablished.  Our  Constitution  declares 
a  treaty, to  be  the  law  of  the  laud.  It  is  consequently  to  be  regarded  in  courts  of 
Justice  as  equivalent  to  an  act  of  the  legislature  wheneyer  it  operates  of  itself  without 
tbo  aid  of  any  legislative  provision.  But  whtn  the  terms  of  the  stipulation  import  a 
eontruot,  when  either  of  the  parHee  engaged  to  perform  a  parUcvLUtr  not,  the  treaty  ad- 
dreeeee  ite^f  to  thepolUieal,  not  Uie Judicial  departmemt;  and  tho  Ugielature  must ssseuls 
the  oontraet  b^ore  it  oan  heoome  a  rule  for  the  court. 
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The  prindple  thus  stated  has  been  generally  aooepted  as  a  trae  io- 
terpretatioii  of  the  oonstitotioDal  provisions  relating  to  the  subject  of 
treaties.  It  establishes  that  there  is  a  class  of  treaties  which,  witboat 
legislation,  do  not  become  self-executing  as  a  rale  of  municipal  law.  A 
statement  is  given  of  such  provisions  of  treaties  as  come  within  this 
class ;  as  <*  when  the  terms  of  the  stipulation  import  a  contract,  when 
either  of  the  parties  engages  to  perform  a  particular  act.^  But  the 
decision  does  not  enumerate  or  define  the  limitations  of  the  whole  class* 
In  the  treaty-making  power  conferred  on  the  President  the  implication 
exists  that  the  power  is  to  be  exercised  by  him  subject  to  the  limitation 
of  the  Oonstitution.  If,  in  time  of  peace,  he  should  provide  by  the  stip- 
ulations of  a  treaty  for  .the  quartering  of  soldiers  in  any  house  without 
the  consent  of  the  owner,  such  a  stipulation  would  be  simply  void, 
because  forbidden  by  the  Oonstitution  to  every  department  of  the  Qov- 
emment.  But  where  the  (Government  of  the  United  States  has  power 
under  the  Constitution  over  a  subject,  i^though  that  power  may  be 
vested  by  the  Constitution  exclusively  in  Congress,  it  has  been  claimed 
that  in  the  making  of  treaties  such  power  may  be  exerdsed  by  the 
President,  by  and  with  the  advice  and  consent  of  the  Senate,  without 
the  co-operation  of  the  House  of  Bepresentatives  or  act  Qt  Congress. 
Issue  was  joined  on  this  proposition  in  1796  between  the  President  and 
Senate  in  the  affirmative  and  the  House  of  Bepresentatives  }n  the  neg- 
ative, concerning  certain  provisions  of  the  Jay  treaty  with  Oreat  Britain. 
The  treaty,  at  the  end  of  the  disagreement,  remained  intact,  but  the 
House  of  Bepresentatives — 

pttMed  TMolotions  diMlaimlDg  the  power  to  interfere  in  making  treatiee,  but  aMert* 
ing  their  right,  whenerer  stipolations  were  made  on  sobjeete  oommitted  to  Congrew 
by  the  Constitution,  to  deliberate  on  the  ezpedieney  of  carrying  them  into  eileet ; 
and  in  legislating  on  soTeral  treaties  then  before  them  they  stmok  ont  the  wovds, 
''that  provision  onght  to  be  made  by  law,''  and  substituted  words  which  deelarsd 
merely  the  expedieney  of  passing  the  necessary  laws.  (Sargeant's  Constitutional 
Law,  411 ;  Story  on  the  Constitution,  section  1841.) 

In  the  session  of  1816  and  1816  a  like  disagreement  arose  concerning 
a  commercial  treaty  made  in  the  July  preceding  <<  between  the  United 
States  and  Great  Britain,  by  which  it  was  agreed  to  abolish  the  dis- 
criminating duties  on  British  vessels  and  cargoes."  This  disagreement 
was  terminated  with  no  decisive  results. 

The  treaty  between  the  United  States  and  the  King  of  the  Hawaiian 
Islands,  signed  January  30,  L876,  which  provided  for  commercial  reci- 
"procity' between  the  nations,  and  involved  the  exercise  of  one  of  the 
powers  submitted  to  Gongress  by  the  Gonstitution,  provided  in  its  fifth 
article  that  it  should  not  be  ratified  <*  until  a  law  to  carry  it  into  opera- 
tion should  be  passed  by  the  Gongress  of  the  United  States  of  Amer- 
ica." (19  U.  S.  Stats.,  637.)  In  execution  of  this  treaty  Gongress,  on 
the  16th  of  August,  1876,  (19  U.  S.  Stats.,  200,)  passed  an  act  in  accord- 
ance with  the  provisions  of  the  treaty.  The  treaty  by  its  terms,  how- 
ever, was  clearly  a  contract  by  which,  in  consideration  of  certain  special 
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oommerdal  privileges -granted  on  the  one  part,  certain  other  like  privi- 
leges were  granted  on  the  other.  Snch  special  privileges  granted  in 
consideration  of  othersreoeived,  the  Snpreme  Uoort  of  the  United  States, 
in  the  case  of  Bartram  v.  Robertson  (122  IT.  S.,  120,)  raied,oonstitnte  a 
contract.  Field,  J.,  delivering. the  opinion  (speaking  of  the  treaty  with 
Denmark  as  compared  with  that  of  the  Hawaiian  Islands)  declaring: 

Tho6e  atipolations,  eren  if  oonoeded  to  be  self-exeociting,  by  the  way  of  a  proTiao 
or  exception  to  the  general  Iaw  impoelDg  the  datiea,  do  not  cover  conceMiona  liks 
those  made  to  the  Hawaiian  Islands  for  a  Talnable  consideration.  They  were  pledges 
of  two  contracting  parties,  the  United  States  and  the  King  of  Denmark,  to  each  other ; 
that  in  the  imposition  of  daties  on  goods  imported  into  one  of  the  countries  which 
were  the  product  or  manufacture  of  the  other  there  should  be  no  discrimination 
against  them  in  favor  of  goods  of  like  character  imported  from  any  other  country. 
They  imposed  an  obligation  on  both  donntries  to  avoid  hostile  legislation  in  that  re- 
spect. But  they  were  not  intended  to  interfere  with  special  arrangemenU  teiik  other 
eountriee  founded  upom  a  oonoeuionof  special  privilegee.  (See,  also,  WhitMjf  v.  Boheri' 
99n,  124  U.  8.,  192.) 

If  the  treaty-making  power,  in  all  treaties  whose  execution  required 
the  exercise  of  powers  committed  to  Congress,  should  uniformly  pro- 
vide in  the  treaties  for  their  proper  snbmissiou  to  Congress  before  they 
should  be  effective,  consequences  might  be  avoided  which  may  jeopard- 
ize  the  credit  of  the  nation.  Under  the  British  constitution,  with  refer- 
ence to  this  subject  the  jurisdiction  of  Parliament  is  thus  stated  in  1 
Todds  Parliamentary  Government  in  England,'  page  610 : 

The  constitutional  power  appertaining  to  Parliament  in  respect  to  tre»ties  is  lim* 
ited.  It  does  not  require  their  formal  sanction  or  ratification  by  Parliament  as  a  condi- 
tion to  their  validity.  The  proper  Jurisdiction  of  Parliament  in  such  matters  may  be 
thus  defined :  First,  it  is  right  to  give  or  withhold  its  sanction  to  those  parts  of  a 
treaty  that  require  a  legislative  enactment  to  give  it  force  and  efTect,  as,  for  example, 
when  it  provides  for  an  alteration  in  the  criminal  or  municipal  law,  or  proposes  to 
change  existingtariflfs  or  commercial  regulations.  *  *  •  If  a  treaty  requires  legia- 
lative  action  in  order  to  carry  it  out,  it  should  be  subjected  to  the  fullest  discussion 
in  Parliament,  and  especially  in  the  House  of  Commons,  with  a  view  to  enable  the 
Government  to  promote  eifectually  the  important  interests  at  stake  in  their  propobed 
alterations  in  the  foreign  policy  of  the  nation. 

It  is  not  necessary  to  the  decision  of  the  question  submitted  to  me  in 
the  lAatter  under  consideration  to  determine  whether  all  the  provisions 
of  treaties,  whose  execution  requires  the  exercise  of  powers  submitted 
to  Oongfess,  must  be  so  submitted  before  they  become  law  to  the  courts 
and  executive  departments,  for  the  treaty  under  consideration  is  a  re- 
ciprocal onc'-each  party  to  it  covenants  to  grant  in  the  future  to  the 
subjects  and  citizens  of  the  other  parties  certain  special  rights  in  con* 
sideration  of  the  granting  of  like  special  rights  to  its  subjects  or  citi- 
zens. It  is  a  contract  operative  in  the  future  infraterritorially.  It  is 
therefore  not  self-executing,  but  requires  legislation  to  render  it  effect- 
ive for  the  modification  of  existing  laws. 

AttorMjf-OenerdL 
The  Secbetaby  of  the  Intebiob. 
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1.  Tbadb-Habk^Wobds  Duonrayx  of  a  Class  of  Goods  CAjnror  bx  Appro- 

FBIATBD  AS  A  TbADB-MaSX. 

The  name  "  Goodyear  Bobber  Company"  ia  not  one  oapable  of  exdnaiye  appro* 
priation  as  a  Trade-Mark.  "  Goodyear  Bobber  "  are  terms  descriptive  of  well- 
known  elasses  of  goods  prodneed  by  the  process  known  as  Goodyear's  inTontion. 
Names  which  sm  thus  d**seriptiTe  of  a  class  of  goods  cannot  be  adopted  as  Trade* 
Marks  and  be  thereby  appropriated  to  the  ezclusiTS  right  of  any  one. 

%  SAlC^^SAm— AIMPTBD  AS  A  COEPOBATB  NAMV. 

Nor  win  the  incorporation  of  a  company  in  the  name  of  an  article  of  commerce, 
without  other  speciflcation,  create  any  exclasive  right  to  the  use  of  the  name. 

Appeal  from  the  Oircoit  Court  of  the  United  States  fbr  the  South* 
en  District  of  New  York. 

Mr.  F.  H.  BettSj  Mr.  J.  E.  Hindon  Hyde^  and  Mr.  Samuel  B.  BetU  for 
the  appeUante. 
Mr.  W.  W.  MaoFtvrland  for  the  appellee. 

Mr.  Justice  Fibld  delivered  the  opinion  of  the  court. 

This  was  a  suit  in  equity,  brought  by  the  Goodyear  Rubber  Company, 
a  corporation  created  under  the  laws  of  New  York|  to  restrain  Good- 
year's  India  Rubber  Glove  Manufacturing  Company,  a  corporation 
created  under  the  laws  of  Connecticut,  and  others,  defendants  below, 
2016  pat 17  »7 
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frbm  using  the  name  of  "  (Joodyear's  Bubber  Manafactaring  Gompany,''v 
or  any  equivalent  name  in  their  business.  The  bill  alleges  that  the 
plaintiff  was  organized  as  a  corporation  on  the  20th  of  November,  1872, 
for  the  purpose  of  manufacturing  and  dealing  in  india-rubber  and  gutta- 
percha goods,  under  its  corporate  name,  in  the  city  of  New  York ;  that 
iteuga^d  in  business  in  that  city,  where  it  has  three  large  warehouses, 
with  branch  houses  in  other  cities;  that  since  its  organization  it  has 
continually  used  its  corporate  name  on  signs  at  its  various  places  of 
business  and  factories ;  on  its  bill  and  letter  heads ;  on  its  various  articles 
of  manufacture;  and  on  its  corporate  seal  in  contracts  and  other  busi- 
ness transactions,  that  by  reason  thereof  it  has  become  possessed  of  an 
exclusive  right  ^nd  title  to  its  corporate  name,  which,  from  its  insepa- 
rable connection  with  the  business  and  good- will  of  the  company,  has 
become  of  great  value ;  and  that  its  exclusive  use  is  essential  to  the 
prosperity  of  the  plaintiff.  The  bill  then  sets  forth  that  at  the  time  of 
its  organization  there  existed  a  corporation  carrying  on  business  in  the 
city  of  New  York  nnder  the  name  of  ''  Ooodyear's  India  Bubber  Glove 
Manufacturing  Oompany,  ^  and  dealing  in  various  articles  of  which  in- 
dia-rubber formed  a  component  part,  its  business  being  similar  to  that 
of  the  plaintiff;  thatpriorto  the  organization  of  the  plaintiff  in  Novem- 
ber, 1872,  that  company  conducted  its  business  under  its  corporate  name, 
using  it  on  its  business  signs,  on  its  letter  and  bill  heads,  on  its  seal, 
and  in  all  contracts  and  business  transactions ;  that  after  the  creation 
and  organization  of  the  plaintiff  that  company  began  to  call  itself  "Oood- 
year's Rubber  Manufacturing  Company,"  and,  for  the  purpose  of  divert- 
ing to  itself  the  business  and  good-will  of  the  plaintiff,  resorted  to 
various  devices  and  contrivances  having  for  their  object  the  imitation 
and  appropriation  to  its  use  of  the  plaintiff' 's  name;  that  among  these 
devices  was  the  representation  of  the  words  "India"  and  "Glove," 
sometimes  in  small  letters  and  sometimes  by  initials,  thereby  constitut- 
inga  name  for  practical  purposes  almost  identical  with  the  name  of  the 
plaintiff*,  producing  much  loss  and  inconvenience  to  plantiff's  business 
by  causing  a  diversion  of  letters  and  telegrams  addressed  to  it;  that 
for  the  like  purpose  of  taking  firom  the  plaintiff  its  customers  and  ttade, 
and  appropriating  its  good-will,  that  company,  on  or  about  the  1st  of 
January,  1882,  adopted  for  its  principal  sign  the  name  "  Ooodyear's 
Bubber  Mfg.  Go. "  over  the  entrance  to  and  in  front  of  its  warehouses, 
and  that  these  devices  deceive  the  public  and  divert  business  and  cus- 
tomers from  the  plaintiff,  by  which  it  sustains,  and,  without  the  inter- 
ference of  this  court,  will  in  the  future  sustain,  greau  loss  and  damage. 
The  bill  also  alleges  that  the  defendauts,  AUerton  and  Vermule,  with 
other  persons  unknown  to  the  plaintiff,  pretend  to  be  a  corporation 
under  the  name  of  "  Ooodyear's  Aubber  Manufacturing  Company,"  and 
that  they  are  the  principal  owners  and  managers  of  the  business  car- 
ried on  under  the  name  of  "  0^>odyear's  India  Bubber  Olove  Manu- 
fdctuvH^g  Company,"  and  of  "Ooodyear's  Rubber  Manufacturing  Com. 
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paDy,"  and  as  such  direct  and  control  whatever  is  done  under  the  names 
of  both. 

The  several  defendants  appeared  and  filed  answers  to  the  bill.  These 
allege  in  similar  terms  that  the  defendant,  Ooodyear's  India  Babber 
Glove  Mannfactariug  Company,  was  organized  as  a  corporation  under 
that  name  in  Oonnecticut  in  1847  for  the  purpose  of  manufacturing 
india-rubber  gobds,  and  in  1849  obtained  license  for  their  manufacture 
under  patents  of  Charles  Ooodyear,  and  continued  in  that  business 
during  the  existence  of  those  patents;  that  after  their  expiration  and 
in  1865,  and  continuously  since,  it  has  manufactured  and  sold  very 
largely  all  kinds  and  classes  of  india-rubber  goods,  treated  according  to 
the  patents  of  Goodyear;  that  it  has  been  for  upward  of  twenty  years 
the  most  prominent  corporation  or  association  in  the  city  of  New  York 
engaged  in  the  manufacture  of  those  goods,  and  has  become  known  to 
the  trade  by  abbreviated  and  generally-used  titles  of  '*  Goodyear's  Rub- 
ber Manufacturing  Company,''  or  "Goodyear  Rubber  Company,"  or 
"  The  Goodyear's  Company,"  and  other  similar  titles  abbreviated  from 
its  fnll  corporate  name;  that  the  name  of  ^'Goodyear"  in  connection 
with  the  word  **  Company,"  or  "  Co.,"  or  with  similar  brief  letters  or 
words  indicating  a  company  engaged  in  rubber-manufacturing,  has  been 
its  distinguishing  characteristic;  that  by  adoption  of  the  name  of 
*^  Goodyear"  in  connection  with  its  business  and  acquiescence  of  the 
public  therein,  and  general  usage,  that  company  acquired  a  valuable 
right  ahd  interest  in  it,  and  has  exercised  the  same  for  upward  of 
twenty  years ;  that  its  use  has  been  recognized  by  the  plaiutiiF  and  its 
predecessors  in  repeated  business  transactions;  that  a  large  part  of  its 
correspondence  during  this  period  has  been  under  the  abbreviated  names 
of  "  Gto.Kiyear  Rubber  Company,"  "  Goodyear's  Rubber  Manufacturing 
Company,"  or  <*  Goodyear's  Company,"  or  other  similar  abbreviated 
title ;  that  it  registered  a  trademark  in  the  name  of  <^  Goodyear's  Rub- 
ber Manufacturing  Company,"  and  for  the  purpose  of  protecting  it  filed 
a  certificate  of  incorporation  under  that  name  in  New  York  in  March, 
1873 ;  and  that  its  trustees  and  managers  subsequently  organized  as  a 
corporation  under  that  name  in  Connecticut.  The  answers  also  allege 
that  the  organizers  of  the  plaintiff  company,  prior  to  1873,  had  done 
business  only  under  the  name  of  ^'  Rubber  Clothing  Company,"  or  as 
'^F.  M.  &  W.  A.  Sheppard,"  or  as  /^  Sheppard  &  Dudley;"  that  about 
January  1, 1873,  for  the  purpose  of  injuring  the  defendant  and  appro- 
priating its  well-known  ii.ame  and  good- will,  and  securing  its  business^ 
they  organized  the  j^laintiff  under  the  name  of  the  <^  Goodyear  Rubber 
<3ompany,"  against  which  the  defendant  protested;  and  that  such  ac- 
tion on  the  part  of  the  plaintiff  has  caused  a  diversion  of  the  business 
of  the  defendant  and  general  interference  with  it. 

As  a  separate  defense  the  answers  also  set  forth  various  transactions 
of  the  plaintiff,  which  tended  to  show  unfair  and  inequitable  measures 
to  divert  to  itself  business  from  the  defendant,  '<  Goodyear's  India  Rub- 
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ber  Glove  Manafaotariog  Company,"  bat  it  is  not  deemed  important  to 
state  tbem.  Tbat  company  also  filed  a  croe^bill  to  restrain  the  con- 
dnct  of  the  plaintiff  in  that  respect,  and  praying  that  damages  might 
be  decreed  against  it  for  its  wrongful  and  inequitable  act«.  Keplica- 
tions  having  been  filed  to  the  several  answers,  proofs  were  taken,  upon 
which  the  oonrt  below  rendered  a  decree  in  favor  of  the  plaintiil^  per* 
petually  enjoining  the  defendants  from  using  or  in  any  way  employing 
the  name  ^'  GkKKlyear's  Rubber  Manufacturing  Company,"  or  the  name 
<<  Goodyear  Bubber  Company,"  or  any  abbreviation  thereof  representing 
such  integral  name  in  their  business,  upon  their  signs,  bills  of  merchan- 
dise, receipts,  letters^  products  of  manufacture,  or  otherwise,  and  direct- 
ing that  the  cross-bill  be  dismissed.  From  the  whole  of  that  decree  an 
appeal  was  taken  to  this  court 

The  proofs  in  the  case  show  very  clearly  that  '<  Goodyear's  India 
Bubber  Glove  MannfiMsturing  Company  "  had,  as  alleged  in  its  answer, 
been  for  many  years  in  the  use  of  abbreviations  in  the  designation  of  its 
company,  using  sometimes  a  name  similar  to  the  corporate  name  of  the 
plaintiff;  and  if  any  exclusive  right  to  the  abbreviated  name  were  ta 
follow  tnm  its  protracted  use,  that  right  would  seem  to  belong  to  that 
company  rather  than  to  the  plaintifil  But  the  name  of  ^*  G^XMlyear  Bub- 
ber Company  "  is  not  one  capable  of  exclusive  appropriation.  ^*  Goodyear 
rubber  "  are  terms  descriptive  of  well-known  classes  of  goods  produced 
by  the  process  known  as  Goodyear's  invention.  Names  which  are  thus 
descriptive  of  a  class  of  goods  can  not  be  exclusively  appropriated  by 
any  one.  The  addition  of  the  word  *^  Company"  only  indicates  that 
parties  have  formed  an  association  or  partnership  to  deal  in  such  goods, 
either  to  produce  or  to  sell  them.  Thus  parties  united  to  produce  or  sell 
wine,  or  to  raise  cotton  or  grain,  might  style  themselves  ^<  WineCompany," 
<<  Cotton  Company,"  or  ^*  Grain  Company,"  but  by  such  description  they 
would  in  no  respect  impair  the  equal  right  ot  others  engaged  in  simikif 
business  to  use  similar  designations,  for  the  obvious  reason  that  all  per- 
sons have  a  tight  to  deal  in  such  articles,  and  to  publish  the  fact  to  the 
world.  Names  of  such  articles  cannot  be  adopted  as  Trade- Marks,  and 
be  thereby  appropriated  to  the  exclusive  right  of  any  one ;  nor  will  the 
incorporation  of  a  company  in  the  name  of  an  article  of  commerce, 
without  other  specification,  create  any  exclusive  right  to  the  use  of  the 
name. 

In  Oanat  Oampany  v.  Olarkj  (18  Wall.,  311,)  an  attempt  was  made  to 
appropriate  the  term  <<  Lackawanna"  to  coal  brought  by  the  canal  com« 
pany  from  Lackawanna  Valley  in  Pennsylvania.  The  coal  sold  by  the 
defendant  Clark  was  a  different  kind,  but  was  brought  from  the  same 
valley,  and  he  designated  it  also  as  ^^  Lackawanna"  coal.  To  eiyoin 
this  use  of  the  name  the  suit  was  brought.  The  court  held  that  geo- 
graphical names  designating  districts  of  country  could  not  be  thus  ap- 
propriated exclusively,  as  they  pointed  only  to  the  place  of  production,, 
and  not  to  the  producer. 
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Coald  snoh  phrases — 

aiud  the  coart —  j 

as  "  Peansylrania  wheat,"  "  Kentucky  hemp,"  "  Virginia  tobacco, »'  or  "  Sea  Island 
ootton  **  be  protected  as  trade-marks ;  oonld  any  one  prerent  all  others  from  using 
them,  or  from  selling  articles  prodaced  in  the  districts  they  describe  under  those  ap« 
pellations,  it  woald  greatly  embarrass  trade  and  secure  exclusive  rights  to  individuals 
in  that  which  is  the  common  right  of  many. 

In  reaching  this  conclusion  the  conrt  considered  the  principles  upon 
which  the  owner  of  a  Trade-Mark  is  protected  in  its  use,  and  held 
that— 

the  Trade-Mark  must,  either  by  itself  or  by  association,  point  distinctively  to  the 
origin  or  ownership  of  the  article  to  which  it  is  applied.  The  reason  of  this  is,  that 
noless  it  does,  neither  can  he  who  first  adopted  it  be  injured  by  any  appropriation  or 
imitation  of  it  by  others,  nor  can  the  public  be  deceived. 

And  again : 

No  one  can  claim  protection  for  the  exclusive  use  of  a  Trade-Mark  or  trade-name 
which  would  practically  give  him  a  monopoly  in  the  sale  of  any  goods  other  than 
those  produced  or  made  by  himself.  If  he  conid,  the  public  would  be  injured  rather 
than  protected,  for  competition  would  be  destroyed.  Nor  can  a  generic  name,  or  a 
name  merely  descriptive  of  an  article  of  trade,  of  its  qualities,  ingredients,  or  char- 
aoteristicri,  be  employed  as  a  Trade-Mark  and  the  exclusive  use  of  it  be  entitled  to 
legal  protection. 

To  the  same  purport  is  the  decision  in  Manufa4}iuring  Company  Vt 
Trainer^  (101  U.  8.,  61.)    There  the  court  said : 

The  object  of  the  Trade-Mark  is  to  indicate,  either  by  its  own  meaniog  or  by  as- 
sociation, the  origin  or  ownership  of  the  article  to  which  it  is  applied.  If  it  did  not, 
it  would  serve  no  useful  purpose,  either  to  the  manufacturer  or  to  the  poblio ;  it 
would  afford  no  protection  to  either  agaiost  the  sale  of  a  sporious  in  place  of  the 
genuine  article.  (See,  also,  Amoskeag  Manufacturing  Co,  v.  Sptar,  2  Sandf.,  599;  Fal' 
kenbm-g  v,  Lucy,  35  Cal.,  92;  CfcoynaW  v.  Copia,  39  Cal.,  501;  Raggett  v.  Findlater, 
law  Rep.  17  Eq.,  •-».) 

The  designation  ^'  Goodyear  Aubber  Company  "  not  being  subject  to 
exclusive  appropriation,  any  use  of  terms  of  similar  import,  or  any  ab- 
breviation of  them,  must  be  alike  free  to  all  persons. 

The  case  at  bar  cannot  be  sustained  as  one  to  restrain  unfair  trade. 
Belief  in  such  cases  is  granted  only  where  the  defendant,  by  his  marks, 
signs,  labels,  or  in  other  ways,  represents  to  the  public  that  the  goods 
sold  by  him  are  those  manufactured  or  produced  by  the  plaintiff,  thus 
palming  off  his  goods  for  those  of  a  different  manufacture,  to  the  injury 
of  the  plaintiff.  (McLean  v.  Fleming j  96  U.  8.,  245 ;  Savyyer  v.  Hom^  4 
Hughes,  239  ]  Perry  v.  Truefitt,  6  Beavan,  66 ;  Croft  v.  Day,  7  Id.,  84.) 
There  is  no  proof  of  any  attempt  of  the  defendant  to  represent  the 
goods  manufactured  and  sold  by  him  as  those  manufactured  and  sold 
by  the  plaintiff;  but  on  the  contrary,  the  record  shows  a  persistent 
effort  on  its  part  to  call  the  attention  oif  the  public  to  its  own  manufact- 
ured goods,  and  the  places  where  tbey  are  to  be  had,  and  that  it  had 
no  connection  with  the  plaintiff'. 
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It  follows  that  the  decree  of  the  ciroait  coort  as  to  the  ori^nal  bilt 
must  be  reversM  and  the  caase  remanded,  with  instructions  to  dismiss 
that  billf  with  costs.  No  case  was  made  oat  for  relief  to  the  plaintiff 
in  the  cross-bill.    The  costs  of  the  appeal  are  awarded  to  the  appellants. 


[United  Stotes  Ciroait  Coart— Northein  District  of  IHtuoia.] 

Pbeston  V.  The  Fibe  Extinguisher  Manufacturing  Company  et 
AL.  La  France  Fire  Engine  Company  v.  The  Fire  Extin- 
guisher Manufacturing  Company  et  al. 

Decided  Navemher  5,  1888. 
Afi  O.  G..  124. 

1.  Jurisdiction  —  Suit  Against  Non  -iResidbnt    Corporation  —  Sbrvicb  of 

Process. 

A  corporation  not  a  resident  of  this  district  cannot  be  sued  in  this  court.. 
Service  of  process  upon  the  agent  or  oflSoer   of  a  non-resident  corporation 
insufficient. 

2.  Same— Samk. 

A  corporation  created  and  existing  solely  under  the  laws  of  another  State,  and 
having  its  principal  office  and  place  of  business  in  another  State  and  district, 
cannot  be  said  to  be  an  inhabitant  of  this  district  and  be  sued  here,  even  though 
such  corporation  may  do  business  iu  this  district  through  agents. 

Messrs.  Mundayj  Evarts  &  Adcoek  for  the  oomplainauts. 
Messrs.  Banning  &  Banning  &  Payson  for  the  defendaiits. 

Blodgett,  J.: 

These  casea  are  now  before  me  upon  a  plea  filed  iu  the  cause  to  the 
jurisdiction  of  the  court.  The  plea  sets  up  by  way  of  challenge  to  the 
jurisdiction  of  the  court  the  fact  that  this  defendant,  The  Fire  Eztiu- 
^uisher  Manufacturing  Company,  at  the  time  of  the  filing  of  the  bill  of 
complaint,  was  a  corijoration  duly  organized  and  existing  under  and  by 
virtue  of  the  laws  of  the  State  of  New  York ;  that  it  has  its  principal 
office  and  keeps  its  books  of  account  in  that  city,  and  that  no  stock- 
holder, officer,  or  director  resides  in  this  city ;  that  said  company  was 
not  prior  to  nor  at  the  date  of  the  filing  of  the  bill  of  complaint  an  in- 
habitant of  the  northern  district  of  Illinois  or  of  the  State  of  Illinois. 

In  the  case  of  the  Oormully  &  Jeffrey  Manufacturing  Company  v.  2%a 
Pope  Manufacturing  Company^  (34  Fed.  Bep.,  818,)'before  me  in  March 
last,  I  had  occasion  to  examine  this  question  and  there  came  to  the 
conclusion  that  under  the  act  of  March  3,  1887,  and  the  same  holds 
good  in  regard  to  the  act  as  explained  and  modified  by  the  act  of  August 
13, 1888,  a  non-resident  corporation  cannot  be  sued  in  this  district— that 
is,  a  coryoration  not  a  resident  of  this  district  cannot  be  .sued  here 
merely  by  service  upon  an  agent  or  officer.    The  opinion  in  that  case 
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bas  been  pabiished,  and  counsel  are  familiar  with  it,  so  it  is  hardly  neces 
sary  to  qnote  from  it  It  is  enough  to  say  that  the  act  of  1887  requires 
snit  to  be  brought  in  the  district  whereof  the  defendant  is  an  inhabitant, 
bat  drops  from  the  latter  the  provision  that  he  may  also  be  sued  in  any 
district  where  he  may  be  found  at  the  time  of  the  serving  of  the  proc- 
ess. I  have  re-examined  that;  question  in  the  light  of  suggestions  made 
by  counsel  for  complainaots,  and  still  adhere  to  the  conclusion  there 
announced,  that  a  corporat.on  created  and  existing  solely  under  the 
laws  of  another  State,  and  haviug  its  principal  office  and  place  of  busi- 
ness in  another  State  and  district,  cannot  be  said  to  be  an  inhabitant 
of  this  district  and  be  sued  here,  even  although  such  corporation  may  do 
business  in  this  district  through  agents.  The  agents  can  undoubtedly 
be  sued  here  if  the  case  is  such  as  to  make  them  personally  liable,  or 
when  an  injunction  is  sought  against  them. 

The  statute  of  the  State  of  Illinois,  (sec  26,  onap.  32,  Bev.  Stats,  of 
111.,)  which  provides  that  foreign  corporations  shall  be  subject  to  all  the 
liabilities,  restrictions,  and  duties  that  are  or  may  be  imposed  upon 
domestic  corporations,  1  do  not  think  helps  the  complainants  in  this 
ease,  as  it  has  nothing  to  do  with  the  question  af  jurisdiction  or  of  the 
tribunal  to  which  you  can  go  for  the  purpose  of  bringing  suit.  It  sim- 
ply makes  foreign  corporations  subject  to  the  same  liabilities  as  home 
corporations.  It  does  not  reach  the  question  as  to  what  tribunal  you 
are  to  go  into. 

The  bill  charges  defendants  with  the  infringepaentof  a  patent  owned 
by  complainant,  and  it  was  stat^yl  on  argument  as  to  the  sufficieucy  of 
this  plea  that,  defendants  have  a  factory  iu  this  district  and  manufact- 
ure the  infringing  machines  here  as  a  reason  why  defendants  may  be 
sued  here.  It  is  very  plain  that  if  an  individual,  an  inhabitant  of  an- 
other State,  owned  and  carried  on  this  factory,  conducting  its  business 
through  his  agents  and  employes,  he  could  not  be  sued  in  this  district, 
and  I  see  no  reason  why  the  same  rule  is  not  applicable  to  corporations 
of  other  States.  In  other  words,  it  seems  to  me  a  corporation  can  by 
State  comity  carry  on  business  in  a  State  outside  of  that  by  which  it 
was  created  without  becoming  an  inhabitant  of  such  outside  State. 

The  plea  in  each  case  is  held  sufficient. 


[Sapreme  Conrt  of  the  United  ,SUtM.] 

Mabsh  et  al.  v.  Nichols,  Shephebd  &  Company. 

Decided  December  10,  18S8. 

46  0.  a,  239. 

1.  Drfkotxvb  Patents—Proceedings  against. 

While  a  patent  of  the  United  States  can  be  attacked  fur  defects  upon  its  face 
only  by  regnlar  proceedings  institnted  for  that  purpose,  and  is  not' open  to  col- 
lateral attack,  except  where  specially  provided  by  statute,  this  rules  applies  only 
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to  such  patents  as  have  been  in  £ut  executed  noder  proper  aothori^,  and  does 
not  apply  to  any  others. 

2.  Saicb— Certain  Dbfkgts  Spkgxfibd. 

Thus  tt  may  be  shown  that  the  patent  was  never  exeented  by  the  person 
whose  name  appears  on  it,  or  that  it  was  wrongly  dated,  or  was  never  signed  by 
the  person  who  appeared  to  have  signed  it,  or  was  signed  after  the  official  was 
out  of  office. 

3.  Patents  Defined— What  is  Secured  bt  the  Grant. 

A  patent  for  an  invention  conveys  nothing  which  the  GovemmMit  owns  or 
its  predecessor  ever  owned,  is  the  evidence  of  the  inventor's  exclusive  right,  and 
creates  for  him  a  property  interest,  which  Government  secures  to  him  by  a  grant. 

4.  What  is  Required  to  Secure  the  Grant. 

This  grant,  however,  is  regulated  by  statate,  and  requires  the  signatures  of 
all  the  officials  required  by  statn  te. 

5.  Defective  Grant  Mat  be  Corrected  bt  Existing  Officers  of  the  De- 

partment. 

Snch  grants,  if  <lefective  from  insufficient  execution,  may  be  corrected  subse- 
quently, upon  application  to  the  proper  Department;  but  the  correction  must  be 
made  by  the  existing  officers  of  the  Department. 

6.  Same— But  Date  of  Correction  becomes  the  True  Date  of  Patent. 

The  correction  by  the  same  Acting  Secretary  of  the  Interior  is  sufficient,  the 
Commissioner  of  Patents  remaining  the  same  as  the  date  of  the  co  rrection,  which 
is  the  tme  date  of  the  patent. 

7.  Date  of  Correction  Mat  be  Ebtabushed  bt  Proof. 

In  this  instance  the  actual  date  of  correction,  being  more  than  six  months  after 
the  date  written  iu  the  patent,  may  be  ^hown  by  proof. 
&  What  Profits  to  be  Accounted  for. 

Id  this  instance  there  can  be  no  accounting  for  profits  earned  subsequently  to 
the  suit,  which  was  not  tenable  at  the  date  of  its  commencement. 

Appeal  from  the  CircaitOoartof  the  United  States  for  the  East* 
ern  District  of  Michigao. 

Mr.  B.  A.  Parker  Skud  Mr.  0.  D.  Oonger  for  the  appellants. 
Mr.  0.  F.  Burton  for  tlie  appellee. 

STATEMENT.— PATENT  BBFEOTIYE  BY  SEASON  OF  THE  OMISSION  OP 
OF  THE  SIONATUBE  OF  THE  SECRET ABY  OF   THE  INTBBIOB. 

The  patent  had  not  at  the  date  of  the  snit  been  signed  by  the  Acting: 
Secretary  of  the  Interior,  bnt  was  subsequently  signed  by  him.  The 
Circnit  Court  dismissed  the  bill.  Complainants  took  an  appeal  in  1885 
to  tbis  conrt.  In  1887  Congress  passed  an  act  for  relief  of  patentees, 
making  the  patent  legal,  valid,  complete,  and  operative  from  its  originid 
date,  December  28,  1880. 

Mr.  Justice  Field  delivered  the  opinion  of  the  coart: 
This  is  a  suit  in  equity  for  the  infringement  of  an  alleged  patent  of 
the  United  States,  which,  it  is  averred,  was  obtained  by  the  complain- 
ant Marsh  and  liis  assignee  and  co-complainant,  Lefever,  for  a  new  and 
nsefuhimpi^vemeut  iu  steam-enofiue  valve-gear,  with  a  prayer  that  the 
defendant  corporation  may  be  required  to  account  for  and  pay  over  to 
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the  oomplainaiits  the  profits  acqaired  by  it  aud  damages  sustained  by 
them  by  its  anlawfal  acts,  and  be  enjoiaed  from  farther  infringement. 
The  bill  sets  forth  that  the  alleged  patent  was  obtained  on  the  28th  day 
of  December,  1880,  and  was  in  dae  form  of  law,  under  the  seal  of  the 
Patent  Office  of  the  United  States,  signed  by  the  Secretary  of  the  In- 
terior, countersigned  by  the  Commissioner  of  Patents,  and  dated  on 
that  day  and  year.  The  answer  of  the  defendant  to  these  allegations 
is,  that  it  knows  nothing  of  the  issnp  of  the  patent,  except  as  informed 
by  the  bill  or  by  hearsay,  and,  therefore,  neither  admits  nor  denies 
them,  but  leaves  the  complainants  to  make  such  proofs  thereof  as  they 
may  deem  advisable.  A  replication  having  been  filed  to  the  answer, 
proob  were  taken,  among  which  there  was  put  in  evidence  an  instru- 
ment in  the  form  of  a  patent  of  the  United  States,  purporting  to  be 
signed  '*  A.  Bell,  Acting  Secretary  of  the  Interior,^  and  countersigned 
aud  sealed  as  alleged  in  the  bill.  By  stipulation  of  the  parties  certain 
facts  were  admitted  with  reference  to  this  instrument,  and  allowed  to 
be  considered,  ^^  so  far  as  relevant,  competent,  or  material,  on  any  mo- 
tion or  at  any  stage  of  the  cause,  including  final  hearing."  The  facts 
thus  admitted  were  substantially  these :  That  the  instrument  was  re- 
ceived from  the  Patent  Office  by  the  complainants  Marsh  and  Lefever 
(the  parties  named  therein  as  patentees)  on  or  about  January  2,  1881, 
in  all  respects  in  the  same  condition  as  it  now  is,  save  that  the  words 
^^A.  Bell"  were  not  thereon  where  they  now  appear ;  that  the  signature 
to  it  of  E.  M.  Marble,  Oommissioner  of  Patents,  and  the  seal  of  the 
Patent  Office  are  genuine ;  that  neither  of  the  complainants  nor  their 
counsel  knew  of  the  omission  of  the  signature  of  the  Secretary  of  the 
Interior  to  the  instrument,  but  supposed  it  was  in  all  respects  regular, 
their  attention  never  having  been  called  to  the  same  until  on  or  about 
February  12, 1882,  long  after  the  commencement  of  the  present  snit; 
that  on  or  about  February  17  following,  it  was  sent  by  the  solicitor  of 
the  complainants  to  the  Patent  Office  at  Washington,  accompanied  by 
a  request  of  the  complainants  Marsh  and  Lefever  to  have  the  mistake 
corrected ;  and  that  on  or  aboat  February  24  it  was  returned  to  the 
solicitor  signed  <'  A.  Bell,"  Acting  Secretary  of  the  Interior,  bnt  with- 
out any  other  change. 

A  letter  dated  April  28,  1882,  from  B.  M.  Marble,  who  was  the  Com- 
missioner of  Patents  when  the  instrument  was  issued,  was  aho  ad- 
mitted in  evidence.  The  letter  set  forth  the  various  steps  taken  by  Marsh 
and  Lefever  to  obtain  a  patent  for  the  invention  claimed,  and  by  'the 
officers  of  the  Patent  Office  in  preparing,  esecntiag,  and  delivering  it  to 
them ;  aud  shows  that  every  requirement  of  the  law  and  of  the  regula- 
tions of  the  Patent  Office  was  complied  with  when  the  instrument  wa^ 
issued,  except  the  affixing  to  it  of  the  signature  of  the  Acting  Secretary 
of  the  Interior,  and  that  its  omission,  as- established  by  the  history  and 
r«cord  of  the  case,  was  purely  accidental,  and  probably  was  canse<l  by 
the  instrument  beiihg  inadvertently  laid  aside  or  withdrawn  from  before 
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The  Gircait  Goart  held  that  the  siguatare  of  the  Secretary  of  the  Iq- 
terior  was  essential  to  render  the  instranieiit  operative  as  a  patent  of 
the  United  States  for  the  invention  claimed ;  that  nntil  thus  sig^ned  i^ 
was  not  only  a  defective  instrament,  bat  was  entirely  void,  and  there- 
fore that  the  salt  ooald  not  be  maintained;  and  it  dismissed  the  bill. 
Its  decree  was  entered  on  the  16th  of  April,  1883,  and  from  it  the  com- 
plainants on  the  26th  of  Febrnary,  1885,  took  an  appeal  to  this  court. 
Snbseqaently,  and  on  the  3d  of  f^ebraary,  1887,  Oonfi^ress  passed  au  ai^t 
for  the  relief  of  the.patentees,  reciting^  in  its  preamble  the  issne  to  them 
on  the  28th  of  December,  1880,  of  the  Letters  Patent  mentioned  in  dae 
form  of  procednre,  except  that  by  accident  or  mistake  they  were  not 
signed  by  the  Secretary  of  the  Interior,  and  that  they  were  signeil  by 
the  then  Acting  Secretary  on  Pebruary  24,  1882,  atid  declaring  as  fol- 
lows: 

That  the  Lefctera  Patent  named  in  the  preamble  of  this  act  are  hereby,  and  by  IhU 
act,  made  legal,  valid,  complete  and  operative,  in  law  and  equity,  from  the  twenty- 
eighth  day  of  December,  eigbteeu  hundred  and  eighty,  to  the  same  extent  and  for  t  ht> 
same  term  that  the  same  would  hi^ve  been  legal,  valid,  complete,  and  operative  if  the 
signature  of  the  Secretary  of  the  Interior  had,  at  the  time  of  the  supposed  issue  of 
said  Letters  Patent  on  the  day  aforesaid,  been  placed  thereon,  and  the  ominsioii  tif 
said  signature  thereon  had  not  occurred :  Provided)  Koweoer,  That  the  pcoviiions  of 
this  act  shall  not  be  held  or  construed  to  apply  to  or  alfect  any  suits  now  pending,  iior 
any  cause  of  action  arising  prior  to  its  passage.    (24  Stat.,  376. ) 

III  support  of  their  appeal  the  appellants  now  contend  in  substance 
as  follows:  first,  that  the  defendant  could  not  impeach  the  patent  for 
the  irregularity  in  its  signing  and  issne,  this  not  being  apparent  on  its 
face,  without  pleading  such  defense  and  regularly  putting  the  questioa 
in  issue;  second*  that  the  patent  being  regular  on  its  face,  evidence  to 
show  that  the  signature  was  irregularly  placed  to  it  was  incompetent; 
third,  that  the  correction  of  the  omission  in  the  patent  was  within  the 
I>ower  of  the  Acting  Secretary  of  the  Interior  at  the  time;  that  wheu 
the.  omission  was  thus  remedied  the  patent  was  operative  from  its  orig- 
inal date,  or,  at  least,  from  the  date  of  the  correction,  February  24^ 
1882 ;  and  that  the  complainants  were,  even  in  this  latter  view,  entitled 
to  an  accounting  from  that  date ;  fourth,  that  if  the  patent  did  not  be- 
come valid  from  its  date  on  the  subsequent  signature  by  the  Acting 
Secretary  of  the  Interior,  then  the  act  of  Congress  of  February  3, 1887, 
cured  all  irregularities  in  the  signing  of  the  patent,  made  it  valid  from 
its  date,  and  must  govern  the  decision  in  this  court.  The  first  three 
positions  may  be  considered  together. 

It  is  undoubtedly  true  as  a  general  rule  that  a  patent  of  the  United 
States,  whether  for  land  or  for  an  invention,  can  be  attacked  for  defects, 
not  apparent  on  its  face,  only  by  regular  proceedings  instituted  for  that 
purpose,  and  is  not  open  to  collateral  attack,  except  where  specially  pro- 
vided by  statute.  (Eureka  Go.  y.  BaUey  Co.j  11  Wall.,  488,  492.)  But 
this  rule  applies  only  to  those  cases  where  the  patent  has  been  in  fact 
executed,  and  the  authority  of  the  officers  to  issue  the.  same  was  complete* 
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In  sacU  cases  the  impeachment  must  be  by  pleadings  setting  up  thespts 
cific  acts  which,  it  is  alleged,  vitiate  and  defeat  the  iustrament.  It  is  al- 
ways open  to  show  that  an  instrument  produced  in  evidence,  whether  in 
an  action  at  law  or  in  a  sait  in  eqnicy  in  support  of  a  claim  or  defense,  was 
never  executed  by  the  person  whose  signature  it  bears,  but  that  it  is  a 
simulated  and  forged  document.  And  when  the  time  of  execution  is 
material  to  the  enforcement  of  the  instrument,  it  is  competent  to  show 
the  date  when  the  signature  of  the  party  was  attached.  Antedating  can- 
not be  used  to  cut  off  existing  rights  or  defenses  of  third  parties  which 
would  not  be  impaired  or  defeated  if  the  true  date  was  given.  With  re- 
spect to  patents  for  land  we  have  had  frequent  occasion  to  assert  their  in- 
violability against  collateral  attack,  where  the  Land  Department  had  ju- 
risdiction, and  the  laud  formed  part  of  the  public  domain,  and  the  law 
provided  for  their  sale.  But  we  have  also  held  that  if  the  land  patented 
was  never  the  property  of  the  United  States,  or  had  been  previously  sold, 
or , reserved  for  sale,  or  the  officers  had  no  authority  to  execute  die-instru- 
ment, the  fact  could  be  shown  in  any  action  or  proceeding  whenever  the 
patent  is  offered  in  evidence.  (Smelting  Co.  v.  Kemp^  104  U.  S.,  63(5, 641  \ 
Steel  V.  Smelting  Co.,  106  U.  S,,  447,  452, 463 ;  Mahn  v.  Harwoody  112  U» 
S.,  354, 358.)  And  so  also  may  the  fact  be  shown,  if  the  instrument  itself 
was  never  signed  by  the  officers  whose  names  are  attached  to  it,  or  when 
they  were  in  office,  or  at  the  time  stated.  As  was  said  in  a  case  lately  be- 
fore this  court,  antedating  by  an  agent  after  his  power  has  been  revoked, 
so  as  to  bind  his  printupal,  partakes  of  the  nature  of  forgery,  and  is  al- 
ways open  to  inquiry,  no  matter  who  relies  upon  it.  {Anthony  v.  Jasper 
Oountyj  101 U.  S.,  603, 698.)  The  ssMne  doctrine  applies  when  a  patent  is 
signed  by  an  officer  of  the  Patent  Office,  or  Land  Department,  after  he 
has  gone  out  of  office.  His  power  to  give  effect  to  his  acts  as  an  officer  of 
the  Government  is  then  at  an  end,  and  no  efficacy  can  be  imparted  by  an- 
teilating  them,  even  though  the  act  be  the  correction  of  a  mere  mistake 
or  omission.  The  mistake  or  omission  must  stand  in  the  condition  he 
left  it  so  far  as  he  is  concerned,  with  all  its  consequences.  If  corrected 
at  all,  it  must  be  by  officers  in  power  at  the  time  of  the  correction,  who 
have  succeeded  to  his  authority.  This  doctrine  has  special  force  in  its 
application  to  a  patent  for  an  invention.  A  patent  for  land  has,  in  the 
legislation  of  Congress,  a  twofold  o])eration.  It  conveys  the  title  where 
previously  that  remained  in  the  United  States ;  but  where  issued  upon 
the'recognition  and  confirmation  of  a  claim  to  a  previously  existing  title 
it  is  evidence  of  record  of  the  existence  of  that  title,  or  of  equities  re- 
specting the  land  requiring  recognition  by  a  quitclaim  from  the  Govern- 
ment. It  always  imports  that  the  Governiuent  conveys,  or  has  pre- 
viously conveyed,  interests  in  the  lands,  sometbin<]f  which  it  at  the  time 
owns,  or  its  predecessor  once  owtied.  And  by  the  proceedings  previous 
to  its  issue  there  is  created  in  the  claimant  an  ecini  table  right  to  the  con 
veyance  of  the  legal  title,  or  his  right  to  such  title  is  so  established  that 
he  can  enforce  it  against  others  who,  with  notice  of  his  claims,  may  have 
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obtained  the  patent  {Langdeau  v.  Hanes,  21  Wall.,  521,  529.)  Bat  the 
patent  for  an  invention  oonveys  nothing  which  the  Government  owns  or 
its  predecessors  ever  owned.  The  invention  is  the  product  of  the  in- 
ventor's brain,  and  if  made  known  would  be  snbject  to  the  use  of  any  one, 
if  that  nse  were  not  secured  to  him.  Such  security  is  afforded  by  the  act 
of  Congress  when  his  priority  of  invention  is  established  before  the  of- 
ficers of  the  Patent  Office,  and  the  patent  is  issued.  The  patent  is  the 
evidence  of  his  exclusive  right  to  the  use  of  the  invention ;  it  therefore 
may  be  said  to  create  a  property  interest  in  that  invention.  Uucil  the 
patent  is  issued  there  is  no  property  right  in  it,  that  is,  no  such  right  as 
the  in  ventor  can  enforce.  Until  then  there  is  no  power  over  its  use,  which 
is  one  of  the  elements  of  a  right  of  property  in  anything  capable  of  own- 
ership. In  Qayler  v.  Wilder^  (10  How.,  477,  493,)  this  subject  was  to 
some  extent  considered,  when  the  court,  by  Chief  Justice  Taney,  said : 

The  inventor  of  a  new  and  nsefal  improvement  certainly  has  no  exolnMve  right  to 
it  nntil  ho  obtainH  a  patent.  This  right  is  created  by  the  patent,  and  no  suit  can  be 
maintained  by.tho  inventor  against  any  one  for  nsing  it  before  the  patent  is  issued. 

And  again : 

The  monopoly  did  not  exist  at  common  law,  and  the  rights,  therefore,  w^icb  may 
1»e  exercised  nndcr  it  can  not  be  regulated  b^'  the  rules  of  the  common  law.  It  is 
created  by  the  act  of  Congress,  and  no  rights  can  be  acquirud  in  it  unless  authorized 
by  statute,  and  in  the  manner  the  statu t^e  prescribes. 

Section  4883  of  the  Revised  Statutes  prescribes  the  manner  in  which 
patents  for  inventions  shall  be  attested.  It  declares  that- 
all  patents  shall  be  issued  in  the  name  of  the  United  States  of  America,  under  the 
seal  of  the  Patent  Office,  and  shall  be  signed  by  the  Secretary  of  the  Interior  and 
countersigned  by  the  Commissioner  of  Patents,  and  they  shall  be  recorded,  together 
with  the  specifications,  in  the  Patent  Office  in 'books  to  be  kept  for  that  purpose. 

The  signatures  of  all  the  officers  here  named  must  be  attached  to  the 
instrument,  or  it  will  be  an  uncompleted  document,  and  therefore  inef- 
fectual to  confer — 

^he  exclusive  right  to  make,  nse,  and  veud  the  invention  or  discovery  throughout  the 
United  States  and  the  Territories  thereof. 

The  omission  of  one  signature  is  no  more  permissible  than  the 
omission  of  all.  On  this  point  we  have  a  pertinent  adjudication  in 
McOarrahan  v.  Mining  Company^  (96  U.  S.,  316.)  There  the  question 
arose  as  to  the  validity  of  an  instrument  as  a  patent  for  land  of  <he 
United  States,  which  had  not  been  countersigned  by  the  Recorder  of 
the  General  Land  Office.  The  law  then  in  force  respecting  patents  for 
land  issued  by  the  General  Land  Office  provided  that  they  should  be 
issued  in  the  name  of  the  United  States  under  the  seal  of  said  offlce^ 
and  be  signed  by  the  Fresi<lent  of  the  United  States,  or  by  a  secretary 
apiKiinted  by  him  for  that  ]Hirpose,  and  countersigned  by  the  Ke(5order 
of  the  General  Land  Office,  and  be  reconleil  in  said  office  in  books  to  be 
kept  for  that  purpose ;  and  the  court  held  that  the  fact  the  instrument 
%vas  not  countersigned  by  the  Lwccorder  of  the  (General  Laud  Office  wa« 
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fatal  to  its  validity,  and  that  the  itiBtrameiit  did  not  become  o|)erative 
as  a  patent  antil  it  was  attested  by  all  the  parties  named  in  the  statute. 
Until  then  the  United  States  had  not  executed  a  patent  for  a  ^rant  of 
lands,  in  deciding  the  case  the  coart,  by  Mr.  Chief  Justice  Waite,  said : 

Eftch  and  every  one  of  the  iutegral  parts  of  the  execotion  is  esaentiHl  to  tbe  per- 
fection of  tbe  patent.  They  are  of  eqnal  importance  nnder  the  law,  and  one  cannot 
be  dispensed  with  more  than  another.  Neither  is  directory,  bnt  all  are  mandatory. 
The  qneetion  is  not  what,  in  the  absence  of  statutory  regulations,  would  constitute  a 
yalld  grant,  bnt  what  the  statute  requires.  Not  what  other  statutes  may  preBcribe, 
bnt  what  this  does.  Neither  the  signing  nor  the  sealing  nor  the  conntersigning  can 
be  omitted,  any  more  than  the  signing  or  the  sealing  or  the  acknowledgment  by  a 
grantor,  or  the  attestation  by  witnesses,  when,  by  statute,  such  forms  are  prescribed 
for  the  due  exeention  of  deeds  by  private  parties  for  the  oonTeyanoe  of  lands.  It  has 
ncTer  been  doubted  that  in  snob  cases  the  omission  of  any  of  the  statutory  require* 
menta  invalidates  the  deed.  The  legal  title  to  lands  cannot  be  conveyed  except  in 
the  form  provided  by  law. 

This  decision  is  as  applicable  to  a  patent  for  an  invention  as  it  is  to 
a  patent  for  lands,  and  in  accordance  with  it  the  instrument  issued  to 
the  complainants  Marsh  and  Lefever  for  the  invention  they  claim  was 
not,  at  the  time  it  was  issued,  by  reason  of  the  absence  of  the  signature 
of  the  Secretary  of  the  Interior,  operative  to  create  any  right  in  them. 
But  though  the  instrument  was  thus  inoperative,  they  were  not  barred 
from  afterward  obtaining  a  correction  of  it  so  as  to  render  it  effective 
as  a  patent,  to  which  they  had  become  entitled.  Where  mistakes  are 
committed  by  officers  of  the  Land  Department  in  issuing  evidence  of  a 
claimant's  rights,  not  amounting  to  errors  of  judgment  in  the  ejercise  of 
judicial  discretion,  but  which  are  the  result  of  accident  or  inadvertence, 
they  may  be  remedied  upon  proper  application  to  the  Department.  We 
have  an  instance  of  such  action  in  the  case  of  Bell  v.  Hearne^  (19  How., 
252.)  It  there  appeared  that  a  patent  for  land  was  issued  to  one  James 
Bell,  while  the  records  of  the  office  showed  that  one  John  Bell  was  the 
applicant  and  the  party  entitled  to  it.  Some  years  after  it  wtis  received 
by  James  Bell,  he  returned  it  to  the  General  Land  Office,  and  upon  an 
examination  of  the  reconls  of  tbe  Department,  and  being  satisfied  there- 
from of  the  original  mistake  in  the  designation  of  the  first  name  of  the 
party  entitled  to  the  patent,  the  Oommissionor  of  the  General  Land 
Office  canceled  the  original  patent  and  issued  a  new  one  to  John  Bell ; 
and  the  question  liefore  the  court  was  as  to  the  power  of  the  Commis- 
sioner to  receive  the  original  patent  and  to  issue  a  new  one,  upon  which 
question  the  court  said : 

Tbe  CommiBBtonerof  the  Oeneral  Laud  Office  exeruiHes  a  general  miperintendeiice 
orer  tbe  snbordinate  offloers  of  hin  departtneut.  and  in  clorhed  witb  lil>erftl  powerA  of 
oontnd,  to  be  exeroiaed  for  the  purposes  of  juntice,  and  to  prevent  the  conMoquoucos 
Of  iDadyertenee,  irregalarit.y,  mistake,  and  fraud  in  the  important  and  extensive 
operationa  of  that  officer  for  the  disposal  of  tbe  pnblic  domain.  Tbe  power  exercised 
in  this  CiMe  is  a  power  to  correct  a  clerical  mistake,  the  existeuce  of  which  is  shown 
plainly  by  tbe  record,  and  is  a  necessary  power  in  tbe  administration  of  everj'^dc^iart- 
ment.  ^ 
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It  is  true  the  omissioD  of  the  sigoacure  of  the  Acting  Secretary  of  the 
Interior  to  the  iustrament  issued  to  the  complainants  Marsh  and  Le- 
fever  was  not  a  mere  clerical  error,  bat  an  omission  of  a  signature  essen- 
tial to  the  creation  of  the  instrument  as  a  patent,  being  in  that  respect 
like  the  omission  of  a  grantor's  name  to  a  deed.  A  clerical  error,  as  its 
designation  imports,  is  an  error  of  a  clerk  or  a  subordinate  officer  in 
transcribing  or  entering  an  official  proc3eding  ordered  by  another.  But 
we.  have  no  doubt  that  the  power  of  the  Department  to  prevent  the 
consequences  of  inadvertences  and  mistakes  in  its  officers  extends  so  far 
a-s  to  remedy  au  omission  like  the  one  under  consideration.  The  man- 
ner of  affording  the  remedy  is  the  only  question  in  such  cases.  Clearly, 
it  muse  be  by  the  action  of  existing  officers  of  the  Department,  not  by 
former  officers  who  have  gone  out  of  office.  Mr.  Schurz,  who  was  Sec- 
retary of  the  Interior  when  the  instrument  in  question  was  issued,  could 
not  have  supplied  the  omission  by  signing  the  document  when  it  was 
returned  to  the  Department  for  that  purpose  in  February,  1882,  for  he 
was  then  no  longer  in  office.  Mr.  Kirkwood  had  succeeded  him  as  Sec- 
retary, and  was  then  in  office.  He  could  undoubtedly  have  taken  up  the 
application  of  the  complainants  Marsh  and  Lefever,  and  having  found 
upon  examination  that  they  were  entitled,  by  prpceedings  and  proofs 
already  had  in  the  Department,  to  the  patent,  have  signed  the  instru- 
ment and  delivered  it  to  them  in  a  perfected  form.  This  official  duty, 
hpwever,  appears  to  have  been  performed  by  Mr.  Bell,  who  was  Acting 
Secretary  under  him,  as  he  had  been  under  Secretary  Schurz.  The 
omission  in  the  instrument  as  originally  issued  was  thus  supplied.  The 
Revised  Statutes  (sec.  177)  provide  that  in  the  case  of  the  death,  resig- 
nation, absence,  or  sickness  of  the  head  of  any  Department,  the  first 
or  sole  assistant  thereof  shall,  except  iu  cert-ain  cases  referred  to,  (not 
material  here,)  perform  the  duties  of  such  head  until  a  successor  is  ap- 
pointed or  such  absence  or  sickness  shall  cease.  The  signing  of  the 
instrument  by  Mr.  Bell  as  Acting  Secretary  implies  that  one  of  the 
conditions  on  which  he  was  authorized  to  act  in  that  capacity  had  arisen. 
With  his  signature  added  the  instrument  was  complete.  No  other  sig- 
nal ure  was  required,  the  same  i)erson  who  signed  it  as  Commissioner  of 
Patents  still  continuing  iu  office.  The  only  embarrassment  from  com- 
pleting the  instrument  in  this  way  arises  from  its  date.  The  signature, 
which  completed  its  execution,  was  attached  February  24, 1882,  while 
its  date  is  December  28,  1880,  more  than  thirteen  months  before.  The 
statute  declares  that — 

every  patent. hbtiU  bt^ar  date  aa  of  a  day  not  later  tbau  six  inouthH  from  tbe  time  at 
wbicb  it  was  piMsed  aud  allowed  aud  notice  thereof  was  sent  to  tbe  applicant  or  his 
a^ent.     (R.  S.,  section  4885.) 

This  provision  was  intended  to  prescribe  the  date  on  which  the  pat- 
ent would  begin  to  run ;  but  should  any  question  arise  in  the  future  as 
to  the  duration  of  this  patent,  the  time  at  which  its  execution  was  com- 
pleted by  the  signature  of  the  Acting  Secretary  may  be  proved.  It 
would  have  been  well  if  the  date  of  the  signing  had  been  added  to  his 
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sigDatare,  or  in  some  way  indicated  on  the  instiainent  itself,  ro  that  it 
might  have  gone  upon  the  records  of  the  Patent  Office,  as  from  that 
time  only  coald  the  instrnmeut  operate  as  a  patent  for  the  invention 
claimed,  nnless  greater  efficacy  was  imparted  to  it  by  the  act  of  Con- 
gress, which  we  shall  presently  eousider. 

The  position  that  an  accounting  for  profits  earned  subsequently  could 
be  claimed  in  this  suit  is  not  tenable.  An  accounting  for  such  profits 
after  suit  can  be  demanded  only  where  the  infringement  complained  of 
took  place  previously  and  continued  afterward. 

As  to  the  act  of  Congress  passed  February  3, 1887,  for  the  relief  of  the 
appellants,  only  a  few  words  need  be  said.  It  may  be  conceded  that  the 
defect  arising  from  the  omission  of  the  Secretary's  signature  to  the  instru- 
ment is  cured  as  to  the  future  by  that  act,  but  it  contains  a  proviso 
which  excepts  its  provisions  from  applying  to  or  aflfecting  any  suits  then 
pending, or  any  cause  of  action  arisiyg  prior  to  its  passage.  It  is  evident 
that  Congress  did  not  intend  to  give  to  the  act  any  retroactive  effect, 
and  to  prevent  such  a  construction  inserted  the  proviso*  thus  limiting 
the  extent  of  its  operation.  ( Wafftnan  v.  Southardj  10  Wheat  1,  30.) 
As  thus  limited,  the  act,  as  well  observed  by  counsel,  is  in  harmony 
with  the  law  relating  to  reissues,  allowing  the  inventor  upon  the  sur- 
render of  his  patent  with  a  defective  si^^iflcation  to  have  a  new  patent 
for  the  remainder  of  his  term. 

For  the  reasons  expressed  it  follows  that  the  decree  below  must  be 
affirmed;  and  the  cross-appeal,  being  from  rulings  in  the  exclusion  of 
evidence  offered  with  respect  to  the  alleged  infringement,  must  be  dis- 
missM ;  and  it  is  so  ordered. 


(United  SUiaB  Circuit  Goart-Korthern  District  of  lUinoia.) 

The   Sohlioht  &  Field  Company  v.  The  Shbswood  Lbttbb 

FiLB  Company. 

Decided  November  5,  1888. 

46  O.  G.,  342. 

SiiAJVNON— Temporabt  Bimdbrs. 

The  first  oiatm  of  Letters  Patent  No.  217,907,  granted  Joly  29,  1879,  to  James 
S.  Shannon,  for  improvements  in  temporary  binders,  as  modified  by  a  disclaimer 
limiting  the  combination  by  the  addition  of  the  words  *'  when  the  fixed  and  vi- 
brating wires  are  used  in  pairs,  whether  operating  simultaneonsly  or  each  Sepa- 
rately," Held  void,  in  view  of  the  prior  state  of  the  art,  as  a  mere  duplication. 

Messrs.  Banning  d  Banning  for  the  complainant 
Messrs.  Dgren/orth  dt  Dyreitf&rth  for  the  defendant. 

Blodgbtt,  J.; 

By  tiie  bill  in  this  ease  the  defendant  is  charged  'with^t£^  infringe* 
nieut  of  Letters  Patent  No.  217,907,  granted  July  29, 1879,  to  James  8. 
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Shaonon,  for  an  improvement  in  temporary  binders,  and  an  injnnctioa 
and  accounting  for  damages  are  asked  for. 
The  patentee  in  his  si>ecilication  says : 

My  inrenttoD  relates  to  a  novel  coastraotion  in  temporary  binders  of  the  claM 
having  fixed  receiving* wires  and  hinged  or  vibrating  transfer- wirea;  and  oouststa« 
flrat,  in  giving  luovement  to  the  latter  on  a  vertical  axis  for  the  parpoae  o(»^*' 
their  free  ends  toward  or  from  the  free  ends  of  the  fixed  wires ;  seco. 
provided  and  arranged  substantially  as  herein  shown  and  describe 
vertically  vibrating  wires  are  held  stationary,  either  in  contact  w 
fh>m  the  fixed  wires ;  and,  thirdly,  in  connecting  the  two  swinging  w..wtf  ui  a  donble 
file,  so  that  in  rotating  one  the  other  is  also  operated. 

The  patent  contains  four  claims ;  but  infringement  is  here  charged 
only  as  to  the  first,  which  is  in  the  following  words : 

1.  In  combination  with  the  fixed  wire  B  and  the  base  A,  the  arched  vibrating  wire 
C  having  a  positive  rotary  movement  in  the  axis  of  its  vertical  portion,  whereby  it» 
free  end  may  be  swung  into  contact  with  or  away  from  the  free  end  of  the  fixed  wire, 
snbstantially  as  described. 

The  complainant  has  filed  a  disclaimer,  which  is  in  the  followiu^^ 
words: 

Toor  petitioner  is  aware  that  in  the  patent  to  William  C.  Bnssey,No.  198,968,  issned 
January  8,  1878,  for  an  improvement  in  bill- files,  an  arrangement  of  a  base-plat-e,  one 
fixed  wire  and  one  arched  vibrating  wire  are  shown,  but  in  that  and  similar  arrange- 
ments where  only  one  wire  is  need  there  is  nothing  to  steady  the  papers  and  prevent 
them  from  turning  to  one  side  or  the  other.  Your  petitioner  therefore  limits  the 
first  claim  of  said  patent  to  a  combination,  with  the  fixed  wire  B  and  the  base  A,  or 
the  arched  vibrating  wire  C,  having  a  positive  rotary  movement  in  the  axis  of  its 
vertical  portion  when  the  fixed  and  vibrating  wires  are  used  in  pairs,  whether 
operating  simultaneously  or  each  separately,  as  shown  and  described  in  said  patent. 

So  that  by  this  disclaimer  the  claimant  limits  this  first  claim  to  the  nse 
of  the  vertical  and  vibrating  wires  in  pairs. 

The  patent  shows  devices  whereby  the  vertically- vibrating  wires  are 
held  stationary,  either  in  contact  with  or  removed  from  the  fixed  wires^ 
and  also  a  device  whereby  the  two  vibrating  wires  are  rotated  simul- 
taneonsly  by  pressure  apon  either  one.  Bat  these  two  devices  for  hold- 
ing the  wires  stationary  either  in  contact  with  or  away  firom  the  fixed 
wires  and  for  operating  both  wires  si mnl taneonsly  are  not  involved  in 
this  suit. 

The  defenses  interposed  are :  ( I )  that  the  patent  as  shown  by  this  first 
claim  is  void  for  want  of  novelty ;  (2)  that  defendant  does  not  infringe. 

The  disclaimer  filed  by  the  complainant  admits  that  the  Bnssey  patent 
of  January  8,  1878,  anticipates  the  combination  of  a  single  vibrating  or 
arched  wire  with  a  fixed  vertical  wire  as  shown  by  the  first  claim  of 
complainant's  patent ;  but  complainant  has  atteropte<l  by  the  disclaimer 
filed  herein  to  obviate  the  eflfect  of  the  Bussey  patent  by  limiting  the 
complainant's  device  to  a  tablet  or  letter  file  containing  at  least  a  pair 
of  wires,  so  that  we  now  have  to  deal  with  complainant^s  patent,  as 
amended  or  limited  by  the  disclaimer,  as  consisting  of  two  vertical  wires 
and  two  vibrating  wires,  each  vibrating  wire  coacting  with  one  of  the  ver* 
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tical  ^ires  to  form  a  ooatinaoas  arch  or  rin^,  so  that  the  papers  apoD  the 
file  may  ^be  passed  over  from  the  spiadle  od  to  the  transfer  or  vibrating 
wire  for  the  parpoee  of  removing  the  letter  or  paper  from  the  file  without 
diatarbingthe  relations  of  the  other  papers  apon  the  file,  and  the  vibrating 
wires  having  a  flree  movement  on  their  vertical  axes,  so  as  to  admit  the 
swinging  of  the  free  ends  into  eontact  with  or  away  from  the  ends  of  the 
fixed  wires.  And  the  qaestion  now  is,  it  being  conceded  that  the  Bnssey 
patent  shows  a  single  vertical  or  vibrating  wire  coacting  with  a  fixed 
vertical  wire,  precisely  like  the  single  vertical  and  vibrating  and  fixed 
wires  described  in  the  first  daim  of  the  complainant's  patent,  is  there 
any  invention  in  dapUcating  these  wires  so  as  to  hang  the  papers  to  lie 
filed  apon  two  spindles  instead  of  onet  That  there  may  be  some  ad- 
vantage in  holding  the  papers  by  two  points  of  suspension  or  attach- 
ment to  the  letter-file,  or  ^^  temporary  binder,"  as  it  is  called  in  this 
patent,  is  probable ;  bat  when  Bassey  had  shown  the  method  of  making 
a  file  with  one  Bet  of  wires,  coald  there  be  any  invention  in  simply  mak- 
ing a  letter-file  with  two  sach  sets,  so  as  to  have  two  points  of  attach- 
ment of  the  papers  to  the  letter-file,  thereby,  as  in  the  langoage  of  the 
disclaimer,  **  steadying  the  papers  ami  preventing  them  from  taming  to 
one  side  or  the  other  f  It  does  not  seem  to  me  that  this  mere  daplica- 
tion  of  parts  calls  for  the  exercise  of  inventive  talent  There  is  no  more 
invention  in  fiEWtening  papers  to  a  letter-file  by  two^points  of  attach- 
ment instead  of  one  than  there  wonld  be  in  fieistening  a  board  to  a  piece 
of  Btaddtng  or  beam  by  two  nails  instead  of  one. 

In  Dimter  v.  Mger$  (94  U.  S.,  187)  the  patent  was  for  patting  de- 
flecttng-plates  on  both  sides  of  a  circnlar  saw  for  catting  veneers.  It 
was  conceded  that  the  ase  of  a  deflecting-plate  oh  one  side  of  the  saw 
was  old,  and  the  conrt  said,  at  page  195': 

Grant  that  two  mioh  plates  are  in  certain  oaeee  better  than  one  used  alone,  still  the 
qaestion  arises  whether  it  inTolves  any  invention  to  add  the  second  plate  to  a  ma- 
obine  aliaady  oonstmoted  with  one  plate.  Beyond  doubt  every  operator  who  had 
used  a  machine  having  one  deflecting  plate  knew  fall  well  what  the  function  was 
that  the  defleoting-plate  was  designed  to  accomplish,  and  the  reasons  for  placing  it  at 
the  side  of  the  saw  are  obvious  to  the  understanding  of  every  one  who  ever  witnessed 
the  operations  of  a  circular  saw.  Ordinary  mechanics  know  how  to  use  bolts,  rivets, 
and  screws,  and  it  is  obvious  that  any  one  knowing  how  to  use  such  devices  would 
know  how  to  arrange  a  deflecting-plate  at  one  side  of  a  circular  saw  which  had  such 
a  device  properly  arranged  on  the  other  side,  it  being  concsded  that  both  defleoting- 
plates  are  constmoted  and  arranged  precisely  alike,  except  that  one  is  placed  on  one 
side  of  the  saw  and  the  other  on  the  opposite  side.  Both  are  attached  to  the  frame 
in  the  same  maauer ;  nor  is  it  shown  either  in  the  specification  or  drawings  that  there 
is  anything  peculiar  in  the  means  employed  for  arranging  the  deflecting-plates  at  the 
sidea  of  the  saw,  or  in  attaching  the  same  to  the  frame. 

And  the  same  rale  was  followed  in  Mellner  v.  Fom,  (4  Hughes,  262.) 

I  am  therefore  of  opinion  that  in  the  light  of  the  Bassey  patent  the 

complainant  has  gained  nothing  by  the  attempt  to  limit  this  patent  to 

the  use  of  the  wires  in  pairs,  and  I  mast  therefore  find  that  this  patent 

is  void  for  want  of  novelty. 

2016  PAT 18  .M 


K. 
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[TJniUA  States  Circiiit  Goari— Northern  PUtrlot  of  Illinois.] 

The  Sohlioht  &  Field  Company  v.  The  Shebwoob  Letteb  File 

Company. 

Decided  Nwmkber  5,  188t5. 

46  O.  O..  343. 

Shannon— Papbb-Filb. 

The  first  olaim  of  Letters  Patent  No.  954,847,  granted  March  14*  1882,  to  James 
S.  Shannon,  for  a  paper- file,  Held  void  as  covering  only  an  aggregation  of  parts, 
and  not  a  patentable  combination. 

Messrs.  Banning  &  Banning  for  tbe  complainant. 
Messrs.  Dyrenforth  &  Dyrenforth  for.  the  defendant. 

Blodoett,  J. : 

The  bill  in  this  case  charges  the  defendant  with  the  Infringement  of 
Letters  Patent  No.  254,847,  granted  March  14,  1882,  to  James  S.  Shan- 
non for  a  paper-file,  and  asks  for  an  injunction  and  acconnting  for 
damages. 

In  his  specification  the  patentee  says: 

This  invention  relates  to  paper-files  having  receiving  wires;  and  it  consists  in 
providing  a  pnnoh  ifttached  to  the  file  base  or  tablet,  adapted  to  simnltaneoosly 
pnnoh  as  many  holes  in  the  papers  to  be  filed  as  there  are  receiving-wires  on  the  file, 
and  to  pnnch  them  somewhat  larger  than  and  in  proper  position  to  admit  said  re- 
ceiving-wires. By  this  means  the  papers  may  lie  closer  and  smoother  on  the  file. 
They  may  be  shifted  more  freely  on  the  wires,  and  the  apertures  therein  are  not  torn 
out  or  enlarged  in  filing  or  shifting  them.  It  is  more  particularly  intended  as  an 
improvement  on  the  files  described  in  Letters  Patent  of  the  United  States  No.  217,907 
and  No.  217,909,  dated  July  29,  1879,  wherein  the  receiving-wires  are  sharpened  to 
pnnctnre  thepapers,  and  wherein  transferring-wires  are  employed  in  connection  with 
the  receiving- wires.  In  the  use  of  said  files  the  papers  are  often  shifted  from  one 
pair  of  wires  to  the  other,  and  it  is  foond  that  in  such  frequent  transfers  the  aper- 
tures made  by  the  pnnctnring- wires  are  apt  to  be  torn  out  or  enlarged.  Moreover, 
in  the  act  of  filing  by  thrnsting  the  papers  down  upon  the  wires  the  edges  of  the 
apertures  so  made  are  ragged,  a  burr,  so  to  speak,  is  formed  about  the  holes  in  the 
paper,  and  in  pressing  the  papers  down  and  in  shifting  them  the  burrs  of  one  sheet 
enter  the  holes  in  the  adjacent  sheet  above  it,  so  that  the  sheets  are  not  readily 
separable  without  inconvenience  or  tearing.  By  providing  on  the  file  a  pnnch 
adapted  by  a  single  motion  to  cut  clean-edged  holes  in  the  papers  corresponding  with 
the  number  and  position  of  the  receiving-wires,  and  a  little  larger  than  the  wires, 
the  papers  so  pnncbed  may  be  more  expeditiously  filed,  they  will  lie  fiat  and  com- 
pact upon  the  tablet,  they  may  be  freely  transferred  from  the  receiving  to  the  trana- 
fer-wires  and  back  again,  and  in  no  ordinarily  careful  handling  are  they  liable  to  be 
torn. 

No  claim  is  made  in  this  case  apon  the  form  of  construction  em 
bodied  in  the  pnnch;  but  the  patent  covers  simply  and  only  the  idea 
of  afSxing  to  a  letter-file  tablet  a  pnnch  for  the  purpose  of  perforating 
the  papers  to  be  filed,  so  that  they  may  be  more  readily  manipulated 
upon  the  receiving- wires  of  the  letter-file.  ^  o 
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lufrioKemeDt  in  this  case  is  charged  only  as  to  the  first  claim  of  the 
patent,  which  is: 

1.  The  paper-file  desoribed,  coDsisting  of  a  base,  A,  aod  two  parallel  reeeiTing- 
wires,  B  B,  provided  with  a  double  pnnch  moanted  npon  the  same  base,  and  adapted 
to  simultaneonsiy  panoh  two  holes  in  the  paper  in  position  and  of  size  to  admit  the 
reeeiving-wires,  substantially  as  set  forth. 

The  defenses  set  ap  are :  (1)  non-patentability  of  the  device,  and  (2) 
that  defendant  does  not  infringe. 

The  defendant  mannfactares  and  sells  a  letter-file  containing  receiv- 
ing and  vibrating  wires,  operating  substantially  like  tho&e  shown  in  the 
complainant's  patent,  with  a  panch  located  under  the  arch  of  the  vibra- 
ting wires,  so  that  the  papers  to  be  filed  are  passed  through  the  space 
between  the  ends  of  the  receiving  and  vibrating  wires  to  the  pnnch, 
where  they  are  perforated,  when  they  may  be  retracted  or  drawn  back 
and  passed  over  the  receiving- wir^  upon  the  file.  The  defendant's 
pnnch  is  attached  to  the  tablet,  and  in  that  respect  is  like  the  complain- 
ant's, although  in  the  exhibits  of  the  complainant's  and  defendant's 
tablets  offered  in  evidence  the  defendant's  punch  is  located  at  a  differ- 
ent place  from  the  location  of  the  punch  on  the  complainant's  tablet ; 
but  as  there  is  no  specific  place  designate^  in  the  complainants  patent 
as  to  where  the  pnnch  shall  be  located,  I  do  not  know  that  this  difference 
is  in  any  special  degree  material  in  the  consideration  of  this  case,  so  that 
the  case  simply  presents  this  question :  Is  it  patentable  to  locate  any 
kind  of  a  punch  npon  a  paper-file,  so  that  the  papers  to  be  filed  thereon 
may  be  punctured  by  the  pnnch  to  enable  them  to  be  more  readily 
passed  upon  the  receiving- wires  of  the  file  t 

It  is  obvious  that  the  punch  performs  no  new  function  by  reason  of 
its  being  attached  to  a  tablet  from  what  it  would  if  it  were  attached  to 
a  table,  window-sill,  or  any  other  location  where  it  could  be  used  readily 
in  connection  with  the  tablet,  and  a  patent,  therefore,  merely  for  this 
attachment  seems  to  me  to  come  entirely  within  the  principle  laid  down 
by  the  Supreme  Court  in  HaUes  v.  Van  Warmer  (20  Wall.,  253)  and 
Beeiendorfer  v.  Faber  (92  U.  S.,  347).  In  the  latter  case  the  patent  was 
for  the  idea  of  attaching  a  piece  of  rubber  to  the  end  of  a  lead-pencil, 
so  that  the  rubber  could  be  used  readily  to  erase  pencil  marks.  In  that 
case  the  rubber  performed  no  new  function  by  being  attached  to  the 
pencil.  It  was  undoubtedly  a  convenient  arrangement,  whereby  the 
rubber  was  readily  at  hand  to  erase  or  correct  any  mistakes  made  in  the 
use  of  the  pencil,  but  it  was  still  nothing  but  an  eraser  attached  to  the 
pencil ;  and  the  court  in  its  opinion  says : 

This  oombinatian  consists  only  of  the  application  of  a  piece  of  robber  to  one  end  of 
the  same  piece  of  wood  which  makes  a  lead-pencil.  It  is  as  if  a  patent  should  be 
granted  for  an  article,  or  a  "  mannfactnre,"  as  the  patentee  prefers  to  term  it,  con- 
sisting of  a'stick  12  inches  long,  on  one  end  of  which  is  an  ordinary  hammer,  and  on 
the  other  end  is  a  screw-driver  or  a  tack-drawer,  or  what  you  will  see  in  use  in  every 
retail  shop,  a  lead-pencil  on  one  end  of  which  is  a  steel  pen.  It  is  the  case  of  a  garden- 
sake,  on  the  handle  end  of  which  should  be  placed  a  hoe,  or  on  the  other  side  of  the 
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same  end  of  which  nhoald  be  placed  a  hoe.  lu  al]  these  cases  there  might  be  the 
a<ivaiitage  of  carryiug  about  one  instmiaeDt  instead  of  two^  or  of  avoiding  the  lia- 
bility to  loss  or  misplacing  of  separate  tools.  The  instrnments  placed  upon  the  same 
rod. might  be  more  convenient  for  use  than  when  used  sepai*ately.  Each,  however, 
continues  to  perform  its  own  duty  and  nothing  else.  No  effect  is  produced,  no  result 
follows  from  the  Joint  use  of  the  two. 

A  handle  in  common,  a  joint-handle,  does  not  create  a  new  or  combined  operation. 
The  handle  for  the  i»encii  does  not  create  or  aid  the  handle  for  the  eraser.  The  handle 
for  the  eraser  does  not  create  or  aid  the  handle  for  the  pencil .  Each  has  and  each 
requires  a  handle  the  same  as  it  had  and  required,  without  reference  to  what  is  at  the 
other  end  of  the  instrument,  and  the  operation  of  the  handle  of  and  for  each  is  pre- 
cisely the  same  whether  the  new  article  is  or  is  not  at  the  other  end  of  it.  In  this 
and  the  cases  supposed  you  have  but  a  rake,  a  hoe,  a  hammer,  a  pencil,  or  an  eraser, 
when  you  are  done.  The  law  requires  more  than  a  change  of  form  or  juxtaposition  of 
parts,  or  of  the  external  arrangement  of  things,  or  of  the  border  in  which  they  are 
used  to  give  patentability. 

So  here  the  punch  performs  nc^new  or  increased  function  by  being 
attached  to  the  tablet  It  is  still  nothing  bnt  a  punch,  and,  as  the  proof 
shows,  is  often  attached  to  a  table  or  some  other  permanent  fixture,  so 
as  to  be  convenient  for  use  in  connection  with  several  tablets.  I  there- 
fore think  that  this  is  but  an  aggregation  of  parts  and  as  such  does  not 
come  within  the  field  of  invention. 

In  Piekering  v.  MeCuUoeh  (104  U.  S.,  310)  the  Supreme  Court,  speak- 
ing by  Mr.  Justice  Matthews,  said : 

In  the  patentable  combination  of  old  elements  all  the  constituents  must  so  enter 
int^  it  as  that  each  qualifies  every  other.  *  *  *  It  must  form  either  a  new  ma- 
ohine  of  a  distinct  character  and  function,  or  produce  a  result  due  to  the  joint  eo- 
operating  action  of  all  the  elements.  It  is  not  the  mere  adding  together  of  separate 
contributions. 

For  these  reasons  I  consider  the  defense  of  non-patentability  is  fiiUy 
made  out,  and  the  bill  is  dismissed  for  want  of  equity. 


[United  States  Circalt  Conrt— Soathern  Distriot  of  lows.] 

Westinghouse  v.  Oabpenteb. 

Decided  June  29,  ld88. 

46  O.  G.,  244. 

Expiration  of  Patext—Injunction  Thersaftrr. 

Under  the  law  the  monopoly  secured  by  a  patent  ceases  with  the  expiration  of 
the  patent,  and  articles  made  during  the  life  of  the  patent  in  infringement  of  it 
can  not  be  enjoined  after  its  expiration,  and  an  injunction  already  granted  as  to 
such  articles  will  bo  diflsolved. 

Motion  to  dissolve  injunction. 

Mr.  J.  Snowden  BeUj  Mr.  Nathaniel  French^  Mr.  George  H.  ChrUig^ 

and  Mr.  William  Bakewell  for  the  complainant.      ^ GoOQit 

Messrs.  Banning  dk  Banning  for  the  defendant. 
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MiLLBB,  J.: 

We  are  of  the  opinioD  that  the  motion  onght  to  be  granted.  The 
attorney  for  the  plaintiff  practically  concedes,  from  the  decisions  of  the 
courts  on  that  subject,  that  the  motion  to  dissolve  the  injunction  should 
be  granted  on  account  of  the  expiration  of  the  patent,  which  expired 
a  few  days  ago  with  the  expiration  of  a  prior  English  patent  He, 
however,  insists  that  the  ii\)unctioii  should  be  continued  as  to  the 
use  and  sale  of  those  articles  which  were  manufactured  and  sold  while 
the  patent  was  alive,  the  manufacture  of  which  was  an  infringement  of 
thit»  patent;  that  he  should  have  the  benefit  of  having  forbidden 
them  while  the  patent  was  in  existence,  and  that  the  injunction  should 
be  continneci  as  to  the  selling  or  using  of  those  manufactares,  notwith- 
standing the  expiration  of  the  patent. 

We  are  of  the  opinion  that  with  the  expiration  of  his  patent  the 
plaintiff's  right  to  forbid  anybody  to  make,  sell,  or  use  the  articles  to 
which  this  invention  refers  expires.  His  monopoly  is  continued  for 
seventeen  years  by  law,  or  whatever  period  the  law  allows  his  patent  to 
run.  That  monopoly  is  against  the  making,  selling^  or  using  of  such 
articles.  He  has  the  benefit  of  that  monopoly,  and  has  had  that  bene- 
fit with  regard  to  those  articles  in  which  he  now  asks  to  be  farther  pro- 
tected. He  may  recover  the  damages  he  has  sustained  in  this  suit, 
which  is  still  pending  in  this  court.  He  may  recover  for  the  damages 
which  were  inflicted  before  the  injnnction  was  brought,  and  he  still  asks 
that  the  court  shall  enjoin  the  sale  and  use  of  those  articles  for  which 
he  expects  to  get  damages.  Speaking  for  myself  and  also  for  Judge 
Love,  I  do  not  believe  that  is  the  true  doctrine  on  this  subject. 

There  are  some  particular  circumstances  showing  that  the  use  of 
this  patented  article  was  an  experiment  to  see  whether  it  could  be  used 
successfully  in  this  country,  and  under  all  the  circumstances  we  are 
disinclined  to  make  any  modificatidn  of  the  motion  to  dissolve  the  in- 
junction, but  dissolve  it  absolutely. 


[Sapreme  Court  of  the  United  Statee.  ] 

SXAOHBLBEBa  ET  AL.  V.  PONOE. 

Dw>ided  December  17, 1888. 

46  O.  G.,  337. 

Tbadb-Mabx. 

It  appearing  that  the  mode  in  which  the  oomplaiQants  packed  their  clgaro,  the 
kiod  of  boxes  lued  by  them,  the  number  of  cigars  in  each  bunch,  the  particular 
color  of  ribbon  or  tape  around  each  bunch,  and  the  size  and  shape  of  the  cigars 
were  aU  old  in  the  trade,  and  that  the  name  **  La  Normanda''  had  been  used  for 
cigars  resembling  the  "La  Normandi "  cigars  in  sise  and  shape,  etc.,  in  different 
parts  of  the  oonntry  sereral  years  prior  to  the  adoption  of  the  words  *'  La  Norw 
mandi "  by  the  oomplainanta  or  their  assignor,  the  adoption  of  these  words  as  a 
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trade- mark  and  their  regpistration  oould  not  take  away  the  right  preTiondy  ae- 
quired  by  the  pnblicin  the  use  of  the  words  ''La  Nomanda"  ae  indieatioic  a 
particular  kind  of  cigars. 

Appeal  from  the  Oircoit  Ooart  of  the  UDited  States  for  the  District 
of  Maine. 

Mr.  BMoland  Oox  for  the  appellants. 

Mr.  WiUiam  Henry  OUffard  for  the  appellee. 

STATEMENT  OF  THE  CASE. 

This  is  a  Trade-Mark  case.  The  principal  relief  asked  by  the  appel- 
lants, who  were  the  plaintiffs  below,  is  a  decree  enjoining  the  appellee, 
who  was  the  defendant  below,  his  agents  and  servants,  from  using  as  a 
tradename  in  their  business  of  manufiicturing  and  selling  cigars,  the 
words  "Normaudie,^  or  '*E.  P.  Normanda,"  or  "La  Normanda,"  or 
"Normanda;"  snchuseof  those  words  being,  it  is  alleged,  a  violation  of 
the  right  of  the  plaintiffs  to  the  exclusive  use  of  the  words  "  La  Nor- 
mandl "  and  "Normandi  ^  in  their  business  of  manufacturing  and  selling 
cigars  of  a  certain  kind. 

It  is  alleged,  among  other  things,  that  one  Asher  Bijnr,  of  New  Tork« 
was  engaged  from  185S  to  1865  in  manufacturing  and  packing  cigars  of 
various  grades  and  shapes,  some  of  which,  of  superior  qualify,  were 
called  "  La  Normandi,"  and  were  put  up  in  boxes  containing  250  each, 
labeled  and  branded  with  those  words;  that,  being  offline  stock,  skill- 
fully made,  and  of  a  shape  that  pleased  the  eye,  his  cigars  of  that  kind 
became  widely  known,  gaining  great  favor  with  the  public,  particularly 
in  the  New  England  States ;  that  the  first  use  by  any  one  engaged  in 
the  manuflEicture,  packing,  or  sale  of  cigars  of  the  words  "  La  Normandi " 
or  "  Normandi"  was  by  him,  those  words  constituting  his  Trade-Mark 
for  cigars  of  the  above  description ;  that  on  or  about  February,  18d5, 
he  assigned,  sold,  transferred,  and  conveyed  to  the  plaintiff,  Michael 
Stachelberg,  his  heirs,  and  assigns,  all  his  right,  title,  and  interest  in 
and  to  the  exclusive  use  of  the  words  *^  La  Normandi "  and  ^*  Normandi ;" 
that  on  or  about  January  1,  1873,  the  plaintiffs  formed  a  partnership 
under  the  firm-name  of  M.  Stachelberg  &  Oc,  said  Trade-Mark  becom- 
ing their  joint  property ;  that  since  said  assignment  they  have  been  en- 
gaged in  manufacturing  cigars  under  the  names  <*  La  Normandi "  and 
^^  Normandi,"  bestowing  great  care  upon  their  packing,  putting  them 
up  in  bunches,  (each  bunch  being  tied  with  a  peculiar  colored  and  striped 
ribbon,)  and  offering  them  for  sale  In  boxes  containing  250  cigars  each, 
branded  with  the  words  ^^La  Normandi ; "  and  that  they  have  incurred 
great  expensein  bringing  such  cigars  so  named  to  public  attention, 
whereby  large  profits  have  accrued  from  their  sale. 

The  bill  also  states  that  on  the  19th  of  February,  1876,  the  plaintiffs 
deposited  in  the  Patent  Office  at  Washington  the  name  ^^  Normandi "  as 
a  Trade-Mark,  and  March  7, 1876,  received  from  that  Office  a  certificate 
sliowiiig  such  record;  that  after  said  assignment,  and  up  to  the  date  of 
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aod  sinoe  suoii  deposit,  they  have  ased  the  word  ^^NormaQdi,"  with  the 
pieflx  ^  La,"  and  that  by  virtae  of  8ach  aesignment,  and  of  their  uDin- 
ton^pted  nee  of  the  woidg  *«  La  Kormandi,"  they  acquired  and  have  the 
aok)  and  exelaeive  right  tp  use  them  as  a  Trade-mark. 

It  is  ftirther  alleged  that  sinoe  January  1, 1881,  the  defendant  Ponce 
has  been  manafiiotnring,  and  caused  to  be  mannfaotured,  and  offering  for 
sale,  cigars  substantially  similar  in  shape,  size,  and  outward  appearance 
to  their  La  Normandi  cigars,  and  has  put  them  in  boxes  of  the  same  pat- 
tern, general  shape  and  size,  and  tied  with  ribbons  colored  and  striped 
and  resembling  the  ribbons  used  by  them,  his  boxes  being  branded 
somAwith  «^  Normanda,''  some  <^  E.  P.  Normanda,"  and  others  ^^Nor- 
mandie,"  whereby  the  defendant  has  fraudulently  imposed  and,  unless 
restrained  from  so  doing,  will  continue  to  impcise  upon  the  public  his 
cigars  as  the  real  *<  La  Normandi"  cigars,  manufactured,  put  up,  and 
sold  first  by  Bijur  and  afterward  by  the  plaintiffs,  and  whereby,  also, 
great  and  irreparable  iiqury  will  be  done  to  the  plaintiffs  in  their  busi- 
ness. 

The  defendant  admits  in  his  answer  that  be  has  sold  cigars  a  nder  the 
brand  or  label  of  ^^  La  Normanda;"  but  those  words,  he  alleges,  have 
always  been  accompanied  on  the  boxes  or  packages  containing  them 
by  the  words  '*  E.P.,^  or  ^*  B.Ponce,"  or  *^  Ernesto  Ponce,''  and  sometimes 
by  the  words  ^^  Portland,  Maine,"  thus  indicating  the  manufacturer  and 
the  place  at  which  his  cigars  were  made.  Denying  that  his  l?rade-Mark 
infringes  the  alleged  trade-name  of  the  plaintifb,  or  that  he  intends  to 
ase  any  trade-name  of  theirs,  he  insists  that  Bijur  did  not,  and  could 
not,  have  an  exclusive  right  to  the  words  ^*  La  Normaudi "  as  a  Trade- 
Mark;  that  the  words  ^' Normaudi '' and  ^^Normanda''  are  of  foreign 
origin  and  of  different  significations,  the  former  being  a  geographical  and 
the  latter  a  personal  name;  that  the  word  <'  Norinanda"  has  long  been 
publidy  used  as  a  name  or  designation  for  cigars,  was  stamped  upon 
boxes  and  packages  containing  them  long  prior  to  aoy  of  the  alleged 
rights  of  the  complainants ;  and  that  such  terms  were  in  public  use  as 
a  designating-mark  for  a  manufacture  of  cigars  at  Ebivana  as  early  as 
1861,  and  were  so  used  in  that  year  as  a  brand  for  cigars  put  up  and 
sold  by  him«  as  well  as  by  others.  He  contends  that  there  is  nothing 
in  the  shape  or  size  of  his  cigars,  or  in  the  manner  in  which  he  bundles 
or  ties  them  up,  which  can  be  exclusively  appropriated  by  the  plaintifGs. 
In  respect  to  the  useof  the  words  ^<  La  Normandie,''hedeuiesthathe  has 
ever  manufactured,  or  ordered  to  be  manufactured,  any  cigars  branded 
with  those  words,  although  in  the  coarse  of  his  business  be  has  bought 
and  sold  other  and  common  brands  of  cigars  marked  in  that  way. 

It  was  in  proof  that  the  alleged  Trade-Mark,  ^^La  Normandi,"  was 
used  by  the  assignor  of  the  plaintiffs  as  part  of  a  label  that  consisted 
of  those  words  printed  at  the  top  thereof;  a  picture,  immediately  be- 
low those  words,  of  the  interior  of  a  cigar-factory  while  occupied  by  the 
employes  of  the  manufacturer ;  and  a  fac-simile  of  Bijur's  signature, 
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together  with  the  initials  ^^  A.  B."  The  label  asod  by  the  plalDtiff  coo- 
sists  of  the  words  <^  La  Normandi "  at  its  top,  beneath  those  words  a 
picture  of  the  interior  of  a  cigar-faotory  as  above  stated,  and  at  the  bot- 
tom of  the  picture  the  following  words  and  a  fac-simile  signature  of  M. 
Stachelberg,  to  wit : 

Genuine  La  Nprmandi  Segars  aie  branded  with  my  initials  and  the  labels  inside  a^e 
I  signed  in  my  own  handwriting.    M.  Stachelberg.    Entered  according  to  act 


of  Congr.  A.  D.  1866  by  M.  Stachelberg  in  the  Clerk's  Office  of  the  Dis.  Court  of  the 
southern  district  of  N.  Y. 

By  the  decree  below  the  bill  was  dismissed  upon  the  ground  that 
when  a  right  to  the  use  of  a  Trade-Mark  is  transferred,  either  by  the 
act  of  the  original  owner  or  by  operation  of  law — 

the  fact  of  transfer  should  be  stated  in  connection  with  its  use ;  otl^dvwise  a  decep- 
tion would  be  practiced  upon  the  public.    {Stachelberg  v.  Ponce,  U3  Fed.  Rep.,  430.) 

Mr.  Justice  Hablan  delivered  the  opinion  of  the  court. 

After  stating  the  facts  as  above,  he  continued :  We  are  of  opinion 
that  the  plaintiffs  are  not  entitled  to  an  injunction  restraining  the  de- 
fendant from  using  the  words  '^La  Normanda"  or  ^^Normanda"  as 
part  of  a  brand  or  label  for  cigars  manufactured  or  sold  by  him.  If  it 
was  satisfactorily  shown  that  those  words  were  not  used  in  the  trade  to 
designate  a  particular  kind  of  cigars,  until  after  the  words  ^^  La  Nor- 
mandi"  or  "Normandi^^  had  become  a  part  of  the  established  Tnule- 
Mark  of  Bijur,  it  might  be  necessary  to  consider  whether  the  former 
words  taken  in  connection  with  the  entire  label  or  brand  used  by  the 
defendant,  his  mode  of  packing  his  cigars,  and  their  size  and  appear- 
ance, were  calculated  to  deceive  the  public  by  inducing  the  belief  that 
they  were  the  same  cigars  as  La  Normandi  cigars,  manufactured  and 
sold  by  Bijur  and  by  the  plaintifGs.  But  no  such  case  is  made  by  the 
.proof.  On  the  contrary  it  appears,  by  a-  preponderence  of  evidence: 
First,  that  the  mode  in  which  Bijur,  and  after  him  Stachelberg  &  Oo^ 
packed  their  La  Normandi  cigars,  the  kind  of  boxes  used  by  them,  the 
number  of  cigars  in  each  bunch,  the  particular  color  of  the  ribbon  or 
tape  around  each  bunch  of  25,  the  putting  of  250  cigars  in  each  Ik)x,  and 
the  size  and  shape  of  the  cigars,  were  all  old  in  the  trade,  preceding,  in 
point  of  time,  the  adoption  by  Bijur  of  the  words  ''La  Normandi''  as 
part  of  his  trade*  name;  second,  that  for  several  years  prior  to  the  adop- 
tion by  Bijur  of  his  Trade- Mark,  and  from  about  that  date  until  the 
bringing  of  this  suit,  cigars  resembling  the  La  Normandi  cigars,  in  size 
and  shape,  in  the  color  of  the  ribbon  or  tape  by  which  the  buqches  of  26 
were  tied,  and  in  the  manner  in  which  they  were  put  up  and  packed, 
were  and  have  beeoiuade  and  sold,  in  quite  large  numbers,  in  different 
parts  of  this  country,  under  the  name  of  ^<  La  Norraanda."  An  effort  is 
made  to  discredit  the  evidence  establishing  these  facts  by  showing  by 
witnesses,  engaged  for  many  years  in  the  business  of  manufacturing  and 
selling  cigars,  that  they  never  knew  or  heard  of  any  being  sold  under  the 
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Bame  6f  ^^La  Normanda."  Batthe  evidenoe  to  that  effect  is  entirely  nega- 
tive in  its  character,  and  is  not  safflcient  to  overcome  tbe  direct  positive 
testimony  of  witnesses,  some  of  wliom,  as  early  as  1853,  actually  mana- 
factored  and  sold  La  Normanda  cigars  of  the  kind  above  described, 
while  others  remember  that  domestic  cigars,  under  that  designation, 
were  in  the  market  before  B\jur  commenced  the  manuCacture  of  the  La 
l^ormandi  cigars.  In  this  view  of  the  evidence  the  plaintifb  are  not 
entitled  to  the  relief  asked.  The  adoption  by  Bijnr  of  the  words  ^^  La 
Kormandi"  as  part,  of  his  Trade-Mark  could  not  take  away  the  right 
previously  acquired  by  the  public  in  the  use  of  the  words  ^^  La  Nor- 
manda" as  indicating  a  particular  kind  of  cigars. 

This  conclusion  is  sufficient  to  dispose  of  the  case,  and  renders  it  un- 
necessary to  consider  other  grounds  upon  which,  it  is  insisted,  the  de- 
cree below  should  be  sustained. 

The  decree  is  affirmed. 


[Uaitod  States  dronit  Coart-Ei«teni  Judicial  Dlitriet  of  ICiMOori,  Baatern  Divlaioii.) 

Bbinkerhoff  v.  Aloe. 

Decided  December  ^,  1888. 
46  0.  O.,  33a 

1.  Bbinkbkhoff  Patbnt— First  Claim  is  Jlmticipateo. 

The  first  olaim  of  the  p*tent  giAiited  to  A.  W.  Brinkerhoff  Haroh  2,  t8<^,  on 
Teotal  ■pocnlnma,  Is  for  *  slide  extending  the  entire  lens:th  of  the  tohe.  Beld 
antloip*ted  hy  the  older  art. 

2.  Material  NOT  EssBKTiAL. 

Where  *n  element  of  *  claim 'does  not  depend  for  its  novelty  in  the  material  of 
wbieh  it  is  made  it  will  be  anticipated  by  a  like  element  in  a  like  instrument 
of  dfflbrent  material. 

3.  Sams. 

The  slide  employed  in  the  Brinkerhoff  instrument  and  covered,  broadly,  by 
the  first  claim  of  the  patent,  is  made  of  metal.  The  patent  makes  no  mention  of 
any  novelty  existing  in  the  material  of  which  the  slide  is  composed.  Held  that 
the  claim  is  anticipated  by  a  glass  slide  in  a  similar  instrument. 

4.  PATKNTABurrr— What  dobs  not  AMOuirr  to  iNVBNnoK. 

A  specnlnm  consisting  of  a  tube  with  a  slide  and  a  dosed  end  was  old.  Held 
that  adding  an  incline  to  the  closed  end  to  prevent  the  impaction  of  pile- tumors 
did  not  involve  invention. 

5.  Saxi— Third  Claim  Void  for  want  of  IirvBinrioN. 

The  third  claim  of  the  Brinkerhoff  patent  covers  a  speculum  composed  of  a  tube 
with  a  closed  end  and  a  slide  and  having  an  i9cline  at  the  closed  end.  Held  void 
for  want  of  invention. 

«.  Agorboation.  iiti7Pdhv  Google 

A  claim  consisting  of  a  number  of  elements  which  do  noStioactw  produora 
new  and  nsefhl  resnlt  is  a  mere  aggregation  and  not  a  patentable  combination. 
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7.  Sams— Bbtob  Bbiults  hot  Pboof  of  iNymmoH. 

Where  aeTenil  old  e^mentt  are  to  combined  m  to  prodaoe  *  better  inttmnieat 
than  wae  fbrmerly  in  nse,  bnt  eaeh  of  the  old  elementa  does  only  what  it  form- 
erly did,  in  the  inetmment  from  which  it  wae  borrowed  and  in  the  old  way, 
HM  that  the  combination  is  not  a  patentable  one. 

8,  Samb— SseoND  Claim  is  ax  Agobboatiok  and  Void. 

The  seoond  olidm  of  the  Brinkerhoff  patent  oorctn  a  dotted  tabe  having  an  in- 
cline and  a  slide.  HM  that  the  incline  acted  precisely  as  it  did  when  plaoed 
in  the  forward  end  of  a  slotted  tube  not  provided  with  a  slide,  and  that  there* 
fore  the  claim  coTcred  an  aggregation  only  and  was  void. 

Me$9r9.  Lee^  Brown  A  Lee  for  the  complainant. 

Mr.  Oearge  H.  Knight  and  Mr.  A.  Binswanger  for  the  defendant. 

Thayer,  D.  J. : 

This  is  a  bill  to  restrain  the  infringement  of  Liters  Patent  No.  224,991, 
granted  to  Alexander  W.  Brinkerhoff^  under  date  of  Bfarch  2, 1880,  for 
an  improvement  in  rectal  specnla. 
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DETBNDANT'S  INBTBUHBNT. 

The  patentee  in  his  specification  thus  describes  his  invention : 

Hy  ^peeulam  U  made  of  metal  and  plated  in  the  asnal  manner  to  aecore  a  bright 
interior  and  smooth  sarface.  In  shape  it  is  conical,  and  has  one  side  slotted  through 
its  mitire  length  of  chamber.  Into  snch  slot  H  is  closely  fitted  a  movable  slide,  B, 
having  npon  its  rear  end  a  handle,  D,  for  actaating  it.  On  the  side  of  tube  A,  oppo- 
site the  dide,  is  another  handle,  D,  by  which  to  hold  the  tnbe  when  in  use. 

Around  the  large  end  of  tube  A  is  a  flange  or  lip,  *  *  *  and  in  the  forward  end 
of  the  chamber  is  an  incline,  K,  made  neceasary  in  specula  having  dosed  ends  to  pre- 
Tent  *  *  •  the  impaction  of  pile-tumors,  enlarged  glands,  or  surplus  membrane 
in  the  end  of  the  chamber,  and  thereby  enable  the  operator  to  withdraw  the  instru- 
ment with  safety  and  ease. 

Of  the  natnre  of  his  invention  the  patentee  says : 

*  *  *  My  invention  consists  in  the  use  of  a  slide  extending  through  the  length  of 
one  side  of  the  tube  and  an  incline  inside  of  the  forward  or  small  end  of  the  chamber, 
extending  f^om  the  bottom  of  the  chamber  upward  and  forward  to  the  under  side  of 
the  slide  when  in  place,  to  prevent  i^Jary  to  the  membrane  while  withdrawing  the 
instrainent,  &c. 

The  claims  made  in  the  specification  are  as  follows  : 

1.  A  slide  in  the  side  of  a  speculum,  extending  through  its  whole  length,  and  used 
sabetantially  as  herein  described. 

9.  The  incline  in  the  front  end  of  the  chamber,  in  combination  with  the  tube,  slot, 
and  slide,  substantially  as  and  for  the  purposes  herein  set  forth. 

3.  In  eylindrieal  tubular  specula  having  a  slotted  side  and  closed  end  to  prevent- 
the  entrance  of  fSeoes,  the  incline  in  the  front  end  of  the  chamber  extending  upward 
from  the  bottom  and  forward  to  under  side  of  slide,  substantially  as  described,  and 
for  the  purposes  herein  set  forth. 
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First.  It  is  clear  that  tlie  first  claim  of  this  patent  covering  '*  a  slide 
in  the  side  of  a  specalam,  extending  through  its  whole  length,"  cannot 
be  sustained.  Indeed,  It  is  not  seriously  contended  by  complainant's 
counsel  that  the  device  covered  b^^  that  claim  is  novel.  I  shall  not  go 
into  the  details  of  the  evidence,  therefore,  on  this  branch  of  the  case  9 
but  will  content  myself  with  the  general  statement  that  the  testimony 
of  Dr.  Warren  B.  Onten,  Dr.  Ghas.  Bernays,  and  Dr.  Charles  E.  Michel^ 
as  well  as  the  testimony  of  Wm.  Orady  knd  Herman  Speckler,  satisfies 
me  that  rectal  speculnms  closed  at  one  end.  having  a  slot  in  the  side 
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extending  the  full  length  of  the  chamber  and  fitted  with  a  slide,  had 
been  used  by  the  medical  fraternity  in  this  country  before  the  date  of 
the  alleged  invention.  While  it  is  true  that  defendant  has  not  produced 
any  of  the  specnlums  that  were  so  in  use,  and  has  only  produced  a 
model  of  one  made  in  his  own  shop  since  this  suit  was  filed,  known  as 
the  ^'Beed  speculum,"  yet  I  consider  this  fact  not  sufficient  in  itself  to 
overcome  the  positive  statements  of  intelligent  and  entirely  disinter- 
ested witnesses,  who  had  occasion  to  know  the  flEU^t  whereof  they  speak, 
»that  speculums  with  slotted  sides  fitted  with  slides  were  in  use  and  to 
some  extent  were  on  sale  in  this  country  prior  to  the  date  of  the  alleged 
invention  in  July,  1878.    The  Beed  instrument,  and  possibly  all  the 
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iuBtraments  of  which  the  witnesses  above  named  have  spoken,  had 
glass  slides  instead  of  metal ;  bat  that  fact  is  not  important,  as  the 


8BOALA.  SPECITLXTM. 

material  of  which  the  slide  is  composed  is  not  claimed  as  an  essential 
feature  of  the  device.  Bat  even  if  tbe  foregoing  view  is  erroneous,  I  am 
furthermore  of  the  opinion  that  the  first  claim  of  the  patent  was  antici- 
pated by  "  Segala^s  trl- valve  vaginal  speculum,"  which  was  produced 
on  the  hearing  and  was  shown  to  .have  been  in  use  in  this  country 
since  1860;  also,  by  the  ^<  catheter,"  which  was  produced  on  the  trial 
and  shown  to  have  been  on  sale  in  this  country  since  1874.  (Defend- 
ant's Exhibits  17*  and  5\)  The  use  for  which  both  of  the  instruments 
last  referred  to  were  designed  is  analogous  to  that  in  which  complain- 
ant employs  his  instrument.  Both  instruments  are  tubular.  Each  has 
a  slot  in  the  side  extending  the  fhll  length  of  the  chamber,  fitted  with  a 
metal  slide,  which  is  intended  to  be  wholly  or  partially  withdrawn  (the 
same  as  the  slide  in  the  rectal  speculum)  when  the  operator  has  occa- 
sion to  examine  or  treat  the  particular  organs  for  the  treatment  of 
which  these  instruments  were  constracted.  In  view  of  the  slides  shown 
in  Segala's  vaginal  speculum  and  in  the  catheter  and  the  use  made  of  the 
same  it  must  be  held  that  there  is  nothing  novel  in  the  slide  claimed  in 
complainant's  patent  He  has  in  this  particular  matter  merely  appro- 
priated a  device  long  known  and  used  in  surgical  instruments  fitted  for 
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the  examination  of  oertain  interior  membranee  or  cayitiee  of  ttie  body 
tat  the  improyement  of  another  instrnment  adapted  to  the  treatment 


cathbhsb. 

of  other  interior  membranes.  Hilton's  rectal  specnlnm,  an  instrnment 
said  to  have  been  in  nse  in  Bngland  as  early  as  1870,  also  clearly  an- 
ticipates the  first  claim  of  complainant's  patent,  and  probably  the  sec- 
ond and  third  claims.  If  Hilton's  specnlnm,  as  contended,  was  described 
in  a  printed  pablication  in  Bngland  as  early  as  1876,  that  fact  also  in- 
validates the  i^t  claim  of  the  patent  nnder  consideration,  and  most 
likely  the  second  and  third  claims.  The  original  printed  publication 
relied  apon,  said  to  have  been  published  in  London  as  early  as  1876, 
was  not  produced  at  the  hearing  before  the  master,  but  in  lien  thereof 
a  volume,  entitled  ^<  Best  and  Pain,"  published  in  New  York  in  1879, 
which  purports  to  be  a  reprint  of  the  early  English  publication,  was  pro- 
duced. Some  testimony  was  offered  to  the  effect  that  application  had 
been  made  to  the  English  publishers  and  to  other  book-sellers  in  Lon- 
don and  in  this  country  for  a  copy  of  the  original  publication,  and  that 
they  reported  the  work  to  be  out  of  print  All  of  the  testimony,  how- 
ever, tending  to  show  that  a  book  entitled  <^  Best  and  Pain  "  was  pub- 
lished in  London  in  1876  and  that  the  work  reprinted  in  this  country  in 
1879  is  an.  accurate  copy  thereof  is  of  the  nature  of  hearsay ;  and,  as 


OBCmOHS  OF  n.   8.  COURTS  IN  PATXNT  CASES.  287 

the  master,  and  was  insisted  upon  at  the  trial,  the  objection  must  be 
sustained,  no  matter  how  pej^oasive  the  inference  may  be  that  there 
was  a  foreiii^u  pnbUoation  which  described  Hilton's  specnlam.  The 
latter  instniment  is  aoooidingly  ignored  as  an  anticipation  of  oomplain- 
ant^sinTcntion. 

Second.  The  third  claim  of  the  patent  is  a  claim  for  the  ^*  incline  "  in 
eyUndiieal  tabular  specnla  having  a  slotted  side  and  closed  end.  The 
particolar  derice  attempted  to  be  covered  by  this  claim  was  anticipated, 
in  my  opinion,  by  a  rectal  specnlam  produced  by  Dr.  Madd  (Defendant's 
Bxhibit  18^,)  and  shown  to  the  satisfaction  of  the  coort  to  have  been 
parchased  at  an  instrament  store  and  to  have  been  in  nae  in  this  coan- 
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try  before  the  date  of  compUunailt^s  invention.  The  instrament  in  ques- 
tion is  tqbolar;  it  is  conical  in  form,  has  a  slotted  side,  a  closed  end, 
and,  what  is  of  more  importance,  an. incline  at  the  closed  end  extending 
from  the  bottom  of  the  chamber  upward  and  forward  to  the  end  of  the 
slot.  It  is  true  that  the  angle  made  by  the  incline  with  the  axis  of  the 
tobe  in  the  latter  instrament  approaches  more  nearly  to  a  right  angle 
than  the  incline  in  complainant's  speculum.  Nevertheless  there  is  a 
pronoanoed  ^^  incline,"  and,  moreover,  Dr.  Mudd  testifies  that  one  pur- 
pose of  the  ^Mndine"  is  to  protect  the  maoous  membrane  from  injury 
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when  the  Bpeculam  is  withdrawn.  It  should  be  farther  observed  that 
oomplainaat's  speciftoation  does  not  mak^  the  angle  at  which  the  incline 
is  set  in  his  speoalum  an  essential  feature  of  the  device.  As  described 
in  his  specification,  the  utility  of  the  incline  consists  in  preventing  ^'  the 
impaction  of  pile-tumors,''  etc.,  and  in  enabling  the  operator  to  withdraw 
the  instrument  without  injury  to  the  membranes.  This  is  precisely  the 
function  of  the  incline  in  the  speculum  produced  by  Dr.  Mudd,  and  ap» 
parently  it  was  set  at  an  aligle  which  effectually  accomplished  that  pur- 
pose. At  all  events  no  complaint  appears  to  have  been  made  against 
that  speculum  on  the  ground  that  the  incline  failed  to  accomplish  the 
purpose  had  in  view.  The  Squire  speculum  (Defendant's  Exhibit  9*) 
also  shows  an  incline  in  the  forward  or  closed  end  in  all  respects  like 
that  in  complainant's  instrument ;  but  the  testimony  in  the  case  leaves 
it  somewhat  doubtful  whether  the  ^'incline"  in  Squire's  speculum  was 
placed  therein  shortly  before  or  shortly  after  complainant  claims  to  have 
invented  it.  For  that  reason  the  patent  is  not  affected  by  the  evidence 
offered  by  d^endant  in  relation  to  the  Squire  instrument. 

Third.  In  view  of  what  has  been  said  it  appears  that  plaintiff's  right 
to  relief  depends  on  the  second  claim,  for  the  ^Mncline  *  *  *  in 
combination,  with  the  tube,  slot,  and  slide : "  This  claim  is  attacked  on 
two  grounds :  first,  that  the  combination  as  a  whole  was  anticipated  by 
Dr.  Hodgen  when  he  caused  an  incline  in  the  form  of  a  mirror  to  be  set 
permanently  in  the  forward  end  of  the  old  <<  Seed  speculum,"  about  the 
year  1876 ;  and,  second,  that  the  combination  is  devoid  of  invention  and 
patentable  novelty.  I  shall  concede  that  the  evidence  as  to  what  Dr. 
Hodgen  caused  to  be  done  with  the  Beed  speculum  twelve  or  thirteen 
years  since  is,  under  the  circumstances,  not  of  that  certain  and!  convinc- 
ing character  which  ought  to  be  required  to  overturn  the  claims  of  a 
duly-issued  patent.  The  second  objection  to  the  claim,  however,  is  more 
formidable.  The  Beed  speculum,  before  alluded  to,  shows  '^  the  tube, 
slot,  and  slide"  combined  in  a  manner  that  does  not  differ  essentially 
from  the  form  in  which  the  same  elements  are  combined  in  complainant's 
combination.  To  these  three  elements  the  patentee  added  a  fourth — 
the  ^Mncline  in  the  tvont  end  of  the  chamber."  But  the  ^'  incline,"  as 
before  stated,  was  itself  an  old  device  which  had  been  used  in  specur 
lums  such  as  were  produced  by  Dr.  Mudd.  Furthermore,  it  was  used 
in  the  old  instruments  for  the  same  purpose  that  complainant  professes 
to  have  invtoted  it— that  is  to  say,  to  avoid  injuring  protruding  mem- 
branes when  the  speculum  was  withdrawn.  Even  if  complainant  had 
been  the  first  to  use  the  incline  intubular  speculums  having  closed  ends, 
the  device  was  a  very  obvious  one,  scarcely  rising  to  the  dignity  of  an 
invention  considering  the  function  it  performed,  as  is  well  illustrated 
by  the  account  which  the  patentee  gives  of  the  manner  in  which  the 
idea  was  conceived.  He  states  that  he  first  constructed  his  specnlum, 
as  shown  in  the  s'j;)eciAcation,  with  a  tube,  slot,  and  slide,  but  without 
an  incline.    When  he  made  the  first  trial  of  the  instrument,  he  discov- 
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ered  the  risk  of  injuring  sach  membrauea  as  happened  to  protrude 
through  the  slot,  as  others  had  discovered,  who  used  the  Mudd  instru- 
ment. Thereupon  he  employed  a  jeweler  to  solder  a  small  piece  of 
metal  in  the  forward  end  of  the  chamber,  so  as  to  form  an  incline,  and 
subsequently  amended  his  specification  by  adding  the  third  claim, 
which  is  substantially  a  claim  for  the  incline  as  an  independent  device. 
But  regardless  of  the  obvious  nature  of  the  improvement  made  by  add- 
ing the  incline,  the  court  is  of  the  opinion  that  the  combination  so 
formed  was  not  patentable,  because  no  new  result  or  effect  was  pro- 
duced by  the  united  action  of  the  old  elements.  To  sustain  a  patent  on 
a  combination  of  old  devices  it  is  well  settled  that  a  new  result  must  be 
obtained  which  is  due  to  the  joint  and  co-operating  action  of  all  the  old 
elements.  Either  this  must  be  accomplished  or  a  new  machine  of  dis- 
tinct character  and  function  must  be  constructed.  {Pickering  v.  MeCul- 
UmgK  104  U.  S.,  310 ;  HaUes  v.  Van  Warmer,  20  Wall.,  353;  Tack  Co.  v. 
Manfg.  Co.,  9  Bissell,  258 ;  Wringi^^g  Mack.  Oo.  v.  Taungy  14  Blatch., 
46.)  If  several  old  devices  are  so  put  together  as  to  produce  even  a 
better  machine  or  instrument  than  was  formerly  in  use,  but  each  of  the 
old  devices  does  what  it  had  formerly  done  in  the  instrument  or  machine 
from  which  it  was  borrowed,  and  in  the  old  way,  without  uniting  with 
other  old  devices  to  perform  any  joint  function,  it  seems  that  the  com- 
bination is  not  patentable.  {Bailee  v.  Van  Warmer,  eupra ;  Beckendorf 
V.  Faber^  92  U.  8.,  347.) 

In  the  present  case  the  incline  when  placed  in  combination  with  the 
<^tabe,  slot,  and  slide  ^  acted  precisely  as  it  did  when  placed  in  the  for- 
ward end  of  a  slotted  tube  not  provided  with  a  slide.  Its  action  was  in 
DO  sense  modified  by  the  new  relation  in  which  it  was  placed,  nor  did  it 
in  unison  with  the  other  elements  of  the  combination  produce  a  dis- 
tanotively  new  result. 

In  accordance  witli  these  views  the  bill  is  dismissed. 


(United  SUtes  Circait  Court— DUtrlct  of  ICarylmnd.) 
STX7ABT  V.  THOBMAN  ET  AL. 

Ihoided  November  5,  ISUa 

46  O.  Om  342. 

Btuabt— GoMPOsm  Pavbmbnts. 

Letters  Patent  No.  269,480,  granted  December  19,  1882,  to  Peter  Staart,  for  an 
improvement  in  composite  pavements,  again  sustained  and  Held  not  anticipated 
by  Patent  No.  90,805,  Jane  1,  1869,  to  Dotch  and  Dnempelman. 

Application  for  preliminary  injnnction  to  restrain  infringement  of 
patent. 

Meeere.  Price  A  Steuart  for  the  complainant.  ^  t 

Mr.  WilUam  Pinekney  WTkyt^for  the  defendant!;  "^^'^  ^^^8^^ 
AT 19 
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STATEMENT  OF  THE  CASE. 

Bill  was  filed  to  eDjoin  the  iafiringement  of  Patent  No.  269,480,  granted 
to  Peter  Stuart,  of  Glasgow,  Scotland,  December  19, 1882,  for  composite 
pavements.    The  claim  of  the  patent  is  as  follows : 

A  conipoBite  pavement  formed  with  cironlor,  aqiiaie,  or  analogous  depreMionB  of 
eqaal  or  nearly  eqnal  diameter  in  each  direotion,  and  with  even  or  level  margin  on 
the  pavement  Borfuce,  to  adapt  them  to  operate  in  the  manner  described. 

The  specification  describes  the  mode  of  operation  as  follows : 

My  improvement  is  especially,  though  not  exeiosively,  intended  for  application  to 
sidewalks ;  and  it  consists  in  the  formation  in  the  surface  of  pavements  of  depressions 
of  such  a  character  that  in  stepping  thereon  the  pressure  of  the  feet  will  expel  the  air, 
causing  a  partial  vacuum,  which,  supplementing  the  mechanical  effect  of  the  rough- 
ened surface,  will  operate  to  afford  an  additional  hold  to  the  feet  and  proven t'slipping. 
This  beneficial  effect  is  greater  when  the  pavement  is  wet,  at  which  time  pavements 
as  ordinarily  constructed  with  smooth  or  grooved  surfaces  are  more  than  nanally  slip- 
pery. 

MoRBis,  J. : 

The  complainant  exhibits  his  patent,  together  ¥dth  the  record  of  the 
case  of  the  Vulcanite  Paving  Company  v.  The  American  Artificial  Stone 
Pavement  Company  in  the  Oircnit  Oonrt  of  the  XJnite<l  States  for  the 
Eastern  District  of  Pennsylvania,  in  which,  by  the  judgment  of  Judges 
McKennau  and  Butler,  his  patent  was  a^jutlicated  and  sustained.  The 
same  defenses  were  made  in  that  case  as  in  this,  and  were  considered 
and  passed  upon  by  the  court.  AH  the  anticipating  patents  now  set  up 
in  defendants'  answer  were  set  up  then,  except  No.  90,825,  dated  June 
1, 1869,  granted  to  Dotch  and  Duempelman.  I  am  satisfied  that  this  is 
not  an  anticipation  of  the  invention  claimed  by  complainant. 

The  specification  of  the  Dotch  and  Duempelman  patent  states : 

The  smooth  surface  of  all  concrete  pavements  is  very  objectionable  on  account  of 
the  liability  of  horses  slipping  thereon.  To  obviate  this  difficulty  we  pass  over  the 
pavement  before  it  becomes  perfectly  cool  a  corrugated  roller,  or  a  roller  having  a 
series  of  flanges  or*  projections  around  its  circumference,  whieh  indents  the  snrfiaoe^ 
leaving  it  in  the  condition  of  the  Nicholson  or  any  other  well-paved  road. 

This  was  simply  a  method  of  producing  lines  of  depression  or  inden- 
tations in  a  composition  road-bed  such  as  would  catch  the  shod  feet  of 
horses  and  prevent  them  fix>m  slipping.  It  would  not  accomplish  what 
the  complainant  sets  out  to  accomplish,  and  complainant'^s  invention 
would  be  almost  entirely  useless  in  preventing  horses  from  slipping, which 
was  the  object  which  Dotch  and  Duempelman  had  in  view.  Oomplain- 
ant's  invention  is  especially  intended  for  sidewalks,  and  consists  in  the 
formation  in  the  surface  of  a  smooth  pavement  of  depressions  of  such  a 
character  that  in  stepping  on  them  the  pressure  of  the  foot  on  a  number 
of  them  at  once  will  expel  the  air,  and  by  causing  a  vacuum  afford  by 
suction  an  additional  hold  to  the  sole  of  the  foot  to  prevent  slipping. 
This  result,  it  is  claimed,  is  more  effectively  attained  when  the  pavement 
^s  wet  and  ordinarily  would  be  more  slippery,  because  then  the  suction 
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i8  more  complete.  It  ia  perfectly  plain  that  continuoas  cormgated  lines 
or  large  ilepreaaions,  Bach  as  wonld  assist  the  foothold  of  shod  horses, 
would  have  no  such  effect. 

The  case  in  the  eastern  district  of  Pennsylvania  having  been,  as  ap- 
pears from  the  record  and  the  briefs  of  the  very  able  coansel  who  took 
part  in  its  presentation,  thoroughly  contested,  the  complainant  is  enti- 
tled now  to  the  benefit  of  that  adjudication  in  his  favor.  The  affidavits 
filed  in  support  of  this  motion  for  a  preliminary  injunction  and  the 
specimens  of  the  pavement  pat  down  by  the  defendants  exhibited  in 
coart  leave  no  doubt  in  my  mind  as  to  the  infringement. 

The  complainant,  therefore,  under  al^the  rules  of  practice  governing 
such  applications,  is  entitled  to  the  granting  of  a  preliminary  injunction 
as  prayed. 


[Svpreme  Court  of  the  Unitod  States.] 

MOOOBMIOE  £T  AL.  V.  WHITMBB. 

Decided  January  7,  1889. 

46  O.  G.,  443. 

1.  QBABAM—HABVXeTBRS. 

Letters  Patent  No.  74,348,  graDted  to  Alvaio  B.  Graham  Febraary  11,  l86^,  i^t 
an  improTement  in  haireet^Ys,  oonstraed,  and  claims  1  and  8  Beld^  in  view 
of  the  state  of  the  art  and  of  the  special  limitations  pnt  npon  them  on  the  require- 
ment of  the  Patent  Offloe,  to  be  limited  to  the  special  construction  and  arrange- 
ment set  forth  in  the  claims. 

2.  ImrRDrcsMBNT. 

Under  this  construction  of  claims  1  and  2  of  the  plaintiff's  patent  the  defend- 
ants have  not  infringed. 

Appeal  from  the  Circuit  Gourt  of  the  United  States  for  the  Northern 
District  of  Illinois. 

Mr.  B.  JJ.  Parkiman  for  the  appellants. 
Messrs.  B.  dk  T.  A.  Banning  for  the  appellee. 

Mr.  Justice  Blatohfobd  delivered  the  opinion  of  the  court. 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Gourt  of  the  United 
States  for  the  Northern  District  of  Illinois,  by  Hugh  Graham  against 
Gyrus  H.  McCormick,  Leander  J.  MoOormick,  and  Robert  H.  McCor- 
miok,  on  the  8th  of  June,  1877,  founded  on  the  alleged  infringement  of 
Letters  Patent  No.  74,342,  granted  to  Alvaro  B.  Graham,  February  11, 
1888,  for  an  '^  improvement  in  harvesters."  In  the  course  of  t  he  suit 
thib  defendant  Gyrus  H.  McCormick  having  died,  his  executor.  Gyrus 
HJMcOonDiok,  and  his  executrix,  Nettie  Fowler  McCormick,  were  sub. 
stMwted  as  defendants  in  his  stead. 
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Tbe  defeDses  set  up  in  the  auAwer  were  want  of  novelty  and  non- 
infringement. After  issae  joined,  proofs  were  taken  on  both  sides,  and 
on  the  24th  of  April,  1832,  the  court  made  an  interlocutory  decree, 
holding  the  patent  to  be  valid  as  regarded  its  first  and  second  claims, 
decreeing  that  the  defendants  had  infringed  those  claims,  awarding  a 
recovery  of  profits  to  the  plaintiff  from  the  12  th  of  August,  1870,  the 
date  of  the  assignment  of  the  entire  patent  by  the  patentee  to  the 
plaintiff,  and  referring  it  to  a  master  to  take  an  a'MK>unt  of  profits  and 
damages.  On  the  21st  of  July,  1884,  the  master  made  a  report  award- 
ing a  sum  of  money  in  favor  of  the  plaintiff,  to  which  both  parties  filed 
exceptions.  On  a  hearing,  thc^court  sustained  some  of  the  defendants' 
exceptions  and  overruled  all  others,  and  rendered  a  money  decree  in 
favor  of  the  plaintiff.  Both  parties  prayed  appeals  to  this  court,  but 
the  plaintiff  did  hot  perfect  his  appeal.  Since  the  record  was  filed  in 
this  court  the  plaintiff  has  died,  and  his  administrator,  Peter  Whitmer, 
has  been  substituted  in  his  place  as  appellee. 

Only  claims  L  and  2  of  the  patent  are  involved.  The  specification 
states,  among  other  things,  that  one  object  of  the  improvements  which 
constitute  the  invention  set  forth  in  the  patent,  is  to  obtain  a  greater 
capacity  of  movement  in  a  floating  finger-beam,  while  retaining  its  con- 
nection with  a  gearing-carriage  that  is  drawn  forward  by  a  stiff  tongue; 
that,  to  that  end,  the  first  of  the  improvements  of  the  patentee — 

GOQsistB  of  the  oombination  of  the  finger-beam  with  the  gearing- carriage  by  means  of 
a  vibratable  link  extending  crosswise  to  the  line  of  draft,  a  draft-rod  extending  par- 
allel with  tbe  line  of  draft,  and  two  swivel-joints,  tbe  one  for  the  vibratable  link,  and 
the  other  for  the  ilraft-rod,  so  that  the  finger-beam  can  rise  and  fall  at  either  end, 
and  rock  forward  or  backwanl  independently  of  the  gearing-carriage,  while  main- 
taining its  connection  with  it— 

and  that  his — 

next  improTcment  consists  of  the  combination  of  the  finger-beam,  gearing-carriage^ 
Tibratable  link,  draft-rod,  and  swivel-Joints,  with  an  arm  connected  with  the  finger- 
beam,  to  enable  it  to  be  rocked  for  the  purpose  of  setting  its  guard-fingers  at  any 
desirable  inclination  to  a  horizontal  line. 

The  specification  further  says : 

My  improvements  may  be  embodied  in  a  machine  having  the  finger-beam  arranged 
in  advance  of  the  axial  line  of  the  shaft  or  arbor  of  the  driving-wheel,  or  arranged  Ib 
the  rear  of  that  axial  line.  In  the  former  case  the  vibratable  link  that  connects  the 
fiiiger-b«am  with  the  gearing-carriage  will  be  arranged  in  advance  of  the  driving- 
wheel,  and  in  the  latter  case  in  the  rear  of  the  driving-wheel.  In  the  former  case 
also  the  rod  hereinbefore  called  a  *'  draft-rod,''  (becanse  the  strain,  to  which  it  is 
subjected  is  a  pnlling-strain,)  becomes  a  poshing  or  ihrusi  rod,  and  connects  the 
inner  end  of  the  finger-beam  with  the  rear  of  the  gearing-carriage.  In  the  forme^ 
case  the  radius-bar  for  the  reel  and  raking-platform  connects  with  the  rear  end  of  the 
gearing- carriage,  and  in  the  latter  case  with  its  front  end. 

I  prefer  to  constrnct  a  harvesting-machine  with  the  finger-beam  in  the  rear  of  tbe 
line  of  the  axle  of  the  driving-wheel,  and  as  a  description  of  snch  a  machine,  per- 
fected by  my  improvements,  will  enable  tliem  to  be  fully  understood,  all  of  my  im- 
provements are  embodied  in  the  harvesting-machine  of  that  description,  which  is 
represented  in  the  accompanying  drawings,  and  which  is  an  illustration  of  the  beet 
mo<^  whteli  I jbfiTe^bns  fitf  devised  of  embodying  them  in  a  working-machine. 
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There  are  twelve  figures  of  drawlogs.  The  specification  states  that 
the  machine  is  what  is  commonly  called  a  ^*  combined  machine,"  and  is 
adapted  to  reaping  and  mowing;  that,  when  used  for  the  former  pur- 
pose, it  is  arranged  as  representeil  in  Figures  1  to  6 ;  that,  when  used 
for  the  latter  puqiose,  certain  of  its  parts  are  removed,  as  thereinafter 
stated,  and  a  grass-divider  is  substituted  for  the  grain-divider,  at  the 
onter  end  of  the  finger-beam ;  and  that  the  gearing  which  imparts  mo- 
tion to  the  sickle  and  reel  is  mounted  upon  a  carriage.  A,  which  is  sup- 
ported by  two  running  or  ground  wheels,  and  is  provided  with  a  tongue 
to  which  the  horses  are  bitched. 

The  i)arts  of  the  spocificfttfon  which  relate  particularly  to  the  snbjoct- 
matter  of  claims  1  and  2  are  as  follows : 

The  finger- beam  G  of  the  niacin ne  ]>roject8  at  one  side  of  the  rear  end  of  tlie  gear- 
ing-cMrriage  A,  and  is  fitted  with  gnard-fiugers  U,  through  the  slots  of  which  a  scal- 
loped cnttiTy  I,  is  arrant^ed  Uf  reciprocate  endwisu.  The  end  of  this  catter  that  i» 
neanfst  the  geariug-oarviage  is  connected  with  the  crank-wrist  y  of  the  crank-shaft 
D'  by  lucuim  of  a  connecting- rod,  J.  The  finger-beaui  is  connected  with  the  rear  end 
of  the  gearing-carriage  in  the  following  inauuer :  The  end  of  the  beam  nearest  the  car- 
riage is  provideil  with  a  shoe,  K,  frum  which  lugs  a  a  project  upward.  These  lugs  are 
pei-forated  to  admit  a  Joint-bolt,  o',  which  connects  the  shoe  with  oneendof  a  vi brat- 
able  forked  link,  L,  whose  other  end  is  connected  by  a  swivel-joint,  M,  with  a  bracket, 
N,  secured  to  the  rear  of  the  gearing-carriage.  This  swivel-joint  is  formed  by  a 
croaH-head  (im,  Fig.  1%)  the  center  of  which  is  bored  transversely  to  pennit  a  journal 
formed  on  the  end  of  the  iorked  link  L  to  turn  in  it.  The  ends  of  the  oross-hoad  m 
are  formed  into  journals,  which  turn  in  bearings  upon  the  bracket  N.  Hence  the 
finger- beam  can  both  rise  and  fall  freely  at  either  end,  and  rock  forward  and  back- 
ward without  twisting  the  link  that  forms  its  connection  with  the  gearing-carriage. 
Moreover,  the  axis  of  the  cross-head  m  of  the  swivel-joint  is  arranged  in  line,  or 
thereabout,  with  the  axis  of  the  orank-shaft  D^,  that  imparts  motion  to  the  cutter, 
so  that  such  rising  and  falling,  or  rocking,  does  not  matt^rially  change  the  distance 
between  the  crank-shaft  and  the  cotter.  The  shoe  K  of  the  finger-beam  is  connected 
also  with  the  front  end  of  the  gearing-carriage  by  a  draft-rod,  O,  and  the  connec- 
tion between  the  rear  end  of  this  draft-rod  and  the  said  shoe  is  a  swivel-joint,  M', 
of  which  the  joint-pin  a«  of  the  vibratable  hn^  L  is  the  longitudinal  axis,  and  ita 
T-head»'  the  horizontal  axis.  This  swivel-joint,  therefore,  while  maintaining  a  firm 
oonnection  with  thn  draft-rod,  gives  free  play  for  both  the  longitudinal  and  rocking 
movements  of  the  finger-beam.  Hence,  when  the  machine  is  used  for  cutting  grass, 
the  said  finger-beam  may  be  left  free,  not  only  to  rise  and  fall  at  either  end,  but 
also  to  rock  or  to  be  rocked  forward  and  backward,  so  that  the  points  of  its  guard- 
fingers  incline  toward  or  from  a  horieontal  plane. 

In  order  that  the  finger-beam  may  be  rookvd  by  the  conductor  of  the  machine,  the 
vibratable  link  L  is  fitted  with  an  arm,  I,  whose  upper  end  is  connected  by  a  rod  with 
the  lower  end  of  a  lever,  P,  that  is  pivoted  to  the  gearing-carriage  near  its  forward 
end.  The  upper  end  of  this  lever  P  extends  within  the  reach  of  the  driver,  who  sits 
upon  the  driver's  seat  Q,  so  that  he  may  rock  the  finger-beam  by  moving  the  said 
lever  to  and  fro.  This  rocking  lever  P  is  fitted  with  a  spring-bolt,  whose  end  can 
engage  in  any  one  of  a  number  of  notches  formed  in  a  segment,  R,  which  is  attach4'd 
to  the  gearing-carriage  concentrically  with  the  pivot  of  the  rocking  lever,  so  tl^t  the 
finger-beam  may  be  fastened  in  the  desired  position  by  the  engagement  of  the  spring- 
bolt  in  the  appropriate  notch.  The  rocking  lever  is  fitted  with  a  lever-handle,  p,  and 
itMi  connecting  with  the  spring-bolt  by  which  the  spring-bolt  may  be  withdrawn 
flrom  the  notched  segment  and  held  disengaged  therefrom  during  the  movement  of 
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the  lever.  In  order  that  the  connection  between  the  ontter  on  the  finger^beam  and 
the  crank-ehaft  on  the  gearing*oarriaffe  may  not  Abstract  the  free  rocking  of  the  fin- 
ger-beam, the  connecting-rod  J  is  connected  with  the  cntter  I  by  means  of  a  ewivei- 
joint,  S|  consisting  (see  Fig.  1^)  of  a  head,  b,  that  is  pivoted  to  the  cntter-stock  (by  a 
shank  chat  extends  lengthwise  therewith,  and  toms  in  an  ear,  •',  seonred  to  the  end 
lof  the  cutter-stock,)  and  of  a  cross-piTot,  f",  that  passes  throngh  the  said  head  and 
through  two  ears  formed  npon  the  connecting-rod  J. 

There  are  ten  claims  in  the  patent,  claims  1  and  2  being  as  follows : 

1.  The  combination,  as  set  forth,  in  a  harvester,  of  the  fiuger-beam  with  the  gear- 
ing-carriage by  means  of  the  yibratable  link,  the  draft-rod,  and  the  two  swivel-Jointa 
M  and  M',  so  that  the  finger-beam  may  both  rise  and  fall  at  either  end,  and  rook 
forward  and  backward. 

2.  The  combination,  as  set  forth,  in.  a  harvester,  of  the  finger-beam,  gearing-car- 
riage, Yibratable  link,  draft-rod,  swivel-Joints,  and  arm,  by  which  the  rocking  of  the 
iinger-beam  is  controlled. 

It  will  condace  to  a  solntion  of  the  qnestion  involved  in  the  case,  to 
give  a  history  of  the  progress  of  the  application  for  the  patent  throngh 
the  Patent  Office,  as  gathered  from  certified  copies  of  those  proceedings 
found  in  the  record.  On  the  4th  of  December,  1865,  the  patentee, 
Alvaro  B.  Graham,  as  assignor  to  himself,  William  B.  Werden,  and 
Cyras  A.  Werden,  filed  in  the  Patent  Office  an  application  for  a  patent, 
which  was  sworn  to  by  him  on  the  25th  of  February,  1864.  The  specifica- 
tion of  this  application  stated  that  one  object  of  the  invention  was  the 
free  passage  of  the  finger-bar  ov«r  the  ground,  and  the  perfect  moving^ 
of  it  to  adjust  itself  to  the  inequalities  of  surface  over  which  it  might 
pass ;  and  that  another  object  of  the  invention  was  the  cutting  in  a 
proper  manner  of  lodged  grass  or  grkin.  It  also  stated  that  the  machine 
had  a  finger-bar,  I,  the  inner  end  of  which  was  attached,  by  a  joint,  hj 
to  a  bar,  J,  which  was  at  the  rear  of  the  main  frame  A,  and  was  con- 
nected thereto,  at  its  left-hand  side,  by  a  swivel  or  universal  joint,  K ; 
such  joint  being  composed  of  a  rod,  t,  which  was  allowed  to  turn  in  a 
bearing,  j,  attached  to  the  main  frame,  the  end  of  the  bar  J  being  cylin- 
drical and  allowed  to  turn  in  the  rod  i  ;  that  the  joint  K  admitted  of  the 
bar  J  and  finger-bar  I  being  raised  vertically,  and  also  admitted  of 
those  bars  being  turned  in  a  more  or  less  inclined  position,  in  their 
transverse  section,  to  admit  of  the  fingers  and  sickle  being  turned  more 
or  less  down  toward  the  ground,  as  might  be  required ;  that  this  ad- 
justment of  the  fingers  and  sickle  was  efiected  through  the  medium  of 
a  lever,  M,  which  was  connected  by  a  rod,  {,  with  an  upright,  m,  on  the 
bur  J;  that  this  lever  M  might  be  retained  in  any  desired  position, 
within  the  scope  of  its  movement,  by  means  of  a  perforated  bar,  n,  into 
the  holes  of  which  a  pin  on  the  lever  caught ;  that  the  finger-bar  I 
might  be  raised  separately  from  the  joint  A,  as  a  center,  throngh  the 
niediflm  of  a  lever,  N,  which,  like  the  lever  M,  was  attached  to  the 
main  frame  A,  and  had  a  chaiu  or  cord  attached  to  its  lower  end,  said 
<'.hain  or  cord  passing  around  a  pulley,  g,  on  the  bar  J,  and  being  at- 
tached to  the  upper  end  of  an  upright,  r,  attached  to  the  finger-bar  at 
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the  Joint  h  ;  that  both  bars  I  aud  J  might  be  elevated  simaltaDeonsly 
by  a  lever,  O,  which  was  also  attached  to  the  main  frame  A,  and  bore 
at  its  lower  end  on  another  lever,  P,  the  outer  end  of  which  was  con- 
nected by  a  chain,  «,  with  the  bar  J ;  that  the  lever  O  might  be  retained 
at  any  desired  point,  within  the  scope  of  its  movement,  by  means  of  a 
rack-bar,  P^ ;  that,  in  case  an  obstrnction  presented  itself  to  the  inner 
end  of  the  flnger-bar  I,  the  lever  O  was  actuated  in  order  to  raise  such 
end  of  the  finger-bar,  and,  if  an  obstruction  presented  itself  to  the  outer 
end  of  the  finger-bar,  the  lever  N  was  actuated ;  and  that  the  applicant 
did  not  claim  the  connecting  of  the  finger-bar  I  to  the  bar  J,  by  a  joint, 
kj  for  that  had  been  previously  done. 

There  were  five  claims  in  the  specification,  the  first  two  of  which 
were  as  follows : 

1.  The  attaching  of  the  bar  J  to  the  msin  inune  A  by  means  of  the  swiTel  or  nni- 
Tenal  Joint  K,  when  need  in  oombinstion  with  the  flnger-bsr  I,  attached  to  it  by  a 
Jointy  A,  and  this  I  claim  irrespeetiTe  of  any  peculiar  position  of  the  parts  or  par- 
ticolar  application  of  the  same  to  the  frame  of  the  machine,  so  long  as  the  desired 
lesnlt  is  obtained. 

2.  The  arrangement  of  the  leyer  N,  chain  or  cord  |>,  and  upright  r,  substantially 
as  shown,  lor  raising  the  outer  end  of  th«  finger-bar  I,  as  set  forth. 

On  the  30th  of  December,  1866,  the  Patent  Office  rejected  claims  1 
and  2  on  a  reference  to  prior  patents.  On  the  24th  of  March,  1866,  the 
applicant  erased  claims  1, 2,  aud  3,  and  substituted  for  claim  1  the  fol- 
lowing. 

1.  The  combination  of  the  finger-bar  I  and  bar  J,  attached  to  the  frame  A  by  means 
of  the  nniyersal  joint  or  swivel  K,  iu  the  manner  and  for  the  purpose  herein  speci- 
fied. 

On  the  4th  of  April,  1866,  the  Patent  Office  rejected  this  substituted 
claim  1,  by  a  reference  to  a  prior  rejected  application  and  to  a  prior 
patent  On  the  1st  of  October,  1866,  it  allowed  the  two  remaining 
claims  applied  for,  which  had  been  numbered  4  and  5  originally.  On 
the  18th  of  June,  1^67,  the  applicant  filed  a  withdrawal  of  the  amend- 
ments filed  March  24,  1866,  the  efiect  being  to  limit  the  invention 
claimed  under  the  patent  to  the  two  claims  allowed!  October  1, 1866,  and 
the  patent  was  granted  July  23,  1867,  as  No.  67,041,  with  those  two 
claims,  which  in  no  manner  relate  to  any  question  involved  in  the  pres- 
ent suit.  Prior  to  such  withdrawal  of  June  18,  1867,  aud  on  the  11th 
of  February,  1867,  Mr.  Oraham  filed  an  application  which  resnlte'l  in 
the  patent  in  suit,  No.  74,342,  issued  February  11, 1868.  Claims  1  and 
2  of  the  specification  of  that  application  originally  read  as  follows : 

1.  The  combination,  in  a  harvester,  of  the  finger-beam  with  the  gearing-carriage, 
by  means  of  a  Ytbratable  link,  draaght-rod,  and  two  swiyel-joints,  so  tliat  the  fiuger- 
beaui  may  both  rise  and  fall  at  either  end,  and  rock  forward  and  backward,  substan- 
tially as  set  forth. 

2.  The  combination,  in  a  harvester,  of  the  finger-beam,  gearing-carriage,  link, 
dimngfat-Tod,  swivel-joints,  and  arm,  Jt>y  which  the  rocking  of  the  finger-beam  is  con- 
trolled, sabstantlally  as  set  forth. 
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There  were  15  claims  iD  all  made  in  the  Bpecification.  On  the  29th  of 
July,  1867,  the  Patent  Office  rejected  claims  I  and  2,  by  a  reference  to 
former  patents.  On  the  3l8t  of  December,  1867,  the  applicant  amended 
claims  1  and  2  so  as  to  read  as  they  are  in  the  patent  as  granted.  The 
changes  thus  made  in  those  two  claims,  and  which,  under  the  circum- 
stances, were  made  to  secure  the  issuing  of  the  patent,  the  claims  hav- 
ing been  rejected  in  the  shape  in  which  they  were  first  proposed,  were 
these:  In  claim  1,  ''the  combination  as  set  forth,"  was  substituted  for 
"  the  combination ;  ^  "  the  vibratable  link  ^  for  "  a  vibratable  link ;  ^ 
"the  draught-rod"  for  "draught-rod;"  the  two  swivel -joints  M  and 
M','''  for."  two  swivel-joints;  ^  and  the  words  "  substantially  as  set  forth" 
were  erased.  In  claim  2,  "  the  combination  as  set  forth,"  was  substi- 
tuted for  " the  combination ;"  "vibratable  link,"  for  "link;"  and  the 
words  "substantially  as  set  forth"  were  erased.  In  the  seoond  claim 
the  word  "the"  was  always  prefixed  to  the  enumerated  elements  com- 
posing the  combination  claimed. 

The  principal  question  for  determination,  in  the  view  we  take  of  the 
case,  is  that  of  infringement.  The  circuit  court,  in  its  opinion,  delivered 
on  the  making  of  the  interlocutory  decree,  (10  Biss.,  39,  and  11  Fed.  Rep., 
859,)  considered  especially  two  prior  patents,  one  granted  to  David  Zag, 
October  4, 1859,  No.  25,697,  and  the  other  granted  to  F.  Ball,  October 
18, 1859,  No.  25,797.  In  considering  those  patents,  on  the  qaestiou  of 
infringement  as  well  as  on  the  question  of  novelty,  the  drcait  ooart 
said: 

The  two  claims  of  the  Qrahain  patent,  which  are  alone  in  oontroTersy  here,  are  the 
first  and  second.  The  first  claim  is  for  a  combination  of  the  finger-beam  with  th» 
gearing-carriage  by  means  t>f  the  yibratable  link,  th*)  draft-rod,  and  the  two  swivel- 
Joints,  M  and  M',  so  that  the  finger-beam  may  both  rise  and  fall  at  either  end  and  rock 
backward  and  forward ;  and  the  seoond  claim  is  the  same  as  the  first  with  this  only 
added,  that  an  arm  is  attached  to  the  vibratable  link  by  which  the  rocking  of  the 
finger-beam  is  controlled  by  the  driver.  The  object  of  this  invention,  as  set  forth  in 
these  two  claims,  seems  to  be  mainly  to  produce  the  rocking  motion  of  the  finger-beam 
as  described  and  by  the  method  described.  In  the  Ball  patent,  while  there  may  be 
said  to  be  something  eqnivalent  to  the  swivel-joint  M  of  the  plaintifi^*s  machine,  where 
it  is  attached  to  the  frame,  and  also  something  similar  to  the  draft-rod  and  the  arm, 
there  is  nothing  to  produce  the  rocking  motion,  which  is  the  essential  object  in  the 
first  two  claims  of  the  plaintiff's  machine;  and  consequently  there  is  no  swivel-Joint 
M^  as  in  the  plaintiff's  machine ;  so  that  there  is  nothing  in  the  Ball  macliiiie  to  pre- 
vent the  validity  of  the  combination  in  the  first  two  claims  of  the  plaintiff's  patent. 
The  Zug  machine  has,  if  not  a  swivel-joint  like  that  of  the  plaintiff's  at  M,  where 
connected  with  the  frame,  something  which  seems  substantially  similar.  It  has  » 
vibratable  link  and  it  has  something  which  is  equivalent  to  the  draft-rod,  the  main 
difference  being  that  it  is  attached  beneath  the  shoe  instead  of  above,  but  there  is  no 
swivel-joint  it.  There  is  an  arm  which  is  attached  to  the  d^aft-rod  and  shoe  by 
which  it  can  be  raised  and  lowered,  but  Zng  claims  in  his  patent  that  when  the  ma- 
chine is  in  progress  over  the  field,  and  when  the  finger-bar  strikes  any  obstacle,  there 
is  a  device  in  a  box  in  which  the  forward  part  of  the  draft-rod  is  fastened,  by  which 
the  finger-bar  yields  to  the  obstacle ;  and  that  there  is  also  a  mode  by  which  the  vi- 
bratable rod  is  attached  to  the  frame,  called  '* Joint  16,"  in  his  patent,  and  what  haa 
been  termed  an  open  clevis  where  the  vibratable  link  is  connected  with  the  draft- 
rod,  by  which  a  motion  is  given  to  the  finger-bar,  and  thus  the  finger-bar  is  relieved 
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from  the  obfitaole.  Zag  does  not  oUin  thAt  tbe  fiDger-b*r  iti  his  maohine  haa  a  rock- 
ing motion,  bnt  only  that  the  modo  by  which  the  draft-rod  is  fastened  and  the  motion 
given  to  the  fingei-bar,  prsTonts  the  obstacle  which  the  machine  may  meet  from  do- 
ing damage  to  it.  These  seem  to  be  the  main  differences  detween  the  two  machines, 
and  tiie  question  is,  whether  there  is  anything  in  the  Zag  machine  to  prevent  the 
oombination  named  in  the  first  two  claims  of  the  plaintiff 'h  patent  from  being  valid. 
The  defendants^  machine  has  the  swivel-Joint  attached  to  the  frame,  the  vibra table 
link  in  the  same  form  as  the  plaintiff's,  atfd  the  draft^rod  attached  forward  in  sub- 
stantially the  same  way  as  the  plaintiff's,  bat  instead  of  having  a  swivel-Joint  at  M',  aa 
stated  in  plaintiff's  machine,  forward  of  the  shoe,  the  draft-rod  has  a  swivel-joint  at 
the.  rear  end  of  the  shoe;  and  there  is  an  arm  attached  to  a  part  of  the  vibratuble 
link  substantially  like  that  of  the  plaintiff's;  and  the  substantial  difference,  as  it 
seems,  between  the  plaintiff's  device  as  described  in  the  first  and  second  claimH,  and 
that  of  the  defendants',  is,  ^hat  the  draft- rod  is  attached  to  the  rear  part  of  the  shoe, 
and  not  to  the  forward  part,  as  in  the  plaintiffs'  patent.  There  are  also  other  devices 
in  defendants'  machine  which  may  make  it  different  from  the  plaintiff's.  Bat  as  to 
the  swivel-Joint,  the  vibratable  link,  and  the  mode  in  which  the  motion  is  produced 
in  the  finger- bar,  there  does  not  seem  to  be  mncb  difference  in  substance ;  and  in  both 
machines,  and  by  substantially  the  same  means,  there  is  produced  a  rocking  motion. 
In  this  connection  it  is  noticeable  that  the  defendants,  in  the  claim  set  forth  in  the 
specification  of  their  patent,  make  a  rocking  motion  of  the  shoe  and  cntter  a  feature 
of  their  combination.  In  their  second  claim  they  say  that  they  claim  the  combination 
of  the  *'shoe,  and  the  drag- bar  extending  over  and  in  the  rear  of  the  shoe,  and  its 
swiveled  pin  connecting  it  with  the  rear  end  of  the  shoe,  whereby  the  drag-bar  sas- 
iains  the  thrust  of  the  shoe  while  leaving  it  free  to  roclc  on  its  hinges."  Again,  in 
their  fifth  claim,  they  say  that  they  claim  the  combination  *'  of  the  shoe,  the  forked 
eonpling-arm,  the  drag-bar  extending  over  and  in  rear  of  the  shoe,  the  swivel- pin 
oonneeting  the  two,  the  rt>cking  lever  and  the  detent  mounted  on  the  drag- bar,  and 
the  a4Jnstable  link-connection  between  the  lever  and  coupling-arm,  whereby  the  shoe 
readily  may  be  rocked  or  adjusted."  And  again,  the  motion  which  seem.n  to  be  pro- 
duce<l  in  the  operation  of  plaintiff's  machine  is  more  distinctly  described  in  the 
seventh  claim  made  by  the  defendants  in  their  patent,  as  follows:  The  combination 
''of  the  shoe,  the  drag-bar,  the  forked  coupling-arm,"  and  the  other  elements  of 
mechanism  before  mentioned;  **  whereby  the  shoe  is  first  rocked,  and  then  lifted  by 
one  continnons  movement  of  the  lever.^'  It  mnst  be  confessed  that  the  difference 
between  the  Zng  machine  and  the  first  two  claims  of  plaintiff's  patent  is  not  very 
marked.  Bnt  in  view  of  the  description  contain^  in  the  specifications,  of  Zug's 
patent  and  in  those  of  the  plaintiff's  patent,  we  are  inclineil  to  think  that  the  plain tiff*s 
patent  may  be  sustained  on  the  ground  that  there  is  a  difference  in  the  manner  in 
wrhich  the  draft-rod  is  attached  to  the  shoe,  and  the  finger-bar  to  the  shoe  and  to  the 
vibrating  link;  and  that  there  is  alsw  a  difference  in  the  manner  in  which  the  com- 
binaticm  of  the  various  parts  are  adjusted ;  and  that  there  is  an  effect  produced  in 
the  plaintifi's  machine  which  does  not  exist  in  the  Zng  machine.  In  the  plain tifi''s 
machine  there  is  a  rocking  motion  and  not  a  mere  vibrating  motion  such  as  exists  in 
the  Zug  machine  in  consequence  of  the  open  clevis ;  neither  is  there  in  the  plaintift''s 
machine  the  yielding  of  the  draft-rod,  as  described  in  the  Zug  patent;  and  it  is  ob- 
▼ions,  too,  from  the  manner  in  which  the  parts  are  constructed  in  the  Zug  machine, 
that  there  is  only  a  small  vibratory  action  of  the  finger-bar;  so  that,  on  the  whole,  we 
think  that  the  oombination  as  described  in  plaintiff's  patent  may  be  sustained.  Then, 
from  what  we  have  said,  we  do  not  see  that  there  can  be  any  substantial  difference 
between  the  combination,  as  described,  in  the  plaintiff's  machine,  of  the  swivel-Joints, 
draft-rod,  and  vibratable  link,  with  the  frame  and  shoe  and  finger-bar,  and  that  of  the 
defendants'  machine.  The  differences  which  have  been  stated  between  the  two  ma- 
chines in  this  respect  do  not  constitute  any  difference  in  principle.  The  one  is  sub- 
ttantially  the  same  as  the  other.    The  additions  which  have  been  made  to  defendants 
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machioe,  9uoh  as  the  device  bfy  which  the  pressure  of  the  catting  appaiatos  npoit  ihe 
grouDd^s  regnlated,  and  other  deTioes  which  have  been  made,  do  not  atfeot  the  oom* 
bination  as  claimed  iu  the  plaintiff's  machine.  The  attachment  of  the  draft-rod  to  the 
rear  part,  of  the  shoe  instead  of  to  the  front  parr,  which  is  substantially  the  only  dif- 
ference that  there  seems  to  be  in  the  mode  of  oonstruction,  oannot  constitute  i^  dif ' 
ference  in  principle,  and  cannot  prevent  the  defendants*  maohineitom  being  an  in- 
fringement of  the  plaintiff's  patent.  It  may  be  said  that  there  are  differences  also 
between  the  defendants',  machine  and  that  of  the  plaintiff  in  the  manner  in  whioh 
the  arm  is  attached  to  the  vibratable  link,  and  also  as  to  the  mode  in  which  the  force 
applied  to  the  arm  may  operate  upon  the  finger-bar ;  but  these  are  differences  of  form 
and  not  of  snbstance. 

The  specifloation  referred  to  in  that  opinion  as  the  speoifloation  of  the 
defendants,  and  quotations  from 'claims  2,  5,  and  7  in  which  are  made, 
is  a  patent  under  which  the  defendants'  machines  were  constructed,  No. 
193,770,  granted  July  31,. 1877,  to  Leander  J.  McCormick,  William  R. 
Baker,  and  Lambert  Erpelding^  assignors  to  G.  H.  and  L.  J.  McOormick. 

The  invention  of  the  patentee  is  carried  back  to  November  or  De- 
cember, 1803,  at  which  time  he  made  a  model  containing  his  perfected 
invention,  which  he  shortly  afterward  sent  to  his  patent  solicitors,  and 
which  was  sent  to  the  Patent  Office  with  the  application  sworn  to  Feb- 
ruary 25, 1864,  and  filed  December  4,  1865.  The  delay  seems  not  to 
have  been  attributable  to  the  applicant. 

The  patents  introduced  in  this  case  as  affecting  the  questions  of  nov- 
elty and  infringement,  and  which  were  prior  to  the  invention  of  Oraham, 
and  which  seem  to  be  relied  on  by  the  appellee,  were  as  follows:  To 
George  G.  Dolph,  No.  18,141,  issued  September  8, 1857;  to  W.  8.  Stetson 
and  B.  F.  Maynard,  No.  24,063,  issued  May  17, 1859;  the  Zug  patent; 
the  Ball  patent;  and  one  to  Stephen  S.  Bartiett,  No.  34,545,  issued  Feb- 
ruary 25, 1862. 

We  are  of  opinion  that  the  circuit  court  took  an  erroneous  view  of 
the  question  of  infringement.  The  capacity  of  the  finger-beam  to  ^^rise 
and  fall  freely  at  either  end,"  spoken  of  in  the  specification  of  the  plain- 
tiff's patent,  was  not  a  new  thing  with  him,  but  had  been  used  for  many 
years  in  mowing  and  reaping  machines,  the  finder-beam  moving  on  a 
pivot  at  its  inner  end ;  and  the  plaintiff,  in  the  specification  of  his  pat- 
ent of  July  23, 1867,  stated  that  he  did  not  claim  the  connecting  of  the 
finger-bar*I  to  the  bar  J  by  the  joint  A,  because  that  had  been  previ- 
ously  done.  It  was  also  old  to  have  a  lever  connected  by  a  loose  con- 
nection, by  which  the  driver  could  tip  up  the  front  edge  of  the  finger- 
bar  arbitrarily,  and  secure  it  so  that  it  could  not  fall  below  the  inclina- 
tion at  which  he  had  set  it,  although  it  was  letl  firee  to  tip  up  further 
automatically. 

The  arrangement  spoken  of  in  the  plaintiff's  specification,' whereby 

the  finger-beam  can  ^^rock  forward  and  backward  without  twisting  the 

link  that  forms  its  connection  with  the  gearing-carriage,"  was  secured 

by  making  the  pivot  on  which  the  crosswise  tilt  takes  place,  at  a  point 

n  front  of  the  beam,  so  that  the  pivot  rises  and  falls  with  the  guard- 

Dgers,  and  an  arm  is  provided  by  which  the  movement  of  the  finger- 
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beam  in  both  directions  is  controlled  by  the  driver,  inslead  of  its  being 
independent  of  hie  control  in  its  downward  moTement,  as  was  the  case 
in  prior  machines.  It  is  apparent  firom  the  pioceedinKS  in  the  Patent 
Office  on  his  application,  and  from  the  terms  of  his  specification  and  of 
claims  1  and  2  as  granted,  that  the  intention  was  to  limit  the  modifica- 
tion which  he  made  to  the  particalar  location  of  the  swivel-joint  M^,  on 
which  the  crosswise  rocking  movement  takes  place,  and  to  the  rigid  arm 
by  which  the  positive  rooking  of  the  finger-beam  in  both  directions  is 
effected  and  contcoUed. 

In  a  mowing-machine  for  cutting  grass,  where  it  is  desirable  to  cat 
near  to  the  ground  in  order  to  cat  and  nse  as  much  of  the  grass  as  possi- 
ble, the  front  edge  of  the  finger-beam  mast  bear  closely  on  the  sarface 
of  the  groand,  with  a  yielding  pressure,  so  that  it  will  rise  freely  in  order 
to  pass  over  soch  irregularities  in  the  sarface  of  the  ground  as  do  not 
require  that  the  finger  beam  should  Ik)  bodily  lifted.  This  yielding 
pressure  is  secured  by  a  capacity  in  it  to  swing  upward  on  its  heel  as  a 
pivot,  because,  if  its  front  edge  were  held  rigidly  down  upon  the  ground, 
the  gmard-fingers  would  be  driven  into  every  obstruction.  This  neces- 
sity does  not  exist  in  machines  for  harvesting  grain,  because  in  them  the 
finger-beam  is  set  several  inches  above  the  ground,  the  grain  being  the 
desirable  object,  rather  than  the  straw,  and  the  carrying  of  the  finger- 
beam  at  an  elevation  prevents  its  meeting  with  obstructions }  and  hence 
there  is  no  soch  occasion,  as  in  mowing-machines,  for  its  front  edge  be- 
ing left  free  to  swing  upward. 

The  capacity,  if  any,  which  Oraham  added  to  the  machines  in  gen- 
eral use  was  one  for  raising  aud  lowering  the  pivot  of  oscillation,  which 
had  before  been  stationary,  and  a  farther  capacity  for  a  positive  down- 
ward tilt  or  forward  rocking,  which  enabled  the  driver  to  tip  up  the 
heel  of  the  finger-beam  and  force  the  fingers  under  lodged  grain  or  grass. 
The  rocking  forward  and  backward  spoken  of  in  the  plaintiff's  specifica- 
tion is  applied  to  a  tilting  backward  which  rocks  the  front  of  the  fin- 
ger beam  upward,  and  to  a  tilting  forward,  which  rocks  the  heel  of  that 
beam  upward  and  its  front  downward.  In  the  defendants'  machine 
there  is  no  such  rocking  backward  and  forward,  but  there  is  a  swing- 
ing motion,  the  same  as  in  the  prior  Ball  patent,  the  pivot  on  which  the 
tilting  takes  place  being  in  the  rear  of  the  finger-beam,  and  there  being 
no  means  of  positively  tipping  the  front  of  the  beam  downward  or  of 
raising  its  heel  to  force  its  front  edge  and  the  finger-guards  downward. 
In  the  Ball  patent  the  draft-rod  passes  under  the  finger-beam,  and  in 
the  defendants'  machine  the  draft-rod  passes  over  the  finger-beam  to 
reach  the  pivotal  imint,  which  is  in  both  cases  the  same.  In  both  of 
them  the  weight  of  the  fiu<;er  beam  being  in  front  of  the  pivot  tends  to 
hold  its  front  edge  down  upon  the  ground,  but  when  the  finger-guards 
strike  any  elevation  the  front  edge  of  the  beam  swings  up  freely  on  its 
rear  pivot,  the  tendency  being  tbr  its  weight  to  carry  it  back  to  its 
ofiginal  position  as  soon  as  the  elevation  is  passed.    In  the  Ball  patent 
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there  is  a  lever  connected  with  a  chain  which  can  raise  the  finger-beam 
or  hold  it  np,  but  can  not  afSrmatively  depress  it,  its  downward  move- 
ment being  dependent  solely  apon  the  fact  that  its  weight  is  in  front 
of  the  pivot  on  which  it  turns.  In  the  defendants'  machine  there  is  a 
substitute  for  the  Ball  chain,  namely,  a  loose  sliding  link,  which  per- 
mits of  the  same  upward  movement  that  the  chain  does,  and  which  can 
not  force  or  hold  the  beam  down.  In  both  the  fiall  machine  and  the 
defendants'  machine  the  propelling  force  from  the  draft-rod  is  exerted 
from  the  pivot  in  the  rear,  and  in  both  the  front  edge  of  jthe  finger- beam, 
where  the  guards  are  situated,  is  left  free  for  the  swinging  movement 
above  mentioned.  In  contradistinction  to  this  the  pivotal  connection 
between  the  finger-beam  and  the  draft-rod  in  the  plaintiff's  machine, 
instead  of  being  at  the  heel  of  the  finger- beam,  is  plaoed  in  front  of  it 
at  the  swivel-joint  >P,  and  a  rigid  arm,  Z,  is  mounted  on  the  vibratable 
link,  so  that  the  beam  can  thereby  be  rocked  backward  and  forward  by 
the  driver  to  tip  the  heel  of  the  shoe  up  and  the  front  down,  or  the  front 
up  and  the  heel  down,  the  heel  of  the  finger-beam  being  lifted  by  the 
forward  rocking  of  the  arm  {,  and  its  ftront  being  lifted  by  the  backward 
rocking  of  such  arm.  By  the  locking  of  the  lever  which  works  the 
arm  the  finger-beam  can  be  set  at  any  desired  inclination.  The  move- 
ment of  the  finger  beam  in  each  direction  is  positive.  In  the  defend- 
ants' machine  it  swings  on  a  pivot  at  its  rear,  which  is  not  raised  or 
lowered  by  the  upward  or  downward  tilt  of  the  guard-fingers,  while  in 
the  plaintifTs  machine  as  the  finger-beam  rocks  on  the  swivel  joint  M' 
the  heel  of  the  finger-beam  is  lifted  from  the  ground  as  the  finger- guards 
are  turned  downward. 

In  the  Zug  patent,  of  October,  1859,  there  is  a  finger- beam  attached 
to  the  rear  end  of  the  machine  by  a  vibratable  link,  which  is  itself  at- 
tached at  its  rear  end  loosely  to  the  machine,  and  is  also  fitted  loosely 
within  the  draft-rod,  so  that  there  is  a  considerable  rising  and  falling 
motion  to  the  front  end  of  the  shoe,  whereby  the  guard-fingers  can  be 
elevated  and  depressed  to  a  considerable  extent,  and  in  substantially 
the  same  manner  as  in  the  defendants'  machine,  the  raising  and  lower- 
ing of  them  being  accomplished  at  a  similar  point  as  in  the  defendants' 
machine,  the  difference  in  the  rising  and  falling  motion  of  the  finger- 
beam  in  the  Zug  and  in  the  defendants'  machine  being  a  difference  only 
in  degree. 

In  the  Ball  patent  of  October,  1859,  there  is  a  finger-beam  attache4 
by  a  hinged,  vibratable  link,  and  there  is  a  draft-rod,  which  is  hinged 
at  its  front  end.  A  shoe  is  attached  to  the  rear  end  of  the  draft-rod, 
with  a  free  up-and-down  hinged  joint.  The  finger- beam  of  the  machine 
is  attached  in  front  of  this  hinge,  and  such  hinged  connection  admits  of 
the  rising  ami  falling  of  the  front  of  the  shoe  and  of  the  finger-beam. 
This  motion  is  not  a  rocking  motion,  as  in  the  plaintiff's  patent,  but  is 
substantially  the  same  rising  and  falling  motion  that  is  found  in  the  de- 
fendants' machine,  the  only  material  difference  b^ing  that,  in  the  Ball 
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patent,  the  draft-rod  extends  ander  the  shoe  and  the  finger- beam,  and 
prevents  them  from  Mling  down  lower  than  a  horizontal  position; 
whereas,  in  the  defendants'  machine,  the  draft-rod  extends  over  the 
shoe  and  ftnger-b^m  to  the  same  point  of  attachment  as  in  the  Ball 
patent,  and  thas  the  flnger-beam  can  fall  lower  than  in  the  fiall  pat- 
ent, and  even  to  below  a  horizontal  position ;  bnt  the  finger-beam  in 
the  Ball  patent  can  rise  and  fall  as  freely  at  either  end  as  in  the  defend- 
ants' or  the' plaintiffs  machine,  and  the  crosswise  rising  and  falling  mo- 
.tion  in  the  Ball  patent  is  of  the  same  character  as  in  the  defendants' 
machine,  bnt  wholly  unlike  the  rocking  motion,  or  the  forward  and 
backward  motion,  of  the  finger-beam  in  the  plaintiff's  patent. 

In  the  Bartlett  patent,  of  February,  1862,  there  is«a  finger-beam  at- 
tached at  its  rear  by  a  vibratable  link,  which  has  a  swivel-joint  at  its 
enter  end  and  a  free  joint  at  its  inner  end,  in  connection  with  a  shoe 
and  with  a  draft-rod  which  extends  from  the  front  end  of  the  machine 
to  the  rear  end  of  the  shoe ;  and  the  finger  beam  is  attached  to  the  shoe 
in  front  of  the  vibratable  link.  There  is  also  a  lever  which  rocks  for- 
ward and  backward,  and  is  so  arranged  that  the  finger-beam  and  the 
draft-rod  rise  and  fall,  and  the  finger- beam  rocks  forward  and  back- 
ward, substantially  in  the  same  manner  as  in  the  plaintiff's  patent, 
though  with  a  less  perfect  modbn.  But  there  is  considerable  forward 
and  backward  rocking  motion,  and  the  rocking  takes  place  with  sub- 
stantially rigid  lever  devices,  and  there  is  substantially  the  same  rising 
and  iSalling  motion  of  the  finger-beam  at  either  end  as  in  the  plaintiff's 
patent  ^ 

In  view  of  this  prior  state  of  the  art,  the  question  of  infringement 
stands  in  this  way :  In  the  defendatlts'  machine  there  is,  in  combination 
with  the  gearing-frame«  a  vibratable  link-connection  with  the  finger- 
beam,  not  very  materially  different  from  the  vibratable  link  connection 
in  the  plaintiff's  patent;  bnt  the  draft-rod  in  the  defendants' machine 
is  different  from  that  of  the  plaintiff's  patent,  in  that  its  forward  con- 
nection is  not  substantially  a  swivel  Joint,  bnt  is  so  hinged  as  to  afford 
BO  torsional  .action,  and  the  draft-rod  is  connected  with  the  shoe  at 
nearly  the  extreme  rear  end  of  the  shoe,  while  the  draftrrod  in  the 
plaintiff's  patent  has  swivel-joints  at  both  its  forward  and  rear  ends, 
and  such  joints  have  substantially  a  free  torsional  capacity.  So,  too, 
the  draft  rod  in  the  plaintiff's  patent  is  attached  to  the  shoe  in  front  of 
the  flnger-beam,  instead  of  at  the  extreme  rear  end  of  the  shoe,  as  in 
the  defendants'  machine.  As  a  consequence  of  these  several  arrange- 
ments, the  finger-beam  in  the  plaintiff's  patent  rocks  freely  both  for- 
ward and  backward,  in  such  manner  that  the  rear  of  the  finger-6eam 
may  be  elevated  and  the  guards  be  thrown  down,  or  the  front  of  it  may 
be  elevated  and  the  guards  be  thrown  up,  with  an  equal  rocking  motion 
in  either  direction ;  whereas,  in  the  defendants'  machine,  when  the 
flnger-beam  is  operated  upon  by  the  lever,  the  front  part  of  it  merely 
rises  and  falls  with  a  swinging  motion  from  its  pivoted  point  in  the 
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rear.  The  defendants'  machine  differs  from  the  plaintiiPs  patent  in  that 
its  flnger-beam  cannot  be  raiaerl  at  all  at  its  rear  by  the  lifting-lever, 
and  can  not  be  positively  moved  downward  by  that  lever.  Therefore, 
as  the  flnger-beam  in  the  defendants'  machine  does  yot  have  the  motion 
which  results  from  the  combination  of  the  elements  specified  in  the  first 
claim  of  the  plaintiiPs  patent,  and  does  not  <•  rock  forward  and  back- 
ward" in  the  sense  of  that  claim,  or  in  the  sense  described  in  the  speci- 
fication of  the  plaintiff's  patent,  it  does  not  infi*inge  sach  first  claim. 
Nor  does  it  contain  the  swivel-joint  M',  specified  in  the  first  claim, 
located  and  operating  as  in  the  plaintiff's  patent.  The  first  claim  of 
that  patent  must,  in  view  of  the  state  of  the  art,  and  of  the  special  limi- 
tations put  npon4t  on  the  requirement  of  the  Patent  Office,  be  limited 
to  the  special  construction  and  arrangement  set  forth  in  that  claim. 
The  same  views  apply  to  the  second  claim  of  the  patent,  which  con- 
tains combined  all  the  elements  set  forth  in  the  first  claim,  with  the  ad- 
dition of  the  rigid  arm  L  That  arm,  in  the  plaintiff's  patent,  has  a 
rigid  connection  with  the  vibratable  link  to  which  it  is  attached,  and 
through  such  arm  the  finger-beam  is  made  to  rock  backward  and  for- 
ward by  positive  action  in  either  direction ;  while  in  the  defendants' 
machine  there  is  no  such  rigid  arm,  but  only  a  connection  by  which  the 
firont  of  the  finger-beam  can  be  lifted,  Vrhile  it  falls  by  its  own  weight 
when  released,  instead  of  being  positively  forced  down,  as  in  the  plain- 
tiff's patent.    This  species  of  lifting  device  was  old. 

In  regard  to  the  extracts  set  forth  in  the  opinion  of  the  circuit  court 
from  the  defendants'  patent  of  July,  1877,  we  are  of  opinion  that  the 
second,  fifth,  and  scTenUi  claims  of  that  patent,  in  speaking  of  the  shoe 
as  *'  rocking,"  can  only  refer  to  its  swinging  on  a  hinge  at  its  rear  end ; 
and  that  the  term  '^  rocking  "  is  not  used  in  the  sense  in  which  it  is  used 
in  the  plaintiff's  patent,  because,  neither  in  the  defendants'  patent  nor 
in  their  machine  has  their  shoe  or  their  finger-beam  any  such  rocking 
motion  as  described  in  the  plaintiiPs  patent. 

It  results  from  these  views  that,  on  a  proper  construction  of  claims  1 
and  2  of  the  plaintiff's  patent,  the  defendants  have  not  infringed  it, 
and  that  the  decree  of  the  circuit  court  must  be  reversed,  and  the  cause 
be  remanded  with  a  direction  to  dismiss  the  bill  of  complaint,  with  costs. 
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Ahdxrson— Drawxrs. 

Letters  Patent  No.  966,733  granted  October  10,  Vm,  to  Bobert  H.  Andereoo, 
for  an  iiiiproTemeot  in  drawerB,  not  in&inged  by  ao  article  mannfactnred  by  the 
appellees  for  more  tbao  two  years  prior  to  the  appellant's  applicatiou  for  a  pat- 
ent. 

Appeal  from  the  Gircait  Ooart  of  the  United  States  for  the  fiaatem 
District  of  Virginia. 

Mr.  0.  8.  Whitman  for  the  appellant. 
Mr.  John- 8.  WUe  for  the  appellees. 

Mr.  Jnstice  Lamab  delivered  the  opinion  of  the  ooort : 

This  is  a  sait  in  equity,  brought  in  the  Circuit  Court  of  the  United 
States  for  the  Eastern  District  of  Virginia,  by  the  appellant  against  the 
appellees,  founded  on  an  alleged  infringement  by  them  of  Letters  Pat- 
ent No.  265,733^  granted  to  appellant^  October  10,  1882,  upon  an  ap- 
plication filed  June  24, 1882,  for  an  improTcment  in  drawers. 

The  alleged  infringement  consisted  in  appellees  placing  on  drawers 
mannActured  by  them  a  patch  extending  down  the  front  and  lapping 
the  seam  of  the  crotch  by  at  least  half  an  inch,  which  process  of  re-en- 
forcing the  garment,  it  was  alleged,  was  the  invention  of  the  appellant. 

The  bill  avers  thair— 

the  delisiidanta,  Henry  T.  Millei  and  William  Biitohell,  both  of  the  city  of  Biohmond, 
in  the  eovnty  of  Henrico  and  State  of  Virginia,  and  oitizeiis  of  the  said  State  of  Vir- 
gfaiiay  oonstitnting  the  ilnn  of  Henry  T.  Miller  A  Co.,  doing  basiness  at  Biohmond, 
in  the  oonnty,  State,  and  district  aforesaid,  *  *  *  are  now  nsing  said  patented 
impxoTements,  or  improTements  in  some  parts  thereof  substantially  the  same  in  con- 
stmction  and  operation  as  in  the  Letters  Patent  mentioned,  and,  in  violation  of  his 
rights,  hi^Ts  made,  need,  and  vended  within  the  eastern  district  of  Virginia  •  •  * 
large  qnantitiee of  drawers  described  and  claimed  in  the  Letters  Patent  aforesaid,  dtc 

The  answer  of  the  defendants,  in  their  own  separate  names,  with  the 
firm-name,  precisely  as  they  are  stated  by  the  bill,  in  response  to  com- 
plainant's interrogatories,  admits  that  they  are  residents  of  Kichmond, 
Va.,  and  engaged  in  the  business  of  the  manufacture  and  vending  of 
drawers  for  the  clothing  trade  in  that  city. 

The  averments  of  the  answer,  material  to  this  inquiry,  are— 

that  drawers,  as  re-enforced  as  described  in  Letters  Patent  of  plaintiff,  had  been 
made  and  in  public  use  and  on  sale  by  snndry  and  divers  persons  for  many  years  prior 
to  plaintilPs  application — 

that  they,  the  defendants —  C^i^f^n]r> 

have  been  manufacturing  one  particular  kind,  and  only  one  particular  kind,  of  xre- 
sofiMCoed  drawers  for  more  than  five  years  hitherto  continuously,  a  specimen  of  which 
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drawers,  manafactured  by  them,  is  filed  as  **  Exhibit  A/'  &c.,  aud  that  these  are  the 
only  kind  of  re-enforced  drawers  that  have  been  mannfaotared  by  them,  or  either  of 
them,  dnrinK  the  last  five  years— 

and  that — 

•even  if  the  drawers  manafactored  by  them  are  either  identically  or  substantially  the 
same  as  those  maoofaotared  by  the  oomplaioant,  he  is  entitled  to  no  relief  whatever 
against  them,  because  these  respondents  are  prepared  to  prove  that  Henry  T.  Miller 
A,  Co.  and  Henry  T.  Miller  have  hitherto  continuously  for  over  five  years  manufact- 
ured the  identical  re-enforced  drawers  filed  as  *'  Exhibit  A/'  and  that  for  over  foor 
years  prior  to  the  application  for  said  patent  they  used  and  sold  re-enforced  drawers 
•of  the  pattern  and  design  of  those  now  filed  as  **  Exhibit  A,"  and  none  other. 

The  circait  oourt  dismissed  the  bill,  and  an  appeal  from  that  decree 
of  dismissal  briugs  the  case  here. 

It  is  coDteQ(\ed  by  the  api>e11aDt  that  the  answer  of  the  defendlB^nts  be- 
low did  not  contain  a  safflcient  notice,  under  the  statute,  of  the  defense 
of  want  of  novelty  aud  two  years'  public  use,  in  that  it  did  not  state  the 
names  and  places  of  residence  of  the  persons  by  whom  and  where  it  was 
used.  The  object  of  this  statutory  requirement  is  to  apprise  the  plain- 
tiff of  the  nature  of  the  evidence  which  he  must  be  rt^ady  to  meet  at  the 
trial.  This  object  is  substantially  and  fully  accomplishd  by  the  plead- 
ings in  this  case,  and  we  decline  to  disturb  the  action  of  the  oourt  below 
oveiTuling  the  motion  made  at  the  heading  to  strike  out  the  testimony 
of  the  witnesses  for  the  defense,  who  testified  to  the  prior  use  of  the 
patented  article. 

We  do  not  deem  it  necessary  to  consider  the  question  whether  the 
patent  of  the  appellant  is  for  a  new  and  useful  invention  within  the 
meaning  of  section  4886  et  %eq.^  Revised  Statutes,  inasmuch  as  it  is  the 
opinion  of  this  court  that  there  has  been  no  infringement  of  it  in  thisoase 
by  the  appellees.  It  is  satisfactorily  shown  by  the  evidence  in  the  rec- 
ord that  for  more  than  two  years  prior  tO;the  application  for  the  patent 
in  question  the  appellees  had  been  manufacturing,  at  their  place  of  busi- 
ness at  Richmond,  Ya.,  garments  identical  in  pattern  with  those  that 
are  now  alleged  to  infringe  appellant's  patent. 

The  decree  of  the  circuit  court  is  affirmed. 


rSapreme  Court  of  the  United  States.] 
OALLA0HAN  ET  AL.  V.  MYEBS. 
Decided  December  17.  1888. 
46  0.G.,565. 

COPTRIOHT. 

Althoagh  there  oan  be  no  copyright  in  the  opinions  of  Judges,  or  in  the  work 
done  by  them  in  their  official  capacity  as  Jndges,  yet  there  is  no  ground  of  pub- 
lic policy  on  which  a  reporter  who  prepares  a  Tolnme  of  law  reports,  of  theehar- 
aoter  of  those  in  this  case,  oan,  In  the  absence  of  a  prohibitory  statute,  be 
debarred  from  obtaining  a  copyright  for  the  Tolnme,  which  wiU  cover  the  matter 
which  is  the  result  of  his  intellectual  labor. 


DECISIONS  OP   U.    S.   COURTS  IN  PATENT   CASES.  305 

2   Samb— Rights  of  Rkportbs  of  Decisions  Thsrbto. 

Even  tbongfa  a  reporter  may  beaaworo  pablio  officer,  appointed  by^he  autbor- 
ity  of  the  government  wbich  creates  the  conrt  of  which  he  is  made  the  reporter, 
and  even  thongb  he  may  be  paid  a  fixed  salary  for  his  labors,  yet,  in  the  absence 
of  any  inhibition  forbidding  him  to  take  a  copyright  for  that  which  is  the  lawfnj 
snbjeet  of  copyright  in  him,  or  reserving  a  copyright  to«^the  government  as  the 
assignee  of  hi;*  work,  he  is  not  deprived  of  the  privilege  of  taking  ont  a  copy- 
right, which  would  otherwise  exist. 

Appeal  from  the  Oircait  Coartof  the  United  States  for  the  Northern 
District  of  lUiDoia. 

Mr.  J.  L.  High  for  the  appellants. 
Mr.  0,  W.  KreUsinger  for  the  appellee. 

Mr.  Jastioe  Blatchpord  delivered  the  opinion  of  the  Court. 

This  is  a  suit  in  equity,  brought  in  the  Oircuit  Oourt  of  the  United 
States  for  the  Northern  District  of  Illinois,  on  the  17tti  of  December, 
1877,  by  Eugene  fi.  Myers  against  Bernard  Oallaghau,  Andrew  Oalia- 
ghan,  Andrew  P.  Oallaghan,  and  Sheldon  A  Olark,  composing  the  firm 
of  Oallaghan  &  Co.,  Marshall  D.  Bwell,  and  Van  Buren  Denslow. 

The  bill  sets  forth  that  the  Arm  of  E.  B.  Myers  &  Chandler,  com- 
posed of  the  plaintiff  and  Horace  P.  Chandler,  became  the  proprietors 
of  volumes  32  to  38,  both  inclusive,  of  the  report-s  of  the  Supreme 
Conrt  of  the  State  of  Illinois,  known  as  <*  Illinois  Reports,"  prepared  by 
Norman  L.  Freeman ;  that  as  such  proprietors,  said  firm,  desiring  to 
secure  a  copyright  for  the  several  volumes,  under  the  statutes  of  the 
United  States,  deposited  in  the  office  of  the  clerk  of  the  District  Oourt 
of  the  United  States  for  the  Northern  District  of  Illinois,  before  pubU- 
cation,  a  printed  copy  of  the  title  of  the  several  volumes ;  and  that 
they  afterward,  and  within  three  months  of  the  publication  of  the  vol- 
ume, deposited  in  said  office  a  copy  of  the  work.  The  dates  of  the  de- 
posit of  the  titles  of  the  several  volumes  were  as  follows :  volume  32, 
August  12, 1865 ;  33,  April  21, 1866 ;  34,  October  23, 1866 ;  35,  January 
28, 1867 ;  36,  October  11, 1867 ;  37,  December  31,  1866 ;  38,  August  22, 
1867.  The  alleged  dates  of  the  deposit  in  said  office  of  a  copy  of  the 
several  volumes  were  as  follows:  volume  32,  January  17,  1866;  33, 
June  8, 1866 ;  34,  October  23, 1866 ;  35,  March  5,  1867 ;  36,  November 
13, 1867 ;  37,  January  28, 1867  ;  38,  October  10, 1867. 

The  bill  also  alleges  that  the  plaintiff  became  the  proprietor  of  vol- 
umes 39  to  46,  both  inclusive,  of  the  reports  of  the  Supreme  Court  of 
the  State  of  Illinois,  known  as  ^^  Illinois  Reports,"  prepared  by  Norman 
L.  Freeman ;  that,  as  such  proprietor,  he,  desiring  to  secure  a  copy- 
right for  the  several  volumes  under  the  statutes  of  the  United  States, 
deposited  in  the  office  of  the  clerk  of  the  District  Court  of  the  United 
States  for  the  Northern  District  of  Illinois,  before  publication,  a  printed 
copy  of  the  title  of  the  several  volumes ;  and  that  he  afterward,  and  with- 
in three  months  of  the  publication  of  the  volume,  deposited  in  said  office 
a  copy  of  the  work.  The  dates  of  the  deposit  of  the  titles  of  the  several 
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Tolnmes  were  ae  follows:  volQme  39,  Jone  10, 1888;  40,  September  18, 
1888;  41,  Deoember  22, 1868;  42,  May  21, 1869;  43,  Jane  21, 1869;  44, 
September  27,  1869;  46,  October  6,  1869;  46,  October  14, 1869.  Tbe 
alleged  dates  of  the  deposit  in  said  office  of  a  copy  of  the  several  toI- 
nmes  were  as  follows :  Volume  39,  Jane  12, 1868;  40,  l^ovember  6, 1868; 
41,  Janaary  29,  lvS69;  42,  Jaly  7, 1869;  43,  Jaly  7,  1869;  44,  October  2, 
1869;  45,  December  8,  1869;  46,  December  8, 1869* 

The  bill  farther  alleges  that  all  the  volames  were  prepared  by  Mr. 
Freeman,  and  each  contained  a  large  amoant  of  matter  original  with 
him,  and  a  great  number  of  the  decisions  and  opinions  of  the  Supreme 
Oourt  of  Illinois ;  that,  among  other  original  matter,  Mr.  Freeman  pre- 
pared for  each  case  a  syllabus  or  head-notes,  and  for  many  cases  in  each 
volame  a  statement  of  the  facts  of  the  case ;  that  also  in  many  of  them 
he  copied,  or  copied  and  arranged,  the  instructions  ruled  upon  by  the 
court  below ;  that  he  also  prepared  and  inserted,  or  gave,  in  all  or  many 
of  them,  the  stipulations  made  or  made  and  filed  therein,  and  in  many 
of  them  he  gave  the  errors  assigned ;  that  he  also  prepared  for  each  of 
them  a  table  of  the  cases  cited  therein  and  a  table  of  the  cases  decided, 
and  other  original  matter,  and  so  arranged  said  decisions  and  the  mat- 
ter therein  contained,  or  the  matter  in  connection  with  the  decisions,  as 
to  make  each  of  the  books,  or  each  of  the  books  and  the  matter  therein 
contained,  convenient  and  valuable  to  the  persons  nsiiig  the  decisions; 
that,  in  respect  of  volumes  32  to  38,  the  firm  of  E.  B.  Myers  &  Chandler, 
md  in  respect  of  volumes  39  to  46,  the  plaintiff  purchased  from  Mr. 
Freeman  all  his  proprietAry  rights  in  the  volumes  and  paid  him  a  large 
consideration  therefor  and  for  his  labor  and  care  in  preparing  them,  and 
used  the  labor  and  matter  of  Mr.  Freeman  in  publishing  the  books ; 
that,  by  the  agreements  with  Mr.  Freeman,  the  plaintiff  and  his  part- 
ner were  to  have  the  copyright  of  volumes  32  to  38,  and  the  plaintiff'  the 
copyright  of  volumes  39  tp  46 ;  that  in  respect  of  volumes  32  to  38  the 
said  firm,  and  in  respect  of  volumes  39  to  46  the  plaintiff,  divided  the 
decisions  and  the  matter  accompanying  them  into  volumes,  and  divided 
and  arranged  each  of  the  volumes  into  pages ;  that  the  firm  published 
over  1,500  copies  of  each  of  the  volumes  32  to  38,  and  the  plaintiff  over 
1,500  of  each  of  the  volumes  39  to  46 ;  that  on  the  13th  of  June,  1868,  said 
Ohandler  sold  and  assigned  to  the  plaintiff,  by  a  written  assignment, 
all  his  interest  in  and  to  volumes  32  to  38,  and  the  copyrigbts  thereof; 
and  that  the  plaintiff  still  has  the  exclusive  right  to  volumes  32  to  46. 

The  bill  further  alleges  that  about  July,  1877,  the  plantiff  reprinted 
volumes  37  and  38,  and,  as  he  made  some  changes  in  the  arrangement 
of  their  pages,  he  did,  before  publication,  deposit  in  the  office  of  the 
Librarian  of  Congress  a  copy  of  the  printed  title  of  each  volume,  on  the 
20th  of  July,  1877 ;  that  afterwards,  on  the  28th  of  July,  1877,  and  with- 
in one  month  of  the  t>ublication  thereof,  he  deposited  in  said  office  two 
copies  of  each  of  the  volumes  as  reprinted.         ^^^  ^  hvGoOQl 

Tbe  bill  also  alleges,  as  to  all  of  the  volumes,  that  the  plaintiff  had 
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the  exolasive  right  to  the  arraDgenieBt  of  each  of  them,  and  the  ezclo- 
sive  right  to  pablish  the  head-DOtes  or  ^pllabnses,  and  to  the  arrange- 
ment of  the  pages  of  the  books,  and  to  the  division  of  the  opinions 
into  separate  volumes,  and  to  the  table  of  cases  cited  and  table  of  cases 
dedded,  as  published  in  ea<;h  of  them,  and  to  the  arrangement  of  the 
decisions,  as  accompanied  with  the  head-notes,  stipulations,  errors  as- 
signed, instmction's,  table  of  cases  cited,  table  of  cases  reported,  and 
indexes  aooompanjing  the  same,  and  the  exclusive  right  to  all  of  said 
works,  except  to  the  matter  contained  in  the  opinions  of  the  judges  ; 
that  the  defendants  had  full  knowledge  of  the  exclusive  rights  of  the 
plaintiff,  and  attempted  to  buy  them  from  him,  but  refused  to  pay  the 
price  charged  by  him,  and  thereupon  proceeded  to  reprint  and  publish 
volumes  32  to  38,  and,  in  doing  so,  nsed  the  decisions  of  the  Supreme 
Court  of  Illinois  only  as  published  by  the  plaintiff,  and  prepared  the 
volumes  from  the  books  of  the  plaintiff,  and  did  not  procure  the  matter 
from  original  sources,  and,  in  all  of  the  books,  used  the  works  of  the 
plaintiff,  and  copied  the  title-pages  thereof,  and  used  the  division  and 
arrangement  of  the  plaintiff  in  the  volumes  and  the  paging^  thereof,  and 
copied  the  table  of  cases  cited  and  the  table  of  cases  reported  from  each 
of  the  books  of  the  plaintiff,  and  also  copied  from  the  same  the  stipula- 
tions, errors  assigned,  and  instructions  given  by  the  court;  that,  in 
publishing  the  statem^ents  of  the  cases,  and  in  preparing  the  syllabuses 
the  defendants  used  the  books  of  the  plaintiff,  and  the  changes  they 
made  were  merely  colorable,  and  were  made  only  for  the  purpose  of 
avoiding  the  claim  of  the  plaintiff;  that  the  books,  as  printed  and  pub- 
lished by  the  defendants,  were  all  and  each  merely  imitations  of  the 
volumes  of  the  plaintiff;  corresponding  in  number ;  that  all  and  each  of 
said  republications  by  the  tlefendants  are  piracies  on  the  copyrights  of 
the  plaintiff,  and  the  books  have  been  made  by  them  to  take  the  place 
of,  and,  as  far  as  they  can,  to  supersede  the  books  of  the  plaintiff;  that 
the  defendants  are  selling  them  to  the  persons  who  would  otherwise  buy 
the  books  of  the  plaintiff,  to  his  great  damage  and  loss ;  that  the  de- 
fendants threaten  to  republish  volumes  39  to  46 ;  and  that  the  aggregate 
value  of  the  copyrights  of  the  plaintiff  is  not  less  than  $20,000  and  his 
damage  is  not  less  than  that  sum. 

The  bill  waives  an  answer  on  oath,  and  prays  for  an  injunction 
perpetually  enjoining  the  defendants  from  publishing  or  selling,  or  of 
fering  for  sale,  any  of  the  books,  and  for  a  decree  that  all  of  them  so 
published  by  the  defendants  are  forfeited  to  the  plaintiff,  and  that  *they 
be  delivered  to  him,  and  for  an  account  of  all  published  and  sold,  and 
for  a  decree  for  damages. 

The  members  of  the  firm  of  Gallaghan  &  Go.  put  in  an  answer  to  the 
bill.  It  sets  up  that  a  printed  copy  of  volume  32  was  not  deposited  un- 
til more  than  three  months  after  publication.  It  avers  that  but  a  small 
amount  of  original  matter  was  prepared  by  Mr.  Freeman  for  any  of  the 
volumes  32  to  46,  and  that  but  few  statements  of  cases  were  prepared  by 
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him,  and  those  few  vere  drawn  by  him  from  the  opinions  of  the  court 
in  the  cases  re}K>rted.  It  denies  that  he  prepared  any  tables  of  cases 
ci^d  for  any  of  those  volumes,  and  denies  that  he  so  arranged  the  de 
ctsions  and  matter  contained  in  the  volames  as  to  make  the  volames 
convenient  and  of  value  to  the  persons  using  them.  It  avers  that  all 
matters  contained  in  the  volumes  are  public  and  ^common  property, 
forming  part  of  the  law  of  the  State  of  Illinois,  and  as  such  not  suscept- 
ible of  copyright,  or  in  any  manner  literary  property,  in  which  a  pri- 
vate citizen  can  have  a  monopoly  under  the  act  of  Congress  regulating 
the  subject  of  copyright ;  that  whatever  labor,  literary  or  otherwise,  was 
done  upon  the  volumes  by  Mr.  Freeman  was  done  in  his  official  capac* 
ity  as  reporter  of  the  decisions  of  the  Supreme  Court  of  Illinois,  a  pub- 
lic office  then  existing  under  and  by  virtue  of  the  laws  of  that  State, 
and  to  which  M  r.  Freeman  had  been  duly  appointed ;  and  that  all  labor, 
literary  orotherwise,  by  Mr.  Freeman,  in  his  capacity  as  official  reporter, 
upon  the  volumes,  was  public  and  common  property,  nor  susceptible 
of  copyright  or  of  private  literary  ownership. 

The  answer  admits  that  the  defendants  h«d  negotiations  with  the 
plaintiff  concerning  the  purchase  of  his  interest  in  volumes  39  to  46, 
consisting  of  the  stereotype-plates  and  printed  stock  of  those  volumes; 
that,  in  such  negotiations,  the  plaintiff  proposed  to  sell  his  copyrights 
in  volumes  32  to  46,  but  no  price  or  value  was  ever  attached  by  either 
party  to  such  copyrights,  and  they  were  always  treated  as  a  mere  inci- 
dent to  the  proposed  sale,  and  all  offers  made  and  received  on  either 
hand  were  made  with  reference  to  such  stereotype-plates  and  printed 
stock,  and  it  was  understood  by  all  parties  that,  if  such  sale  were  con- 
summated, the  copyrights  should  be  '*  thrown  in,"  without  additional 
charge. 

The  answer  also  admits  that  in  republishing  volumes  32  to  38  the 
defendants  have  used  the  opinions  of  the  Supreme  Court  of  Illinois  as 
published  by  the  plaintiff;  but  avers  that  they  have  corrected  errors 
in  names,  citations,  and  other  matters  therein,  and  denies  that  they 
have  prepared  the  books  from  those  of  the  plaintiff',  or  used  the  work 
of  the  plaintiff*,  except  in  so  far  as  plaintiff's  books  are  tree  to  the  use 
of  any  and  ail  persons,  or  have  copied  his  title-pages,  or  have  used  his 
paging,  or  have  copied  his  tables  of  cases  cited  or  reported,  or  the 
stipulations,  errors  assigned,  or  instructions  given.  It  avers  that  the 
statements  of  cases  and  syllabuses  in- the  volumes  as  republished  by 
the  defendants  are  wholly  original  and  entirely  different  from  and  un- 
like those  of  the  plaintiff,  except  in  the  few  instances  where  there  is  an 
apparent  resemblance,  owing  to  the  fact  that  those  of  the  defendants 
have  been  drawn  from  the  opinions  of  the  court,  and  those  of  the  plaintiff 
in  the  same  cases  appear  to  have  been  drawn  from  the  same  source ; 
and  that  the  volumes  so  republished  by  the  defendants  contain  large 
amounts  of  new,  original,  and  valuable  matter,  prepared  expressly  lor 
those  volumes,  and  not  contained  in  any  of  the  volumes  of  the  plaintiff. 
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It  admits  that  the  defendants  have  nnder  eonsideration  the  republica- 
tion of  volnmee  39  to  46*  It  also  av^rs  that,  for  many  years  before  the 
filing  of  the  bill,  the  plaintiff  had  abandoned  volumes  32  to  38 ;  that 
his  stereotype  plates  and  stock  of  those  volumes  were  destroyed  in 
October,  1871,  and  none  af  them  were  ever  reproduced  by  him  until 
about  July  or  August,  1877,  when  he  reprinted  volumes  37  and  38 } 
that,  prior  thereto,  he  had  for  many  years  repeatedly  announced  that 
he  should  never  reproduce  those  volumes ;  that,  more  than  a  year  be- 
fore the  filing  of  the  bill,  the  defendants  notified  the  plaintiff  of  their 
intention  to  republish  volumes  32  to  38,  and  frequently  thereafter  noti- 
fied him  of  such  intention,  and  publicly  announced  the  same  by  adver- 
tisement, and  from  time  to  time,  as  such  republication  progressed,  dur- 
ing the  spring  and  summer  of  1877,  notified  him  of  the  progress  of  the 
work,  and,  as  the  volumes  appeared  iVom  time  to  time  during  the  spring 
and  summer  of  1877,  the  plaintiff  was  constantly  apprised  thereof,  and 
at  divers  times  during  that  year,  and  before,  the  defendants  received 
various  propositions  firom  the  plaintiff  for  an  exchange  of  volumes  32 
to  38,  so  being  republished,  for  volumes  39  to  46,  which  the  plaintiff 
had  for  sale ;  that  the  plaintiff^  down  to  the  filing  of  the  bill,  never 
objected  to  such  republication,  but  always  appeared  to  acquiesce  therein, 
and  encouraged  the  defendants  to  proceed  therewith,  and,  from  his  con- 
duct during  such  period,  the  defendants  always  believed,  down  to  the 
filing  of  the  bill,  that  such  republication  was  being  done  with  his  acqui- 
escence and  consent;  and  that  the  plaintiff, by  his  conduct,  is  estopped 
from  receiving  the  relief  asked.  The  answer  also  denies  all  the  material 
allegations  of  the  bill. 

Bwfdl  and  Denslow  each  put  in  an  answer,  disclaiming  all  interest  in 
the  pablication  of  any  volumes  of  the  reports  by  Oallaghan  &  Co.,  and 
all  interest  in  such  volumes. 

laaae  was  Joined  and  proofs  were  taken,  and,  on  the  lOtb  of  February, 
1881,  the  circuit  court  entered  an  interlocutory  decree,  finding  that  the 
plaintiff  was  the  owner  of  the  copyright  or  exclusive  right  of  publica- 
tion oi  volumes  82  to  38 ;  and  ttiat  Oallaghan  &  Oo.  had  violated  such 
copyright  by  publishing,  offering  for  sale,  and  selling  copies  of  said  seven 
volumes,  and  Ewell  and  Denslow  by  editing  the  same.  The  decree 
awarded  a  perpetual  injunction  against  all  of  the  defendants,  from  fur- 
ther pabllshing  or  selling,  or  transferring  or  removing  any  of  said  books, 
and  ordered  a  reference  to  a  master,  Henry  W.  Bishop,  to  ascertain  »n'd 
report  what  number  of  each  of  the  volumes  had  been  printed,  and  what 
number  sold,'  and  at  what  prices ;  and  directed  that  the  members  of 
the  firm  of  Oallaghan  &  Oo.  might  be  examined  in  regard  thereto,  and 
might  be  required  to  produce  their  account  books  and  papers,  and  that 
the  master  ascertain  and  report  what  was  the  market  value  of  each  of 
the  books  of  the  plaintiff  prior  to  the  illegal  publication  by  the  defend- 
ants, and  what  was  the  actual  cost  or  value  of  reprinting  and  binding 
each  at  the  volumes,  and  that,  upon  the  making  of  the  rei>ort,  the 
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plaiuiiff  might  apply  for  a  ftarther  order  in  regard  to  the  damages  to  be 
allowed  to  him  for  the  illegal  pablication  and  sale  of  the  volames.  The 
decree  alno  gave  leave  to  the  plaintiff  to  file  a  supplemental  bill,  based 
on  the  fact  that,  sinoe  the  filing  of  the  original  bill,  Oallaghan  &  Go. 
bad  proceeded  to  publish  and  sell  copies  of  the  books  described  in  the 
bill  as  volumes  39  and  41  to  46. 

The  decision  of  the  circuit  court  is  reported  in  10  Biss.,  139,  and  5 
Fed.  Bep.,  726.  The  ruling  of  the  court  was  (1)  that  the  volumes  of  re 
ports  were  the  proper  subject  of  a  copyright  under  the  act  of  Congress, 
for  at  le&st  what  was  the  work  of  the  mind  and  hand  of  the  reporter, 
namely,  the  head-notes,  and  the  statements  of  &cts  and  of  the  argu- 
ments of  counsel,  notwithstanding  he  could  have  no  copyright  in  the 
opinions  of  the  court;  (2)* that  there  had  been  a  compliance  with  the 
act  of  Congress  in  the  procurement  of  the  several  copyrights;  (3)  that 
the  defendants  had,  in  preparing  volumes  32  to  38,  used  the  volumes  of 
the  plaintiff  so  as  to  interfere  with  his  copyright;  (4)  that  he  had  not 
consented  to  the  publications  made  by  the  defendants,  or  abandoned 
his  rights  by  acquiescence,  lachoS|.  or  otherwise. 

On  the  14th  of  February,  1881,  the  plaintiff  filed  a  supplemental  bill 
against  the  same  defendants,  reciting  the  material  allegations  of  the 
original  bill,  and  averring  that  since  it  was  filed  the  defendants  had 
published  and  sold  large  numbers  of  volumes  39  and  41  to  46,  and  were 
threatening  to  publish  volume  40;  that,  in  the  volumes  they  had  pub- 
lished,  they  bad  used  the  plain tiff^s  volumes,  and  had  copied  his 
arrangement  or  division  into  volumes  of  the  matter  contained  in  his 
volumes,  and  bad  copied  his  whole  arrangement  of  each  of  them,  and 
had  used  each  of  them  to  make,  and  had  made,  their  books  an  imita- 
tion and  copies  of  his  books,  and  had  advertised  and  sold  their  books 
as  the  same  book  as  his,  and  had  not  resorted  to  the  records  for  the 
opinions  and  other  matter  contained  in  their  books,  but  had  copied  the 
same  from  his  books,  using  and  copying  considerable  portions  of  the 
original  matter  famished  by  Mr.  Freeman,  in  some  instances  copying 
exactly,  and  in  others  making  merely  colorable  changes;  that  before 
any  \>f  the  publications  of  the  defendants  were  made,  the  plaintiff  had 
advertised  his  books  extensively ;  that  the  decisions  of  the  Supreme 
Court  of  Illinois,  as  divided  by  the  plaintiff  into  Volumes,  had,  by  re»» 
son  of  what  was  done  by  him,  become  known  by  the  name  which  had 
been  applied  t<o  the  classification  so  made  bv  the  plaintiff;  that  such 
division  was  the  property  of  the  plaintiff,  and  was  valuable,  and  was 
covered  and  protected  by  his  copyright ;  that  the  defendants  had  copied 
the  title  or  name  of  each  of  the  books;  that  each  of  the  books  of  the 
defendants  was^  made  to  supersede  and  take  the  place  of  one  of  the 
books  of  the  plaintiff,  of  corresponding  number;  and  that  they  were 
lieiijg  so  sold,  to  his  great  damage. 

The  supplemental  bill  waives  an  answer  on  oath,  and  prays  for  a  per- 
petual injunction  restraining  the  defendants  from  publishing,  selling, 
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offering  for  sale,  or  removing  beyond  the  jarisdiction  of  the  ooart,  any 
of  said  books,  and  f6r  a  decree  that  they  pay  to  the  plaintiff  all  his 
damages  by  reason  of  sach  publication  and  sale. 

Ou  the  18th  of  Febraary,  1881,  the  members  of  the  firm  of  Gallaghan  & 
Go.  filed  a  croes-btU  in  the  sameconrt  against  Myers,  reciting  the  proceed- 
ings on  the  original  bill  and  the  terms  of  the  interlocntory  decree  of  Feb- 
raary  10,  1881.  It  averred  that  the  discovery  and  accounting  provided 
for  thereby  were  in  progress  before  the  master,  Mr.  Bishop;  that  Bernard 
Callaghan,  one  of  the  firm,  had  been  partially  examined  concerning  the 
namber  of  volumes  printed  by  GaliHghan  &  Go.  and  on  hand,  and  had 
already  been  required  to  produce  before  the  master,  for  the  examina- 
tion of  Myers  and  his  counsel,  books  and  papers  of  Gallaghan  &  Go., 
relating  to  the  volames  and  the  number  thereof  printed ;  than  sach  ex- 
amination was  still  progressing;  that  Gallaghan  &  Go.  had  in  their 
possession  certain  copies  of  volumes  .32  to  38,  and  Myers  claimed  that 
he  was  entitled  to  a  forfeiture  of  the  same  and  a  delivery  thereof;  that 
Myers,  on  the  ILth  of  February,  1881,  brought  an  action  of  replevin 
against  Gallaghan  &  Go.  to  recover  those  copies;  that  the  writ  was  in 
the  hands  of  the  marshal  for  service;  that  Myers  was  ignorant  of  the 
precise  number  and  whereabouts  of  the  copies,  but  as  soon  as  the  ex- 
amination and  discovery  then  progressing  before  the  master  should  have 
disclosed  the  number  and  location  of  the  copies,  Myers  would  instruct 
the  marshal  to  seize  them  under  the  writ ;  that  Myers  was  not  entitled 
to  any  discovery  from  Gallaghan  &  Go.  in  aid  of  his  proceedings  for  a 
forfeiture  of  the  copies ;.  that  Myers,  having  taken  the  decree  for  a  dis- 
covery as  to  the  copies,  and  having  obtained  a  discovery  thereunder, 
and  having  acquiesced  in  the  publication  of  the  volumes  by  the  defend*- 
ants,  was  estopped  in  equity  from  claiming  any  forfeiture  or  recovery 
of  any  of  the  copies;  and  that  such  decree,  and  the  examination  and 
discovery  before  the  master,  amounted  to  a  waiver  of  tbe  forfeiture  or 
recovery  by  Myers. 

The  cross-bill  waived  an  answer  on  oath,  and  prayed  for  a  perpetnal 
injunction  to  restrain  &fyers  from  further  proceeding  with  the  action  of 
replevin,  and  from  instituting  any  further  action  for  the  forfeiture  or 
recovery  from  Gallaghan  &  Go.  of  any  copies  of  volumes  32  to  38,  and 
for  an  injunction  to  that  effect  pendente  lite. 

Myers  answered  tbe  cross-bill,  setting  forth  tbe  interlocutory  decree 
made  iu  thcr  original  suit,  and  admitting  that  he  claimed  that  the  vol- 
umes in  the  possession  of  Gallaghan  &  Go.  became  forfeited  to  him 
under  the  act  of  Gongress,  and  alleging  that  the  interlocutory  decree 
did  not  provide  for  a'  di8covery  or  an  accounting,  and  that  he  was  not 
seeking  any  discovery  from  Gallaghan  &  Go.  for  the  purpose  of  aiding 
him  in  procuring  the  possession  of  the  books;  that  the  volames  were 
not  published  by  Gallaghan  &  Go.  with  his  knowledge,  acquiescence, 
or  consent;  that  he  claimed  the  benefit  of  the  forfeitare  provided  for 
by  section  99  of  the  act  of  July  8,  1870,  chap.  230, 16  Stat.,  214,  (now 


312  DECISIONS   OF  U.   S.   COURTS   IN  PATENT   CASES. 

section  4964  of  the  Revised  Btatates;)  and  that  he  had  done  nothing  to 
waive  or  abandon  the  right  given  to  him  by  that  statnte.  A  replica- 
tion was  filed  to  this  answer. 

The  members  of  the  firm  of  Oallaghan  &  Oo.  filed  an  answer  to  the 
supplemental  bill  on  the  22d  of  Jnne,  188L  It  admitted  that  the  firm 
had  pablished  and  sold  Tolnmes  39  and  41  to  46,  and  denied  that  in  pub- 
lishing those  volumes  they  had  made  any  other  use  of  the  plaintiff's 
volumes  than  such  fair  and  legitimate  use,  by  way  of  reference,  con- 
sultation, and  otherwise,  as  might  be  made  of  any  previous  publication 
by  a  succeeding  author  or  compiler  treating  of  the  same  subject,  and 
denied  that  they  had  copied  the  plaintiff's  arrangement  or  division  of 
matter  other  than  that  the  cases  reported  in  the  defendants'  volumes 
followed  each  other  in  the  same  order  as  in  the  plaintiff's  volumes,  and 
denied  that  they  had  used  the  plaintiff's  volumes  to  make  their  books 
an  imitation  or  copies  of  them,  or  that  their  books  had  been  made  in 
imitation  of  those  of  the  plaintiff.  They  denied  that  they  had  adver- 
tised or  sold  their  books  as  the  same  books  as  those  of  the  plaintiff',  bat 
admitted  that  they  had  used  the  name  ^'Freeman's  Reports"  in  their 
catalogues  and  circulars,  and  averred  that  such  use  was  in  accordance 
with  the  uniform  usage  of  law  publishers,  ip  indicating  volumes  of  law 
reports  by  the  name  of  the  original  reporter,  and  with  no  intention  of 
aunounciog  the  volumes  of  the  defendants  as  those  of  the  plaintiff';  thatt 
as  appeared  by  their  catalogues  and  circulars,  the  defendants,  by  a  note 
immediately  following  the  words  '^Freeman's  Reports,"  directed  iitten- 
tion  to  the  fact  that  the  volumes  of  the  defendants  were  a  different,  re- 
vised, and  re-edited  edition,  and  were  all  re- reported  and  edited  by  per- 
sons other  than  Mr.  Freeman,  whose  names  were  stated  in  the  note; 
that  the  plaintiff  had  no  property  in  the  name  ^'Freeman's  Rei>orts,''  yet 
as  soon  as  the  supplemental  bill  was  filed  the  defeodants  desisted  from 
such  use  of  the  words  ^<  Freeman's  Reports,"  and  had  corrected  their 
catalogues  and  circulars  by  changing  the  words  ^^  Freeman's  Refiorts'' 
to  <411inois  Reports;"  and  that  although  they  had  used  the  words 
'' Freeman's  Reports"  in  the  manner  described  for  several  years  prior 
to  the  filing  of  the  supplemental  bill,  the  plaintiff  had  not  objected 
thereto  prior  to  that  time. 

The  answer  admitted  that  the  defendants,  in  making  their  books, 
had  taken  the  opinions  of  the  court  from  the  volumes  as  reported  by 
Mr.  Freeman,  but  stated  that  in  all  cases  they  had  carefully  compared 
each  of  the  opinions  with  the  original  opinions  of  the  court,  on  file  or 
recorded  in  the  respective  cases,  and  hail  made  frequent  corrections 
therein,  to  correspond  with  the  originals;  and  that,  except  as  to  such 
use  of  the  opinions,  the  remaining  matter  in  the  volumes  of  the  defend- 
ants was  obtained  from  the  original  reconls  of  the  court,  and  was  ar- 
rangeii,  reported,  compiled,  and  edited  wholly  by  the  original  labor  of 
the  editors  employed  by  the  defendants  for  that  purpose,  and  whose 
names  api>eared  as  such  editors  on  the  title-page  and  cover  ol  each 
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of  the  volames  of  the  defendants.  It  also  averred  that  the  titles  of 
the  Tolames  of  the  defendants  were  so  different  from  those  claimed 
by  the  plaintiff  that  they  oonld  not  be  mistaken  therefor,  even  by  a 
casual  purchaser  or  observer;  and  that  the  volumes  of  the  defendants 
were  new  and  original  productions,  with  new  and  original  tables  of 
cases,  head-notes,  statements  of  facts,  abstracts  of  briefs  of  counsel, 
corrected  opinions,  foot-notes,  and  indexes,  and  were  in  no  manner 
copies  of  or  infringements  upon  the  volumes  of  the  plaintiff.  It  also 
averred  that  the  plaintiff  could  not  have',  under  the  acts  of  Congress  or 
otherwise,  any  exclusive  right  in  the  opinions  of  the  court  as  published, 
or  in  their  arrangement  or  division,  or  in  the  titles  of  the  volumes.  The 
answer  also  denied  all  the  material  allegations  of  the  supplemental  bill. 
A  replication  was  filed  to  this  answer. 

Bwell  and  Denslow  answered  the  supplemental  bill  by  an  answer  dis- 
claiming all  interest  in  the  publication  of  the  volumes  named  in  the 
supplemental  bill,  and  all  interest  in  those  volumes. 

On  the  2d  of  January,  1883,  Myers  amended  his  supplemental  bill  by 
averring  that  the  defendants  had  infringed  his  copyright  by  reprinting 
and  publishing  volume  40.  An  answer  was  put  in  to  such  amendment, 
and  a  replication  to  that  answer. 

Proofs  were  taken  as  to  the  supplemental  bill,  and  on  the  3d  of  March, 
1834,  the  court  made  an  interlocutory  decree,  that  the  plaintiff  was  the 
owner  of  the  copyright  and  of  the  exclusive  right  of  publication  of  vol- 
umes 39  to  46;  that  the  defendants  had  in  some  particulars  infringed 
said  copyrights;  and  that  the  plaintiff  recover  the  profits  received  or 
made  or  accrued  therefrom ;  and  referring  it  to  John  I.  Bennett,  a  mas- 
ter, to  report  such  profits ;  and  directing  that  the  defendants  might  be 
examined  in  relation  thereto,  and  might  be  required  to  produce  before 
the  master  their  books  of  account  and  pa|>ers  relating  to  the  publication 
and  sale  of  such  volumes,  and  that  the  master  should  reiiort  also  the 
^damages. 

The  decision  of  the  court  is  found  in  20  Fed.  Bep.,  441.  The  only 
question  considered  in  the  decision  was  that  of  infringement.  Tbe  court 
held  that  in  some  respects  in  each  case  the  Freeman  volume  bad  been 
used  by  the  defendants,  in  the  head-notes,  the  statements  of  facts,  and 
the  arguments  of  counsel. 

On  the  17th  of  April,  1882,  the  master,  Mr.  bishop,  reported  that  the 
defendants  had  printed  4,313  of  volumes  32  to  38,  and  had  sold  2,909 
of  the  same,  the  amount  of  the  sales  of  the  several  volunieH  being  as 
follows:  Vol.  32,  $1,990.91 ;  33,  $1,971.73;  34,  $1,884.24;  35,  $1,945.09; 
36,  $1,933.47;  37,  $1,878.68;  38,  $1,847.07  ;  being  a  total  of  $13,451.19, 
and  an  average  of  $4.62^  per  volume.  He  stated  that  no  testimony  bad 
been  offered  as  to  the  market  value  of  the  volumes  before  publication 
by  the  defendants.  He  also  reported  the  cost  or  value  of  reprinting 
and  binding  the  several  volumes  to  be  as  follows  :  Volume  32,  8942.88; 
33,  $782.35}  34,  $664.13;  36,  $843.50;   36,  $835.97;  37,  $773.18;  38, 
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$885.78;  making  a  total  of  $5,727.79,  not  iDoIuding  the  item  of  proof- 
reading or  the  item  of  expense  of  selling,  or  a  charge  of  stereotyping. 
The  defendants  excepted  to  this  report  because  the  master  had  not  al- 
lowed to  the  defendants  the  amount  paid  by  them  for  proof-reading  and 
editorial  work  on  the  volumes,  or  for  stereotyping.  The  conrt,  on  a 
hearing  on  the  report  and  exceptions,  referred  the  cause  back  to  the 
master,  Mr.  Bishop,' to  ascertain  and  report,  on  the  evidence  given  and 
on  further  evidence,  the  total  amount  of  the  damages  sustained  by  the 
plaintiff  in  consequence  of  the*illegal  publication  and  sale. 

Mr.  Bishop  made  a  second  report,  on  the  2d  of  February,  1884,  on  the 
previous  proofs  and  on  new  testimony.  He  again  reported  the  total 
number  of  copies  printed  of  volumes  32  to  38  to  have  been  4,313,  and  the 
total  number  of  them  sold  to  have  been  2,909.  He  reported  the  amount 
of  sales,  as  before,  by  items,  making  a  total  of  $13,451.19, and  an  average 
of  $4.62^  per  volnme.  Excluding  charges  for  stereotyping,  counsel  fees, 
editorial  work,  and  proof-reading,  and  including  12|  per  cent,  of  the 
gross  sales  as  a  legitimate  item  of  exijense  in  conducting  the  business 
of  the  defendants  in  the  course  of  the  publications,  he  reported  the  cost 
of  reprinting  and  binding  the  several  volumes  to  have  been  as  foUowa : 
volume  32,  $1,064.25 ;  33,  $883.06 ;  34,  $749  63 ;  35,  $952.10 ;  36,  $943.59 ; 
37,  $872.70 ;  38,  $999.81 ;  making  the  total  cost  of  reprinting,  binding, 
and  disposing  of  the  volumes  $6,465.14.  Deducting  that  from  the 
$13,451.19  left  a  balance  of  $6,986.05,  which  he  reported  as  the  damages 
sustained  by  the  plaintiff  by  reason  of  the  illegal  sale  and  publication. 

The  plaintiff  filed  sundry  exceptions  to  the  second  report  of  Mr. 
Bishop,  and  the  defendants  filed  three  exceptions  to  it.  The  first  ex- 
ception of  the  defendants  was  that  the  master  had  not  allowed  them 
credit  for  the  cost  of  stereotyping;  the  second,  that  he  had  not  allowed, 
as  part  of  the  expenses  of  conducting  the  business  of  the  defendants, 
salaries  paid  to  them  for  their  services,  the  same  amounting  to  about 
$12,000  a  year;  the  third,  that  he  had  allowed  to  them  only  12}  per  ^ 
cent,  of  their  gross  sales  as  expenses  incurred  in  effecting  such  sales, 
and  had  not  allowed^  the  salaries  as  a  part  of  such  expenses,  whereas  he 
should  have  allowed  credit  to  them  on  account  of  such  expenses  for  such 
additional  percentage  over  and  above  12}  per  cent,  as  the  amount  of 
such  annual  salaries  bore  to  the  gross  annual  sales  during  the  period 
in  question; 

On  the  24th  of  October,  1884,  the  master,  Mr.  Bennett,  filed  his  report^ 
finding  that  the  defendants  had  disposed  of  2,292  copies  of  volumes  39  to 
46.  He  stated  that  the  plaintiff  claimed  that  156  more  volumes  had  been 
sold,  making  2,448  in  all.  The  156  volumes  were  volumes  which,  after 
being  originally  sold  by  the  defendants,  had  again  come  to  their  hands 
and  been  resold  once  or  oftener.  The  master  disallowed  these  resales, 
but  re|>orted  that,  if  they  were  to  be  allowed,  the  sum  of  $696.38  should 
be  added  as  damages  for  such  resales.  He  reported  the  average  sale 
price  of  the  volumes  received  by  the  defendants  to  have  been  $4,i64» 


DECISIONS  OF  U.  8.   OOUBT8  IN  PATENT  CASES.  315 

makinfc  a  total  sale  price  of  $10,231«48.  He  reported  that  the  oost  of 
all  the  volames  sold  was  $4,679.65 ;  that  the  defendants  were  entitled 
to  a  credit  of  $1,138.49  on  aocoant  of  the  general  expenses  of  conduct- 
hig  their  bnsiness,  being  12  per  cent,  of  their  gross  sales ;  that  the  total 
eost  of  prodnciog  the  volames  sold  was  $5,798.94,  and  that  deducting 
that  amonnt  fh>m  the  $10,231.48  left  $4,433.44  as  the  total  amonut  of 
net  receipts  from  sales  or  damages  to  the  plaintiff. 

The  plaintiff  excepted  by  his  first  and  second  exceptions  to  the  dis- 
allowance in  respect  of  the  156  copies  refold,  and  filed  other  exceptions. 
The  defendants  filed  exceptions  in  regard  to  the  number  of  volumes 
sold,  the  number  of  volames  on  Uand,  the  average  price  of  the  sales, 
the  total  gross  receipts  from  the  sales,  the  cost  of  the  volames  sold, 
the  amonnt  of  the  credit  for  general  expenses  of  conducting  their  busi- 
ness, the  net  receipts  from  the  sales,  the  refusal  of  the  master  to  allow 
them  credit  for  the  cost  of  producing  the  volumes  unsold  and  remain- 
ing on  hand,  or  credit  for  the  sum  expended  by  them  for  editorial  work 
in  preparing  the  volumes,  or  credit  for  the  amount  expended  by  them 
in  stereotyping  the  volumes,  or  credit  for  the  amount  paid  them  as 
compensation  for  their  services,  or  credit  on  account  of  sundry  other 
matters. 

The  court,  on  a  hearing  on  the  reports  of  the  masters  and  the  excep- 
tions thereto,  sustained  the  first  and  second  exceptions  of  the  plaintiff 
to  the  report  of  the  master,  Mr.  Bennett,  and  overruled  all  the  other 
exceptions  of  both  parties  to  both  of  the  reports. 

On  the  9th  of  July,  1885,  a  final  decree  was  entered,  adjudging  that 
the  plaintiff  recover  $340.70,  as  profits  on  the  resales  of  the  156  vol- 
umes, in  addition  to  the  $4,433.44  reported  by  the  master,  Mr.  Bennett, 
and  the  $6,986.05  reported  by  the  master,  Mr.  Bishop,  the  three  sums 
amounting  to  $11,760.19,  and  the  costs  of  the  suit.  The  decree  granted 
a  perpetual  injunction  as  to  volumes  32  to  46.  It  also  restrained  the 
defendants  from  selling  or  disposing  of  the  stereotype-plates  of  those 
volames  and  dismissed  the  bill  as  to  DenslowaudEwell,  without  costs. 
It  farther  a^iyudged  that  the  right  of  the  plaintiff  to  recover  the  addi- 
tional sum  of  $896.19,  as  claimed  by  the  plaintiff  and  referred  to  in  the 
second  report  of  the  master,  At.  Bishop,  in  case  the  cost  of  composition 
and  press-work  should  be  ratably  distributed  over  the  whole  edition 
printed  of  volumes' 32  to  38,  and  also  the  rights  of  all  parties  under 
the  cross-bill,  and  the  rights  of  all  parties  to  the  said  action  of  replevin 
for  the  unsold  copies  of  volumes  32  to  38,  be  reserved  for  determination 
on  the  hearing  of  the  cross-bill. 

The  report  of  the  decision  of  the  circuit  court  on  the  exceptions  to  the 
reports  of  the  masters  is  found  in  24  Fed.  Hep.,  636.  From  such  final 
decree  the  defendants  composing  the  firm  of  Oallaghan  &  Co.  have  ap- 
pealed to  this  court. 

The  volumes  of  law  reports  of  which  the  plaintiff'  claims  a  copyright 
are  in  the  usual  form  of  such  works.    Each  volume  consists  of  a  title- 
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page,  of  a  statement  of  the  entry  of  copyright,  of  a  list  of  the  judges 
composing  the  ooart,  of  a  table  of  the  cases  reported  in  the  volame  in 
alphabetical  order,  of  a  head-note  or  syllabus  to  each  opinion,  with  the 
names  of  the  respective  counsel,  and  their  arguments  in  some  cases, 
and  a  statement  of  fiEhcts,  sometimes  embodied  in  the  opinion  and  some- 
times preceding  it,  and  of  an  index  arranged  alphabetically  and  consist- 
ing substantially  of  a  reproduction  of  the  head-notes.  Of  this  matter 
all  but  the  opinions  of  the  court  and  whs^t  is  contained  in  those  opin- 
ions is  the  work  of  the  reporter  and  the  result  of  intellectual  labor  on 
his  part. 

The  broad  proposition  is  contended  for  by  the  defendants,  that  these 
law  reports  are  public  property  and  are  not  susceptible  of  private  own- 
ership, and  can  not  be  the  subject  ot  copyright  under  the  legislation 
of  Congress.  It  is  urged  that  Mr.  Freeman,  the  reporter,  was  a  public 
officer,  whose  office  was  created  by  chapter  29  of  the  Revised  Statutes 
of  Illinois  of  1845,  which  enacted  as  follows  in  regard  to  the  Supreme 
Court  and  the  reporter : 

Sec.  20.  The  court  shall  appoint  Bome  person  learned  in  the  law  to  minnte  down 
and  make  report  of  all  the  principal  mattorsy  drawn  out  at  length,  with  the  opinion 
of  the  conrt,  in  all  sach  oases  as  may  be  tried  before  the  said  court;  and  the  said  re- 
porter shall  have  a  ri^ht  to  nse  the  original  written  opinion  after  it  shall  have  been 
recorded  by  the  cleric . 

Sec.  21.  The  reporter,  before  entering  upon  bis  duties,  shall  be  sworn  by  some  one 
of  the  Justices  of  the  Supreme  Court  faithfully  to  perform  the  duties  of  his  said  office. 
He  may,  for  misconduct  in  office,  neglect  of  duty,  incompetency,  or  other  eause  shown, 
to  be  entered  of  record,  be  remoyed  from  office. 

Sec.  22.  It  shall  be  the  duty  of  the  reporter  to  deliver  to  the  secretary  of  state,  as 
soon  as  convenient  after  publication,  such  number  of  copies  ot  the  respective  volumes 
of  the. reports  of  said  courts  as  may  be  necessary  to  enable  the  said  secretary  to  dis- 
tribate  the  same  in  the  manner  provided  in  the  following  section,  together  with  one 
hundred  copies  in  addition,  to  be  deposited  in  the  secretarv's  office  for  the  nse  of  tbe 
State. 

Section  23  provided  for  the  distribution  of  the  volumes  by  the  secre- 
tary of  state,  and  section  24  provided  that,  upon  the  delivery  of  the 
requisite  number  of  any  volume,  the  secretary  of  state  should  deliver 
to  the  reporter  a  certificate  specifying  the  number  of  copies  which  had 
been  so  delivered,  and  that  such  certificate  should  entitle  the  reporter 
to  a  warrant  drawn  by  the  auditor  of  public  accounts  upon  the  trens- 
ury  for  an  amount  for  those  volumes,  at  the  price  for  which  the  books 
should  be  sold  to  individuals,  provided  the  price  should  not  exceed 
the  ordinary  price  of  law  books  of  the  same  description,  to  be  deter- 
mined by  the  auditor,  treasurer,  and  secretary  of  state.  These  statu- 
tory provisions  were  amended  in  1863  by  making  the  term  of  office  of 
the  reporter  six  years,  and  in  1865  it  was  enacted  that  the  price  of 
the  volumes  to  be  delivered  to  the  secretary  of  state  should  be  $6  each* 

The  reporter  was  given  a  salary,  by  law,  in  1877,  of  $6,000  a  year. 

It  is  further  contended,  that  Mr.  Freeman,  in  preparing  tbe  official 
edition  of  the  rei>orts,  was  not  an  author  within  the  meaning  of  the  act 
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of  Congress,  and  that  it  was  not  intended  by  that  act  that  he  should  as- 
sert a  monopoly  in  the  result  of  his  official  labors. 

Bat,  although  there  can  be  no  copyright  in  the  qpinione  of  the  judges, 
or  in  the  work  lione  by  them  in  their  official  capacity  as  judges,  {Bank$ 
V.  Manchester^  U.  S.,)  yet  there  is  no  ground  of  public  policy  on  which 
a  rei)orter  who  prepares  a  volume  of  law  reports,  of  the  character  of 
thcise  in  this  case,  can,  in  the  absence  of  a  prohibitory  statute,  be  de- 
barred from  obtaining  a  copyright  for  the  volume,  which  will  cover  the 
matter  which  is  the  result  of  his  intellectual  labor. 

In  the  present  case  there  was  no  legislation  of  the  State  of  Illinois 
which  forbade  the  obtaining  of  such  a  copyright  by  Mr.  Freeman,  or 
which  directed  that  the  proprietary  ri^ht  which  would  exist  iu  him 
should  pass  to  the  State  of  Illinois,  or  that  the  copyright  should  be  taken 
out  for  or  in  the  name  of  the  State,  as  the  assignee  of  such  proprietary 
right.  Even  though  a  reporter  may  be  a  sworn  public  officer,  appointed 
by  the  authority  of  the  government  which  creates  the  court  of  which  he 
is  made  the  reporter,  and  even  though  he  may  be  paid  a  fixed  salary 
for  his  labors,  yet,  in  the  absence  of  any  inhibition  forbidding  him  to 
take  a  copyright  for  that  which  is  the  lawful  subject  of  copyright  in  him, 
or  reserving  a  copyright  to  the  government  as  the  assignee  of  his  work, 
he  is  not  deprived  of  the  privilege  of  taking  out  a  copyright,  which 
would  otherwise  exist.  There  is,  in  such  case,  a  tacit  assent  by  the 
government  to  his  exercising  such  privilege.  The  universal  practical 
construction  has  been  that  such  right  exists,  unless  it  is  affirmatively 
forbidden  or  taken  away ;.  and  the  right  has  been  exercised  by  numer- 
ous reporters,  officially  appointed,  made  sworn  public  officers,  and  paid 
a  salary,  under  the  government  both  of  States  and  of  the  United  States. 

This  question  Wais,  it  is  true,  not  directly  adjudged  in  Wheaton  v 
Peterit^  (8  Pet.,  590.)  In  that  case  the  owners  of  the  copyrights  of 
Wheaton's  Reports  of  the  Supreme  Court  of  the  United  States  brought 
a  suit  in  equity  against  Mr.  Peters  for  publishing  and  selling  a  volume 
of  his  Condensed  Reports  of  the  Supreme  Court.  The  bill  was  dis- 
missed by  the  circuit  court.  On  an  appeal  by  the  plaintiffs  to  this 
court  one  of  the  points  urged  by  the  defendants  was,  that  reports  of 
tiie  decisions  of  this  court,  published  by  a  reporter  appointed  under  the 
authority  of  an  act  of  Congress,  were  not  within  the  provisions  of  tbe 
law  for  the  protection  of  copyrights.  This  court  held  (1)  that  the 
plaintiffs  could  assert  no  common  law  right  to  the  exclusive  privilege 
of  publishing,  but  must  sustain  such  right,  if  at  all,  under  the  legisla- 
tion of  Congress;  (2)  that  under  such  legislation  there  must  have  been, 
in  order  to  secure  the  copyright,  a  compliance  with  the  provisions  of 
the  statute  in  regard  to  the  publication  in  a  newspaper  of  a  copy  of  the 
record  of  the  title  of  the  book,  and  in  regard  to  the  delivery  of  a  copy 
of  it,  after  publication^  to  the  Secretary  of  State.  The  court  remanded 
the  case  to  the  circuit  court  for  a  trial  by  jury,  as  to  whether  there  had 
been  a  compliance  with  the  above-named  requisites  of  the  act  of  Con- 
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gress.  In  a  note  by  Mr.  Peters,  at  page  618  of  the  leport  of  the  case, 
he  states  that  he  has  been  informed  that  the  ooart  did  not  consider  the 
point  whether  reports  of  the  decisions  of  the  court,  published  by  a  re- 
porter appointed  under  the  authority  of  an  act  of  Congress,  were  within 
the  provisions  of  the  law  for  the  protection  of  copyrights. 

When  the  suit  was  brought,  Mr.  Wheatou  had  published  the  twelve 
volumes  of  his  copyrighted  reporto.  The  allegation  of  the  bill  was, 
that  the  volume  complained  of,  published  by  Mr.  Peters,  contained  all 
the  reports  of  cases  found  in  the  first  volume  of  Wheaton's  Beporte.  It 
appears  from  the  report  of  the  case  and  the  record  in  it,  that  Mr. 
Wheaton  had  published  his  ILrst  volume  in  1816,  and  his  twelfth  volume 
in  1827.  From  March  3, 1'SIT,  for  three  years,  the  reporter  had  a  salary 
of  1 1.000  a  year,  and  the  same  salary  from  May  15, 1820,  to  March  3, 
1826,  and  for  three  years  from  February  22,  1827.  The  decree  of  this 
coart,  providing  for  a  trial  by  a  jury  (p.  698)  covered  the  entire  twelve 
volumes  of  Wheaton's  Reports. 

If  this  court  bad  been  of  opinion  that  there  could  not  have  been  a 
lawful  copyright  in  the  volumes  of  Wheaton's  Beports,  it  woald  have 
been  useless  to  send  the  case  back  to  the  circuit  court  for  an  inquiry 
whether  the  conditions  precedent  to  the  obtaining  of  a  lawful  copyright, 
under  the  act  of  Congress,  had  been  complied  with,  especially  in  view 
ofthe  fact  that  the  opinion  of  the  court  concludes  (p.  668)  with  this 
statement : 

'  It  may  be  proper  to  remark  that  the  conrt  are  nnanimoosly  of  opinion  that  no 
reporter  has  or  can  have  any  copyright  in  the  written  opinions  delivered  by  this 
court ;  and  that  the  judges  thereof  oannot  oonfer-ou  any  reporter  any  such  right. 

Therefore,  the  only  matter  in  Wheaton's  Beports  which  could  have 
been  the  subject  of  the  copyrights  in  regard  to  which  the  jury  trial  was 
directed  was  the  matter  not  embracing  the  written  opinions  of  the  court, 
namely,  the  title-page,  table  of  cases,  head-notes,  statements  of  facto, 
arguments  of  connsel,  and  index.  Such  work  of  the  reporter,  which 
may  be  the  lawful  subject  of  copyright,  comprehends  also  the  order  of 
arrangement  of  the  cases,  the  division  of  the  reports  into  volumes,  the 
numbering  and  paging  of  the  volumes,  the  table  ofthe  cases  cited  in  the 
opinions  (where  such  table  is  made,)  and  the  subdivision  of  the  index 
into  appropriate,  condensed  titles,  involving  the  distribution  ofthe  sub- 
jects of  the  various  head-notes,  and  cross-references,  where  such  exist, 
A  publication  of  the  mere  opinions  of  the  court,  in  a  volume,  without 
more,  would  be  comparatively  valueless  to  any  one. 

The  case  of  Wheaton  v.  Peters  was  decided  at  January  term,  1834. 
In  €hray  v.  Russell  (1  Story,  11,)  in  1839,  Mr.  Justice  Story,  in  speaking 
of  the  question  as  toliow  far  a  person  was  at  liberty  to  extract  the  sub- 
stance of  copyrighted  law  reporto,  says  (p.  20:) 

In  the  case  of  Wheaton  y.  Peten,  (8  Peters'  R.,  591,)  the  same  snbjeot  wasconsldered 
very  much  at  large.  It  was  not  doubted  by  the  court  that  Mr.  Peteia's  Condensed 
Reports  would  have  been  an  infringement  of  Mr.  Wheaton's  copyright,  topposiiig 
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ftluU  oopjngbt  properly  seonied  aoder  the  aot,  if  the  opinions  of  the  court  had  been 
or  ooold  be  the  proper  enbject  of  the  priTftte  copyright  by  Mr.  Wbeaton.  Bat  it  wae 
held  that  the  opinious  of  the  court,  being  pablished  nnder  the  aathority  of  Cougress, 
were  not  the  proper  subject  of  private  copyright.  Bot  it  was  as  little  doubted  by  the 
ooort  that  Mr.  Wheaton  had  a  copyright  in  his  own  marginal  notes,  and  in  tbe  argu- 
ments of  counsel  as  prepared  and  arranged  in  his  work.  The  cauM  went  back  to 
the  circuit  court  for  the  purpose  of  farther  inquiries  as  to  the  fact,  whether  ibe  requi- 
sites of  the  act  of  CongreM  had  been  complied  with  or  not  by  Mr.  Wheaton.  Tbia 
woald  have  been  wholly  useless  and  nngatory  unless  Mr.  Wheaton's  marginal  notes 
and  abstracts  of  arguments  conid  have  been  the  snbjeot  of  a  copyright  (for  that  was 
the  work  which  could  be  the  subject  of  a  copyright;)  so  that  if  Mr.  Peters  had  vio- 
lated that  right,  Mr.  Wheaton  was  entitled  to  redress. 

This  seems  to  as  to  be  a  proper  view  of  the  decision  in  Wheaton  v. 
Peterg,  and  that  decision  is  as  applicable  where  a  reporter  receives  a 
compensation  or  salary  from  the  Qovernment  as  where  he  does  not,  .in 
the  absence  of  any  restriction  against  his  obtaining  a  copyright 

In  the  present  case,  although  Mr.  Freeman,  during  the  period  of  his 
preparation  of  volumes  32  to  46,  received  no  direct  salary  from  the  State, 
it  is  contended  by  the  defendants  that  he  received  from  the  State  com- 
pensation for  his  services,  through  the  purchase  by  it,  under  a  statute, 
of  copies  of  his  volume  at  a  stated  price  of  $6  per  copy  for  553  copies 
of  each  volume,  and  that  this  was  substantially  the  payment  of  a  sal- 
ary to  him  by  the  State.  But,  as  stated  before,  in  tbe  view  we  take  of 
the  case,  the  question  of  a  salary  or  no  s&lary  has  no  bearing  upon  the 
subject. 

Tbe  general  proposition  that  the  reporter  of  a  volume  of  law  reports- 
can  obtain  a  copyright  for  it  as  an  author,  and  that  such  copyright  will 
cover  the  parts  of  the  book  of  which  he  is  the  author,  although  he  has 
DO  exclusive  right  in  the  judicial  opinions  published,  is  supported  by 
authority.  {Ourtis  on  Copyright j  131,  132 ;  Buttertoorth  v.  Robinson^  5 
Yesey,  709;  Gary  v.  Longman,  1  East,  358,  and  note,  362 ;  Matcman  v. 
Tegg,  2  ttussell,  385,  -398,  399;  Hodge$  v.  WeUh^  2  Irish  Eq.,  266,  287 ; 
Lewi$  V.  FuUarton,  2  Beav.,  6 ;  Saunders  v.  Smith,  3  Mylne  &  Or.,  711 ; 
Bweet  V.  Benning,  16  O.  B.,  491;  Jarrold  v.  HouUton,  3  Kay  &  Johns^ 
708,  719,  720.) 

It  is  further  contended  by  the  defendants  that  the  plaintiff  is  not  en- 
titled to  relief  in  respect  to  volumes  32  to  46,  because  he  did  not  comply 
with  the  conditions  of  the  statute  concerning  copyrights.  Those  vol- 
umes were  all  of  them  published  while  the  act  of  Oougress  of  February 
3, 1831,.c«  16,  (4  Stat.,  436,)  was  in  force.  The  fourth  section  of  that  act 
provided  that  no  person  should  be  entitled  to  the  benefit  of  tbe  act  un- 
less he  should,  before  publication,  deposit  a  printed  copy  of  the  title  of 
the  book  intended  to  be  copyrighted  in  the  clerk's  office  of  the  district 
court  of  the  district  wherein  the  author  or  proprietor  should  reside. 
The  section  also  required  that  the  clerk  should  record  such  title  forth- 
with, in  a  book,  in  words  prescribed  in  the  section,  giving  a  copy  of  the 
titie,  under  the  seal  of  the  court,  to  the  author  or  proprietor  whenever 
he  should  require  the  same.    It  also  provided  that  the  author  or  pro- 

v^wSa^-ai*  aK/\nlil      orf^KSn     4>Vk«*AA    mi%n«>1ta    fv*/\>n    fItA  rhnKllAoHntl   i\f   f.hA  HoaIt. 
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deliver  or  caase  to  be  delivered  a  copy  of  the  same  to  the  clerk  of  the 
district  court,  and  that  it  ahoahi  be  the  duty  of  the  clerk,  at  least  once 
in  every  year,  to  transmit  a  certified  list  of  all  such  records  of  copyright, 
including  the  titles  so  recorded,  and  the  dates  of  record,  and  also  all  the 
copies  of  books  deposited  in  his  office,  to  the  Secretary  of  State,  to  be 
deposited  in  his  office. 

Although,  under  section  6  of  the  same  act,  the  exclusive  right  to  the 
copyright  vests  upon  the  recording  of  the  title  of  the  book,  and  runs 
for  the  prescribed  period  from  that  date,  and  although  the  right  of  action 
for  infringement,  under  section  6,  also  accrues  at  that  time,  yet  it  is 
quite  clear  that,  under  section  4,  in  respect  at  least  to  suits  brought 
after  three  months  from  the  publication  of  the  book,  it  must  be  shown, 
as  a  condition  precedent  to  the  right  to  maintain  the  suit,  that  a  copy 
of  the  book  was  delivered  to  the  clerk  of  the  district  court  within  three 
months  from  the  publication. 

Section  5  of  the  same  act  provides  that  no- person  shall  be  entit}ed  to 
the  benefit  of  the  act,  unless  he  shall  give  information  of  copyright  be- 
ing secured,  by  causing  to  be  inserted  in  the  published  copies  on  the 
title  page  of  the  book  or  the  page  immediately  following,  the  words: 

Entered  aooording  to  act  of  CoogTMs,  Id  the  year  — >,  by  A.  fi.,  in  the  clerk's  offioe 
of  the  district  oonrt  of . 

Dndoubtedly  the  three  conditions  prescribed  by  the  statute,  namely, 
the  deposit  before  publication  of  the  printed  copy  of  the  title  of  the 
book,  the  giving  of  information  of  the  copyright  by  the  insertion  of  tbe 
notice  on  the  title  page  or  the  next  page,  and  the  depositing  of  a  copy 
of  the  book  within  three  months  after  the  publication,  are  conditions 
precedent  to  the  perfection  of  the  copyright.  ( Wkeaton  v.  Peters^  8  Pets, 
691;  Merrell  y.  Tice,  104  U.  S.,  557.) 

It  is  contended  by  the  defendants  that  the  plaintiff  has  not  proved 
the  date  of  the  publication  of  any  of  the  volnmes  in  question;  that 
the  only  proof  he  has  offered  is  in  the  form  of  certificates  by  the  olerk 
of  the  district  court,  showing  the  dates  of  the  filing  of  the  printed 
titles  of  the  volumes ;  and  that  he  has  failed  to  show  whether  snoh 
filing  preceiied  or  followed  the  publication  of  the  volumes. 

The  record  shows  that  the  plaintiff,  in  respect  of  volnmes  32  to  4A, 
offered  in  evidence  fifteen  certificates  made  by  William  H.  Bradley, 
clerk  of  the  District  Court  of  the  United  States  for  the  Northern  Dis- 
trict of  Illinois,  each  of  which  was  in  the  following  form,  except  as  to 
the  number  of  the  volume  and  its  contents,  and  except  that,  as  to  vol- 
umes  39  to  43,  the  name  *^ Eugene  B.  Myers"  and  as  to  volnmes  44  to 
46,  the  name  *^E.  B.  Myers,"  was  substituted  for  the  names  ^*B.  B. 
Myers  &  Chandler:" 

United  Statbs  of  Amkrica,  Northern  Dittriet  of  IlUnoi9,* m: 

CUERK'S  OFFICB  of  THE  DISTRICT  COURT  OF  THX 

Unitsd  Statbs  for  said  Distriot. 
Be  it  remembered,  thikt  on  the  12th  dfty  of  Aaffnst,  A.  D.  1866,  £.  B.  Myen  A  CfaiMid- 
ler,  of  said  district,  deposited  in  this  office  the  title  of  *  book  m  foUowa,  to  wit: 
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Keporte  of  cases  at  law  and  in  ohanoeryargaed  Mid  detarmined  in  the  Supreme  Conrt 
«f  niinois,  bf  NormMi  L.  Freemam,  ooaneelor-at-law,  yolame  32,  coataining  the  re-- 
msinder  of  the  eaaea  decided  at  the  April  term,  aud  a  part  of  the  oaeee  decided  at  the 
Noyember  term,  1863-- 

The  right  whereof  they  claim  as  proprietors,  in  oooformtty  with  an  act  of  Congress 
entitled  "  Ad  act  to  amend  the  seyeral  acts  respecting  copyrights.'' 

Wm.  H.  Bradlct,  Clerk, 

NosTHUtir  DuTRicT  OF  iLLnrou,  m: 

I,  Willlan  H.  Bradley,  Clerk  of  the  District  Court  of  the  United  States  for  the 
Northern  District  of  Illinois,  do  hereby  certify  the  foregoing  to  be  a  true  copy  from 
the  reeesds  of  said  coort  in  the  matter  of  the  entry  of  a  copyright  by  £.  B.  Myers  A 
Chaodior,  as  the  same  appears  of  record  in  said  court  and  now  remaioing  in  my 
eostody. 

lu  (estiraouy  whereof  I  haye  hereunto  set  my  hand  and  affixed  the  seal  of  said 
covrt,  at  my  office,  in  Chicago,  this  12th  di|y  oi  Augost,  A.  D  18(55,  and  of  our  in- 
dependence the  90th  year. 

[!..«.]  Wm.  H.  Bradlst,  Clerk. 

WorkdtfHposited  January  17, 1866. 

Wk.  H.  Bkaplbt,  Clerk. 

The  eertUteatoe  sliow  that  t)ie  dates  of  the  several  deposits  of  the 
titles  and  of  the  works  were  as  hereinbefore  stated.  The  eertiflcate  to 
fbe  eopy  of  the  title  bears  date  in  each  case  the  same  day  as  the  deposit 
of  the  title.  In  each  case  the  memorandam  of  the  deposit  of  the  work 
was  in  the  same  form  as  that  in  regar<l  to  volame  32,  with  the  necessary 
change  of  date,  except  that  in  regard  to  volam^es  35,  36,  42, 43,  and  44, 
the  memorandam  was/*  Work  deposited  in  my  office,"  with  the  date. 
When  the  certiftcates  were  offered  in  evidence,  the  defendants  objected 
to  the  introduction  of  that  portion  of  each  of  the  papers,  at  the  bottom 
thereof,  which  purported  to  show  the  date  when  the  volome  was  de- 
posited, on  the  ground  that  the  same  constitnted  no  part  of  the  certifi- 
cate, bat  was  a  mere  anonymoas  statement;  that  it  did  not  appear 
when  or  by  whom  the  same  was  made,  and  that  the  evidence  was  in- 
competent to  show  the  date  of  the  deposit  The  objection  was  over- 
mled  by  the  conrt,  and  the  defendants  excepted.  They  also  objected 
to  the  introduction  of  the  paper  pertaining  to  volume  34,  on  the  ground 
that,  even  if  the  memorandum  at  the  bottom  of  the  paper  was  com- 
petent evidence  of  the  date  when  the  volume  was  deposited,  the  deposit 
was  made  at  the  same  time  with  the  deposit  of  the  printed  title  page, 
namdy,  October  23, 1866;  that  it  did  not  appear  that  the  title  page 
was  filed  in  advance  of  the  publication  and  the  work  deposited  after 
publication ;  and  that  the  paper  was,  therefore,  incompetent  as  evidence.  * 
The  objection  was  overruled  by  the  court,  and  the  defendants  excepted 
to  such  ruling. 

The  defendants  also  objected  to  the  introduction  of  the  paper  as  to 
voinme  35,  for  the  reason  that  it  purported  to  show  that  the  title  of  the 
volume  was  deposited  on  the  2Sth  of  January,  1867,  while  the  printed 
notice  on  the  back  of  the  title  page  of  that  volume  stated  that  thQ 
copyright  was  entered  ^Hn  the  year  1866; "  and  that,  because  of  such 
2016  PAT ^21 
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variance,  the  paper  was  incompeteDt  as  evidence.  The  olyection  was 
overraled  by  the  coart,  and  the  defendants  excepted  to  the  raling. 
These  varioas  objections  are  now  nrged  by  the  defendants,  and  it  is 
contended  that  the  memorandum  of  the  date  of  the  deposit  of  the  work, 
written  on  the  certiUcate  and'  purporting  to  be  signed  by  the  clerk,  is 
not  in  the  form  of  a  certificate  by  the  clerk  of  the  fact  and  the  date  of 
the  deposit  of  the  book,  and  is  not  competent  proof  of  sach  fact  or  date, 
and  is  not  attested  by  the  official  senl  of  the  clerk ;  and  that  no  proof 
was  offered  as  to  the  genuineness  of  the  signature  purporting  to  be 
that  of  the  clerk. 

The  statute  makes  no  provision  for  the  keeping  by  the  clerk  of  a  rec- 
ord of  the  deposit  of  th^  book  with  him  after  publication.  The  memo- 
randum Qf  the  deposit  of  the  book,  signed  in  each  case  by  the  derk^ 
appears  to  have  been  written  in  each  case  on  the  certified  copy,  fur- 
nished to  the  proprietor  by  the  clerk,  of  the  record  of  the  deposit  of  the 
title  of  the  book.  The  two  things  were  thus  connected  together  by  the 
act  of  the  officer  whose  duty  it  was  to  receive  both  the  deposit  df  the 
title  and  the  deposit  of  the  book.  The  paper  amounts  to  a  sufficient 
certificate  by  him  of  the  fact  and  the  date  of  the  deposit  of  the  book. 
In  the  absence  of  evidence  to  the  contrary,  which  it  was  open  to  the 
defendants  to  introduce,  it  must  be  presumed  that  the  deposit  x>f  the 
title  was  made  in  each  case  before  publication,  and,  also,  that  in  ev.eiy 
instance  where  the  work  purports  to  have  been  deposited  within  three 
months  after  the  date  of  the  deposit  of  the  title,  it  was  deposited  within 
three  months  after  publication.  So,  also,  in  the  case  of  volume  34  it 
must  be  equally  presunled,  in  the  absence  of  evidence  to  the  contrary, 
that  the  deposit  of  the  title  was  made  before  publication,  and  that  the 
deposit  of  the  work,  though  made  on  the  same  day  with  the  deposit  of 
the  title,  was  not  made  prior  to  publication.  In  the  case  of  volume  32^ 
however,  although  it  is  to  be  presumed  that  the  title  wa6  deposited  be- 
fore publication,  yet,  as  the  work  was  deposited  five  months  and  five 
days  after  the  deposit  of  the  title,  it  can  not  be  presumed  that  such  de- 
I>osit  of  the  work  was  made  within  three  months  after  publication.  The 
evidence  therefore  fails  as  to  volume  32,  but  it  is  sufficient,  i^n'ma/ooie, 
as  to  all  the  other  volumes. 

Section  4  of  the  act  of  183 1  requires  the  clerk  to  give  a  copy  of 
the  title  as  deposited  and  recorded,  under  the  seal  of  the  court,  to 
the  author  or  proprietor  who  deposits  it  whenever  he  small  require  the 
same.  Necessarily  such  a  copy  is  sufficient  i^rtma  fade  evidence  of  the 
deposit  of  the  title.  Such  a  copy  was  given  in  regard  to  each  of  the  vol- 
umes in  question  here.  On  each  of  these  papers  the  memorandum  of 
the  fact  and  of  the  date  of  deposit  of  the  work,  signed  by  the  clerk, 
was  written.  The  clerk  was  the  officer  required  to  receive  the  deposit 
of  the  work.  He  was  not  required  to  keep  a  record  of  such  deposit,  and 
he  was  required  to  transmit  the  works  so  deposited  to  the  Secretary  of 
State,  at  least  once  a  year.    The  memorandum  in  the  present  case  of 


DECISI0K8  OF   U.    8.   COURTS   IX  PATENT  OASES.  328 

the  faet  and  date  of  the  deposit,  parportiDg  to  be  sigued  by  the  clerk, 
mast  be  regarded  as  a  safflcieDt  prima  foMe  certificate  of  such  deposit, 
and  as  competeut  evidence  of  the  fact  and  of  the  date,  witboat  fdrther 
proof  of  the  signatare  of  tbe  clerk,  that  being  on  the  same  paper  with 
his  signature  as  clerk  to  the  certificate  of  the  copy  of  the  recocd  of  the 
deposit  of  the  title,  and  it  being  open  to  the  defendants  to  show  that 
his  signature  to  the  memorandum  was  not  genuine. 

We  do  not  tb  ink*  the  present  case  is  governed  by  the  decisio.iiin  Mer- 
reU  V.  Tioe^  (104  U.  S.,  559.)  In  that  case  the  librarian  of  Congress  had 
given  a  certificate  to  a  copy  of  tbe  record  of  the  deposit  of  the  title  of 
the  book.  On  that  paper  was  written  a  memorandam  in  these  words: 
c'  Two  copies  of  the  above  publication  deposited"  on  a  date  gfven.  This 
memorandam  was  not  signed  by  the  Librarian  of  Congress.  This  court 
held  the  memorandum  not  to  be  competent  as  proof*of  the  dei>08it  of 
the  two  copies  of  the  book,  on  the  ground  that  it  was  not  a  certificate 
of  that  fact.  We  are  of  opinion  that  the  memorandum  in  the  present 
caso,  purporting  to  be  signed  by  the  same  clerk,  is 'substantially  a  cer- 
tificate of  the  ^ict  and  date  of  the  deposit  of  the  work,  written  by  him 
on  the  same  paper  with  the  other  certificate;  and  that  it  is  not  open  to 
the  objection  which  obtained  in  the  case  of  Merrell  v.  Tice. 

The  defendants  offered  in  evidence  certificates  made  by  the  auditor 
of  public  accounts  and  by  the  secretary  of  state  of  the  State  of  Illinois, 
showing  that,  on  the  2d  of  Octolier,  1865,  Mr.  Freeman  delivered  to  the 
secretary  of  state,  for  the  use'  of  the  State,  553  copies  of  volume  32,  re- 
quired by  law  to  be  furnished  by  the  reporter,  and,  on  the  23d  of  Octo- 
ber«  1860,  553  copies  of  volume  34.  The  introduction  of  this  evidence 
was  objected  to  by  the  plaintiff,  on  the  ground  that  the  papers  consti- 
tuted no  evidence  of  the  publication  of  either  of  the  volumes,  and  were 
incompetent.  The  objection  was  sustained  by  the  court,  and  the  de- 
fendants excepted  to  the  ruling.  The  exclusion  of  these  papers  is 
assigned  as  error.  The  papers  also  show  the  payment  by  the  State, 
for  each  set  of  the  copies,  at  the  rate  of  $6  per  volume.  As  the  deliv- 
ery of  the  copies  of  volume  32  to  the  secretary  of  state,  for  the  use  of 
the  St^te,  took  place  on  the  2d  of  October,  1865,  and  the  work  was  not 
deposited  in  the  clerk's  office  until  the  17th  of  January,  1866,  it  is  con- 
tended that  such  delivery  of  the  copies  to  the  State  was  a  publication 
of  the  volume,  and  that  the  deposit  of  it  did  not  take  place  until  three 
months  and  fifteen  days  after  publication.  We  think  this  assignment 
of  error  must  prevail;  that  the  evidence  offered  was  competent;  that 
the  delivery  of  the  copies  for  the  use  of  the  State  was  a  publication  of 
the  volume;  that  the  deposit  of  the  woils:  was  not  made  in  time;  and 
that  the  copyright  of  volume  32  therefore  fails.  But  we  do  not  think 
the  same  objection  is  tenable  as  to  volume  34,  although  the  553  copies 
of  that  volume  were  delivered  on  October  23,  1866,'  and  the  title  and 
the  work  were  both  of  them  deposited  on  that  day.  It  must  be  pre- 
sumed, in  the  absence  of  evidence  to  the  contrary,  that  the  deposit  of 
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the  title  preceded  the  pablicatioD,  and  that  the  delivery  of  the  copies 
to  the  secretary  of  state  preceded  the  deposit  of  the  work  in  the  clerk's 
office.  Where  the  three  thiugs  are.  prescribed  by  the  statute  to  be 
done  in  consecative  order,  and  all  three  appear  to  have  been  done  on 
the  same  day,  it  will  be  presumed  that  the  statute  was  complied  with, 
leaving  the  prima  facie  evidence  open  to  be  rebutted. 

In  regard  to  volume  35«  the  title  was  deposited  January  28, 1867,  ana 
the  notice  printed  in  the  volume  purports  to  show  that  the  copyright 
was  entered  in  1866.  The  statute  required  that  each  copy  of  the  book 
should  have  in^rted  in  it  a  statement  of  the  year  the  copyright  was 
entered.  It  is  sufficient  to  say,  in  answer  to  this  objection,  that  the 
variance  must  be  regarded  as  immaterial,  inasmuch  ae  the  statement 
that  the  title  was  recorded  in  an  earlier  year  than  the  actual  year,  being 
conclusive  on  the  person  taking  the  copyright,  could  cause  no  injury  to 
any  other  person  or  to  the  public,  because  the  copyright  would  expire 
in  twenty-eight  years  from  the  expiration  of  the  year  stated  in  the  notice 
in  the  book,  and  not  in  twenty-eight  years  from  the  time  of  the  record- 
ing of  the  title. 

In  regard  to  volume  36,  it  is  objected  that  the  certificate  of  the  clerk 
shows  that  the  printed  title  was  deposited  by  «<  E.  B.  Myers  &  Chand- 
ler,'' and  that  the  printed  notice  of  the  entry  of  copyright  in  the  volume 
as  published  purports  to  show  that  the  copyright  was  entered  by  B.  B. 
Myers  alone.  We  think  that,  under  the  circumstances  of  the  case,  as 
the  printed  notice  contained  the  name  of  E.  B.  Myers,  the  variance  was 
immaterial,  and  that  the  statute  was  substantially  complied  with,  par- 
ticularly as  it  is  not  shown  that  the  defendants  were  misled  by  the  vari- 
ance or  induced  to  do  or  omit  anything  because  of  it. 

It  is  also  urged  by  the  defendants  that  the  court  erred  in  finding  the 
title  to  the  volumes  to  t>e  in  the  plaintiff,  because  he  failed  to  prove  any 
written  assignment  or  transfer  to  him  from  Mr.  Freeman  as  to  any  of 
the  volumes,  or  from  Chandler  as  to  his  <illeged  interest  in  volnmes  32 
to  38,  or  to  prove  any  means  throngh  which  he  derived  title  to  any  of 
the  volumes.  By  section  4  of  the  act  of  1831  the  proprietor  of  a  book, 
as  well  as  its  author,  could  obtain  a  copyright,  and  provision  was  made, 
in  the  form  of  record  given  in  that  section,  for  a  claim  by  the  depositor 
of  the  title  of  the  book  as  its  proprietor,  and  for  the  deposit  of  tlie  copy 
of  the  book  by  the  proprietor.  While,  after  the  obtaining  of  a  copy- 
right, a  written  assignment  may  be  necessary  to  convey  title  to  it,  or  a 
written  license  to  give  a  ri^ht  to  reproduce  copies  of  the  copyrighted 
book,  we  perceive  no  reason  why  Myers  or  Myers  &  Chandler  could  not 
become  the  owners  by  a  parol  transfer  of  whatever  right  Mr.  Freeman, 
prior  to  the  taking  of  the  copyright,  had  to  convey.  While  the  work 
was  in  manuscript  no  written  transfer  of  such  manuscript  from  Mr. 
Freeman  was  necessary,  because  the  copyright  had  not  yet  been  taken. 
Moreover,  the  defendants,  in  all  their  transactions  with  the  plaintiff, 
recognised  his  title  to  the  copyrights  of  volumes  32  to  38,  as  to  which 
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the  titles  had  been  deposited  by  B.  B.  Myers  &  Ohattdler,  and  parol 
evidence  that  the  plaintiff  owned  the  oopyrit^hte  of  volumes  32  to  46  at 
the  time  the  infringements  wece  committed,  was  iotrodaced  without 
objection,  and  was  salBciently  jirima  fwAt  evidence  until  rebutted.  If 
the  defendants  had  objected  to  this  parol  evidence  the  production  of 
the  written  assignment  from  Chandler,  set  up  in  the  bill,  could  have 
been  required 

It  is  also  objected  that  the  plaintiff  acquiesced  in,  consented  to,  and 
ratified  the  publication  of  the  volumes  by  the  defendants,  and  was 
guilty  of  laches  in  bringing  his  suit.  The  evidence  ou  this  subject  is 
voluminous,  and  it  would  not  be  profitable,  either  for  the  purposes  of 
this  case  or  as  a  guide  for  any  other  case,  to  discuss  it  at  length.  We 
are  of  opinion  that  neither  of  these  defenses  is  established ;  that  the 
plaintiff  did  not  consent  to  the  republication  of  the  volames  by  the  de- 
feodauts  \  that  he  never  abandoned  his  copyrights,  or  consented  to 
surrender  them  without  consideration,  or  gave  the  defendants  canse  to 
understand  that  he  did  so  or  would  do  so;  that  he  never  acquiesced  in 
any  infringement  of  his  copyrights  by  the  defendants ;  and  that  he 
was  not  guilty  of  laches  in  seeking  relief.  The  defendants  recognized 
his  copyrights  in  volumes  32  to  38,  by  offering  to  purchase  them,  and 
there  was  considerable  negotiation  on  that  subject.  This  fact  is  incon- 
sistent with  consent  and  abandonment,  and  the  other  evidence  in  the 
case  is  inconsistent  with  any  abandonment 

It  is  also  contended  by  the  defendants,  that  each  of  the  volumes  as 
published  by  them  was  a  new  and  independent  work,  not  copied  from 
that  of  the  plaintiff,  but  prepared  by  the  original  labor  of  the  editors 
employed  by  the  defedants.  While  it  is  admitted  that  volumes  32  to 
38,  as  published  by  the  defendants,  were,  with  the  exception  of  the  foot- 
notes, prepared  entirely  from  the  plaintiiFs  volumes,  it  is  conten<ted 
that  volumes  39  and  41  to  46  were,  with  the  exception  of  the  opinions  of 
the  judges,  prepared  from  the  records  and  files  of  the  Supreme  Oourt  of 
Illinois.  The  evidence  on  the  subject  of  infringement  is  very  full  and 
minute.  It  is  impossible  for  us  to  discuss  it  at  length,  and  we  must 
content  ourselves  with  stating,  as  a  general  result,  that  we  concur  in 
the  views  stated  by  Judge  Drnmmond,  in  his  decision  in  the  circuit 
oourt,  in  regard  to  volumes  32  to  38.    He  says,  (10  Bissell,  139, 147 :) 

In  consideriog  the  qaettion  of  infringement  of  the  oopyright  by  the  defendautR,  it 
tnnst  be  borne  in  mind  what  is  the  chftraeter  of  the  work.  They  are  reports  of  tho 
decisions  of  the  Sapieme  Court  of  this  State,  to  whioh  no  one  can  have  a  copyright ; 
bnt  he  may  have  to  the  head-notes  and  statements  of  each  case,  and  of  the  argnmentH 
of  eonnsel.  These  head-notes  and  statements  which  have  been  made  are  in  them- 
aelvee  an  abridgment;  the  one  of  the  opinions  of  the  eonrt,  consisting  of  the  princi- 
ples of  law  deoidedy  and  the  other  an  abstract  of  the  facts  and  of  the  argament^.  it 
ahonld  also  be  stated  that  the  volnmes  of  the  defendants,  as  edited  by  those  employed 
by  them,  are  very  mnob  condensed  as  compared  with  Mr.  Freeman's  reports,  and  yet 
tbe  paging  of  the  volnmes  is  substantially  the  same  thronghont,  so  that  the  cases  in 
tiie  corresponding  volnmes  appear  on  the  same  page.  The  list  of  oases  whioh  pre- 
Mde  each  report  is  the  same.    The  defendants  BweU  and  Denslow,  who  were  em- 
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ployed  by  the  other  defendants  to  annotate  these  decisiong  or  reports,  both  state, 
upon  examination,  that  their  work  was  independent  of  that  of  Mr.  Freeman ;  bnt  it 
appears  from  the  evidence  that  all  the  volumes  of  Mr.  Freeman  were  used  in  thns  ed- 
iting or  annotating ;  and  although  it  may  have  been  their  intention  to  make  an  inde- 
pendent work,  it  is  apparent  from  a  comparison  of  the  Freeman  volumes  and  those  of 
the  defendants  that  the  former  were  used  thronghont  by  the  editors  employed  by 
the  defendants.  It  is  tme  that  in  each  volnme,  perhaps  in  the  majority  of  oases, 
there  is  the  appearanoe  of  independent  labor  performed  by  them  withoat  regard  to 
the  volumes  of  Mr.  Freeman ;  but  yet  in  every  volume  it  is  also  apparent  that  Mr 
Freeman's  volnmes  were  used ;  in  some  instances  words  and  sentences  copied  without 
change :  in  others,  changed  only  in  form ;  and  the  conclusion  is  irresistible,  that  for 
a  large  portion  of  the  work  performe  i  in  behalf  of  the  defendants  the  editors  did 
not  resort  to  original  souroes  of  information,  but  obtained  that  information  from  the 
volumes  of  Mr.  Freeman.  Undoubtedly  it  was  competent  for  an  editor  lo  take  the 
opinions  of  the  Supreme  Court,  and  possibly  from  the  volnmes  of  Mr.  Freeman^  and 
make  an  independent  work ;  but  it  is  always  attended  with  great  risk  for  a  person 
to  fiit  down,  and,  with  the  copyright  volume  of  law  reports  before  him,  nndeiQbaketa 
make  an  independent  report  of  a  case.  It  is  not  difficult  to  do  this,  going  to  the  origi- 
nal sonrces  of  information,to  the  decisions  of  the  court,the  briefs  of  counsel,  the  records 
on  file  in  the  clerk's  office,  without  regard  to  the  regular  volumes  of  reports.  Any 
one  who  has  tried  it  can  easily  understand  the  difierence  between  the  head-notes  of 
two  persons,  equally  good  lawyers,  and  equally  critical  in  the  examination  of  an 
opinion,  where  they  are  made  up  independent  of  each  other ;  and,  bearing  in  mind 
this  fact,  it  seems  to  be  beyond  controversy,  that  although  in  many,  and  perhaps 
most  instances  there  is  a  very  considerable  diiference  between  the  head-notes  of  the 
defendants'  volumes  and  those  of  the  plaintiff,  the  latter  have  been  freely  used  in  the 
preparation  of  the  former.  I  couolnde,  therefore,  that  the  defendants  have,  in  the 
preparation  of  those  volumes,  from  32  to  38,  inclusive,  of  the  Illinois  Reports,  used 
the  volumes  of  the  plaintiff  so  as  to  interfere  with  his  copyright. 

So,  also,  we  concur  with  the  coqcIusIodb  of  Judge  Drummond  in  re- 
gard to  volumes  39  to  46.    He  says,  (20  Fed.  Bep.,  441 :) 

The  present  inquiry  is  limited  to  what  is  alleged  to  be  an  infringement  by  the  de- 
fendants of  volumes  39  to  46,  inclusive,  of  Mr.  Freeman's  Illinois  Reports.  Volume 
40  seems  never  to  have  been  regularly  published  like  the  other  volumes,  although  the 
evidence  of  the  infringement  of  the  plaintiff's  copyright  in  that  volume  is  perhaps 
stronger  than  that  applicable  to  any  of  the  other  volumes  named.  Upon  comparing 
parts  of  each  of  the  volumes,  those  of  the  complainant  and  of  the  defendants,  one  with 
the  other,  I  think  there  can  be  no  doubt  that  in  some  respects,  in  each  case,  the  Free- 
man volnme  has  been  used  by  the  defendants  in  the  head-notes,  the  statements  of 
the  facts,  and  the  arguments  of  counsel.  That  is,  there  are  certain  unmistakable  U^ 
dicia,  that  in  every  volume  prepared  by  the  defendants  they  have  not  confined  them- 
selves solely  to  the  original  souroes  of  information,  namely,  the  opinions  of  the  judges, 
the  ixicords,  and  the  arguments  of  counsel. 

He  also  8ay8,^(p.  442 :) 

The  fact  appears  to  be,  and  indeed  it  is  not  a  subject  of  controversy,  that  in  arranic- 
ing  the  order  of  cases,  and  in  the  paging  of  the  different  volumes,  the  Freeman  edi* 
tion  has  been  followed  by  the  defendants;  bnt,  while  this  is  so,  I  should  not  feel  in- 
clined, merely  on  that  account  and  independent  of  other  matters,  to  give  a  decree  to 
t  .e  plaintiff,  although  it  is  claimed  that  thearrangeiiieut  of  the  cases  and  the  paging 
of  the  volumes  are  protected  by  a  copyright.  Undoubtedly,  in  some  cases,  where  are 
iuvolved  labor,  talent,  judgment,  the  classification  and  disposition  of  subjects  in  a 
book  eutitle  it  to  a  copyright.  But  the  arrangement  of  law  cases  and  the  paging  of 
the  boi)k  may  depend  simply  on  the  will  of  the  printer,  of  the  re{iorter,  orpnbliaher, 
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or  the  order  in  which  the  cMes  have  been  decided,  or  apon  other  accidental  cironm- 
Btancee.  Here  the  object  on  the  part  of  the  defendants  seems  to  have  been  thai 
there  shoald  not  be  confusion  in  the  references  and  examination  of  cases ;  bnt  the  ar- 
rangemeut  of  cases  and  the  paging  of  the  ▼olnmes  is  a  labor  inconsiderable  in  itself^ 
and  I  regard  it,  not  as  an  indepeodcDt  matter,  bnt  in  connection  with  other  similari- 
Ciee  existing  between  the  two  editions,  when  I  say,  taking  the  whole  together,  the 
Freeman  volames  hare  been  used  in  editing  and  publishing  the  defendants'  volumes. 

It  may  be  added  that  one  of  the  most  Bigaiftcant  evidences  of  infringe- 
ment exists  freqaently  in  the  defendants'  yolnmes,  namely,  the  copy- 
ing of  errors  made  by  Mr.  Freeman. 

The  next  objection  nrged  is  that  the  defendants  were  compelled  to 
prod  ace  their  books  and  papers  on  the  acconnting  before  the  master, 
the  plaintiff  having  sought  a  forfeitnre  of  the  copies  of  volames  32  to 
38 ;  and  that  the  defendants  were  thereby  compelled  to  prodnce  evidence 
against  themselves  in  aid  of  sach  forfeiture. 

The  original  bill  prays  for  a  decree  that  all  of  the  copies  published 
by  the  defendants  of  volumes  32  to  38  be  forfeited  to  the  plaintiff,  and 
that  the  defendants  be  required  to  deliver  the  same  to  him.  The  sup- 
plemental bill  contains  no  such  prayer  in  regard  to  volumes  39  and  41 
to  46,  but  contains  a  prayer  for  general  relief.  The  cross-bill  and  the 
Miswer  to  it  show  that  Meyers  brought  an  action  of  replevin  against 
Gallaghan  &  Go.,  to  recover  as  forfeited  the  copies  of  the  infringing 
volumes  32  to  38.  The  ilnal  decree  shows  that  the  cross-suit  was  not 
brought  to  a  hearing  with  the  original  suit.  On  the  contrary,  the  final 
decree  reserves  for  consideration  and  determination,  on  the  hearing  of 
the  crossbill,  the  rights  of  the  parties  thereunder,  and  their  rights  in 
respect  to  the  action  of  replevin  to  recover  possession  of  the  unsold 
copies  of  volumes  32  to  38.  Although,  under  the  provisions  of  the  in- 
terlocutory decree  in  respect  to  volumes  32  to  38,  the  defendants  were 
required  to  produce  their  account-books  and  papers  before  the  masteri 
and  were  examined  in  regard  to  them,  yet  the  Anal  decree  did  not 
award  any  forfeiture,  and  so  no  injury  has  resulted  to  the  defendants 
by  reason  of  such  provision  of  the  interlocutory  decree,  or  by  reason  of 
any  action  thereunder.  Irrespective  of  this,  it  is  determined  by  the 
case  of  Stevens  v.  Gladding^  (17  How.,  447,)  that  the  penalties  given  by 
section  7  of  the  copyright  act  of  1831  can  not  be  enforced  in  a  suit  in 
equity.  The  provision  of  the  interlocutory  decree  for  an  examination  of 
the  defendants  in  regard  to  the  subject  of  inquiry,  and  for  the  produc* 
tiou  by  them  of  their  account-books  and  papers,  is  the  usual  provision 
in  an  interlocutory  decree  in  a  suit  in  equity  for  the  iufringement  of  a 
<^pyi'lKl^t.  As  the  forfeiture  of  the  volumes  could  not  be  obtained  by 
this  suit,  although  prayed  for  in  the  bill,  the  evidence  was  admissible. 

We  now  come  to  the  question  of  damages.'  It  is  contended  that  the 
circuit  court  erred  in  disallowing  to  the  defendants  a  credit  for  stereo- 
typing volumes  32  to  46.  Both  of  the  masters  refused  to  allow  credit 
for  the  cost  of  stereotyping.  Stereotyping  was  not  a  necessary  incident 
of  printing  and  publishing,  as  type-setting  was.    It  was  resorted  to  by 
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the  defendants  to  enable  them  the  more  sacoessfally  and  profitably  to 
infringe,  by  dispensing  with  the  necessity  of  resetting  the  type  for  every 
new  edition,  and  thus  reducing  the  cost  of  maltiplying  copies  in  the  fa- 
tare.  The  stereotype-plates  were  made  without  the  consent  of  the 
plaintiff,  and  if  credit  is  allowed  for  thea  the  plaintiff  is  compelled  to 
bay  and  pay  for  them^  when  they  are  useless  to  him,  and  when  he  has 
stereotyped  for  himself  TolaoMe  .^  to  46w 

It  is  also  contended  thai  both  of  the  masters  erred  in  disallowing  a 
credit  to  the  defendants  for  the  amouiit  paid  to  the  different  members 
of  their  firm  for  their  services,  in  the  way  of  salaries,  as  a  part  of  the 
expense  of  condiictiiig  their  business,  being  the  amount  of  about  $12,000 
a  year  during  the  period  in  controversy.  Tbese  amounts  were  drawn 
by  the  defendants  under  the  partnership  agreement,  as  family  and  per- 
sonal expenses.  We  do  not  think  that  the  value  of  the  time  of  an  in- 
fringer, or  the  expense  of  the  living  of  famself  or  his  family,  while  he 
is  engaged  in  violating  tiie  rightsof  the  plaintifE^  is  to  be  allowed  to  him 
as  a  credit,  and  thus  the  plaintiff  be  compelled  to  pay  the  defendant 
for  his  time  and  expenses  while  engaged  in  infringing  the  copyright.  If 
the  defendants,  instead  ot  employing  others  to  do  the  work,  had  chosen 
to  do  it  themselves,  they  might  as  well  have  made  a  charge,  and 
claimed  to  have  been  credited  for  it,  of  so  much  a  month  or  year  for 
their  services  in  preparing  the  infringing  volumes.  (ElisuAetk  v.  Pave- 
ment Co.j  97  U.  8.,  126, 139.)  The  case  stands  on  a  different  footing  from 
that  Of  tbe  salaries  of  the  managing  officers  of  a  corporation,  as  in  Bmb- 
her  Company  v.  Ooodyear^  (9  Wall.,  788.) 

The  defendants  also  object  that  the  master,  Mr.  Bennett,  should  have 
found  the  number  of  volumes  sold  by  the  defendants  to  have  been  103 
less,  and  that  the  total  number  of  bound  volumes  on  hand  found  by 
him  was  erroneous,  as  also  was  the  total  number  of  volumes  found  by 
him  to  have  been  on  hand  unsold.  The  exceptions  to  the  master's  re- 
port in  these  respects  substantially  complain  that  the  master  found  too 
many  volumes  to  have  been  sold,  by  103.  We  do  not  perceive  any 
error  in  the  above  particulars.  The  master,  Mr.  Bennett,  rightfully  ex- 
cluded a  credit  for  the  cost  of  producing  copies  of  the  volumes  which 
the  defendants  did  not  sell.  There  were  no  profits  fr^m  copies  not  sold, 
and  therefore  there  could  have  been  nothing  to  charge  against  such 
profits. 

In  regard  to  the  exceptions  to  the  report  of  Mr.  Bennett,  that  he 
found  the  average  selling  price  of  the  defendant's  volumes  to  be  $4.04 
each,  instead  of  $4.34,  and  that  be  found  their  gross  receipts  from  sales 
of  the  infringing  volumes  to  have  been  $10,231.48  instead  of  $9,469.37, 
we  are  ot  opinion  that  the  selling  price  found  and  the  gross  receii>ts 
found  were  not  too  high. 

We  do  not  concur  in  the  view  of  the  defendants  that  there  were  no 
net  receipts  or  profits  on  the  sales  of  volumes  39  to  46,  or  in  the  view 
that  the  master,  Mr.  Bennett,  erred  in  refusing  credit  to  the  defendants 
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for  the  amoaiit  paid  by  them  for  editorial  work  in  preparing  their  vol- 
nmes,  or  in  the  view  that  the  circait  oonrt  erred  in  allowing  the  $340.70 
as  profits  on  the  resales  of  the  156  volumes  mentioned  in  the  first  and 
second  exceptions  of  the  plaintiff  to  the  report  of  the  master,  Mr.  Ben- 
nett. 

la  regard  to  the  166  copies,  they  were  volumes  which  had  been  al- 
ready sold  by  the  defendants,  and  which  they  purchased  as  second- 
hand books  and  resold.  The  master  had  held  that,  as  he  had  charged 
the  defendants  with  the  profits  on  the  flrst^sale  of  these  volumes,  the 
profits  on  their  resale  could  not  be  charged  against  them.  Th«^  circuit 
court  overruled  this  view,  and,  as  we  think,  properly.  The  sale  of  the 
volume  originally  prevented  the  purchase  Irom  the  plantiff  of  a  lawful 
volume,  and  the  sale  of  the  same  infringing  volume  a  second  time  pre- 
vented the  purchase  from  the  plaintiff  of  another  lawful  volume.  The 
plaintiff  was  thus  twice  injured  by  the  acts  of  the  defendants,  and  the 
sales  of  the  second-hand  volumes  must  be  accounted  for  as  if  they  were 
first  sales.    {BirdseU  v.  Shaliol,  112  U.  8.,  485,  487,  488.) 

l^^e  circuit  court  held  that  the  master  approximated  as  nearly  as 
could  be  done  tx>  the  true  amount  in  fixing  the  selling  price  at  $4.64  per 
volume.    We  concur  in  this  view. 

In  regard  to  the  eighth  exception  of  the  defendants  to  the  report  of 
the  master,  Mr.  Bennett,  that  he  had  credited  the  defendants,  in  their 
expense  account,  with  only  12  per  cent,  on  their  gross  sales,  instead  of 
17  per  cent.,  the  circuit  court  held  that,  as  Mr.  Bennett  had  allowed  12 
per  cent,  and  Mr  Bishop  had  allowe<l  12}  per  cent,  for  such  average  ex- 
penses, and  those  conclusions  were  so  nearly  alike,  the  court  would 
allow  their  findings  in  this  regard  to  stand.  We  concur  in  this  view, 
and  also  in  the  conclusion  of  the  circuit  court  sustaining  the  findings  of 
the  two  masters  as  to  the  average  price  per  volume  at  which  the  de- 
fendants sold  the  volumes. 

In  regard  to  the  general  question  of  the  profits  to  be  accounted  for 
by  the  defendants,  as  to  the  volumes  in  question,  the  only  proper  rule 
to  be  adopted  is  to  deduct  from  the  selling  price  the  actual  and  legiti- 
mate manufacturing  cost.  If  the  volume  contains  matter  to  which  a 
copyright  could  not  properly  extend,  in<^rporated  with  matter  proper 
to  be  covered  by  a  copyright,  the  two  necessarily  going  together  when 
the  volume  is  sold,  as  a  unit,  and  it  being  impossible  to  separate  the 
profits  on  the  one  from  the  profits  on  the  other,  and  the  lawful  matter 
being  useless  without  the  unlawful,  it  is  the  defendants  who  are  respon- 
sible for  having  blended  the  lawful  with  the  unlawful,  and  they  must 
abide  the  consequences,  on  the  same  principle  that  he  who  has  wrong- 
fully produced  a  confiision  of  goods  must  alone  suffer.  As  was  said  by 
Lord  Eldon,  in  Mawman  v.  Tegg  (2  Bnssell,  385,  391 :) 

If  the  parts  which  have  been  copied  caDDot  be  separated  from  ^hose  which  are 
original  Withont  destroying  the  use  and  yalne  of  the  originaf  ""matter,  hn  who  has 
made  an  improper  nse  <rf  that  which  did  not  belong  to  him  must  suffer  the  oonoe- 
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quenoM  of  bo  doing.  If  a  mftn  mixes  what  belongs  to  him  with  what  belongs  to  me, 
and  the  miztare  be  forbidden  by  the  law,  he  mast  again  separate  them,  and  he  mnst 
bear  all  the  mischief  and  loss  which  the  separation  may  occasion.  If  an  indiyidual 
chooses  in  any  work  to  mix  my  literary  matter  with  his  own^  he  mnst  be  restrained 
from  pablisbing  the  literary  matter  which  belongs  to  me ;  and  if  the  parts  of  the 
work  cannot  he  separated,  and  if  by  that  means  the  iojonotion,  which  restrained 
the  publication  of  my  literary  matter,  preyents  also  the  pablication  of  his  own  liter- 
ary matter,  he  has  only  himself  to  blame. 

The  present  is  one  of  those  cases  in  which  the  valae  of  the  book  de- 
pends on  its  completenescf  and  integrity.  It  is  sold  as  a  book,  not  as 
the  fragments  of  a  book.  Ju  sach  a  case,  as  the  profits  result  from  the 
sale  of  the  book  as  a  whole,  the  owner  of  the  copyright  will  be  entitled 
to  recover  the  entire  profits  on  the  sale  of  the  book,  if  he  elects  that 
remedy.    {Elizabeth  v.  Pavement  Co.^  97  U.  8.,  126, 139 ) 

In  considering  the  exceptions  of  the  defendants  to  the  masters'  re- 
ports in  matters  of  fact,  questioning  the  accuracy  of  their  conclusions 
in  respect  to  the  amount  of  the  defendants'  profits,  we  have  observed 
the  rule  recognized  and  affirmed  in  Tilghman  v.  Proctor  (125  U.  S.,  136, 
149,)  that,  in  dealnig  with  such  exceptions,  ^'  the  conclusions  of  the 
master,  depending  upon  the  weighing  of  conflicting  testimony,  have 
every  reasonable  presumption  in  their  favor,  and  are  not  to  be  set  aside 
or  modified  unless  there  clearly  appears  to  have  been  error  or  mistake 
on  his  part." 

On  the  whole  case  we  are  of  opinion  that  the  final  decree  was  correct, 
except  in  respect  of  volume  32.  The  ampunt  of  damages  reported  by 
the  master,  Mr.  Bishop,  as  to  that  volume,  and  allowed  by  the  final 
decree  as  part  of  the  $6,986.05,  was  $926.66.  That  sum  is  disallowed 
and  must  be  deducted.  The  other  it«ms  of  recovery  in  the  decree  were 
proper.  The  injunction  as  to  volume  32  must  be  vacated,  and  the  appel- 
lee will  recover  his  costs  of  this  court. 

The  decree  of  the  circuit  court  is  reversed  as  to  volume  32,  and  is 
affirmed  in  all  other  respects ;  and  the  case  is  remanded  to  that  coorti 
with  a  direction  to  correct  the  decree  in  the  particulars  above  indicated, 
and  to  take  such  further  proceedings  as  may  be  according  to  law  and 
not  inconsistent  with  this  opinion. 


fSapreme  Court  of  the  United  States.] 

Bate  Befbigebating  CoMPAmr  v.  Hammond  bt  al. 

Decided  January  21,  1689. 

46  O.  G.,  689. 

1.  Bate— Pkbsekving  Meats  during  transportation  and  Storage. 

Lett-ers  Patent  No  197,314,  granted  to  John  J.  Bate  November  20,  1877,  for  tbe 
term  of  seventeen  yean,  did  not  expire  with  the  terra  of  the  first  Canadian 
patent  obtained  for  5  years,  but  oon tinned  in  force  till  the  end  of  the  extended 
term  of  fifteen  years— to-wit,  Jannary  -9,  1892-— said  Canadian  patent  having 
never  ceased  to  exist,  but  having  been  in  force  continuously  from  Jannary  9, 
1877. 
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9.  Tbrm  of  Patent  as  Affbctbd  bt  Tax  Tkrk  of  a  Canadian  Patbnt. 

Where  the  Canadian  aiatate  ander  which  the  eztension*  of  the  CanadiaD  pat- 
ent were  granted  was  in  force  when  the  United  States  patent  was  issued,  and 
ako  when  that  patent  was  applied  for,  and  where,  by  the  Canadian  statnte,  the 
extension  of  the  patent  for  Canada  was  a  matter  entirely  of  right,  at  the  option 
of  the  patentee,  on  his  payment  of  a  required  fee,  and  where  the  fifteen  years' 
term  of  the  Canadian  patent  has  been  continuous  and  without  interruption,  the 
United  States  patent  does  not  expire  1>efore  the  end  of  the  fifteen  years'  duration 
of  the  Canadian  patent. 

3.  Tutic  OF  Patbnt  as  Lxiotbd  by  thb  Unitbd  States  Statutes  by  reason  of  ' 

FoRBiON  Patent  Previously  Obtained. 

The  provisions  of  the  act  of  1870  and  of  the  Revised  Statutes  mean  that  the 
United  States  patent  shall  not  expire  so  long  as  the  foreign  patent  oontinues  to 
exist,  not  extending  beyond  seventeen  years  fh>m  the  date  of  the  United  States 
patent,  but  shall  continue  in  force,  though  not  louger  than  seventeen  years  from 
its  date,  so  long  as  the  foreign  patent  continues  to  exist.  Under  section  4db7, 
although  the  United  States  patent  may  on  its  face  run  for  seventeen  years  from 
its  date,  it  is  to  be  so  limited  by  the  conrts,  as  a  matter  to  be  adjudicated  on  evi- 
dence in  pai$f  as  to  expire  at  the  same  time  with  the  foreign  patent,  not  running 
in  any  case  more  than  seventeen  years;  but,  subject  to  the  latter  limitation,  it  is 
to  be  in  foroe  as  long  as  the  foreign  patent  is  in  force. 

4.  Not  Necessary  that  the  United  States  Patent  should  on  its  face  be 

Limited  in  Duration  to  the  Duration  of  the  Forbion  Patent. 

While  it  may  be  proper  in  a  case  where  the  date  of  a  foreign  patent  issued  prior 
to  the  granting  of  a  United  States  patent  to  the  same  patentee  for  the  same  in- 
vention is  made  known  to  the  Patent  Office  prior  to  the  granting  of  the  United 
States  patent,  to  insert  in  that  patent  a  statement  of  the  limitation  of  its  dura- 
tion, in  accordance  with  the  duration  of  the  foreign  patent,  it  does  not  affect  the 
validity  of  the  United  States  patent  if  such  limitation  is  not  contained  on  its 
face. 

APPEAL  from  the  Circuit  Gourt  of  the  Uuited  States  for  the  District 
of  Massacbosette. 

Mr.  John  Lowellj  Mr.  Paul  E.  Bate,  Mr.  R.  M.  Ltyer,  Mr.  William  M. 
EvarUy  and  Mr,  C.  A.  Seward  for  the  appellant. 

Mr.  B.  F.  Thurston^  Mr.  O.  H.  Lothropj  and  Mr.  John  R.  Bennett  for 
the  appellees. 

Mr.  Justice  Blatohfobd  delivered  tlie  opinion  of  the  Oourt. 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of  the  United 
States  for  the  District  of  Massachusetts,  December  16, 1886,  by  the  Bate 
Refrigeratiug  Company,  a  New  York  corporation,  against  George  H. 
Hammond  and  Company,  a  Michigan  cori>oratiou,  founded  on  the  al- 
leged infringement  of  Letters  Patent  No.  197,314,  granted  to  John  J. 
Bate,  November  20,  1877,  for  the  term  of  seventeen  years  from  that 
day,  on  an  application  filed  December  1, 1876,  for  an  "  improvement  in 
processes  for  preserving  meats  during  transportation  and  storage." 

The  plaintiff  is  the  assignee  of  the  patent.  The  bill  alfeges  iufriuge- 
ment,  within  the  district  of  Massachusetts  and  elsewhere  in  the  Uuited 
States,  by  the  making,  using,  and  vending  of  the  patented  process,  and 
alleges  tihat  the  defendant  has  been  engaged  in  the  business  of  shipping 
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fresh  meat  flrom  the  port  of  Boston  to  ports  in  Great  Britain,  by  means 
of  the  process  claimed  in  the  patent    The  claim  is  as  followrt : 

The  bereiu-desoribed  process  of  preserving  meat  daring  transportation  and  sroraipe, 
by  enyeloping  tbe  same  in  a  covering  of  fibrous  or  woven  material,  and  subjecting  it 
when  thus  enveloped  to  tbe  continuous  action  of  a  current  of  air  of  suitably  lovy  and 
regulated  temperature,  substantially  as  and  for  tbe  purpose  set  forth. 

The  defendant  filed  a  plea,  setting  np,  among  other  things,  that,  ou 
the  9th  of  January,  1877,  Letters  Patent  of  the  Dominion  of  Canada, 
17o.  6,938,  for  the  same  invention  as  that  desmbed  and  claimed  in  No. 
197^314,  were  granted  to  the  same  John  J.  Bate,  for  the  term  of  Ave  years 
from  the  9th  of  January,  1877;  that,  after  No.  197,314  had  expired,  at 
the  end  of  the  term  of  five  years  for  which  such  Canadian  patent  was 
granted,  the  Circuit  Courtof  the  United  States  for  the  District  of  New 
Jersey,  upon  being  advised  of  the  grant  of  such  Canadian  patent,  va- 
cated and  set  aside  an  injunction  which  it  had  theretofore  granted,  by 
an  interlocutory  degree  made  in  a  suit  in  equity  founded  on  No.  197,314, 
brought  by  the  Bate  Refrigerating  Company  against  Benjamin  W.  Gil- 
lett  and  others ;  that  thereafter  Bate  and  the  !^ate  Refrigerating  Com- 
pany procured  the  rendition  of  a  judgment  by  the  Superior  Court  for 
Lower  Canada,  declaring  the  Canadian  patent  to  have  been  void  ab  in- 
itio, and  vacating  it  and  setting  it  aside  \  that  such  judgment  of  the 
Superior  Court  for  Lower  Canada  being  brought  to  the  attention  of  the 
Circuit  Court  of  the  United  States  for  the  District  of  New  Jersey,  that 
court  reinstated  said  injunction ;  and  thatafterward  the  Superior  Coort 
for  Lower  Caoada,  in  a  suit  brought  by  Sir  Alexander  Campbell,  Min- 
ister of  Justice  and  Attorney-General  for  the  Dominion  of  Canada^ 
against  Bate  and  the  Bate  Refrigerating  Company  and  others,  adjadged 
that  its  said  prior  judgment  had  been  <*  arrived  at  through  the  fraud  to 
the  law  and  collusion"  of  Bate,  the  Bate  Refrigerating  Company,  and 
another  person,  '^  deceiving  the  Attorney-General,  the  advocates,  and 
the  court,  employing  and  pacing  counsel  on  both  sides,  as  well,  seem- 
ingly, against  themselves  as  on  their  apparent  behalf,"  and  revoked  and 
annulled  its  said  prior  judgment.  The  plea  concluded  by  averring  that 
No.  197,314  expired  on  the  9th  of  January,  1882,  and  that  the  circuit 
court,  sitting  as  a  court  of  equity,  had  no  jurisdiction  to  hear  and  de- 
termine an  action  in  equity  for  the  infringement  of  the  patent  The  bill 
was  then  amended  by  averring  that  the  application  for  the  Cana^lian 
patent  was  not  made  until  December  19, 1876,  while  the  application  for 
No.  197^314  was  made  December  1,  1876 ;  and  that  theCana<1ian  patent 
was  not  actually  or  legally  issued  until  on  or  about  June  26, 1878,  on  or 
about  which  date  a  model  of  the  invention,  as  required  by  law,  was  filed 
in  the  Canadian  Patent  Office.  The  amendmentto  the  bill  also  set  forth 
the  two  judgments  of  the  Sn))erior  Court  for  Lower  Canada,  and  averred 
that,  by  virtue  of  an  act  of  the  Parliament  of  the  Dominion  of  Canada, 
assented  to  May  25, 1883,  (46  Victoria,  chap.  19,)  the  original  term  of 
the  Canadian  patent  was  actually  fifteen  years,  instead  of  five  years, 
and  it  would  not  terminate  before  the  9th  of  January,  1892. 
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Subsequently  the  defendant  uied  an  answer  to  the  bill,  setting  up, 
among  other  defenses,  want  of  novelty  in  the  patented  invention,  bnt 
not  denying  that  it  had  used  the  invention  subsequently  to  the  grant- 
ing of  the  patent ;  and  also  setting  up  the  granting  of  the  Canadian 
patent  for  five  years  from  January  9, 1877 ;  that  No.  197,314  was  void, 
bfcause  it  was  issued  for  seventeen  years,  and  its  term  was  not  limited 
by  ihe  Commissioner  of  Patents  to  five  years  from  January  9,  1877 ; 
that  the  Canadian  application  was  not  made  until  after  the  application 
for  No.  197,314  was  filed ;  that  Bate  did  not  file  a  model  in  the  Canadian 
Patent  OfBce  until  after  the  grant  of  the  Canadian  patent ;  and  that 
the  Canadian  patent  was  actually  patented  to  Bate  on  the  9th  of  Jan- 
uary, 1877,  and  took  effect  on  that  date,  although  not  actually  delivered 
to  the  patentee  until  after  the  filing  of  the  model.  It  also  sets  forth 
the  two  Canadian  judgments,  and  avers  that,  on  the  30th  of  November, 
1881,  Bate  made  a  petition  to  the  Commissioner  of  Patents  for  Canada, 
for  the  extension  of  No.  6,938,  in  which  he  averred  that  on  the  9th  of 
January,  1877,  he  ^'  obtained  a  patent  for  the  period  of  five  years  from 
the  said  date,  for  new  and  useful  improvements  on  apparatus  and  pro- 
cess for  ventilation,  refrigeration,  etc.,"  and  that  he  was  the  holder  of 
that  patent  in  trust  for  the  Bate  Befrigeratiug  Company,  and  prayed 
that  it  might  be  extended  '^  for  another  period  of  ten  years ; "  that,  on 
the  filing  of  that  petition,  an  extension  of  the  patent  was  granted,  on 
December  12, 1881,  ^<  for  a  second  period  of  five  years"  from  January  9, 
1882 ;  that  a  further  extension  of  the  patent  was  granted,  December 
13,  1881,  «^for  a  third  period  of  five  years"  from  January  9,  1887; 
that  the  plaintiff  is  thereby  estopped  from  denying  the  fact  that 
No.  6,938  was  legally  granted,  January  9,  1877,  for  a  period  of  five 
years ;  that,  by  virtue  of  the  act  of  46  Victoria,  chapter  19,  the  original 
term  for  which  No.  6,938  was  granted  was  not  fifteen  years  instead  of 
five  years ;  that  said  act  can  have  no  effect  on  the  duration  of  No. 
197,314;  that,  by  reason  of  the  prior  patenting  of  the  inventiou  by  Bate 
in  Canada  for  five  years  ftom  January  9,  1877,  No.  197^314,  if  valid  at 
all,  expired  on  January  9, 1882 ;  and  that,  therefore,  this  court,  sitting 
in  equity,  has  no  jurisdiction  to  hear  and  determine  an  action  for  its 
infringement. 

Without  the  filing  of  any  replication  to  this  answer,  the  parties  en- 
tered into  a  written  stipulation,  setting  forth  as  follows: 

WbereM  the  answer  of  the  defendant  corporation  in  this  cause  sets  up,  In  addition 
to  other  defenses,  that  the  patent  on  which  this  suit  is  brought,  being  number  197,314 
granted  to  John  J.  Bate,  complainant's  assignor  and  president,  on  the  twentieth  day 
of  Norember  A.  D.  1877,  expired  on  the  ninth  day  of  Jannary  A.  D.  1882,  by  reason 
of  the  prior  grant  to  said  John  J.  Bate  of  a  patent  in  the  Dominion  of  Canada  for  the 
same  invention,  and  prays  the  same  benefit  of  said  defense  as  if  the  same  had  been 
pleaded  to  the  bill  of  complaint ;  and  whereas  both  parties  desire  to  have  said  matter 
of  defense  argued  and  decided  without  incurring  the  great  expense  of  taking  testi- 
mony  necessary  to  present  for  final  hearing  all  the  defenses  raised  in  said  answer :  It 
ia,  therefore,  stipulated  and  agreed  by  and  between  the  parties,  that  the  defense  above 
named  shall  be  submitted  to  the  court,  as  on  plea  set  down  for  argument,  upon  the 
following  agreed  state  of  facts. 
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The  facts  ao  agreed  to  were  sobstautially  as  follows : 

(1)  The  patent  in  suit,  No.  197,314,  was  granted  to  John  J.  Bate  on 
November  20,  1877,  and  the  application  therefor  was  filed  in  the  United 
States  Patent  Office,  December  1, 1876 ;  and  said  patent  was  assigned 
to  complainant  before  this  snit  was  brought,  the  said  Bate  being  a  citi- 
zen of  the  United  States  at  the  time  of  said  application,  and  the  said 
inyention  having  been  made  and  reduced  to  practice  by  him  therein. 

(2)  On  December  19, 1876,  said  John  J.  Bate  filed  in  the  Patent  Office 
of  the  Dominion  of  Canada  an  application  for  a  patent  for  improve- 
ments in  apparatus  and  processes  for  ventilation,  refirigeration,  etc.,  in- 
cluding theristn,  as  one  feature,  the  process  described  and  claimed  in 
said  Patent  No.  197,814. 

(3)  In  f)nrsuance  of  said  application  the  Commissioner  of  Patents 
for  the  Dominion  of  Canada  caused  Letters  Patent  of  the  Dominion  of 
Canada,  No.  6,938,  for  the  invention  set  forth  ia  said  application,  and 
granting  to  said  John  J.  Bate,  his  executors,  administrators,  and  assigns, 
the  exclusive  right,  privilege,  and  liberty  of  making,  constructing,  using, 
and  vending  to  others  to  be  nsed,  the  said  invention,  to  be  signed  and 
sealed  with  the  seal  of  the  Patent  Office  on  January  9, 1887,  and  to  be 
registered  on  January  11, 1887,  and  that  the  period  of  said  grant  ex^ 
pressed  in  said  patent  was  five  years  from  and.  after  January  9, 1877. 

(4)  On  January  12,  1877,  said  Commissioner  of  Patents  called  upon 
said  John  J.  Bate  to  furnish  to  the  Patent  Office  a  model  of  his  said 
invention,  and  such  model  was  furnished  by  said  Bate  on  June  26, 1878, 
on  which  day  said  Patent  No.  6,938  was  mailed  to  said  John  J.  Bate. 

(5)  On  December  5, 1881,  said  John  J.  Bate  filed  a  petition  in  the 
CanJBula  Patent  Office,  setting  forth— 

that  on  the  ninth  day  of  January,  A.  D.  1877,  yonr  petitioner  obtained  a  patent  for 
the  period  of  five  years  Arom  the  said  date,  for  new  and  useful  improyements  on  ap- 
paratus aud  process  for  veutilation,  refrigeration,  etc.;  that  he  is  the  holder  of  the 
said  patent  in  trust  for  the  ''Bate  Refrigerating  Company,"  and  therefore  prays  that 
it  may  be  extended  for  another  period  of  ten  years. 

(6)  On  December  12, 1881,  said  Patent  No.  6,938  was  extended  for 
five  years  from  January  9, 1882,  under  renewal  No.  13,812}  and,  on  De* 
cember  13,  1881,  said  patent  was  further  extended  for  five  years  from 
January  9, 1887,  under  renewal  No.  13,813,  in  pursuance  of  the  above- 
named  petition. 

(7)  On  or  abont  July  9, 1883,  and  June  30, 1880,  the  Superior  Court 
for  Lower  Cana<la  rendered  two  judgmentsaffecting  said  Canada  patent, 
to  the  purport  set  forth  in  the  plea  and  the  answer. 

The  stipulfition  further  provided,  that,  if  the  decision  of  the  circuit 
court  should  be  in  favor  of  the  plaintiff',  ii  should  have  a  reasonable 
time  thereafter  to  file  a  replication  to  the  answer,  and  the  cause  should 
proceed  in  the  ordinary  manner ;  that  if  the  circuit  court  should  decide 
the  cause  in  favor  of  the  defendant,  a  decree  should  be  entered  dismiss- 
ing tiie  bill,  so  that  the  plaintiff  might  take  an  appeal  therefrom  to  the 
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Sapreme  Coart  of  the  UDitcMl  States ;  and,  that  if  the  oircuit  court 
Bhoald  decide  the  caase  in  favor  of  the  defendant,  and  the  Supreme 
Court  of  the  United  States  should,  on  appeal,  reverse  that  decision, 
tiie  defendant  should  have  a  right  to  proceed  in  the  circuit  court, 
under  its  answer,  as  to  all  defenses  set  up  therein,  except  the  one  men- 
tioned in  the  stipulation,  as  it  might  have  proceeded  if  the  stipulation 
had  not  been  made. 

The  cause  was  heard  on  the  pleadings  and  stipulation,  and  the  circuit 
court  entered  a  decree  dismissing  the  bill,  from  which  decree  the  plaint- 
iff has  appealed  to  this  court.  The  circuit  court  gave  no  o))iDion  on 
the  merits  of  the  case,  but  in  deciding  it  followed,  as  it  stated,  the  de- 
cision of  the  Circuit  Court  of  the  United  States  for  the  District  of  New 
Jersey,  held  by  Mr.  Justice  Bradley,  in  August  1887,  made  in  the  case 
of  Bate  Refrigerating  Co.  v.  (Hllett^  (.'U  ?ed.  Rep.,  809.) 

The  questions  discussed  at  the  bar  arise  under  section  4887  of  the  Re- 
vised Statutes,  which  is  as  follows: 

No  person  shall  be  debarred  from  receiviDg  a  patent  for  his  invention  or  discovery, 
nor  shall  any  patent  be  declared  invalid,  by  reason  of  its  having  been  first  patented  or 
caused  to  be  patented  in  a  foreign  country,  unless  the  same  has  been  introdnced  into 
public  use  in  the  United  States  for  more  than  two  years  prior  to  the  application. 
But  every  patent  granted  for  an  invention  which  has  been  previously  patented  in  a 
foreign  country  shall  be  so  limited  as  to  expire  at  the  same  time  with  the  foreign  pat- 
ent, or,  if  there  be  more  than  one,  at  the  same  time  with  the  one  having  the  shortest 
term,  and  in  nq  case  shall  it  be  in  force  for  more  than  seventeen  years. 

Two  propositions  as  to  the  construction  of  this  section  are  contended 
for  by  the  appellant :  (1)  that  the  words  ^<  first  patented  or  caused  to  be 
patented  in  a  foreign  country  "  do  not  mean  ''  first  patented  or  caused  to 
be  patented"  before  the  issuing,  or  granting,  or  date,  of  the  United 
States  patent,  but  mean  ''  first  patented  or  caused  to  be*  patented  ^  be- 
fore the  date  of  application  for  the  United  States  patent;  (2)  that  the. 
declaration  of  the  section,  that  ^'  every  patent  granted  for  an  invention 
which  has  been  previously  patented  in  a  foreign  country  shall  be  so  Ign- 
ited as  to  expire  at  the  same  time  with  the  foreign  patent,  or,  if  there  be 
more  than  one,  at  the  same  time  with  the  one  having  the  shortest 
term,"  does  not  mean  that  the  patent  so  granted  shall  expire  at  the 
same  time  with  the  term  to  which  the  foreign  patent  was  in  fact  limited 
at  the  time  the  United  States  patent  was  granted ;  but  that  it  means 
that  it  shall  expire  when  the  foreign  patent  expires,  without  reference 
to  the  limitation  of  the  term  of  such  foreign  patent  in  actual  force  at  the 
time  the  United  States  patent  was  granted.  We  do  not  find  it  necessary 
to  consider  the  first  of  these  questions,  because  we  are  of  opinion  that 
the  proper  constructibn  of  section  4887,  upon  the  second  question,  is, 
that  the  patent  in  the  present  case  does  not  expire  before  January  9, 
1892,  the  time  when  the  Canadian  patent,  No.  6,938,  will  expire. 

The  Canadian  patent  was  extended  for  the  two  periods  of  5  years  each 
under  the  provisions  of  section  17  of  the  Canadian  act  assented  to  June 
14, 1872,  (35  Victoria,  chap.  26,)  which  was  in  force  when  the  United 
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States  patent,  No.  197,314,  was  applied  for  and  granted,  and  wbfeh  read 
as  follows : 

17.  Patents  of  iDvention  issued  by  the  Patent  Office  sball  be  valid  for  a  period  of 
five,  ten,  or  fifteen  years,  at  the  option  of  the  appl.cant,  bat  at  or  before  the  expira- 
tion of  the  said  five  or  ten  years  the  holder  thereof  may  obtain  an  extension  of  the 
patent  for  another  period  of  five  years^  and  after  those  second  five  years  may  again 
obtain  a  further  extension  for  another  period  of  five  years,  not  in  any  case  to  exceed 
a  total  period  of  fifteen  years  in  all ;  and  the  instrument  delivered  bj'  the  Patent 
Office  for  such  extension  of  time  shall  be  in  the  form  which  may  be  from  time  to  time 
adopted,  to  be  attached,  with  referenoe  to  the  patent  and  under  the  signature  of  the 
commissioner  or  of  any  other  member  of  the  privy  council  in  the  case  of  absence  of 
the  commissioner. 

This  statute  appears  to  have  been  strictly  complied  within  the  present 
case.  The  Canadian  patent,  No.  6,938,  ran,  on  its  face,  for  5  years  from 
January  9,  1877 ;  and,  prior  to  the  expiration  of  that  time,  and  on  the 
5tb  of  December,  1881,  Sate  applied  for  its  extension  for  10 years;  and 
it  was,  before  the  5  years  expired,  and  on  the  12th  of  December,  1881, 
extended  for  5  years  from  January  9,  1882,  and,  on  December  13, 1881, 
for  5  years  from  January  9,  1887.  '  The  Canadian  patent,  therefore,  has 
never  ceased  to  exist,  but  has  been  in  force  continuously  from  January 
9, 1887.  It  was  in  force  when  No.  197,314  was  issued ;  and  it  has,  by 
virtue  of  a  Canadian  statute,  in  force  when  the  application  for  No. 
197,314  was  filed,  continued  to  be  in  force  at  all  times  since  the  latter 
patent  was  granted.  This  is  true,  although  the  Canadian  patent,  No. 
6,938,  as  originally  granted,  stated  on  its  face  that  it  was  granted  ^^  for 
the  period  of  five  years"  from  January  9, 1877;  and  although  the  in- 
strument granting  the  first  extension  of  5  years  states  that  it  is  granted 
*'  for  another  period  of  five  years,  to  commence  and  be  computed  on  and 
from  the  ninth  day  of  January,  which  will  be  in  the  year  one  thousand 
eight  hundred  and  eighty-two ; "  and  although  the  instrument  granting 
the  second  extension  of  5  years  states  that  it  is  granted  *^  for  another 
period  of  five  years,  to  commence  and  be  computed  on  and  from  the  ninth 
day  of  January,  which  will  be  in  the  year  one  thousand  eight  hundred 
and  eighty-seven."  By  the  language  of  section  17  of  the  Canadian  act 
of  1872,  what  was  granted  under  it  was  ^<an  extension  of  the  patent" — 
of  the  same  patent — for  a  further  term.  Therefore  the  Canadian  patent 
does  not  expire,  and  it  never  could  have  been  properly  said  that  it  would 
expire,  before  January  9, 1892 ;  and  hence  No.  197,314,  if  so  limited  as 
to  expire  at  the  same  time  with  the  Canadian  patent,  can  not  expire  be- 
fore January  9, 1892. 

Section  6  of  the  act  of  March  3,  183d,  (5  Stat,  354,)  provided  that  a 
United  States  patent  for  an  invention  patented  in  a  foreign  country 
more  than  6  months  pr;or  to  the  application  of  the  inventor  for  the 
United  States  patent,  should  be  limited  to  the  term  of  14  years  from  the 
date  or  publication  of  the  foreign  patent.  Section  25  3f  the  act  of  July 
8,  1870,  (16  Stat,  201,)  provided  that  the  United  States  patent  for  an 
invention  ^*  first  patented  or  caused  to  be  patented  in  a  foreign  country  " 
should  <«  expire  at  the  same  time  with  the  foreign  patent,  or,  if  there  be 
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more  than  one,  at  the  same  time  with  the  one  having  the  shortest  term ; 
but  in  no  case  shall  it  be  in  force  more  than  17  years."  Section  4887  of 
the  Bevised  Statutes  provides,  that  ^^  every  patent  grauted  for  an  in- 
vention which  has  been  previously  patented  in  a  foreigu  country  shall 
be  no  limited  as  to  expire  at  the  same  time  with  the  foreign  patent,  or, 
if  there  be  more  than  one,  at  the  same  time  with  the  one  having  the 
shortest  term,  and  in  no  case  shall  it  be  in  force  more  than  17  years.'' 

These  provisions  of  the  act  of  1870  and  of  the  Bevised  Statutes  mean 
that  the  United  States  patent  shall  not  expire  so  long  as  the  foreign 
patent  continues  to  exist,  not  extending  beyond  seventeen  years  from 
the  date  of  the  United  States  patent,  but  shall  continue  in  force,  though 
not  longer  than  seventeen  years  from  its  date,  so  long  as  the  foreign 
patent  continues  to  exist.  Under  section  4887,  although,  in  the  case 
provided  for  by  it,  the  United  States  patent  may  on  its  face  run  tor  sev- 
enteen years  frt>m  its  date,  it  is  to  be  so  limited  by  the  courts  as  a  matter 
to  be  adjudicated  on  evidence  in  pai$^  as  to  expire  at  the  same  time 
with  the  foreign  patent,  not  running  in  any  case  more  than  seventeen 
years,  but  subject  to  the  latter  limitation  it  is  to  be  in  force  as  long  as 
the  foreign  patent  is  in  force.  A  contrary  view  to  this  has  been  ex- 
pressed by  several  circuit  courts  of  the  United  States. 

In  October,  1878,  in  the  Circuit  Oourt  tor  the  District  of  Rhode  Isl- 
and, iu  Henry  v.  Providenee  Tool  Co.,  (3  Ban.  .&  Ard.,  501,)  it  was- held 
that  the  twenty-fifth  section  of  the  act  of  July  8, 1870,  meant  that  the 
United  States  patent  should  expire  at  the  same  time  with  the  original 
term  of  a  foreign  patent  for  the  same  invention  without  regard  to  any 
prolongation  of  the  foreign  patent  which  the  patentee  might  procure 
from  the  foreign  government. 

In  that  case  the  United  States  patent  was  granted  October  10, 1871. 
A  British  patent  for  the  same  invention  bad  been  granted  to  the  patentee 
on  the  15th  of  November,  1860,  for  fourteen  years,  and  expired  Novem- 
ber 15, 1874.  Thirteen  days  after  the  latter  date  an  order  was  made 
for  the  extension  of  the  British  patent  for  four  years,  the  extension  bear- 
ing date  as  of  the  day  after  the  expiration  of  the  original  term ;  but  the 
court  held  that  the  United  States  patent  expired  on  the  l^th  of  Novem- 
ber, 1874. 

That  decision  was  followed  by  the  Circuit  Court  for  the  Southern 
District  of  New  York,  in  Reissner  v.  Sharp^  (16  Blatchf.,  383,)  in  June, 
1879,  which  case  arose  under  section  4887  of  the  Bevised  Statutes.  In 
that  case  the  United  States  patent  granted  October  20, 1874,  for  sev- 
enteen years,  was  held  to  have  expired  on  the  16th  of  May,  1878,  be- 
cause a  patent  was  granted  in  Canada  under  the  authority  of  the  pat- 
entee, for  the  same  invention,  on  the  15th  of  May,  1873,  for  five  years 
from  that  day,  although  in  March,  1878,  the  Canada  patent  was  extended 
for  five  years  from  the  15th  of  May,  1878,  and  also  for  five  years  from 
the  16th  of  May,  1883.  ^    Goocjle 

In  Bate  Refrigerating  Co.  v.  Oilktt,  (13  Fed.  Sep.,  5630  "i  the  Circuit 
2016  PAT *i2 
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Gonrt  for  the  District  of  New  Jerse}-,  in  Augnat,  1882,  and  in  the  same 
suit  In  the  same  court  in  August,  1887,  (31  Fed.  Rep.,  809,)  in  regard  to 
the  patent  in  question  in  the  present  suit,  and  on  the  same  facts  here 
presented  it  was  held  on  the  strength  of  the  two  circuit  court  cases  above 
referred  to,  that  the  United  States  patent  expired  when  the  original 
term  of  the  Canadian  patent  expired. 

But  we  are  of  opinion  that  in  the  present  case,  where  the  Uanaaian 
^  statute  under  which  theextensionsof  the  Canadian  patent  were  granted 
was  in  force  when  the  United  States  patent  was  issued,  and  also  when 
that  patent  was  applied  for,  and  where,  by  the  Canadian  statute,  the 
extension  of  the  patent  for  Canada  was  a  matter  entirely  of  right,  at 
the  option  of  the  patentee,  on  his  payment  of  a  required  fee,  and  where 
the  fifteen  years'  term  of  the  Canadian  patent  has  been  continuous  and 
without  interruption,  the  United  States  patent  does  not  expire  before 
the  end  of  the  fifteen  years'  duration  of  the  Canadian  patent.  This  is 
true,  although  the  United  States  ))atent  runs  on  its  face  for  seventeen 
years  from  its  date,  and  is  not  on  its  face  so  limited  as  to  expire  at  the 
same  time  with  the  foreign  patent,  it  not  being  necessary  that  the 
United  States  patent  should  on  its  face  be  limited  in  duration  to  the 
duration  of  tbe  foreign  patent. 

In  O^Reilly  v.  Morne^  (15  How.,  62,)  the  patent  to  Morse  was  issued 
June  20, 1840,  for  fourteen  years  from  that  day,  while  section  6  of  the 
act  of  March  3,  1839,  (5  Stat.,  354,)  was  in  force,  which  required  that 
every  United  States  patent  for  an  invention  patented  in  a  foreign  coun- 
try should  be  "  limited  to  the  term  of  fourteen  years  from  the  date  or 
publication  of  such  foreign  Letters  Patent."  Morse  applied  for  his 
United  States  patent  April  7, 1838.  He  obtained  a  patent  in  France 
for  his  inventioD  October  30,  1838.  Tbe  objection  was  taken  in  the 
answer  that  the  United  States  patent  was  void  on  its  face,  because  not 
limited  to  the  term  of  the  French  patent.  The  circuit  court  held  that 
the  patent  was  not  void,  but  that  the  exclusive  right  granted  by  it 
must  be  limited  to  fourteen  years  from  October  30, 1838.  The  same 
objection  was  urged  in  this  court  and  the  same  ruling  was  made.  In 
Bnit%  w^Ely^  (15  How.,  137,)  which  was  a  suit  on  the  same  patent,  under 
the  same  facts,  the  same  question  arose  and  was  decided  in  the  same 
way.  A  full  and  interesting  discussion  of  the  question  is  to  be  found  in 
Canan  v.  The  Pound  Mfg.  Co.j  (23  Blatch.,  173,)  in  regard  to  section  4887, 
which  contains  the  same  word  << limited"  found  in  section  6  of  the  act 
of  1839,  which  word  is  not  found  in  section  25  of  the  act  of  July  8, 1870, 
from  which  section  4887  was  taken.  Under  this  view,  the  time  of  the 
expiration  of  the  foreign  patent  may  be  shown  by  evidence  in  paiSj 
whether  the  record  of  the  foreign  patent  itself,  showing  its  duration,  or 
other  proper  evidence;  and  it  is  no  more  objectionable  to  show  the  time 
of  the  expiration  of  the  foreign  patent  by  giving  evidence  of  extensions 
such  as  those  in  the  present  case,  and  thus  to  show  the  time  when,  by 
virtue  of  such  extensions,  the  United  States  patent  will  expireP 
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We  find  in  the  record  ia  this  case,  among  the  papers  which  it  states 
were  sabmitted  to  the  coart  nnder  the  stipalation  above  referred  to,  a 
certiflcate  of  the  Oommissioner  of  Patents,  dated  Jaly  3, 1883,  appended 
to  a  certified  copy  of  the  United  States  patent,  stating  that  the  term 
thereof  is  limite((  so  that  it  shall  expire  with  the  patent  obtained  by  the 
patentee  in  Canada,  No.  6,938,  dated  January  9, 1877,  for  the  same  in- 
vention ;  that  the  proper  entries  and  corrections  have  been  made  in  the 
files  and  records  of  the  Patent  Office ;  that  it  had  been  shown  that 
the  original  patent  had  been  lost ;  and  that  the  certifleate  is  made  be- 
caase  that  patent  was  issued  without  limitation,  as  required  by  section 
4887  of  the  Bevised  Statutes.,  While  it  may  be  proper,  in  a  case  where 
the  date  of  a  foreign  patent  issued  prior  to  the  granting  of  a  Uniti'd 
States  patent  to  the  same  patentee  for  the  same  invention  is  made 
known  to  the  Patent  Office  prior  to  the  granting  of  the  United  States 
patent,  to  insert  in  that  patent  a  statement  of  the  limitation  of  its  dura- 
tion, in  accordance  with  the  duration  of  the  foreign  patent,  it  does  not 
affect  the  validity  of  the  United  States  patent  if  such  limitation  is  not 
contained  on  its  face. 

It  results  from  these  views,  that  the  decree  of  the  circuit  court  must 
be  reversed,  and  the  case  be  remanded  to  that  court,  with*  a  direction 
to  take  such  further  proceedings  as  shall  be  in  accordance  with  law  and 
with  the  stipulation  between  the  parties  above  referred  to,  and  not  in- 
consistent with  this  opinion. 


f  Supreme  Court  of  the  United  States.] 

Sabgenpt  et  al.  v.  Bubgess. 

DeMed  January  7,  1889. 
46  O.  G.,  093. 

1.  60RHAJf~WA8H-B0A&D  FRAMBS. 

Lectera  Patent  No.  2S3,338,  granted  January  8, 1880,  to  John  M.  Gorhazn,  for  an 
improvement  in  wash-board  frames,  constmed  and  Held  not  to  cover  a  protector 
which  does  not  have  the  yielding,  elastic,  or  resilient  function  described  in  claim 
3,  and  is  not  accompanied  by  a -spring  or  constructed  substantially  as  described 
in  the  specification. 

2.  Sams— lifFBINOBlfEMT. 

Said  patent  is  not  infringed  by  a  protector  constructed  in  accordance  with  the 
deaeription  contained  in  Letters  Patent  No.  255,565,  granted  to  Charles  H.  Will- 
iams, March  28,  1888,  having  no  spring  and  no  elastic  or  resilient  quality,  and 
which  does  not  yield  to  pressure,  and  has  no  capacity  of  returning  automatically 
to  its  normal  position. 

AppEiiL  from  the  Circuit  Goart  of  the  United  States  for  the  Eastern 
District  of  Pennsylvania. 

Mr.  George  H.  Christy  and  Jfr.  J.  Snowden  Sell  for  the  appellauta. 
Mr.  James  Parsons  and  Mr.  Furman  Sheppard  for  the  appellee. 
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Mr.  Jnstioe  Blatchfobd  deli  vexed  the  opinion  of  tbe  coarL 
This  is  a  suit  in  equity,  brought  by  the  administrators  of  John  H. 
Gorham,  deceased,  against  Edwin  E.  Burgess,  in  the  Circuit  Court  of 
the  United  States  for  the  Eastern  District  of  Pennsylvania,  to  recover 
for  the  alleged  infringement  of  Letters  Patent  No.  223,338,  granted  to 
John  M.  Oorham,  January  6, 1880,  for  an  improvement  in  wash-board 
frames. 

The  following  is  a  copy  of  the  specification  and  drawings  of  the  pat- 
ent: 

To  all  whom  it  may  concern : 

fie  it  known  that  I,  John  M.  GorhaM)  of  CleveUuid,  in  the  eoonty  of  Cayshog* 
and  State  of  Ohio,  have  invented  certain  new  and  naefal  Improvemente  in  Waah* 
Board  Frames ;  and  I  do  hereby  declare  the  following  to  be  a  fillip  dear,  and  exaot 
description  of  the  inrention,  ench  a«  wiU  enable  others  skilled  in  the  art  to  whidh  it 
pertains  to  make  and  use  it,  reference  being  had  to  the  acoompanying  drawings, 
which  form  part  of  this  specification. 

My  invention  relates  to  wash-boards,  particularly  to  the  combination,  with,  a  wash* 
board,  of  a  protector  constructed  to  bend  or  yield  to  pressure,  and  to  return  to  poal* 
tion  when  said  pressure  is  remored.  This  protector  is  to  shield  the  person  of  the 
washer  from  splashing  water  or  suds. 

Protectors  have  been  heretofore  employed  in  connection  with  wash-boards,  and  they 
have  been  of  but  two  general  types— one  wherein  the  protector  is  rigid  and  rigidly 
attached  to  the  wash-board  frame.  A  protector  thus  constructed  and  attached  is  not 
capable  of  yielding  or  moTing  from  its  position  when  the  body  of  the  operator  presses 
against  it ;  and  it  is  on  this  account  frequently  objected  to.  The  second  type  is  when 
the  protector  is  attached  to  the  w^sh-board  frame  by  a  Joint  or  pirot,  and  is  aUowed 
a  swinging  morement ;  but  it  poseesses  no  elastic  or  resilient  quality  or  fhneiion, 
and,  when  moTcd  by  pressure,  has  no  power  to  return  agaip  to  normal  position  when 
said  pressure  is  removed.  My  inyention  is  designed  to  oTcrcome  the  objections  and 
defects  presented  in  these  two  old  types  of  protectors ;  and  as  said  inyention  broadly 
comprehends  any  wash-board  protector  constructed  to  bend  or  yield  to  pressors  and 
to  return  to  position  when  raid  pressure  is  removed,  it  is  apparent  that  I  am  not  to  be 
confined  to  any  specific  form  or  mere  epnstruction  of  device,  inasmuch  as  a  yariety 
of  modified  mechanical  structures  may  be  adopted  in  embodying  my  said  invention. 
I  will,  however,  illustrate  and  describe  one  or  two  eflEective  fbrms  of  device  according 
to  this  invention. , 

In  the  drawings,  l^Mgure  1  illustrates  a  wash-board  and  its  protector  made  aooording 
to  my  invention.  This  figure  is  in  longitudinal  vertical  section,  and  it  represents  the 
protector  as  laid  down  upon  the  fiace  of  the  board  as  packed  for  shipment.  Fig.  8  is 
a  similar  view  of  the  same  device,  only  the  protector  is  shown  as  f^eed  and  sprung 
out  into  operative  position.  Fig.  3  is  a  firont  view  of  the  device  as  shown  in  Fig.  9. 
Fig.  4  represents  a  modifled  form  of  my  device,  wherein  the  protector,  instead  of  b^ 
ing  formed  fh>m  a  rigid  piece  and  elastically  pivoted  to  the  fhime,  as  shown  in  Figs. 

1,  2,  and  3,  is  made  fW>m  a  piece  of  rubber,  spring  metal,  or  equivalent  material  sns* 
oeptible  of  itself  yielding  and  returning  to  position,  and  this  is  rigidly  fixed  to  the 
wash-board  frame,  as  shown.  Fig.  5  shoe's  another  modified  embodiment  of  my  in* 
vention,  merely  illustrating  a  different  spring-coupler,  C\  fh>m  that  shown  in  Figs.  1, 

2,  and  3. 

A  is  the  wasii-board  frame,  which  may  be  of  any  size,  description,  or  material.  B 
is  tbe  rubbing-Burfuoe,  which  may  also  be  of  any  character. 

C  is  the  protector,  and  C  a  spring,  which  may  be  either  a  coupler  between  the 
protector  and  wnsh-board  frame,  as  shown  in  Fig.  5  of  tbe  drawings,  or  the  protec- 
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tor  may  be  piTOted  to  the  fhune  and  the  spring  C  act  to  push  or  pull  the  protector 
into  the  pontlon  iUotftrvted  in  Figs.  2  and  3. 

The  eoDetraotion  of  the  derice  shown  in  Fig.  4  I  have  already  sufficiently  speoifled 
in  the  preceding  explanation  of  the  drawings. 

The  operation  of  my  doTice  is  readily  understood.  The  spring  C,  or  the  elastio 
eharaeter  of  the  thing  itself,  as  shown  in  Fig.  4,  serves  always  to  keep  the  protector 
in  operatiTe  poeltioD.  (See  Figs.  2  and  3.)  When  the  body  of  the  operator  presses 
against  it,  it  yields  in  saeh  a  way  as  at  the  same  time  to  press  snagly  against  her 
per80D>  and  also  to  tetnm  at  all  times  to  position  when  said  pressure  is  removed.  It 
thns  becomes  very  eflBBctive  as  a  protector,  while  at  the  same  time  it  is  not  wearing  to 
the  person  or  clothes  of  the  operator. 
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Acotber  peenliar  feature  of  my  wash-board  is  the  flat  manner  in  which  it  can  be 
packed,  as  shown  in  Fig.  1  of  the  drawings.  This  is  a  great  convenience  and  ad- 
vantage in  packing  for  shipment ;  and  moreover,  when  thns  packed,  the  protector  is 
itself  protected  from  injury  to  which  it  would  otherwise  be  exposed.  This  is  ac- 
eomplkhed  by  locating  the  protector,  as  shown  in  Figs.  1,  2,  and  3  of  the  drawings, 
below  the  crown-piece  and  between  the  side  pieces  of  the  firame. 

The  claims  of  the  patent  are  three  in  number,  as  follows : 

1.  In  combination  with  a  wash-board,  a  protector  constructed  substantially  as 
deecribed,  so  as  to  yield  to  pressure  and  to  return  to  position  when  said  pressure  is 
relieved,  substantially  as  and  forihe  purpose  shown. 

2.  The  combination,  with  a  wash-board,  of  a  protector  and  a  spring,  said  spring  in- 
terposed between  the  wash-board  and  protector,  and  constructed  to  operate  lu  retain- 
ing said  protector  in  its  open  position  and  to  return  it  to  that  position  when  moved 
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3.  In  combination  with  a  wash-board,  a  protector  located  below  the  crown- piece 
and  between  the  side  pieces  of  the  wash-board  frame,  and  constructed  to  fold  down 
into  or  upon  said  wash-board  even  wither  below  the  general  plane  of  saiU  wash-board 
frame,  substantially  as  and  for  the  purpose  shown. 

Only  claim  3  is  alleged  to  have  .been  infringed. 

The  defenses  set  np  were  want  of  novelty  and  non-infringement. 
Several  prior  ))atents  were  introduced  in  evidence,  as  bearing  upon  the 
question  of  the  proper  construction  of  claim  3,  and  upon  the  ques- 
tion of  infringement.  They  are  No.  8,161,  to  William  T.  Barnes, 
June  17, 1851 ;  No.  127,325,  to  John  Epeneter  and  Bernhardt  Grahl, 
May  28,  1872;  No.  146,433,  to  James  A.  Cole,  January  13,  1874;  No- 
160,315,  to  Anna  Frike,  April  28,  1874;  and  No.  222,846,  to  Wyatt  M. 
Stevens,  December  23, 1879.  The  circuit  court  dismissed  the  bill  and 
tbe  plaintiffs  have  appealed. 

The  specification  of  the  Gorham  patent  clearly  shows  that  the  protec- 
tor whose  combination  with  a  wash-board  is  the  subject  of  the  inven- 
tion, is  a  protector  constructed  to  bend  or  yield  to  pressure,  and  to  re- 
turn to  its  position  when  such  pressure  is  removed,  in  contradistinction 
to  a  protector  which  is  rigid  and  is  rigidly  attached  to  the  wash-board 
frame ;  and  alho  in  contradistinction  to  a  protector  which  is  attached  to 
the  wash-board  frame  by  a  joint  or  pivot,  and  is  allowed  a  swinging 
movement,  but  possesses  no  elastic  or  resilient  function,  and,  when 
moved  by  pressure,  has  no  power  to  return  again  to  its  normal  position, 
when  such  pressure  is  removed.  The  specification  states  that  the 
invention  of  Oorham  is  designed  to  overcome  the  defects  presented 
in  those  two  old  types  of  protectors.  The  invention  does  not  compre- 
hend a  protector  which  is  not  constructed  so  as  to  bend  or  yield  to  pres- 
sure, and  to  return  to  its  position  when  such  pressure  is  removed.  The 
description  and  drawings  of  the  Gorham  protector  are  limited  to  such  a 
construction,  and  do  not  show  or  indicate  any  other. 

The  operation  of  the  device  is  stated  in  the  specification  to  be  such, 
that  the  spring,  or  the  elastic  character  of  the  protector  itself,  serves 
always  to  keep  the  protector  in  operative  position,  because  it  yields  to 
pressure  against  it  in  such  a  way  as  always  to  press  snugly  against  the 
personj  and  to  return  at  all  times  to  position  when  such  pressure  is  re- 
moved. This  feature  of  the  protector  is  not  claimed  to  have  been  in- 
fringed by  the  defendant.  The  defendant's  protector,  constructed  in 
accordance  with  the  description  contained  in  Letters  Patent  No.  255,555, 
granted  to  Oharles  H.  Williams,  March  28, 1882,  has  no  spring  and  no 
elastic  or  resilient  quality,  does  not  yield  to  pressure,  and  has  no  capac- 
ity of  returning  automatically  to  its  normal  position. 

In  the  defendant's  structure,  the  ordinary  oap-piece  of  the  wash-board 
has  a  rounded  exterior  surface,  and  its  inner  surface  performs  the  func- 
tion of  a  protector.  Upon  the  upper  edge  of  such  cap-piece  is  mounted 
a  supplemental  protector,  the  two  parts  being  locked  rigidly  together 
by  a  tongue-and-groove  joint.  From  the  ends  of  the  supplemental  pro- 
tector are  extended  rigid  arms,  which  are  slotted  and  connected  to  the 


DECISIONS  OF  U.  8.  C0UBT8  IN  PATENT  CASES.     343 

aide  pieces  of  the  ficame  by  means  of  pins,  one  of  which  passes  through 
each  slot.  By  removing  the  sapplemental  protector  from  the  cap-piece, 
it  can  be  placed  between  the  side  pieces  of  the  frame,  so  as  to  stand 
edgewise  therein,  by  drawing  it  slightly  backward,  by  then  raising  it 
slightly,  by  then  advancing  it  to  the  front,  and  by  then  dropping  it  and 
placing  it  edgewise  within  the  frame.  In  this  latter  position  the  struct- 
ure is  adapted  for  packing.  Not  only  is  the  defendant's  protector  with- 
out any  yielding  or  resilient  function,  but  it  is  not  pivoted  after  the 
manner  of  the  Oorham  protector,  nor  does  it  fold  down  in  the  manner 
of  the  Gorham  protector,  in  the  sense  of  the  words  *^fold  down."  as 
Qsed  in  claim  3  of  the  Oorham  patent. 

The  contention  of  the  plaintiffs  is,  that  claim  3  of  the  patent  does  not 
require,  as  an  element  of  the  combination  covered  by  it,  that  the  pro- 
tector should  have  any  yielding,  elastic,  or  resilient  function,  or  should 
be  accompanied  by  a  spring;  but  that  it  is  sufficient  if,  by  any  mechan- 
ism, it  can  be  so  disposed  of  as  to  be  packed  away  for  convenience  in 
shipment,  or  for  other  purposes,  in  a  flat  manner,  in  the  vacant  space 
in  which  it  is  packed;  and  that,  as  the  defendant's  protector  is  to  a  large 
extent  packed  away  in  the  same  vacant  space,  claim  3  is  infringed.  It 
may  be  questionable  whether,- if  the  claim  were  to  be  construed  thus 
broadly,  it  would  not  be  for  merely  a  new  use  of  a  device  before  used 
in  many  things  besides  wash-boards.  But,,  in  view  of  the  state  of  the 
art,  as  shown  by  the  patents  above  referred  to,  and  in  view  of  the  course 
of  proceedings  in  the  Patent  Office  on  the  application  for  the  Oorham 
patent,  we  are  of  opinion  that  claim  3  of  that  patent  cannot  be 
so  construed  as  to  cover  a  protector  which  does  not  have  the  yielding, 
elastic,  or  resilient  function  of  the  Gorham  protector,  and  is  not  accom- 
panied by  a  spring  or  constructed  substantially  according  to  the  de- 
scription in  the  Gorham  specification.  Gorham  evidently  had  no  idea 
of  such  a  construction  as  that  of  the  Williams  patent,  found  in  the  de- 
fendant's wash-board ;  and  no  person  could,  by  following  the  description 
in  the  Gk>rham  specification,  arrive  at  the  defendant's  structure. 

Claim  3  of  the  Gorham  patent  requires  that  the  protector  shall  be 
**  constructed  to  fold  down,"  *«  substantially  as  "  "  shown."  The  defend- 
ant's protector  is  not  constructed  to  fold  down  in  the  manner  of  the 
Gorham  protector,  and  is  not  constructed  substantially  as  shown  in  the 
Gorham  specification. 

The  decree  of  the  circuit  court  is  affirmed. 
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[Supreme  Court  of  the  United  SUite«.j 

Menendez  et  al.  v.  Holt  bt  al. 

Decided  Oetohet-  Term,  1888. 

46  0.0.,97L. 

1.  Trade-Mark— Flour. 

Messrs.  Holt  &  Co.,  New  York,  N.  Y.,  a<1  judged  to  have  acquired  and  to  hold 
the  exclusive  right  to  the  use  of  the  words  '^  La  FaTorita,"  registered  by  them 
Febroary  28^  18S2,  as  a  trade-mark  for  flour. 

2.  IxFRiNOEMKNT— Delay  in  Bringing  Suit. 

While  therjB  was  such  delay  in  briuging  suit  as  to  preolade  reooyery  of  damages 
for  prior  iiifriugement,  there  was  neither  conduct  nor  negligence  which  could  6e 
held  to  destroy  the  right  to  prevention  of  further  injury. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Soathern 
District  of  New  York. 

Mr.  A.  V.  Briesen  for  the  appellants. 
Mr.  Rowland  Cox  for  the  appellees. 

statement  op  the  case. 

Appellees,  partners  in  business  under  the  firm-name  of  Holt  &  Co., 
filed  their  bill  of  complaint  July  17,  1882,  against  appellants,  engaged 
in  business  under  the  flrui-name  of  Jos^  Menendez  &  Brother,  alleging 
that  they  were  dealers  in  and  bought  and  sold  flour  and  grain ;  that 
Bobert  S.  Holt  had  theretofore  been  for  more  than  twenty-five  years  at 
the  head  of  the  firm  of  Holt  &  Co.,  which  firm  had  from  time  to  time 
been  changed  or  dissolved  by  the  retirement  of  various  members,  bot 
in  each  such  instance  a  new  firm  had  been  immediately  formed  and  sno- 
ceeded  to  the  firm-name,  good-will,  brands,  Trade-Marks,  and  other  as- 
sets of  the  preceding  firm,  so  that  there  had  been  no  interruption  of  the 
name  and  business  identity  of  Holt  &  Co.,  for  over  twenty-five  years, 
during  which  time  said  firm  had  had  a  high  reputation  in  the  trade ; 
that  Complainants  were  now  legally  seized  of  the  good- will  and  all  the 
Trade- Marks  ever  at  any  time  used  by  the  firm ;  that  they  were  the 
owners  of  a  certain  Trade-Mark  for  fiour,  which  consisted  of  the  fanci- 
ful words  '^  La  Favorita,"  which  was  originated  by  the  firm  and  had 
been  used  by  it  for  more  than  twenty  years,  to  distinguish  a  certain 
fiour  of  their  selection  and  preparation ;  that  said  firm  at  all  times  ex- 
ercised great  care  in  the  selection,  packing  and  preparation  of  the  floar 
packed  and  sold  by  them  under  the  said  brand,  <^  L>  Favorita,^  and  had 
carefully  advertised  the  same,  and  by  their  care  and  eflbrts  extensively 
introduced  it  to  the  trade,  so  that  the  said  brand  had  come  to  be  widely 
known  and  sought  after  by  the  trade,  and  the  sale  of  flour  so  branded 
constituted  an  important  part  of  the  firm's  business ;  that  the  brand 
was  applied  by  stenciling  it  on  the  barrels;  and  that  it  had  been  daly 
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registered  by  the  firm  in  parsuance  of  law.  Defendants  were  charged 
with  haying  made  use  of  the  brand  as  a  mark  for  flour  of  their  own 
preparation  or  selection  in  violation  of  complainants'  rights. 

The  answer  admitted  the  existence  of  the  Trade  Mark,  and  that  the 
defendants  had  used  it,  but  denied  that  Holt  &  Go.  were  the  owners, 
and  averred  that  one  Stephen  O.  Byder  was  a  member  of  Holt  &  Co. 
from  1S6I  to  ISdS,  and  had  since  used,  and  was  entitled  to  use,  said 
Trade-Mark  as  his  own ;  that  said  Ryder  put  his  own  name  on  flour  in 
connection  with  the  name  ^^  La  Favorita«"  and  that  defendants  had 
sold  such  flour  as  the  special  selection  of  said  Ryder,  and  not  as  selected 
by  complainants. 

Evidence  was  adduced  in  relation  to  the  connection  of  Byder  with 
the  firm  of  Holt  &  Co.,  his  retirement  therefrom,  and  the  ownership  ot 
the  brand  thereupon  to  establish  the  use  of  the  Trade- Mark  by  Byder  and 
others  without  protest  on  complainants'  part ;  also,  subject  to  objection, 
to  show  a  prior  use  of  the  same  as  a  Trade-Mark  for  flour. 

It  appears  that  Holt  &  Co.  deposited  faC'Similes  of  the  Trade-Mark 
October  17,  1881,  in  the  Patent  Office,  and  that  it  was  duly  registered 
February  28,  1882. 

The  circuit  court  refused  an  accounting,  but  held  complainants 
entitled  to  the  exclusive  use  of  the  words  as  a  brand  or  Trade-Mark  for 
flour,  and  that  the  defendants  had  infringed  the  rights  of  complainants 
in  the  use  of  the  words  on  flour  not  prepared  by  complainants,  and 
decreed  a  perpetual  injunction.  From  that  decree  this  api)eal  was  prose- 
cuted, and  a  reversal  is  asked  on  the  grounds  that  the  words  <*  La 
Favorita"  as  use«l  by  the  complainauts  cannot  be  protected  as  a  Trade- 
Mark  ;  that  there  has  been  no  infringement ;  that  the  words  had  been 
used  as  a  brand  before  being  used  by  Holt  &  Co.;  that  the  title  of  Bolt 
&  Go.  was  not  superior  to  that  of  S.  O.  Ryder ;  and  that  whatever 
rights  complainants  may  once  have  had  had  been  forfeited  by  ladies. 

Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the  court. 

The  fact  that  Holt  &  Co.  were  not  the  actual  inannfacturers  of  the 
flour  upon  which  they  had  for  years  placed  the  brand  in  question  does 
not  deprive  them  of  the  right  to  be  protected  iu  the  use  of  that  brand 
as  a  Trade-Mark.  They  used  the  words  ^^  La  Favorita"  to  dei^viguate 
flour  selected  by  them,  in  the  exercise  of  their  best  judgment,  <as  equal 
to  a  certain  standartj.  The  brand  did  not  indicate  by  whom  the 
flour  was  manufactured,  but  it  did  indicate  the  origin  of  its  selection 
and  classiflcation.  It  was  equivalent  to  the  signature  ot  Holt  &  Co.  to  a 
certificate  that  the  flour  was  the  genuine  article  which  had  been  deter- 
mined by  them  to  possess  a  certain  degree  of  excelleuce.  It  did  not,  of 
course,  in  itself  indicate  quality,  for  it  was  merely  a  fancy  name  and  iu  a 
foreign  language,  but  it  evidenced  that  the  skill,  knowledge,  and  judg- 
ment of  Holt  «&  Co.,  had  been  exercised  in  ascertaining  that  the  particu- 
lar flour  so  marked  was  possessed  of  a  merit  rendered  definite  by  tbeir  ex- 
amination and  of  a  uniformity  rendered  certain  by  tbeir  selection.    Tbe 
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case  clearly  does  uot  fall  within  the  rale  aunoanced  in  Manufacturtng  Co. 
V.  TraineTj  (101 U.  S.,  51, 55,)  that*^  letters  or  figures  which,  by  the  castom 
of  traders,  or  the  declaration  of  the.manafactarer  of  the  goods  to  which 
they  are  attached,  are  only  used  to  denote  quality,  are  incapable  of 
exclusive  appropriation,  but  are  open  to  use  by  any  one,  like  the  adjec- 
tives of  the  language ;"  or  in  Raggett  v.  Findldter^  (L.  B.«  17  Eq.,  29,) 
where  an  injunction  to  restrain  the  nse  upon  a  trade-label  of  the  terta 
<^  nourishing  stout"  was  refused  on  the  obvious  ground  that  ^'  noarisn- 
lug"  was  a  mere  English  won!  denoting  quality.  And  the  fact  that 
flour  so  marked  acquired  an  extensive  sale,  because  the  public  had  dis- 
covered that  it  might  be  relied  on  as  of  a  uniformly  meritorious  quality 
demonstrates  that  the  brand  deserves  protection  rather  than  that  it 
should  be  debarred  therefrom,  on  the  ground  as  argued,  of  being  indic- 
ative of  quality  only.  (Burton  v.  Stratum^  12  Fed.  llep.,  696;  Oodillot 
V,  Harris^  81  N.  Y.,  263 ;  Bansome  v.  Orakam;15  Law  Jour.,  Oh.  897.) 

Holt  &  Co.  then«  having  acquired  the  exclusive  right  to  the  words 
<^La  Favorita''  as  applied  to  this  particular  vendible  commodity,  it  is 
no  answer  to  their  action  to  say  that  there  was  no  invasion  of  that 
right  because  the  name  of  S.  O.  Byder  accompanied  the  brand  upon 
flour  sold  by  appellants,  instead  orthe  name  of  Holt  &  Co.  That  is  an 
aggravation  and  not  a  justification,  for  it  is  openly  trading  in  the  name 
of  anoth'er  upon  the  reputation  acquired  in  the  device  of  the  true  pro- 
prietor. ( Oillott  V.  JBsterbroohy  47  Batb.,  455 ;  S.  C,  48  K  Y.,  374 ;  Coats 
V.  Holbroifkj  2  Sandf.  Ch.,  586.) 

These  views  dispose  of  two  of  the  defenses  specially  urged  on  behalf 
of  appellants,  and  we  do  not  regard  that  of  prior  public  nse,  even  if  it 
could  be  properly  considered  under  the  pleadings,  as  entitled  to  any 
greater  weight.  Evidence  was  given  to  the  effect  that  from  1857  to 
1860,  the  words  ^*  La  Favorita"  were  occasionally  used  in  St.  Louis  by 
Sears  &  Co.,  then  manufacturing  in  that  city,  as  designating  a  particu* 
lar  flour,  but  the  witnesses  were  not  able  to  testify  that  any  had  been  on 
sale  there  under  that  brand  (unless  it '  were  that  of  Holt  &  Co.)  for  up- 
ward of  twenty  years.  The  use  thus  proven  was  so  casual  and  such 
little  importance  apparently  attached  to  it,  that  it  is  doubtful  whether 
Sears  &  Co.  could  at  any  time  have  successfully  claimed  the  words  as  a 
Trade-Mark,  and,  at  all  events  such  use  was  discontinued  before  Holt  & 
Go.  appropriated  the  words  to  identify  their  own  flour,  and  there  was  no 
attempt  to  resume  it.  It  is  argued,  however,  that  the  title  of  Holt  & 
Go.  to  the  use  of  the  mark  was  not  superior  to  that  of  S.  O.  Byder,  be- 
cause it  is  said  that  Byder,  upon  leaving  the  firm,  took  with  him  his 
share  of  the  good- will  of  the  business,  and  consequently  of  the  Trade- 
Marks,  and  hence  that  the  defendants  below  rightfully  sold  flour  under 
the  brand  '^La  Favorita"  when  selected  by  Byder  and  so  marked  by 
him.  ^         T 

Good-will  was  defined  by  Lord  Eldon,  in  CruUtMf^l^hi^^^neyj 
335,  346,)  to  be  '<  nothing  more  than  the  probability  that  the  old  custom-' 
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ere  will  tesort  to  the  old  place,"  bat  Vice-Chancellor  Wood,  in  Ghurton 
V.  Dougl€L8  (Johns.  H.  R.  V.,  174, 188,)  says  it  would  be  taking  too  nar- 
row a  view  of  what  is  there  laid  down  by  Lord  Eldon  to  confine  it  to  that, 
but  that  it  must  mean  every  positive  advantage  that  has  been  acquired 
by  the  old  firm  in  the  progress  of  its  business,  whether  connected  with 
the  premises  in  which  the  business  was  previously  carried  od^  or  with 
the  name  of  the  late  firm,  or  with  any  other  matter  carrying  with  it  the 
benefit  of  the  business. 

It  may  be  that  where  a  firm  is  dissolved  and  ceases  to  exist  under 
the  old  name,  each  of  the  former  partners  would  be  allowed  to  obtain 
'*  his  share  "in  the  goodwill,  so  far  as  that  might  consist  in  the  use  of 
Trade-Marks,  by  continuing  such  use  in  the  al)sence  of  stipulation  to 
the  contrary ;  but  when  a  partner  retires  from  a  firm,  assenting  to  or 
acquiescing  in  the  retention  by  the  other  partners  of  possession  of  tiie 
old  place  of  business  and  the  future  conduct  of  the  business  by  them 
under  the  old  name,  the  good- will  remains  with  the  latter  as  of  course. 

Holt  &  Co.  commenced  business  in  1845,  and  had  had  an  uninter- 
rupted existence  under  that  name  since  1855;  the  Trade-Mark  in  ques- 
tion was  adopted  by  the  senior  member  of  the  firm  in  1861,  and  had 
been  thereafter  in  continuous  use.  Ryder  became  a  partner  in  1861, 
and  retired  February  1, 1869,  when  a  circular  was  issued,  in  which  he 
participated,  announcing  the  dissolution  by  his  retirement,  the  con- 
tinuance of  the  business  by  the  other  partners  under  the  same  firm- 
name  and  the  formation  of  another  partnership  by  Ryder  with  one 
Rowland,  to  transact  the  flour  and  commission  business  at  another 
place,  under  the  name  of  Rowland  &  Ryder.  In  addition  to  these  facts 
it  is  establishecl  by  the  preponderance  of  evidence  that  it  was  verbally 
agreed,  at  the  time  Ryder  retired,  that  he  surrendered  all  interest  in 
the  brands  belonging  to  Holt.  &  Go.  Ryder  attempts  to  deny  this,  but 
his  denial  is  so  qualified  as  to  render  it  unreliable  as  against  the  direct 
and  positive  character  of  the  evidence  to  the  contrary.  Indeed,  when 
asked  why  the  brands  were  not  made  the  subject  of  appraisement  when 
he  went  out,  as  it  was  conceded  all  the  other  property  of  the  firm  was, 
he  says  that  it  was  because  he  ^'  gave  up  all  right,  title  and  iuterest  to 
those  valuable  brands  to  Robert  S.  Holt  out  of  friendship,  so  there  was 
no  occasion  for  it."  In  our  judgment,  Ryder's  claim  to  any  interest  in 
the  good- will  of  the  business  of  Holt  &  Oo.,  including  the  firm's  Trade- 
Marks,  ended  with  his  withdrawal  from  that  firm. 

Gouusel  in  conclusion  earnestly  contends  that  whatever  rights  appel- 
lees.may  have  had  were  lost  by  laches,  and  the  desire  is  intimated  that 
we  should  consider  McLean  v.  Fleming^  (96  U.  S.,  245,)  so  far  as  it  was 
therein  stated  that  even  though  a  complainant  were  guilty  of  such 
delay  in  seeking  relief  upon  infringement  as  to  preclude  him  from  ob- 
taining an  account  of  gains  and  profits,  yet,  if  he  were  otherwise  so  en- 
titled, injunction  against  future  infringement  might  properly  be 
awanled.    We  see  no  reason  to  modify  this  general  proposition,  and  we 
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do  not  find  in  the  facts  as  disclosed  by  the  record  before  us  anythiDg 
to  justify  as  la  treating  this  case  as  an  exception. 

The  intentional  use  of  another's  Trade- Mark  is  a  fi:«ud.  When  the 
excuse  is  that  the  owner  permitted  such  use,  that  excuse  is  disposed  of 
by  affirmative  action  to  put  a  stop  to  it.  Persistence,  theu,  in  the  use 
is  not  innocent,  and  the  wrong  is  a  continuing  one,  demanding  restraint 
by  judicial  interposition  when  properly  invoked.  Mere  delay  or  acquies- 
cence cannot  defeat  the  remedy  by  ii^ unction  in  support  of  the  legal 
right,  unless  it  had  been  continued  so  long  and  under  such  circum- 
stances as  to  det<eat  the  right  itself.  Hence,  upon  an  application  to 
stay  waste,  relief  will  not  be  r<afased  on  the  ground  that,  as  the  defend- 
ant had  been  allowed  to  cut  down  half  of  the  trees  upon  the  claimant's 
land,  he  had  acquired  by  that  negligence  the  right  to  cut  down  the  re- 
malnder,  {Att,-Oen.  v.  Uastlakej  II  Hare,  205;)  nor  will  the  issue  of  an 
injunction  against  the  infringement  of  a  Trade-Mark  be  denied  on  the 
ground  that  mere  procrastination  in  seeking  redress  for  depredations 
had  deprived  the  true  proprietor  of  his  legal  right.  {Fullwoodv,  FuU- 
iDOodj  9  Oh.  D.,  176.)  Acquiescence  to  avail  must  be  such  as  to  create 
a  new  right  in  the  defendant.  (Rodgers  v.  Nowill,  3  DeGex,  M.  &  G., 
614.)  Where  consent  by  the  owner  to  the  use  of  his  Trade-Mark  by 
another  is  to  be  interred  from  his  knowledge  and  silence  merely,  <*  it 
lasts  no  longer  than  the  silence  from  which  it  springs;  it  is,  in  reality, 
no  more  than  a  revocable  license*"  (Duer,  J.,  Amoskeag  Mfg.  Co.  v« 
Spear  J  2  SAndU  599;  Julian  v.  Rooster  Drill  Oo.^  78  Ind.,498;  Taylor 
V.  Carpenter^  3  Story,  458 ;  W.,  2  Woodb.  &  M.,  I.) 

So  far  as  the  act  complained  of  is  completed,  acquiescence  may  defeat 
the  remedy  on  the  principle  applicable  when  action  is  taken  on  the 
strength  of  encouragement  to  do  it ;  but  so  far  as  the  act  is  in  progress 
and  lies  in  the  future,  the  right  to  the  intervention  of  equity  is  not 
generally  lost  by  previous  delay,  in  respect  to  which  the  elements  of  an 
estoppel  could  rarely  arise.  At  the  same  time,  as  it  is  in  the  exercise 
of  discretionary  jurisdiction  that  the  doctrine  of  reasonable  diligence 
is  applied,  and  those  who  s^ek  equity  must  dolt,  a  court  might  hesi- 
tate as  to  the  measure  of  relief  where  the  use  by  others  for  a  long  pe- 
riod under  assumed  permission  of  the  owner  had  largely  enhanced  the 
reputation  of  a  particular  brand.  But  there  is  nothing  here  in  the 
nature  of  an  estoppel,  nothing  which  renders  it  inequitable  to  arrest  at 
this  stage  any  further  invasion  of  complainants'  rights.  There  is  no  pre- 
tense of  abandonment.  That  would  require  proof  of  non-user  by  the 
owner  or  general  surrender  of  the  use  to  the  public.  The  evidence  is 
positive  that  Holt  &  Co.  continuously  used  the  trade-mark,  always  as- 
serted their  exclusive  right  to  it,  and  never  admitted  that  of  any  other 
firm  or  person,  and,  in  the  instance  of  every  party,  including  Byder, 
who  used  this  brand  of  flour  not  of  Holt  &  Co.'s  selection,  that  use,  when 
it  came  to  their  knowledge,  was  objected  to  by  the  latter,  and  personal 
notice  given,  while  publication  was  also  made  in  the  newspapers  circu- 
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lating  where  the  floar  was  nsnally  marketed,  contnining  a  statement  of 
Holt  &  Go.'s  rights  and  warning  against  imitations.  It  is  idle  to  talk 
of  aeqaiescence  in  view  of  these  facts.  Delay  in  bringing  snit  there 
was,  and  such  dMay  as  to  preclude  recovery  of  damages  for  prior  in- 
fringement, but  there  was  neither  conduct  nor  negligence  which  could 
be  held  to  destroy  the  right  to  prevention  of  further  injury. 
The  decree  of  the  circuit  court  will  therefore  be  affirmed. 


[Sopreme  Court  of  the  United  StAtes.] 

Kennedy  v.  Hazelton. 

Dteided  December  17,  18H8. 
46  O.  G.,  973. 

1.  Vauwty  op  PyiTEKT— Appucation— Oath. 

Th6  patent  law  makes  it  eBsential  to  the  validity  of  a  patent  that  it  shall  be 
granted  on  the  application,  supported  by  the  oath,  of  the  original  and  first  in- 
ventor. 

2.  Samb— 'Samb— Whbn  Void. 

A  patent  which  is  not  supported  by  the  oath  of  the  inventor,  but  applied  for 
by  one  who  is  not  the  inventor,  is  unauthorized  by  law  and  void. 

3.  Yon)  PaTSKT  NOT  ASSIGNABLB. 

As  a  patent  thus  obtained  confers  no  title  or  right  upon  the  patentee,  a  court 
of  equity  will  not  order  him  to  assign  it. 

4.  Entobcbmbnt  OF  Contract  undbr  Void  Patbnt. 

A  court  of  chancery  cannot  decree  specific  performance  of  an  agreement  to 
convey  property  which  has  no  existence,  or  to  which  defendant  has  no  title. 

5.  Same. 

A  bill  by  vendee  against  vender  for  specific  performance,  which  does  not  show 
any  title  in  defendant,  is  bad  on  demurrer. 
e.  Patent  Prima  Facie  Evidence  of  Validity. 

A  patent  issued  to  an  applicant  is  only  prima  facie  evidence  that  he  is  the  in- 
ventor. 

Appeal  from  the  Olrcnit  Court  of  the  Uuited  States  for  the  Northern 
District  of  Illinois. 

Mr.  C.  A.  Seivard,  Mr.  K  Banning^  and  Mr,  T.  A.  Banning  for  the  ap- 
pellant 
Mr.  L.  L.  Band  and  Mr.  E.  A.  West  for  the  appellee. 

STATEHIENT  OF  THE  CASE. 

This  was  a  bill  in  equity  for  specific  performance,  filed  November  12, 
ISS?,  by  a  citizen  of  New  York  against  a  citizen  of  Illinois,  and  con- 
tained the  following  allegations :  ^         j 

On  July  10,  1884,  the  defendant,  in  conaideratiafNSf4fij^hf  of 
$10,000,  paid  by  the  plaintiff  to  him,  made  an  assignment  to  the  plaintiff 
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of  an  interest  of  one-half  in  two  patents  previoasly  obtained  by  tk^ 
defendant  for  steam-boilers ;  and  also  made  a  written  contract,  acknowl- 
edged before  a  not<ary  pablic  and  recorded  in  the  Patent  Office,  by 
which  the  defendant  agreed  to  assign  to  the  plaintiff  any  and  all  patents 
which  the  defendant  might  thereafter  obtain  from  the  United  States  or 
the  Dominion  of  Canada,  for  inventions  in  improvements  in  steam- 
boilers,  and  further  agreed  not  to  assign  such  inventions,  or  the  patents 
obtained  therefor,  to  any  other  person. 

In  1885,  the  defendant  pablicly  stated  that  he  had  invented  such  an 
improvement  and  explained  it«  general  plan  and  constrnction ;  and 
afterward  combined  and  confederated  with  oqe  Goulding  to  avoid  and 
evade  the  effect  of  the  c«>ntract  of  July  10, 1884 ;  and  for  that  purpose 
the  defendant  caused  to  be  prepared  at  his  expense,  but  in  the  name  of 
Goulding,  the  necessary  papers  to  procure  Letters  Patent  for  this  in* 
vention;  and  Goulding,  without  any  consideration  received  from  the 
defendant  therefor,  assented  to  be  used  In  that  regard  as  the  alleged 
inventor  of  the  improvement,  and,  at  the  request  and  by  the  procure- 
ment of  the  defendant,  filed  an  application  under  oath  for  a  patent  for 
it,  which  application  was  allowed;  and  Goulding,  before  the  issue  of 
the  patent  assigned  in  writing  to  the  defendant  all  his  interest  in  the 
improvement  and  in  the  patent  therefor;  and  on  December  14, 1886,  a 
patent  was  issued  to  the  defendant  accordingly  as  assignee  of  Gould- 
ing, a  certified  copy  of  which  was  made  part  of  the  bill. 

The  bill  further  alleged  that  the  defendant  was,  and  Goulding  was 
not,  the  original  and  first  inventor  of  the  improvement  so  patented ; 
that  tbe  defendant  had  engaged  in  the  manufacture  and  sale  of  boilers 
under  this  patent,  and  had  received  and  was  receiving  great  benefits 
therefrom ;  that  the  patent  was  of  value  exceeding  the  sum  of  $5,000, 
exclusive  of  interest  and  costs. 

The  bill  prayed  for  a  decree  that  the  defendant  assign  this  patent  to 
the  plaintiff,  for  an  adjudication  that  the  title  to  it  equitably  vested  in 
the  plaintiff  at  the  date  of  its  issue,  for  an  account  of  profits  received 
by  the  defendant  from  its  use,  for  a  preliminary  injunction  against 
transferring  or  incumbering  the  patent,  or  manufacturing  or  selling 
boilers  containing  the  improvement  described  therein,  and  for  further 
relief. 

The  defendant  demurred  to  the  bill,  first,  for  want  of  equity ;  second 
for  multifariousness,  in  embracing  two  separate  and  distinct  causes  of 
action,  one  to  enforce  specific  performance  of  a  contract,  the  other  foi 
the  infringement  of  a  patent;  third,  because,  as  appeared  by  the  alle- 
gations of  the  bill,  the  patent  was  absolutely  void,  and  no  suit  could  be 
maintained,  either  to  compel  its  transfer,  or  for  infringement  thereof. 

The  circuit  court  sustained  the  demurrer,  for  the^  third  reason,  and 
dismissed  the  bill.     (33  Fed.  Eep.,  293.)    The  plaintiff  appealed  to  this 

Court.  '      ,  .;initi7^rlhvG^OQ^'       . 

Mr.  Justice  Gbay,  after  stating  the  case  as  above  reported,  deli vered 
the  opinion  of  the  Court. 
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The  case,  as  stilted  in  the  bill  and  admitted  by  the  demurrer,  is  shortly 
this:  The  defendant  agreed  in  writing  to  assign  to  the  plaintifif  any 
patents  that  he  might  obtain  for  improvements  in  steam-boilers.  He 
did  invent  sach  an  improvement,  and,  with  intent  to  evade  his  agree- 
ment aod  to  defrand  the  plaintiff,  procured  a  patent  for  this  invention 
to  be  obtained  upon  the  application  under  oath  of  a  third  person  as  the 
inventor,  and  to  be  issued  to  him  as  assignee  of  that  person,  and  has 
made  profits  by  mauufacturiug  and  selli  ng  boilers  embodying  the  im- 
provement so  patented.  The  plaintiff  seeks  by  bill  in  equity  to  compel 
the  defendant  to  assign  the  patent  to  him,  and  to  account  for  the  profits 
received  under  it. 

A  court  pf  chancery  cannot  decree  specific  performance  of  an  agree- 
ment to  convey  property  which  has  no  existence,  or  to  which  the  de- 
fendant has  no  title.  A  bill  by  vendee  against  vender  for  specific  per- 
formance, which  does  not  show  any  title  in  the  defendant,  is  bad  on 
demurrer.  And  if  it  appears,  by  the  bill  or  otherwise,  that  the  want  of 
title  (even  if  caused  by  the  defendant's  own  act,  as  by  his  conveyance 
to  a  bona  fide  purchaser)  was  known  to  the  plaintiff  at  the  time  of  he- 
ginning  the  suit,  the  bill  will  not  be  retained  for  assessment  of  damages, 
but  must  be  dismissed,  and  the  plaintiff  left  to  his  remedy  at  law.  {Oo- 
lumbine  v.  Chichester^  2  Phillips,  27 ;  8.  0.,  1  Coop.  Temp.  Gottenham, 
295;  Ferguson  v.  Wilson,  L.  B.,  2  Oh.  77  ;  Kempshall  v.  Stone,  5  Johns., 
Oh.  193;  Morss  v.  Mmendor/^  11  Paige,  277;  Milkman  v.  Ordicay^  106 
Mass.,  23:2,  256.) 

The  patent  law  makes  it  essential  to  the  validity  of  a  patent  that  it 
shall  be  granted  on  the  application,  supported  by  the  oath,  of  the  origi- 
nal and  first  inventor,  (or  of  his  executor  or  administrator,)  whether 
the  patent  is  issued  to  him  or  to  his  assignee.  A  patent  which  is  not 
Bupported  by  the  oath  of  the  inventor,  but  applied  for  by  one  who  is 
not  the  inventor,  is  unauthorized  by  law,  and  void,  and,  whether  taken 
out  in  the  name  of  the  applicant  or  of  any  assignee  of  his,  confers  no 
rights  as  against  the  public.  (Bev.  Stats.,  sees..  4886,  4888,  4892,  4895, 
4896,  4920.) 

The  patent  issued  by  the  Oommissioner  to  the  defendant  as  assignee 
oC  Ooulding  is  only  j>niiia/aci6  evidence  that  Qoulding  was  the  in- 
ventor of  the  improvement  patented ;  and  the  presumption  of  its  validity 
in  this  respect  is  rebutted  and  overthrown  by.the  distinct  allegation 
in  the  bill,  admitted  by  the  demurrer,  that  the  defendant,  and  not 
Goulding,  was  the  inventor.  This  fact  is  not  brought  into  the  case  by 
any  answer  or  plea  of  the  defendant,  but  it  is  asserted  by  the  plaintiff 
himself  as  a  ground  for  maintaining  his  bill. 

As  the  patent,  upon  the  plaintiff's  own  showing,  conferred  no  title  or 
right  upon  the  defendant,  a  court  of  equity  will  not  order  him  to  assign 
it  to  the  plaintiff— not  only  because  that  would  be  to  decree  a  convey- 
ance of  property  in  which  the  defendant  has,  and  can  confer,  no  title ; 
but  also  because  its  only  possible  value  or  use  to  the  plaintiff  would  be 
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to  enable  him  to  impose  apou  the  public  by  asserting  rights  under  a 
void  patent.  {Post  v.  Marshy  16  Ch.  D.,  395 ;  Oldfham  v,  James^  14 
Irish  Ch.,  «1.) 

The  bill  cannot  be  maintained  for  an  account  of.  profits  received  by 
the  defendant  from  the  use  of  this  patent,  because  a  decree  for  profits 
can  only  proceed  upon  the  ground  that  the  plaiutifl:' is  at  least  the  equit- 
able owner  of  the  patent,  and  there  can  be  neither  legal  nor  equitable 
ownership  of  a  void  patent.  The  same  reason  is  a  sufficient  answer  to 
the  suggestion  of  the  plaiutilf  that  the  bill  may  be  maintained  as  a  bill 
to  remove  a  cloud  upon  his  title  in  this  patent. 

In  Ambler  v.  Whipple^  (20  Wall.,  546,)  cited  by  the  plaintiff,  the  suit 
was  based  upon  articles  of  partnership  between  Ambler  and  Whipple, 
by  which  it  was  agreed  that  all  patents  obtained  by  either  partner  should 
be  owned  by  both  in  equal  shares.  The  bill  alleged  that  the  two  jointly 
had  obtained  a  patent  for  a  joint  invention,  and  that  another  pateut, 
afterward  obtained  by.  Whipple  upon  the  application  of  a  third  person, 
embodied  the  same  invention  with  only  a  colorable  variation.  Neither 
of  the  patents  was  in  the  record,  and  the  questions  now  presented  were 
not  suggested  by  icounsei  or  considered  by  the  court,  but  the  decree  for 
theplaintiff  proceeded  upon  independent  grounds.  The  result  is  that 
the  present  bill  cannot  be  maintained,  and  that  the  plaintiff  must  be 
left  to  any  remedy  that  he  may  have  to  recover  damages  in  an  action 
at  law. 

Decree  affirmed. 

The  Chief  Justice' and  Mr.  Justice  Bradley  dissented. 


{[United  States  Circuit  Coart-Eaateni  District  of  North  Carolina.] 

Feenoline  Chemical  Company  v.  The  Cabolina  Oil  and  Cbeo- 

BOTE  Company. 

Decided  January  19,  1889. 
46  0.  G.,  974. 

1.  Stanley— Apparatus  for  Dis^tilling  Turpentine,  Ac. 

Reissued  Letters  Patent  No.  10,689,  granted  to  James  D.  Stanley  February  16, 
1886,  for  an  apparatus  for  distilling  turpentine  and  for  the  purification  of  the 
crude  products  of  the  distillation  thereof,  Held  to  rest  for  its  validity  upon  a  very 
narrow  margin  of  invention. 

2.  Hansen'  and  Smith— Apparatus  for  Distilung  Wood. 

Letters  Patent  No.  333,750,  granted  to  Hansen  and  Smith  January  5,  1886,  for 
sundry  improvements,  compared  with  said  Stanley  reissue  patent  and  Held  to 
cover  snbstantial  improvements. 

3.  Evidence— Tests. 

An  ex  parte  test  made  by  the  defendant  and  a  defective  test  made  by  the  com- 
plaiuant  Held  to  be  entitled  to  no  weight  in  evidence.  Digitized  by  CiOi, 
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Mr.  £.  B.  MeMaster  and  Messrs.  Strong^  Oray  &  Stamps  for  the  com- 
plaiiiaDt. 
Mr.  Mareus  8.  Hopkins.  Mr.  8.  F.  Phillips,  and  Messrs.  Battle  &  Mor 
U  for  the  defendant. 


SBTXOxnt,  J. : 

This  IS  a  bill  in  eqnitj  filed  by  the  Fernoline  Chemical  Company  to 
restrain  the  infringement  of  a  patent  and  for  an  account. 

The  Letters  Patent  nnder  which  plaintiff  claims  are  Beissned  Letters 
Patent  Vo.  lO^CM,  granted  to  one  Jami^s  D.  Stanley.  The  original  pat- 
eol  bears  date  October  31,  1882,  and  is  numbered  260,909.  Reissne 
Patent  TSo.  10,W9  is  for  an  apparatus,  for  diHtilling  tarpentine,  anil  for 
tlie  parifteation  ci  the  crude  products  of  the  distillation  thereof.  It  re- 
Isites  -to  a  process  by  which  pine  wood  is  placed  in  an  oven  or  retort 
ssbjeeted  to  best,  and  the  vapor  thus  caused  to  issue  from  the  wood 
conveyed  into  receptacles,  in  which  it  is  condensed  and  distilled.  The 
apparatus  consists  of  a  heating  structure,  a  retort  for  containing  the 
wood,  and  the  construction  for  condensation. 

The  eoutroversy  is  with  respect  to  the  heating  structure  ami  the 
means  adopted  to  convey  the  heat  to  and  distribute  it  about  tlie  surface 
of  the  retort. 

The  defendant  is  engaged  in  the  business  of  manufacturing  oil  from 
pine  wood'by  distillation.  Before  the  date  of  original  Patent  No.  26G,909 
Stanley  had  taken  out  two  other  patents  for  distilling  turpentine,  and 
producing  oil  and  other  products  from  wood,  numbered,  resi>ectively, 
130,598  and  131,312,  dated  August  20  and  September  10,  1872.  On  the 
2l8t  of  February,  1882,  and  therefore  earlier  than  tfie  issuing  of  plaint- 
ilPs  patent,  he  had  sold  to  defendant's  assignors,  Uanson  &  Smith,  the 
exclosive  right  to  use  said  inventions  (and  all  improvements  that  mi^^^h  t 
be  made  thereon)  in  the  State  of  North  Carolina.  The  inventions  so 
purchased  not  proving,  as  defendant  alleges,  practically  satisfactory, 
by  reaHon  of  the  furnaces  failing  to  heat  the  retort  evenly,  by  too  great 
a  consumption  of  fne),  and  by  burning  the  bottom  of  the  retort,  Hanson 
&  Smith  devised  sundry  improvements,  which  were  patented  by  Let- 
ters Patent  No.  333,750,  granted  June  5, 1886.  The  apparatus  used  by 
defendant  and  alleged  by  plaintiff  to  be  an  infringement  on  its  patent 
is  constmcted,  as  defendant  claims,  on  the  plan  of  the  last-mentioned 
patent,  which  is  itself  an  improvement  on  the  patents  which  it  holds 
doder  assignment  from  Stanley. 

The  claims  made  by  Stanley  in  the  specification  forming  part  of  Re- 
issued Patent  No.  10,689  are :  a  fire-box,  an  arch  located  over  the  fire- 
box and  under  the  retort,  a  retort-chamber  above  the  arch,  in  which  is 
located  the  retort,  and  spaces  above  and  below  the  retort  separated  for 
the  greater  length  of  the  chamber  but  connected  at  one  end. 

The  object  of  the  arch  over  the  fire-box  and  of  the  separation  of  ^ the 
spaces  above  and  below  the  retort  containing  the  piya  wQod  is  to^qual- 
2016  PAT ^23 
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ize  as  far  as  may  be  the  heat  applied  to  all  parts  of  the  retort.  The 
prodacts  of  coiubastiou  are  kept  from  the  retort  by  the  arch,  ander 
which  they  pass  to  its  rear  beneath  the  arch,  escaping  from  the  latter 
at  the  rear  end.  Thence  they  pass  horizontally  along  the  ander  side  of 
the  retort,  between  the  retort  and  the  arch,  to  the  front  end,  where  they 
ascend  throogh  vertical  passages  at  the  sides  of  the  retort  into  a  space 
above  the  same.  They  then  pass  rearward  along  the  top  of  the  retort 
to  the  chimney,  which  is  at  the  back  end  of  the  apparatus — that  is  to 
say,  the  heat  passes  backward  ander  the  arch  before  impinging  upou 
the  retort,  thence  forward  over  the  arch  and  ander  the  retort,  and 
thence  backward  over  the  retort  to  the  chimney.  The  original  Stanley 
patent,  No.  130,598,  one  of  the  two  the  right  to  ase  which  was  purchased 
by  defendant's  assignor,  was,  according  to  the  specification,  an  improve- 
ment in  the  process  and  apparatus  whereby  spirits  of  turpentine  are 
distilled  from  pine  wood.  It  provides,  as  does  plaintiff's  patent,  a  pro- 
cess whereby  pine  wood  is  placed  in  a  retort,  subjected  to  heat,  and  its 
vapor  conveyed  in  receptacles  and  condensed.  The  fire  is  placed  di- 
rectly under  the  retorts.  The  apparatus  now  used  by  defendant  pro- 
vides for  an  equalization  of  the  heat  applied  to  the  retorts  by  means  of 
forcing  it  to  pass  under  an  arch  and  through  flues  surrounding  the  re- 
tort. 

Before  considering  what,  the  court  deems  the  substantial  difference 
between  the  mode  in  which  the  beat  is  applied  to  the  retort  in  the 
plaintiff's  and  defendant's  inventions  I  will  state  the  testimony  shows 
that  plaintiff's  patent  rests  for  its  validity  upon  a  very  narrow  margin 
of  invention.  Arranging  spaces  around  vessels  of  various  forms  for 
the  purpose  of  retarding  and  regulating  the  process  of  heating  such 
vessels  and  the  use  of  arches  above  fires  to  protect  retorts  from  the 
action  of  flames  were  both  old  in  the  art  at  the  time  of  the  invention 
covered  by  plaintiff's  patent.  What  it  is' entitled  to. protection  in,  if 
anything,  is  the  manner  in  which  the  products  of  combustion  are  de- 
layed in  being  carried  around  the  retort— -that  is,  its  mode  of  equalizing 
the  heat  and  its  combination  of  contrivances  for  effecting  its  purpose. 
In  defendant's  apparatus  the  fire-box  is,  as  in  plaintifl''s,  covered  by  an 
arch.  The  retort  is  longer  than  that  used  by  plaintiff,  and  is  heated 
from  opposite  ends  by  two  furnaces,  each  heating  the  retort  from  its 
end  to  the  middle.  ^  In  each  furnace  there  is  a  space  entirely  around 
the  retort  between  the  .outer  surface  and  the  surrounding  masonry.  In 
this  space  there  are  vertical  partitions  passing  alternately  over  and 
under  the  retort.  Each  partition  passes  a  little  more  than  half-way 
around  the  retort  and  the  ends  terminate  at  the  sides  of  the  retort. 
These  vertical  partitions  divide  the  space  around  the  retort  into  an  in- 
direct flue  or  passage  extending  upward  and  downward  repeatedly 
from  the  top  to  the  bottom  of  the  retort.  At  the  raar  end  of  each  fur- 
nace— that  is,  under  the  middle  of  the  retort — the  arches  are  provided 
with  opening's  extiMxIin^i:  outward  into  the  chamber  which  contains  the 
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retort..  The  arch  extenda  continuously  to  the  rear  wall.  The  open- 
ings through  which  the  products  of  combuHtion  escape  into  the  cham- 
ber surroun  ling  the  retort  are  situated  at  the  side  and  inner  end  of  the 
arches  and  deflect  them  so  that  they  do  not  directly  impinge  upon  the 
retort,  but  are  directed  more  immediately  to  the  side. walls  of  the  fur- 
nace. The  result  of  the  mechanical  arrangement  described  is  that  the 
products  of  combustion  after  passing  along  under  the  arch  and  through 
the  flues  into  the  chamber  surrounding  the  retort  and  impinging  upon 
the  side  walls  of  the  apparatus  immediately  ascend  to  the  upper  part 
of  the  chamber.  On  reaching  it,  being  impelled  forward  by  the  draft, 
they  meet  a  partition  extending  down  from  the  roof  of  the  chamber 
and  are  thrown  down  to  the  upper  surface  of  the  protecting-arch,where 
they  come  in  contact  with  a  surface  heated  by  tBe  direct  actiob  of  the 
flames.  Again  impelled  forwared  they  strike  another  partition,  are 
thrown  upward,  and  then,  upon  reaching  the  top  of  the  chamber,  are 
again  directed  downwanl  and  again  upward  until  they  escape  through 
chimneys  situated  at  the  forward  ends  of  the  apparatus. 

I  do  not  place  any  stress  upon  the  fact  that  two  furnaces  are  used  in 
defendant's  and  only  one  in  plaintiffs  apparatus ;  but,  for  other  reasons, 
I  cannot  consider  th^  former  as  substantially  the  same  structure  as  the 
latter.  The  use  of  vertical  instead  of  horizontal  partitions  has  the  effect 
of  changing  the  method  of  heating  the  retort.  The  products  of  com- 
bustion in  the  case  of  the  vertical  partitions  immediately  surround  the 
npper  as  well  as  the  lower  part  of  the  retort,  while  under  the  Stanley 
patent  they  pass  under  the  entire  length  of  the  retort  before  reaching 
its  upper  surface.  Again,  the  heat  in  defendant's  apparatus,  after  sur- 
rounding both  the  upper  and  lower  part  of  the  retort,  is  twice  thrown 
down  against  the  lower  hot  arch,  where  its  temperature  may  be  re- 
pewed.  Again,  the  flames  in  defendant's  furnace  are  diverted  from  the 
retort,  where  they  first  emerge  from  under  the  arch  instead  of  directly 
impinging  upon  it — a  fact  which  tends  to  increase  it8  durability.  The^e 
differences  are,  it  would  seem,  sufficient  to  relieve  defendant  from  tbe 
charge  of  infringing  upon  the  plaintiff's  method  of  producing  the  re- 
salt  aimed  at,  and  are  substantial  improvements.  The  result  itself  I 
do  not  consider  as  covered  by  either  patent. 

I  have  laid  no  stress  on  the  alleged  tests  to  which  so  much  testimony 
is  directed.  Defendant's  trial  was  ex  parte.  In  that  of  plaintiff  the 
facts  that  no  dam|)er  was  placed  in  the  smokestack  of  defendant's  ap- 
paratus and  that  the  wood  used  in  it  w^  20  per  cent,  lighter  than  that 
used  in  plaintiff's  retort  deprive  the  tests  of  all  title  to  confidence. 

The  bill  is  dismissed. 
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[United  SUtoa  Ciroult  Court— WMten  I>i»trict  of  P«oiW3rlTB]iia.J 

Emerson,  Smith  &  Co.,  (Limited,)  v.  Hubbard  et  al. 

Decided  Marok  2,  1868. 

46  O.  G.,  076. 

Assignment  of  a  Patbnt  dobs  not  Cabry  Claims  for  Past  iNFRiNGEMSim 
UNLESS  Specifically  Stated  therein. 

Mere  inteution,  not  signified  in  an  assignment  of  Letters  Patent,  to  inolnde 
therein  claims  for  infringements  preyionsly  committed,  will  not  snfBoe  to  iiiTest 
the  assignee  with  any  eqnitable  title  to  those  'claims,  and  such  assignee,  after 
bill  filed,  in  a  suit  for  infi^ingement  brongbt  by  him,  havin'g  prooared  an  aasign- 
ment  of  said  claims,  will  not  be  permitted  in  that  suit  to  set  ap  by  asappleoMntal 
bill  this  post  assignment. 

Sub  motion  for  leave  to  file  a  sapplemeiital  bill  wiiioh  is  now  6how.n 
to  the  court. 

Mr.  W.  L.  Pierce  for  the  complainants. 

Messrs.  W.  BaJcetcell  d;  Sons  for  the  respondents. 

AOHESON,  J. : 

It  seems  to  be  qnite  plain  that  the  assignments  set  np  in  the  original 
bill  transferred  the  title  to  the  Letters  Patent  only  and  did  not  carry 
the  claims  for  previous  infringements.  (Moore  v.  Marshy  7  Wal.,  515.) 
Now,  giving  to  the  allegations  contained  in  the  proposed  supplemental 
bill  the  fullest  effect,  the  plaintiffs'  alleged  eqnitable  title  to  those  claims 
rests  upon  the  mere  intention  of  the  parties  to  those  assignihents  thereby 
to  transfer  theiu ;  but  no  such  intention  appears  on  the  face  of  the  in- 
strumeuts.  At  best  it  is  a  case  of  naked  intention  verbally  expressed 
but  not  carried  out.  No  particulars  are  stated,  or  facts  disclosed^  from 
which  the  plaintiff's  might  deduce  any  equitable  title.  The  assignment 
of  the  patents  to  the  plaintiffs  was  for  the  nominal  consideration  of  $6. 
In  fine,  it  is  not  shown  to  the  court  that  the  plaintiffs  had  the  shadow 
of  right  in  or  to  the  claims  in  question  until  nearly  five  months  after 
this  Buit  was  brought,  when  assignments  thereof  were  executed.  These 
post  assignments  the  plaintift*s  seek,  by  means  of  a  supplemental  bill, 
to  have  ^<  considered  as  included  in  the  cause  of  action  as  set  forth  in 
the  original  bill,  and  more  particularly  as  a  part  of  complainants'  title 
as  set  forth  in  paragraph  12  thereof.''  But  a  plaintiff  cannot  sapport 
a  bad  title  by  acquiring  another  after  the  filing  of  the  original  bill  and 
bringing  it  in  by  supplemental  bill.  (Dan.  Oh.  Pr.,  1694,  note  2 }  Ibnkini 
V.  Lethhridge^  Cooper's  Oh.  Oas.,  43 ;  Pilkington  v.  WignaUy  2  Mad.,  340; 
Story's  Eq.  PL,  sec.  339.) 

Being  of  opinion  that  this  motion  should  be  disallowed  for  the  reasons 
above  indicated,  I  do  not  think-it  necessary  to  consider  the  defendants' 
further  objections  to  the  motion.  ^g,^^,  .^ Goi 

The  motion  is  denied.  ^ 
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I8apf«m«  Coort  of  the  United  States.] 

Pattkb  Pjlow  Oompany  v.  Kingman  &  Company  bt  al. 

Decided  Februarg  4,  ld89. 
46  O.  G.,  1107. 
PaTTSB-~CuLTITATOII0— SEX88UB  No.  6,060. 

BeiaMie  Lstten  Patent  Mo.  6,080,  grAntod  to  James  H.  Pattee  October  6,  1874, 
for  ftn  impTOTement  in  eultirators,  Held  to  have  been  illegally  expanded.  Even 
if  YAlidy  when  limited  to  what  alone  conld  l>e  elaimed  aa  new,  is  not  infringed  by 
the  appellee. 

RUSraSS^ENLAJtOEMSKT  OF  ORIGINAL  PATENT. 

It  ia  well  settled  that  a  reissne  can  only  be  granted  for  the  same  invention 
intended  to  be  embraced  by  the  original  patent,  and  the  specification  cannot  be 
•abstantially  changed,  either  by  the  addition  of  new  matter  or  the  omission  of 
important  particulars,  so  as  to  enlarge  the  inyention  as  intended  to  be  originally 


8.  ^[SMDAlX— CULTIVATOBB. 

The  essential  characteristics  of  Letters  Patent  No.  174,684,  granted  March  14, 
1876,  to  Thomas  W.  Kendall,  for  an  improvement  in  cnlti?ators,  are  the  rigidity 
of  the  mnners  and  the  resnlting  automatic  action,  and  are  not  infringed  by  th« 
appetite's  maehine,  whiob  does  not  contain  mnners  oonstmoted  as  the  Kendall 
mnners  are,  in  the  rigid  form,  and  operated  by  the  draft  of  the  team  to  keep  them 
off,  or  by  the  weight  of  the  plows  to  keep  them  on,  the  gronnd,  and  so  lacks  the 
distinctive  features  of  the  Kendall  patent,  and  which  is  not  automatic,  but  re- 
quires manipulation  every  time  the  use  is  changed.     . 

4.  Patrk-<;ultivatorb— No.  187,899. 

Letters  Patent  No.  187,8J9,  granted  February  37,  1877,  to  Henry  H.  Pattee,  for 
an  Impfovemeut  in  onltivators  covering  the  use  of  paridlel  bara  and  the  attach- 
ment of  the  Vftn  to  the  end-plates,  embraces  nothing  that  is  not  old  and  really 
nothing  that  is  patentable,  that  is,  which  involves  invention  tather  than  mechan- 
ieal  skill. 

Appeal  from  the  Oirouit  Ooart  of  the  United  States  for  the  EastSrn 
District  of  Missouri. 

Mr.  John  B.  Bennett  for  the  appellant. 

Mr.  L.  L.  Bond  and  Mr,  E.  A.  Weet  for  the  appellees. 

Bfr.  Ohief-Jnstice  Ptjllbb  delivered  the  opinion  of  the  court. 

This  is  an  appeal  from  a  decree  of  the  Oircuit  Court  of  the  United 
States  for  the  Eastern  District  of  Missouri,  dismissing  appellant's  bill 
of  complaint. 

The  bill  charges  appellees  with  infringement  of  the  second  claim  of 
Beissne  Letters  Patent  No.  6,080,  dated  October  6,  1874,  which  is'a 
reissae  of  original  Patent  No.  124,318,  to  J.  H.  Pattee,  dated  March  5, 
1872 ;  of  the  finst  and  second  claims  of  original  Patent  No.  174,684, 
granted  Thomas  W.  Kendall,  March  14, 1876 ;  and  of  original  Patent 
No.  187,899,  granted  Henry  H.  Pattee,  February  27, 1877 ;  all  for  im- 
provements in  cultivators. 

Appellee  is  an  Illinois  corporation,  having  a  branch  house  in  St.  Louis, 
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selling,  among  other  things,  cnltlvators  manufactured  by  B.  D.  Buford 
&  Co.,  at  Bock  Island,  111.,  which  are  the  alleged  infringing  machines. 
The  opinion  of  the  circuit  court  was  as  follows : 

Reissoed  patent  6,080,  of  1874,  second  claim  of  which  is  under  consideration,  has, 
as  to  that  claim,  expanded  the  original  beyond  legal  limits.  Therefore,  saidreiasned 
patent  ib  void  to  the  extent  claimed,  wherein  the  defendant  is  alleged  to  haye  in- 
fringed. Second,  as  to  the  Kendall  patent  No.  174,684,  there  is  no  infringement. 
Third,  as  to  the  Pattee  patent  of  1877,  No.  187,899,  said  patent  is  void,  there  being 
no  novelty  of  invention  therein  that  is  patentable. 

The  second  specification  of  the  original  Pattee  patent,  No.  124,218, 
states  t^at  tfae  invention  consists — 

in  pivoting  the  wheels  to  the  axle  in  snch  manner  that  the  wheels  may  either  one  be 
advanced  forward  of  the  other,  throwing  the  axle  diagonal  with  the  line  of  j^rogrea- 
sion,  wiiile  the  wheels  preserve  the  same  relative  position  to  the  said  linb  of  progre^* 
sion. 

The  second  specidcation  of  the  reissue  reads  as  follows : 

It  consists  in  hinging  the  enda  of  the  axle  to  platetf  to  tphich  the  draft  aninuiU  are  aU 
iached,  and  which  are  supported  on  whfele  in  such  manner  that  the  wheels  are  retained 
in  the  line  of  progreseion  of  the  machine  by  the  draft  of  the  animalSj  and  may  either  one 
be  advanced  forward  of  the  other,  throwing  the  axle  diagonal  with  the  line  of  pro- 
gression, while  the  wheels  preserve  the  same  relative  position  to  the  said  line  of  pro- 
greasion. 

The  fourth  specification  of  the  original  is : 

It  consistejn  the  pecnliar  constrnction  of  the  hitching  device,  allowing  the  draft 
animals  to  advance  or  recede,  the  one  ahead  or  in  the  rear  of  the  other,  without  in- 
flnencing  the  plow-beams  to  the  extent  of  the  variation  made  by  the  said  animals,  all 
M  hereinafter  fully  described. 

The  sixth  specification  of  the  reissue  is : 

It  consists  in  the  arrangement  of  a  hitching  device  tvith  the  draft  ptatee,  which  allow 
th^  draft  animals  to  advance  or  recede,  the  one  ahead  or  in  rear  of  the  other, 
without  influencing  the  plow-beams  to  the  extent  of  the  variation  made  by  the  said 
animals,  all  as  hereinafter  fully  described. 

The  description  of  the  accompanying  drawings  is  given  in  the  origi- 
nal and  in  the  reissue,  thus : 

ORIGINAL.  [  REISSUE. 


A  is  the  axle,  bowed  or  elevated  at  iU 
central  part.  B  B  are  plates  secured  to 
the  ends  of  the  axle  A.  The  ends  of  the 
plates  B  B  are  turned  outward,  forming 
enuge  hhhh.  h'  h'  are  snugs  projecting 
inward  from  the  plates  B  B.  C  C  are  tri- 
angular-ehaped  draft-plateSy  from  which 
project  snugs  o  c  o  c,  corresponding  wifh 
the  snugs  hhhh,  D  D  are  pins  or  bolts, 
passing  through  holes  in  the  snugs  oo  and 
h  6,  and  thereby  pivoting  the  plates  C  C 
to  the  axle  A.    E  E  are  the  wheels.     F  F 


A  represents  the  axle,  formed  as  shown 
in  the  drawings,  of  an  elevated  central 
part,  A,  vertical  sidp  portions  A'  A',  and 
horizontal  projections  a  a,  from  each  of  the 
vertical  side  portions  A'.  B  B  are  draft- 
plates,  with  projecting  forward  ends  5,  to 
which  the  draft  animals  may  he  attached 
direct  or  by  any  snitahlerdevice,  aud  with  an 
enlarged  rear  end,  from  which  project  lugs 
h'  b\  corresponding  with  the  ^>ro/ec<Mia»  a 
a  of  the  axle  A,  to  which  they  are  hinged 
by  vertical  bolts  C,  as  plainly  shown  in 
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&re  the  wheol-flpindles,  their  inner  ends  {  the  drawingit.     D  D.  are  the  supporting* 


Bhottldered,  threaded,  and  seoared  in  slots 
«  e  in  the  lower  ends  of  the  plates  C  C  by 
nnta//.  G  G  are  eveners,  pivoted  near 
their  centers  in  the  forward  ends  of  the 
plates  C  C.    H  H  are  bats,  their  forward 


wheels.  £  E  are  the  wheel-spindles, their 
inner  ends  shonldered,  threaded,  and  se- 
cnred  in  slots  e  in  the  lower  ends  of  the 
plates  B  by  nuts  e'.  G  G  are  eveners,  piv- 
oted near  their  centers  in  the  forward 


ends  pivoted  to  the  inner  ends  of  the  ends  of  the  plates  B.  H  H  are  bars,  their 
•venersGG,  and  their  rearward  ends  pi V-  I  forward  ends  pivoted  to  the  inner  ends 
oted  to  the  snags  h^  b\  1 1  are  hooks  on  ,  of  the  eveners  G  G,  and  their  rearward 
the  onter  ends  of  the  eveners  G  G,  to  I  ends  pivoted  to  lugs  a'  a\  which  project 
which  the  draft  animals  are  attached.        i  inwardly  from  the  vertical   parts  A'  of 

the  axle.    1 1  are  hooks  on  the  onter  ends 
of  the  eveners  G  G,  to  which  the  draft 
I  animals  are  attached. 

From  this  on  the  original  and  reissue  specifications  are  sabstan- 
tially  alike,  the  description  of  Fig.  1  of  the  reissue  closing  with  the 
wonls — 

It  will  be  evident  that  the  draft- plates  B  support  and  give  direction  to  the  course 
of  the  wheels,  while  the  wheels  in  turn  serve  to  snpport  them. 

The  first  claim  of  the  original  is  for: 

The  axle  A,  havingVlates  B  hinged  to  the  wheei-spindle  plates  C,  so  that  the  wheels 
are  retained  in  the  line  of  progression  when  one  is  in  advance  of  the  other,  as  set 
forth. 

The  kecond  claim  of  the  reissue  is  for : 

The  axle  A,  hinged  to  the  wheeUspindle  or  draffc-plates  B  B,  so  that  the  wheels  are 
cetaiued  in  the  line  of  progression  by  the  draft  of  the  animals,  when  one  is  in  advance 
of  the  other,  substantially  as  described  and  for  the  purpose  specified. 

The  third  claim  of  the  original  is: 

The  evener-bars  G  G  and  b^rs  H  H,  when  combined  and  arranged  to  operate  with 
the  hinged  axle  A,  plates  C,  and  wheels  E  E,  snbstantially  as  and  for  the  purpose 
epecifled. 

And  the  sixth  claim  of  the  reissae: 

The  evener-bars  G  and  bars  H,  combined  and  arri^aged  to  operate  with  the  hinged 
axle  A,  plates  B,  and  wheels  D,  substantially  as  and  for  the  purpose  specified. 

That  purpose  is  stated  in  the  second  claim  to  be  the  retaining  of  the 
wheels  '<  in  the  line  of  progression  by  the  draft  of  the  animals,  when 
one  is  in  advance  of  the  other,"  and  as  this  purpose  can  only  be  accom- 
plished by  the  aid  of  the  evener-bars  G  G  and  bars  H  H,  that  is,  not 
by  the  combination  of  the  second  claim  alone,  but  only  by  carrying  into 
it  the  eveners  and  bars  of  the  sixth  claim,  it  follows  that  the  latter 
mnst  be  brought  into  the  former  by  intendment. 

In  the  original  patent  the  mode  of  attachment  of  the  team  to  the 
cultivator  is  stated  to  be  by  the  hooks  1 1 — 

on  the  outer  etids  of  the  evenert  G  G,  to  which  the  draft  animals  are  attached— 
while  the  reissue  patent  contains  theses  words : 

B  B  are  dri^ft-plates,  with  projecting  forward  ends  h,  to  which  the  draft  animals 
may  be  attached  direot,  or  by  any  suitable  device 


360  DECISIONS  OF^  U.   8.  COURTS  IN  PATENT  CASES. 

An  examination  of  the  machine  discloses  thi^t  the  wheels  are  kept  in 
the  line  of  progression  by  the  the  eveners  O  G  and  their  oonnectiony 
and  when  they  are  dispensed  with,  and  the  hitch  made  direct,  the  wheels 
follow  the  animals  and  may  get  ont  of  the  line  of  progression. 

As  it  is  admitted  that  if  the  eveii^rs  are  elements  of  the  second  daim, 
the  effect  of  their  omission  and  of  hitching  directly  to  the  drafllrplates 
instead  of  to  the  eveners  wonld  be  to  enlarge  the  claim,  and  as  in  oar 
judgment  this  is  precisely  what  was  done,  the  reissue  mast  be  held  to 
have  been  illegally  expanded. 

It  may  also  be  observed  that  the  connecting-bow  in  the  original 
patent,  called  an  axle,  consists  of  a  central  carved  portion  with  a  plate 
attached  to  each  end,  and  two  spindle-plates,  a  combination  of  five  parts* 
In  the  reissae  the  axle  and  side  i^ates  are  treated  as  one  part,  making 
with  the  two  spindle  draft-plates  three  parts.  There  is,  therefore,  an 
omission  in  the  latter  combination  which  tends,  by  redacing  the  nuiid>er 
of  elements,  to  render  its  scope  less  narrow  than  that  of  the  original. 

As  we  have  seen,  the  <mginal  first  claim  was  tbr — 

the  axle  A,  having  plates  B  hinged  to  the  wheel  eplndle-platee  0,  so  that  the  wheels 
are  retained  in  the  line  of  progreaeion  when  one  is  in  advance  of  the  ether,  as  set 
forth. 

The  second  claim  of  the  reissne  is  for — 

the  axle  A,  hinged  to  the  wheel-spindle  or  draft-plates  B  B,  so  that  the  wheels  are 
retained  in  the  line  of  progression  hy  the  draft  of  the  animaU,  when  one  is  in  advsuee  of 
the  other,  substantially  as  describetl,  and  for  the  purpose  specified. 

The  axle,  having  plates  as  described  hinged  to  wheel  spindle-plates^ 
is  not  identical  with  an  axle  omitting  the  first-named  plates,  or  having 
them  so  affixed  as  to  become  a  constituent  part  thereof.  The  omissioii 
of  the  plates  B  and  tbe  addition  of  the  direct  draft  are  significant  and 
material  changes,  and  it  is  well  settled  that  a  reissae  can  only  be  granted 
for  the  same  invention  intended  to  be  embraced  by  the  original  patent, 
and  the  specification  can  not  be  substantially  changed,  either  by  the 
addition  of  new  matter  or  tlie  omission  of  important  particulars,  so  as 
to  enlarge  the  invention  as  intended  to  be  originally  claimed. 

Passing  to  the  question  of  iufriugemeut,  it  will  be  found  that  when 
the  extent  of  the  invention  is  determined,  as  it  must  be,  by  refei^nce 
to  the  state  of  the  art,  the  appellee's  machine  does  not  infringe  in  re- 
spect to  those  parts  of  the  claim  which  can  be  held  to  have  been  un- 
anticipated. It  is  alleged  iu  the  bill  that  in  Pattee  v.  Molivie  Plow 
Company,  in  the  United  States  Oircuit  Court  for  the  Northern  Distriet 
of  Illinois,  the  court  sustained  the  validity  of  said  Reissued  Letters  Pat- 
ent No.  6,080.  CTpon  referring  to  that  case  (10  Bissell,  377,  and  9  Fed. 
Eep.,  821,  22  O.  G.,  173)  we  find  that  Judge  Blodgett  held  : 

From  the  proof  in  this  case  it  is  quite  clear  to  me  that  Pattee  was  Dot  the  first  to 
oonoeive  and  embody  in  a  working  machiue  the  idea  of  a  tongueiess  straildle-row  ool* 
tivator.  The  first  machine  shown  in  the  proof  which  embodies  this  idea  is  that  pai» 
anted  by  Isaac  Constant,  in  November,  1851.  It  is  a  toDgaeless  straddle *row  enl^va* 
tor,  with  aU  the  elements  for  a  working  machine  of  that  description,  and  so  arranged 
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as  to  bo  what  may  be  called  in  tbia  art  aelf-sustainiuf;,  that  is,  it  will  stand  npon  its 
own  supports.  This  was  also  done  by  Am  ton  Smitb  in  Jaiinary,  18.>5;  by  Whitely 
in  I860  to  l!^;  by  E.  W.  Vauguudy  iu  February,  1864:  hy  Pratt  in  October,  1864 » 
and  by  Adam  Yonng  in  November,  1866.  All  these  show  caltivators  eonstrncted 
withont  a  tongue,  with  two  plow-beams  held  together  by  a  yoke,  each  plow  drawn 
by  its  own  draft  animal  and  operating  independently  of  the  other. 

The  Constant  patent  here  referred  to  is  in  this  record  and  shows  a 
tonprneless  cnltivator^in  which  the  inside  beams  move  vertically  tod  lat- 
erally, independent  of  each  other,  and  each  draft  auimalis  hitched  to  its 
own  side,  while  the  side  supports  are  beams  to  which  two  cnltivator- 
shovels  are  applied. 

The  Smith  machine  isa  tongaeless  caltivator,  iu  which  two  mold*board 
plows  are  connected  together  by  a  bar  in  front,  not  arched  np  in  the 
center.  A  horse  is  to  he  attached  to  each  plow,  and  the  coupling  so 
made  as  to  allow  an  independent  motion. 

Of  the  Pratt  patent  Judge  Blodgett  says  that  Pattee's  arched  and 
jointed  axle  is  fully  anticipated  b^'  it  in  form  of  construction,  function, 
and  mode  of  operation.  This  Pratt  patent  shows  a  flexible,  parallel, 
tottgueless  cultivator,  in  which  each  horse  pnlls  bis  own  side  of  the 
machine. 

The  patent  to  William  Tasker,  of  1859,  has  an  axle  hinged  to  draft  or 
spindle  arms,  having  projecting  bar^i  so  coupled  that  the  wheels  are  re- 
tained in  the  line  of  progression  by  the  draft  of  the  animals.  Tasker'a 
fifth  claim  is : 

Theconnectini^of  the  wheel-stntnps  to  a  vertical  spindle  or  spindles,  oapablo  of 
toming  Ireely  in  yertical  collar-bearings  or  sockets,  as  hereinbefore  described. 

The  description  as  to  this  part  of  his  machine  is  thus : 

J  J  are  adjustable  stumps  for  carrying  the  running* wheels  K  K.  These  stumpa 
pass  through  the  over-hatiging  lugs  L  L,  formed  at  the  top  and  bortom  of  each  of  tlie 
round  spindles  M  M,  which  are  contained  in  the  vertical  sockets  N  N  (one  of  which  is 
shown  in  section  in  Fig.  ^)  of  the  cast-iron  frame  C,  and  arc  free  to  turn  therein^ 
thereby  enabling  the  stump  of  each  wheel  to  swivel  or  lock  round  when  turning  the 
plow,  as  shown  by  the  dotted  lines  in  Fig.  2. 

If  Pattee's  claim  were  merely  for  a  combination  of  an  axle,  having  an 
elevated  central  portion,  with  the  wheel-spiudles,  so  that  the  draft  of 
the  team  controls  the  direction  of  the  wheels,  the  Tasker  patent  antici- 
pates it;  but  the  combination  differs  from  that  in  the  arrangement  by 
which  the  evener-bars  are  carried  inwardly  so  as  to  connect  with  the 
arch  or  central  part  of  the  axle,  making  the  axle  a  part  of  the  evener 
so  combined,  and  thus  maintaining  the  parallelism  of  the  wheels.    • 

Appellee's  machine  does  not  have  ^*  the  wheelspindlesor  draft-^latos" 
of  the  patent,  nor  the  axle  A  with  side-plates  B,  but  it  uses  the  Pratt 
axle  of  1864.  Nor  in  appellee's  machine  is  the  parallelism  of  the  wheels 
maintained  by  the  draft  devices,  nor  are  they  retained  in  the  line  of 
progression  by  the  draft  of  the  animals,  but  turn  as  the  animals  may 
pull.  The  beam-frames  of  appellee's  machine  have  nothing  to  do  with 
the  wheel-spindle.    The  snugs  of  Pattee's  have  nothing  to  do  with  the 
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plow-beams.  The  differences  are  so  great  that  interchangeability  of 
the  parts  of  the  two  machines  would  be  utterly  out  of  the  question.' 

In  our  judgment  the  reiRSue  if  valid,  when  limited  to  what  alone  could 
be  claimed  as  new,  in  not  infringed  by  appellee. 

The  first  and  second  claims  of  the  Kendall  patent,  No.  174,684,  are 
as  follows : 

1.  The  runnera  E,  arranged  to  8upport  the  axle  of  a  tongaeless  onltivator,  with  the 
plows  D  saspended  therefrom,  in  mauner  substantially  as  described. 

2.  The  combination  of  the  rnnners  £,  plows  D,  hook-rods  F,  and  axle  A  of  a  tongne- 
less  cultivator,  substantially  as  and  for  the  purpose  speciiied. 

As  stated  on  behalf  of  appellanjt — 

the  second  clai*!!  in  said  patent  is  a  claim  for  substantially^ the  same  combination  as 
recited  in  the  first  claim,  but  differently  worded  from  the  first  claim — 

And  as  the  hang-up  devices  are  necessary  for  the  suspension  of  the  plows, 
the  two  clainls  may  be  treated  as  one. 

The  invention  is  said  in  the  specifications  to  consist  of  the  use  of 
runners  attached  to  the  truck  frame  or  axle  in  such  nianner  that  they 
will  not  interfere  with  the  operations  of  the  machine  when  in  use,  and 
will  act  as  supporting-runners  for  the  axle  when  the  rear  ends  ot  the 
plows  are  elevated  and  suspended  thereon;  and,  second,  in  the  com- 
bination of  hooks  or  rods  for  suspending  the  plows  on  the  axle,  with 
«aid  axle  and  plows. 

.  The  drawings  show  the  axle,  the  wheels,  the  draft- plates,  and  the 
plows  of  an  ordinary  culMvator  of  the  tongueless  class.  The  runners, 
constituting  as  alleged  the  ^^  main  feature''  of  the  impiH)vementy  are 
journaled  on  the  outer  ends  of  the  spindles  of  the  wheels,  midway  their 
lengths,  and  their  forward  ends  curved  inward,  and  secured  to  the 
draft-plates  by  a  threaded  end  and  nut,  while  their  rear  ends  are  ex- 
tended backward  and  downward  and  curved  in  such  position  that  when 
the  plows  are  in  operation  in  the  field  and  the  axle  upright,  the  rear 
ends  of  the  runners  will  be  above  and  free  from  the  surface  of  the 
ground,  and  when  the  rear  ends  of  the  plows  are  elevated  and  sus- 
pended by  any  means  fh)m  the  axle,  the  rear  ends  of  the  runners  will 
Test  upon  the  ground  and  support  the  axle  from  being  pulled  backward 
and  downward.  In  short,  as  in  the  machines  with  a  tongue,  the  pl6ws 
are  raised  up  and  suspended  from  the  tongue  to  keep  them  off  the 
ground,  so  in  the  tongueless  machine  the  plows  are  raised  up  and  hooked 
on  to  the  axle,  and,  to  prevent  their  falliug  backward  with  the  axle, 
runners  are  provided,  connected  with  the  axle  and  the  hitching-arm  of 
the  machine,  which  sustain  the  axle  when  the  plows  are  hooked  on,  but 
are  themselves  raised  from  contact  with  the  ground  by  the  draft  when 
the  plows  are  in  use. 

The  runners  are  described  as  ^^  journaled  on  the  outer  ends  of  the 
spindles,"  but  it  is  also  stated  that  they — 

may  be  attached  rigidly  to  any  suitable  part  of  the  axle  at'^iii^'^  Ad]6^^S:^t8  of  at- 
tachment, and  extend  backward  in  the  same  manner  as  described. 
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These  r'anners,  h^iviog  the  wheel  spindle  or  axle  for  their  fixed  point 
of  support,  are  necessarily  rigid  and  unyielding,  and  work  automatic- 
ally, their  rear  ends  being  raised  by  the  palling  of  the  team  and  low- 
ered by  the  weight  of  the  plow-beams  when  placed  on  the  hooks. 

The  rigidity  of  the  runners  and  the  resulting  automatic  action  are 
thi>  essential  characteristics  of  the  patent,  for  tongueless  wheel-cnlti- 
vators  with  runners  to  keep  the  plow3  off  the  ground  weio  common  and 
well  known  in  the  art  when  it  was  issued. 

It  is  contended  by  apiK'Uant  that  the  true  state  oi  the  art  is  contained 
in  the  prior  patents  of  Poling  of  1872  and  llobertson  of  1875,  and  while 
many  others  arc  exlubited,  an  examination  of  these  will,  we  think,  suf- 
ficiently establish  the  conclnsiou  just  expressed. 

Poling's  patent  is  for  a  tongueless  cultivator,  provided  with  runners, 
which  are  placed  under  the  beams  by  hand,  when  the  plows  are  being 
transported,  and  which  are  taken  out  and  carried  on  the  beams  when 
the  plows  are  in  operation. 

Bobertson's  patent  is  for  a  tongueless  cultivator,  with  draft-plates, 
wheels,  and  beamis,'and  runners  pivoted  to  the  beams  near  the  axle, 
and  arranged  with  set-screws  to  lock  the  plows  up  and  let  them  down. 
It  is  immaterial  to  the  operation  of  the  runners  whether  they  act 
directly  on  the  plow-beams  or  through  the  axle. 

In  appellee's  machine  the  runner  is  arranged  u[)on  the  end  of  an  arm 
which  projects  backward  from  the  axle.  When  the  plows  are  in  use 
the  runner  is  turned  up  out  of  the  way.  When  the  runners  are  used 
the  plows  are  raised  and  the  runners  prevented  from  turning  up  by  a 
eatch  on  the  arm.  This  machine  does  not  contain  runners  constructed 
as  the  Kendall  runners  are,  in  the  rigid  form,  and  opernted  by  the 
draft  of  the  team  to  keep  them  ofif,  or  by  the  weight  of  the  plows  to 
keep  them  on,  the  gronnd,  and  so  lacks  the  distinctive  features  of  the 
Kendall  patent.  It  is  not  automatic,  but  requires  manipuhuion  every 
time  the  use  is  chnnged.  When  the  runner  is  put  in  use  iti^  rear  exten- 
sion is  turned  down  by  hand,  and  a  locking-dog,  hung  within  a  slot  in 
the  arm,  turned  Into  position.  When  the  runner  is  not  to  be  used  it 
must  be  moved  so  as  to  release  the  dog  and  permit  it  to  be  thrown  up, 
and  the  arm  is  then  thrown  upward  and  forward,  the  dog  being  allowed 
to  drop  BO  as  to  afford  a  support  for  the  runner.  This  jointed  runner 
with  a  lock  cannot  be  held  to  be  the  Kendall  rigid  bar. 

We  agree  with  the  circuit  court  that  there  is  no  infringement. 

Patent  No.  187,899  is  described  as  being  for  a  new  and  improved 
mode  of  constructing  the  arch  or  central  and  main  part  of  straddle- row- 
cultivator  beam  yokes  or  axles,  and  of  connecting  the  side  parts  thereto, 
and  the  invention  as  consisting — 

in  ooDstrnetingaaidarohof  onrved  ad^iaceat  ban  of  iron  or  steel,  to  the  euds  of  which 
may  be  attached,  by  riveting,  the  oast-iron  parts  for  securing  thereto  the  plovrs  and 
wheels,  and  which  may  be  strengthened  by  the  use  of  stiffening- bolts.  o~ 
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The  ase  of  parallel  bar^  is  exceedingly  common,  and  so  far  as  the  at- 
tachment of  the  bars  to  the  end  plates  is  concerned  there  is  nothing 
new  in  that  method. 

The  Baruham  and  Lathrop  patent  of  1866  shows  a  yoke  connecting 
the  plow-beams  together,  made  with  two  parallel  bars  with  end  castings, 
put  together  with  one  bolt  near  the  rear  ends  of  the  beams  instead  of 
with  two  bolts  at  the  front  ends,  as  in  appellant's  machine.  The  speci- 
fication says : 

The  two  frames  G  G  are  connected  by  an  arched  or  semicircular  yoke,  H',  the  ends 
of  which  are  pivoted  to  bars  1 1,  which  are  secured  on  the  tops  of  the  plow-frames  G  G 
by  pivots  e,  the  bars  being  allowed  to  tarn  freely  on  the  pivots  e. 

The  Louden  patent  of  1876  has  an  arched  axle  of  tabular  wrought- 
iron,  gas-pipe  being  stated  to  be  very  suitable,  having  end  castings  at- 
tached rigidly  or  cast  thereon. 

The  Barr  patent  of  1872,  and  the  Miller  patent  of  the  same  year, 
.  show  arched  axles  or  beam-yokes  of  two  or  more  parts.  The  Perkins 
patent  of  the  same  year  shows  the  beams  themselves  made  of  parallel 
curved  bars. 

What  is  sought  in  all  these  patents  is  strength  and  lightness,  together 
with  cheapness  and  durability,  but  they  are  simply  modes  of  construc- 
tion. And  that  described  in  this  patent  embraces  nothing  that  is  not 
old  and  really  nothing  that  is  patentable,  that  is,  which  involves  inven- 
tioii  rather  than  mechanical  skill. 

Upon  the  whole  case  we  are  satisfied  with  the  conclusions  reached  by 
the  circuit  court,  and  its  decree  is,  therefore,  aflElriiied. 


[United  States  Circuit  Conrt— Western  District  of  Pennaylvani*.] 

ToNDBTJE  V.  Chambers. 

Decided  January  10, 1889. 
46  O.  G ,  UIO. 

1.  Validity  op  Patknt— Oath  as  to  Citizknship. 

It  is  not  a  valid  defeose  to  a  suit  for  the  infringement  of  Letters  Patent  granted 
nuder  the  Revised  Statutes  that  the  patentee  in  his  application  therefor  made 
oath  that  he  was  a  citizen  of  the  United  States  when  he  was  not,  saoh  misstate- 
ment as  to  his  citizenship  having  been  made  innocently  throngh  mistake,  with* 
out  any  improper  design  whatever. 

2.  ToNDEUR— Glass-Axnbaling  Furnaces. 

Letters  Patent  No.  258,156,  dated  May  16,  1882,  for  improvements  in  glass-an* 
nealing  furnaces,  granted  to  Cleon  Tondenr,  sustained,  and  the  defendants  ad- 
judged to  infringe  the  same.    (Following  Tondeur  v.  Steteartf  28  Fed.  Rep.,  561.) 

Mr.  J.  Snotcden  Bell  aud  Messrs.  W.  Bdkexoell&  Sana  for  the  oomplain- 
ant. 
Mr.  George  J.  Harding  and  Mr.  Oeorge  Harding  for  the  defendant. 
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ACHESON,  J. : 

This  is  a  snit  for  the  alleged  infiringemeut  by  tfie  defendaot  of  Let- 
ters Patent  No.  258,156,  for  improvemeDts  in  glaBsaoDcaliug  furnaces, 
granted  to  Cleon  Tondeur,  the  plaintiff^  on  May  16, 1882,  a  patent  which 
this  coart  already  has  had  occasion  to  consider  in  the  case  of  Tondeur 
V.  Stewart  etaUy  (28  Fed.  Bep.,  561,)  where  there  was  a  decree  in  favor 
of  the  patentee.  The  present  defendant,  however,  was  not  party  to 
that  suit,  and,  as  some  new  proofs  have  been  adduced  by  him,  this  case 
has-been  heard  as  if  none  of  the  questions  involved' had,  ever  been 
passed  on,  and  the  conclusions  I  am  about  to  announce  have  been 
reached  after  are-ezamination  of  the  grounds  of  the  former  decision  and 
a  careful  consideration  of  the  case  in  all  its  branches. 

The  patent  discloses  a  device  for  transporting  the  sheets  of  glass  from 
the  flatteningwheel  to  the  discharging  end  of  the  annealing-chamber, 
tunnel,  or  leer,  consisting  of  two  sets  of  parallel  bars  (designated  d  and 
d*)^  extending  lengthwise  through  the  leer  and  elevated  above  the 
bottom  thereof,  the  bars  of  the  respective  sets  being  arrange<l  side  by 
side  and  alternately  between  each  other,  one  set  reciprocating  longi- 
tudinally and  conveying  the  glass,  and  the  other  set  supporting  the 
glass  at  certain  times,  whereby  the  sheets  of  glass  are  supported  in  and 
carried  through  the  leer  in  substantially  the  same  horizontal  plane. 

The  specification  shows  and  describes  a  series  of  transverse  shafts  to 
support  the  two  sets  of  bars,  each  shaft  being  provided  with  two  sets 
of  arms  E'  and  E''',  the  arms  £'  carrying  grooved  wheels  upon  which 
the  recipi*ocatingor  transmitting  bars  W  rest,  and  whereby  they  have  a 
free  rectilinear  motion  back  and  forth  in  the  leer,  while  the  supporting- 
bars  d  are  made  fast  to  the  arms  W  by  a  hinge-joint.  By  means  of  a 
lever  connected  with  one  of  the  shafts  one  set  of  bars  is  raised  and  the 
other  ia  lowered  simultaneously  to  the  extent  altogether  of  about  one 
inch,  and  thus  the  glass  is  shifted  from  one  set  of  bars  to  the  other ;  but, 
touching  the  motion  of  the  bars  <Z,  the  speci&cation  states,  and  the  fact 
is,  that  jt  ^*  is  very  small,''  (being  limited  to  the  short  distance  the  lever 
moves  the  arm  W^)  and  '^has  no  eflfect  on  the  progress  of  the  glass 
through  the  tunnel." 

The  described  operation  of  the  device  is  this:  The*  ends  of  the  recipro- 
cating bars  d'  having  been  pushed  into  the  flatteningfurnace  and  a 
sheet  of  glass  placed  thereon,  the  operator  at  the  outer  end  of  the  leer 
draws  the  bars  d'  outward  the  width  of  the  sheet.  Then  by  a  motion  of 
the  lever  he  lowers  the  bars  d'  and  raises  the  bars  d,  and  thus  the  sheet 
is  transferred  from  the  bars  d'  to  the  bars  d,  upon  which  it  rests  while 
he  pushes  the  bars  d*  back  into  the  furnace.  He  then  reverses  the  lever 
and  the  barsd'  take  up  the  sheet.  A  second  sheet  is  then  placed  on  the 
inner  ends  of  the  bars  d'^  and  the  two  sheets  are  moved  down  the  leer 
and  deposited  on  the  bars  d,  and  the  bars  d'  are  again  pushed  back. 
This  operation  is  repeated  until  a  series  of  sheets  extends  throughout 
t  he  leer,  when  they  are  discharged  from  the  outer  end  one  by  one  at 
each  reciprocal  movement  of  the  bars  d'. 
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The  patent  has  5  claims ;  but  iuCringemeut  of  the  first  claim  only 
is  here  asserted.    Thc^t  claim  is  as  follows : 

1.  The  combiuation  of  the  bars  d  d\  arranged  side  by  side  and  alternately  between 
each  other,  the  set  d  suppu^'tiug  the  sheets  of  glass  while  the  bars  d'  are  pushed  to- 
ward the  leer  or  flattening- wheel  a  and  the  set  d^  supporting  the  sheets  of  glass  and 
moving  them  onward  and  through  the  tunnel,  substantially  as  set  forth 

The  answer  denies  that  the  plaintifiT  was  the  first  and  original  in- 
veutor  of  what  was  patented  to  him,  and  also  denies  infringement.  To 
sustain  the  foriher  defense  the  defendant  relies  not  only  upon  the  pat 
ents  to  Bievez  and  Boweu,  which  were  mainly  relied  on  to  defeat  the 
suit  in  Tondeur  v.  Stewart  et  al.,  supra,  but  also  upon  Letters  Patent 
dated  November  25, .  1873,  granted  to  J.  B.  Boulicault,  and  several 
French  patents,  particularly  the  patent  to  A.  M.  Bouvy.  Now,  in  re- 
spect to  the  first  two  mentioned  patents,  I  can  discover  no  good  reason 
for  departing  fh)m  the  conclusion  upon  the  question  of  anticipation 
expressed  in  the  opinion  of  the  court  in  the  earlier  case.  Of  the  Bou- 
licault Patent  it  must  be  said  that  the  drawings  and  specification  in  so 
far  that  they  have  any  relation  to  the  particular  matter  here  in  contro- 
versy are  obscure.  Moreover,  there  is  some  positive  testimony  tending 
to  show  that  the  construction  thereby  contemplated  was  a  failure  in 
practice ;  and  so  also  there  is  evidence,  especially  the  testimony  of 
Henry  L.  Dixon,  a  furnace-builder  and  pra(*.tical  expert,  which  strongly 
impresses  the  conviction  on  my  mind  that  the  Bouvy  device  is  im- 
practicable for  the  proper  annealing  of  sheets  of  glass.  But,  aside 
from  these  considerations,  I  think  it  can  be  confidently  affirmed  that 
not  one  of  the  several  patents  set  up  as  anticipatory  shows  two  sets  of 
bars,  one  of  them  (the  conveying  set)  having  a  reciprocating  rectilinear 
motion,  and  the  other  set  supporting  the  glass  while  the  first  set  is 
pushed  back  into  the  furnace,  which  i^  an  essential  characteristic  of 
the  plaintifl:*'s  device.  ^Notwithstanding,  then,  what  prior  inventors  may 
have  achieved,  I  am  of  the  opinion  that  Toudeur's  device  possesses 
patentable  novelty,  and  this  conclusion  is  strongly  sustained  by  the 
plaintiff's  proofs — abounding  and  uncontradicted — showing  the  great 
utility  of  his  patented  invention  and  its  immediate  and  very  general, 
adoption.  The  le^rs  which  had  been  commonly  in  use  were  the  car- 
leer,  in  which  the  sheets  of  glass  are  transported  through  the  annealing- 
tunnel  on  curs,  and  the  hearth-leer,  in  which  the  sheets  are  moved  along 
the  floor  of  the  leer,  resting  thereon  except  at  the  instant  of  transfer 
firom  place  to  place.  But  the  plaintiff's  improvement  wrought  a  great 
change  in  the  practice  of  the  art  to  which  it  appertains.  Glass-manu- 
facturers generally  have  abandoned  the  old  methods  of  transporting  the 
glass  through  the  annealing-tunnel,  and  have  adopted  the  plaintiff's 
device,  and  a  large  number  of  them  in  various  parts  of  the  country  have 
taken  licenses  fiom  him.  And,  undoubtedly,  the  plaintiff's  device  se- 
cures more  uniform  and  thorough  annealing,  resulting  in  a  great  saving 
of  glass  from  breakage  and  also  quicker  work  than  any  device  or  metho<l 
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>reYioa8ly  employed  for  the  like  purpose.  Now,  while  such  facts  as 
these  may  not  be  decinive  of  the  qaestioii,  they  certainly  go  far  to  es- 
tablish patentability.  (Smith  v.  Ooodyear  Dental  Vul.  Co*^  93  (7.  8.^ 
486 ;  Loim  Co.  v.  Eiggins^lOb  (T.  S.,  580 ;  Consolidated  Valve  Co.  v.  Crosbf 
Valve  Oo.y  113  U.  S.,  158,  170.)  Coming,  then,  to  the  question  of  in- 
fringement,  we  find  that  the  defendant  uses  two  sets  of  elevated  bars^ 
and  that  the  only  difiference  (alleged  to  be  material)  in  construction  or 
mode  of  operation  between  his  device  and  that  described  in  the  plain- 
tiffs specification  is  that  in  the  defendant's  leers  the  bars  which  sup- 
port the  sheets  of  glass  while  the  reciprociiting  bars  are  pushed  toward 
the  flattening- wheel  are  stationary,  and  the  vertical  movement  for  shift- 
ing the  glass  from  one  set  of  bars  to  the  other  is  performed  by  the  re- 
piprocatingbarsalone.  Is  this  difference  sufficient  to  relieve  the  defend- 
ant from  the  charge  of 'infringing  the  first  claim  of  the  patent  f  Cer- 
tainly the  variation  is  practically  unimportant.  As  was  said  in  Tondeur 
V.  Stewart  et  al.,  supra^  most  clearly  the  defendant's  stationary  bars 
perform  the  identical  supporting  function  which  the  plaintiff's  bars  d 
perform,  the  only  fuuction,  be  it  observed,  assigned  to  those  bars  by 
the  first  claim.  Then,  again,  it  is  evident  that  for  the  supporting  of  the 
sheets  of  glass  by  the  bars  d  and  the  supporting  and  of  moving  them 
by  the  bars  d'  (the  particular  matters  covered  by  the  first  claim)  rt  is 
altogether  immaterial  whether  the  vertical  movement  is  divided  between 
the  two  sets  of  bars  or  is  executed  by  the  bars  d'  alone.  Thedifference  is 
not  in  principle,  but  in  mere  arrangement.  In  all  essential  particulars 
the  plaintiff'^  described  device  and  that  empfoyed  by  the  defendants' 
are  alike.  They  operate  ii>  substantially  the  same  way  and  produce 
the  same  beneficial  results.  This,  however,  is  not  all,  for  not  only  does 
the  defendant  use  and  enjoy  the  substance  of  the  plaintiff's  inven- 
tion, but  his  bars  come  within  the  very  terms  of  the  first  claim  of 
the  patent.  Therefore,  to  escape  the  charge  of  infringement,  the  de- 
fendant is  under  the  necessity  qf  contending  that  the  first  claim  of 
the  patent  shall  be  construed  to  mean  two  sets  of  movable  elevating 
bars.  To  sustain  this  view,  much  stress  is  laid  upon  certain  passages 
of  the  specification  which  treat  of  the- shifting  movement  of  the  bars  d 
and  d'j  and  also  upon  the  disclaimer  to  be  found  in  the  patent  in  the 
words  following: 

I  am  awaxe  that  movable  bars  and  fixed  temporary  rests  for  the  glass  have  long 
been  in  pcibllc  ase  to  move  sheets  of  glass  throogh  an  anuealing-tnnnel.  Therefore  I 
do  not  claim  these. 

Now,  it  may  well  be  that  the  patentee  considered  the  simultaneous 
change  in  the  elevation  of  the  two  sets  of  bars  as  the  most  advantageous 
mode  of  shifting  the  glass  from  set  to  set,  and  this  feature  he  has  taken 
care  to  cover  by  the  second  claim  of  the  patent.  But  the  first  claim 
calls  for  no  such  limitation  as  is  insisted  on,  and  its  language  is  free 
from  ambiguity.  Why,  then,  should  the  court  import  into  the  claim  a 
qualification  not  expressed — something   wholly   unneiies.srtry    to   the 
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therein  described  operation — when  the  only  practical  effect  would  be 
to  deprive  a  worthy  inventor  of  the  benefit  of  his  patent  f 

The  disclaimer  was  considered  in  the  case  of  Tondeur  v.  Stewart  etaU, 
tupra^  and  the  judgment  of  the  court  was  against  giving  to  it  the  effect 
here  contended  for.  To  that  conclusion  I  must  adhere.  I  will  not  re- 
peat or  much  enlarge  on  what  was  said  upon  this  subject  in  the  former 
opinion.  The  disclaimer  is  to  be  read  with  reference  to  the  prior  state 
of  the  art,  and  it  may  and  ought  to  be  construed  so  that  it  may  har- 
monize with  the  plainly-expressed  terms  of  the  first  claim  of  the  patent. 

The  claim  follows  directly  upon  the  heels  of  the  disclaimer — 

But  what  I  do  claim  is — 

1.  The  combination  of  the  bars  d  d\  etc. 

The  specification  describes  two  sets  of  bars,  one  set  having  a  tempo- 
rary supporting  function  and  the  other  set  supporting  and  moving  the 
sheets  of  glass  through  the  leer.  The  first  claim  of  the  patent  is  for  the 
combination  pf  these  two  sets  of  bars  arranged  and  co-operating  in  the 
manner  and  for  the  purpose  defined.  The  claim  should  be  interpreted 
with  reference  to  the  actual  invention.  The  reasonable  presumption  is 
that,  having  a  just  i-ight  to  cover  and  protect  his  whole  invention,  the 
patentee  intendeil  to  do  so.    (  Winafis  v.  Demnead^  15  How.,  341.) 

The  construction  of  patents  should  be  liberal,  so  as  to  secure  to  in- 
ventors what  they  have  created,  if  it  can  be  done  consistently  with  the 
language  used.  {Turrill  v.  Railroad  Oo.,  I  Wall.,  49 L;  Klein  v.  Sussellj 
19  Id.,  433.) 

Guided  by  these  just 'principles,  I  must  reject  the^constructiou  the 
defendant  would  put  on  the  first  claim  of  Xhe  patent  and  hold  him  to 
be  an  infringer  thereof.  But  the  defendant  makes  the  further  defense 
(which  was  not  set  up  in  the  prior  suit)  that  the  Letters  Patent  sued  on 
are  null  and  void,  upon  the  ground  that  in  the  application  fpr  his  pat- 
ent the  plaintiff  made  oath  that  he  was  a  citizen  of  the  United  States,, 
which  he  was  not.  The  answer  does  .not  allege,  nor  is  there  any  evi- 
dence to  indicate,  that  the  plaintiff  was  guilty  of  any  fraud  or  that  his 
oath  was  willfully  false.  On  the  contrary,  it  satisfactorily  appears  that 
he  acted  under  an  honest  mistake  and  with  no  impix>per  design  what- 
ever. The  plaintiff  left  Belgium,  his  native  land,  in  the  year  1881,  and 
came  to  the  United  States  with  the  avowed  intention  of  making  this 
country  thenceforth  his  permanent  place  of  residence  and  citizenship, 
and  he  iguorautly  supposed  that  by  virtue  of  his  residence  and  the 
rosid^ce  of  his  family  here  he  became  a  citizen.  This  mistake  he  did 
not  discover  until  a  loug  time  after  the  grant  of  his  patent.  Now,  the 
question  raised,  it  will  be  perceived,  is  not  whether  the  Letters  Patent 
are  voidable  for  the  cause  assigned  at  the  suit  of  tbe  Government* 
TUe  position  taken  is  that  the  patent  is  a  nullity.  In  support  of  the 
proposition  the  defendant  cites  the  case  of  Child  v.  AdatnSj  (I  Fish,  189,) 
in  which  a  similar  defense  was  sustained  by  Judge  Grier.  But  that 
case  arose  under  and  was  governed  by  the  patent  act  t»f  1836,  which 
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allowed  the  grai;it  of  Letteni  Patent  to  aliens  only  npon  pecaliar  oon- 
ditiona,  to  which  dtizene  were  not  subject.  (6  St«its.  at  Larg^^,  117.) 
By  that  act  the  patent-fee  payable  by  a  citizen  was  $30  only,  whereas 
an  alien  was  required  to  pay  at  least  $300,  and  if  a  British  subject  $500 ; 
and  by  the  stringent  language  of  the  act  the  fee  was  to  be  paid  before 
the  application  for  a  patent  could  be  considered  by  the  Commissioner. 
(Seetion  9.)  Then,  again,  an  alien  patentee  was  compelled  ^^  to  put 
and  continue  on  sale  to  the  public,  on  reasonable  terras,  the  invention 
or  discovery  for  which  the  patent  issued.''  (Seotion  15.)  It  was  there- 
fore, pnder  that  act  of  the  highest  importance  that  the  applicant  should 
truly  disclose  his  citizenship,  and  se6ti<m  6  required  that  liefore  any 
inventor  should  receive  a  patent  he  should  ^^  make  oath  *  *  *  of 
what  country'  he'  is  a  citizen."  The  decision  cited  was  expressly  put 
npon  the  ground  that  an  alien,  whether  through  ignorance  or  intention, 
falsely  swearing  that  he  was  a  citizen  in  order  to  procure  a  patent  not 
only  failed  to  perform  a  condition  upon  which  his  right  to  a  patent  de- 
pended, bat  committed  a  fraud  upon  the  Government.  But  the  law 
governing  the  present  ca8e--4.  «.,  the  patent  act  of  1870,  as  embodied 
in  the  Kevised  Statutee-^abolished  all  such  discriminations  against 
aliens  and  t>laced  them  npon  the  same  footing  as  citizens  in  respect  to 
the  grant  of  Letters  Patent  for  inventions' and  the  enjoyment  of  the 
privileges  thereby  secured.  (B.  S.,  sees.  4886,  4920,  4034.)  Therefore, 
under  the  law  as  it  stood  when  the  plaintiff  applied  for  and  obtained 
hiH  patent,  the  mistake  in  his  statement  as  to  his  citizenship  operated, 
and  coulil  operate,  neither  to  his  advantage  nor  to  the  detriment  of  the 
Government  or  the  public.  Furthermore,  it  is  well  worthy  of  notice 
that  while  section  4802  Bevised  Statutes  requires  the  applicant  for  a  pat- 
ent to  ^*  make  oath  that  he  does  verily  believe  himself  to  be  the  original 
and  first  inventor, "etc.,  in  respect  to  citizenship,  the  language  is  ^< and 
shall  state  of  what  country  he  is  a  citizen."  This  change  in  phraseology 
seems  to  be  intentional  and  to  dispense  with  the  necessity  of  an  oath  as 
to  citizenship.  At  any  rate,  the  citizenship  of  the  applicant  for  a  patent 
is  no  longer  a  matter  of  any  real  importance,  and  a  mistake  touching  the 
same  is  harmless.  I  feel  quite  justified  then,  in  declining  to  apply  to  this 
ease  the  rule  which  prevailed  in  Child  v.  Ada/may  supra.  In  the  absence 
of  express  statutory  provision  avoiding  a  patent  for  a  misstatement  as 
to  dtizenship,  it  would  be  going  to  an  extreme  length,  and,  indeed, 
in  the  face  of  well-settled  equitable  principles,  fot  the  court  to  bold 
that  a  mere  mistake  in  that  regard,  innocently  made  and  working  no 
sort  of  harm,  should  have  such  effect.  In  Com.  Mfg.  Co.  v.  Fairbank 
Camming  Co.j  (27  Fed.  Bep.,  78,)  where  it  was  urged  that  a  patentee  was 
estopped  to  deny  that  his  American  patent  was  for  the  same  invention 
before  patented  by  him  in  a  foreign  country  by  reason  of  bis  having 
made  oath  that  such  was  the  fact  in  his  application  for  the  former,  it 
waa  held  that  if  the  inventor  was  laboring  under  a  mistake  as  to  this 
point  his  rights  ought  not  thereby  to  be  defeated  or  abridged.  At  an 
2016  PAT ^24 
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early  day  Judge  Story  held,  in  Whitiemore  v.  Cutter,  (1  Gall.,  429,)  that 
an  error  in  the  form  of  the  oath  of  an  applicant  for  a  patent  was  immate- 
rial ;  and  in  CrompUm  v.  Belknap  MiUs  (3  Fish.,  536)  thecoart  said  that 
even  the  entire  failure  to  make  the  oath  would  not  invalidate  the  patent. 
Upon  the  whole,  then,  I  am  of  the  opinion  that  the  misstatement  in  the 
plaintiff's  oath  as  to  his  citizenship  is  not  an  available  defense  to  this 
suit. 
Let  a  decree  be  drawn  in  favor  of  the  plaintiff. 


[United  States  Cironit  Conrt— Distriot  of  Hassachiiaette.] 

Thompson  bt  al.  v.  Rand- Avery  Supply  Company. 

Decided  February  5,  1889. 

46  0.G.,  1112.  ^ 

Shorby— Machinb  fob  Forming  Staplb-Sbaxs  in  Lrather—Infrixobmbnt. 

The  infringement  of  th««  third  claim  of  Letters  Patent  No.  136,340,  granted  Feb- 
ruary 23,  1873,  to  Samael  W.  Shorey,  for  an  improvement  in  maohinea  for  form- 
ing staple-eeaniB  in  leather  by  the  use  of  defendant's  rest  or  supporter,  which  baa 
no  incline  or  bevel,  doubtful.    Motion  for  injunction  denied. 

Mr,  James  K  Maynadier  for  the  complainants. 
Mr.  H.  2>.  Dimnelly  for  the  defendant 

Colt,  J.; 

In  order  to  grant  the  motion  for  a  preliminary  injunction  now  prayed 
for  I  mast  be  satisfied  that  the  defendant  uses  the  inclined  or  retreat- 
ing anvil  n,  which  is  one  ofthe  elements  of  the  third  claim  of  theShorey 
patent  or  its  equivaleot.  Upon  an  examination  of  the  pa])er8  before  me 
I  have  considerable  doubt  whether  defendant's  rest  or  supporter,  which 
has  no  incline  or  bevel,  can  be  said  to  be  the  equivalent  of  the  inclined 
anvil  n,  or  whether  the  defendant  can  fairly  be  said  to  use  the  combi- 
nation of  devices  or  the  equivalent  contained  in  the  third  claim  of  the 
Shorey  patent. 

Judge  Blodgett,  in  the  case  of  these  plaintiffs  against  the  E.  P.  Dou- 
neli  Manufacturing  Company  et  aZ.,  where  the  same  question  arose,  re- 
fused an  injunction,  and  alter  the  opinion  of  Judge  Wheeler  in  the  case 
against  the  American  Bank  Note  Co.  (45  O.  G.,  347 ;  35  F.  B.,  203)  he  still 
refuses  to  modify  his  opinion.  It  further  appears  that  Judge  Shiras, 
of  the  iHstrict  of  Minnesota,  denied  similar  motions  in  several  oasee 
brought  by  these  complainants  against  different  defendants.  In  view 
of  the  doubt  in  my  mind  on  the  question  of  infringement,  I  think  I  ought 
to  follow  the  ruling  of  Judge  Blodgett  and  Judge  Shiraa  and  deny  the 
motion. 

Motion  denied.  r),„,.^, ,,  CoOQie 

The  same  order  may  be  entered  in  the  case  ofthe  comf  lainants  againat 
li.  P.  Coffin. 
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(CTnited  StAtM  Ciivult  Conrt— Southern  District  of  New  York.] 

EooT  V.  Third  Avenue  Railroad  Company. 

Decid$d  February  5,  1889. 
46  O.  G.,  1393. 

1.  PUBUC  USB. 

Use  of  an  inr^ntion  for  batiiness  pnrpones  or  profit  and  in  which  the  teet  of  its 
eaccoM  and  valne  was  only  incidental  will  defeat  a  patent  if  it  ooonrred  more 
than  two  years  before  application. 

2.  Former  Decisions  Construed. 

Smith  ^  Griggs  Manufacturing  Co,  v.  Sprague  and  City  of  ElieaMk  v.  Pavement 
Co.  applied  and  explainecl. 

3.  Root— Cable  Railways. 

Letters  Patent  No.  2G2)162,  granted  Aagost  1,  1882,  to  Henry  Root,  for  an  im- 
provement in  the  couHtrnctii>n  of  cable  railways,  delared  invalid  by  reason  of 
pablic  ose  more  than  two  years  prior  to  application. 

Mr.  Qeorge  Harding  and  Mr.  Oeorge  J.  Harding  for  the  complainaut. 
Messrs.  Lauterbach  &  Spingarn^  Messrs.  Frost  &  Cos,  and  Mr,  Harry 
E.  Knight  for  the  defeudant. 

Wallace,  J. : 

The  complainant  saes  for  infringement  of  Letters  Patent  granted  to 
him  AnguRt  1, 1882,  (No.  262,162,)  for  an  improvement  in  the  constrac- 
tiou  of  cabie  railroads.  His  application  for  the  patent  was  filed  Sep- 
tember 3,  1881. 

The  California  Street  Railroad,  a  cable  railway  >a  the  city  of  iSan 
Francisco,  was  built  by  the  patentee,  completed,  and  went  into  regolar 
opex*ation  prior  to  April  11,  1878,  and  as  constructed  embodied  the  in- 
veutioD  described  in  the  patent  in  suit.  The  defendant  insists  that  this 
is  a  pablic  use  of  the  patented  invention  more  than  two  years  prior  to 
the  patentee's  application  for  his  patent,  and  consequently  invalidates 
the  patent.  The  complainaut  contenils  that  this  was  an  experimental 
nse  of  the  invention,  and  that  the  application  was  filed  within  two  years 
bfter  the  patentee  became  satisfied  that  the  invention  was  a  practical 
mccess. 

it  is  conceded  that  the  road  as  built  embodied  the  invention  of  the 
patent;  that  Mr.  Boot  had  complete  charge  of  the  cons  traction  of  the 
road  and  built  it  tor  the  projectors,*  and  that  it  has  been  operated  ever 
since  April,  1878,  as  built,  without  any  changes  or  modifications  in  t>lan 
or  details.  The  etidence  is^  that  in  the  early  part  of  1876  the  project- 
ors*obtained  a  franchise  to  lay  and  operate  a  cable  railway  in  Oalifor- 
nia  street,  one  of  the  public  thoroughfares  of  the  city  of  San  Francisco. 
In  the  expectation  of  being  employed  as  the  consulting  engineer  to 
build  the  road,  the  complainant  investigated  the  subject  of  cable  roads 
nd  matured  the  invention  in  controversy  between  May  and  September, 
1876.    In  Septemoer,  1876,  he  disclosed  the  invention  to  the  projectors; 
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between  that  time  and  January,  1877,  made  a  inodefl  of  it  ;^  and  in  Feb- 
ruary, 1877,  laid  down  an  experimental  section  of  the  cable  railway 
embodying  the  invention,  in  the  yard  of  the  Central  Pacific  Railway 
Company  in  Sau  Francisco.  His  Invention  was  adopted  by. the  pro- 
jectors, and  work  was  commenced  upon  the  stmcture  in  July,  1877. 
The  road  cost,  with  the  equipment,  $418,000.  It  was  about  two  miles 
in  length,  and  the  road-bed  and  tunnel  construction  cost  about  two 
hundred  and  twenty-five  thousand  dollars.  From  April  9,  1878,  the 
structure  has  been  in  regular  sucoessAil  use  as  a  street-railway,  carry- 
ing passengers  for  pay.  Up  to  the  time  when  the  complkinaut  made 
application  for  the  patent  in  suit  and  until  1883  the  complainant  was 
superintendent  of  the  road  for  the  owners. 

'  In  explanation  of  his  delay  in  making  the  application  for  patent,  the 
complainant  testifies  that  he  did  not  wish  to  patent  the  invention  if 
the  structure  proved  weak  or  undesirable,  and  he  did  not  feel  saffl- 
ciently  certain  of  the  durability  and  general  practicability  until  the  year 
1881;  that  there  was  no  way  but  by  trial  in  a  public  street,  throagh  a 
long  period  of  time,  to  determine  to  what  extent  the  moving  of  oars 
and  the  street  trafllc  over  a  rail  connected  to  iron  work  without  the  in- 
tervention  of  any  wood  would  affect  the  durability  of  the  structure,  or 
to  what  extent  changes  of  temperature  and  the  effect  of  water  and  rust 
would  tend  to  separate  the  iron  work  from  the  concrete  in  which  it  was 
embedded ;  and  that  while  he  believed  there  was  more  than  an  even 
chance  of  its  proving  a  durable  au(i  desirable  structure  he  had  some' 
doubts  in  his  own  mind,  and  was  influenced  also  by  the  doubts  ex- 
pressed by  others  in  whose  judgment  he  had  confidence,  He  admits 
that  he  never  expressed  these  doubts  to  the  projectors,  either  while 
discussing  with  them  the  features  of  his  invention,  or  while  the  road 
was  being  built,  or  while  be  remained  its  superintendent  and  %fter  it 
was  completed.  In  answer  to  a  question  whether  he  had  any  doubts 
of  the  durability  of  the  structure  after  the  road  was  completed,  he  states 
that  in  the  spring  of  1879,  while  making  an  extension  of  the  railway, 
some  parts  of  the  structure  were  exposed,  an^  he  then  saw  some  indi- 
cations of  the  loosening  of  the  yokes  in  the  concrete,  and  ^  had  some 
little  fear  at  that  time"  that  trouble  might  arise  in  that  resfiect.. 

Manifestly',  the  complamant  received  a  consideration  for  devising 
and  couseniing  to  the  use  of  an  invention  which  was  designed  to  be  a 
complete,  permanent  stmcture,  which  was  to  cost  a  large  sum  of  money, 
and  which  he  knew  would  not  meet  the  expectation  of  those  who  had 
employed  him  unless  it  should  prove  to  be  in  all  respects  a  practically 
operative  and  reasonably  durable  one.  If  he  had  entertained  any  seri- 
ous doubts  of  its  adequacy  for  the  pnrpose  for  which  it  was  intended 
it  would  seem  that  he  would  not  have  recommended  it  in  viewi  of  the 
considerable  sum  it  was  to  cost.  At  all  events,  he  did  not  treat  it  as 
an  experimental  thing,  but  allowed  it  to  be  appropriated  as  a  «)omplete 
'vnd  perfect  invention,-  fit  to  be  used  practically,  and  Jnst  as  it  was,  an' 
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til  it  shoold  wear  oat  or  until  it  shoald  demonstrate  it  own  ansaitable- 
uess.  He  turned  it  over  to  the  owners  without  reserFiiig  any  future 
eontrol  over  it,  and  knowing  that  except  as  a  subordinate  he  would  not 
be  permitted  to  make  any  changes  in  it  by  way  of  experiment,  and  at 
the  time  he  had  no  present  expectation  of  making  any  material  changea 
in  it  He  never  made  or  suggested  a  change  in  it  after  it  went  into  use 
and  never  made  an  examination  with  a  view  of  seeing  whether  it  was 
defective  or  could  be  improved  in  any  particular. 

In  Smith  it  Qriggs  Mantifaeturing  Co.  v  Sprague  (41  O.  O.,  1037, 12S 
U.  S.,  249)  it  was  held  that  when  it  is  clearly  established  that  there 
was  a  public  use  of  the  invention  by  the  inventor  for  more  than  two 
years  prior  to  his  application  for  a  patent  for  it  the  burden  is  on  him  to 
8how  by  convincing  proof  that  the  use  was  not  a  public  use  in  the  sense 
of  the  statute)  but  that  it  was  for  the  purpose  of  perfecting  an  incom- 
plete invention  by  tests  and  experiments.  And  in  defining  the  distinc- 
tion between  a  public  and  an  experimental  use  the  Oourt  in  that  case 
used  the  following  language : 

A  aae  by  the  inventor  for  the' purpose  of  testing,  the  machine,  in  order  by  experi- 
ment to  devttie  additional  means  for  perfecting  the  sacceas  of  its  operation,  is  admis* 
siblo ;  and  where,  as  an  incident  to  snch  use,  the  prodnot  of  its  operation  is  disposed 
of  by  sale,  suo^  profit  from  Ife  ase  does  not  change  its  character,  but  where  its  use  is 
mainly  for  the  purpose  of  trade  and  profit,  and  the  experiment  is  merely  incidental 
to  that,  the  principle  and  not  the  incident  must  give  character  to  the  use.  The  thing 
implied  as  excepted  out  of  the  prohibition  of  the  statute  is  a  use  which  may  be  prop- 
erly characterized  as  substantially  for  the  purposes  of  experiment.  Where  the  sub- 
stantial use  is  not  for  that  purpose,  but  is  otherwise  public,  and  for  more  than  two 
years  prior  to  the  application,  it  comes  within  the  prohibition. 

Tested  by  the  rule  thus  stated,  the  proofs  do  not  show  a  use  substan- 
tially for  experiment,  but  show  such  a  public  use  of  the  invention  as 
must  defeat  the  patent.  The  facts  are  in  marked  contrast  with  those 
in  the  case  of  Elizabeth  v.  Pavement  Oo.^  (97  U.  S.,  12d.)  There  the  use 
wsis  solely  for  experiment    In  the  language  of  the  opinion  in  that  case — 

Nicholson  wished  to  experiment  on  his  pavement.  He  believed  it  to  be  a  good 
thing,  but  he  was  not  sure,  and  the  only  mode  in  which  he  could  test  it  was  to  place 
a  specimen  of  it  in  a  public  roadway.  He  did  this  at  his  own  expense,  and  with  the 
consent  of  the  owners  of  the  road.  He  wanted  to  know  whether  his^^avement  would 
stand  and  whether  it  would  resist  decay.  Its  character  for  durability  could  nqt  be 
ascertained  without  Jits  being  subjected  to  use  for  a  considerable  time.  He  subjected 
it  to  saoh  use  in  good  faith  for  the  simple  parpose  of  ascertaining  whether  it  waa 
what  he  olaimed  it  to  be. 

A  decree  is  ordered  dismissing  the  bill,  with  costs. 


Digitized  by  CjOOQIC 
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[ITDitod  StatM  Ciroalt  Gourt^Koiiheni  DUtrict  of  nilnoit.] 

SoHLioHT  &  Field  Company  t^.  Ohioaoo  Sewing  Machine  Com- 
pany ET  AL, 

Decided  November  5, 1838. 

46  O.  O.,  1384. 

1.  Smith  and  SHAifKOK-^PAPBa-HoLDBBS. 

The  firat»  leoond,  third,  fourth,  fifth,  and  seveDth  oUima  of  Patept  No.  217,909, 
issued  July  29, 1879,  to  Frederick  W.  Smith  and  James  S.  Shannon,  for  an  improY- 
ment  in  paitor-holders,  BQ8taiued,(oiting Shannon  y.  Printing  Company,  9  Fed.  Rep., 
S05,)  and  Held  to  be  infringed  by  a  letter-file  haying  itsreoeiying-wires  arranged 
to  rock  forward  instead  of  backward  out  of  contact  with  its  arched  wires. 
3.  Imfjunobmxnt^Chanob  ov  Looatiqk  or  Parts. 

A  change  in  the  position  of  a  part  of  a  machine  will  not  ayoid  infringement 
where  the  part  transposed  oontin.aes  to  perform  the  same  fiinction  as  before. 
(Citing  Adams  v.  Man^facturing  Company,  3  Banning  dc  A.,  1.) 

3.  JOIKT  INYBNTOR  OaNKOT  IMPBACH  HIS  OaTH   TO  DbSTROY  ANOTHER'S  INTERBST 

IN  THB  PaTBNT. 

A  party  applying  for  a  patent  as  a  Joint  inyeution  of  himself  and  another  shonid 
be  estopped  as  agamHt  nhonaflde  owner  of  the  patent  from  defeating  it  by  proof 
tending  toshow  that  he  took  a  false  oath  or  otherwise  imposed  upon  the  Patent 
Office.  Haying  giyen  life  to  the  patent  by  one  oath,  he  cannot  be  heard  to  de- 
stroy it  by  another. 

4.  Joint  Invbntors. 

Where  two  parties  work  together  in  the  making  of  an  inyention,  each  making 
suggestions  to  the  other,  the  inyention  coyered  by  a  Joint  patent  will  generally 
be  considered  as  the  result  of  their  Joint  eft'orts  or  contribntions. 

Mes9rs.  Banning  &  Banning  &  Payson  for  the  oomplainant 
Mr.  M.  W.  Robinson  aud  Mr.  0.  M.  Hardy  for  the  defendants. 

Blodoett,  J.  : 

Tlie  bill  in  this  case  asks  for  an  injunction  and  an  accounting  by  rea- 
son of  the  alleged  infringement  of  Patent  No.  217,909,  granted  Jaly  29, 
1879,  to  Frederick  W.  Smith  and  James  S.  Shannon,  for  an  improve- 
ment in  paper-holders.  The  invention  covered  by  this  patent  is  de- 
scribed by  the  patentees  in  their  si>eoiflc8tion  as  follows : 

Our  inyention  relates  to  that  class  of  paper-tilos  or  temporary  binders  adapted,  by 
haying  separable  uniting- wires,  to  allow  of  the  withdrawal  of  any  one  of  many  pa- 
pers thereon  held,  or  the  insertion  of  papers  between  those  already  on  the  file,  with- 
out disturbing  the  order  in  which  the  others  are  placed. 

Thib  objeot  of  oar  inyention  is  to  proyide  a  die  more  prompt  and  positiye  in  Its  ac- 
tion, less  calculated  to  tear  the  papers  filed  thereon,  more  conyeuient  of  manipala- 
tion,  and  adapted,  in  its  double  form  especially,  to  seiye  as  a  writing-tablet  for  the 
lap  or  desk. 

U^oomklscHy  first,  in  a  paper-holder  with  duplex  parallel  hinged  transfer- wires  made 
Ifom  one  pieoe ;  seoond.  in  a  paper-holder  haying  the  fixed  wires  and  moyable  wires 
secured  to  the  same  connecting-plate,  whereby  those  parts  may  be  separately  packed 
and  attached  to  any  desired  base-board ;  third,  in  the  structure  of  the  punctuilng- 
wire ;  fourth,  in  »  felt  or  plush  coyeriug  for  the  bottom  of  the  base-board  \  fifth,  in 
the  stop  to  limit  the  moyement  of  the  hinged  wires.  r^  ^  ^  ^T 

This  patent  was  before  this  court  in  the  case  or  Shannon  v.  Printing 
Oo.j  reported  in  9  Fed.  Bep.,  205^  in  which  the  validity  of  the  patent. 
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was  safxtaioed,  and  Dothing  shown  iu  the  record  in  the  present  case  in- 
daces  me  to  in  any  degree  modify  or  change  the  conclusions  there  ar- 
rived  at. 

Infringement  is  charged  in  this  case  of  the  first,  second^  third,  fourth, 
flfth^and  seventh  claims  of  the  patent,  which  are : 

1.  The  oombiDation,  in  a  paper-holder,  of  a  base-board,  two  parallel  fixed  panctar- 
ing-wires,  and  two  parallel  hinged  trausfer-wiree,  made  In  a  single  piece,  arranged 
thereon^  as  sbown,  to  form  two  parallel  rings,  adapted  to  be  opened  and  closed  at 
pleaanre,  sabstantially  as  and  for  the  parposes  set  forth. 

2.  In  combination  with  the  duplex  file  oi  paper-holder,  sabstantially  as  shown,  a 
rigid  connecting  part,  Jointing  the  hinged  wires,  so  that  both  may  be  rotated  or  held 
by  applying  force  for  the  pnrpose  to  either,  sabstantially  as  set  forth. 

3.  In  combination  with  the  fixed  wires  T  and  the  movable  wires  H,  the  plate  P, 
constrocted  to  give  hinged  support  to  H  at  Ik  ^,  and  to  have  the  central  bearing- 
spring,  8,  all  arranged  and  adapted  to  operate  sabstantially  as  described. 

4.  The  combination,  with  the  fixed  wires  T  and  hinged  win^s  H,  of  the  plate  P, 
having  the  hinge-arms  R,  and  the  spring-tongue  S,  and  8npportia<]^  «aid  wires  T  and 
H  iu  working  position,  whereby  tbe  working  part-s  of  the  file  or  papor-holdor  are 
adapted  to  be  applied  to  any  tablet  by  screws  a  a,  substantially  as  and  for  the  pur- 
poses specifi«)d. 

5.  In  a  paper-holder  having  a  tubnlar  puncturing-wire,  sharpened  by  having  its 
end  beveled  from  one  side  to  the  other,  and  a  second  wire  entering  the  tube  to  serve 
as  a  transfer- wire,  the  inwardly  bent  or  carved  form  of  the  beveled  point  of  the  tube, 
whereby  tbe  said  point  may  lie  close  to  the  transfer- wire,  substantially  as  described, 
and  for  the  purpose  set  forth. 

7.  In  eombi  nation  with  the  hinged  wires  H  and  a  spring  operating  them,  as  de- 
scribed, a  stop  if  or  stops  $  and  «,  arranged  to  arrest  the  throw  of  the  wires  H,  sub- 
stantially as  and  for  the  purpose  set  forth. 

Defendants  deny  infringement  of  the  patent,  and  also  attacli:  the 
validity  of  the  patent  upon  the  ground  that  Smith,  one  of  the  patentees, 
has  testified  in  this  case  that  he  was  the  only  inventor  of  the  devices 
covered  by  the  patent,  and  that  Shannon,  the  other  patentee  and  alleged 
inventor,  had  nothing  to  do  with  the  invention. 

Iu  regard  to  tlie  second  matter  of  defense,  which  was  not  considered 
in  the  former  case,  I  will  merely  say  that  Smith,  having  applied  for  a 
patent  as  the  joint  invention  of  himself  and  Shannon,  should  be  es- 
topped, as  against  any  bona  fide  owner  of  the  x)atent,  from  now  defeating 
it  by  proof  tending  to  show  that  he  took  a  false  oath  or  imposed  upon 
the  Patent  OfBce  for  the  purpose  of  obtaining  the  patent.  Proof  that 
Smith  was  the  sole  inventor  is  undoubtedly  admissible  to  defeat  the 
patent  ^  but  it  must  come  firom  some  one  else  than  himself,  because  he 
has  Kiven  the  patent  life  by  one  oath  and  can  not  now  be  heard  to  de- 
stroy it  by  another  oath.  Certainly  as  much  faith  must  be  placed  in 
the  afiidavit  which  the  law  required  him  to  make  at  the  time  he  applied 
for  the  [latent,  showing  that  the  device  covered  by  the  application  was 
the  joint  invention  of  himself  and  Shannon,  as  should  now  be  given  to 
his  deposition  in  this  case,  wherein  he  claims  to  be  the  sole  inventor. 
So  that  it  may  be  said,  for  the  purposes  of  this  question  of  fact,  that  the 
testimony  of  Smith  is  neutralized  by  his  conduct  in  api)lylng  for  and  ob- 
taining a  patent,  and  this  leaves  the  question  as  to  whether  or  not  Smith 
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was  the  sole  inventor  to  the  testimony  of  Blades,  the  other  witness 
called  by  the  defense  apon  this  point,  and  Blades's  testimony  goes  to 
show  that  Shannon  and  Smith  were  consulting  together  and  acting 
together  in  perfecting'and  completing  the  invention.  Smith  was  a  me-, 
chanic,  and  it  would  seem  both  from  his  own  testimony  and  that  of 
Blades  that  he  wa^  attempting  to  invent  a  letter-file,  and  that  what  be 
was  doing  was  done  utider  the  constant  supervision  and  criticiBm  of 
Shannon,  and  from  the  testimony  it  would  seem  that  suggestions  were 
made  from  time  to  time  by  Shannon,  and  the  court  at  this  time, 
and  in  the  light  of  the  testimony  before  it,  cannot  see  but  what  the  ideae 
embodied  in  the  machine  were  an  essentially  those  of  Shannon  as  of 
Smith.  Hence  the  defense  that  the  patent  is  void  because  t>f  Smith  l^e- 
ing  the  sole  inventor  is  not  sustained. 

The  defendants  manufacture  and  sell  a  letter-file  consisting  of  receiv- 
ing-wires, upon  which  the  papers  to  be  filed  are  strung,  and  arched  wires 
adapted  to  come  in  contact  with  the  receiving-wires,  so  as  tx)  form  with 
the  re^iving-wires  a^  continuous  ring  or  arch,  upon  which  the  papers 
may  be  turned  for  the  purpose  of  inspection  or  examination,  the  same 
as  is  provided  for  in  the  complainant's  patent ;  but  in  the  defendants' 
device  the  receiving- wires  are  so  arranged  that  they  rock  forward  from 
out  of  contact  with  the  arched  wires.  This  seems  to  me  to  be  merely  a 
colorable  change  in  the  construction  of  the  device.  The  transfer  of  the 
function  of  movement  from  the  vibrating  wires  to  the  receiving-wires  is 
merely  such  a  change  as,  with  tht;  com plainani^'d  patent  before  hin\,  any 
mechanic  might  readily  make,  and  is  but  an  att(*mpt  at  an  evasion  of 
the  idea  covered  by  the  complainant's  patent.  The  case  seems  to  ine  to 
come  closely  within  the  principle  announced  in  Adanu  v.  Manufacturing 
Co.j  (3  Ban.  &  A.,  1,)  where  it  was  said : 

Changing  the  poHitiou  of  a  part  of  a  maohiue  does  not  avert  iufriugemeiit  when 
the  part  transposed  porforms  the  same  function  as  before. 

I  therefore  find  that  the  complainant's  patent  is  valid,  and  that  the 
defendants  infringe,  and  a  decree  may  be  pre|)areil  accordingly. 


(Unite<1  Statei  Cireait  Court— Southern  District  of  Ksw  Tork.! 

LSABT  ET  AL.  V.  fiOHBNSTEIlV. 

Decided  February  9, 18c?9. 

46  O.  G.,  1518. 

Lbary— Shadr  or  Globe  Holders  for  Candlrs— Tnfrinobment. 

Letters  Patent  No.  257,027,  (frant^d  April  25,  1882,  to  David  Leary,  for  an  Im- 
provement in  shade  or  globe  holders  forcandlee,  Eeld  valid,  and  infHnged  by  the 
defendant's  device,  which  is  a  copy  of  the  plaintiffs',  which  latter,  while  not  made 
according  to  the  specific  device  described  in  the  patent,  is  eqairalent  thereto  and 
accomplishes  the  same  result  in  the  same  manner. 

Mr.  H.  ApUngtan  for  the  complainants.  (^r^r^n]^ 

•#        r        .      ^.     n  J,        -..»-       J    ^       ji        ^  Digitized  by  VjOOvIv: 

Mr.  Louis  C\  Raegener  for  the  defendant.  ^ 
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WfiEELBB,  J.  ; 

This  suit  is  brought  upon  Letters  Patent  No.  257,027,  dated  April  25, 
1882,  aud  granted  to  Daniel  Leary,  for  a  shade  or  globe  holder  for  can- 
dles. ^  The  defenses  set  up  and  relied  upon  are  want  of  novelty  and  of 
patentability.  No  prior  stmotares  are  produced  or  shown  by  evidence 
to  have  existed  to  bear  upon  the  qne&tion  of  novelty.  That  defense  rests 
wholly  upon  an  English  patent,  dated  in  1842,  to  Ward  and  Freeman  i 
and  an  American  patent,  dated  in  1868,  to  William  H.  H.  Hinds,  for 
candlesticks,  and  an  English  patent,  dated  in  1850,  to  William  Henry 
Jones,  and  another,  dated  in  1864,  to  Henry  Charles  Steam  aud  Frank 
Alexander  Steaue,  for  apparatus  to  prevent  candles  fi^om  gnttering.. 
These  patents  do  show  parts  of  Leary's  strnctare,  and  notably  a  cap- 
shaped  piece  fitting  over  the  upper  end  of  the  candle,  with  a  hole  for  the 
blaa^,  to  support  the  structure,  and  gearing  below  to  keep  it  upright. 
But  none  of  them  show  a  shade-holder  for  a  shade  above  the  blaze  of 
the  candle,  nor  anything  like  his  complete  apparatus  or  that  would 
answer  its  purpose.  Therefore  he  was  not  anticipated  by  any  or  all  of 
them.  [Parks  v.  Booths  102  n.  S.,  96.)  These  prior  patents  are  also 
relied  upon  to  limit  the  field  open  to  Leary,  and  counsel  for  the  defend- 
ant urges,  in  support  of  the  other  defense,  that  there  was  no  room  for 
patentable  invention  between  them  and  his  shade-holder;  that  a  work- 
man might  by  the  skill  of  his  trade  put  the  shade-holder  upon  this  cap- 
shade  piece.  If  the  candle  was  to  stand  unchanged,  this  would  be 
easier,  but  there  was  more  to  be  done  than  to  place  the  shade-holder 
upon  a  permanent  standard.  The  candle  must  be  of  material  which 
would  melt  with  heat  and  be  consumed  as  it  melted.  The  device  must 
be  so  arranged  as  not  only  to  hold  the  shade-holder  upright  in  the  be- 
ginning, but  to  maintain  it  so,  and  do  this  by  means  that  would  not 
melt  the  candle  below  and  weaken  and  waste  it,  and  would  let  it  melt 
about. the  wick  and  burn.  Apparatus  which  would  extend  down  upon 
the  candle  without  becoming  hot  enoujgh  to  melt  it  and  extend  above 
for  the  shade-holder  was  to  be  contrived.  This  would  seem  to  n^quire 
calculation  and  ingenuity  beyond  that  of  a  mechanic  in  the  mere  exercise 
of  his  calling.  No  mechanic  or  other  person  appears  to  have  accom- 
plished this  before  Leary  did.  When  he  had  done  it,  his  device  went 
into  extensive  use.  This  shows  that  it  was  wanted,  and  that  ordinary 
workmanship  had  not  brought  It.  What  he  did  appears  to  amount  to 
invention  which  is  patentable. 

The  patent  describes  the  supports  of  the  shade  as  being  attached 
to  a  ring  resting  about  the  cap-shaped  piece  over  the  end  of  the  candle, 
and  as  being  attached  directly  to  that  piece.  Both  of  the  claims  include 
that  ring  in  the  arrangement.  Neither  the  plain tifGs'  device  a.ade  under 
the  patent  nor  the  alleged  infringement  has  that  ring.  Generally  a 
patent  for  a  combination  or  arrangement  of  several  parts  is  not  infringed 
by  taking  less  than  the  whole  of  them.  [McMurray  v.  Mallonyy  111 
U.  S.t  97 ;  Vosi  v.  Fiskerj  113  U.S.,  21 3.)    But  taking  some  of  the  ^*irts, 
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with  equivalents  producing  tlie  same  result  for  the  others,  is  an  infringe- 
ment. ( Water  Meter  Company  v.  Besper^  110  U.  S.  332 ;  Rowell  v.  Lind- 
say^ 113  U,  S.  97.)  The  cap-shaped  piece,  with  the  supports  of  the 
shade  attached  to  it,  is  the  equivalent  of  the  same  and  the  ring  with 
the  supports  attached  to  that,  and  accomplishes  the  same  result  in  the 
same  manner.  The  plaintiffs'  device  therefore  appears  to  be  made  ac- 
cording to  the  patent.  The  defendant's  device,  which  is  a  copy  of  the 
plaintiffs',  appears  for  the  same  reasons  to  be  an  infringement. 

These  conclusions  have  not  been  arrived  at  without  noticing  care- 
fully the  decision  upon  the  motion  for  a  preliminary  injunction  in  this 
case.  (Leary  v.  HoJi^engtein^  32  Fed.  Rep.,  832.)  The  case  does  not  ap- 
pear to  have  been  so  fully  presented  on  proofs  then  as  now.  The  qoea- 
tiou  was  somewhat  different,  and  was  in  some  measure  reserved  to 
final  hearing. 

As  the  case  is  now  understood  the  patent  is  valid  and  the  defendant 
infringes ;  therefore  the  orators  appear  to  be  entitleil  to  a  decree. 

Let  a  decree  be  entered  that  the  patent  is  valid  ;  that  the  defendant 
infringes,  and  for  an  injunction  and  an  account  according  to  the  prayer 
of  the  bill,  wiih  costs. 


[United  States  Circuit  Court^Bastern  Jadioial  District  of  Biissouri,  Eastern  Division.] 

Taft  r.  Stephens  Lithographing, and  Engraving  Company. 

Decided  March  20,  1889. 

47  O.  G.,  142. 
.Jurisdiction. 

The  circnit  courts  have  jarisdiction  of  suits  brought  to  recover  penalties  im- 
posed by  the  copyright  laws  of  the  United  States. 

On  plea  to  jurisdiction. 

Mr.  W.  E.  Fisse  for  the  complainant. 
Mr.  Paul  Bakewell  for  the  defendant* 

Thayek,  J. : 

This  is  a  qui  tarn  action  broug:ht  to  recover  certain  penalties  imtK>sed 
by  section  4963,  Revised  Statutes  of  the  United  States,  for  violations  of 
the  law  relating  to  copyright. 

Defendant's  attorney  contends  that  the  jurisdiction  to  recover  penal- 
ties of  such  character  is  vested  in  theUnited  States  district  court,  and 
not  ill  the  circuit  court.  He  has  accordingly  filed  a  plea  to  the  ju^s- 
diction.  By  section  9  of  the  judiciary  act  of  1789  United  States  district 
courts  were  given  jurisdiction  of — 
aU  suits  for  penalties  and  forfeitures  incurred  under  the  laws  of  the  tXnited  States. 

The  clause  has  ever  since  continued  in  force  and  reappears  in  the  Re- 
vised Statutes  of  the  United  States  as  subdivision  3  of  section  oto. 

Suita  to  recover  penalties  imposed  by  the  laws  of  the  United  States 


DECISIONS  OF  U.   S,   COURTS   IN  PA.TENT   CASES.  379 

mast  accordiogly  be  brought  in  the  United  States  district  court  unless 
jurisdiction  to  recover  a  particular  penalty  la  vested  in  the  circuit  court 
by  the  statute  imposing  the  penalty.  It  is  claimed  by  plaintiff's  attor- 
ney  that  jurisdiction  of  auita  to  recover  penalties  imposed  by  section 
4963  is  vested  in  the  United  States  circuit  court  by  the  ninth  clause  of 
section  629  Revised  Statutes  of  the  United  States,  which  gives  that 
court  jurisdiction  of— 

sU  Aaits  at  law  or  in  equity  ariaiDg  nndar  the  patent  and  oopyiightlaws  of  the  United 
States. 

If  the  cl^im  was  based  solely  on  the  phraseology  of  the  ninth  claitse 
of  section  629,  we  should  be  disposed  to  overrule  it  and  to  hold  that  ther 
suits  therein  referred  to  and  over  which  the  circuit  court  is  given  juris- 
diction are  ordinary  civil  suits  at  law  and  in  equity  to  recover  damages 
for,  or  to  restrain  iufringements  of  patents  and  copyrights,  and  thai  the 
clause  does  not  confer  jurisdiction  upon  this  court  over  suits  of  a  penal 
character — that  is,  of  suits  brought  to  recover  i)enalties  imposed  by  the 
patent  and  copyiight  laws.  It  must  be  borne  in  mind,  however,  that 
the  ninth  clause  of  section  629  is  based  on  sections  55  and  106  of  ^^  An 
act  to  consolidate  and  amend  the  statutes  relating  to  patents  and  copy- 
rights," approved  July  8,  1870.  (U.  S.  Statutes  at  Large,  vol.  16,  pp. 
206  and  215.)  We  infer  that  the  revisers,  in  drafting  the  ninth  clause 
of  section  629,  did  not  inteod  to  disturb  the  jurisdiction  then  vested  in 
the  United  States  circuit  court  by  the  two  sections  of  the  act  last  alluded 
to.  By  reference  to  the  act  of  July  8, 1870,  it  will  be  seen  that  section 
10<)  provides  that — 

all  actioha,  saits,  controversies,  and  ci^t  arising  under  the  copyrijrht  laws  of  the 
Uuited  States  shall  be  origiually  cognizable  as  well  iu  equity  as  at  law,  whether  civil 
or  penal  in  their  nature,  by  the  circuit  courts  of  the  Uuited  States  or  any  district 
court  having  the  Jurisdiction  of  a  circuit  court. 

Prior  to  that  enactment  Congress  had  expressly  authorized  certain 
other  penalties  imposed  by  the  copyright  laws  to  be  sued  for  in  the  cir- 
cuit as  well  as  iu  the  district  courts  of  the  United  States.  ( Vide  vol.  14 
U.  S.  Stat,  at  Large,  395,  sec.  1,  act  of  February  18, 1867.) 

In  view  of  section  106  of  the  act  of  July  8, 1870,  we  think  it  clear 
that  OoDgress  intended  thereby  to  give  the  United  fiitates  circuit  courts 
jurisdiction  of  suits  brought  to  recover  penalties  imposed  by  the  copy- 
right laws  of  the  United  States,  and  that  it  retains  puch  jurisdiction 
since  the  revision  of  the  laws  of  the  United  States  by  virtue  of  clause 
9  of  section  629,  (supra.) 

The  reference  made  in  section  106  of  the  act  of  July  8, 1870,  to  suits 
of  a  penal  as  well  as  of  a  civil  nature  malces  it  certain  that  qui  tarn 
actions  arising  under  the  copyright  laws  were  within  the  contemplation 
of  Congress  when  that  section  was  enacted,  and  that  jurisdiction  of 
such  suits  was  intended  to  be  conferred  on  the  circuit  court. 


The  plea  to  the  jurisdiction  is  accordingly  overruled. 

Digitized  by 


Google 
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f^npKme  Court  of  the  United  Statee.] 

The  Moblst  Sewing  Machine  Company  et  al.  v.  Lancaster. 

Decided  Febn^ary  4,  1889. 
47  0.G..-267. 

1.  MoRLRT— Machines  for  Sewing  Buttons  on  Fj^bricSi  Ac, 

Lett«r8  Patent  No.  236,350,  granted  Jannary  4,  1.^1,  to  Joseph  H.  Morl«y,  for 
a  machine  for  sewing  buttons  on  fabrics,  dbc,  is  entitled  to  receive  a  liberal  oou- 
strnction  in  view  of  the  fact  that  the  inventor  was  a  pioneer  in  the  construction 
of  an  automatic  bntton-sewing  machine,  and  is  not  to  be  limited  to  the  particular 
devices  or  instrumentalities  de^ribed  by  taim,  used  in  the  three  main  elements 
of  his  machine,  which  combine  together  to  makent  up. 

2.  Infrinoescent. 

As  thuflr construed  the  patent  isiufringed  by  defendant's  machine  manufactured 
under  Letters  Patent  No.  268,369,  granted  November  28, 1862,  to  Joseph  Mathisouj 
for  a  machine  for  sewing  on  buttons,  the  means  employed  in  which  are  substan- 
tially equivalents  of  those  used  in  the  Morley  machine, 

3.  Equivalents. 

The  mechanical  devices  nsed  by  the  defendant  are  known  substitutes  or  eqai  v. 
alents  for  those  employed  in  the  Morley  machine  to  effect  the  same  results,  and 
this  is  the  proper  meaning  of  the  term  *'  known  equivalents,"  in  reference  to  a 
pioneer  machine,  such  as  that  of  Morley. 

4.  Use  of  Patented  Processes  bt  a  Subseqctbnt  Inventor. 

A  person  who  subsequently  discovers  a  uew  mode  of  carrying  out  a  patented 
process  is  not  entitled  to  use  the  process  without  the  consent  of  the  patentee. 

5.  Improvbmbnt  on  Pioneer  Machines. 

Where  an  invention  is  one  of  a  primary  character  and  the  mechanical  functions 
performed  by  the  machines  are  as  a  whole  entirely  new  all  subsequent  machines 
which  employ  substantially  the  same  means  to  accomplish  the  same  results  are 
infringements,  although  the  subsequent  machines  may  contain  improvements  in 
the  separate  mechanisms  which  go  to  make  up  the  machine. 

Appeal  from  the  Circuit  Coart  of  the  CTnited  States  for  the  DiHtrict 
of  Maasachasetts* 

Mr,  B.  F.  Thurnton  for  the  appellants. 

Mr,  J,  E.  Maynadier  and  Mr.  Oeorge  E.  Smith  for  the  appellee. 

Mr*. Justice  Blatchfobd  delivered' the  opinion  of  the  Court. 

This  is  a  suit  in  equity,  brought  November  6,  1882,  in  the  Circuit 
Court  of  the  United  States  for  the  District  of  Massachusetts,  by  the 
Morley  Sewing  Machine  Company  and  the  Morley  Button  Sewing 
Machine  Company  against  Charles  B.  Lancaster,  for  the  alleged  in- 
fringement of  Letters  Patent  No.  236.3.50,  granted  January  4, 1881,  to 
James  H.  Morley,  E.  S.  Fay,  and  Henry  E.  Wilkins,  on  the  invention 
of  said  Morley,  on  an  application  filed  June  23, 1880,  for  an  improve- 
ment in  machines  for  sewing  buttons  on  fabrics.  The  machine  of  the 
defendant  is  constructed  in  accordance  with  the  description  contained 
in  Letters  Patent  No.  268,369,  granted  November  28,  1882,  to  Joseph 
Mathisou,  William  D.  Allen,  and  C.  B.  Lancaster,  od  the  invention  of 


DECI8ION8   OF  U.   8.  COURTS   IN   PATENT  CASES.  381 

said  Mathison,  for  improvements  in  machines  for  secario^  battons  to 
material,  on  an  application  liled  August  U  1882. 
The  specification  of  the  Horlej  patent  says : 

Uj  iDTentioB  eonsistt  in  meehanism  for  antomatioAlly  aewing  sbank-battons  onto 
fabrics,  sboes,  etc. ;  and  the  objects  of  my  inyention  are  to  form  a  double-threaded 
stitch  on  the  top  side  of  the  material  being  sewed  upon  transversely  to  the  direetion 
of  fcedy  and  on  the  reverse  side  of  the  material  two  parallel  Hues  of  stitches  at  right 
angles  to  the  first-uamed  ones,  to  wake  alternately  long  aud  short  stitches,  and  to  so 
feed  buttons  to  be  sewed  by  said  machines  as  to  present  them  at  the  proper  time  and 
in  the  proper  place  to  be  operated  npon. 

The  specification  then  describes,  bj  reference  to  :24  fi^cures  of  draw- 
ings,  the  mechanical  means  nsed  by  the  patentee  to  perform  the  mechan- 
ical operations  described.    The  8pecification  then  proceeds : 

Having  thns  described  the  machine  and  coustrnctions  set  forth  In  the  drawings,  I 
wish  it  to  be  understood  that  the  same  is  only  odm  of  different  meohanisins  which  I 
have  contemplaMy  and  which  may  be  effectnally  employed  for  carrying  ont  the  main 
feature  of  my  invention— to  wit  the  automatic  mechanical  sewing  of  buttons  to  a  fab- 
ric. Thus  different  means  may  be  adopted  for  carrying  the  thread  through  the  eye 
of  the  button  into  the  fabric — as,  for  iostauce,  passing  the  hooked  needle  through 
said  eye  to  a  position  to  seize  the  thread  from  the  straiglit  needle,  or  form  a  suitable 
carrier  and  then  draw  the  loop  down  through  the  fabric  to  be  secured  beneath  by  a 
shattie  or  needle  thread,  or  tbe  eye-pointed  needle  may  1>e  nsed  in  counection  with  a 
4oop-spreader  and  shuttle  for  carrying  a  thread  through  the  loop,  a  single  thread  or 
two  tbrea<ls  being  used.  It  will  further  be  understood  that  wires  may  be  sometimes 
substituted  for  threads  and  that  other  feed  mechanisms  may  be  employed,  tbe  needles 
moving  with  but  not  controlling  the  fabric,  as  in  the  construction  described. 

There  are  18  claims  in  the  patent,  only  4  of  which  are  relied  upon  by 
the  plaintiffs^  namely,  claims  1,  2,  8,  and  13,  which  are  as  follows: 

1.  The  combination,  in  a  machioe  for  sewing  shank-buttons  to 'fabrics,  of  buttou- 
feedin;;^  mechanism,  appliances  for  paHsiog  a  thread  through  the  eye  of  the  battons 
and  locking  the  loop  to  the  fabric,  and  feediug  mechanism,  substantially  as  set  forth. 

2.  The  combination,  in  a  machine  for  sewing  shank-buttons  to  fabrics,  of  a  needle 
and  operating  mechauism,  appliances  for  bringing  the  buttons  sncoehsively  to  p<K4i- 
^on  to  permit  the  needle  to  pass  through  the  eye  of  each  button,  aud  means  for  lock- 
ing the  loop  of  thread  carried  by  the  needle  to  secure  the  battou  to  the  fabric,  sub- 
stantially as  set  forth. 

6.  The  combination,  in  a  machine  for  sewing  buttons  to  fabrics,  of  button  feeding 
and  sewing  appliances,  substantially  as  s^t  forth,  and  feeding  appliances  and  oper- 
ating mechanism  whereby  the  feeding  devices  are  moved  alternately  different  dis- 
tances to  alternate  short  button-stitches  with  long  stitches  between  the  buttons  as 
specified* 

13.  The  combination,  with  button-sewing  appliances,  of  a  trough,  appliances  for 
carrying  the  buttons  successively  from  the  trough  to  the  sewing  devices,  and  mech- 
anisms for  operating  said  appliances  and  sewing  devices,  as  set  forth. 

The  defendant's  machine  is  known  as  the  Laucast^  machine. 

The  Morley  machine  contains  and  is  made  np  of  three  main  groups  of 
instmmenTalities :  (1)  mechanism  for  holding  the  bnttons  in  mass  and 
delivering  them  separately,  in  proper  position,  over  the  fabric,  so  that 
they  may  beattachedtoitby  the  sewing  audstitchiugmechanism  ;  (2)  the 
stitching  mechanism ;  (3)  the  mechanism  for  feeding  the  fabric  along, 
so  as  to  space  the  stitches  and  consequently  the  buttons  when  sewed  on. 
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In  the  batton-feeditig  mechanism  there  is  a  hopper  containing  the 
buttons  in  mass.  The  principal  use  of  the  machine  is  to  sew  buttons 
onto  the  uppers  of  buttoned  boots,  and  the  button  designed  to  be 
used  is  one  ha^ng  around  ball  affixed  to  ashank,  which  terminates  in 
an  eye.  On  the  bottom  of  the  hopper  is  a  hopper-valve,  which  picks 
out  the  buttons  one  by  one  and  delivers  them  into  an  inclined  trough. 
This  trough  has  a  V-shaped  groove  along  its  bottom,  mid- way  bi^twecn 
its  sides,  and  the  buttons  enter  the  upper  part  of  the  trough  with  their 
shanks  in  all  directions,  and  it  becomes  necessary  to  turn  them  over, 
so  that  the  eyes  will  lie  in  the  groove  while  the  boclies  of  the  buttons 
Qocut)y  the  trough.  The  coatrivance  for  aceompUHhing  this  consists  of 
a  flexible,  corrugated  strip  of  metal,  lying  over  the  top  of  the  trough, 
and  oscillated  by  proper  machinery,  which,  by  coutapt  with  the  bodien  of 
the  buttons,  will  roll  them  over  so  that  their  eyes  will  lie  in  the  griK)ve. 
After  the  buttons  are  thus  arranged,  they  slide  down ,  the  trough, 
being  aided  to  do  so  by  a  jarring  motion  imparted  to  the  latter.  When 
they  arrive  at  its  lower  end,  which  is  bent  so  as  to  be  nearly  vertical, 
they  lie  with  their  heads  toward  the  front  of  the  machine,  that  is,  the 
side  farthest  from  the  driving- pulley.  In  one  modification  of  the 
machine,  the  buttons  are  held  in  the  trough  by  a  button-wheel,  which 
is  mounted  on  a  vertical  axis,  and  is  provided  with  pockets,  each  capa- 
ble of  receiving  a  button,  and  admits  of  being  intermittently  revolved 
at  proper  times.  This  button- wheel  is  used  (I)  to  close  the  bottom  of 
the  trougb ;  (2)  to  receive  buttons  into  its  pockets  ;  and  (3)  by  its  own 
revolution,  to  turn  the  bnttons  around,  so  that  their  eyes  will  lie  toward 
the  frontof  the  machine.  In  order  to  prevent  the  buttons  from  falling 
out  of  the  pockets,  the  button-wheel  rests  upon  a  stationary  table,  which 
closes  the  bottom  of  all  the  pockets  but  one.  When  a  button  arrivci^ 
over  the  notch  in  the  table,  it  has  been  turned  around,  on  a  vertical 
axis,  ISOdegrees;  but,  as  aplaue  passing  through  its  eye  is  then  vertical, 
it  must  be  turaed  on  a  horizontal  axis  through  90  degrees,  so  that  its 
eye  may  lie  flat,  in  order  that  the  needle,  which  ascends  from  beneath, 
may  pass  through  the  eye.  Therefore,  when  a  button  arnves  over 
the  notch  in  the  table,  a  plunger  or  punch  descendsinto  the  pocket  and 
drives  the  button  into  a  button  carrier,  which  lies  at  that  time  immedi- 
ately under  the  notch,  and  under  the  pocket  into  which  the  punch  enters. 
When  the  button  enters  the  carrier  a  plane  passing  through  its  eye  is 
still  vertical,  and  the  carrier  therefore  turns  around  on  a  horizontal  axis 
90  degrees,  to  bring  the  eye  of  the  button  into  such  a  position  that 
it  can  be  entered  by  the  needle ;  and,  as  the  carrier  turns,  it  retracts,  so 
as  to  bring  the  eye  into  such  a  position  that  a  plane  passing  through  it 
will  be  horizontal,  and  the  needle  will  readily  enter  it.  The  patent 
describes  a  modified  form  of  the  contrivances  for  bringing  the  button 
into  a  position  for  the  needle  to  enter  its  eye,  in  which  modification 
the  button- wheel  is  dispensed  with,  and  a  light  spring  is  applied  to  the 
bottom  of  the  trough,  to  hold  up  the  column  of  bnttons,  such  spring 
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operating  as  a  spring-gate,  opened  at  proper  intervals  by  meel/aniain, 
and  shatting  itself  automatically.  This  mechanism,  which  also  receives 
the  button  and  turns  it  around  90  degrees  on  a  horizontal  axis,  and  f  rans- 
fere  It  to  the  place  where  it  is  to  be  sewed  in  a  sort  of  spring  ni]>pers, 
one  of  the  jaws  of  which  is  split  so  as  to  receive  the  shank  of  the  button. 

The  above  contnvances  constitute  what  is  called  in  claim  I,  ^^  button- 
feeding  mechanism ; "  in  claim  2,  ^^  appliances  for  bringing  the  butrons 
successively  to  positions  to  permit  the  needle  to  pass  through  the  eye 
of  each  button;"  in  claim  8,  ^< button-feeding  appliances;"  and,  in 
claim  13«  '^  a  trougti,  appliances  for  carrying  the  buttons  successively 
from  the  trough  to  the  sewing  devices,  and  mechanism  for  operating  said 
appliances." 

In  the  Morley  patent  there  is  a  contrivance  for  feeding  the  fabric  so 
as  to  space  the  stitches,  and  consequently  to  space  the  buttons.  The 
needles,  while  inserted  in  the  fabric,  move  in  the  direction  of  the  feed, 
carrying  the  fabric  with  them.  The  motion  of  the  needles  or  feed  is  de- 
rived from  revolving  cams,  and  the  two  needles  swing  like  an  Inverted 
pendulum.  This  kind  of  feed  was  well  known  in  machines  for  sewing 
leather,  prior  to  the  dateof  the  Morley  patent.  This  feeding  contrivance 
is  what  is  called  in  claim  1,  ^^  feeiliug  mechanism,"  and  in  claim  8,  ^*  feed- 
ing devices." 

The  Morley  patent  describesats  stitch  as  being  made  by  means  of  two 
needles,  one  eye-pointed,  like  the  Howe  needle,  and  the-  other  a  hooked 
or  crochet  needle,  such  as  is  used  in  machines  for  sewing  leather. 
These  needles  are  set  at  an  ihclination  to  each  other,  across  the  lino  of 
the  seam,  and  enter  the  fabric  from  beneath,  and,  when  they  get  above 
it,  cross  each  other.  The  eye-pointed  needle  pierces  the  fabric  and  car- 
ries a  bight  of  thread  up  above  it,  and  then  retreats  a  little  to  form  a 
loop  by  causing  the  thread  to  expand  away  from  the  needle.  During 
this  time,  the  hooked  needle  has  also  penetrated  the  fabric  from  be- 
neath, and,  when  the  loop  is  formed,  passes  between  the  eye-pointed 
needle  and  the  thread,  and,  as  both  needles  descend,  the  hook  catches 
the  thread  supplied  by  the  eye-pointed  needle,  and  carries  a  bight  of 
thread  across  the  fabric  and  down  through  it  to  the  under  side,  thus 
forming  the  transverse  stitches  on  the  button  side  of  the  fabric,  the  eye- 
I>ointed  needle  being  descril>ed  as  passing  through  the  eye  of  the  button, 
although  it  is  stated  that  instead  the  hooked  needle  may  pass  through 
such  eye.  The  passage  of  the  needle  through  the  eye,  after  it  has  passed 
through  the  fabric,  holds  the  button  upon  the  fabric.  When  the  eye- 
pointed  needle  retracts  and  forms  a  loop  above  the  eye  of  the  button,  a 
loop-spreader  is  employed  to  spread  the  loop,  and  a  shuttle,  carrying 
either  one  thread  or  two  threails,  is  passed  through  the  loop,  the  eye- 
pointed  needle,  in  its  retraction,  carrying,  by  means  of  the  loop,  tbe 
thread  or  threads  furnished  by  the  shuttle,  and  the  stitch  being  tbe  or- 
dinary lockstitch.  The  stitch  described  in  the  Morley  patent  as  made 
bj  eye-i)oinred  and  hooked  needles,  both  operating  from  the  lower  aide 
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of  the  fabric,  and  making  transverse  stitches  on  its  upper  si*  ie  and  longi 
tudinal  stitches  on  its  lower  side,  is  a  stiUfh  known  prior  to  the  date  of 
the  Morley  patent. 

In  the  Lancaster  machine  there  are  foand  combined  together  the  same 
thi'ee  main  groaps  of  instrumentalities  above  set  forth  as  being  found  io 
the  Morle}'  (latent.  There  is  in  the  Lancaster  machine  a  hopper  coa- 
tainingthe buttons  in  mass,  and  an  inclined  surface  which  supports  a  ool- 
uran  of  the  buttons,  the  buttons  Ijing  with  their  shanks  up  and  their 
bodies  down.  This  hopper  is  provided  with  a  reeiprbcating  brush,  which 
sweeps  over  the  buttons  and  rolls  them  over  so  that  their  shanks,  point- 
ing upward,  will  fall  into  one  or  anothw  of  slits  in  a  metal  plate 
which  covers  the  inclined  flat  surface.  These  slits  -all  converge  into  a 
single  slit,  so  that  the  buttons  slide  down  the  various  slits  and  ultimatdy 
lie  in  a  single  column  in  thesinf^e  slit,  with  their  shanks  upward,  upoo^ 
an  inclined  plane  surface.  This  single  slit,  and  the  plane  surface  whieh 
it  covers,  are  twisted  at  the  end,  in  such  a  manner  that  a  plane  pass- 
ing through  the  slit  is  nearly  horizontal,  and  the  surface  which  is  in 
contact  with  the  iiead  of  the  button  is  nearly  vertioaL  Consequently, 
when  the  buttons  reach  the  bottom,  th«\v  lie  in  Huch  a  pasition  that  a 
plane  passing  through  the  eye  of  the  lowermost  button  is  horizontal,  or 
nearly  so.  The  column  of  buttons  is  held  up  by  a  light  spring,  and  this 
spring-gate  is  opened  by  the  button  itself,  because  the  so-called  ^^  trough'' 
hohling  the  column  of  buttons  vibrates  sidewise,  and  a  thread  which 
passes  through  the  eye  of  the  lowermost  button  prevents  that  button 
from  vibrating  with  the  contrivance,  and  the  button  is  pulled  out  by 
the  thread,  and,  in  being  pulled  out,  overcomes  the  resistance  of  the 
spring.  The  eye  of  the  lowermost  button  in  the  column  lies  directly 
under  the  needle,  so  that  the  needle  enters  it  while  it  is  still  in  the  col- 
umn. The  contrivance  containiBg  the  column  then  vibrates  sidewise, 
so  as  to  get  out  of  the  way  of  the  needle  in  a  subsequent  feeding  oper- 
ation. The  spring  in  the  Lancaster  machine,  which  holds  up  the  col- 
umn of  buttons,  was  a  common  device  in  screw  blank  and  eydet  ma- 
chinery, to  hold  up  a  column  of  blanks  and  permit  them  to  be  removed 
one  by  one. 

In,  the  Lancaster  machine  there  is  a  contrivance  for  feeding  the  &bric 
so  as  to  space  the  stitche§,  and  consequently  to  space  the  buttons, 
and  the  machine  feeds  by  means  of  a  single  needle  which  reciprocates 
in  a  straight  line,  and,  while  it  is  inserted  in  the  fabric,  moves  in  the 
direction  of  the  feed,  ci»rying  the  &bric  with  it,  the  motion  of  the  nee- 
dle or  feed  being  derived  from  revolving  cams.  The  expert  for  the 
defendant  says  that  he  finds  no  substantial  difference  between  the 
mechanism  which  feeds  the  fabric  in  the  two  machines. 

As  to  the  stitching  mechanism  of  the  Lancaster  machine,  the  needle 
is  on  the  upper  side  of  the  fabric,  and  descends  through  it  It  is  an  or- 
dinary crochet  needle,  provided  with  a  cast-off,  both  the  needle  and  the 
""ast-off  being  like  those  described  in  the  Morley  patent,  and  the  same 
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which  had  been  used  for  many  years  in  sewing  leather.  The  machine  is 
also  provided  with  a  thread-carrier  beneath  the  fabric,  like  that  ased  in 
machines  for  sewing  leather.  The  eye  of  the  bntton  in  the  Lancaster 
machine  makes  a  part  of  the  stitch,  and  the  stitch  cannot  be  made  an* 
less  a  bntton  is  sapplied  at  every  alternate  perforation  of  the  needle. 
It  is  therefore  necessary  that  the  machine  should  have  some  contriv- 
ance ftnr  carrying  some  of  the  loops  of  the  thread  over  the  bodies  of  the 
bnttona,  so  tiiat  the  loop  may  be  locked  by  the  eye  of  the  bntton.  In 
making  the  stitch,  the  needle  first  passes  down  through  the  eye  of  the 
bnttiMi,  carrying  its  hook  below  the  fabric.  The  thread-carrier  beneath 
the  fabric  then  puts  a  loop  of  thread  into  the  hook,  and  the  hook  rises, 
pulling  a  loop  of  thread  through  the  fabric  and  through  the  eye  of  the 
bntCon.  The  needle  then  descends  again,  sliding  through  such  loop 
and  piercing  the  fkbric^  and  leaving  the  loop  on  top  of  the  fabric.  The 
thread-carrier  then  again  puts  the  thread  into,  the  hook  of  the  needle, 
and  tiieneedle  rises  again,  carrying  another  bight  of  the  thread  through 
the  fiibric  and  through  the  loop  on  top  of  the  fabric,  thus  locking 
tiiat  loop.  As  the  needle  rises,  a  contrivance  seizes  both  parts  of  the 
loop  carried  up  through  the  second  hole  made  by  the  needle,  opeuB  it 
wide  and  passes  it  over  the  body  of  the  button,  and  the  part  of  the  loop 
which  is  over  the  button  is  then  pulled  down  through  the  fabric,  and 
consequently  around  the  shank  of  the  button,  thus  locking  the  stitch. 
A  succession  of  these  operations  forms  the  stitch,  and  sews  a  row  of 
buttons  on  the  &bric,  each  alternate  loop  of  the  stitch  being  locked  by 
the  button  itself.  K  the  buttons  were  removed  from  the  stitch,  there 
would  remain  a  succession  of  loops,  and  consequently  ho  seam. 

In  the  operation  of  the  Lancaster  machine,  after  the  needle  has 
passed  through  the  eye  of  the  button,  the  end  of  the  so-called  ''  trough '' 
and  the  needle  move  together,  while  the  needle  is  making  its  feeding 
motion.  The  so-called  *<  trough''  then  stands  still  until  the  needle  has 
ascended  and  palled  a  loop  of  thread  through  the  eye,  and  has  again 
pierced  the  fabric.  When  the  needle  has  got  into  the  fabric  the  second 
time  the  bntton  is  pulled  out  of  the  end  of  the  troagh  by  the  retreat  of 
the  trough  toward  the  rear  of  the  machine,  and  is  so  pulled  out  because 
at  that  time  the  fobric  is  standing  still  and  the  button  is  held  to  it  by 
the  loop  of  thread  which  is  passed  through  the  eye  of  the  button*  After 
the  bntton  is  thns  pulled  out  of  the  end  of  the  troagh,  the  trough  stands 
still  for  a  while,  whUe  a  loop  is  passed  over  the  body  of  the  button,  as 
above  described,  and  the  trough  then  returns  again,  so  as  to  hold  the 
eye  of  a  second  button  in  the  path  of  the  descending  needle,  the  button 
being  thns  released,  not  by  the  motion  of  the  fabric,  but  by  the  motion 
of  the  trough  which  carries  the  column  of  buttons. 

It  satisfactorily  appears  that  the  Morley  machine  was  the  first  one 

which  accomplished  the  result  of  automatically  separating  buttons 

which  have  a  shank  from  the  mass  of  the  same,  conveying  them  in  order 

to  a  iKwition  where  they  can  be  selected  by  the  machine,  one  after 
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another,  and,  by  sewing  meGhanianif  coupled  with  suitable  mechanism 
for  feeiling  the  fabric  be  sewed  thereto  at  prescribed  suitable  distances 
apart  from  each  other.  The  machine  performs  automatically  these  three 
functions  of  selecting,  sewing,  and  spacing.  The  problem  to  be  per- 
formed was  to  select  from  a  mass  of  buttons,  furnished  with  heads  and 
with  wire  eyes  projecting  therefrom,  single  buttons,  and  to  present  them 
in  succession  to  the  needle  of  a  sewing  mechanism,  so  that  the  needle 
could  pass  through  the  eye  and  secure  it  to  the  fabric  Machinery  ex- 
isted before  for  selecting  from  a  mass  wood-screw  blanks,  horse-nails, 
and  pins,  and  delivering  them  to  other  machinery ;  but,  in  such  con- 
structions, the  shank  of  the  article  being  heavier  than  its  head,  the 
tendency  was  for  the  articles  to  arrange  themselves  in  the  way  with  the 
shanks  downward,  the  heads  being  supported  on  the  top  surface  of  the 
way.  With  such  buttons  as  are  used  in  the  two  machines  in  contro- 
versy, as  the  heads  are  much  heavier  than  the  shanks  and  the  eyes 
combined,  the  buttons  will  not  naturally  arrange  themselves  with  their 
shanks  downward.  It  is  therefore  necessary  to  have  some  means  for 
turning  each  button  into  such  a  position  that  a  plane  passing  through  its 
eye  shall  be  perpendicular  to  a  plane  passing  through  the  long  axis  of 
the  sewing-needle,  so  as  to  insure  the  passage  of  the  needle  through  the 
eye.  So  machine  existing  prior  to  Morley's  is  shown  to  have  aooom- 
plished  that  operation. 

The  substance  of  the  defense  in  the  case  is  that  there  are  certain  spe- 
cific differences  between  the  button-feeding  mechanisms  in  the  two 
machines,  and  also  certain  specific  differences  between  their  sewing 
mechanisms;  and  hence  that  there  is  no  iniHngement.  This  was  the 
view  taken  by  the  circuit  court  in  its  opinion,  (23  Fed.  fiep.,  344.) 

Morley,  having  been  the  first  i>ersou  who  succeeded  in  producing  an 
automatic  machine  for  sewing  buttons  of  the  kind  in  question  upon 
&brics,  is  entitled  to  a  liberal  construction  of  the  claims  of  his  patent. 
He  was  not  a  mere  improver  upon  a  prior  machine  which  was  capable 
of  acomplishing  the  same  general  result;  in  which  case,  his  claims 
would  properly  receive  a  narrower  interpretation.  This  principle  is  well 
settled  in  the  patent  law,  both  in  this  country  and  in  England.  Where 
an  invention  is  one  of  a  primary  character,  and  the  mechanical  functions 
performed  by  the  machine  are,  as  a  whole,  entirely  new,  all  subsequent 
machines  which  employ  substantially  the  same  means  to  accomplish  the 
same  result  are  infringements,  a,lthongh  the  subsequent  machine  may 
contain  improvements  in  the  separate  mechanisms  which  go  to  make  up 
the  machine. 

In  MeOarmiok  v.  Tdloott  (20  How.,  402,  405,)  the  inquiry  was,  whether 
McGormick  was  the  first  person  who  invented,  in  a  reaping-machine, 
the  apparatus  called  a  <<  divider,"  performing  the  required  ftinctious,  or 
whether  he  had  merely  improved  an  existing  apparatus,  by  a  combina- 
tion of  mechanical  devices  which  performed  the  same  functions  in  a 
better  manner.    This  court,  speaking  by  Mr.  Justice  Grier,  said: 
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If  lie  [the  pfttentee]  be  the  orlgiil«l  inrentor  of  the  debtee  or  maohine  called  the 
'*  divider,''  he  will  have  a  right  to  treat  at  infringers  all  who  make  diyldert  operating 
on  the  lame  principle,  and  performing  the  same  (hnctiona  bj  analogoae  meant  or 
equivalent  combinations,  e^en  though  the  infringing  machine  may  be  an  improve- 
ment of  the  original,  and  patentable  as  snch.  Bat  if  the  invention  claimed  be  itself 
bat  an  improvement  on  a  known  machine  by  a  mere  change  of  form  or  combination 
of  parte,  the  patentee  cannot  treat  another  as  an  infringer  who  has  improved  the 
original  machine  by  nse  of  a  different  form  or  combination,  performing  the  same 
fnnotions.  The  inventor  of  the  first  improvement  cannot  invoke  the  doctrine  of 
equivalents  to  suppress  all  other  improvements  whioh  am  not  mere  colorable  invasiona 
of  the  first. 

So,  al80,  in  Railwoji  Co.  v.  /SoylM,  (97  U.  8.,  654,  656,)  this  ooartt 
speaking  by  Mr,  Justice  Bradley,  said,  in  regard  to  brakes  for  eigh^ 
wheeled  railroad  oars : 

Like  almost  all  other  inventions,  that  of  double  brakes  came  when,  in  the  progress 
of  mechanical  improvement,  it  was  needed ;  and  being  sought  by  many  minds,  it  is 
*not  wonderftil  that  it  was  developed  in  different  and  independent  forms,  all  original, 
and  yet  all  bearing  a  somewhat  general  resemblance  to  each  other.  In  such  cases,  if 
one  inveutor  precedes  all  the  rest,  and  strikes  out  something  which  includes  and 
underlies  all  that  they  produce,  he  acquires  a  monopoly,  and  subjects  them  to  tribute. 
But  if  the  advance  toward  the  thing  desired  is  gmdual,  and  proceeds  step  by  step,  so 
that  no  one  can  claim  the  complete  whole,  then  each  is  entitled  only  to  the  specific 
form  of  device  which  he  produces,  and  every  other  inventor  is  entitled  to  his  own 
specific  form,  so  long  as  it  differs  from  those  of  his  competitors,  and  does  not  include 
theirs.  These  general  principles  are  so  obvious,  that  they  need  no  argument  or  illus- 
tration to  support  them. 

The  same  view  was  directly  applied  in  Olougk  y.  Barker^  (106  TJ.  8., 
166, 177,)  to  the  Oloagh  patent  for  an  improvement  in  gaa-barners. 
The  firsp  claim  of  that  patent  was  for— 

the  bat- wing  burner,  perforated  at  the  base,  in  oombiuatinn  with  the  surrounding 
tube,  substantially  as  deecribed. 

The  second  claim  reads  thus : 

In  combination  with  the  bat- wing  burner,  perf9rated  at  the  base,  and  surroundlug- 
iabe,  the  tubular  valve  for  regulating  the  supply  of  external  gas  to  the  burner,  sub- 
stantially as  described. 

It  appeared  that  in  no  prior  structure  had  a  valve  arrangement  been 
applied  to  regulate  the  flow  of  gas  in  sach  a  combination  as  that  cov- 
ered by  the  first  claim  of  the  patent  It  was,  therefore,  held  that  the 
patentee  was  entitled  to  the  benefit  of  the  doctrine  of  equivalents,  as 
applied  to  the  combination  covered  by  the  second  claim.  In  the  de- 
fendant's burner  the  regulation  was  made  by  a  tubular  valve  on  the 
outside  of  the  perforations,  instead  of  on  the  inside,  as  in  the  patent, 
but  performing  its  work  by  being  screwed  up  or  down,  as  in  the  patent* 
This  court  said : 

Although  in  the  Clough  structure  the  burner  and  surrounding-tube  revolve  to- 
gether in  adjusting  their  position  in  reference  to  that  of  the  tubular  valve,  so  as  to 
let  in  or  turn  off  the  supply  of  gas  throagh  the  perforations,  and  although  in  the 
Clough  structure  the  flame* revolves  by  the  revolution  of  the  burner,  and  although  in 
the  defendant's  burners  the  rcTolntion  of  the  surrounding-tube  regulated  the  supply 
of  gas  through  such  perforations,  and  neit^^er  the  burner  nor  the  flame  revolved,  the 
defendant's  valve  arrangement  must  be  he/d  to  have  been  an  equivalent  for  that  of 
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Cloifgh  to  the  fa\l  exteat  to  whioh  that  of  Cloogh  goes,  inyolving,  perhaps,  patent- . 
able  improvemeDts,  but  still  tributary  or  subject  to  the  patent  of  Clongh.  It  is  true 
that  that  patent  describes  the  tubular  valre  as  being  inside  of  the  burner-tube.  But 
Clough  was  the  first  person  who  applied  a  val  ve  regulation  of  any  kind  to  the  com- 
binatien  to  whioh  he  applied  it,  and  the  ^rst  person  who  made  such  combination ; 
and  he  is  entitled,  under  decisions  heretofore  made  by  this  court,  to  hold  as  infrioge- 
ments  all  valye  regulations  applied  to  such  a  combination,  which  perform  the  same 
o^oe  in  substantially  the  same  way  as,  and  were  known  equivalents  for,  his  form  of 
▼alve  regulation.    See,  also,  Duf  v.  Sterling  Pump  Co.,  (107  U.  8.,  636,639.) 

The  same  doctrine  was  applied  by  this  eoart  in  Consolidated  Valve 
Co.  V,  Crosby  Valve  Co.^  (113  U.  S.,  157,)  to  the  Bichardson  patent,  the 
daim  of  which  was — 

A  safety^Talve  with  the  oironlar  or  annular  flange  or  Up  c  o,  oonstruoted  in  the  man- 
ner, or  substantially  in  the  manner,  shown,  so  as  to  operate  as  and  for  the  purpose 
herein  described. 

It  appeared  that  Richardson  was  the  first  person  who  made  a  safety- 
valve  whioh,  while  it  aatomatically  relieved  the  pressure  of  steam  in 
the  boiler,  did  not,  in  effecting:  that  result,  reduce  the  pressure  to  such 
an  extent  as  to  make  the  us3  of  the  relieving  apparatus  practically  im- 
possible, because  of  the  expenditure  of  time  and  fuel  necessary  to  bring 
up  the  steam  again  to  the  proper  working  standard ;  and  that  his  valve 
was  the  first  which  had  a  strictnred  orifice  leading  from  the  huddling- 
chamber  to  the  open  air,  to  retard  the  escape  of  the  steam,  and  to  en- 
able the, valve  to  open  with  increasing  power  against  the  action  of  the 
spring,  and  to  close  suddenly,  with  small  loss  of  pressure  in  the  boiler. 
It  was  held  that  that  claim  covered  a  valve  in  which  were  combined  an 
initial  area,  an  additional  area,  a  huddling-chamber  beneath  the  ad- 
ditional area,  and  a  strictnred  orifice  such  as  that  above  mentioned, 
the  orifice  being  proportioned  to  the  strength  of  the  spring.  It  was 
also  held  that,  under  the  claim  of  a  second  patent,  namely — 

the  combination  of  the  surface  beyond  the  seat  of  the  safety-valve,  with  tlie  means 
herein  described  for  regulating  or  adjusting  the  area  of  the  passage  for  the  eaoapo  of 
steam,  substantially  as  and  for  the  purpose  described— 

the  patentee  was  entitled  to  cover  the  combination,  with  the  surface  of 
the  huddling-chamber  and  the  strictnred  orifice,  of  a  screw-ring  to  be 
moved  up  or  down  to  obstruct  such  orifice  more  or  less,  in  the  manner 
described.  It  was  further  held  that  both  of  the  patents  were  infringed 
by  a  valve  which  produced  the  same  effidcts  in  operation  by  the  means 
described  in  Bichardson's  claims,  although  the  valve  proper  was  an  an- 
nulus  and  the  extended  surface  was  a  disk  inside  of  the  annulus,  the 
Bichardson  valve  proper  being  a  disk  and  the  extended  surface  an 
annulus  surrounding  the  disk ;  and  although  the  vtflve  proper  of  the 
defendant  had  two  ground  joints,  and  only  the  steam  which  passed 
through  one  of  them  passed  through  the  stricture,  while,  in  the  Bich- 
ardson valve,  all  the  steam  which  passed  into  the  air  passed  through 
the  stricture;  and  although  in  the  defendant's  valve  the  huddling- 
chamber  was  at  the  center  instead  of  at  the  circumference,  and  was  in 
the  seat  of  th^  v^ve,  under  the  fiead,  instead  of  in  the  head,  and  the 
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Stricture  was  at  the  circamfereuce  of  the  neat  of  the  valve  instead  of 
being  at  the  circumference  of  th^  head.  These  conclusions  were  based 
on  the  flEMSt,  stated  in  the  opinion  of  the  court,  that  no  prior  structure 
was  known  or  recognized  as  producing  any  such  result  as  that  produced 
by  Bichardson's  apparatus ;  that  thc^  prior  structures  never  effected  the 
kind  of  result  attained  by  his  apparatus,  because  they  lacked  the  thing 
which  gave  success;  and  that,  taught  by  Richardson  and  by  the  use 
of  his  apparatus,  it  was  not  difficult  for  skilled  mechanics  to  take  the 
prior  structures  and  so  arrange  and  use  them  as  to  produce  more  or 
less  of  the  benefldal  results  first  made  known  by  him.  The  doctrine 
thus  applicable  to  a  machine  patent  is  of  a  kindred  character  with  that 
applied,  in  this  country  and  in  England,  to  a  patent  for  a  process. 

In  Tilgkman  v.  Ptoctor^  (102  U.  S.,  707,)  the  claim  of  Tilghman's  pat- 
ent was  for— 

The  mannfaotaring  of  fat  acids  and  glycerine  from  fatty  bodies  by  the  action  of 
water  at  a  high  temperatnie  and  pressarev 

In  the  opinion  of  this  court,  delivered  by  Mr.  Justice  Bradley,  the 
claim  was  sustained  as  a  claim  for  a  process,  irrespective  of  the  par- 
ticular mode  or  form  of  apparatus  for  carrying  it  into  eiSect,  inasmuch 
as  the  patent  described  a  practical  and  useful  mode  of  carrying  it  into 
effect.    It  was  said  in  the  opinion,  (p.  721 :) 

Had  the  procesB  been  known  and  used  before,  and  not  been  Titghman's  invention, 
he  eonld  not  then  have  claimed  anything  more  than  the  particnlar  apparatus  de- 
sotibed  in  his  patent;  bat  being  the  inventor  of  the  process,  as  we  are  satisfied  was 
the  ilftct,  he  was  entitled  to  claim  it  in  the  manner  he  did. 

It  was  also  held  that,  in  such  a  case,  a  person  who  subsequently  dis- 
covers a  new  mode  of  carrying  out  the  patented  process  is  not  entitled 
to  use  the  process  without  the  consent  of  the  patentee. 

Reference  was  made  in  the  opinion  in  that  case  to  the  decision  in  JSeiU 
son  V.  Harfardj  (1  Webster  Pat.  Gas.,  295,)  which  related  to  Neilson's 
patent  for  the  process  of  applying  a  blast  of  heated  air  to  anthracite 
coal  in  a  smelting-fumace  by  forcing  such  blast  through  a  vessel  situ- 
ated between  the  blowing  apparatus  and  the  furnace  and  heated  to  a 
red  heat,  the  form  of  the  heated  vessel  being  stated  by  the  patent  to 
be  immaterial.    On  this  question  this  court  said: 

That  ^  hot  blast  is  better  than  a  cold  blast  for  smelting  iron  in  a  fnmace  was  the 
principle  or  scientific  fact  discovered  by  Neilson;  and  yet,  being  nothing  but  a  prin- 
ciple, he  could  not  have  a  patent  for  that.  But  having  invented  and  practically  ex- 
emplified a  process  for  utilizing  this  principle,  namely,  that  of  heating  the  blast  in  a 
receptacle  between  the  blowing  apparatus  and  the  furnace,  he  was  entitled  to  a  pat- 
ent for  that  process,  although  he  did  not  distinctly  point  out  all  the  forms  of  appa- 
ratus by  which  the  process  might  be  applied,  having,  nevertheless,  pointed  out  a 
particular  apparatus  for  that  purpose,  and  having  thus  shown  that  the  process  could 
be  practically  and  usefully  applied.  Another  person  might  invent  a  better  apparatus 
for  applying  tbis  process  than  that  pointed  out  by  Neilson,  and  might  obtain  a  pat- 
ent for  such  improved  apparatus ;  but  he  could  not  use  the  process  without  a  license 
tfom  Nielson.  His  improved  apparatus  would,  in  this  respect,  stand  in  a  relation  to 
the  process  analogoos  to  that  which  an  improvement  on  a  patented  machine  bears  to 
Hub  maehine  itself. 
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In  regard  to  the  case  of  Keilson  v.  Harfardj  this  Ooart,  speaking  by 
Chief- Justice  Taney,  in  OfReilly  v.  Morse^  (15  How.,  62, 116, 116,)  aaid^ 
in  reference  to  the  opinion  of  the  court  of  exchequer  in  that  case,  deliv- 
ered by  Baron  Parke: 

We  see  nothiDg  in  this  opinion  differing  in  any  degree  from  the  tiuniliar  priuciplee 
of  Uf^  applicable  to  patent  cases.  Neilson  claimed  no  partioalar  mode  of  oonstrnct- 
ing  the  receptaole,  or  of  heating  it.  He  pointed  ont  the  manner  in  which  it  mi'ght  be 
done,  but  admitted  that  it  might  also  be  done  in  a  variety  of  ways,  and  at  a  higher 
or  lower  temperature,  and  that  all  of  them  would  prodnce  the  e£fect  in  a  greater  or 
less  degree,  proTided  the  air  was  heated  by  passing  through  a  heated  receptacle. 
And  hence  it  seems  that  the  court  at  first  doubted  whether  it  was  a  patent  for  any- 
thing more  than  the  discovery  that  hot  air  would  promote  the  ignition  of  fuel  better 
than  cold.  And  if  this  had  been  the  construction,  the  court,  it  appears,  would  have 
held  his  patent  to  be  void,  because  the  discovery  of  a  principle  in  natural  philosophy 
or  physical  science  is  not  patentable.  But  after  much  consideration  it  was  iinally 
decided  that  this  principle  must  be  regarded  as  well  known,  and  that  the  plaintiff 
had  invented  a  mechanical  mode  of  applying  it  to  fnrnacea;  and  that  his  invention 
consisted  in  interposing  a  heated  receptacle  between  the  blower  and  the  furnace,  and 
by  this  means  heating  the  air  after  it  left  the  blower  and  before  it  was  thrown  into 
the  firo.  Whoever,  therefore,  used  this  method  of  throwing  hot  air  into  the  fur- 
nace used  the  process  he  had  invented,  and  thereby  inftinged  his  patent ;  although 
the  form  of  the  receptable  or  the  mechanical  arrangements  for  heating  it  might  be 
different  from  those  described  by  the  patentee.  For,  whatever  form  was  adopted  for 
the  receptacle,  or  whatever  mechanical  arrangements  were  made  fur  heating  it,  the 
effect  would  be  produced  in  a  greater  or  less  degree  if  the  heated  receptacle  was 
placed  between  the  blower  and  the  furnace  and  the  current  of  air  passed  throtigh  it. 
Undoubtedly,  the  principle  that  hot  air  will  promote  the  ignition  of  fuel  better  than 
cold  was  embedied  in  tliis  machiue.  But  the  patent  was  not  supported  because  thia 
principle  was  embodied  in  it.  He  would  have  beeu  equally  entitled  to  a  patent  if  he 
had  invented  an  improvement  in  the  mechanical  arrangements  of  the  blowing  appa- 
ratus, or  in  the  furnace,  while  a  cold  current  of  air  was  still  used.  But  it  is  patent 
was  supported  because  he  had  invented  a  mechanical  apparatus  by  which  a  current 
of  hot  air,  instead  of  cold,  could  be  thrown  in.  And  this  new  method  whs  protected 
by  his  patent.  The  interposition  of  a  heated  receptacle  in  any  form  was  the  novelty 
he  invented. 

This  Court  also  said,  in  Tilghman  v.  Proctor^  (p.  728:) 

If  the  mode  of  applying  the  process  is  not  obvious,  then  a  description  of  a  ))Artica- 
lar  mode  by  which  it  may  be  applied  is  sufficient.  There  is,  then,  a  description  of  the 
process  and  of  one  practical  mode  in  which  it  may  be  applied.  Perhaps  the  process  ia 
susceptible  of  being  applied  in  many  modes  and  by  the  use  cf  many  forms  of  apparatus. 
The  inventor  is  nor  bound  to  describe  them  all  in  order  to  secure  to  himself  the  exclu> 
si  ve  right  to  the  process,  if  he  really  is  its  inventor  or  discoverer.  But.  he  must  describe 
some  particular  mode,  or  some  apparatus,  by  which  the  process  can  be  applied  with 
at  least  some  beneticial  result,  in  order  to  show  that  it  is  capable  of  being  exhibited 
and  performed  in  actual  experience. 

The  English  doctrine  is  to  the  same  eflfect.  In  the  case  of  Curtis  v. 
Piatt,  before  Vice-Chancellor  Wood,  in  18C3,  reported  in  a  note  to  Adie 
V.  Clark^  (3  Cb.  Div.,  134,)  the  Yice-Chancellor  said,  (p.  136,)  in  regard 
to  a  patent  for  an  improvement  in  spinning-mules: 

When  the  thing  is  wholly  novel,  and  one  which  has  never  |M|Pjify^bj^^^Ve fore, 
the  machine  it«elf  which  is  invented  necessarily  contains  a  great  amount  of  novelty 
in  all  its  parts;  and  one  looks  very  narrowly  and  very  jealously  upon  any  other 
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machines  for  effecting  the  same  object,  to  see  whether  or  not  they  are  merely  colorable 
conti^vances  for  evading  that  which  has  been  before  done.  When  the  object  itself  is 
one  which  is  not  new,  but  the  means  only^re  new,  one  is  not  inclined  to  say  that  a 
person  who  invents  a  particnlar  means  of  doing  something  that  has  been  known  to 
all  the  world  long  before  has  a  right  to  extend  ver;^'  largely  the  interpretation  of  those 
means  which  he  has  adopted  for  carrying  it  into  effect. 

In  the  same  case,  on  appeal  before  the  Lord  Chancellor,  (Lord  West- 
bury,)  (p.  138,)  the  views  of  Vice-Chancellor  Wood  were  concarred  in. 

In  Badisehe  Anilin  and  Soda  Fabrik  v.  Levinstein^  (24  Ch.  Div.,  156,. 
171,)  in  regard  to  a  patent  for  improvements  in  the  production  of  color- 
ing-matters for  dyeing  and  printing,  Mr.  Justice  Pearson  said : 

Where  a  patent  is  taken  ont  for  a  process  for  arriving  at  a  known  resnlt,  (I  mean,  a 
resnlt  that  is  known  before  the  patent  is  taken  out  for  the  process  Hmplieiterf)  any 
other  person  may  take  ont  a  patent' for  another  process,  or  may  nse  another  process 
withont  taking  ont  a  patent,  without  any  infringement  on  the  process  first  taken  ont. 
But  when  a  patent  ts  taken  ont  for  a  new  resnlt  not  known  before,  and  there  is  one 
process  described  in  the  patent  which  is  efifectnal  for  the  purpose  of  arriving  at  that 
new  result  at  the  time  when  the  patent  is  taken  ont,  the  patentee  is  entitled  to  pro- 
tection against  all  other  processes  for  the  same  result :  and  no  person  can,  without 
infringing  upon  his  patent,  adopt  simply  a  diflferent  process  for  arriving  at  the  same 
result. 

As  authority  for  this  view,  he  cites  the  cases  of  Jupe  v.  Pratt,  (1  Web- 
ster Pat.  Cas.,  146;)  Hmsehill  Oo.  v.  NeiUon^  (Id.  685,)  and  CurtU  v. 
Piatt,  (ubi  mp.j  and  Ooodeve  Pat.  Cas.,  102.)  He  decided  in  favor  of 
the  plaintiff. 

On  appeal  to  the  court  of  appeal,  (29  Ch.  Div.,  366,)  the  decree  was 
reversed,  Lords  Justices  Bowen  and  Fry  being  in  favor  of  a  reversal,  and 
Lord  Justice  Baggallay  against  it.  On  further  appeal  to  the  House  of 
Lords,  (12  App.  Cas.,  710,)  the  decision  of  the  court  of  appeal  was 
reversed,  and  the  decision  of  Mr.  Justice  Pearson  was  restored,  Lord 
Halsbury,  (Lord  Chancellor,)  Lord  Herschell,  and  Lord  Macnaghten 
sitting  in  the  case  and  concurring.  In  the  judgment  given  by  Lord 
Herschell  it  is  stated  that  all  the  judges  of  all  the  courts  were  agreed 
on  the  question  of  infringement. 

A  recent  and  instructive  case  is  that  of  Proetar  v.  Bennis,  (31  Ch.  Div., 
740,)  in  regard  to  a  patent  for  self-acting  mechanism  for  supplying  fuel 
at  intervals  to,  and  distributing  it  over  the  surface  of,  a  fire.  The  court 
of  first  instance  held  the  patent  to  be  valid  and  to  have  been  infringed. 
In  the  court  of  appeal,  Lords  Justices  Cotton,  Bowen,  and  Fry  unani- 
mously afOrmed  the  decision,  and  held  that  a  patent  for  a  combination 
of  known  mechanical  contrivances,  producing  a  new  result,  was  in- 
fringed by  a  machine  producing  the  same  result  by  a  combination  of 
mechanical  equivalents  of  such  contrivances,  with  some  alterations  and 
omissions,  which  did  not  prevent  the  new  machine  from  being  one  which 
took  the  substance  and  essence  of  the  patented  invention ;  but  that, 
where  the  result  was  old,  and  the  novelty  consisted  only  of  improve- 
ments in  a  known  machine  for  producing  a  known  result,  the  patentee 
must  be  tied  down  strictly  to  the  mode  which  he  had  described  of 
effecting  the  improvements. 
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Lord  Justice  Cotton,  after  referring  to  the  case  of  Curtis  v.  Platt^  (3 
Ob.  Div.,  136,  note,)  said,  (p.  757 : ) 

Wbere  there  is  no  novelty  in  the  result,  and  where  the  machine  is  not  a  new  one, 
bat  the  olaim  is  only  for  improvements  in  a  known  machine  for  producing  a  known 
result,  the  patentee  must  be  tied  down  atriotly  to  the  invention  which  he  claims,  and 
the  mode  which  he  points  out  of  effecting  the  improvement.  Bat  here  the  throwing 
ooai  on  to  the  turnace  by  the  intermittent  radial  action  of  a  flap  or  door  was  new. 
Nothing  of  the  kind  had  been  done  before.  It  is  tnie,  there  had  previoasly  been  im- 
perfect machines  for  feeding  famaoes  aatomatically,  bat  that  had  not,  previonsly  to 
this  machine,  been  done  by  an  intermittent  radial  action  of  a  flap  or  door,  as  is  done 
by  the  plaintiff.  In  my  opinion,  therefore,  the  opinions  expressed  by  the  jndges  with 
reference  to  mere  improvements  in  an  old  machine  for  an  old  purpose  cannot  apply 
to  a  case  like  this,  where  there  was  not  only  novelty  in  the  machine,  bat  novelty  in 
the  result  to  beproduoed  by  that  machine. 

Lord  Jastice  Bowen  said,  (p.  764 : ) 

Now,  I  think  it  goes  to  the  root  of  this  case  to  remember  that  tMs  is,  as  wm  de- 
scribed by  one  of  the  coausel,  really  a  pioaeer  iavention ;  and  it  is  by  the  light  of 
that,  as  it  seems  to  me,  that  we  oaght  to  conaider  the  question  whether  there  have 
been  variations,  or  omissions,  and  additions,  which  pievent  the  machine  which  ia 
complained  of  from  being  an  infringement  of  the  plaintiff's.  With  regaid  to  the  ▼»- 
nations,  I  take  precisely  the  same  yiew  that  the  Lord  Jastice  Cotton  has  t-aken ;  and 
I  will  not  travel  over  the  ground  again.  With  regard  to  the  additions  and  omissions, 
it  is  obvious  that  additions  may  be  an  improvement,  and  that  omissions  may  be  an 
improvement ;  but  the  mere  fact  that  there  is  an  addition,  or  the  mere  fact  that 
there  is  an  omission,  docs  not  enable  you  to  take  the  substance  of  the  plaintiff's 
Patent.  The  question  is  not  whether  the  addition  is  material,  or  whether  the  omis- 
sion is  materia],  but  whether  what  has  been  taken  is  the  substance  and  essenoe  of  the 
invention.  That  seems  to  me  be  the  true  test,  as  propounded  by  the  House  of  Lords 
in  Clark  v.  Jdie,  (2  App.  Cas.,  315,  320.) 

Lord  Justice  Fry  said,  (p.  766:) 

The  pith  and  substance  of  the  plaiutiff's  invention  is,  in  my  judgment,  putting 
coals  upon  afire  by  an  intermittent  radial  action,  an  invention  which,  it  may  be  re- 
marked, reproduces  with  great  exactitude  the  action  of  the  human  arm  in  placing 
coals  upon  a  fire. 

Also,  (p.  768 :) 

In  the  present  case,  we  have  these  broad  features  of  likeness,  that  in  both  machines 
the  motion  is  a  radial  motion,  in  both  machines  it  is  an  intermittent  motion,  in  both 
machines  it  is  of  course  produced  by  means  of  a  radius,  in  both  machines  that  radios 
is  moved  in  one  direction  by  tappets,  and  the  same  radius  is  moved  in  the  opposite 
direction  by  a  spring.  All  those  broad  features  of  the  machiues  are  in  common ;  but 
there  is  this  difference,  that  in  the  plaintiff's  machine  a  shaft  is  impelled  by  the  tap 
pets  and  by  the  spring,  whereas  in  the  defendant's  machine  the  radius  itself  is  im- 
pelled by  the  tappets  and  the  spring.  It  follows  that  the  radius  in  the  plaintiff's  is 
.ittached  to  the  shaft,  whereas  the  radius  in  the  defendant's  works  on  a  pin.  That  is 
tiie  broad  distinction  between  them.  The  result,  however,  appears  to  me  to  be  sub- 
stautially  the  same ;  by  substituting  the  piu  for  the  shaft  as  the  center  on  which  the 
radius  acts,  and  by  impelling  the  radius  itself  instead  of  impelling  the  shaft  fixed  to 
the  radius,  you  have  pioduced  in  substance  precisely  the  same  radial  action  by  the 
same  means.  You  drive  your  radius  iu  one  direction  by  tappets,  and  you  drive  it  in 
the  other  direction  by  the  spring,  and  yon  produce  the  same  resalt,  namely,  the  feed- 
ing of  coal  by  a  radial  motion  made  intermittent  in  one  direction  by  the  operation  of 
the  tappets,  and  iu  the  other  direction  by  the  spring.  I  think,  therefore,  that  we 
have  a  new  combination  for  a  new  object,  and  that  the  gist  of  that  combination  has 
been  taken  by  the  defendant,  and  that,  consequently,  therei  is  an  infringement. 
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Applying  these  views  to  the  case  in  hand,  Morley  having  been  the 
first  inventor  of  an  antomatic  bntton-sewing  machine,  by  unitiog  in  one 
organization  mechanism  for  feeding  buttons  from  a.  mass,  and  deliver- 
ing them  one  by  one  to  sewing  mechsinidm  and  to  the  fabric  to  which 
they  are  to  be  secared,  and  sewing  mechanism  for  passing  a.  thi^ad 
throngfa  the  eye  of  the  bntton,  and  secnring  it  to  the  fabric,  and  feed- 
ing  mechanism  for  moving  the&bric  the  required  distances  to  space  the 
buttons,  another  machine  is  an  infringement,  in  which  sach  three  sets 
of  mechanism  are  combined,  provided  each  mechanism,  individoally  con- 
sidered, is  a  proper  equivalent  for  the  corresponding  mechanism  in  the 
Morley  patent;  and  it  makes  no  difference  that,  in  the  infringing  ma- 
chine, the  button-feeding  mechanism  is  more  simple,  and  the  sewing 
mechanism  and  the  mechanism  for  feeding  the  fabric  are  different  inme» 
ehanical  construetiou,  so  long  as  they  perform  each  the  same  function 
as  the  corresponding  mechanism  in  the  Morley  machine,  in  substan- 
tially the  same  way,  and  are  combined  to  produce  the  same  result. 

The  view  taken  on  the  part  of  the  defendant,  in  regard  to  the  ques- 
tion of  infringement,  is  that,  inasmuch  as  the  Lancaster  machine  uses 
different  devices  in  its  mechanisms  which  correspond  to  those  referred 
to  in  the  first,  second,  eighth,  and  thirteenth  claiuis  of  the  patent,  those 
claims  are  to  be  limited  to  the  special  devices  and  described  in  the 'pat- 
ent, which  make  up  such  combinations,  although  both  machines  contain 
the  same  main  group  of  iustrument>alities  which,  when  combined,  make 
up  the  machine.  But,  in  a  pioneer  patent,  such  as  that  of  Morley,  with 
the  four  claims  in  question  such  as  they  are,  the  special  devices  set  forth 
by  Morley  are  not  necessary  constituents  of  the  claims.  The  main 
operative  features  of  both  machines  are  the  same.  In  each  there  is  a 
receptacle  for  shank-buttons  in  a  mass ;  in  each  the  mass  of  buttons 
passes  in  order  into  a  conveyer-way ;  and  in  each  the  buttons  conveyed 
to  the  sewing  mechanism  are  presented  successively  with  their  shanks 
in  a  horizontal  position,  so  as  to  allow  of  the  passage  of  the  needle 
through  the  eye.  In  the  Morley  machine,  the  buttons  are  carried  along 
the  raceway  with  their  shanks  downward,  and  are  turned  over  by  proper 
devices,  so  that  the  needle  can  enter  the  eye.  In  the  Lancaster  machine, 
the  buttons  travel  along  the  raceway  with  their  shanks  upward,  and 
the  twisted  shape  of  the  raceway  causes  the  buttons  to  be  presented 
properly  in  succession  to  the  needle.  The  only  difference  is,  that  in  the 
Morley  machine  there  is  an  active  operating  device  for  turning  the  but- 
tooa,  in  the  shape  of  a  button-wheel  which  receives  them,  and  shuts  off 
the  column,  and  takes  one  at  a  time  out  of  the  raceway ;  while  in  the 
Lancaster  machine  there  is  a  passive  device  for  accomplishing  the  same 
result  of  turning  the  buttons,  and  there  is  no  button- wheel,  but  there  is 
a  spring-gate  at  the  end  of  the  raceway,  which  shuts  oft' the  column  and 
with  the  addition  of  othei  devices,  allows  one  button  at  a  time  to  be 
withdrawn  from  the  raceway.  But  in  the  Morley  patent  a  modification 
is  described,  whereby  the  button-wheel  is  dispensed  with,  and  a  spring- 
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gate,  as  m  the  Lancaster  machine,  is  employed,  and  an  active  device  is 
used  to  open  the  spring-gate  and  discharge  the  button,  while  in  the  Lan- 
caster machine  an  active  instrumentality  is  used  to  ett'ect  the  sjime  re- 
sult, in  combination  with  the  sidewise  movement  of  the  raceway  and  in 
connectiQu  with  the  fact  that  the  needle  enters  the  eye  of  the  button 
and  passes  a  thread  through  it. 

As  to  the  mechanism  for  feeding  the  fabric,  it  is  substantially  the. 
same  in  the  two  machines,  for  in  each  the  needle  operates  to  feed  the 
fabric  while  inserted  in  it,  and  it  makes  no  ditferem^e  that  in  the  Mor- 
ley  machine  the  two  needles  swing  like  an  inverted  pendulum,  while  in 
the  Lancaster  machine  the  single  needle  swings  in  a  straight  line. 

The  principal  difference  relied  on  by  the  defendant  is  in  regard  to 
the  sewing  or  stitching  mechanism,  based  upon  the  difference  in  the 
kind  of  stitch  used  in  the  two  machines  for  fastening  the  button  to  the 
fabric.  The  two  stitches  are,  indeed,  different  specifically  considered. 
Morley  uses  the  chain-stitch.  In  the  Lancaster  machine  the  stitch  is 
made  by  looping  the  thread  upon  itself,  and  putting  the  bight  of  the 
loop  around  the  shank  of  the  button  so  as  to  prevent  the  loop  from  pull- 
ing out,  as  it  would  otherwise  do.  The  Morley  patent,  however,  is  not 
for  any  particular  kind  of  stitch,  or  for  any  particular  kind  of  mechan- 
ism for  making  such  stitch.  When  the  form  of  the  stitch  is  changed 
ther  instrumentalities  for  making  it  mdst  change.  Morley  says  in  his 
specification  that  different  means  for  making  a  stitch  may  be  employed, 
as  well  as  other  feed  mechanisms. 

The  contention  of  the  defendant  in  regard  to  the  sewing  mechan- 
ism rests  upon  the  proposition  that  the  convolution  or  concatenation  of 
thread  which  makes  up  the  stitch  in  the  Lancaster  machine  is  different 
from  that  which  is  found  in  the  Morley  machine.  In  each  machine, 
however,  the  buttons  are  spaced  at  the  proper  distances  apart  by  the 
feeding  mechanism  which  moves  the  tabric  along,  and  the  feeding  devict 
is  moved  alternately  different  distances  to  alternate  short  stitches  with 
long  stitches  between  the  buttons.  In  each  machine  the  button  is 
taken  possession  of  by  the  sewing  mechanism,  and  the  needle  in  each 
enters  the  eye  of  the  button.  In  the  Lancaster  machine,  however,  the 
thread  is  so  looped  as  to  embrace  also  the  shank  of  the  button,  and 
thus  if  the  button  were  not  present  in  the  Lancaster  machine  the  lock- 
stitch would  not  be  formed,  but  merely  a  succession  of  loops  which  could 
be  pulled  out  of  the  fabric.  But  this  convolution  or  concatenation  of 
the  thread  to  form  the  fastening  of  the  stitch,  and  the  particular  device 
which  forms  such  convolution  or  concatenation  are  not  made  by  the 
Morley  patent,  elements  which  enter  into  the  claims  in  question.  Those 
claims  are  not  for  a  result  or  effect,  irrespective  of  the  me^ns  by  which 
the  effect  is  accomplished.  It  is  open  to  a  subsequent  inventor  to  accom- 
plish tbe  same  result  if  he  can  by  substantially  different  means.  The 
effect  of  the  rule  before  laid  down  is  merely  to  require  that  in  determin- 
ing whether  the  means  employed  in  the  Lancaster  machine  aresubstan- 
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tially  the  same  means  as  those  employed  in  the  Morley  machine,  the 
Morley  patent  is  to  receive  a  liberal  constraction  in  view  of  the  fact 
that  he  was  a  pioneer  in  the  constmotion  of  an  automatic  bntton-sew- 
ing  machine,  and  that  his  patent,  especic^Uy  in  view  of  the  character 
and  terms  of  the  fonr  claims  inr  question,  is  not  to  be  limited  to  the  par- 
ticalar  devices  or  instrumentalities  described  by  him  used  ^n  the  three 
main  elements  of  his  machine,  which  combined  together  make  it  up. 

This  is  the  principle  applied  by  this  court  in  OtmsoUdated '  Valve  Co. 
Y.  Crosby  Vdhe  Oo.j  (113  U.  8. 157.) 

In  all  three  of  the  main  mechanisms  used  in  the  Lancaster  machine,  the 
means  employed  in  it  are  substantially  equivalents  of  those  employed 
in  the  Morley  machine.  There  is  in  each  a  hopper  containing  the  mass 
of  buttons,  and  an  inclined  conveyer- way  leading  from  the  hopper  to 
the  sewing  mechanism.  The  only  question  in  regard  to  the  button - 
feeding  mechanism  is,  whether  the  means  employed  in  the  Lancaster 
machine  for  turning  the  buttons  so  that  the  eyes  will  come  into  the 
path  of  the  needle  are  within  the  means  employed  for  the  same  pur- 
pose in  the  Morley  machine.  In  the  Morley  machine  there  is  a  flexible, 
corrugated  strip  of  metal,  which  is  oscillated  to  and  fro,  and  operates 
to  roll  the  buttons  over,  so  that  their  shanks  will  occupy  a  groove  at 
the  bottom  of  the  trough.  In  the  Lancaster  machine,  the  reciprocating 
brush  which  sweeps  over  the  bottom  of  the  hopper  in  which  the  but- 
tons lie  in  a  mass,  operates  in  an  equivalent  way  with  the  corrugated 
Strip  of  the  Morley  machine,  and  causes  the  shanks,  which  stand  up- 
ward, of  the  buttons  which  have  been  rolled  over  by  its  action,  to  en- 
ter slits  in  a  metal  plate,  which  converge  in  the  single  conveyor  way. 
The  only  difference  is  that,  in  the  Morley  machine,  the  shanks  are 
caused  to  lie  in  one  direction  at  one  time  in  their  path,  and  in  the  Lan- 
caster machine  the  same  result  is  accomplished  by  equivalent  devices 
at  another  time. 

As  to  the  instrumentalities  employed  in  the  two  machines  for  bring- 
ing the  buttons  one  by  one  so  that  their  eyes  will  stand  in  a  horizontal 
position,  ready  t/O  receive  the  needle,  the  buttons  in  the  Morley  machine 
pass  down  the  conveyer- way  with  their  eyes  pointing  downward,  and 
occupying  the  groove,  and  from  the  conveyer-way  they  enter  one  by 
one  into  a  button-wheel,  which,  by  revolving,  turns  them  180  degrees, 
and  they  are  then  received  into  a  carrier  which  further  turns  them  90 
degrees,  so  as  to  get  the  eye  into  a  horizontal  plane.  In  the  Lancaster 
machine,  it  is  not  necessary  to  turn  the  buttons  more  than  90  degrees, 
because  they  have  been  so  rolled  over  by  the  brush  in  the  hopper  that 
their  eyes  point  upward  and  enter  the  slits,  and  the  conveyer- way  is 
twisted  and  so  turns  the  button  that  its  eye  will  occupy  a  horizontal 
plane,  ready  to  receive  the  needle.  Then  the  needle,  entering  the 
eye  of  the  button,  pulls  the  button  out  of  the  conveyer,  and  the  latter 
moves  out  of  the  way,  leaving  the  button  in  the  possession  of  the  sewing 
mechanism.    These  instrumentalities  are  the  equivalents  of  each  other, 
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tbe  differences  being  merely  formal,  active  instramentalities  being  em- 
ployed in  one  case  to  turn  the  battons,  and  in  the  other  that  end  being 
accomplished  by  the  twisting  of  the  conveyer- way.  To  employ  a  cnrved 
path  to  change  the  plane  occnpied  by  a  body  passing  along  that  path 
was  well  known  in  mechanics,  and  is  a  device  shown  in  the  Morley 
patent  for  turning  the  buttons  from  a  nearly  vertical  position  to  a  hori- 
zontal position,  by  a  corresponding  variation  in  the  inclination  of  the 
conveyer- way.  The  only  difference  in  the  particular  devices  in  the  two 
machines  in  this  respect  results  from  the  fact  that  in  the  Morley  machine 
the  buttons  pass  from  the  hopper  with  their  shanks  downward,  while 
in  the  Lancaster  machine^they  pass  with  their  shauks  upward.  From 
this  it  results  that,  while  t'je  means  employed  in  the  two  machines  are 
substantially  the  same,  to  effect  the  same  result,  active  agents  can  be 
used  in  the  one  case,  while  passive  agents  are  used  in  the  other,  to  ef- 
fect the  same  turning  of  the  button.  Indeed,  in  the  modified  form  of 
construction  suggested  in  the  Morley  specification,  there  is  a  spring- 
gate  for  holding  the  buttons  up,  while  in  tbe  Lancaster  machine  there 
is  a  similar  spring,  the  only  difference  being  that  in  the  Morley  machine 
the  spring-gate  is  opened  by  a  special  device,  while  in  the  Lancaster 
uiacbine  the  button  itself  opens  the  spring  when  tbe  button-holding 
contrivance  moves  out  of  the  way.  In  that  modification  of  the  Morley 
arrangement,  as  the  specification  states,  tbe  button-wheel  and  the 
plunger  are  dispensed  with,  and  it  is  not  necessary  to  turn  the  button 
180  degrees  on  a  vertical  axis.  So,  in  this  resi^ect,  the  only  difference 
between  the  two  machines  is,  that  in  the  Morley  machine  the  spring- 
gate  is  opened  by  an  active  device,  while  in  the  Lancaster  machine  the 
conveyer-way  is  moved  sidewise  by  an  active  device,  leaving  the  bat- 
ton  behind,  which  opens  the  spring-gate  because  the  needle  has  entered 
the  eye  of  the  button. 

In  regard  to  the  sewing  mechanism  in  the  two  machines,  a  sewing- 
needle  with  thread  is  employed  in  each  to  fasten  the  buttons  to 
tbe  fabric.  In  each,  the  thread  is  continuous,  and  follows  the 
fabric  as  that  is  moved  along  by  the  mechanism  which  feeds  it. 
The  Morley  machine  employs  the  common  stitch.  In  the  Lancaster 
machine  there  is  a  peculiar  stitch,  in  which  a  loop  is  drawn  around  the 
shank  of  the  button,  and  thus  the  stitch  is  locked  against  being  drawn 
out;  but,  notwithstanding  the  new  convolution  or  concatenation  of 
thread  used  in  the  Lancaster  machine  to  secure  the  shank  of  the  but- 
'  ton  to  the  fabric,  the  sewing  mechanism  of  that  machine  is  a  substan* 
tial  equivalent  tor  the  corresponding  mechanism  of  the  Morley  patent 
Tbe  invention  of  Morley  in  that  respect  did  not  consist  in  the  pecolarity 
of  tbe  stitch,  but  in  the  combination  of  the  needle,  and  the  mechanism 
for  operating  it,  with  a  button  having  a  shank  and  an  eye,  the  eye  be- 
'ug  held  in  a  horizontal  plane  in  the  path  of  the  needle,  so  that  the 
thread  carried  by  the  needle  could  secure  the  button  to  the  &bric.  It 
is  immaterial,  in  so  securing  the  button,  whether  or  not  a  loop  is  passed 
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over  the  head  of  the  batton.  The  defendant's  device  and  arrangement 
may  be  an  improTement,  and  the  subject  of  a  patent,  bnt  neyertbeless 
the  ase  of  it  involves  the  plaintiffs  fnvention. 

It  maj  be  tme  that  the  defendant's  peculiar  form  of  stitch  wiia  un- 
known before;  and  it  ma^*  also  be  true  that  his  arrangement  for  carry- 
ing the  buttons  with  their  eyes  upward,  and  turning  the  eyes  into  a 
horizontal  plane  by  the  twisting  of  the  conveyor-way,  was  not  before 
known.  Of  course,  they  were  not  before  known  in  a  machine  for  auto- 
matically sewing  buttons  to  a  &bric,  because  Morley's  machine  was  the 
first  to  do  that.  Bu(^  still,  the  defendant  employs  for  the  above  pur- 
poses known  devices,  which,  in  mechanics,  were  recognized  as  proper  sub- 
stitutes for  the  devices  used  by  Morley  toeffect  the  same  results.  Thus,  in 
the  Lancaster  machine,  the  brush  for  rolling  over  the  buttonsis  the  obvious 
equivalent  of  the  corrugated  plate  in  the  Morley  machine.  The  mode 
of  operation  used  in  the  Lancaster  machine  for  rolling  over  the  buttons 
so  that  their  shanks  shall  point  in  a  particular  direction  before  enter- 
ing the  main  conveyor- way  is  the  same  mode  of  operation  found  in  the 
Morley  machine,  where  the  corrugated  plate  rolls  the  buttons  over  dur- 
ing their  passage  to  the  grooved  conveyor-way,  so  that  their  shanks 
shall  all  point  in  the  same  direction.  In  the  Lancaster  machine  the 
action  resulting  from  the  twisted  way  is  a  mechanical  equivalent  for  the 
button-wheel,  the  punch,  and  the  carrier  used  in  the  Morley  machine 
to  turn  the  eye  into  the  pro])er  plane  tor  the  needle  to  enter  it ;  and^he 
specific  difference  in  the  devices  in  this  respect  becomes  less  when  the 
modification  described  in  the  Morley  patent  is  used,  so  that  in  each  of 
the  two  machines  the  button  is  turned  only  90  degrees  on  a  horizontal 
axis,  and  in  each  of  them  a  spring-gate  is  employed,  opened  in  the  one 
case  by  an  active  device,  while  in  the  other  case  an  aotive  device  moves 
the  conveyor  away  from  the  particular  button  which  is  being  held  by 
the  needle.  In  this  sense  the  mechanical  devices  used  by  the  defend- 
ant are  known  substitutes  or  equivalents  for  those  employed  in  the 
Morley  machine  to  effect  the  same  result ;  and  this  is  the  proper  mean- 
ing of  the  term  *<*known  equivalent,"  in  reference  to  a  pioneer  machine 
such  as  thatof  Morley.  Otherwise,  a  difference  in  the  particular  devices 
used  to  accomplish  a  particular  result  in  such  a  machine  would  always 
enable  a  defendant  to  escape  the  charge  of  infringement,  provided  such 
devices  were  new  with  the  defendant  in  such  a  machine,  because,^  as  no 
machine  for  accomplishing  the  result  existed  before  that  of  the  plaint- 
iff, the  particular  device  alleged  to  avoid  infringment  could  not  have 
existed  or  been  known  in  such  a  machine  prior  to  the  plaintiff's  inven- 
tion. 

It  results  firom  these  views  that  the  decree  of  the  circuit  court  must 
be  reversed,  and  the  case  be  remanded  to  that  court  with  a  direction  to 
enter  a  decree  in  favor  of  the  plaintiffs,  sustaining  the  validity  of  claims 
1,  2,  8,  and  13  of  the  plaintiff's  patent,  and  adjudging  that  those  claims 
have  been  infringed  by  the  defendant,  and  ordering  a  reference  to  a 
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master  to  take  an  acconnt  of  profits  and  damages  in  respect  to  snch  in- 
friDgementy  and  awarding  to  the  plaintiff  a  perpetual  iujanction  in  re- 
spect to  the  four  claims  above  mentioned;  and  to  take  such  farther 
proceedings  as  shall  be  according  to  law  and  not  inconsistent  with  this 
opinion. 


[Supreme  Coart  of  the  United  Staten.] 

Bbown  v.  The  Distbiot  of  Oolumbia. 

Decided  March  11,  18S9. 
47  O.  G.,  398. 

1.  Ballard  and  Waddbll— Strbet-Pavbmxnts. 

Letters  Patent  No.  94,062,  granted  Angust  d4,  1869,  to  Ballard  and  ¥^addell,  for 
an  improvement  in  etreet-pavements,  and  Letters  Patent  No.  94,063,  granted  same 
date  to  the  same  parties,  for  an  improved  mode  of  ontting  blocks  for  street  pave- 
ment,  Held  void  for  want  of  patentable  noyeUy. 

2.  CowiNO — Street-Pavkmbnts. 

Letters  Patent  No.  101,590,  granted  to  Turner  Cowing  April  5, 1870,  for  a  new 
mode  of  coustrncting  wood  pavement  for  streets,  cannot  be  regarded  as  possessing 
patentable  novelty. 

Appeal  from  the  Supreme  Court  of  the  District  of  Columbia. 

Mr.  0.  C.  Colej  Mr.  A.  8.  Worthington^Mi  Mr.  William  E.  Mason  for 
the  appellant. 
Mr.  H.  E.  Davis  for  the  appellee. 

STATEMENT  OF  THE  CASE. 

Tallmadge  E.  Brown  filed  his  bill  in  the  Supreme  Court  of  the  District 
of  Columbia  on  the  14th  day  of  April,  1880,  counting  upon  three  patents 
alleged  to  have  been  infringed  by  the  respondent,  namely :  Patent  No. 
101,590,  issued  to  Turner  Cowing  April  5, 1870,  for  <' a  new  mode  of  con- 
structing wood  pavements  for  streets." 

The  specification  and  claim  are  as  follows : 

The  natnre  of  my  invention  consists  in  providing  and  arranging  blocks  of  a  peou- 
liar  shape,  in  manner  to  form  wedge-shaped  crevices  for  the  reception  of  earth  or 
gravel,  and  wherein  snch  earth  and  gravel  wiU  be  retained  to  act  as  a  key  to  bind 
and  confine  the  blocks  in  their  place. 

Figure  1  represents  a  section  of  road  paved  with  the  blocks,  complete.  Fig.  S  rep- 
resents the  straight  side  of  a  block,  with  the  Inclined  side  at  £.  Fig.  3  represents 
the  top  of  a  block,  and  also  the  section  of  the  base  D.  Fig.  4  represents  the  straight 
side  of  a  block,  which  is  set  ne.ct  to  the  inclined  side  of  the  atj^oining  block. 

In  Fig.  1  letters  A  represent  the  top  of  the  block ;  B,  the  side ;  and  £  the  crevice 
and  gravel.  The  blocks  shonid,  of  coarse,  be  placed  so  that  the  gravel  spaces  may 
extend  lengthwise  across  the  direction  of  the  street  or  road,  so  that,  besides  wedging 
and  holding  the  blocks  securely,  they  may  furnish  a  better  foothold  for  animals  draw- 
ing heavy  loads. 

In  the  drawings,  the  front  edge  of  the  pavement,  as  shown,  represents  the  side  next 
the  curb,  or  a  section  paraUel  to  the  curb. 
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It  is  obvious  that  the  wedge-shaped  crevices  may  also  be  foruied  by  setting  the 
above-described  blocks  so  that  two  vertical  sides  and  two  inclined  ^ides  couie  together 
alternately,  as  shown  in  Fig.  5;  and  it  is  equally  obvious  that  two  bloclkS  having 
their  vertical  sides  together  may  be  replaced  by  a  single  block,  having  two  inclined 
facets  as  shown  in  Fig.  6,  without  any  material  change  of  plan,  and  with  a  cousider- 
ablu  saving  of  labor  and  expense  in  the  coustrnctiou. 

To  construct  my  pavement,  prepare  the  roadway  by  grading  it  to  the  proper  form, 
and  ramming  solid ;  then  set  the  blocks  as  shown  in  Fig.  1,  confining  them  periuaueutly 
between  the  curbs  of  walks;  then  till  and  ram  the  crevices  with  earth  and  gravel. 

1  do  not  claim  a  wood  pavement  composed  of  wedge-shaped  blocks  when  the  blocks 
are  laid  alternately  on  the  larger  and  smaller  ends  S4>  as  to  form  a  continuous  surface 
of  wood  ;  but — 

What  I  do  claim,  and  desire  to  secure  by  Letters  Patent  of  the  United  States,  i^ — 

A  wood  pavement  composed  of  blocks,  each  sitle  having  a  single  plane  surface,  and 
one  or  more  of  the  sides  being  inclined,  and  the  blocks  being  so  laid  on  their  larger 
ends  as  to  form  wedge-shaped  grooves  or  spaces  to  receive  concrete  or  other  suiuible 
filling,  substantially  as  set  forth. 

Patent  No.  94,062,  i8sue<i  to  Williaui  W.  Ballard  and  Bnreu  B.  Wad- 
dell  Angast  24, 1869,  for  ^^  improvements  in  street-pavements,"  of  which 
tbe  following  are  the  specification  and  claims : 

Figure  1  is  a  perspective  view  of  a  section  of  pavement  embracing  our  improve- 
ment. Fig.  2  is  a  iterspective  view  of  a  piece  of  timber  from  which  the  block  ih  cut 
and  showing  the  cuts  made  by  the  saw ;  and  Fig.  3  is  n  perspective  view  of  two  of 
the  blocks  laid  alongside  of  each  other. 

To  more  dearly  illustrate  our  invention,  we  will  proceed  to  describe  the  construc- 
tion, &c.,  referring  by  letters  to  the  drawings. 

A  represents  the  bed  of  the  street,  which  is  made  slightly  arched,  the  ends  of  the 
arch  resting  against  the  curbs  B  B.  Strips  C  are  laid  upon  said*  arch  at  right  angles 
to  the  curb,  and  at  convenient  distances  apart.  Upon  said  strip  is  laid  a  dooring, 
composed  of  boards  of  any  desired  dimensions,  and  the  blocks  are  then  laid  on  this 
flooring  in  rows,  and  so  as  to  break  joints.  These  blocks  are  of  a  wedge  shape,  and 
are  so  laid  as  that  their  bases  shall  touch,  forming  a  contiunous  arch  across  the  street, 
and  leaving  V-shaped  spaces  between  the  rows.  These  spaces  are  filled  with  concrete, 
or  ita  equivalent,  and  the  whole  surface  tarred  over,  if  thought  necessary.  The  gut- 
ters are  formed  by  inclining  the  bed  slightly  upward  at  the  curb,  and  splitting  tbe 
enda  of  the  blocks  off,  to  fit  against  the  curb  and  the  last  one  of  the  street-blockK. 

The  peculiarity  of  the  blocks  used  in  this  pavement  is  that  they  are  wedge-shuped, 
and  having  both  sides  at  acute  angles  with  the  base,  and  the  grain  running  parallel 
with  one  and  oblique  to  the  other  of  these  sides. 

A  more  perfect  description  of  these  Idocks  and  the  manner  of  producing  them  is 
given  in  another  pending  application,  now  on  file  in  the  United  States  Pateut  Ofhce, 
entitled  "  A  method  of  cutting  blocks  for  street-pavements,"  prepared  and  executed 
by  us  on  the  29th  day  of  September,  1868. 

The  advantages  of  blocks  having  both  sides  beveled,  with  the  grain  runuiug,  as 
described,  over  the  ordinary  wedge-shaped  block,  are,  first,  and  most  important,  chat 
only  one  corner  of  the  base  is  at  all  likely  to  become  broken  off  by  transportation  and 
rough  handling,  whereas  in  the  ordinary  block  both  corners  are  liable  to  such  acci- 
dents. Another  advantage  of  the  relation  of  grain  to  the  sides  of  the  block  is,  that 
the  V-shaped  spaces  have  one  perfectly  smooth  side,  and  consequently  less  opportu* 
niiy  is  afforded  to  the  gravel  in  the  filling  to  jam,  and  leave  the  lower  portion  of  tht* 
space  loosely  or  entirely  unfilled.  This  is  believed  to  be  a  ditficulty  in  pavements 
conatructed  of  wedge-shaped  blocks  having  the  grain  running  vertically,  and  thereby 
exposing  the  end  of  the  fiber  on  both  tbe  beveled  sides  of  the  blocks.    :iOOqIc 

A  pavement  constructed  of  our  improved  blocks  can  be  laid  at  a  less  costTiiau  any 
-^^^MMMk^AiMhaDed  pavement,  owing  to  the  cheapness  of  the  blocks. 
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It  has  always  been  desirable  to  bnild  pavements  of  wedge4haped  blocks,  as  they 
make  a  stronger  and  more  durable  pavement,  and  are  more  easily  laid ;  4}  at  so  far  it 
has  been  impracticable,  owing  to  the  expense  of  prodncing  the  blocks  caused  by  the 
waste  ia  material  and  extra  sawing. 

Having  described  the  cnnstrnction  and  advantages  of  oar  improved  pavement, 
what  we  claim  as  new,  and  desire  to  secure  bv  Lettern  Patent,  is— 

1.  As  an  article  of  manufacture,  wedge-shaped  blocks  having  the  grain  runnins 
parallel  to  one  and  oblique  to  the  other  of  their  beveled  sides,  and  produced  sab- 
stantially  in  the  manner  referred  to. 

2.  A  wooden  street-pavement  constructed,  substantially  as  hereinbefore  described, 
of  wedge-shaped  blocks,  with  the  grain  running  and  produced  in  the  manner  aqd  for 
the  purpose  set  forth. 

Patent  No^  94,063,  issued  to  said  Ballard  and  Waddell,  Aagast  24, 
1869,  for  *<  an  improved  mode  of  catting  blocks  for  street-pavement,"  of 
which  the  specification  and  claim  are  as  follows : 

Figure  1  represents  the  i umber,  as  the  blocks  are  being  cut  off,  in  order  to  give  the 
ends  of  the  blocks  the  proper  angle  or  bevel.  Fig.  2  represents  the  blocks  alter  being 
cut  off,  as  above  described,  before  splitting.  Fig.  3  represents  the  blocks  in  the  act  of 
being  split  on  a  SAw-table,  showing  the  rest  or  guide  necessary  to  ont  them,  in  the 
proper  direction/    Fig.  4  represents  the  blocks  finished  and  placed  in  the  pavement. 

Our  invention  consists  in  a  novel  method  of  cutting  and  splitting  blocks  for'  wood 
pavement,  in  such  a  manner  that  two  cuts,  or  rather  one  cut  and  one  splitting,  will* 
produce  two  finished  blocks  with  level  top  and  bottbm,  and  two  sides  beveled,  one 
being  with  the  grain  and  the  other  slightly  oblique  to  the  grain,  without  more  waste 
of  timber  than  is  occasioned  by  the  saws. 

We  take  a  piece  of  lumber  four  and  a  half  feet  long,  twelve  inches  wide,  and  seven 
inches  thick.  This  is  placed  under  the  saws,  as  shown  in  Fig.  1,  in  an  inclined  poei- 
tion,  so  that  the  first  cut  will  produce  blocks  with  two  sides  inclined,  the  top  and 
bottom  level,  or  in  parallel  planes.  The  first  cut  produces  nine  blocks,  such  as  diown 
in  Fig.  2,  out  of  a  piece  of  lumber  as  described  above ;  each  such  block  wiU  then  be 
twelve  inches  long,  six  inches  high  with  the  fiber,  and  seven  inches  wide  across  the 
fiber.  These  blocks  are  then  split,  as  indicated  in  dotted  lines,  Fig.  9,  slightly  oblique 
to^  the  fiber,  as  seen  also  in  Fig.  3,  being  brought  toward  the  splitting-saw  in  an  in- 
clined position,  inclined  in  contradistinction  to  a  position  level  at  top  and  bottom,  in 
such  a  manner  that  the  line  of  the  cut  will  form  the  other  two  beveled  sides  of  two 
blocks,  each  of  which  has  the  top  and  bottom  level,  or  in  parallel  planes,  and  the 
sides  beveled,  as  shown  in  Fig.  4,  and,  moreover,  has  the  grain  running  in  the  direo- 
tion  of  one  of  the  beveled  sides,  as  clearly  shown  in  Figs.  2  and  3.  These  blooks  will 
then  be  twelve  inches  long,  six  inchee^  high,  three  inches  wide  at  the  top,  and  four 
inches  wide  at  the  base. 

The  figures  of  feet  and  inches  we  liave,  of  course,  used  only  as  an  illustration,  as 
different  dimensions  of  lumber  may  be  used ;  but  those  given  will  do  for  an  ordinary 
street-block. 

The  two  great  advantages  of  this  method  are  economy  of  lumber  and  of  labor  and 
time,  the  only  loss  of  lumber  being  the  small  pieces  cut  off  at  each  end  to  start  the 
bevel;  each  two  cuts,  or  rather  one  cut  and  one  splitting,  produces  two  ooriiplete 
blocks  ready  for  use. 

Having  thus  described  our  invention,  what  we  desire  to  secure  by  Letters  Patent  is— 

The  herein-described  method  of  cutting  blocks  for  wooden  pavement,  so  as  to  form  by 
two  cuts,  or  one  cut  and  one  splitting,  two  finished  blocks  with  the  top  and  bottom 
level,  or  in  parallel  planes,  and  the  sides  beveled,  one  side  being  inclined  with  the 
fiber,  and  without  waste  of  material,  substantially  as  set  forth.    ^  t 

The  defendant  pleaded  the  statute  of  limitations^  w&ereupon  cfie  com- 
plainant amended,  and  the  defendant  subseqaently  demnrredi  and,  the 
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demarrer  being  oTemiled,  the  defendant,  after  interposing  another  plea 
of  want  of  notice,  answered,  denying  that  it  had,  in  any  way,  violated 
the  rights  of  the  complainant,  and,  among  other  things,  averring  that 
all  the  substantial  claims  of  complainant's  alleged  patents  were  covered 
by  previous  patents  granted  to  Nicholson,  De  Ooly  er,  Miller  and  Mason, 
Stone,  Oraufoid,  and  others ;  and  that  wooden  pavements,  in  all  sub- 
stantial particulars  identical  with  those  claimed  by  complainant,  had 
been  laid  and  used  for  more  than  two  years  before  the  patents  were  ap- 
plied for,  in  Chicago^  New  York,  Boston,  etc.,  and  that  the  alleged  pat- 
ents are  null*and  void  because  the  alleged  invention  is  neither  new  nor 
usefuL 

Beplieation  was  &led  and  proofs  taken.  It  appeared  that  Patent  No. 
101,590  was  originally  granted  to  Oowiog,  whose  first  application  was 
made  in  November,  1865,  and  rejected  December  27  of  that  year,  where- 
upon it  was  amended  and  renewed  in  1869,  but  thedecision  was  that  the 
application  had  been  abandoned.  It  was  afterward  entertained,  and 
was  twice  amended  in  1870,  and  the  patent  was  finally  issued  April  5, 
1870.    In  the  original  application  Gowing  said  as  in  the  patent  as  issued : 

The  nature  of  my  iDvention  consUts  in  pioridingand  amoging  blocks  of  a  peculiar 
shape  in  manner  to  form  wedge-shaped  crevices  for  the  reception  of  earth  or  grayel, 
and  wherein  snch  earth  or  gravel  will  be  retained  to  act  as  a  key  to  bind  and  confine 
the  blooks  in  their  place. 

The  amended  claim  of  May,  1869,  was : 

The  above-described  wood  pavement,  constructed  of  rectangular  blocks,  having 
each  a  wedge-shape  piece  cut  from  one  of  its  four  vertical  sides  to  form  a  correspond- 
ing space  for  filling,  and  placed  and  filled  in,  substantially  as  set  forth. 

The  amended  claims  of  February  22, 1870  were : 

1.  A  wood  pavement  consisting  of  blocks  having  one  or  more  inclined  sides,  form- 
ing between  them  wedge-shaped  spaces  or  crevices,  which  are  filled  with  earth,  gravel, 
or  other  suitable  material,  substantially  as  herein  described. 

8.  In  wood  pavement,  wedge-shaped  spaces  or  crevices  for  the  reception  of  earth, 
gtavel,  or  other  fiUing  to  act  as  a  key  to  bind  and  confine  the  blocks  in  their  places, 
snbstantiaUy  as  described. 

3.  A  wood-pavement  block  having  one  or  more  oblique  or  inclined  sides,  so  as  to 
form,  when  set,  wedge-shaped  spaces  or  crevices  to  receive  earth,  gravel,  or  other 
filling,  substantially  as  set  forth. 

4.  In  wood  pavement,  in  combination  with  wedge-shaped  orevioes  above,  formed 
by  the  peculiar  shape  of  the  blocks,  for  receiving  gravel  or  other  filling,  a  continuous 
base  beneath,  formed  by  the  complete  fitting  together  of  the  same  blocks  at  the 
bottom,  substantially  as  specified. 

On  the  31st  of  March,  1868,  a  patent  was  issued  to  Miller  and  Mason, 
of  Chicago,  HL,  for  <'  certain  new  and  useful  improvements  in  wood 
pavements,"  in  which  the  claim  is — 

A  pavement  constructed  of  wedge-shaped  blocks  A,  when  laid  so  as  to  break  Joints 
with  those  of  the  opposite  rows,  in  combination  with  a  concrete  filling,  and  in  further 
oombinatlon  with  a  continuous  wood  fbundation,  and  so  laid  as  to  form  continuous 
rows  across  the  street.  Digitized  by  GoOqU 
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It  is  said  in  the  speoiflcation  of  that  patent : 

The  blocks  A  are  to  be  cut  from  plauk,  and  are  of  the  nsnal  size,  haviug  the  fiber 
yertical.  The  blocks  of  oar  pavement,  however,  differ  from  all  other  blocks  in  as* 
for  pavements,  in  having  both  sides  beveled  from  top  to  bottom,«A  shown  by  the  end 
view  of  the  blocks  in  the  drawings.  The  blocks  -thns  prepared  are  placed  in  the 
board  or  plank  foundation  B  in  transverse  rows.  Each  block  may  be  secured  to  the 
foundation  by  a  nail  or  spike,  as  shown  at  a.  It  will  be  observed  that  in  consequenoe 
of  the  pecnlinr  shape  of  the  blocks  those  in  t^iie  several  rows  touch  each  other  at  the 
bottom,  but  are  some  distance  apart  at  the  top,  forming  between  the  rows  wedge- 
shaped  channels.  These  channels  are  to  be  tilled  with  concrete,  or  gravel  and  coal- 
tar,  or  other  suitable  substance,  furnishing  the  necessary  foothold  for  horses. 

The  blocks  can  be  cut  with  less  waste  of  material  by  cutting  them  from  timber, 
and  splitting  the  timber  blocks  with  the  proper  bevel.  This  makes  a  strong  pave- 
ment, and  as  the  blocks  have  a  broad  base  they  will  not  cut  or  break  the  foundation 
when  very  heavily-loaded  teams  are  driven  over  it. 

August  20y  1867,  Letters  Patent  were  reissued  to  Samuel  Nicholson, 
of  Boston,  for  "a  new  and  useful  improved  wooden  pavement,"  the 
original  letters  having  been  issued  August  8, 1854,  and  new  letters 
issued  dated  December  1, 1863.    The  claims  of  the  second  reissue  are : 

1.  Placing  a  coutinuous  foundation  or  support,  as  above  described,  directly  upon 
the  roadway,  then  arranging  thereon  a  series  of  blocks  having  parallel  sides  endwise 
in  rows,  so  as  to  leave  a  continuous  narrow  groove  or  chaniicl-way  between  each  row, 
and  then  filling  8aid  grooves  or  channel-ways  with  broken  stone,  gravel  and  tar,  or 
other  light  materials. 

2.  The  formation  of  a  pavement  by  laying  a  foundation  directly  upon  the  roadway, 
substantially  as  described,  and  then  employing  two  sets  of  blocks ;  one,  a  principal 
set  of  blocks  that  shall  form  the  wooden  surface  of  the  pavement  when  completed^ 
and  an  auxiliary  set  of  blocks  or  strips  of  board  which  shall  form  no  part  of  the  sur- 
face of  the  pavement,  but  determine  the  width  of  the  groove  between  the  principal 
blocks,  and  also  the  filling  of  said  groove,  when  so  formed,  between  the  principal 
blocks,  with  broken  stone,  gravel  and  tar,  or  other  light  material. 

3.  Placing  a  continuous  foundation  or  support,  as  above  described,  directly  upon 
the  roadway,  and  then  arranging  thereon  a  series  of  blocks  having  paraUel  sides  end- 
wise in  a  checkered  manner,  so  as  to  leave  a  series  of  checkered  spaces  or  cavities  be- 
tween said  blocks,  and  then  filling  said  checkered  cavities  with  broken  stone,  gravel 
and  tar,  or  other  light  material. 

4.  The  formation  of  a  pavement  by  laying  a  foundation  directly  upon  the  roadway* 
substantially  as  above  described,  and  then  employing  two  sets  of  blocks,  viz.,  one  a 
principal  set  of  blocks  that  shaU  form  the  wooden  surface  of  the  pavement,  and  an 
auxiliary  set  of  blocks  that  shall  form  no  part-  of  the  wooden  surface  of  the  pave- 
ment, but  determine  the  dimensions  of  the  tessellated  cavities  between  the  principal 
blocks,  and  then  filling  said  tessellated  cavities  with  broken  stone,  gravel  and  tar,  or 
other  light  material. 

February  28, 1824,  English  Letters  Patent  were  granted  to  A.  EL. 
Chambers  for  "  improvements  in  preparing  and  paving  horse  and  car- 
riage ways,''  in  which  the  nature  of  the  invention  is  said  to — 

consist  in  an  arrangement  of  conical-formed  stones,  or  other  hard  mineral  or  siUcions 
snbstances  of  the  said  form,  placed  on  their  natural  bases,  cemented  together  at  their 
lower  extremities,  and  having  their  remaining  interstices  filled  with  loose  materials 
insoluble  in  water.  '"  '         O" 
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He  describes  pyramidal  stones,  ^'  cnt  in  the  form  represented  in  the 
drawings,  and  placed  with  their  large  end  or  natural  base  downward," 
to  be  gronted  at  their  bases  bj  a  good  strong  cement ;  the  apper  part 
of  the  interstices  that  will  then  be  left  vacant  to  be  filled  *<  with  finely- 
broken  flints,  patent  English  pozzolana  powdered,  or  any  other  similar 
rabstance,  not  soluble  in  water." 

Fig.  3  represents  the  stones  in  that  form  which  I  consider  the  best  calonlated  to 
effect  the  reqaired  resistance  to  downward  pressnre,  the  siee  of  which  should  be  eight 
inches  square  at  the  apez,  twelve  inches  square  at  the  base,  and  ten  inches  high. 

He  explains  that  while  stonestof  the  shape  described  afe  the  best 
adapted  for  the  purpose  of  the  pavement  or  carriage-way,  yet  to  save 
expense  nse  may  be  made  for  all  ordinary  pavements  of  stones  as  usa- 
ally  prepared  for  pavers,  but  taking  care  ^'  always  to  lay  their  natural 
bases  or  largest  And  downwards,  which  is  the  exact  reverse  of  the  mode 
adopted  by  paviours;"  '<  the  upper  part  of  the  intermediate  spaces  or 
interstices  aforesaid  filled  with  powdered  or  finely-broken  matter,  not 
soluble  in  wpiter,  as  aforesaid. 

June  14, 1825,  English  Letters  Patent  were  granted  to  John  Lindsay 
for— 

oertain  improvements  in  the  oonstmotion  or  formation  of  the  horse  and  carriage  ways 
of  streets,  tnrupike,  and  other  roads,  and  an  improvement  or  addition  to  wheels  to  be 
used  thereon. 

He  says,  referring  to  a  pavement,  "  with  the  common  or  usual  sized 
IMkving-stones,^  that — 

The  method  of  arranging  or  laying  them,  is  as  follows :  Instead  of  laying  them  with 
their  broadest  ends  upward,  I  lay  them  with  the  broadest  ends  downward,  and,  as 
each  stone  is  made  of  a  wedge  form,  this  leaves  a  considerable  space  open  between 
the  stones.  These  I  dose  with  smaller  stones  of  a  wedge  form,  which  being  carefully 
placed  and  weU  rammed  down,  after  a  sufficient  quantity  of  fine  gravel  or  grout  has 
been  worked  between  them,  wiU  make  a  pavement  nearly  as  substantial  as  a  solid 
sheet  of  granite. 

In  1839  English  Letters  Patent  were  issued  to  Bichard  Hodgson  for 
« improvements  in  the  forms  or  shapes  of  materials  and  substances  used 
for  building  and  paving  and  in  their  combinations  for  such  purposeSi'' 
in  which  he  describes  an  invention  consisting  in  forming  and  shaping 
materials  and  substances  according  to  a  new  section  of  the  cube  ob- 
tained by  dividing  the  cube  into  eight  equal  prisms  or  parts,  etc.,  the 
shapes  and  forms  described,  with  their  combinations,  being  <^  applica- 
ble generally  to  materials  and  substances  employed  in  buildings  and 
paving,  whether  of  stone,  iron,  bricks,  or  wood,"  The  shapes  in  the 
case  of  stone,  marble,  etc.,  are  ^<  to  be  formed  by  sawing  or  cutting  the 
same  out  of  the  full  size  of  the  cube  and  leaving  them  entire  in  their  rel- 
ative dimensions,  so  as  to  be  ready  to  be  placed  together  either  hori- 
zontally, vertically,  or  obliquely,  as  the  case  may  require,"  while  for 
wood  paving  a  peculiar  disposition  of  the  materials  or  blocks  thus 
ahaped,  and,  if  necessary,  pegged  or  doweled,  will  be  required,  etc 
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The  blocks  may  be  packed  ap  together  in. the  workshop  in  masses,  ao 
as  to  be  laid  down  more  speedily  on  the  fi^roand,  where  they  most  be 
fastened  together  with  pegs  or  with  any  bitnminons  compound  osnally 
employed  for  similar  purposes.  They  mast  be  placed  nearly  vertically, 
as  the  tree  grows,  and  according  to  the  traffic  the  depth  or  sabstance  of 
the  wood  pavement  must  be  increased  or  diminished.  They  may  in 
most  cases  be  laid  across  the  street  from  side  to  side,  but,  when  neoes. 
sary,  in  a  diagonal  line. 

Defendant  introdaced  various  Letters  Patent,  to  wit :  For  improve- 
ment in  <<  the  machine  for  resawing  boards  and  other  timber,"  (issaed 
to  Crosby,  1841 ;)  for  ^<  improvements  in  saw-mills,  for  curved  and  bevel 
sawing,  but  which  may  ^Iso  be  used  for  rectilinear  sawing,"  (issued  to 
Normand,  1854;)  for  <^a  new  and  improved  mode  of  sawing  stone  or 
marble  into  tapering  and  other  forms,"  (issued  to  McBird,  1856;)  for  an 
adjustable  table  for  reciprocating  saws,"  '^  whereby  the  proper  bevel 
may  be  imparted  to  the  ribs  of  vessels  and  other  objects  with  accuracy 
and  facility,"  (issued  to  Hinchman,  1803;)  for  'improvement  in  the 
manufacture  of  siding,"  (issued  to  Millengar,  1864;)  for  *<  an  improved 
saw-mill,"  ^<  so  as  to  cut  ship-timbers  and  other  irregular  forms,"  (is* 
sued  to  Wright  and  Molyueux,  1865;)  and  also  extracts  from  a  volume 
entitled  *'  Turning  and  mechanical  manipulation,"  by  Charles  Holts- 
apffel,  London,  1847. 

These  extracts  treat  of  cutting,  by  means  of  guides,  rectangular 
pieces  firom  the  end  of  a  long  bar,  and  rhomboidal  pieces  of  any  angle 
and  magnitude ;  the  sawing  of  small  pieces  into  regular  and  irregular 
polygons  of  any  particular  angles  and  numbers  of  sides ;  the  catting  of 
miters,  etc. ;  the  sawing  beveled  edges  and  oblique  prisms  or  those  in 
which  the  angular  variations  are  in  the  vertical  plane,  rhomboids,  or 
squares. 

When  the  pieoee  are  parallel  iu  one  dirootion  and  beveled  in  the  other,  they  may 
be  oat  out  without  any  waste  beyond  that  arising  ttom  the  passage  of  the  saw. 

Figure  743  shows  a  method  of  cutting  blocks  at  one  cut  for  each 
piece,  into  rhombuses,  which  are  shown  separately  at  a,  which  blocks 
can  be  afterwards  divided  into  two,  so  as  to  make  triangular-shaped 
blocks  such  as  are  shown  at  e. 

At  the  hearing  in  special  term  the  bill  was  dismissed,  and  the  decree 
being  affirmed  in  general  term,  the  complainant  has  prosecuted  his  ap- 
peal to  this  court. 

The  opinion  of  Judge  Cox  at  special  term  was  adopted  by  the  court 
in  general  term,  (Cartter,  O.  J.,  Hagner  and  James,  JJ.,)  and  from  it  it 
appears  that  it  was  held  that  no  case  of  actionable  infringement  was 
made  out  as  to  No.  94,063,  and  that  Nos.  94,062  and  101,590  were  void 
for  want  of  patentable  novelty.  {Broim  v.  DisMct  of  OolunUna^  3 
Mackey,  502.) 

Mr.  Ghief  Justice  Fuller  delivered  the  opinion  of  the  court^j 

Was  a  wood  pavement «'  composed  of  blocks,  each  side  haviiig  a  tin- 
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gle  plain  surface  and  one  or  more  of  the  sides  being  inclined,  and  the 
blocks  Imng  so  laid  on  their  larger  ends  as  to  form  wedge-shaped 
grooves  or  spaces  to'  receive  concrete  or  other  suitable  fllling,"  patent- 
able April  5, 1870,  in  view  of  the  state  of  the  art  t 

Chambers  had,  in  1824,  described'  a  pavement  of  pyramidal  stonee, 
twelve  inches  sqnare  at  the  base,  eight  inches  square  at  the  apex,  and 
ten  inches  high,  placed  with  their  larger  end  downward,  and  the  inter- 
stices filled  with  loose  materials  insoluble  in  water. 

Lindsay's  invention,  in  1825,  comprised  stones  made  of  a  wedge- 
shaped  form,  laid  with  their  broadest  ends  downward,  leaving  a  con- 
siderable space  between  them  to  be  closed  with  smaller  wedge-formed 
stones,  with  fine  gravel  or  grout  worked  between  them. 

Nicholson's  pavement  was  composed  of  blocks  of  wood  laid  in  rows 
across  the  street,  with  spaces  obtained  by  interposing  narrow  wooden 
strips  between  the  blocks,  to  be  filled  with  conomte  or  other  suitable 
filling. 

Cowing  disclaimed  '<  a  wood  pavement  composed  of  wedge-shaped 
blocks  when  the  blocks  are  laid  alternately  on  larger  and  smaller  ends, 
so  as  to  form  a  continuous  surface  of  wood,"  but  claimed  the  arrange- 
ment of  the  blocks  so  as  to  leave  wedge-shaped  spaces  to  receive  filling 
to  act  as  a  key  to  bind  the  blocks  together.  But  reference  to  these  prior 
patents  clearly  shows  that  the  formation  of  wedge-shaped  spaces  to  re- 
ceive concrete  or  other  filling  by  laying  blocks  with  one  or  more  inclined 
sides  with  their  larger  ends  downward,  the  filling  acting  as  a  key,  and 
the  use  of  wooden  blocks  in  that  way,  were  well  known  atlhe  time  of 
the  alleged  invention  under  consideration. 

The  blocks  of  the  Lindsay  patent  are  of  the  same  shape  m  those  of 
Cowing,  but  are  of  stone,  while  the  latter  are  of  wood,  b.ut  this  was 
nothing  more  than  the  substitution  of  one  material  for  anotlier,  without 
involving  a  new  mode  of  construction,  or  developing  anything  sub- 
stantially new  in  the  resulting  pavement.  {Hotchkiss  v.  Oremtd^od^  11 
How.,  248;  Hiiskt  v.  KOseyy  18  Wall.,  670;  Smith  v.  Goodyear  Dental 
Vuleanite  Oo.y  93  U.  8.,  486 ;  Phillips  v.  Detroitj  111  U.  8.,  604.) 

The  filling  under  Lindsay's  patent  was  with  small  stones,  fine  gravel, 
or  grout,  while  Cowing  names  a  filling  of  earth,  gravel,  or  some  other 
similar  substance,  but  Nicholson  used  broken  stone,  gravel,  and  tar,  or 
other  light  material,  being  the  same  filling  for  the  same  purpose  and 
with  substantially  the  same  result,  while  the  material  of  the  Nicholson 
block  was  the  saqae  as  that  of  Cowing. 

It  is  argued  that  gravel  and  similar  substances  can  not  be  forced  into 
the  atone  -blocks  of  the  Chambers  and  Lindsay  patents,  and  that  in  ram- 
ming gravel  between  wooden  blocks  it  of  necessity  indents  the  blocks, 
and  the  filling  must  adhere  much  more  firmly  than  would  be  the  case 
if  they  were  stone.  There  is  nothing  said  about  this  by  Cowing  in  his 
specification,  but  he  is  entitled,  if  this  is  an  advantage  directly  following 
ftom  the  alleged  invention  as  described,  to  the  benefit  of  it,  whether  he 
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pei-ceiveil  it  or  not  {Stow  v.  Chicago^  104  U..  S.,  547,  550.)  The  same 
effect,  however,  would  be  obtained  in  ramming  filling  between  the  blocks 
of  any  wooden  pavement,  and  the  same  liability  of  the  filling  ^<  to  extend 
laterally  into  the  fiber  of  the  wood  and  seat  itself  therein  "  is  fonnd  in 
the  Nicholson  pavement. 

In  the  Chambers  patent  the  blocks  had  fonr  inclined  sides,  which 
would  make  the  filled  space  ran  lengthwise  as^well  as  crosswise.  In 
the  Cowing  patent  the  crevices  run  lengthwise  '^  across  the  direction  of 
the  street  or  road." 

As  Gowing's  combination  simi)ly  embraces  blocks  of  the  same  shape 
and  material,  and  similar  filling,  applied  in  substantially  the  same  way 
and  producing  substantially  the  same  results  as  in  the  prior  patents  re- 
ferred to,  it  can  not  be  regarded  as  possessing  patentable  novelty. 

The  first  claim  of  Patent  No.  94,062  covers,  as  an  article  of  manu- 
facture— 

wedge-shaped  blocks  hftviug  the  grain  ranning  parallel  to  one  and  oblique  to  the 
other  of  their  beveled  sides,  and  prodaced  sabstantiaUy  in  the  manner  referred  to. 

The  second  is— 

a  wooden  street-payement  oonstmcted,  substantially  as  hereinbefore  descniied,  of 
wedge-shaped  blocks  with  the  grain  rnnning  and  prodnoed  in  the  manner  and  for  the 
purposes  set  forth. 

The  original  application  of  Ballard  was  filed  June  15,  1869,  and  re- 
jected by  Examiner  Spear  upon  the  ground  that  the  claim'  was  essen- 
tially the  same  as  that  in  No.  94,063,  which  was  for  a  mode  of  cutting 
blocks.    It  was  then  amended  and  again  rejected,  the  Examiner  saying : 

It  is  admitted  that  there  is  no  difference  between  the  blooks  of  applicnut  ami  those 
of  Miller  and  Mason  in  configuration,  nor  is  any  difference  claimed  of  fn uctioue. 
These  blocks  and  those  of  the  patent  referred  to,  ouce  laid,  would  bo  ludistiu^sniBhable, 
serring,  under  the  same  conditions,  precisely  the  same  purposes  aud  wearing  equally 
as  long.  The  difference  lies  in  the  mode  of  cutting,  by  which  not  a  different  block  is 
produced,  but  the  same  block  is  cut  with  a  minimum  o£  waste  of  material. 

From  this  decision  an  appeal  was  taken  to  the  Examiners-inChief, 
who  affirmed  the  ruling,  holding  that — 

the  trouble  with  the  present  application  appears  to  be  that  the  specification  and  claim 
merely  set  forth  aud  embrace  a  paving-block  and  the  use  thereof,  having  a  certaia 
form  and  being  so  cut  that  the  grain  will  run  in  certain  angles  with  the  sides,  or  par- 
allel thereto,  and  without  any  reference  to  the  mode  and  manner  of  mnnnfactnring. 
Blooks  having  all  the  peculiarities  set  forth  may  be  manufactured  without  resorting 
to  the  method  by  which  it  seems  the  ones  described  in  the  application  were  made; 
and  it  does  not  follow,  therefore,  that  the  block  described  and  claimed  is  the  new 
article  of  manufacture  produced  by  the  new  invention,  nor  is  it  at  all  material  whether 
the  grain  runs  asset  forth  or  the  blocks  have  the  precise  form  describeil.  Therefore 
these  peculiarities  are  not  the  patentable  features  of  the  invention ;  they  merely  resnli 
from  the  invention. 

The  application  was  then  renewed  by  Ballard  and  Waddell  with  the 
result  before  us,  but  it  is  plain  that  the  patent  was  granted  fm  novelty 
in  the  method  of  making  the  block  and  not  in  the  block  itseU;  nor  in  a 
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wooden  stxeet-pavemeDt  so  coDstraoted.  It  is  not  denied  that  the  Bal- 
lard block  is  identicaMn  shape  with  those  set  forth  in  ^he  Cowing^ 
Ohambers,  Lindsay,  and  Miller  and  Mason  patents,  bnt  it  is  claimed 
that  a  difference  exists  between  it  and  that  of  Miller  and  Mason  in  the 
arrangement  of  the  grain,  namely,  running  parallel  with  one  and  obliqne 
to  the  other  of  its  beveled  sides. 

We  can  discover  nothing  materially  different  in  the  practical  result 
of  having  the  grain  rnn  in  this  way,  and  no  material  difference  is  dis- 
closed by  the  evidence. 

The  specification  asserts  that  the  gravel  in  the  filling  is  not  so  liable 
to  jam  and  leave  the  lower  portion  of  the  space  loosely  or  entirely  un- 
filled, where  the  blocks  have  one  perfectly  smooth  side,  and  that  ^^only 
one  comer  of  the  base  is  at  all  likely  to  become  broken  off  by  transpor- 
tation and  rough  handling,  whereas  in  the  ordinary  block  both  corners 
are  liable  to  such  accidents;"  but,  as  appears  from  the  evidence,  <4f  the 
blocks  are  cut  with  the  grain  in  the  manner  described  in  said  patent, 
although  one  side  is  not  so  likely  to  break  off  as  the  other,  yet  the  side 
that  has  the  grain  oblique  to  it  is  twice  as  likely  to  be  broken  off  as  the 
blocks  made  in  the  ordinary  way,  that  is«  with  the  grain  vertical,"  and 
^<  the  effect  of  the  smooth  side  of  one  block,  if  there  were  such  an  alleged 
atlvantage  in  said  side,  would  be  fully  recompense<l  by  the  additional 
roughness  of  the  other  side; "  and  it  would  seem  that  the  durability  of 
the  block  is  less  where  the  grain  is  inclined  than  where  it  is  vertical. 
It  is  fully  shown  in  an  elaborate  report  upon  wood  paving,  quoted  from 
in  the  evidence,  and  which,  it  is  testified,  agrees  with  general  experience? 
that  vertical-fiber  blocks  have  far  greater  power  of  resistance  than 
blocks  with  fibers  horizontal,  and  with  fibers  at  vacious  degrees  of  incli- 
nation. 

The  manner  of  laying  the  blocks  is  substantially  the  same  as  in  prior 
pavements. 

The  process  of  making  the  block  is  given  in  Patent  No.  94,063,  che 
claim  of  which 


The  hereiD-deacribed  method  of  cutting  blocks  for  wooden  pavement,  00  as  to  form 
by  two  cvtSy  or  one  cat  and  one  splitting,  two  finished  blocks  with  top  and  bottom 
level,  or  in  parallel  planes,  and  the  sides  beveled,  one  side  being  inclined  with  the 
fiber,  and  without  waste  of  material,  substantially  as  set  forth. 

From  what  we  have  said  it  will  be  perceived  that  this  claim  and  the 
first  claim  of  Patent  No.  94,062  must  be  considered  together.  The  man  ner 
of  producing  these  blocks  is  described  as  cutting  them  from  lumber  by 
means  of  guides  so  as  to  cut  the  blocks  of  certain  bevels,  by  which  a 
block  is  produced  having  two  of  its  sides  inclined  and  with  the  grain 
running  parallel  to  one  and  oblique  to  the  other  of  the  beveled  sides  f 
bnt  the  essential  features  of  the  apparatus  described  in  this  patent 
appear  in  many  of  the  defendant's  exhibits.  Instead  of  having  a  table 
parallel  with  the  shaft  of  the  saw  or  at  right  angles  with  the  saw  itself, 
the  patent  in  question  uses  a  rest  or  guide  in  presenting  the  material  to 
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the  saws,  but  the  use  of  snch  guides  is  shown  in  Holtzapffel's  '^  Taming 
and  Mechanical  Manipalation,"  and  Grosby's  patent  and*  others. 

The  prior  existence  of  the  method  of  catting  blocks  without  waste  by 
seirering  a  large  block  by  a  cross  cat  'from  a  long  stick  and  then  divid' 
ing  that  block  into  two  similar  blocks  by.  a  splitting  cut  is  satisfactorily 
established,  as  also  the  same  result  reached  in  the  same  way  in  the  treat- 
ment of  stone.  In  the  case  of  the  Balkurd  block,  the  splitting  cut  is 
made  in  a  direction  parallel  with  the  grain ;  but  that  is  because  the 
object  of  having  the  grain  run  in  a  particular  way»controls  the  action 
of  the  mechanic,  who  makes  the  cut  as  he  desires  the  fiber  to  run. 

Complainant's  expert  admits  that  the  patentee  in  the  McBird  patent, 
by  the  first  cut  he  makes,  produces  a  block  of  rhomboidal  form,  and,  by 
a  second  oblique  cut,  divides  his  block  into  two  equal  wedge-shaped 
blocks,  produced  without  waste  of  material ;  and  the  diffatenoe  he  points 
out  between  that  and  the  Ballard  and  Waddell  patent  is,  so  fbr  as  the 
cutting  operation  is  concerned,  that  in  the  former  the  cut  which  divides 
the  rhomboid  into  two  wedge-shaped  blocks  is  made  across  the  grain, 
while  in  the  latter  it  is  made  in  the  general  direction  of  the  grain. 

To  cut  the  block  so  as~ta  get  the  grain  in  a  particular  way,  and  so  as 
to  avoid  waste,  requires  simple  mechanical  skill,  without  involving  in- 
vention. The  result  is  that  none  of  theie  claims  can  be  sustained,  and 
the  decree  of  the  court  below  is  affirmed. 


[SiLpieme  Ck^urt  of  tlM  United  Statea.] 

B£n£  bt  al.  v.  Jbantet. 

Decided  March  5, 1889. 
47  O.  O.,  403. 

1.  BAnA— PBOCE88  OF  REFINING  AND  BLEACHING  HaIR. 

RaisBcied  Letters  Patent  No.  8,637,  granted  March  25,  1879,  to  John  B^n€,  for 
an  improvement  in  the  process  of  refining  and  bleaching  hair.  Held, ,  except 
as  to  the  second  claim,  not  fnU  and  clear  enough  to  give  oneskiUed  in  chemistry 
snch  an  idea  of  the  particular  kinds  and' character  of  the  chemicals  or  combina- 
tion of  chemicals,  with  the  relative  proportions  of  each,  aswoald  enable  him  to 
nse  the  invention  without  having  to  resort  to  experiments  of  his  own  to  disoover 
the  ingredients. 

2.  Construction  and  Limitation  of  Patent. 

The  patent  limited  to  the  second  claim  is  to  be  construed  as  one  for  a  prooeoB 
of  refining  hair  by  treating  it  in  a  bath  composed  of  a  solution  of  chlorine  salt 
dissolved  in  an  excess  of  muriatic  acid,  and  the  claims  are  to  be  limited  aeeord- 
ingly. 

3.  Infringement. 

Thuh  limited  and  construed  the  patent  is  not  infringed,  and  the  aUegatloii  thmt 
the  product  can  not  be  produced,,  except  by  treating  the  hair  in  a  bath  oompoaed 
of  chlorine  salt  dissolved  in  an  excess  of  muriatic  acid,  or  a  solution  of  tbair 
(chemical)  equivalents,  is  not  estoblished. 
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Appeal  fix>m  the  Oircait  Ooart  of  the  Fnited  States  for  the  Southern 
district  of  New  York. 

Mr.  Samuel  Oearge  Smith  for  the  appellants. 
Mr.  William  P.  S.  Mdvin  for  the  appellee. 

Mr.  Justice  Lahab  delivered  the  opinion  of  the  court. 

This  19  a  suit  in  eguity,  brought  in  the  Oireuit  Court  of  ,the  United 
States  for  the  Southern  District-of  New  York,  by  John  B4n4  and  Adolph 
Grilnberg  against  Emile  Jeantet,  praying  an  injunction,  accouutiug. 
and  damages  for  an  alleged  infringement  of  \Beissued  Letters  Patent 
No.  8,637,  granted  to  B^n6  March  35,  1879,  on.  an  application. filed 
March  4, 1879,  for  an  iniprorement  in  the  process  of  refining  and  bleach- 
ing hair.' 

Gounsel  for  complainants  stated  in  the  record  that  no  claim  is  made 
4n  this  suit  for  the  bleaching  of  hair  except  so  far  as  the  bleaching  may 
result  incidentally  from  the  process  of  refining ;  and  the  only  issue 
presented  by  the  pleadings,  therefore,  relates  to  the  question  of  in- 
fringement so  far  as  the  process  of  refining  hair  is  concerned,  there 
being  no  issue  raised  as  to  the  validity  of  the  patent  in  any  respect. 

The  nature  and  object  of  the  invention  are  set  forth  in  the  specifica- 
tion as  follows : 

This  iBve&timi  relatsu  to  the  treatment  of  all  kinds  of  ooaxM  haic,  whleh  in  its 
natural  state,  has  little  commeTcial  valae,  and  is  enticelj  nnfit  for  toilet  uses  and 
purposes. 

The  said  treatment  serves,  mainly,  to  refine  the  hair  or  rednoe  the  diameter  of  the 
hairs,  and  to  render  them  more  pliahle  and  glossy ;  hat  it  also  serves  to  partially 
bleach  the  hair  or  lighten  its  color  or  tint,  and  fit  it  to  pass  through  any  of  the  ordi- 
nary dyeing  processes,  whereby  it  may  be  given  any  shade  or  color  desired  or  possi- 
ble. 

In  carrying  out  my  invention,  for  the  purpose  of  producing  from  the  coarse,  harsh 
hair  above  mentioned,  a  soft,  pliable  hair  of  fine  texture,  I  treat  the  said  coarse  hair 
to  a  bath  composed  of  such  chemicals  or  chemical  substances  as. will  dissolve  away  a 
portion  of  the  surfisoe  of  each  hair,  and  thus  reduce  its  diameter. 

I  find  that  a  solution  of  a  chlorine  salt  dissolved  in  an  excess  of  muriatic  acid  serves 
my  purpose  asA  bath  for  this  refining  treatment.    *    *    * 

I  cflaim  as  mjr  invention^ 

1.  The  method  of  refining  all  grades  of  coarse  hair,  which  consists  in  subjecting  it 
to  the  action  of  chemicals,  whereby  the  surface  of  each  hair  is  corroded  or  dissolved 
away  and  its  diameter  reduced,  substantially  as  set  forth. 

fL  The  method  of  refining  coarse  hair,  which  consists  in  subjecting  it  to  the  action 
iti  a  bath  composed  of  muriatio  acid,  in  which  is  dissolved  a  chlorine  salt  substantially 
as  set  forth. 

3.  The  method  of  refining  and  bleaching  all  kinds  and  grades  of  coarse  hair,  which 
eonsists,  first,  in  bathing  and  manipulating  the  same  In  a  chemical  bath  composed  of 
acid  and  a  oUorine  salt,  and  then  in  a  bleaching-bath  composed  of  acids  and  bichro- 
mate of  potash,  substantially  as  and  for  the  purpose  set  fbrth. 

4.  The  method  of  refining  and  bleaching  all  kinds  and  grades  of  coarse  hair,  which 
consists,  first,  io  bathing  aod  manipulating  the  same  in  a  bath  composed  of  acid  and 
a  chlorine  salt,  which  refines  the  hair ;  second,  subjecting  the  refined  bair  to  a  bath 
eomposed  of  acids  and  bichromate  of  potash;  and,  third,  subjecting  the  hair  thus  re- 
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fined  and  bleached  to  the  proper  shade  to  a  fizing-bath  compoeed  of  warm  water, 
■olntion  of  muriate  of  tin,  bisulphite  of  soda,  and  muriatic  aciJ,  which  sets  the  color, 
Bubstanially  as  set  forth. 

5.  The  method  of  refining  and  treating  the  hair,  which  consists  iu  first  passing  it 
through  a  refining-bath  composed  of  an  acid  and  a  chlorine  salt ;  then,  if  deidred  or 
necessary,  through  bleaching  and  fixing  baths,  as  above  described,  and  finally  treating 
the  hair  so  refined  to  a  bath  composed  of  water  and  ammonia,  to  remove  all  of  its 
impurities,  substantially  as  specified. 

6.  As  a  new  article  of  commerce  and  manufacture,  hair  of  fine  texture  prodnoed 
from  any  grade  of  coarse  hair,  either  animal  or  human,  by  the  method  of  refining, 
substantially  as  herein  described. 

Tbe  ooart  below  held  that  were  it  not  for  the  latter  part  of  this  descrip- 
tion the  specifloation  woald  tail  to  comply  with  the  statate,  and  woald  be 
void  for  nncertaintj.  It  therefore  limited  the  patentee  to  his  second 
claim,  and  accordingly  raled  that  under  this  specification — 

the  patent  is  to  be  construed  as  one  for  a  process  of  refining  hair  by  treating  it  in  a 
bath  composed  of  a  solution  of  chlorine  salt  dissolved  in  an  excess  of  muriatic  acid, 
and  the  claims  are  to  be  limited  accordingly. 

The  coart  farther  fonnd  from  the  evidence  prodnoed  in  the  case  that 
the  alleged  infringement,  the  sole  issne  presented  by  the  pleadings,  had 
not  been  proven,  and,  therefore,  dismissed  the  bill  without  pr^ndice  to 
the  right  of  the  complainants  to  bring  an  action  at  law  if  they  were  so 
advised.    An  appeal  from  this  decree  brings  the  case  here. 

Under  section  4888  Bev.  Stats,  the  specification  most  describe  the  in- 
vention and  the  manner  and  process  of— 

making,  constructing,  compounding,  and  using  it  in  such  fbll,  clear,  concise,  and 
exact  terms  as  to  enable  any  person  skilled  in  the  art  or  scisnce  to  which  it  apper- 
tains   *    *    *    to  make,  construct,  compound,  and  use  the  same. 

Tested  by  this  requirement,  the  patent  in  suit  cannot  receive  the 
broad  construction  for  which  complainants  contend.  Except  as  applica- 
ble to  the  second  claim,  the  specification  is  not  full  and  clear  enough 
to  give  one  skilled  in  chemistry  such  an  idea  of  the  particular  kinds 
and  character  of  the  chemicals  or  combination  of  chemicals,  with  the 
relative  proportions  of  each,  as  would  enable  him  to  use  the  invention 
without  having  to  resort  to  experiments  of  his  own  to  discover  those 
ingredients.  The  broad  construction  claimed  for  this  patent  as  a  pioneer 
and  foundation  Invention  iu  the  art  of  refining  hair  cannot  extend  the 
rights  of  the  paten  tee  beyond  the  compositions  of  matter  and  processes 
which,  as  stated  in  the  patent,  embody  his  real  invention.  It  is  true, 
as  appears  upon  the  pleadings,  that  the  appellant  B6n6  was  the  first 
discoverer  of  a  process  of  refining  hair,  and  his  patent,  therefore,  is 
entitled,  within  the  limits  just  indicated,  to  a  liberal  construction.  If, 
therefore,  it  was  proved  that  the  hair  dealt  in  by  the  defendant,  was 
refined  by  substantially  the  same  chemical  action  as  that  set  forth  in 
the  second  claim,  the  &ct  of  infringment  was  established,  and  the  com- 
plainants were  entitled  to  the  decree  prayed  for.  ,,,^,^,1  hvGoOQl 

CTpon  the  trial  no  direct  testimony  was  offered  by  plaintiffs  to  show 
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that  tue  articles  dealt  in  by  the  defendant  were  treated  or  refined  by 
the  patented  process.  The  only  fact  upon  which  the  plaiutifEs  relied 
was  the  correspondence  of  the  articles  proved  to  have  been  sold  by 
defendant,  in  respect  of  smoothness,  Inster,  and  pliability,  with  the  hair 
produced  according  to  the  patented  process ;  which  correspondence,  it 
was  contended,  showed  that  both  products  resalted  from  the  same  method 
or  equivalent  method  of  preparation;  audit  was  further  insisted  that  the 
court  was  bound  from  that  fact  to  conclude  that  refined  hair,  like  that  in 
question,  could  not  be  produced  except  by  treating  it  in  a  bath  com  posed 
of  a  solution  of  chlorine  salt  dissolved  in  an  excess  of  muriatic  acid,  or  a 
solution  of  their  (chemical)  equivalents.  To  support  this  contention 
the  plaintifb  introduced  an  expert,  Nathaniel  S.  Keith,  who  states  tbat^ 
while  he  had  never  attended  an}*  lectures  on  the  subject  of  chemistry, 
he  had  pursued  his  studies  in  the  chemical  laboratory  of  his  father,  a 
practicing  physician  and  a  manufacturing  chemist.  He  had  given  hair 
special  consideration  during  three  or  four  years  past,  and  had  made 
experiments  upon  the  process  of  refining  and  bleaching  hair  with  refer- 
ence to  this  suit  and  another  legal  controversy.  In  his  testimony  he 
asserts,  substantially,  that  the  defendant's  article  cannot  be  produced, 
except  by  a  treatment  in  a  solution  of  chlorine  salt  and  muriatic  acid, 
or  their  (chemical)  equivalents.    In  response  to  the  question — 

What  other  sabetanoe  is  there,  if  any  exoept  chlorine  and  its  compounds,  which  will 
corrode  or  dissolve  away  the  sarflftoe  of  the  hair  so  as  to  rednoe  the  size  or  diameter 
without  essentially  destroying  the  haii^ 

He  answers — 

I  have  no  knowledge  of  any  other. 

Again — 

My  opinion  is,  that  any  method  nnder  which,  by  the  action  of  chemicals,  the  8ur- 
ikce  of  hair  is  dissolved  or  corroded  away  so  as  to  reduce  its  diameter,  comes  i\ithln 
the  province,  or  falls  within  one  or  more  of  the  claims,  of  the  said  patent. 

To  repel  this  contention  the  defendant  called  as  an  expert  witness 
one  Charles  Marchand,  who  stated  that  he  had  been  engaged  in  chemi- 
cal studies  for  twenty-four  years,  having  graduated  at  a  school  of  arts 
and  manufactures  in  Paris  in  1871,  from  which  time  his  business  bad 
been  that  of  a  manufacturing  chemist,  to  which,  after  he  came  to  this 
country  in  1878,  he  added  the  occupation  of  analytical  chemist.  He 
testifies  that  in  his  studies  and  business  he  has  had  much  to  do  with 
bleaching  and  refining  human  hair,  and  other  hair ;  has  known  for  many 
years  oxidizing  agencies  for  \>leaGhing  or  refining  hair ;  first  saw  hair 
reduced  in  diameter  by  the  use  of  chemicals  twelve  years  ago  in  Parla 
by  a  chemist;  and  that  he  had  made  a  number  of  experiments  in  the 
treatment  of  hair  by  subjecting  it  to  a  refining  process  entirely  differ- 
ent from  that  described  in  the  patent ;  and  in  corroboration  of  his  testi- 
mony he  produced  several  samples  of  refined  hair,  which  he  stated  he 
had  refined  by  the  use  of  different  chemicals  from  those  mentioned  in 
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the  patent  The  first  was  treated  by  a  ohlorine  gas  solntioD  in  pare 
water,  and  then  by  a  so]ation  of  peroxide  of  hydrogen.  The,  second 
was  a  solntion  of  permanganate  of  potash  in  water  with  solphorio  add 
and  maratio  acid  in  proper  proportions.  The  third  was  a  solation  of 
snlphnroos  acid  in  water,  and  also  a  solation  of  permanganate  of  pot- 
ash. The  foarth  was  treated  by  one  of  the  same  methods.  Another 
specimen  was  treated  by  a  concentration  of  peroxide  of  hydrogen. 

To  break  the  force  of  this  testimony,  Keith  was  recalled,  and,  apon 
many  points,  contradicted  Marchand's  statements.  He  testified  that 
he  had  made  experiments  according  to  the  methods  described  by  March* 
and,  and  foand  them  failnres,  and  the  hair  sutigected  to  them  worth- 
less and  unrefined.  The  testimony  of  these  two  witnesses 'is  conflict- 
ing. But  the  testimony  of  Marchand  relates  to  facts  declared  to  be 
within  his  knowledge  and  experience;  while,  that  of  Keith  is  largely 
the  assertion  of  a  theory  and  a  presentation  of  arguments  to  show  that 
the  facts  testified  to  by  Marchand  cannot  exist.  The  experiments 
which  Keith  said  he  had  made  according  to  Marchand's  formala,  and 
which  failed  to  produce  refined  hair,  were,  as^be  admitted,  his  first 
experiments  for  that  purpose;  while  those  made  by  Maixshand  were  the 
results  of  twelve  years  of  practice,  and  attested  themselves  by  the 
specimens  produced. 

We  think  the  complainants  did  not  make  out  a  case  of  inMngement. 
There  is  not  a  preponderance  of  evidence  in  their  &vor.  The  decree 
of  the  circuit  court'is  therefore  afBrmefl. 


[United  StatM  Ciranit  Coart-Nvrtharn  Distriet  of  New  TotIc] 

Saboent  et  ajl.  v.  Jenkins  <t  al. 

XMeidMlJfardkSl,  1889. 
47  O.  Om  404. 

iNJUKCnOK. 

Motion  for  i^Jiuiotioii  to  ei^oin  defendants  from  manafaotnring  waah-bocrds 
which  infringe  the  patent  to  Gorham,  No.  823,388,  dated  January  8, 1880;  giantad. 
(Sargent  «<  al,  o.  Bargees,  46  O.  G.,  603,  ante  339,  refiamd  to.) 

Wallace,  J. : 

The  wash-boards  which  the  defendants,  are  mauuftu^turing  embody 
the  invention  specified  in  the  first  and  second  claims  of  the  patent  to 
Gorham,  and  the  motion  for  a  preliminary  injunction  should  be  granted 
unless  there  is  a  serious  question  of  the  novelty  of  the  subject-matter 
of  those  claims. 

The  essential  feature  of  the  wash-ooard  of  those  claims  is  a  protector, 
(to  shield  the  operator  from  getting  wet,)  whiph  yields  to  pressure  and 
returns  to  its  normal  position  automatically  when  the  pressure  i$  re- 
moved. In  the  second  claim  the  spring  is  the  device  which  gives  the 
elastic  or  resilient  qaality  to  the  protector ;  but  the  patentee  states  that 
he  is  not  to  be  confined  to  anv  soedfic  form  of  devioeu  and  oonaeanentlT 
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fhe  first  claim  should  be  ioterpieted  broidly  to  inclade  any  wash-board 
having  a  protector,  whether  with  or  withoiit  a  spring,  which  is  so  con- 
stmcted  as  to  bend  or  yield  to  pressure  and  return  when  the  prcissare 
is  removed. 

If  the  patent  to  Prike  describes  «•  vash-board  having  a  protector  that 
possesses  this  fiinction  and  yields  to  pressure  and  retoms  automatically 
on  its  pivot  by  gravity,  the  first  claim  is  anticipated,  and,  as  the  sub* 
stitution  of  the  spring  for  the  weight  would  not  involve  invention,  the 
second  claim  would  also  be  invalid.  The  protector  of  the  Frike  patent, 
however,  is  not  <tf  that  character.  There  is  no  suggestion  in  the  speci- 
fication that  it  is  to  return  to  its  position  by  gravity,  or  by  any  instru- 
mentality except  by  the  hand  of  the  operator.  It  is  designed  exclus- 
ively for  a  wash-board  having  a  double  face,  and  is  constructed  so  as 
to  a£ford  a  broad  surface  to  support  the  Operator  (and  protect  him  from 
getting  wet)  until  he  desires  to  use  the  other  side  of  the  wash-board, 
when  by  tilting  it  over  Jie  can  transfer  it  for  use  upon'  that  side.  It 
belongs  to  the  second  class  of  protectors  referred  to  in  Oorham's  pat- 
ent as  not  embodying  his  invention. 

The  Frike  patent  was  before  the  Supreme  Court  in  the  suit  upon  the 
complainants'  patent  against  Burgess,  aiid  is  referred  to  in  the  opinion. 
In  the  opinion  the  Court  say  that  but  for  the  yielding  or  resilient  ftinc- 
tion  of  Oorham's  protector  it  would  be  questionable  whether  his  patent 
would  be  valid. 

It  is  fairly  to  be  assumed  that  the  Supreme  Court  did  not  consider 
the  Frike  patent  an  anticipation  of  either  of  the  claims  of  the  Oorham 
patent,  and  that  the  Court  were  of  the  opinion  that  the  patent  to  Gor- 
ham  was  a  valid  one. 

The  motion  for  an  injunction  is  granted. 


[Sninreme  Conrt  <it  the  United  Sutee.] 

CoLLms  Compact  v.  Cobs  et  al. 

XkMed  March  5,  1689. 
47  O.  G.,  523. 

JOBDAN  AND  SlOTR— WRBNCHBS. 

BeissQfld  Letten  Patent  No.  5,294,  to  Laoins  Jordftn  and  Leander  E.  Smith 
Febraary  35, 1873,  for  an  improTement  in  wrenches,  HM  to  be  anticipated  by 
the  patent  to  Lorlng  Goes  April  16,  1841,  and  by  the  wrenches  known  as  the 
*'  Hewitt  '*  wrenches,  maunfaotored  in  1851-4,  and  to  be  void  for  want  of  patent- 
able norelty. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  MDewsachusetts. 

Mr.  W. E.  Simonds  for  the  appellant.  pig^zed by GooqIc 

Mr.  George  £•  RoherU  for  the  appeltees. 
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STATEliENT  OP   THE  CASE. 

The  GoUins  Oompauy  of  CoDnecticat,  a  corporation  located  at  Collins- 
Tille,  in  the  connty  of  Hartford  and  StateW  Gonnectioat,  broaght  this 
suit  in  equity  in  the  Circuit  Court  of  the  United  States  tor  the  District 
of  Massachusetts,  against  Loring  Goes  and  Melvin  O.  Whittier,  part- 
ners in  business  at  Worcester,  in  Worcester  County,  Massachusetts,  in 
the  name  and  style  of  Loring  Goes  &  Company,  for  the  alleged  infringe- 
ment of  Eteissued  Letters  Patent  No.  5,294,  dated  February  25, 1873, 
for  an  improvement  in  wrenches,  issued  to  the  Collins  Company  as 
assignee  of  Lucius  Jordan  and  Leai\der  E.  Smith,  said  Reissued  Letters 
Patent  being  based  upon  original  Letters  Patent  dated  October  10, 
18(35,  No.  50,364.    There  had  also  been  a  reissue  February  22, 1870. 

The  specification  and  accompanyii.g  drawings  of  the  Beissue  No. 
5,294  are  as  follows : 

The  object  of  this  inveucion  is  the  preyeiition  of  end  thrast  or  back  pressare  ob 
the  wooden  handle  of  wrenches,  which  has  heretofore  arailed  to  quickly  destroy 
such  wooden  handles,  and,  in  destroying  the  handles,  has  left  the  working  parts  of 
the  wrench  which  depended  npon  the  handles  for  support  without  such  support,  so  mm 
to  injure  and  effectually  impair  their  working  qualities  and  efficiency ;  and  is  ao- 
complished  by  so  conneotlug  the  step  which  forms  a  bearing  for  the  lower  end  of  the 
screw-rod  with  the  bar  which  forms  the  main  part  of  the  wrench  that  the  backpreo- 
sure  pat  upon  the  step  by  the  scrow-rod  will  be  directly  transmitted  to  the  wrench- 
bar  at  the  place  of  connection  therewith,  and  will  not  be  transmitted  to  and  mainly 
put  upon  the  wooden  handle. 

Figure  1  is  a  side  view  of  the  whole  wrench,  the  part  below  the  dotted  line  x  x  be- 
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ing  in  section.    Fig.  2  is  a  top  or  plan  view  of  the  step  which  forms  a  bearing  for  the 
lower  end  of  the  screw-rod. 

The  letter  A  indicates  the  wrench-bar,  flat-sided  down  to  tl^e  under  side  of  the  stop 
£,  and  from  thence  downward  cylindrical  or  of  other  oouTenient  shape,  so  as  to  take 
upon  it  the  wooden  handle  G.  B  is  the  movable  jaw.  The  letter  C  indicates  the 
screw-rod,  ana  D  the  rosette  by  which  it  is  turned.  The  letter  E  indicates  the  step, 
in  which  is  the  bearing  •  for  the  lower  end  of  the  screw-rod,  and  also  the  hole  m  to 
admit  the  bar  A,  and  fitting  up  against  the  shoulder  b.  On  the  bar  A,  just  below  the 
step  E,  is  cut  the  screw-thread  i,  on  which  screws  the  nut  F,  forming  a  projection* 
from  the  wrench-bar,  on  which  rests  the  step  E,  and  thus  transmits  the  back  prea- 
sure  put  upon  the  step  directly  to  the  wrench-bar  at  the  place  of  oonneotion  there- 
with, and  thus  relieves  the  wooden  handle  therefh>m,  the  connection  of  the  step 
with  the  bar  being  made  in  such  manner  that  the  step  may  be  removed  or  taken  off 
the  bar  without  any  cutting  or  abrasion  of  parts.  ^  j 

The  nut  not  only  supports  th^step,  but  can  be  made  to  rigrdl^^^QS  Utep  to 
the  bar  by  screwing  it  firmly  up  against  the  step  so  as  to  grip  it  between  itself  and 
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the  shoolder  d|  thiu  givipg  the  hat,  so  to  speak,  a  double  offloe,  viz.,  that  of  support^ 
ing  the  step,  and,  also,  that  of  fastening  it  rigidly  to  the  har.  The  nnt  is  interiorly 
recessed  at  d  for  the  porpose  of  forming  a  ferrule  for  the  top  of  the  wooden  .handle. 

Heretofore  thie  part  designed  to  perform  the  office  of  the  step  E  has  rested  directly 
OD  the  wooden  handle,  which  was  secured  upon  the  bar  by  a  light  nut  o,  at  the  lower 
extremity  of  the  bar,  which  is  the  present  method  of  fastening  ou  the  handle. 

It  is  known  that,  preyious  to  this  invention,  steps  have  been  forged  or  otherwise 
produced  solid  with  the  bar,  and  this  became  as  much  a  part  of  it  as  the  solid  head  at 
extremity  of  bar;  and  also  by  riviting  to  reach  similar  results;  bat  such  method,  by 
making  a  permanent  fastening,  renders  it  impossible,  or  a  work  of  great  difficulty,  to 
displace  tue  step  in  order  to  remove  the  sliding  jaw  for  repairs.  It  will  be  observed 
that,  while  Jordan  and  Smith's  method  of  fastening  is  as  firm  as  the  permanent  fasten- 
ings last  above  referred  to,  their  step  can  readily  be  removed  and  again  put  in  place 
at  pleasure. 

It  is  believed  that  Smith  and  Jordan  weie  the  first  to  secnreeasy  divisibility  of  stej» 
and  bar,  together  with  a  fixed  or  stationary  step  when  in  position,  and  at  the  same 
time  supporting  the  step,  when  in  poidtion,  inmiediately  by  the  bar,  and  not  meditately 
through  the  handle,  as  the  manner  had  been. 

As  a  matter  of  definition,  the  Jordan  and  Smith  method  of  fastening  and  support- 
ing the  step  when  in  position  is  denominated  **  removable  "  hereinafter  in  contradis- 
tinction from  a  connection  and  support  made  by  forging  or  otherwise  producing  the  step 
in  one  solid  piece  wi^h  the  bar,  and,  therefore,  a  part  of  it;  or  by  riveting  it  thereto, 
or  the  like. 

CLAIMS. 

1.  The  step,  combined  with  the  wrench-bar  and  supported  by  the  nnt  F,  or  its  equiv- 
alent, at  the  place  where  thestep  is  connected  with  the  bar,  in  such  manner  that  the 
step  can  be  removed  from  the  bar  without  cutting  or  abrasion  of  parts. 

2.  The  nut  F,  combined  with  the  wrenph-bar,  and  interiorly  recessed '  at  d,  for  the 
purpose  set  forth. 

3.  The  nut  F,  combined  with  the  threaded  bar,  and  performing  the  office  of  support- 
ing the  step,  and  also  of  rigidly  fastening  it  to  the  bar,  for  the  purpose  set  forth. 

April  16, 1841,  a  patent  issaed  to  Loriiig  Goes  for  what  has  sinoe  always 
been  known  as  the  Goes  wrench,  and  this  was  reissued  June  26, 1849. 
The  specification' and  drawings  of  the  reissae  are  as  follows : 

Figure  1  is  an  elevation  of  my  improved  wrench,  and  Fig.  2  an  elevation  of  a 
wrench  previously  known  but  not  of  my  invention. 


Fig.2, 
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In  my  improved  wrench  the  inner  Jaw  slides  on  the  bar  of  the  permanent  Jaw  and 
handle,  and  is  moved  by  a  screw  at  the  side  of  the  bar,  operated  by  a  head  or  rosette, 
which  always  remains  in  the  same  position  relatively  to  the  handle,  whereby  the 
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moTatble  jaw  can  be  84Jn8Md  with  the  thamb  of  the  hand,  whtoh  gfaapa  and  holds 
the  handle.  The  principle  or  character  of  my  InTcntion,  and  that  which  diatingnifthes 
it  frotn  all  other  things  before  known,  consists  in  moring  the  a4)nBtable  Jaw  by  means 
of  a  screw  placed  at  the  side  of  and  parallel  with  the  bar  of  the  permanent  Jaw  and 
handle,  when  the  required  rotation  for  sliding  the  Jaw  is  giTcn  by  a  rosette  or  head, 
or  the  eqnlTalent  thereof,  which  retains  the  same  poHicion  relatiTcly  to  the  handle ; 
and  my  inVention  also  consists  in  retaining  the  required  position  of  the  rosette,  or 
its  equivalent,  by  which  the  required  motion  is  given  to  the  sliding  Jaw,  by -having  its 
periphery  to  work  in  a  notch  or  recess  in  the  bar  of  the  permanent  Jaw  and  handle, 
or  vice  versa. 

In  the  accompanying  drawings,  A  represents  a  quadrangular  bar  of  metal  with  a 
permanent  of  hammer  Jaw,  C,  at  one  end,  the  other  end  being  reduced  in  sise  to  pass 
through  a  handle,  L,  secured  to  it  by  a  nut,  M.  Between  the  ferrule  of  the  handle 
and  the  shoulder  of  the  bar  an  iron  plate,  I,  is  griped  by  the  securing  of  the  handle  onto 
the  bar,  and  this  plate  extends  out  sufficiently  beyond  the  bar  to  receive  the  journal 
K  (see  dotted  lines)  of  a  screw,  F,  'which  is  place<l  parallel  with  and  by  the  side  of  the 
bar.  This  screw  is  tapped  into  a  tubular  piece,  D,  that  projects  ftom  the  back  face 
of  the  adjustable  jaw  B,  which  is  fitted  to  slide  on  the  bar  ^m  or  toward  the  perma- 
nent Jaw  C,  the  rear  end  of  the  tubular  projection  D  being  provided  with  and  sus- 
tained by  a  bridle,  £,  which  embraces  and  slides  on  the  bar.  At  the  rear  end  the 
•crew  is  provided  with  a  head  or  Irosette,  G,  the  periphery  of  which  turns  in  a  notch 
or  recess,  H,  made  in  the  edge  of  the  bar,  as  shown  by  dotted  lines,  by  which  the 
positioh  of  the  said  rosette  is  retained  relatiTely  to  the  handle.  The  hand,  represented 
by  dotted  lines,  indldfttes  the  manner  iu  which  my  improTcd  wrench  is  operated. 
The  handle  is  grasped  by  the  fingers,  and  the  rosette  is  operated  by  the  thumb  of 
the  same  hand,  so  that,  without  any  change  in  the  position  of  the  hand,  the  moTable 
Jaw  can, be  moved  toward  or  ftx>m  the  permanent  jaw,  to  set  the  wrench  to  any  size 
required,  with  one  hand. 

By  means  of  my  improvement  the  bar  can  be  made  of  any  desired  form  best  adapted 
to  the  sliding  jaw  and  to  strength.  The  rosette  o^  its  equivalent  employed  for  oper- 
ating the  Jaw  is  always  retained  in  the  same  position  relatively  to  the  hand  that 
gripes  the  handle.    At  the  same  time  the  use  of  two  bearings  for  the  screw  is  avoided. 

The  advantages  of  my  improTcd  wrench  over  other  methods  of  construction  wiU  be 
seen  by  comparison  with  the  wrench  represented  by  Fig.  it  of  the  accompanying 
drawings. 

What  I  claim  as  my  invention,  and  desire  to  secure  by  Letters  Patent,  Is— 

Moving  the  sliding  Jaw  by  a  screw,  combined  with  and  placed  by  the  side  of  and 
parallel  with  the  bar  of  the  permanent  Jaw  and  handle,  substantially  as  described, 
when  the  reqi^ired  rotation  for  sliding  the  Jaw  is  given  by  the  head  or  rosette^  or  its 
equivalent,  which  retains  the  same  position  relatiTely  to  the  handle  during  the  oper- 
ation, substantially  as  described. 

And  I  also  claim  moving  the  sliding  Jaw  by  a  screw,  combined  with  and  placed  by 
the  side  of  and  parallel  vrith  the  bar  of  the  pennanent  Jaw  and  handle,  substantially 
*as  described,  in  combination  with  the  rosette  or  its  equivalent,  retained  In  its  posi- 
tion relatively  to  the  hand  in  the  manner  described. 

It  appears  from  the  evidence  that  doringthe  years  1861  to  1H64,  E.  F. 
Dixie  was  manafactaring,  to  the  extent  of  from  two  hundred  to  four 
hundred  wrenches  per  week  of  varioos  sizes,  a  wrench  known  as  the 
Hewitt  wrench,  which  wrench  contained  a  recessed  nnt  screwed  upon 
the  wrench-tmr  jnst  above  the  wooden  handle,  for  the  porpose  of 
relieving  the  handle  from  back  pressure  put  upon  the  step,  and  of 
serving  as  a  feirule  fbr  the  upper  end  of  the  wooden  handle.  It  had 
an  adjusting  screw-sleeve  instead  of  the  adjusting  screw-rod  of  the 
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The  following  diagrams  give  the  varioiis  ^^rencbes  referred  to  on  the 
argnment: 


On  the  9tb  of  Angosti  1880,  the  CoUIds  Uompany  filed  a  dificlaimer 
in  the  Patent  Office,  stating — 

FortheTt  that  a»1d  Tlie  CoUink  CompaDy  baa  reMon  to  believe  tliat  thioagh  inad- 
Tertence  and  miitake  the  seoond  clause  of  claim  made  in  aaid  last-mentioned  Beiianed 
Letters  Patent,  in  the  following  words,  to  wit:  "9.  The  nnt  F,  combined  with  the 
wrenoh-bar,  and  interiorly  recessed  at  dj  for  the  purpose  set  forth,''  is  too  broad,  in- 
elading  that  of  which  said  Jordan  and  Smith  were  not  the  first  inventors.  Said  The 
Collina  Company  therefore  hereby  enters  itsdisdairoer  to  "thenntF,  combined  with 
the  wrench-bar,  and  interiorly  recessed  at  d,  for  the  purpose  set  forth,''  except  when 
said  recessed  not  and  wrench-bar  are  in  combination  with  the  handle  G,  the  step  or 
step-plate  £,  the  screw-rod  C,  and  the  movable  jaw  B  of  the  wrench,  substantially 
as  is  shown  ^nd  described  in  said  last-mentioned  Beissned  I/ctters  Patent — 

being  the  reissue  in  question. 

The  defendants  contend  that  the  patent  in  snit  did  not  disclose  a 
patentable  invention  in  view  of  the  prior  state  of  the  art;  that  the 
reissne  described  and  claimed  a  different.invention  from  that  for  which 
the  original  patent  was  granted ;  that  the  reissne  was  taken  too  long 
after  the  date  of  the  original  patent  to  be  permitted  npon  equitable 
grounds ;  and  that  there  was  no  infringement 

The  circuit  court  originally  granted  an  interlocutory  decree  in  favor 
of  the  plaintifT^in  accordance  with  theopiiiion  of  Judge  Lowell,  reported 
in  5  Banning  &  Arden,  548,  and  3  Fed.  Bep.,  225.  But  a  rehearing  was 
afterward  moved  for  and  granted,  the  interlocutory  decree  vacated,  and 
the  bill  dismissed,  for  the  reasons  stated  in  the  opinion  of  Mr.  Justice 
Gray,  presiding  in  the  circuit,  in  a  similar  suit  by  the  plaintiif  against 
other  defendants,  which  opinion  was  as  follows : 
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This  is  a  bill  iu  eqnity  for  the  infriugeroeat  of  thefii'st  claim  in  the  specification  of 
the  seoond  reissae  to  the  complainant,  dated  FeVruftry  *jr>,  1073,  of  Letters  Patent 
originally  issued  to  Lucins  Jordan  and  Leander  E.  Smith,  on  October  10, 1865,  for  au 
iniprorement  in  wrenches. 

The  wrench,  as  described,  both  in  the  original  patent  and  in  the  reissue,  has  the 
following  parts :  The  wrench-bar  A,  the  upper  part  of  which  is  of  the  usual  shape, 
and  has  attached  to  it  the  moyable  Jaw  B,  and  the  lower  part  of  which  is  of  oonren- 
lent  form  to  receiye  upon  it  the  wooden  handle ;  a  screw -rod,  C,  parallel  to  the  main 
bar ;  a  rosette,  D,  at  the  lower  end  of  the  screw- rod,  by  means  of  which  the  movable 
jaw  is  worked ;  a  ferrule  or  step,  E,  having  a  hole  through  it  for  the  admission  of  the 
bar,  and  a  recess  in  its  upper  face  as  a  bearing  for' the  lower  end  of  the  screw-rod ;  a 
nut,  F,  screwed  on  a  thread  in  the  bar,  under  the  step,  and  having  a  recess  in  ita 
under  face  to  receive  the  top  of  the  wooden  handle  G,  and  tiie  wooden  handle  secured 
at  Its  lower  end  to  !,he  main  bar  by  a  nut  in  the  uf  ual  way. 

Both  the  original  patent  and  the  reissue  state  that  the  object  of  the  invention  is  to 
make  the  strain  come  u^ion  the  nut  F,  instead  of  coming  upon  the  wooden  handle. 
The  original  patent  states  that  the  nnt  F^  is,  and  the  reissue  states  that  it  may  be» 
screwed  up  firmly  against  the  step  £.  The  reissue  affirms  and  repeato  that  the  dis- 
tinguishing ohsracteriHtic  of  the  ihvention  is  that  the  step  can  be  readily  removed 
and  replaced  at  pleasure.  There  is  no  hint  of  such  a  distinction  in  the  original 
patent. 

The  first  claim  of  the  original  patent  is  for  **  The  step  E,  made  substantially  as  de» 
scribed,  and  for  tiie  purpose  set  forth."  The  corresi^onding  claim  iu  £he  reissue  is  for 
the  **  The  step,  combined  with  the  wrench-bar,  and  supported  by  the  nut  F,  or  ite 
equivalent,  at  the  place  where  the  step  is  connected  with  the  bar,  in  such  manner 
that  the  step  can  bu  removed  from  the  bar  without  cutting  or  abrasion  of  parte." 

The  parallel  screw -rod,  with  a  rosette  thereon  to  work  the  movable  jaw,  and  rest- 
ing upon  a  ferrule  or  step,  had  been  introduced  iu  the  original  Coes  wrench,  patented 
in  1841 ;  and,  long  before,  the  issue  of  the  patent  to  Jordan  and  Smith  in  1865,  large 
numbers  of  the  Hewitt  or  Dixie  wrench  had  been  made  and  sold,  in  which  there  was 
no  separate  screwTod,  and  the  screw  that  worked  the  movable  Jaw  revolved  on*  the 
main  bar,  but  that  screw  rested  on  a  ferrule  or  step,  which  was  secured  sometimes  by 
driving  it  on  under  heavy  pressure,  and  sometimes  by  a  nnt  screwed  under  it  on  the 
bar. 

The  application  to  the  bar  of  the  Coes  wrench,  for  the  purpose  of  securing  and  sup- 
porting the  step,  and  resisting  the  strain,  of  a  nut  already  in  use  for  the  same  pur- 
pose, on  the  Hevritt  or  Dixie  wrench,  lacks  the  novelty  of  invention  requisite  to 
support  a  patent,  within  the  decisions  of  the  Supreme  Court  at  the  last  term,  which 
have,  in  effect,  overruled  the  earlier  decision  of  this  coort  in  the  suit  uf  this  complain- 
ant against  Loring  Coes  and  others,  reported  in  5  Banning  &  Arden,  548.  Peaasyf- 
vania  Railroad  v.  LocotMtive  Engine  Safety  Truck  Co.  (110  U.  8.,  490.;  )  Buateg  v.  JBxcel- 
$ior  Mannf,  Co.  (110  U.  S.,  131;)  DwhU-PolnUi  Tack  Co.  v.  Two  Riven  Mamvf.Co., 
(109  U,  8.,  117 ;)  PhiUipev.  Detroit,  (111  U.  S.,  604.) 

The  complainant's  patent  being  void  for  want  of  novelty,  it  becomes  unnecessary 
to  consider  the  other  defenses. 

Bill  dismissed,  with  costs. 

Mr.  Chief  Jastioe  f'ULLEB  delivered  the  opinion  of  the  Court : 
We  coQcar  with  the  circait  court  in  its  disposition  of  this  case  and 
the  grounds  upon  which  it  rested  its  decision. 

The  wrench-bar,  the  fixed  jaw  upon  its  upper  end,  the  movable  jaw 
sliding  upon  the  wrench-bar,  the  screw-rod  parallel  with  the  wrench- 
bar,  the  rosette  upon  the  lower  end  of  the  screw-rod,  the  step-plate 
surrounding  the  wrench-bar^  the  wooden  handle  secured  by  the  nut  at 
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its  extreme  lower  eud,  are  all  de8cribed  in  the  patent  to  Goes ;  and  the 
not  screwed  apou  the  wreuch-bar  jast  below  the  step-plate,  and  pro- 
vided with  a  recess  for  thV)  purpose  of  forming  a  ferrule  for  the  step  of 
the  woollen  handle,  which  is  not  in  the  Goes  patent,  but  is  in  complain- 
ant's reissue,  had  already  been  in  use  in  the  Hewitt  or  Dixie  wrench 
for  the  same  purposes.  The  disclaimer  conceded  that  '*  the  nut  F,  com- 
bined with  the  wrench-bar,  and  interiorly  recessed  at  d,  for  the  purpose 
set  forth,"  w^  an  old  device;  but  it  is  claimed  that  the  device  is  new 
when  the  recessed  nut  and  wrenchhar  are  in  combination  with  the 
handle,  the  step,  the  screw-rod,  and  the  movable  jaw.  The  handle,  the 
step,  tbe  screw-rod,  and  the  jaw  are  all  to  be  found  in  the  Goes  and 
Dixie  wrenches,  and  the  recessed  nut  of  tbe  Dixie  wrench  constituted, 
by  the  shoulder  which  it  made  at  its  upper  end,  a  step  upon  which  the 
screw  rested,  and  served  every  purpose  designated  in  the  reissued 
patentin  suit  as  intended  to  be  secured  by  such  recessed  nut.  This  in 
it«elf  jqstifled  the  finding  that  ^^  the  application  to  the  bar  of  th^  Does 
wrench,  for  the  purpose  of  securing  and  supporting  the  step  and  resist- 
ing the  strain,  of  a  nut  already  in  use,  for  the  same  purpose,  on  the 
Hewitt  or  Dixie  wrench,  lacks  the  novelty  of  invention  requisite  to 
support  a  patenf  This  conclusion  is  not  affected  by  the  fact  .that  in 
complainant's  wrench  the  screw -rod  of  the  Goes  wrench  is  availed  of 
instead  of  the  screw-sleeve  of  the  Dixie  wrench. 
Complainant's  first  claim  is  as  follows : 

1.  The  step,  combined  with  the  wrench-bar  and  supported  by  the  nnt.F,  or  iis 
eqaivalent,  at  tbe  place  where  tbe  step  is  connected  with  tbe  bar,  in  such  manner 
that  the  step  can  be  repsored  from  the  bar  without  cutting  or  abrasion  of  parts. 

The  specification  says : 

On  the  bar  A,  just  below  the  seep  E,  is  cat  the  screw-tbread  I,  on  which  screws  the 
nnt  F,  forming  a  projection  from  the  wrench- bar,  on  which  rests  the  step  £,  and  thus 
'transmits  the  back  pressure  put  upon  the  step  directly  to  the  wrench-bar  at  the  place 
of  connection  therewith,  and  thus  relieves  the  wooden  handle  therefrom,  the  connec- 
tion of  the  step  with  the  bar  being  made  in  such  manner  that  the  step  may  be 
removed  or  taken  off  the  bar  without  any  cutting  or  abrasion  of  parts. 

The  elements  of  this  combination  are  the  support  of  the  step  by  the 
hut  F,  the  transmission  of  back  pressure  directly  to  the  wrench-bar 
through  that  nut,  and  the  removability  of  the  step  without  cutting  or 
abrasion  of  parts.  Now  the  Dixie  wrench  contained  the  nut  F,  screwed 
on  the  wrench-bar^  and  transmitting  the  back  pressure  directly  to  it,  and 
removable  without  cutting  or  abrasion,  by  being  simply  unscrewed. 

The  second  claim  is : 

S.  The  nut  F,  combined  with  the  wrench-bar,  and  interiorl}^  recessed  at  d,  for  the 
purpose  set  forth. 

This,  as  so  stated,  was  disclaimed,  except  when  said  recessed  nut  and 
wrench-bar  are  in  combination  with  thehandle,  the  step,  the  screw-rod, 
and  the  movable  jaw.  -  o 
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It  was  said  in  Hailes  v.  Albany  Stave  Oompanyj  (123  U.  S.,  582,  587,) 
the  Court  speaking  through  Mr.  Justice  Bradley: 

A  diBclaimer  is  asually  and  properly  employed  for  tbe  snrrenderof  a  separate  claim 
in  a  patent,  or  some  other  distiiict  and  separable  matter, 'which  oan*  be  exscinded 
withoat  mntilating  or  chaDging  what  is  left  standing.  Pe;rfaaps  it  may  be  need  to 
limit  a  claim  to  a  particular  class  of  obJectR,  or  even  to  change  the  form  of  a  claim 
which  is  too  broad  in  its  terms ;  bnt  certainly  it  can  not  be  used  to  change  tbe  char- 
acter of  the  invention.  And  if  it  requires  an  amended  specification  or  supplemental 
description  to  m'ake  an  altered  claim  intelligible  or  relevant,  while  it  may  possibly 
present  a  case  for  a  surrender  and  reissne,  it  is  clearly  not  adapted  to  a  disftlaimer. 

The  complaiuaDt's  qualified  disclaimer  is  an  admission  that  tbesecood 
daim  of  the  patent  is  void  for  want  of  novelty,  which  is  true,  even  if  the 
qualification  were  effectual,  since,  as  we  have  seen,  the  screw-rod  and 
movable  jaw  of  the  patent  have  no  different  effect  from  the  screw-sleeve 
and  movable  jaw  of  the  prior  Dixie  wrench,  upon  the  other  parts  of  the 
combination. 

The  other  claim  is : 

3.  The  nut  F,  combined  with  the  threaded  bar,  and  performing  the  office  of  support- 
ing the  step,  and  also  of  rigidly  fastening  it  to  the  bar,  for  the  purpose  set  forth. 

The  spedflcation  says: 

The  nut  not  only  supports  the  step,  but  can  be  made  to  rigidly  fiMten  the  step  to  the 
bar  by  screwing  it  firmly  up  against  the  step,  so  as  to  gripe  it  between  itself  akid  the 
shoulder  h,  thus  giving  the  nut,  so  to  speak,  a  double  office,  vie,  that  of  supporting 
the  step,  and,  also,  that  of  fiwtening  it  rigidly  to  the  bar.  The  nut  is  interiorly  re- 
cessed at  d,  for  the  purpose  of  forming  a  ferrule  for  the  top  of  the  wooden  handle. 

The  purpose  of  supporting  the  step  by  the  nut  F,  and  fastening  the 
step  rigidly  to  the  wrench-bar  by  means  of  that  nut,  is  the  relief  of  tbe 
wooden  handle  from  the  strain  of  back-pressure^  In  the  Dixie  wrench 
the  step  and  nut  were  made  of  one  and  the  same  piece  of  metal,  thereby 
fully  attaining  the  object  of  holding  the  step-plate  rigidly  fastened  in 
position*  In  the  Goes  wrench  the  step  was  rigidly  fastened  to  the  bar 
by  being  griped  between  a  shoulder  above  it  and  upon  the  bar  and  the 
handle  below  it,  which  ^as  backed  up  by  the  nut  screwed  upon  the 
lower  extremity  of  the  bar.  Dispensing  with  a  washer  between  a  nut 
and  that  upon  which  it  acts,  makes  no  change  in  the  oflice  of  the  nut. 
The  action  of  the  nut  M  of  the  Goes  wrench  in  griping  the  step-plate  is 
the  same  as  that  of  the  nut  F  of  |;he  patent.  This  ttiird  claim  is  also 
void  for  want  of  novelty. 

The  decree  of  the  circuit  court  is  affirmed. 


Digitized  by  VjOOQIC 
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(United  BtatM  CIroaU  Coari— Weeten  Blttriet  oCPeDMyWMiiA.] 

Gaby  et  al«  v.  The  Lovell  llANT7FACTUBiNaOoHPANY,  (Limited.) 

DMided  Jamtuuy  96,  1889. 
47  O.  a,  585. 

MXASUBS  OF  DaMAOES. 

It  it  a  general  rale  in  patent  caases  that  eftablished  licenae-feee  are  the  best 
measnre  of  damatses  that  can  be  need.  In  this  ease  the  master  exoloded  certain 
license-fees  as  the  basis  of  compnling  damages  on  the  ground  that  they  were 
Iiraetioallj  settlements  of  pending  litigations  between  the  complainants  and  the 
parties  taking  said  licenses,  made  with  one  exception  afler  the  commencement 
and  daring  the  pendency  of  thi>»  suit,  ffeld  that  those  licenses  were  in  fiill  op- 
eration  when  the  defendants  elected  to  resume  their  infringing  manufacture ; 
that  they  are  competent  evidence  as  bearing  upon  the  fair  market  value  of  the 
privilege  which  the  infringers  have  wrongfully  undertaken  to  exercise,  and  that 
the  defendants  stood  the  risk  of  being  compelled  to  pay  damages  on  the  basis 
of  the  rate  of  Ucenst  thus  established. 

Sub  exceptions  to  the  master's  report. 

Messrs,  Witter  A  Kenyan  for  the  complainants.    Mr.  W.  0.  Witter  of 
coun.sel. 
Mr.  William  BdkeweU  and  Mr.  J.  K  HaUock  for  the  defeudantn.' 

Coram  MoE^bnnan,  Oir.  J.,  and  Acheson,  J. 
PebCubiam: 

The  master  being  of  opinion  that  the  license  for  the  fntnre  nse  of  the 
patented  process,  at  the  rate  of  2  cents  per  |)ouud  of  Hpriugs,  granted 
to  R.  H.  Wolff  &  Co.,  (Limited^  on  March  2, 1885,  and  the  like  license, 
at  the  same  rate,  granted  to  Gibson,  Parish  &  Co.,  on  November  4, 1885, 
were  inadmissible  as  evidence,  refnsed  to  hold  the  defendants  liable  for 
damages  upon  the  basis  of  an  established  license  fee.  Aud  as  he  has 
foand  that  there  is  no  satisfactory  evidence  disclosing  what  part,  if  any, 
of  the  defendants'  profits  was  due  to  the  nse  of  the  patented  process, 
or  to  show  that  the  plaintiffs  had  sustained  a  loss  of  trade  or  any  other 
special  damage,  the  upshot  of  the  matter  is  that  if  the  master's  report 
stands  the  plaintiffs  will  receive  nothing  but  nominal  damages  for  the 
defendants'  infringement.    Is  this  a  just  conclusion  to  this  litigatioti  f 

The  only  reason  assigned  by  the  learned  master  for  his  rejection  of 
the  licenses  as  items  of  proof  is  that  'Hhey  were  practically  settlements 
of  pending  litigations,  between  the  complainants  and  the  parties  taking 
said  licenses,"  and  (unless  in  the  case  of  the  Wolff  license)  were  <^  made 
after  the  commencement  and  during  the  pendency"  of  this  suit.  But 
to  determine  properly  the  question  of  the  admissibility  of  these  licenses 
as  evidence  and  the  effect  to  be  given  to  them^  it  is,  we  think,  necessary 
not  only  to  consider  more  closely  than  the  master  seems  to  have  done 
the  licenses  themselves  aud  the  circumstances  under  which  they  were 
executed,  but  also  to  tiake  a  somewhat  broader  view  of  the  case  as  a 
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whole  than  his  report  presents.  And  reversing  the  above  order  of  pro 
cedure,  we  first  remark  that  his  record  throughout  exhibits  proof  of  the 
real  merit  of  the  Gary  in^vention^  and  it  is  clearly  shown  that  the  pat- 
ented process  had  great  money  value.  For  example,  in  each  of  the  foiir 
proved  Instances  in  which  there  were  settlements  for  past  infringements 
snbstantial  damages  therefor  were  paid  to  the  plaintiffs.  Again,  it  ap- 
pears that  the  West,  Bradley  &  Gary  Manufacturing  Gompany,  of  which 
the  plaintiff  Gary  was  a  member,  manufactured  springs  under  a  verbal 
license  from  him,  and  that  that  company,  besides  discharging  large  lia- 
bilities connected  with  the  litigation  touching  the  patent,  in  a  settlement 
made  with  Gary  in  April,  1876,  allowed  bim  for  the  use  of  the  patent 
the  sum  of  $14,000,  which  Mr. Gary  testifies  was  arrived  at  by  computing 
2  cents  a  pound*on  all  springs  the^'  had  treated  by  the  patented  process. 
Furthermore,  it  is  shown  that  from  June,  1881,  to  the  latter  part  of  1883 
the  defendants  made  large  purchases  from  the  plaintiffs  of  springs  tem- 
pered by  the  patented  process,  and  there  is  evidence  that  the  plainti£b' 
profits  upon  those  springs  due  to  said  process  considerably  exceeded  2 
cents  per  pound.  We  are  then  of  the  opinion  that,  aside  from  the  par- 
ticular instances  of  license  in  question,  the  proofs  tend  strongly  to  the 
conclusion  that  a  royalty  of  2  cents  per  pound  was  a  reasonable  and 
just  rate  during  the  period  of  the  defendants'  infringement. 

Now,  the  defendants  began  their  infringing  manufacture  in  March, 
1884,  and  they  pursued  it  until  March  28,  1885,  when  thegr  were  re- 
strained by  preliminary  injunction.  But  the  court,  by  an  order  made 
in  February,  1886,  having  suspended  the  injunction  upon  the  defendants 
giving  security  to  pay  to  the  plaintiffs  such  amount  as  might  be  ad- 
judged to  them  on  springs  thereafter  manufactured  by  the  defendants, 
the  latter  resumed  their  infringing  operations  and  continued  the  same 
until  the  final  ii\junction  was  granted  in  July,  1887. 

As  we  have  seen,  the  license  to  B.  H.  Wolff  &  Go.,  (Limited,)  was 
executed  on  March  2,  1885,  which  was  12  days  before  the  bill  in  this 
case  was  filed.  Oibson,  Parish  &  Go.,  were  licensed  while  the  prelim, 
inary.  injunction  was  in  force,  and  about  four  months  before  the  second 
perio<I  of  the  defendants'  infringement  began.  Both  those  licenses,  it 
will  be  perceived,  wore  in  full  operation  when  the  defendants  elected  to 
resume  their  infringing  manufacture,  and  i;hey  took  the  risk  of  beings 
compelled  to  pay  damages  on  the  bases  of  the  rate  of  license  thus  es- 
tablished. We  have  carefully  examined  the  provisions  of  those  iiistra- 
ments  and  all  the  evidence  on  the  subject,  and  we  are  unable  to  dis- 
cover anything  which  casts  the  slightest  doubt  on  the  good  faith  of 
either  transaction.  They  seem  to  have  been  fair  business  arrangements 
voluntarily  entered  into  by  the  respective  parties.  B.  H.  Wolff  &  Go., 
(Limited,)  had  never  been  sued  at  all.  That  company  had  infringed  to 
a  very  limited  extent,  and  at  the  time  it  was  licensed  paid  $506 
therefor ;  but  it  was  not  bound  to  take  a  license  for  the  future.  Gib- 
son, Parish  &  Go.,  indeed,  had  been  sued  and  settled  for  past  infringe- 
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ment  by  paying  $1,000;  bat  they  were  under  no  sort  of  coercion  to  take 
a  fatare  license.  Both  those  licensees  regularly  paid  the  stipulated  roy- 
alty of  2  cents  a  pound  on  the  springs  manufactured  by  them  under 
the  patent  firom  the  dates  of  their  respective  licenses  down  to  the  ex- 
piration of  the  patent  in  June,  1888.  Why  then  *are  those  licenses  not 
competent  evidence  ais  bearing  upon  the,  &ir  market  value  of  a  privilege 
which  an  infringer  has  wrongfully  undertaken  to  exercise  f  We  have 
critically  examined  the  decisions  referred  to  by  the  master  and  the  other 
cases  cited  by  the  defendants'  counsel,  but  cannot  concur  in  the  view 
that  they  warrant  the  exclusion  ot  said  licenses  from  consideration. 
We  think  that  this  case,  in  its  facts,  is  plainly  distinguishable  from  all 
the  cases  relied  on  to  sustain  the  ruling  of  the  learned  master,  and  we 
are  constrained  to  hold  that  he  was  in  error  in  deciding  that  said  licenses 
were  inadmissible  '^  as  evidence  showing,  or  tending  to  show,  an  es- 
tablished royalty  for  the  use  of  the  Gary  patent"  But  it  is  contended 
that  the  license  granted  by  the  plaintiffs  to  the  Domestic  Spring  Bed 
Company  on  March  19, 1866,  for  the  sum  of  $2,500,  to  cover  past  in- 
fringement and  future  use,  shows  that  there  was  in  toGt  no  uniform  or 
established  Ifcense-fee.  But  the  right  thereby  granted  to  that  company 
was  exclusively  a  shop-right  to  temper  by  the  patented  process  only 
such  springs  as  the  cotnpany  had  used  or  migl^t  thereafter  use  in  their 
own  beds.  That  company  was  not  making  springs  for  the  market,  and 
hence  the  case  was  exceptional  and  materially  differed  from  the  oases 
of  B.  H.  Wolff  &  Co.,  (Limited.)  Gibson,  Parish  &  Co.,  and  the  de- 
fendants. 

In  addition  to  the  two  instances  of  licenses  at  the  royalty  of  2  cents 
per  pound,  we  have  the  settlement  already  discussed  between  the  pat- 
entee and  the  West,  Bradley  &  Oary  Manufacturing  Company  at  the 
same  rate,  and  also  the  recited  corroborative  evidence  as  to  the  reason- 
ableness of  that  rate,  and,  taking  the  proofii  altogether,  we  are  of  the 
opinion  that  the  defendants  are  justly  answerable  to  the  plaintiffs  in 
damages  upon  that  basis. 

In  Clark  r.  Wooster  {lid  U.  S.,  326,)  which,  like  the  present  case,  was 
a  suit  in  equity,  the  court,  speaking  of  an  established  license  fee  and 
the  sufficiency  of  the  proof  thereof,  said : 

It  18  a  i^enerftl  rali«  in  patent  oanseB  that  established  license-fees  are  the  best  meas- 
are  of  damaices  that  can  be  used.  The  coinplaiuant  proved  seyeral  instances  of 
licenses  given  by  him  to  large  sewing-machine  companies,  the  fees  on  which  were 
regolarly  paid  and  corresponded  with  the  rate  allowed  by  the  niaiiter.  We  think 
that  the  defendants  have  no  occasion  to  complain  of  the  amount  awarded. 

How  many  instances  of  license  were  there  shown  does  not  appear; 
but  we  think  t1ie  language  of  the  court  fully  justifies  the  conclusion  we 
have  reached  here  upon  the  proofs  before  us. 

The  plaintiffs  ask  the  court,  under  the  statutory  authority,  to  increase 
the  damages;  but  this  we  must  decline  to  do. 

The  master  reports  that  the  defendants  have  manufi^ctured  by  the 
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patented  inocess  437,267  ponnds  of  spripgSy  wtiich^  at  2  oenta  per 
poaudy  amoant  to  $8,745.3^9  and  for  this  sam  the  plaintifb  are  entitled 
to  a  decree. 

Let  a  decree  i)e  drawn  in  &vor  of  the  plaintiib  in  accordance  with 
the  foregoing  opinion. 


[United  BtetM  Ciioiilt  Conrt-SoathMB  IMatriot  of  N«w  York.) 

Untbbxbybb  v.  Fbbund  bt  al. 

DflouM  /aiNi*ry  15, 1889. 

47  O.  0.,  B»7. 

1.  LxTTBfis  Patbmt  .a8  Pbika-Faoib  Evidxxcx, 

The  rale  is  well  settled  thi^t  the  piodaotion  of  Letters  Patent  for  *  Design  ee- 
taiilishes  tk  prima  f 0010  right  in  the  patentee  which  can  only  l>e  defeated  by  prooft 
which  are  of  convincing  force. 
3.  Dbsigv  PAnirrs  as  Distikouishkd  nioir  Patkhts  for  ImnnrnoBra. 

The  yalldity  of  a  patent  for  a  Design  does  not  depend  apon  the  exercise  of  IIm 
**  inTcntiTe  facolty  of  the  mind"  in  the  sense  in  which  that  expression  is  naed  in 
connection  with  invenCions  which  relate  strictly  to  the  osefnl  arts. 
3.  Dxnoirs  Avalooous  to  Coptriohts. 

The  policy  which  protects  a  Design  is  akin  to  that  which  protects  the  works  of 
an  artist  by  copyright.  If  the  design  produce  a  different  impression  npon  tha 
eye,  even  thongh  it  be  simple,  and  does  not  show  a  wide  departure  firom  other 
designs,  its  nse  will  be  protected. 

Mr.  Bowland  Cox  for  the  complainant 

Mr.  Frederic  B.  Betts  and  Mr.  Samuel  B.  Betts  for  the  defendants. 

OolByJ.  : 

This  is  an  eqaity  action  of  infringement  founded  upon  Letters  Patent 
No.  169121,  granted  to  the  complainant  July  1,  ISM,  fona  design  fbr 
watch-CHses.  The  Design  consists  of  a  central  conventional  star  in 
which  any  ornament  may  be  set,  placed  upon  a  larger  star  of  leaves, 
both  stars  being  bas-relief.  Between  the  points  of  the  star  of  leaves 
are  diamond-shaped  projections.  The  design  was  the  result  of  consid- 
erable effort  and  industry.  It  shows  some  genius,  and  it  soon  became 
popular  with  the  public  and  a  source  of  profit  to  those  who  adopted  it. 

The  claims  are  as  follows: 

1.  A  design  for  watch-cases,  consisting  of  thu  conventional  star  A.  and  the  larger 
star,  B,  the  points  of  which  represent  leaves,  the  star  A  occnpyinp:  the  central  field  of 
the  star  B,  all  being  in  relief,  substantially  as  shown  and  described.  . 

2.  A  design  for  watch-cases,  consisting  of  the  conventional  star  A  and  the  larger 
star,  B,  composed  of  leaves  and  having  between  its  points  ornamental  projections  Q, 
the  star  A  occapyiug  the  center  of  the  star  B,  all  being  in  relief,  substantially  aa 
shown  and  described. 

3.  A  design  for  watch-cases,  consisting  of  the  star  A,  containing  the  ornament  D» 
the  larger  star,  B,  representing  leaves  and  having  between  its  points  the  ornamental 
prpjeotions  C,  and  the  star  A  occupying  the  center  of  the  star  B,  all  being  in  reUd( 
snbstantiaUy  as  shown  and  described. 
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^e  defences  are  anticipation,  lack  of  invention,  and  non-infringement 
of  the  aecond  and  third  claims. 

The  claims  wonld  hare  to  be  unreasonably  restricted  to  give  the ' 
sligbtset  plaosibility  to  the  defense  of  non-infringement  GHhe  two  de- 
mgns  look  alike,  and  an  ordinary  purchaser  conld  not  detect  the  differ- 
ence. The  defendants  in  their  drcalar  of  Febmary  10, 1887,  admit  that 
they  have  made  the  design  of  the  patent  and  assert  that  they  have  a 
right  to  make  it  and  will  continue  to  do  so.  Infringement  is  deadly 
established. 

Has  novelty  been  negatived  f 

The  patent  is  prima  facie  evidenpe  that  the  complaii^ant  was  the  first 
inventor.  {Leknbeuter  v.  Bolthau$j  105  U.  S.,  94.)  He  who  asserts  to 
the  contrary  must  prove  it  beyond  a  reasonable,  doubt.  The  onus  is 
upon  him.  The  record  disdoses*  tho  usual  conflict  upon  this  subject. 
The  witnesses  do  not  agree.  Aftel^  the  testimony  has  been  read  and 
weighed  the  mind  has  not  a  decided  impression  either  way.  It  is  in 
doubt  This  is  peculiarly  a  case  where  light  would  be  thrown  upon  the 
controversy  were  the  court  permitted  to  see  the  witnesses  and  obi^rve 
their  manner  while  testifying.  A  witness  may  convince  all  who  hear 
him  testify  that  he  is  disingenuous  and  untruthful,  and  yet  bis  te8ti- 
mony  when  read  may  convey  a  most  favorable  impression.  To  state  the 
proposition  as  fairly  as  the  defendants  can  expect,  the  issue  upon  this 
branch  of  the  case  is  involved  in  uncertainty. 

if  the  defendants'  right  to  recover  a  sum  oif  money  in  an  ordinary 
action  at  law  dei)ended  upon  their  establishing  the  affirmative  of  this 
issue,  a  verdict  in  their  &vor  would  probably  not  be  disturbed  by  the 
court.  If,  however,  the  complainant's  conviction  of  a  crime  depended 
upon  the  establishment  by  the  prosecution  of  the  same  proposition,  a 
verdict  of  guilty  could  hardly  be  sustained.  The  jury  most  certainly 
would  declare  that  they  were  not  satisfied  beyond  a  reasonable  doubt 
that  prior  use  bad  been  established. 

The  court  had  occasion  to  comment  upon  this  rule  in  somewhat  simi- 
lar circumstances  in  the  case  of  Thayer  v.  Hart;  (20  Fed.  Bep.,  603 ;  22 
Blatchf  229.)    What  was  there  said  need  not  be  rei)eated. 

The  question  of  invention  is  a  perplexing  one.  It  is  balanced  in  well- 
nigh  even  scales,  and  a  decision  either  way  would  have  much  in  reason 
tad  common  sense  to  commend  it  The  prior  art  shows  badges  made 
with  a  central  raised  star  of  silver  placed  upon  a  larger  star  of  similar 
material,  the  Jower  star  being  chased  into  a  form  somewhat  resembling 
leaves.  Badges  with  a  star  of  tinsel  placed  upon  a  larger  star  of  silk 
were  well-known,  as  was  a  design  for  the  center  of  a  watch- dial  resem- 
bling the  star  of  leaves  and  the  ornamental  projtfctions  of  the  patent, 
but  without  the  conventional  star  and  the  central  ornament. 

The  defendants  also  introduced  a  large  number  of  tracings  from  dra,w- 
ings  found  in  volumes  belonging  to  the  Astor  library.  These  show  de- 
signs for  pavements,  ceilings,  spandrels,  panels,  railings,  pedestals, 
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embroidery,  carpets,  and  marqaetr3%  AH  these,  being  drawings,  are 
of  course  flat,  though  some  show  cross-sections,  indicating  that  the 
originals  were  in  relief.  None  were  designed  for  watch-c^ses  and  none, 
if  put  on  a  watch-case,  would  be  mistaken  for  the  coinplainant'svde- 
sign.  None,  if  made  now  for  the  first  time,, would  infringe;  none  cau 
be  said  to  anticipate.  It  is  probably  true  that  an  expert,  with  the  patent 
before  him,  can  select  from  these  drawings  every  separate  feature  of  the 
design,  often  finding  two  or  more  of  them  in  similar  juxtaposition.  The 
drawings  would  not,  however,  suggest  the  design  to  one  who  had  not 
seen  it  before. 

A  design  requires  invention;  but  a  different  set  of  faculties  are 
brought  into  action  from  those  required  to  .produce  a  new  process  or  a 
new  machine.  In  each  case  there  must  be  novelty ;  but  the  design  need 
not  be  useful  in  the  popular  sense.  It  must  be  beautiful.  It  must  ap- 
peal to  the  eye.  The  distinction  is  a  metaphysical  one  and  difficult  to 
put  into  words.  A  flying  wheel,  a  wheel  revolving  rapidly  between 
two  outstretched  wings,  presen  ts  a  pleasing  object  to  the  eye.  A  grace- 
fhl  pattern  for  the  handle  of  a  spoon  or  fork  may  attract  many  pur- 
chasers, and  yet  it  can  not  be  said  that  the  embodiment  of  these  de- 
signs requires  an  exercise  of  the  ^*  intuitive  fiEMsuUy  of  the  mind  "  in  the 
sense  that  this  faculty  is  exercised  in  inventions  like  the  telephone  or 
the  safety-lamp.  The  policy  which  protects  a  design  is  akin  to  that 
which  protects  the  works  of  an  artist,  a  sculptor,  or  a  photographer  by 
copyright. 

It  requires  but  little  invention,  in  the  sense  above  referred  to,  to  paint 
a  pleasing  picture,  and  yet  the  picture  is  protected  because  it  inresents 
the  personal  characteristics  of  the  artist  and  because  it  is  his.  Bo  with 
a  design.  If  it  presents  a  different  impression  upon  the  eye  ftom  any- 
thing which  precedes  it ;  if  it  proves  to  be  pleasing,  attractive,  and 
popular;  if  it  creates  a  demand  for  the  gobds  of  its  originator,  eves 
though  it  be  simple  and  does  not  show  a  wide  departure  from  other  de* 
signs,  its  use  will  be  protected. 

In  the  active  competition  of  trade  a  dealer  is  fairly  entitled  to  the 
advantage,  slight  though  it  be,  which  attends  such  Enterprise,  and  a 
rival  in  business  should  not  be  permitted  thus  openly  and  defiantly  to 
invade  the  territory  of  another.  It  is  so  easy  for  every  dealer,  with 
the  wide  universe  before  him,  to  select  a  design  of  his  own.  The  ap- 
propriation by  him  of  the  design  of  his  neighbor  is  usually  so  unneces- 
sary and  unwarrantable  that  the  law  is  seldom  relaxed  for  his  advantage. 

It  is  impossible  to  read  the  literature  upon  this  subject  without  being 
convinced  that  the  courts,  though  applying  the  same  rules,  have  looked 
with  greater  leniency  upon  design  patents  than  patents  for  other  inven- 
tions. From  the  nature  of  the  case  it  must  be  so.  A,  design  patent 
necessarily  must  relate  to  subject-matter  comparatively  trivial..  The 
'>bject  of  the  law  is  to  encourage  those  who  have  industry  and  genius 

nfficient  to  originate  objects  which  give  pleasure  through  the  sense  of 

icrlif 
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The  case  of  Miller  v.  Smith  (5  Fed.  Kep.,  359)  is  bxactly  in  point.  It 
IB  rarely  that  two  cases  are  so  nearly  parallel  open  the  facts.  There 
the  design  for  lockets,  sleeve-buttons,  etc.,  consisted  of  a  rustic  letter  in 
relief,  ornamented  with  leaves  placed  on  the  line  of  the  letter.  The 
patent  was  upheld,  although  the  prior  art  disclosed  flat  drawings  of 
similar  letters  and  also  rustic  letters  having  branches  and  sprays  of 
leaves  springing  from  and  around  them.  If  there  is  any  difference  in 
the  two  designs,  the  preponderance  of  originality  would  seem  to  be  in 
&vor  of  the  one  in  hand.  There  is  no  room  to  doubt  that  the  decision 
would  have  been  the  same  ha<l  Miller's  design  been  of  a  rustic  letter 
placed  upon  a  larger  letter  of  leaves  instead  of  leaves  placed  upon  a 
rustic  letter.  To  adopt  the  language  of  Mr.  Justice  Clifford,  when 
speaking  of  proofii  very  similar  to  those  offered  by  these  defendants : 

Nothing  of  the  exact  kind  is  shown  in  these  exhibits,  nor  is  there  anything  which 
can  be  regarded  as  proof  that  the  thing  patented  was  known  to  others  before  the  in- 
vention patented  was  made  by  the  patentees.  Many  attempts  are  made  to  prove 
that  fact,  bnt  the  proofs  all  fall  short  oi  meeting  the  requirement* 

Upon  the  authority  of  this  decision  the  doubt  which  is  entertained 
upon  this  question  must  be  resolved  in  favor  of  the  patent.  See,  also^ 
Garham  Co.  v.  White^  {U  Wall.,  611 ;)  Simpson  y.  DaviSy  (12  Fed.  Sep., 
144;)  Foster  v.  CtosHUj (23  Fed.  Bep.,  400 ;)  Wood  v.  DoWeyj  (19  Blatchf., 
214;)  Streat  v.  Whitey  (  44  O.  G.,  1291.) 

There  should  be  the  usual  decree  for  the  complainant. 


[United  States  Circuit  Court- EMtern  Dintrlot  of  New  York.j 

Adee  et  al.  v.  Thoxas. 

VdMed  Januarif  23,  1689. 
47  O.  G..  528. 

NCTLLIFICATIOX  OP  PATENTS— PATENTCB—ASSIQNBE. 

A  patentee  may  not,  as  against  the  assignees  of  his  entire  interest,  so  restrict 
and  qaaiity  the  claims  of  his  patent  as  to  make  them  void  for  want  of  novelty* 

Lagombb,  J.: 

The  article  made  by  the  defendant  apparently  infringes  the  patent  of 
1883,  QSo.  286,746.)  That  patent  was  originally  granted  to  the  defend- 
ant and  by  him  assigned  to  the  complainants.  It  would  be  unjust  to 
allow  him  now,  as  against  his  assignees,  to  so  restrict  and  qualify  the 
claims  of  the  patent  as  to  make  them  void  for  want  of  novelty.  *  ( Curran 
V.  Birdsally  20  Fed.  Eep.,  835.)  Practically,  that  is  what  he  seeks  to  do 
on  this  motion.    ComplainsCnts  may  take  an  ii\junction  in  the  first  action  * 

The  questions  raised  in  the  other  two  may  be  dispos^cLof  on^ final 
hearing. 
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(Sapnm<»  Court  of  the  XXnltad  State^.] 
BALLABD  9.  SErABLS« 
DMkM  Mareh  5, 1889. 

47  O.  G.,  665. 
PraGTICS  IK  THB  COURTS. 

The  facts  are  set  forth  in  the  statement  below.  The  coart  held  that  the  whole 
basis  and  foandatibn  of  the  present  snit  had  disappeared  by  reason  of  its  degree 
in  a  former  ease,  and  that  the  oanse  should  be  remanded  to  the  oirenit  oonit 
with  instmotlons  to  allow  the  appellant,  defendant  below,  to  file  sneh  supple- 
mental bill  as  he  may  be  adyised,  in  the  natnre  of  a  bill  of  review,  or  for  the  pur- 
pose of  suspending  or  SToiding  the  decree,  upon  the  new  matter  arising  froiu  the 
reversal  of  the. decree  in  the  former  case. 

Appeal  fh>m  the  Oircait  Ooart  of  the  United  States  for  the  Bastern 
District  of  Michigan.  On  motion  of  the  appellant  for  a  reversal  of  the 
decree  upon  matters  shown  to  the  court 

JIfr.  Charles  J.  Hunt  for  the  appellant. 
Mr.  A.  0.  If.  Vermilya  for  the  appellee. 

Mr.  Justice  Bbadlbt  delivered  the  opinion  of  the  oonrt. 

The  appellant  has  made  a  motion  that  the  decree  appealed  from  in 
this  case,  so  far  as  it  affects  the  said  appellant,  be  reversed,  and  that 
the  causae  may  be  remanded  to  the  circuit  court  with  direction  to  dis* 
miss  the  bill.  This  motion  proposes  that  the  decree  be  reversed  with- 
out argument  of  the  cause  in  view  of  extrinsic  facts,  which  are  made  to 
appear  by'the  records  of  this  court  and  of  the  circuit  court,  and  by 
afiidavits.  If  such  a  course  can  be  properly  taken  in  any  case,  we  think 
it  would  be  improper  in  the  present,  since  the  decree  may  be  perfectly 
correct  and  free  from  objection  on  the  facts  of  the  case  as  they  appear 
upon  the  record^  and  it  is  possible  to  be  correct,  notwithstanding  the 
facts  alleged  by  the  api^ellant.  These  facts,  however,  are  of  such  a 
character  that  the  appella?  ay  be  subjected  to  great  injustice  if  the 
cause  should  go  to  hearing  y,^  the  appeal  in  the  present  condition  of 
the  record ;  and,  as  they  have  occurred  since  the  flpi>eal  was  takeuy 
there  seems  to  be  no  mode  of  affording  relief  to  the  appellant  except 
by  sending  the  cause  back  to  the  circuit  court  for  the  purpose  of  allow- 
ing supplementary  proceedings  to  be  had  in  that  court. 

The  facts  as  stated  by  the  appellant,  and  not  denied  by  the  appellee, 
are  as  follows : 

On  the  12tb  day  of  July.  18d0,  Anson  SearlH,  the  appellee  in  this  cause,  filed  in  the 
Circuit  Court  of  the  United  States  for  the  Eastern  District  of  Michigan  his  biU  of 
complaint  against  Alva  Worden  and  Johu  8.  Worden,  for  the  infringement  of  a 
patent,  and  such  proceediugs  were  had  iu  the  cause  that  on  the  5th  day  of  Septem- 
ber, 1883,  a  decree  was  entered  in  said  cause  in  said  circuit  court,  whereby  it  was 
decreed  that  the  said  Alva  Worden  and  John  S.  Worden  infringed  the  patent,  and 
"lould  pay  over  to  the  said  Anson  Searls  (24,960.31. 
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Tbat  opon  the  entry  of  nid  decree  the  defendants  appealed  the  case  to  this  court. 
Bnt  the  defendants,  Alva  Worden  and  John  S.  Worden,  were  nnable  to  giye  the  nec- 
essary bond  to  operate  as  a  snperseileas  bond  npon  said  appeal^ 

On  the  17th  of  September,  1883,  the  complainant  Issaed  an  execution  on  his  decree, 
and  placed  it  in  the  hands  of  the  marshal  of  said  district. 

On  the  18th  of  September,  1883,  the  marshal,  under  the  execution,  levied  upon  cer- 
tain lots  in  the  city  of  Ypsilanti,  county  of  Washtenaw,  and  upon  certain  lauds  iu  the 
town  of  Snmpter,  county  of  Waynt*,  all  in  the  State  of  Michigan,  in  the  eastern  dis- 
trict thereof^  the  property  of  the  said  appellant,  Harrison  H.  Ballard;  and  on  other 
lands  in  the  said  city  of  Tpsilanti,  belonging  to  the  said  Alva  Worden  and  Juhu  S. 
Worden,  but  which  were  mortgaged  to  Mary  Ann  Andrews,  Henry  M.  Cui-tis,  Henry 
Van  Tnyl,  and  Charles  King. 

That,  on  the  10th  day  of  October,  1883,  the  said  Anson  Searls,  in  aid  of  his  execu- 
tion against  the  Wordens,  filed  in  the  taXiX  Cirooit  Court  of  the  United  States  for  the 
Eastern  District  of  Miohigan,  his  bill  of  complaint  against  Harrison  H.  Ballard,  Mary 
A.  Andrews,  Henry  M.  Cnrtis,  Henry  Van  Tnyl,  Charles  King,  Alva  Worden,  and 
John  8.  Worden,  to  set  aside  as  frandulent  and  void,  as  to  the  creditors  of  the  said 
Alva  Worden  and  John  S.  Worden,  the  conveyances  under  which  the  said  Harrison 
H.  Ballaid  held  the  lands  so  levied  npon ;  and  also  the  mortgages  given  by  the  said 
Alva  Worden  and  John  S.  Worden  on  the  said  lands  belonging  to  them  lo  the  said 
Mary  Ann  Andrews,  Henry  M.  Cnrtis,  Henry  Van  Tnyl,  and  Charles  King.  Thar,  snch 
proceedings  were  had  in  said  last- mentioned  canse ;  that  the  cause  was  brought  lo  a 
final  hearing,  and  a  decree  entered  on  the  24th  day  of  November,  A.  D.  1884,  in  which 
it  was  decreed  that  the  mortgages  given  by  the  said  defendants  Alva  Worden  and 
John  S.  Worden  to  the  said  defendants  Mary  A.  AndrewH,  Henry  M.  Ci^rtis,  Henry 
Van  Tnyl,'  and  Charles  King,  were  good  and  valid  liens  npon  the  lands  mentioned 
therein,  and  that  the  several  conveyances  to  Harrison  H.  Ballard  were  fraudulent 
and  void  as  against  the  creditors  of  the  said  Alva  Worden  and  John  S.  Worden. 

Thereupon  the  said  defendant  Harrison  H.  Ballard  prayed  an  appeal  to  the  Su- 
preme Court  of  the  United  States  to  reverse  the  said  decree,  as  far  as  it  related  to 
blm. 

Thaij  the  said  appeal  was  allowed  and  the  amount  of  the  appeal  bond  was  fixed  at' 
thesnm  of  18,500.  That  the  said  bond  was  duly  executed  and  approved  by  one  of  the 
Judges  of  the  said  circnit  conrt,  and  filed  in  the  office  of  the  clerk  of  said  circnit  court. 
That  on  the  8th  day  of  October,  1H65,  the  clerk  of  the  said  Circuit  Conrt  of  the  TTnited 
States  finr  the  Eastern  District  of  Miehi(;an  transmitted  the  transcript  of  the  record 
in  the  case  of  Atman  SearU  v.  J7arrisoii  H.  BalUard  ei  al,  to  the  clerk  of  the  Supreme 
Ooort  of  the  United  States,  and  that  the  said  transcript  was  filed  in  the  office  of  the 
elerk  of  this  conrt  on  the  13th  day  of  October,  1885,  and  now  stands  on  the  docket  for 
the  October  term,  ISdii,  as  No.  144. 

That  since  the  appeal  in  this  case,  the  appeal  in  the  original  case  of  Alva  Worden 
mad  Jokm  8,  Wardem^  AppellanU,  v.  Aman  Searii  has  been  heard  in  this  Court,  and  a 
dftcree  entered  thereon  on  the  27th  of  March,  1887,  wherein  and  whereby  it  was,  among 
other  things,  ordered,  a^Jndged,  and  decreed  that  the  final  decree  of  the  said  circnit 
conrt  in  this  causa  be,  and  the  same  is  hereby,  reversed  with  costs,  and  that  the  same 
be  remanded  to  the  said  circnit  conrt  with  a  direction  to  dismiss  the  bill  with  costs. 

That  on  the  8th  day  of  Angnst,  1967,  this  conrt  issned  its  mandate  in  the  said  case 
of  Alva  ffwrirn  $t «!.,  AppeUanUfT,  Aiuon  SvarU  to  the  said  circuit  court,  in  which, 
among  other  things,  the  said  Circnit  Court  of  the  l/nited  States  for  the  Eastern  Dis- 
trict of  Michigan  was  directed  to  dismiss  the  bill  with  costs. 

That  said  mandate  was  filed  in  the  said  circnit  conrt  on  the  3d  day  of  October,  1887. 

Tliat  on  the  3d  day  of  September,  1868,  a  decree  was  entered  in  pnrsnance  of « said 
mandate  in  the  case  of  ^luoa  SearU  v.  ^7ea  Worden  and  John  3.  Worden  (the  original 
ease)  dismissing  the  bUl  of  complaint  with  eosts.  .  o 
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It  is  apparent  from  this  statement  that  the  whole  basis  and  foanda- 
lion  of  the  present  salt  has  disappeared  by  the  decree  rendered  in  the 
former  case  of.  Warden  and  others  v.  SearlSy  reported  in  121  U.  S.,  14. 
Sorely  there  onght  to  be  some  mode  of  relieving  a  party  in  such  a  case. 
The  appellee  is  endeavoring  to  collect  theamoant  recovered  by  a  decree 
which  has  been  reversed,  and  in  a  case  in  which  his  bill  has  been  dis- 
missed on  the  merits.  The  object  of  the  present  salt  is  to  aid  the  exe- 
cution of  that  former  decree  by  having  declared  void  certain  convey- 
ances of  property  by  the  defendants,  which  the  appellee  has  caused  to 
be  levied  on  for  the  satisfaction  of  the  decree.  If  the  former  decree  had 
been  reversed  before  the  taking  of  the  present  appeal,  the  apiHsllant 
conld  ha^e  institnted  supplementary  proceedings  in  the  cireoit  court 
for  obtaining  the  benefit  of  that  reversal.  The  conveyances  sought  to 
be  set  aside  were  good  as  between  theparties^  and  only  void  as  to  cred- 
itors ;  and  as  the  appellee,  by  the  reversal  of  his  decree,  ceased  to  be  a 
creditor,  his  bill  to  have  the  conveyances  set  aside  had  no  longer  any 
ground  to  stand  on.  A  supplemental  proceeding  of  some  kind,  tLere- 
fore,  would  have  been  the  right  of  the  defendai>t,  the  present  appellant. 
But  as  the  case  had  been  removed  to  this  court  by  appeal  before  that 
decree  of  reversal  was  rendered,  such  a  proceeding  was  out  of  bis  power. 
Nor  conld  it  be  taken  in  this  court,  where  the  case  was  pending  on  ap- 
peal, for  this  court  can  not  entertain  proceedings  that  requure  the  exer- 
cise of  original  jurisdiction,  except  in  the  few  cases  pointed  out  in  the 
Constitution. 

The  only  course  which  can  be  properly  pursued  is  to  remand  the  cause 
to  the  circuit  court,  with  instructions  to  allow  the  appellant  to  file  a  sup- 
plemental bill,  in  the  nature  of  a  bill  of  review,  or  a  bill  to  suspend  or 
avoid  the  operation  of  the  decree,  according  to  the  mode  pointed  out 
by  Lord  Bedesdale  in  his  work  on  Equity  Pleading.  He  says,  on  page 
[86]: 

Bat  if  a  case  were  to  arise  in  which  the  new  matter  dieooTez^d  oonld  not  be  oti- 
flence  of  any  matter  in  iasne  in  the  original  caofie,  and  yet  clearly  demonatrated  error 
in  the  decree,  it  should  seem  that  it  might  be  nsed  as  groand  fw  a  bill  of  review,  if  re- 
lief could  not  otherwise  be  obtained* 

And  on  page  [95]  he  says : 

5.  The  operation  of  a  decree  signed  and  enrolled  has  been  suspended  in  special  oir- 
eninstancee,  or  avoided  by  matter  subsequent  to  the  decree,  upon  a  new  bill  for  tha 
purpose — 

and  he  gives  an  instance  occurring  in  the  time  of  Charles  II.  These 
views  are  adopted  by  Mr.  Justice  Story  in  his  work  on  Equity  Plead- 
ing. (See  sections  415  and  note,  428.)  We  do  not  decide  what  precise 
form  such  a  proceeding  should  take :  the  appellant  will  be  advised  by 
his  counsel  in  this  regard. 

The  appellee,  in  opposition  to  the  appellant's  motion,  has  produced 
the  certificates  of  the  marshal  of  the  (Jnited  States  for  the  Eastern  Dis- 
trict of  Michigan,  showing  that,  on  the  10th  day  of  December,  1884,  he 
sold  the  property  in  dispute,  or  some  part  thereof,  to  certain  persons  under 
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the  execation  issued  apon  the  decree  iu  the  case  of  Anson  Snarls  ▼.  Alva 
Warden  and  John  Warden^  (which  was  reserved  by  this  court,  as  before 
stated,)  and  that  the  purchasers  would  be  entitled  to  a  deed  of  said  lauds, 
au'd  the  sales  would  become  absolute  at  the  expiration  of  fifteen  months, 
unless  previously  redeemed  as  prescribed  by  the  statute  of  Michigan. 

It  is  possible  that  these  sales  may  complicate  the  inquiry  to  be  made 
by  the  court  upon  the  supplemental  proceedings  of  the  appellant ;  but  we 
do  not  see  that  they  can  preclude  such  proceedings.  It  is  not  shown  that 
the  purchasers  have  advauced  any  money  on  the  faith  of  the  purchases; 
and  it  is  possible  that  the  appellant  can  show  that  they  were  made  for 
the  benefit  of  the  appellee ;  in  either  case  the  sales  would  be  liable  to  be 
set  aside  on  the  reversal  of  the  decree.  Should  the  circuit  court  deem 
it  proper  to  require  that  the  purchasers  be  made  parties  to  the  supple- 
mental proceedings,  the  facts  of  the  case  conld  be  fully  elicited,  and 
right  could  be  done  withoi^t  prejudice  to  any  of  the  parties. 

Our  decision  is  that  the  cause  be  remanded  to  the  circuit  court  with 
instructions  to  allow  the  appellant,  the  defendant  below,  to  file  such 
supplemental  bill  as  he  may  be  ad.ised,  in  the  nature  of  a  bill  of  re- 
view, of  for  the  purpose  of  suspending  or  avoiding  the  decree,  upon 
the  new  matter  arising  from  the  reversal  of  the  decree  in  the  former 
case  of  Anson  SearU  v.  Alva  Warden  and  John  Warden^  and  that  such 
proceedings  be  had  thereon  as  justice  and  equity  may  require,  and  it  is 
so  ordered. 


[Supreme  Court  of  the  UiAted  States.] 

Thompson  v.  Hall  et  al. 

Decided  March  19, 19dii. 
47  O.  G.,  S56. 

JOHXSON— CUTTINO-I^LIBRS. 

The  oonolnsion  of  the  cirenit  ooort  (33  0.  G.,  1140,)  that  Moses  C.  Johnson  ^tm 
not  the  first  and  original  inventor  of  the  improYements  claimed  in  Letters  Patent 
No.  232,975,  granted  October  5, 1880,  to  Henry  G.  Thompson,  as  assignee  of  said 
Moses  C.  Johnson,  for  catting*pliers,  sustained  and  decree  affirmed. 

APPEAL  from  the  Circuit  Oonrt  of  the  United  States  for  the  Eastern 
J>istrict  of  New  York. 

Mr»  Horace  Barnard  for  the  appellant. 
Mr.  Amos  Broadnax  for  the  appellees. 

Mr.  Justice  Blatohfobd  delivered  the  opinion  of  the  court. 

This  is  a  suit  in  equity,  brought  in  the  Oircuit  Oourt  of  the  United 
States  for  the  Eastern  District  of  New  York,  by  Henry  G.  Thompson 
against  Thomas  O.  Hall,  J.  F.  Oliver,  Samuel  Leopold,  and  David  L 
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Harris,  for  the  alleged  infrfngemeDt  of  Letters  Patent  No.  232,975, 
granted  October  5,  1880,  to  the  plaintiff,  as  assignee  of  the  inventor, 
Moses C  Johnson,  for  an  improvement  in  cattingpliers,  on  an  applica- 
tion filed  Jnne  2, 1880. 

The  specification,  drawings,  and  claim  of  the  patent  are  as  follows : 

This  inyentioD  relates  to  eatting-pliera,  and  ia  an  improvement  on  that  olaes  of 
pliers  represented  in  United  States  Patent  No.  S09,ff77,  dated  NoTomber  5,  1878,  . 
granted  to  T.  G.  Hall,  to  whioh  referenoe  may  be  had.  In  that  inyention  either  of 
the  two  haud-levers  may  be  tnmed  on  its  pivot  withont  taming  the  other,  and  the 
.tool-body  formed  by  the  faoe  or  covering  plates  is  permitted  to  vibrate  or  tnms  more 
or  less  with  relation  to  the  handles^  and  the  central  space  between  the  catting-faooaof 
the  Jaw-l«*ver8,  wl»en  the  pliers  are  taken  in  the  hand  to  be  used,  drops  more  or  less 
ont  of  line  with  the  central  line  of  the  handles,  making,  as  it  were,  a  loose  Joint 
midway  between  the  ^nds  of  the  pliers. 

One  of  the  objects  of  my  invention  is  to  oonstroot  a  stiif  pair  of  pliers,  or  plien  in 
which  the  hand  and  Jaw  leven  shall  each  be  compelled  to  move  poaiiively  in  aa  op- 
posite direction  to  the  movement  of  its  fellows,  or  a  pair  of  pliers  in  whioh  the  tcM>l- 
body  shall  not  of  itself  swing  or  vibrate  upon  the  pins  or  stnds  holdin^^the  hand- 
levers. 

In  the  patent  above  referred  to  the  end  of  the  wire  or  other  thing  cat  off  by  the 
catters  drops  into  and  iojores  the  q^ring  that  opens  the  Jaw-leven.  This'I  obriaie 
by  providing  each  Jaw-lever  with  a  lip  to  cover  or  bridge  the  space  between  the  Jftws 
as  the  Jaw*levers  are  closed. 

My  invention  consists  in  the  combination  and  arrangement  of  parti  for  eflfeoting 
these  ends,  as  hereinafter  specified  and  claimed. 

Fignre  1  represents,  in  side  elevation,  a  pair  of  catting-pliers  containing  my  im- 
provements ;  and  Fig.  %  a  like  view  with  one  of  the  body  or  side  plates  removod. 


Google 
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The  body  of  the  pllen  ii  eompoeed  of  two  tide  plates,  ah.  These  tide  pUtet  ere 
fixed  tofj^ther  by  the  •erew02  3  4  6.  Of  these  seiews,  those  d  3  serre  m  the  falora  of 
the  J»w-leTen  e  d,  hewing  at  their  ends  the  usual  entters  or  entting  sorfMSS  &  d'. 
Each  of  these  Jaw-lerexs  has  a  lip,  I,  and  the  end  of  one  meets  the  end  of  the  other 
lip  Jnst  as  or  Jast  before  the  two  eatting-edges  &  H  sepaiate  the  wire  or  other  meta 
end  to  be  oot  off  by  them,  thn^  eloeing  the  spaoe  between  the  said  jaw-leifers  and  side 
plates,  in  which  is  plaoed  the  spring/,  and  preventing  the  entranee  i^to  said  spaoe 
of  hard  pieces  of  wire  or  other  articles  that  wonld  dog  the  plieis.  These  lips  also 
serro  another  essential  purpose— vis.,  that  (*f  holding  the  ends  of  the  spring  fh>A 
displacement  and  obTiating  the  employment  of  a  separate  pin  or  stod  to  hold  the 
said  spring  at  one  end,  as  heretofore  common. 

The  eerews  4  5  serre  as  the  falora  of  the  hand-leyers  n  A»  haying  short  arms  ^  hf, 
te  aot  npon  the  ends  of  thA  longer  arms  of  the  Jaw-krers  and  tnm  them  on  their 
Mflim  to  dose  the  Jaws  and  bring  the  ontting-edgee  together.  The  spring /opene 
the.Jaws  the  instant  the  clasping  preteore  on  the  hand-leyers  is  relaxed. 
'In  order  to  more  the  Jaw-loTers  equally  at  all  times  and  prevent  the  Jaw-lerers 
and  body  of  the  pliers  turning  on  the  handles,  I  hare  prorided  one  hand-lerer  wiHi 
a  prongy  «h  haTing  a  rounded  end  that  enters  a  rounded  noteh  in  the  opposite  leyer. 
This  one  prong  and  its  mrtoh  are  always  in  engagement,  and  so  oonneet  the  two 
leTors  that  the  body  of  the  pliers  eannot  vibrate  on  the  screws  4  5,  but,  on  the 
oontraiy,  the  two  levers  may  tnm  each  on  its  own  pivot,  both  levers  always  turning 
the  same  distance,  but.  in  exactly  opposite  directions.  This  connection  between  the 
two  hand-levers,  as  described,  inearee  a  stiff  piCti  of  plien,  that  can  be  handled  more 
readily  and  accurately  than  the  old  form  of  eutting-pUets  refenred  to,  and  which  are 
more  positive  ae  to  the  movement  of  the  oottihg-Jawe. 

I  am  awarie,  in  bolt-cutters,  where  the  short  ends  of  the  hand-levers  are  Jointed 
with  the  long  ends  of  the  batting  Jaw-leven,  that  a  series  of  teeth  or  cogs  have  been 
i'nterpoeed  to  cause  the  haod-levers  to  be  geared  together;  but  in  such  bolt-cutters 
one  single  tooth  and  noteh  would  not  operate  to  alweys  keep  the  two  hand-leven 
locked  together  as  to  their  movement  in  unison,  as  is  the  case  with  my  one  prong,  m, 
rounded  at  its  end  and  inserted  within  a  rounded  notch. 

I  claim — 

The  body  composed  of  the  side  plates,  a  h,  the  independent  fhlera  3  3  4  5  for  the 
Jaw-levers  and  hand-levers,  the  Jaw-levers  provided  with  outting-edgee  and  with  lips 
e,  and  the  hand-levers  having  short  arms  g*  V,  and  a  prong  and  notch  alwsys  In 
engagement,  as  deecribed,  combined  with  the  V-shaped  spring,  hdd,  as  described,  by 
the  lips  of  the  Jaw-leven,  all  as  and  for  ths  purpose  set  forth. 

One  of  the  defenses  set  up  in  the  answer  is,  that  Johnson  and  Thomp- 
son snrreptitionsly  obtained  the  patent  in  frand  of  the  rights  of  tbe 
defendants ;  that  the  defendants  are  trastees  and  directors  of  a  New 
York  corporation,  known  as  the  Interchangeable  Tool  Oompany ;  that 
that  corporation  was  organized  in  Angnst,  1878,  for  the  purpose  of  maun- 
flMStnring  catting-pliers  or  nippers,  nnder  Letters  Patent  No.  209,677, 
granted  to  the  defendant  Hall,  November  5, 1878 ;  that  Hall  invented 
eertain  improvements  n}>on  snch  pliers,  and  immediately  described  and 
explained  tiiem  to  the  officers  of  the  company ;  that  the  company  there- 
upon caused  a  model  of  them  to  be  made,  embracing  such  improve- 
ments; that  Johnson  was  employed  to  make  such  model  of  pliers  for 
the  oompany,  and  made  them  for  the  company  while  in  its  employ,  and 
under  the  direction  of  Hall ;  that  Johnson  was  in  the  employ  of  the 
oompany,  in  making  snch  pliers,  from  April  20, 1879,  until  May  1,^  1880, 
daring  which  time  the  company  made  ajiid  sold  upward  of  30,000  of  such 
2016  PAT ^28 
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pliers,  with  the  knowledge  and  consent  of  Johnson,  and  withoat  any 
objection  on  his  part,  and  without  notice  that  he  claimed  to  be  the  in- 
ventor of  the  whole  or  any  part  of  such  pliers,  or  intended  to  apply  for 
a  patent  for  the  same;  that  Hall  was  the  first  and  original  inventor  of 
said  original  cutting- pliers  and  of  said  improvements  thereon,  and 
assigned  to  the  company  the  whole  of  the  patent  of  November  5, 1878, 
immediately  on  its  issue,  and  also  the  whole  of  said  improvements  upon 
such  cutting-pliers ;  that  Johnson,  after  so  being  in  the  employ  of  the 
company  for  one  year,  was  dismissed  from  its  service,  and  thereupon,  as 
the  result  of  a  conspiracy  between  Thompson,  Johnson,  and  one  Gns- 
tam,  Johnson  falsely  claimed  that  he  was  the  first  and  original  inventor 
of  said  improvicments,  and  applied  for  a  patent  therefor,  and  sold  his 
pretended  claim  to  the  invention  to  Thompson ;  and  that  Johnson,  with- 
out the  knowledge  of  Hall,  or  of  the  other  defendants,  or  of  the  com- 
pany, applied  for  a  patent  for  said  improvements,  falsely  aUeging  that 
he  was  their  first  and  original  inventor,  and  surreptitiously  obtained 
said  patent,  No.  232,975,  for  said  invention  of  Hall,  and  for  an  improve- 
ment upon  the  pliers  so  pateAted  November  6, 1878.  There  was  a  repli- 
cation to  this  answer,,  proofis  were  taken,  and  the  circuit  court  entered 
a  decree  dismissing  the  bill,  from  which  the  plaintiff  has  appealed.  In 
its  opinion  (33  O.  G.,  1140 ;  26  Fed.  Sep.,  906)  the  circuit  court  stated, 
that  the  question  at  issue  was  whether  the  combination  covered  by  the 
claim  of  the  plaintiff's  patent  was  invented  by  Johnson  while  he  was 
an  employ^  of  the  corporation ;  that  the  plaintiff  had  sought  to  prove 
that  a  model  produced  by  him,  known  as  Exhibit  0,  was  made  by  John- 
son while  he  was  in  the  employ  of  the  company ;  that,  on  the  other 
hand,  the  defendants  had  sought  to  prove  that  the  model  was  not  made 
by  Johnson  while  he  was  employed  by  the  company,  but  after  he  had 
been  discharged  from  its  employ,  and  for  the  purpose  of  supportiDg  a 
fraudulent  claim  to  an  invention  really  made  by  Hall,  and  which  claim 
had  been  put  forth  by  Johnson  for  the  first  time  after  he  had  been  dis- 
charged from  the  service  of  the  company ;  and  that,  upon  a  full  con- 
sideration of  all  the  evidence,  the  conclusion  of  the  court  was,  that  Ex- 
hibit 0  was  not  made  while  Johnson  was  a  workman  for  the  company, 
but  was  made  subsequently  to  his  leaving  its  employment,  and  that  he 
was  not  the  first  inventor  of  the  combination  claimed  in  the  patent  isstfed 
to  the  plaintiff. 

The  testimony  is  voluminous  and  contradictory,  and,  without  discuss- 
ing it,  it  is  sufficient  to  say  that  we  are  of  opinion  that  the  evidence 
establishes  the  conclusion  reached  by  the  circuit  court,  and  that  the 
decree  must  be  affirmed ;  and  it  is  so  ordered. 
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[United  StatM  ClzeoU  Court— Bastern  DUtriet  of  Kiohijcu).) 

ItODEBAUGH  ET  AL.  T.  JACKSON  ET  AL. 

Decided  FthrMry  25,  I689i 

47  O.  a.,  658. 

1.  BoDXBAUOH— Saw-Mill  Doo— Ikyaud  Patbmt. 

The  tint  claim  of  Letters  Patent  No.  196»102,  granted  October  16, 1877,  to  Qeorge 
W.  Bodebangh,  for  an  improYement  in  saw-mill  dogs,  is  anticipated  by  the  pat- 
ent of  Craney,  No.  160,534,  dated  May  5, 1874. 

2.  LUOTATION  IMPOSKD  BT  PaTBNT  OFFICE. 

The  intimation  in  Sargeani  y.  Hall  (114  U.  S.,  38)  that  the  limitations  intro- 
duced into  an  application  after  it  was  persistantly  rejected  mnst  be  strictly  con* 
•tilled  against  the  inventor  and  in  faror  of  the  public,  and  looked  upon  as  in  the 
nature  of  disclaimers,  means  no  more  than  that  when  nnder  the  state  of  the  art 
and  the  action  of  the  Office  a  patentee  of  a  combination  has  modified  and  limited 
bis  claim  he  shall  be  held  strictly  to  the  combination  as  he  has  described  it.  It 
does  not  debar  the  patentee  from  the  benefit  of  the  doctrine  of  equivalents. 

3.  Sams— MscHAKiCAL  Equivalent. 

In  such  a  case,  where  an  infringer  has  attempted  to  avoid  the  patent  by  the 
use  of  a  well-recognized  mechanical  equivalent,  the  oouirt  is  boand  to  look  to  the 
state  of  the  art  at  the  time  the  patent  was  applied  for  to  determine  the  limita- 
tions of  the  claim. 

4.  AvnciPATioir— Equivalent. 

When  aT'lo'^o'  ^^  already  been  used  for  operating  a  saw-mill  dog,  there  was 
no  invention  in  the  snbstitntion  of  an  eccentric-lever  which  was  used  to  perform 
the  same  function  in  a  no  more  eifeetual  manner. 

5.  Same— Beabbanoement. 

The  reairangemttit  of  an  old  combination,  where  each  element  of  the  combina- 
tion operates  practically  as  before,  is  not  patentable  unless  a  new  or  greatly-im« 
proved  result  is  gained. 

6.  Same— NON-lNFBIKOBMBNT; 

Where  the  claim  is  limited  to  a  lever  locking  in  vertical  position,  and  defend- 
ants' lever,  like  a  prior  patented  lever,  locked  in  a  horisontal  podiion.  Held  that 
the  claim  is  either  anticipated  or  not  infringed. 

In  Eqihtt. 

Mr.  Oharlei  J.  Hunt  for  the  complftinaDts. 
Meun.  OimUer  A  Qriffin  and  Mr.  Harry  E.  Knight  for  the  defendants. 

STATEMENT  OF  THE  CASE. 

This  was  a  bill  in  equity  to  reoover  damages  for  the  infringement  of 
the  first  claim  of  Letters  Patent  No.  196,103,  issned  October  16, 1877,  to 
George  W.  Bodebangh,  for  an  improvement  in  saw-mill  dogs.  The 
claim  alleged  to  be  an  infringement  read  as  follows: 

1«  The  combination  of  the  eccentric-lever  E  E^  pivoted  to  the  standard  B  at  0, 
with  the  connecting-stoap  F,  artiojalated  to  the  arm  G  of  the  reeiprocatory  shaft  D, 
carrying  the  dog-head,  the  parts  being  so  arranged  that  a  downward  movement  of 
the  lever  will  embed  the  dog  into  the  log  and  lock  it  there,  the  lever  assuming  a 
peipendioular  poaltioD  againslthe  standaid  out  of  the  wi^,  snbstantiaUy  aa  dsseribed. 
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The  defense  was  anticipation  and  non-infringement 
Bbown,  J.: 

A  dog  is  an  iDStniment  for  holding  a  log  in  position  while  it  is  bein^ 
sawed  into  boards  or  planks.  Formerly  the  log  was  sapported  on  the 
ends  of  the  earriage  and  was  held  firmly  down  and  secared  against 
lateral  displacement  by  iron  dogs  hinged  to  the  carriage  and  baring 
teeth  which  were  driven  into  the  ends  of  the  log.  When  the  oircalar 
.saw  came  into  nse,  the  form  of  the  carriage  was  changed.  Instead  of 
snpportiDg  the  log  at  the  end,  it  was  laid  so  its  side  rested  on  the  Bide 
rail  of  the  carriage,  and  was  supported  its  entire  length.  To  hold  it  in 
position,  two  or  more  movable  supports,  called  <^  knees,"  were  placed 
upon  the  carriage  behind  the  log.  To  prevent  the  rolling  of  the  log} 
two  or  more  pieces  of  iron  were  hinged  or  hang  to  the  cross-pieces  of 
the  carriage,  having  at  their  free  ends  a  right-angled  hook,  whiQh  was 
driven  into  the  log.  These  were  also  called  ^^  dogs."  After  a  time  this 
arrangement  was  followed  by  teeth  attached  to  the  knees  and  operated 
in  various  ways.  Some  were  driven  down  into  the  timber  by  blows, 
and  some  by  means  of  levers  of  various  shapes.  In  some  cases  the 
teeth  moved  simultaneously  in  an  upward  and  dowitward  direction — 
that  is,  into  the  upper  and  under  sides  of  the  log  or  cant-t-and  in  others 
the  action  was  separate.  These  teeth  were  not  often  locked  in  place ; 
but  in  a  few  cases  the  adjustment  of  the  lever  locked  them  in  position. 
These  teeth  were  also  called  '^  dogs  j "  but  the  term  was  also  applied  to 
the  whole  device,  which  was  placed  on  the  knee  of  the  carriage,  and 
included  all  the  mechanism  for  protruding  and  retracting  the  teeth. 
Under  this  state  of  the  art  the  patent  in  this  suit  was  issued.  The 
patentee  Bodebaugh  plaims  an  improvement  in  these  dogs,  consisting 
of  an  eccentric-lever  pivoted  to  the  standard  upon  which  the  dog  slides, 
the  office  of  which  is  to  raise  and  lower  the  reciprocating  shaft,  which 
carries  the  dog-head,  by  means  of  a  connecting-strap  between  the  ec- 
centric and  reciprocating  shaft.  By  the  use  of  this  device  the  teeth  of 
the  dog  are  forced  jnto  and  withdrawn  from  the  log  at  pleasure. 

In  order  to  ascertain  the  full  scope  of  Rodebaugh's  invention  it  is 
necessaiy  to  advert  for  a  moment  to  the  first  claim  of  his  mginal  ap- 
plication.   It  reads  as  follows : 

1.  The  eocentrio-lever  £  E,  and  connecting-Btrap  F,  combined  with  the  vertieal 
abaft  or  bar  D,  carrying  the  dog-head,  aubetantially  as  descHbed,  and  for  the  purpose 
specified. 

This  was  a  broad  claim  for  the  use  of  an  eccentric-lever  and  connect- 
ing-strap combined  with  a  shaft  carrying  the  dog-head  for  the  purpose 
of  raising  and  lowering  the  teeth,  and  was  rejected  by  the  Patent  Office 
upon  the  ground  that  it  had  been  substantially  anticipated  ,by  Patent 
1^0. 163,309,  issued  to  0.  B.  Ely,  for  a  head-block.  This  was  a  combi- 
nation of  a  lever  working  with  a  cam,  the  object  of  which  was  to  ele- 
vate and  press  the  dog-head,  which  was  carried  upon  a  cylinder  in  much 
the  same  manner  as  Rodebaugh's.    The  ground  of  the  rejection  is  not 
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Stated;  bat  it  is  obvioos  that  it  must  have  been  opon  the  theory  that 
thjd  eccentrie-lever  of  Bodebangh  was  a  sabstantiai  equivalent  for  the 
weighted  lever  and  cam  of  the  Ely  patent.  The  operation  of  the  two 
is  admitted  to  be  sabstantially  identical,  and,  in  our  opinion,  the  action 
of  the  Examiner  in  holding  that  there  was  no  invention  in  snbstituting 
the  one  for  the  other  was  correct.  Upon  this  intimation  jfrom  the  Patent 
Office  Bodebangh  thereupon  amended  his  claim  and  restricted  himself 
to  the  combination  of  (he  eccentric-lever  pivoted  to  a  standard,  with  a 
connecting-strap  articulated  to  an  arm  of  the  reciprocating  shaft  car- 
rying the  dog-head,  the  parts  being  so  arranged  that  a  downward  move- 
ment of  ttfe  lever  will  embed  the  dog  into  the  log  and  lock  it  there,  the 
lever  assuming  a  perpendicular  position  against  the  standard,  out  of 
the  way.  Defendants' theory  is  that  Bodebangh,  having  assented  to 
the  rejection  of  his  original  claim  and  having  substituted  another,  is 
boand  by  the  literalism  of  his  new  claim;  and  inasmuch  as  in  the  de- 
fendants' device  the  lever  when  locked  does  not  assume  a  perpendicular 
position,  as  required  by  Bodebaugh's  claim,  there  is  no  infiingement. 
If  it  be  broadly  true  that  a  patentee  who  has  re-formed  his  claim  under 
instmctiona  from  the  Patent  Office  is  thereby  debarred  from  the  benefit 
of  the  doctrine  of  equivalents,  his  position  is  correct.  It  is  true  there 
is  an  intimation  in  the  case  of  Sargeant  v.  Hall  (114  U.  S.,  86)  that  the 
limitations  introduced  into  an  application  after  it  was  persistently  re« 
jeeted  must  be  strictly  construed  against  the  inventor  and  in  favor  of 
the  public,  and  looked  upon  as  in  the  nature  of  disclaimers ;  but  on  a 
careftil  consideration  of  this  and  other  cases  we  think  nothing  more  is 
meant  than  that  where,  under  the  state  of  the  art  and  the  action  of  the« 
Office,  a  patentee  of  the  combination  has  modified  and  limited  his  claim 
he  shall  be  held  strictly  to  the  combination  as  he  has  described  it. 
Thus  in  Legged  v.  Avery  (101  U.  S.,  259)  it  is  intimated  that  if  an  ap- 
plicant, in  order  to  obtain  the  issue  of  a  patent,  acquiesces  in  the  re- 
jection of  a  claim  thereto,  a  reissue  containing  such  claim  is  invalid ; 
but  there  is  no  suggestion  that  the  patentee  of  such  reissue  is  not  en* 
titled  to  the  benefit  of  the  doctrine  of  equivalents.  So,  in  the  Goodyear 
Dental  VuleanUe  Company  r.Daviej  (102  U.  S.,  222-227,)  after  disclaim- 
ing an  assertion  that. the  correspondence  between  the  applicant  for  a 
latent  and  the  Oommisstoner  of  Patents  can  be  allowed  to  enlarge, 
diminish,  or  vary  the  language  of  a  patent  after  it  is  issued,  it  is  said 
that  a  patent,  like  any  other  written  instrument,  is  to  be  interpreted  by 
its  own  terms. 

Bat  when  a  patent  bears  on  it$  face  a  partionlar  constraction,  inasmuch  as  the 
speoiflcatiOQ  and  claim  are  in  the  words  of  the  patentee,  it  is  reasonable  to  hold  that 
saeh  a  eonatrnctiou  may  be  confirmed  by  what  the  patentee  said  when  he  was  making 
his  application.  The  understanding  of  the  party  to  a  contract  has  always  been  re- 
Kazded  as  of  some  iroportanoe  in  its  interpretation. 

So  all  that  was  said  in  Fay  v.  Oordesman  (109  U.  S.,  420)  is  that  if 
the  patentee  specified  any  element  as  entering  into  the  combination,  he 
makes  such  element  material,  and  the  court  cannot  declare  it  to  be  im- 
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material.  It  is  his  province  to  make  his  own  claim  and  his  privilege  to 
restrict  it.  If  it  be  a  claim  to  a  combination  and  be  restricted  to  speci- 
fied elements,  all  mast  be  regarded  as  material,  leaving  open  only  the 
qaestion  whether  an  omitted  part  is  filled  by  an  equivalent  device  or 
instrumentality.  There  is  nothing  in  any  of  these  cases  inconsistent 
witli  what  had  been  previously  regarded  fte  well  settled,  or  to  lead  one 
to  believe  that  it  was  the  intention  of  the  court  to  debar  the  patentee 
from  his  right  to  pursue  an  infringer  who  has  endeavored  to  avoid  bis 
patent  by  the  use  of  a  well-recognized  mechanical  equivalent.  We 
think,  therefore,  that  we  are  bound  to  look  to  the  state  of  the  art  at  the 
time  this  patent  was  applied  for  to  determine  the  limitations  upon  the 
clause  in  question. 

Under  the  first  clause  of  plaintifiEs'  patent  as  amended  there  are  none 
of  the  so-called  anticipations  which  are  worthy  of  serious  consideration 
except  that  of  Graney,  which  undoubtedly  resembles  Bodebaugh's  de- 
vice in  all  its  important  particulars.  There  is  a  fixed  standard,  A^  cor* 
responding  to  plaintiffs'  standard  B,  a  guide-bar,  B,  answering  to  the 
reciprocating  shaft  D,  and  the  same  lever  E,  though  in  one  it  is  a  T 
lever  and  in  the  other  an  eccentric,  a  connecting-bar,  D,  performing 
substaQtially  the  same  functions  as  the  connecting  strap  F  of  the  Bode- 
bangh  patent,  and  a  projecting  or  horizontal  arm,  0,  which  answero 
the  purpose  of  plaintiflTs'  arm  G,  projecting  from  the  upper  end  of  the 
reciprocating  shaft  All  these  elements  perform  substantially  the  same 
functions  as  the  corresponding  elements  of  the  Bodebaugh  patent* 
There  are,  however,  three  distinctions  in  the  two  devices,  which  it  be- 
comes necessary  to  notice  before  determining  finally  the  question  of 
anticipation. 

First,  in  the  use  of  a  T-lever  instead  of  an  eccentric.  This  fiEU>t  is  re- 
lied npon  by  the  plaintiffs  as  constituting  the  improvement  which  dis- 
tinguishes the  Bodebaugh  patent  not  only  from  that  of  Craney,  bat 
from  all  the  others  which  are  claimed  as  anticipations.  But  the  testi- 
mony, even  of  plaintiffs^  experts,  indicates  very  strongly  that  for  the 
purpose  of  driving  the  teeth  of  the  dog  Into  the  log  a  T-lever  performs 
the  same  function  and  in  as  effectual  a  manner  as  an  eccentric  The 
operation  of  the  two  is  precisely  the  same.  Indeed,  a  model  was  ex- 
hibited in  which  an  eccentric  and  a  -lever  were  used  to  move  ooind- 
dently  the  same  connecting-rod,  and  their  operation  was  shown  to  be 
practically  identical.  The  one  difference  suggested  is  that  eccentrics  are 
not  affected  by  back-pressure — a  distinction  which  is  strenuously  denied 
by  defendants'  experts — while  the  lever  may  be  moved  backward  and 
forward  unless  it  is  locked.  This,  however,  is  of  no  importance,  as  It 
is  always  intended  that  the  lever  operating  the  dog  shall  either  be  locked 
or  held  in  place  by  a  weight  upon  the  end  of  the  lever.  We  are  clear 
in  our  opinion  that  there  is  no  invention  in  substituting  one  for  the 
other.  ^  J 

Second,  there  is  in  the  Bodebaugh  patent  ^  MMd^^^of  the 
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entire  ooihbiiiatioii  of  the  Oianey  patent  by  pladng  the  lever  and  lock, 
ing  device  midway  between  the  npper  and  lower  ends  of  the  standard- 
instead  of  at  the  bottom  and  nsing  it  to  depress  the  npper  dog,  instead 
of  raising  the  lower  dog  into  the  log.  We  do  not  nnderstand  that  the 
rearrangement  of  an  old  combination,  where  each  element  of  the  combi- 
nation operates  practically  as  before,  is  patentable  unless  a  new  or 
greatly  improved  resalt  is  gained.  {Woodward  v.  Dinsmore^  4  Fish., 
163, 169.)  The  variations  of  the  Bodebaagh  patent  from  that  of  Graney 
are  scarcely  greater  than  those  of  defendants'  device  from  that  of  Rode- 
bangh,  and  it  is  entirely  clear  to  onr  mind  that  defendants'  device  dif- 
fers from  that  of  Bodebaagh  only  in  the  rearrangement  of  the  combina- 
tion, by  which  a  connecting-rod  operated  by  a  thmst  and  articulating 
with  the  movable,  shaft  at  the  bottom  is  snbstitnted  for  a  connecting- 
strap,  F,  operating  by  tension  and  articulated  with  the  reciprocating 
shaft  at  the  top  by  means  of  the  arm  O.  In  this  particular  the  case  is 
much  like  that  otIve$  v.  HamilUmj  (92  U.  S.,  426.) 

Third,  the  feature  of  the  Bodebaagh  patent  by  which  the  lever  when 
the  dog  is  locked  assumes  a  perpendicular  position  iigainst  the  standard 
out  of  the  way,  is  not  found  in  the  Oraney  patent,  and  is  probably  the 
novel  arrangement  which  obtained  from'  the  Patent  Office  the  allow- 
ance of  his  first  claim  as  amended.  Now,  this  is  either  a  mechanical 
equivalent  for  a  lever  which  locks  horizontally,  or  it  is  not.  If  it  be 
such  an  equivalent,  then  it  is  anticipated  by  the  Oraney  patent;  but  if 
it  be  not  such  equivalent  and  be  a  patentable  improvement  upon  the 
Graney  patent,  then  it  is  not  infringed  by  the  defendants,  since  they  do 
not  use  this  feature  of  the  claim. 

There  was  undoubtedly  considerable  mechanical  ingenuity  shown  by 
Bodebaugh  in  readjusting  the  various  elements  of  the  Graney  combina- 
tion, and  perhaps  some  improvement  in  its  mechanical  operation,  and  we 
think  his  device  approaches  very  near  the  border  line  of  invention ;  but 
upon  the  point  which  has  been  most  earnestly  pressed  upon  our  attention , 
that  the  eccentric  »  a  patentable  improvement  over  the  T-lever-*and  the 
plaintiffs'  case  waa  practically  put  upon  this  ground^we  have  not  been 
able  to  adopt  their  view. 


(United  StetM  Cinmit  Court— EMten  Dlitriot  of  If iohigta.] 

Bodebaugh  bt  al.  v.  Jackson  et  al. 

Decided  Afaroh  12,  1889. 
47  0.  G.,  660. 
1.  RODBBAUOH— BaW-MUX  DOG— INVAUD  PaTBKT. 

The  tint  claim  of  Letters  Patent  No.  196,102,  granted  October  16, 1877,  to  George 
W.  Bodebaagh,  for  an  improyement  in  saw-mill  dogs,  is  anticipated  both  by  the 
patent  of  Craney,17o.  150,534,  dated  May  5, 1874,  and  the  patent  of  Ely ,  No.  163,309, 
dated  May  18, 1875. 
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2.  Limitation  Imposed  by  Patbmt  Offigk. 

Wheie  a  claim  in  complaiuants'  applioation  broad  «aoogh  to  oorer  the  maehine 
uBed  by  defeudaDts  was  rejected  on  reference  to  a  prior  patent,  and  the  applicant 
was  compelled  to  present  a  new  claim  having  a  limitation  not  found  in  the  claim 
first  presented,  the  new  claim  cannot  be  enlarged  to  cover  what  was  first  rejected 

3.  Same— Non-Infringrment. 

Wheie  after  official  rejection  a  patentee's  claim  was  limited  id  the  specific  de- 
vice described,  in  which  the  lever  for  operating  the  dog-bar  locked  when  in  ver- 
tical position,  and  the  defendants'  lever  was  so  arranged  as  not  to  lock  in  that 
position.    HM  to  be  no  infringement. 

On  application  for  rehearing. 

Mr.  Charles  J.  Hunt  for  the  complainants. 

Messrs.  Oonlter  Jk  Oriffin  and  Mr.  Harry  E.  Knight  for  the  defendadts. 
Jaokson,  J. : 

I  concur  fally  in  the  conclnsion  reached  by  thedlBtriot  jadge  that  the 
Bodebaugh  patent  of  October  16, 1877,  Letters  Patent  No.  196,102,  was 
anticipated  by  the  patent  issued  to  Thomas  Graney,  No.  150^534,  dated 
May  5, 1874;  that  in  so  far  as  the  Bodebangh  improvement  differs  from 
that  of  the  Graney  patent  nothing  more  th^n  mechanical  skill  was  in- 
volved and  exercised.  I  am  further  of  the  opinion  that  said  Rodebaugh 
patent  was  anticipated  by  tjbe  patent  of  Ely,  No.  163,309,  dated  May 
18, 1875.  Secondly,  if  the  Bodebaugh  patent  could  be  held  valid,  it 
would,  in  view  of  the  action  of  the  department  as  shown  by  the  file- 
wrapper  and  contents,  have  to  be  limited  to  the  precise  mechanism  and 
construction  therein  described,  and  that  as  thus  limited  it  is  not  infringed 
by  the  machine  used  by  the  defendants.  Bodebaugh's  original  claim 
was  broad  enough  to  have  covered  the  machine  as  used  by  defendants. 
It  was : 

1.  The  eccentric- lever  £  E,  and  connect  ing*st rap  F,  combined  with  the  yertioal 
shaft  or  bar  D,  carrying  the  dog -head,  sabstantially.as  described,  and  for  the  purpose 
specified. 

This  claim  was  rejected  by  the  Patent  Office  in  reference  to  said  Ely 
patent,  No.  163,309,  in  which  is  found  an  eccentric-lever  operating  on 
the  vertically-reciprocating  bar  which  carries  the  dog  and  capable  of 
locking  the  bar  in  any  position  it  may  be  set.  Upon  the  rejection  of 
this  broad  claim  Bodebaugh  was  compelled  to  present  the  new  claim  now 
shownin  claim  1  of  the  Letters  Patentissued  to  him,  which  cannot  by  any 
construction  or  under  any  rule  or  doctrine  of  equivalents  be  enlarged 
so  as  to  cover  or  embrace  what  was  previously  rejected.  It  must  man- 
ifestly be  limited  to  the  specific  device  therein  described,  in  which  the 
dog-head  is  locked  when  the  eccentric-lever  has  been  moved  through 
the  half-circle,  or  180  degrees  of  the  circle  of  its  action,  and  brought 
into  a  perpendicular  position  with  the  standard  or  shai't.  The  defend- 
ants' lever  is  differently  constructed,  having  its  greatest  locking  capac- 
ity when  in  a  horizontal  position  and  losing  this  locking  capacity  en* 
tirely  when  carried  to  the  position  of  the  perpendicular,  at  which  the 
Rodebaugh  lever  makes  its  most  effective  lock.  <^ 


DECISIONS  OF   U.   S.   COURTS  IN  PATENT   CASES.  441 

I  am  clearly  of  the  opiDion  that  the  application  for  reheariag  shoald 
be  deniedi  and  that  complainants'  bill  Ahould  be  dismissed,  with  costs. 


(TTuited  StetM  Ciroalt  Conrt— Ifforthern  DUtrlct  of  XUinoU.] 

Lyman  t?.  Bubns. 

Decided  Jpril  15,  188P. 
47  0.  Gm  660. 

iHJUKCnON. 

Injanction  ander  Trade-Mark  No.  1(^473,  registered  April  9,  1889,  by  Mosea 
Lyman,  for  a  game,  "  Pigs  in  Clover." 

Blodoett,  J. : 

Now  come  the  parties  by  their  solicitors,  and  the  complainant's  mo- 
tion for  a  preliminary  injanction  now  comes  on  to  be  heard,  and  after 
hearing  the  argnments  of  connsel  the  conrt  snstains  said  motion. 
Therenpon  it  is  ordered  that  said  defendant,  his  agents,  servants,  and 
workmen  be,  and  they  are  hereby,  enjoined  and  restrained,  until  the 
ftarther  order  of  this  court,  from  marking,  stamping,  or  designating  in 
any  manner  games,  toys,  or  any  article  of  manufacture  with  the  words 
^Pigs  in  Clover,"  or  any  material  part  thereof,  or  any  word  or  desig- 
nation that  can  be  mistaken  therefor,  and  from  making  giames,  toys,  or 
pozzies  of  the  size,  shape,  or  appearance  of ''  Exhibit  A  '^  which  may 
in  any  manner  be  mistaken  therefor,  and  that  a  writ  of  injunction  issue 
accordingly. 


[United  Stotaa  Cireait  Coart— Diatrlot  of  MtMaobasetU.] 

McMUBBAY  ET  AL.  V.  EMEBSON. 

Ihdded  November  21,  lti86. 

47  0.  G.,  815. 

IWrBIirGZUENT— ESITMATINO  DAMAGES. 

The  baiia  for  eetimating  damage«  for  infriogement  aboald  be  the  amoant  ot 
profit  or  saTings  made  by  the  use  of  the  tufringing  device  over  what  could  have 
been  made  by  tbe  use  of  devices  free  and  open  to  the  public. 

Mr*  Benjamin  Price  and  Mr.  Causten  Browne  for  the  complainants. 
Mr.  A.  R.  Briggn  for  the  defendant. 

STATEIMENT  OF  THE  CASE. 

This  was  an  action  for  infringement  of  Reissue  Patent  No.  8,781, 
dated  July  1,  1879,  for  an  invention  of  Abel  Barker,  and  Reissue  Patent 
No.  10,672,  dated  December  15, 1885,  for  an  iuveution  of  Jabez  A.  Bost- 
wick,  each  invention  being  for  an  improvement  in  tools  for  soldering 
the  caps  or  covers  on  tin  cans,  and  both  patents  being  owned  b;;^  the 
plaintifb  as  assignees. 
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Nelson,  J  .• 

Id  this  suit  the  plaintiffs  seek  to  recover  damages  for  the  infringe- 
ment of  two  patents  of  which  they  arc  the  owner,  the  Barker  patent  and 
the  Bostwick  patent.  These  patents  relate  to  improvements  in  tools 
for  soldering  tin.  cans.  There  does  not  seem  to  be  any  dispute  between 
the  parties  as  to  the  ownership  of  the  patents  nor  as  to  their  validity. 
The  defendant  concedes  that  the  plaintiffs  own  them  and  that  they  are 
valid,  and  also  that  he  has  infringed  them  by  the  use  of  a  tool  in  his  tin 
canning  establishment,  and  that  tool  has  been  produced  and  exhibited 
to  the  jury.  'The  defendant  also  concedes,  and  the  plaintiffs  accept  the 
concession  as  true,  that  the  tool  embodying  the  improvements  has  been 
used  by  the  defendant  in  soldering  fifty  thousand  tin  cans. 

In  regard  to  the  rule  of  law  applicable  generally  to  the  case  as  to  the 
construction  which  the  jury  are  to  give  to  the  patents,  it  is  not  neces- 
sary for  the  court  to  make  any  extensive  \}t  elaborate  explanation,  be- 
cause they  will  not  be  troubled  with  the  consideration  of  any  question 
as  to  their  validity  or  as  to  the  defendant's  infringement ;  and  itisonly 
necessary  for  the  court  to  read  to  the  jury  two  prayers  which  the  plaint- 
iffs have  requested  the  court  to  give  upon  this  branch  of  the  case,  and 
to  say  that  the  court  adopts  these  prayers  as  containing  a  correct  expo- 
sition of  the  law.  The  defendant  concedes,  also,  that  these  prayers 
state  the  rule  of  law  correctly. 

In  regard  to  the  Barker  patent  the  plaintiffs  request  the  court  to  give, 
and  the  court  does  give,  this  instruction :  That  the  fifth  claim  of  the 
Barker  reissue  patent  is  for  a  soldering  apparatus  consisting  of  a  disk 
to  melt  and  spread  the  solder,  which  disk  is  formed  with  a  recess  in  its 
under  side  to  give  room  for  the  convex  lid  of  the  can  and  confine  the 
soldering  process  to  the  outer  edge  of  the  lid,  this  disk  being  in  combi- 
nation with  and  mounted  upon  a  rod  movable  independently  of  the 
disk,  which  rod  holds  the  can-cap  in  place  while  the  disk  is  moved  down 
to  the  solder,  and  back  and  forth  upon  the  solder  to  melt  and  spread 
it  evenly  around  the  edge  of  the  can  cap.  And  if  the  jury  find  that 
the  defendant's  soldering  apparatus  contains  substantially  such  a  disk 
mounted  upon  substantially  such  a  rod,  the  disk  and  rod  operating  sub- 
stantially in  the  same  manner  as  described  in  plaintiffs'  patent,  and 
producing  substantially  the  same  results  the  verdict  must  be  for  the 
plaintiffs. 

The  second  prayer  is  in  regard  to  the  Bostwick  patent,  and  the  plain- 
tiffs request  the  court  to  give,  and  the  court  does  give,  this  instruction : 
That  the  claim  in  the  Bostwick  patent  is  for  a  hollow  soldering-iron 
having  a  handle  and  haviug  its  ]ower  rim  beveled  in  combination'  with 
a  rod  located  centrally  within  the  hollow  soldering-iron  ^o  guide  the  sol- 
dering-iron properly  to  the  cap  to  be  soldered,  and  to  hold  the  cap  firmly 
till  secured  by  the  solder.  And  if  the  jury  find  that  the  defendant  has 
used  substantially  such  a  soldering-iron  and  rod,  combined  and  oi>er- 
ated  substantially  as  described  in  the  Bostwick  patent,  and  producing 
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So  open  the  qaestion  of  tjie  validity  of  the  patent,  and  also  to  the  ques- 
tion of  infringement,  the  jury  will  find  a  verdict  for  the  plaintiffs. 

The  more  important  question  is  the  question  of  dama^reH.  It  has 
been  stated  .by  the  counsel  that  this  is  one  of  a  number  of  cases,  and 
that  it  is  to  be  treated  as  a  teat  case  for  the  purpose  of  obtaining  a  judi- 
cial determination  by  a  jury  of  a  fair  measure  of  damages  for  the  in- 
fringement of  the  patents  in  order  that  the  verdict  of  the  jury  aud  the 
judgment  of  the  court  in  this  case  may  be  used  in  obtaining  settlements 
with  other  infringers,  and  for  ending  other  legal  proceedings.  .  There 
fore  it'  is  necessary  for  the  jury  to  consider  very  carefully  what  the 
damages  are  in  this  case,  remembering  that  the  public  generally  have 
some  interest  in  the  decision  of  the  jury. 

The  jury  will  notice  that  the  only  evidence  in  the  case  upon  the  sub- 
ject of  damages  is  proof  of  what  saving  results  in  that  part  of  the  proc- 
ess of  manufacturing  canned  goods  which  consists  in  fastening  the 
cover  by  solder  from  the  use  of  these  ingenious  inventions  over  the 
old  process  of  using  a  soldering-iron.  The  plaintiffs  have  produced  evi- 
dence from  persons  familiar  with  the  business  and  skilled  in  this  manu- 
factarei  from  which  it  appears  that  by  the  new  process  there  is  a  sav- 
ing of  labor ;  that  where  by  the  old  process  a  skilled  workman  could 
solder  only  1,500  cans  a  day,  under  the  new  process  a  laborer  less 
skilled  can  solder  4,000  cans  a  day,  so  that  the  actual  saving  resulting 
from  diminished  labor  by  the  use  of  the  new  process  over  the  old 
amounts,  according  to  the  plaintiffs'  computation,  to  $1*20  per  1,000 
cans.  There  is  also  evidence  that  by  the  patented  operation  there  is 
a  saving  of  solder  and  less  waste,  and  that  where  under  the  old  proc- 
ess a  pound  of  solder  would  be  sufficient  to  seal  or  fasten  only  80  cans, 
by  the  new  process  the  same  amount  of  solder  will  seal  or  fasten  150  or 
160  c^ns.  The  plaintififs  figure  out,  on  this  evidence,  a  saving  of  75  cents 
per  1^000  cans  in  the  quantity  of  solder  used.  Both  together  amount  to 
$1.95  per  1,000  cans.  The  only  evidence  in  the  case  is  that  which  1  have 
called  your  attention  to,  and  that  is  all  the  evidence  before  you  from 
which  you  can  compute  the  damages  to  which  the  plaintiffs  are  entitled 
for  the  infringement.  It  is  frequently  the  case  that  a  license-fee  is  es- 
tablished by  the  owner  of  a  patent  for  the  use  of  his  invention,  and  that 
is  ordinarily  the  basis  upon  which  a  jury  estimates  its  verdict ;  but 
there  is  no  evidence  in  this  case  of  a  license-fee  ever  having  been  estab- 
lished by  the  plaintiffs  for  these  patents  or  fixed  by  a  court,  and  there- 
fore the  jury  have  no  such  evidence  of  that  character  to  guide  them. 
The  jury  have  simply  the  saving  which  results  from  the  use  of  the  pat- 
ented devices  over  the  old  process.  Upon  this  evidence  the  jury  are 
justified,  if  they  see  fit,  in  finding  a  verdict  of  $1.95  per  1,000  or  $1.75 
per  1,000,  which  was  the  amount  suggested  by  the  counsel  for  the  plain- 
tiff. There  is  no  claim  here  that  this  amount,  should  exceed  $1.95  per 
1,000  cans,  and  the  jury  therefore  will  be  justified  in  finding  that  sum 
or  any  other  less  sum  which  they  think  would  be  a  fair  compensation  to 
the  plaintiffs  for  the  infringement  of  their  rights  as  the  owners  of  the  pat- 
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euts.  I  will  read  to  you  the  prayer  which  the  plaiatifGs  have  asked  the 
ooart  to  give.  I  am  requested  to  instruct  you  that  the  jury  are  to 
award  the  plaintiffs  a  sum  equal  to  the  actual  damage  caused  by  the  in- 
fringement, and  in  forming  their  estimate  of  damages  they  are  to  con- 
sider as  evidence  of  such  damages  the  amount  of  profits  or  savings  made 
by  the  defendant  by  the  use  of  the  infringing  device  over  what  the  de- 
fendant could  have  made  by  the  use  of  tools  free  and  open  to  the  public 
use ;  and  I  instruct  you  that  in  accordance  with  that  prayer  y6u  are  to 
award  the  plaintiffs  an  amount  equal  to  his  damage,  and  you  are  to  eon- 
eider  as  evidence  the  gains  or  savings  made  by  the  defendant  by  the 
use  of  the^  patented  device. 

You  are  also  to  find  the  amount  of  the  plaintifib'  damages  per  1,000 
cans.  The  verdict  which  the  clerk  will  hand  to  you  will  contain  a  mem- 
orandum of  the  number  of  cans  on  which  the  device  has  been  used  by 
the  defendant— 50,000— and  you  are  to  fill  the  blank  with  the  amount 
which  you  find  the  damage  to  be  per  1,000  cans. 


[Snpreirie  Court  &t  the  United  States.] 

Petebs  v.  Hanson  et  al. 

Decided  March  5,  1889. 

47  O.  G,.  945. 

1.  Peters— Vehicle-Dashes. 

Claims  1,  S,  and  3  of  Letters  Patent  No.  213,529,  granted  Mareb  25, 1879,  to  George 
M.  Peters,  for  an  improyement  in  yehicle-dasbes,  corer  merely  applioations  of 
old  devices  to  new  ases,  not  involving  inyention. 

2.  I^aiie—Samb. 

There  was  no  invention  in  providing  a  bearing-sarfaoe  (covered  by  ehum  4) 
npon  the  frame  of  tbe  dash,  to  whlcb  the  foot  of  the  brace  was  to  be  attached  lo 
snpport  the  brace  and  dasb,  either  by  an  increase  in  the  quantity  of  metal  <« 
otherwise,  so  to  strengthen  the  proper  part,  in  a  proper  way,  for  its  proper  duty. 

3.  Peters— Vehicle-Dash  Frames. 

Reissue  Letters  Patent  No.  9,891,  granted  October  11, 1881,  to  George  M.  Peten, 
for  an  improvement  in  vehicle-dash  frames,  does  not  involve  invention.  Tbe 
process  was  old  in  the  state  of  the  art  of  working  metals. 

Appeal  from  the  Circuit  Gourt  of  the  United  States  for  the  District 
of  Indiana.  - 

Mr..  William  Hubhell  Fisher  Vknd  Mr.  Benjamin  Butterwarth  for  the 
appellant. 
Mr.  Arthur  Stem  for  the  appellees. 

Mr.  Justice  Blatchfoed  delivered  the  opinion  of  the  Court. 

This  is  a  suit  in  equity,  brought  by  George  M.  Peters,  in  the  Gircoit 
Court  of  tbe  United  States  for  the  District  of  Indiana,  against  Julius 
A.  Hanson  and  Cortland  C.  Van  Camp,  for  the  alleged  iuMngement  of 
two  Letters  Patent  granted  to  George  M.  Peters,  the  plaintiff,  namely, 
Letters  Patent  No.  213,529,  granted  March  25, 1879,  for  an  improve- 
ment in  vehicle  dashea,  on  an  application  filed  June  19,  1876,  and 
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Brissaed  Letters  Patent  No.  9,891,  for  improvemeDts  in  vehicle-dash 
frames,  granted  October  11, 1S81,  on  the  surrender  of  original  Letters 
Patent  No.  224,792,  granted  February  24, 18S0,  on  an  application  filed 
May  5, 1879,  the  reissue  having  been  applied  for  June  15, 1881. 

The  answer  sets  up  as  to  both  patents  want  of  novelty  and  patenta- 
bility, non-infringement,  and  the  invalidity  of  the  reissue,  because  it 
has  been  expanded  beyond  the  invention  disclosed  in  the  original  patent, 
and  contains  new  matter  not  found  in  that  patent,  and  is  for  a  different 
invention. 

There  was  a  replication  to  the  answer,  proofs  were  taken,  and  the 
circuit  court  dismissed  -the  bilL  The  plaintiff  has  appealed  from  the 
decree.  We  are  not  furnished  with  any  opinion  given  by  the  circuit 
court  stating  the  ground  for  its  action,  but  it  said,  in  the  brief  for  the 
appellant,  that  the  ground  was  that  the  inventions  were  not  patentable 

So  much  of  the  spedflcation  of  No.  213,529  as  is  material,  and  the 
drawings  referred  to  in  it,  are  as  follows : 

My  invention  rehttes,  *  •  •  secondly,  to  the  attachment  of  the  dash  to  the  ve- 
hide;  and  thie  part  of  my  invention  renders  the  dash  capable  of  attachment  to  ve- 
hiclee  of  different  widths,  so  that  it  can  be  sold  as  an  article  of  manafactare)  for 
application  to  the  vehicle  by  the  purchaser.  These  features  of  my  invention  render 
the  constmction  easy,  expeditious,  and  economical. 

Another  feature  of  my  invention  consiste  in  such  a  novel  construction  of  the  dash 
as  that  there  shall  be  at  the  part  of  the  frame  thereof  to  which  the  laterally  adjusta- 
ble foot  is  to  be  attached  a  proper  bearing  -surface  for  the  support  and  bracing  of  the 
dash. 

In  the  accompanying  drawings,  which  form  a  part  of  this  specifloation.  Figure  1  is 
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a  peispective  view  of  sufficient  of  a  vehicle  to  illustrate  my  invention ;  Fig.  2,  a  seo* 
tional  detached  view ;  Figs.  3,  4,  5,  6,  8,  detached  views,  illustrating  modifications; 
and  Fig.  7,  a  detached  perspective  view. 

One  mode  of  making  the  dash-frame  is  shown  in  the  drawings,  in  which  G  F  are 
parallel  uprights  at  each,  end,  C  D  £  parallel  cross-rods,  and  M  L  short  contin^ation8 
of  the  rods  OF.    •    *    • 

In  order  to  connect  the  frame  to  the  vehicle,  and  further  to  permit  a  frame  to  be 
applied  to  vehicles  of  different  sizes,  I  construct  the  frame  and  the  foot  H  so  that,  by 
a  lateral  a<Unstment  in  relation  to  each  other,  the  desired  connection  to  bodies  of  dif- 
ferent widths  may  be  effected.  The  frames  may  be  varied  in  construction,  to  effect 
this  result.  Thus  in  Figs.  1  and  2  the  frame  has  a  wide  bearing-piece,  N,  of  any  de- 
sired length,  with  a  slot  to  receive  the  fastenings  of  the  foot  or  attachment  H,  by 
which  the  dash  and  the  body  of  the  vehicle  are  connected  adljnstably,  bo  that  within 
the  limits  of  the  adjustment  the  foot  secured  to  the  dash  may  find  its  bearings  on 
bodies  of  various  widths. 

The  foot  may  be  of  any  desired  shape,  being  shown  with  two'  branches,  b  d,  one 
bolted  or  otherwise  secured  to  the  dash  and  the  other  to  the  body  I  of  the  vehicle. 

By  the  above-described  means  the  dashes  may  be  furnished  to  the  trade  as  inde- 
pendent articles  of  mannfaoture,  as  the  foot  may  be  fitted  to  vehicles  in  the  proeeea 
of  construction  or  afterward,  and  the  dash  secured  without  altering  or  moving  it. 
For  the  like  reason,  the  feet  adapted  to  the  vehicles  and  dashes  may  be  sold  separ- 
ately.   •    •    * 

The  bearing  N  for  the  attachment  or  foot  may  be  within  the  frame,  as  shown  in  Figa. 
1, 2, 3, 4,  and  8,  or  it  may  be  in  an  extension  outside  of  the  frame,  the  result  being  the 
same— i.  e.,  the  frame  being  adapted  to  be  secured  without  change  to  bodies  of  differ^ 
ent  widths.  This  bearing  portion  N  may  be  secured  permanently  or  detacbably  to 
the  frame-bars.  Thus  in  Figs.  1  and  2  it  is  provided  with  sockets  for  the  reception 
of  studs  at  the  ends  of  the  bars.  In  any  case  it  affords  a  strong  and  rigid  connection 
between  the  foot  and  the  frame,  so  that  the  latter  cannot  be  bent  over  under  any- 
thing less  than  destructive  pressure.  This  is  especially  the  case  when  both  uprights, 
F  and  G,  are  secured  to  the  bearing-piece  N,  whether  within  or  without  the  frame 
proper;  but  when  within  the  frame  and  extending  up  between  the  uprights  it  stiffens 
and  braces  the  latter. 

The  adjustment  of  the  dash  and  foot  is  not  necessarily  limited  to  the  mode  described. 
For  instance,  it  may  be  effected  by  means  of  a  series  of  holes,  affording  a  means  of 
adjusting  the  foot  at  difiereut  points.  When  the  foot  is  not  required,  the  dash  may 
be  connected  directly  to  the  body  with  like  advantage,  as  the  points  of  connection 
may  be  varied  to  suit  bodies  of  different  widths. 

The  feature  of  lateral  adjustability  set  forth  therein  is  applicable  to  dashes  and  feet, 
or  equivalent  laterally-a4jnstable  attachments,  other  than  those  particularly  herein 
described. 

There  are  eight  claims  in  the  patent,  the  first  foar  of  which  alone  are 
alleged  to  have  been  infringed,  namely  : 

Without  confining  myself  to  any  special  mode  of  connecting  the  foot  and  dash  ad- 
justably, I  claim— 

1.  The  combination  of  a  dash  and  laterally-adjustable  attachments,  whereby  the 
same  may  be  connected  to  vehioletf  of  different  widths,  substantially  as  set  forth. 

2.  A  dash  or  dash-frame  having  slots  or  openings,  whereby  attachments  may  be 
made  at  different  points,  substantially  as  and  for  the  purposes  set  forth. 

3.  A  dash  provided  with  bearings  having  slots  or  openings,  substantially  as  and 
for  the  purpose  specified. 

4.  A  dash-frame  provided  with  bearings,  arranged  to  strengthen  the  frame  in  those 
parts  whereby  the  dash  is  to  be  connected  to  the  laterally-adjastable  fiset  or  to  the 
vehicle. 
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So  macti  of  the  speciflcatioD  of  Beissae  No.  9,891  as  is  material,  and 
the  drawings  referred  to  in  it,  are  as  follows : 

One  object  of  my  iiiTeotion  is  a  norel  coaatraotioa  of  the  dMti-franie,  whereby  the 
Utter  is  rendered  light  aad  strong,  can  be  manafaotnred  with  little  expense,  and 
whereby  the  yarions  portions  of  the  frame  ate  cheaply,  readily,  and  .firmly  secored 
together,  and  also  whereby  the  dash  is  cheaply,  quickly,  and  firmly  connected  to  a 
permanent  or  detachable  portion  of  the  vehicle. 

Another  object  of  my  Inyention  is  a  formation  of  a  dash*foot  for  connecting  a  dash 
to  a  vehicle,  whereby  the  foot  is  at  once  strong  and  light  and  can  be  cheaply  mann- 
fiactnred. 

Beferring  to  the  drawings  forming  part  of  this  specification.  Figure  I,  A,  B,  C,  and 
D  represent  a  dash-frame  constrnoted  in  accordance  with  |my  improvements,  a  sec- 
tion throngh  the  channeled  lower  rail  of  dash,  and  a  sectional  and  perspective  view 


of  my  special  form  of  bar.  Fig.  8,  E  and  F  are  a  perspective  and  sectional  view  of 
a  modification  of  the  mode  of  attaching  the  bar  to  the  lower  rail  of  the  dash,  where 
said  lower  nil  is  channeled  on  only  one  side;  and  Q  is  a  perspective  view,  showing  a 
portion  of  the  lower  rail  channeled  only  on  one  side  and  a  channeled  foot  of  my  in* 
vention  attached  thereto,  showing  the  manner  of  attaching  the  foot  to  thi{  lower  rail 
by  a  T-headed  bolt.  Fig.  3,  H  I,  Fig.  4,  J  K,  and  Fig.  5,  L  M,  are  sectional  views, 
showing  different  modes  of  attaching  the  foot  to  the  lower  rail  of  the  dash.  Fig.  6 
is  a  perspective  view,  showing  how  the  extension  •'  of  the  npper  bar  may  be  riveted 
to  the  thin  web  or  channeled  portion  of  the  lower  ralL 
A',  Fig.  1,  represents  the  lower  rail  of  a  dash-frame,  channeled,  as  shown  at  B. 
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Tbia  rail  is  provided  at  either  end  with  the  slot  a  or  the  holes  a',  for  attaohins  tb^  feet 
to  the  dash-firanie.  The  lower  ends  of  the  upright  bars  of  the  frame  are  split,  and 
each  half  provided  with  a  T-head.  (Shown  at  D,  Fig.  1')  These  T-headaare  madeof 
the  same  width  aa  the  channel  in  the  lower  rail,  into  which  they  At.  The  two  halves 
of  this  split  end  are  separated  ifrom  each  other  to  admit  the  lower  rail  between  them. 
The  apper  ends  of  the  upright  barA  are  provided  with  notches  d,  for  the  reception  of 
the  upper  rail  of  the  dash-frame.    *    •     • 

By  constraoting  dash -frames  in  the  manner  described  much  of  the  expense  incarred 
in  the  ordinary  mode  of  manufacture  is  saved.  The  lower  rail  is  made  broad  and  flat 
so  that  the  slot  a  or  holes  a'  can  be  made  therein  and  leave  a  strong  bearing  for  the 
attachment  of  the  feet.     *    *     * 

The  wide  vertical  flat  faces  of  the  lower  rail  afford  a  desirable  bearing  for  thedaali» 
fbot  or  vehicle-body  (as  the  rail  ean  be  readily  perforated  for  bolts  or  rivets,  a&d  the 
thiek  edges  left  above  and  below  the  perforations  are  first-rate  bearings  for  said  Ibot 
or  body,)  and  possess  great  advantages  over  the  customary  convex  or  oval  rails,  the 
central  portion  of  which  being  thick,  renders  them  hard  to  punch,  and  the  edges  af> 
ford  no  flat  surface  for  said  foot  or  body  to  press  against.  The  rail  therefore,  when 
more  or  less  flat  on  one  or  both  sides,  becomes  a  modification  of  the  forma  of  rail 
•hown  herein  and  possesses  some  of  their  advantages. 

Irrespective  of  the  comparative  advantages  derived  from  the  bearings  being  flat 
over  being  otherwise  shaped,  the  following  among  other  advantages  obtaina— via., 
that  the  web  allows  the  rail  or  bar  to  be  readily  and  quickly  perforated,  the  thiek 
parts,  however  shaped,  connecting  said  web  serving  as  supports  or  bearings  for  the 
attachment  of  the  foot  or  other  portion  of  the  vehicle  to  which  the  dash  is  connected. 

G.  Fig.  2,  is  a  perspective  view  of  the  under;  side  of  my  channeled  or  oonoave 
fbot.    •    •    • 

The  foot  may  be  channeled  or  concaved  on  the  opposite  side^  to  that  shown  and 
described  herein,  or  on  both  sides,  these  forms  of  construction  being  both  obvions 
equivalents  of  the  one  shown  and  described. 

The  depth  and  the  length  of  the  channel  or  concavity  in  the  dash  rail  or  foot  may 
be  varied  to  suit  the  requirements  of  the  manufacturer. 

Another  advantage  of  that  portion  of  my  invention  which  relates  to  channeling  or 
recessing  the  foot  is  that  the  same  may  be  readily  cast  of  malleable-iron,  the  chan- 
neling  obviating  the  injurious  effects  arising  from  the  presence  of  shrunken  oomexe 
in  thick  malleable  iron  castings.  The  channeling  or  recessing  of  the  foot  enablee 
the  latter  to  be  made  light  and  thin  and  to  be  better  annealed. 

*  There  are  thirteen  elaims  in  the  retssiie,  but  only  claims  1,  2,  3,  and 
11  are  alleged  to  have  been  infringed.    Those  claims  are  as  follows : 

1.  A  vehicle-dash  whose  lower  bar  is  provided  exteriorly  with  a  channel  or  rece&% 
the  metal  on  either  side  of  the  channel  or  recess  affordiiig  a  bearing  for  the  dash-foot 
or  other  portion  of  the  vehicle  to  which  the  dash  is  connected,  for  the  purposes  speci- 
fied. 

2.  A  dash  whose  lower  rail  is  composed  near  or  at  the  ends  of  two  thick  portiooa 
united  by  an  easily-perforated  web,  for  the  purposes  specified. 

3.  A  dash  provided  with  a  rail  having  vertically-flat  sidc^j,  one  or  both  of  said  sides 
being  exteriorly  channeled,  substantially  m  and  for  the  purposes  specified. 

11.  The  foot  ehanneled  on  either  or  both  ^tdes,  substantially  as  and  for  the  par- 
poses  specified. 

We  will  first  consider  claims  1,  2, 3,  and  4  of  No.  213,529.  Claims  1, 
2,  and  3  relate  to  the  means  of  adjnsting  laterally  the  feet  of  a  dash. 
Formerly,  the  feet  which  connected  the  dash  to  the  body  were  welded 
to  the  frame  of  the  dash  and  made  solid  with  it.  When  a  manafactorer 
made  both  the  dash  and  the  body,  he  welded  the  feet  of  the  dash  to 
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the  frame  at  sach  points  as  were  proper  for  the  particular  body  for 
which  th^  dash  was  designed.  In  the  coarse  of  basiness,  it  came  to 
pass  that  dashes  were  made  by  other  personss  than  tbe  niaaafacturer  of 
the  carriage,  who  either  made  his  carriage- body  or  boaght  it  from  some 
person  other  than  the  manaftictnrer  of  the  dash.  Under  such  a  coarse 
of  business,  if  the  feet  of  the  dash  were  welded  to  and  made  solid  with 
the  dash-fr^me,  they  might  not  fit  the  varioas  sizes  of  carriage-bodies. 
Hence  arosefthe  idea  of  making  the  feet  separate  and  not  welding  them 
to  the  dash,  bot  attaching  them  thereto  by  a  bolt  and  nut  at  the  proper 
point.  As  the  dash  is  covered  with  patent-leather,  it  is  not  convenient 
to  bore  thvoogh  its  iron  fVame  after  that  frame  is  covered  and  in  t^ie 
hands.of  the  carriage-maker.  Therefore,  a  hole  was  bored  in  the  lower 
rail  of  the  frame  of  the  dash,  before  it  was  covered,  to  receive  the  bolt 
by  which  the  foot  was  to  be  attached  to  the  frame.  But,  as  vehicles 
vaded  ia  width  and  shape,  it  was  necessary  to  place  the  feet  sometimes 
nearer  together,  au<l  sometimes  farther  apart  frbm  each  other.  There- 
Ibre,  two  holes,  one  on  each  side,  in  the  frame  of  thiB  dash,  for  receiving 
each  a  bolt,  would  not  always  be  in  the  most  convenient  places.  So  it 
becltme  obvious  that  it  would  be  proper  to  make  two  holes,  or  even 
more,  on  each  side,  so  that  if  one  hole  did  not  corae  at  the  right  point, 
another  would.  Carrying  out  the  same  idea,  it  would  be  obvious  that 
tbe  bits  of  metal  left  laterally  between  the  holes  might  be  cat  away, 
and  thns  a  slot  be  made,  or  a  long  hole  instead  of  two  or  more  round 
ones,  admitting  of  the  more  perfect  adjustment  of  the  place  of  attach- 
ment of  the  feet  to  the  frame  of  the  dash.  It  certainly  required  no  in- 
vention to  pat  two  holes  or  a  slot  In  the  rail  of  a  dash,  instead  of  one 
hole,  for  the  purpose  indicated. 

The  use  of  a  bolt  passing  through  a  hole  and  secured  by  a  nut,  to  fasten 
one  article  of  iron  to  another,  was  a  well-known  device;  and  so  was  the 
use  for  the  same  purpose  of  a  slot  which  admitted  of  the  adjustability 
or  change  of  position  of  the  lK>lt.  The  specification  of  the  patent  states 
that  ^'  the  adjustment  of  the  dash  and  foot  is  not  necessarily  limited 
to  the  mode  described,"  but  that  ^'it  may  be  effected  by  means  of  a 
series  of  holes,  affording  a  means  of  adjusting  the  foot  at  different 
points." 

The  testimony  of  Mr.  Wood,  an  expert  for  the  defendants,  on  the 
subject  of  tlie  state  of  the  art  in  that  regard,  is  as  follows : 

Q.  21.  State  whether  or  not  there  is  anything;  novel  in  meohanica  in  tbe  nso  of 
dottf  for  the  pnrpoae  of  a^jnstment.— A.  21.  No ;  there  is  nothing  novel  abont  ad- 
Jnatable  slots,  elongated  slots,  or  holes  hored  extra  large  for  that  purpose. 

Q.  22.  State,  if  you  know,  how  long  and  in  what  manner  and  for  what  purposes 
adjostment  has  been  aocoinplished  by  means  of  slots.— A.  22,  Well,  any  kiud  of  me- 
chanieal  work  that  has  to  be  put  together  so  as  to  be  adjusted  or  duplicated  iu  case 
of  breakafce — as,  for  instance,  railroad-iron.  The  butt-ends  are  held  together  by 
bolts  passing  tbrongb  elongated  slots,  so  that  the  expansion  and  contraction  of  the 
laU  wlU  admit  of  self-a^Jnstment ;  in  fact,  slots  were  a  well-known  mecbanioal  nd^- 
ciple,  which  has  been  used  from  a  mouse-trap  to  a  locomotive,  you  might  say. 
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Q.  33>  In  the  ordinary  railroad-irou  is  or  is  not  t^he  T-r^il  ohanneledf^A.  23.  Yes^ 
sir ;  T  ohanueled. 

Q.  24.  Are  ur  are  not  the  slots  of  which  yon  speak  as  provided  for  adjastment  made 
iu  the  web  of  the  rail  f^A.  24.  They  are. 

Q.  25.  Name  some  of  the  familiar  uses  in  meohanios  of  slots  for  the  purposes  of  ad~ 
Jnstmenty  and  describe  the  manner  of  their  use. 

A.  25.  They  are  so  generally  nsed  in  the  coDstmctioD  of  everything  that  is  made  of 
iron,  or  that  iron  is  nsed  in  the  ooDstruction  of,  th»t  it  would  be  almost  imposdl^le 
to  pick  out  anything  they  were  not  used  in  for  the  purpose  of  adjustment. 

Q.  26.  Well,  can't  yon  name  some  of  the  familiar  uses  f— A.  26.  Bridge- work,  Jail- 
work,  Tehioles,  dashes,  tops. 

Q.  27.  Is  iter  is  it  not  unirersally  used  on  gages  for  lathes,  sewing-maohines,  grain- 
drills,  and  all  classes  of  machinery  where  the  feed  mechanism  is  made  adjustable  f — 
A.  27.  Yes,  sir. 

^.  28.  How  long  has  it  been  so  used  f —A.  28.  Used,  as  I  know  of,  for  the  last  twenty- 
five  years. 

So,  also,  Mr.  Brackett,  auother  expert  for  the  defendants,  says : 

Q.  11.  Where  it  in  desirable  or  necessary  in  mechanics  to  provide  for  adjostment  of 
parts  attached  to  one  another,  what  is  the  most  common  form  or  manner  of  seoarin^ 
adjustability  f— A.  11.  Where  two  pieces  are  bolted  together  the  general  form  is  by 
an  oval  or  s1otte<tbo1e.  We  have  always  nsed  snoh  a  conuection  wherever  it  is  po^ 
sible,  in  frame  strnctu res  or  sliding  parts,  where  difference  in  length  or  position  is  re- 
qnlied. 

Q.  12.  Can  you  name  a  few  of  the  application^  of  this  slot  for  the  pnrpose  of  ad- 
justment, in  your  own  busiuees  and  outside  of  itf— A.  12.  We  use  it  in  all  bearing. 
plates  where  bridges  are  anchfired  to  the  masonry,  and  whf*re  rollers  are  placed  under 
one  end,  to  allow  for  contraction  and  expausiou.  It  is  also  used  for  roof-truss  bear- 
ing-plates, to  allow  the  roof  to  change  its  position  on  the  wall,  and  for  the  fastening 
of  coliinnis  V)  coiitinuoiiR  girders,  where  the  change  of  temperature  changes  the  posi- 
tion of  the  girders  or  the  ceinmns.  It  is  also  in  common  use  in  snoh  work  as  slide- 
gages,  where  the  nOjastmeut  of  the  gage  is  i*equired.  It  is  nsed  on  an  iron-planer, 
where  the  difference  of  th^  length  of  the  parts  is  required  at  different  times.  It  is 
also  nsed  on  the  ordinary  carpenter^  plane,  to  adjust  the  position  of  the  knivee.  It 
is  nsed  on  a  rotary  wood-pUner  for  tlie  same  purpose,  and,^n  fact,  •there  is  hardly  an 
adjustable  part  of  a  machine  where  two  pieces  come  in  close  contact  but  that  it  is 
the  most  common  mode  of  arljnstment,  and  I  consider  it  as  one  of  the  commonest 
principles  of  mechanics,  and  one  that  has  been  used,  that  I  know  of,  for  fifteen  yearb, 
and  was  an  old  principle  at  that  time. 

Q.  13.  Would  any  ordinarily-skilled  mechanic  who  had  occasion  to  provide  for  the 
adjustment  to  different  positions  of  the  parts  of  any  machine  or  device  be  able  to 
apply  this  principle  without  suggestion  or  invention  f  ^A.  13.  He  could,  for  the  reason 
that  this  would  be  the  Arst  manner  in  which  he  would  try  to  make  the  connection, 
when,  if  it  did  not  work,  he  would  look  for  some  othw  manner  to  make  connection,  for 
the  reason  that  this  is  one  of  the  simplest  and  easiest  methods  for  connecting  and 
allowing  adjustment  where  both  parts,  when  two  pieces  are  nsed,  are  made  of  iron. 

There  is  uo  contradiction  of  this  testimony,  and  in  view  of  it  the  im- 
provements covered  by  claims  1,  2,  and  3  of  No.  213,529  are  merely 
applications  of  old  devices  to  new  uses,  not  involving  invention.  {Penn. 
Railroad  v.  Locomotive  Truck  Co.j  110  U.  S.,  490,  and  cases  there  cited. 

In  regard  to  claim  4  of  that  patent,  the  invention  is  stated  in  the 
specification  to  be  the  putting,  at  the  part  of  the  frame  to  which  the 
foot  is  to  be  attached,  a  proper  bearing-sarface  to  support  the  brace  and 
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dasli.  Olaim  4  states  that  the  bearing  is  arranged  to  strengthen  the 
firame  in  that  i>art  by  which  the  dash  is  to  be  connected  to  the  foot  of 
the  yehicle.  There  was  no  invention  in  providing  sach  bearing,  either 
by  an  increase  in  the  quantity  of  metal  or  otherwise,  so  as  to  strengthen 
the  proper  part,  in  a  proper  way,  for  its  proper  duty. 

As  to  Beissne  No.  9,891,  claims  1^2,  and  3  relate  to  channeling  or  re- 
cessing the  rail  or  bar,  so  that  the  metal  on  each  side  of  the  channel  or 
recess  will  be  thicker  than  the  metal  at  the  channel  or  recess,  the  neces- 
sary effect  of  such  arrangement  being  that  the  metal  on  each  side  of  tho 
channel  or  recess  will  be  thick  enough  to  form  a  bearing,  and  the  metal 
in  the  channel  or  recess  will  be  capable  of  being  easily  perforated. 
The  channeling  or  recessing  of  the  foot,  covered  by  claim  11,  involves 
the  same  idea,  and  the  specification  states  that  thereby  the  foot  may  be 
cast  of  malleable  iron,  and  may  be  made  light  and  thin,  and  be  better 
anneiB^led. 

The  idea  of  using  iron  with  channels  or  recesses  in  it,  to  produce  any 
result  due  to  the  existence  of  such  channels  or  recesses,  was  old  in  the 
state  of  the  art  of  working  in  metais.    Mr.  Wood  testifies  as  follows : 

Q.  3.  Stste  whether  yon  are  familiar  with  any  anes  to  ^^hich  channeled  iron  is  ap- 
plicable ;  if  ao,  what  asesy  aod  the  parpoae  and  manDer,  and  for  bow  long  yon  hare 
known  them.-— A.  3.  Channeled  iron,  yon  might  say,  haa  been  generally  uised  in  many 
different  kinds  of  work  and  ways  ever  since  I  hare  been  in  the  bosiuess.  I  first  nsed 
it  abont  twenry  years  ago  in  patting  np  hand-rails  and  stairs. 

Q.  4.  How  long  was  it  nsed  for  stairs  and  why  f  How  did  yon  apply  it  f—- A.  4.  We 
need  it  for  a  haud-rail  on  the  top  of  the  n>ds  which  came  from  the  stepe,  abont  three 
feet.  We  pnnched  holes  in  the  web  of  the  iron — in  the  lace  of  the  iron — and  riveted 
the  vertical  rods  over,  whieh  left  nice,  smooth  flanges  to  stiffen  the  rail  and  strengthen 
it,  and  was  at  the  same  time  light  and  answered  the  purpose  of  a  solid  bar  of  iron 
with  mnch  less  work. 

Q.  5.  Can  you  name  other  nses  to  which  channeled  iron  has  been  applied  f  ^A.  5.  Yes ; 
I  fitted  np  a  lai:ge  lot  of  iron  for  Wood  Brothers  A  Co.,  of  Bridgport,  Conn.,  in  1870, 
for  their  landans,  carriages  which  they  were  making,  which  they  used— this  channel- 
iron — ^for  dropping  the  tops  and  for  holding  the^ps  up  in  a  position  iudifterent  ways. 
These  irons  were  fitted  up  with  poles,  with  slots  in  them,  for  adjustable  purposes.  I 
bought  the  iron  from  a  hardware  storCi  as  it  was  common  stock  or  general  stock.  We 
h^  no  trouble  to  obtain  different  sizes  ifor  the  purpose.  Since  then  I  have  seen  it  nsed 
in  a  great  many  different  ways  and  for  a  great  many  different  purposes ;  for  instance, 
flie-proof  buildings.  The  girders  and  beams,  the  laths  and  roofing  are  all  made  of 
channeled  iron.  The  bridges,  railroad-iron,  gears  of  vehicles,  Jail-work,  vault- work, 
eafes.fire  and  burglar  proof  safes,  fences,  agricultural  implements— in  fact,  it  is  used 
for  a  great  variety  of  work  which  I  can't  call  to  mind  Just  now. 

Q.  S.  For  how  long  has  it  been  so  used  f—- A.  6.  Ever  sinoe  I  have  been  in  the  busi- 
ness. 

Q.  7.  What  was  the  shape  of  the  channeled  iron  yon  used  in  1870  for  the  carriages 
made  at  Bridgeport  T— A.  7.  The  web  of  the  iron  was  about  two  and  one-half  inches 
on  the  face ;  flanges  abont  a  half-inch  deep.  The  web  was  about  three-si xtecuthif  of 
an  inch  deep. 

Q.  8.  What  part  of  the  iron  was  perforated  with  slots  for  adjustment  pur- 
poses?— A.  8.  The  web. 

Q.  9.  Did  yon  buy  it  already  channeled  f— A.  9.  Yes,  sir.  C^r^r\n]t> 

Q.  10.  State  whether  or  not  yon  are  famihar  with  the  use  of  chanuelea  iron  for  the 
purpose  of  feet,  for  any  purpose.— A.  10.  Yes ;  the  feet  of  desks,  stoves,  nMebi aery  of 
tkinds«  vehicles. 
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Q.  13.  la  chaoDeled  iron  coiumouly  used  in  oarria)^  work;  and,  if  so,  for  what  pur* 
pose  f — A.  13.  Well,  channeled  iron  has  been  ased  for  years ;  dash-feet,  danhes,  ttfpa, 
the  bows  on  the  top8,  and  for  the  tire  on  wheels. 

Q.  14.  For  how  long  a  time  have  yon  known  it  to  be  used  for  these  purposes  f — ^A.  14. 
Twenty  years. 

Q.  15.  What  is  tbe  objeet  in  using  channeled  iron  instead  of  soli<l  barsf— A.  15. 
Well,  it's  for  tbe  purpose  of  securing  stiffness,  lightness,  and  it  is  ea^  to  work.  It  ia 
easier  to  punch  a  hole  through  a  light  web  than  through  a  solid  bar.  It  is  economy 
to  use  it. 

Q.  16.  Can  yon  state  any  use  to  which  channeled  iron  coald  be  applied  in  meohaaioa 
where  its  use  wonld  be  novel  or  would  oonstitnte  an  inventioh  f— A.  16.  I  don't  know 
of  any. 

Q.  17.  Has  or  has  not  channeled  iron  been  used  in  mechanics  wherever  it  was  desir- 
able to  com^bine  lightness  and  strength  t— A.  17.  Tes ;  we  generally  ase  it  wherever  we 
want  to  make  that  combination. 

Q.  16.  For  how  long  has  its'  use  in  that  way  been  common  and  familiar  f— A.  16. 
Ever  since  I  have  been  in  the  business. 

Q.  19.  State  whether  or  not  iron  dealers  keep  in  stock  constantly  varioas  toma  of 
channeled  iron.— A.  19.  We  never  had  any  trouble  to  obtain  channeled  iron  from  moal 
any  of  the  stores. 

Q.  30.  How  many  various  forms  is  it  kept  in  in  stock  f— A.  20.  Well,  I  coald  not  say 
as  to  that.  A  great  many  forms— for  bridge  purposes,  honse-bitilding,  Jail-work,  saf^ 
work,  vehicle-work ;  it  is  generaliy  kept  coustautly  on  hand.  Parties  who  generally 
nse  large  lots  of  it  for  building,  bridge  purposeN,  and  other  purposes,  make  contraeta 
for  large  lots  of  it  and  have  it  rolled  to  order,  and  get  it  cheaper  that  way. 

Mr.  Brackett  testifies  as  follows : 

Q.  4.  state  whether  or  not  channeled  iron  is  a  common  form  for  mechanical  oaaa ; 
and,  if  so,  some  of  the  naes  to  which  U  is  pat.— A.  4.  It  hfm  been  commonly  oaed  in 
all  frame  structures  where  stiifness  and  lightness  are  desired.  I  have  known  of  its 
nse  since  1868,  when  I  first  took  an  active  part  in  manafiMtaring.  We  nse  it  in 
bridges,  roof-trasses,  machine-frames,  flo<»-beama,  Joislis,  tramways-»in  fiMt,  hardly 
a  frame  structure  bat  irhat  .it  is  used  more  or  less.  Then  other  olaaaes  of  manafto- 
tories  nse  it  in  numerous  places,  such  as  fence-pickets^  bottom  rail  offences,  in  atovo 
manufactoring,  furniture  mannfaoturing,  sewing-machine  mannfactaring,  and  in  fiM^ 
I  hardly  think  there  is  any  class  of  iion  structures  where  lightness  is  reqniied  bat 
that  it  could  be  used  to  advantage. 

Q.  5.  How  long  have  yon  known  of  these  ases  you  have  referred  to  t— A.  5.  FIftean 
years  or  more. 

Q.  6.  Should  it  lie  desirable  to  combine  lightness  and  strength  in  the  oonstraeti<Hi 
of  vehicles  or  any  parts  of  them,  wonld  it  require  any  invention  or  wonld  it  benovol 
to  apply  channeled  iron  for  that  pnrpose  t— A.  6.  No,  sir ;  I  think  not,  as  ch 
iron  is  in  almost  atf  common  nse  as  bar-iron,  and  hardly  any  framed  work  la  i 
where  stiffness  and  lightness  are  required  but  that  it  is  used,  becaaae  it  is  the  atiflbat 
form  in  ^hioh  iron  can  be  used  in  carrying  a  load  between  two  points,  either  saa- 
pended  or  in  the  form  of  a  •— ,  and  wherever  a  compressible  strain  ocoura,  or  i 
strain,  or  any  other  strain  thao  a  purely  tension  strain,  it  is  the  cheapest  iron  toi 
and  it  is  in  common  nse  nnder  such  circumstances. 

Q.  7.  What  other  advantages  or  advantage,  if  any,  is  obtained  by  the  use  of  chan- 
neled iron  which  is  also  old  and  familiar  f— -A.  7.  Wherever  two  members  running 
either  at  an  angle  or  in  the  same  direction,  its  greatest  convenience  is  in  the  ea^y  man- 
ner and  strength  with  which  such  attachments  and  connections  can  be  made,  oh 
account  of  the  thinness  of  its  web,  it  being  readily  drilled  or  punched,  reqairing  a 
great  deal  less  labor  and  expense  than  dat  bar-iron,  and  on  this  account  it  is  in  gen- 
eral nse  thronghoat  the  United  States  for  the  last  daeen  to  twenty  years,  that  I 
know  of. 
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Q.  8.  Can  you  gire  any  iostanoea  iu  which  channeled  iron  has  been  ased  as  snp- 
ports— that  is,  lei^  or  feet,  prior  to  1875  f 
[Witoesa  here  asks  whether  ooanael  means  channeled  on  one  side  or  both.] 
Q.  Either. — ^A.  8.  Sewing-machine  legs,  stOYC-legs,  school-desk  legs,  steam-beater 
lags ;  that's  all  I  think  of  Jast  now. 

""  Q.  9.  Do  yon  know  of  any  use  of  iron  for  feet  or  supports  where  these  supports  are 
mot  made  channeled,  as  a  rule  f—- A.  9.  No,  sir ;  I  do  not,  and,  aa  a  question  of  economy 
•f  mateiialy  it  abonid  be  done  in  every  instance  where  practicable. 

This  testimony  is  nnooDtradicted,  and  in  view  of  it  the  improvements 
covered  by  claims  1,  2,  3,  and  II  of  Reissue  No.  9,^91  amount  only  to 
applications  of  old  devices  to  new  uses,  not  involving  invention. 

The  decree  of  the  circuit  court  is  affirmed. 


[Supreme  Court  of  the  United  Statee.] 

Peters  v.  The  Active  MANUFAOTUBiNa  Gompant. 

Deeided  March  5,  1889. 
47  0. 0.,  948. 

|.  PhTBBS— Tools  for  Attaching  Shkbt-Mbtal  Moldings. 

Claims  1  and  2  of  Letters  Patent  No.  178,463,  granted  Jane  6,  1876,  to  George 
M.   Peters  for  an  improvement  in  tools  for  attaching  sheet-metal  moldings, 
BM  to  he  antieipated  hy  a  machine  .used  by  Joseph  P.  Noyes,  Binghamton,  N. 
T.,  M  early  as  September,  1867. 
S.  Saxb^aioi^Infringbmrnt. 

Claim  3  not  infringed  by  defendant's  apparatus,  in  which  no  washers  are  u^^ 
for  adjustment. 

Appeal  from  the  Gircait  Court  of  the  United  States  for  the  Sooth- 
em  District  of  Ohio. 

Mr.  William  Hubbell  Fiiker  and  Mr.  Benjamin  Butterwarth  for  the 
appellant. 

Mr.  Arthur  Stem  for  the  appellee. 

Mr.  Jnstioe  Blatohpobd  delivered  the  opinion  of  the  Oonrt :  * 
This  ia  a  Rait  in  eqnity,  broacrbt  in  the  Oircnic  Goart  of  the  United 
Statea  for  the  Sonthem  District  of  Ohio,  in  January,  1882,  by  George 
M.  Peters  against  The  Active  Manafactaring  Gompany,  for  the  alleged 
infringement  of  Letters  Pateift  No.  178,463,  granted  June  6,1876,  to 
the  plaintiff,  Oeorge  M.  Peters,  for  an  improvement  in  tools  for  attach- 
ing sheet-metal  moldings,  on  an  application  filed  March  7, 1876. 

The  specification,  drawings,  and  claims  of  the  patent  are  as  follows  : 

My  inv^ention  comprises  a  pecnliarly-oonstraoted  sheath  or  holder,  wherewith  the 
omamimtal  inohling  on  the  top  of  carriage-dashes  may  be  applied  in  the  most  expe- 
ditions manner,  and  without  bending  or  hackling,  or  otherwise  injuring  or  marring 
either  said  molding  or  its  supporting  dash-board. 

In  its  preferred  form,  said  sheath  consists  of  a  two-part  holder  or  receiver  con- 
naeted  together  with  bolts  and  washers,  and  provided  with  a  longitndinal  groove  or 
channel  of  snoh  sixe  and  shape  as  to  readily  inclose  the  molding  that  is  to  be  appliei 
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to  the  upper  edge  of  the  dash,  a  key  or  other  suitable  stop  being  fitted  within  the 
sheath  to  preveof-  the  molding  slipping  through  said  lon$;itudlnal  groove  when  the 
device  is  in  use. 

The  sheath  is  rendered  capable  of  carrying  moldings  of  various  lengths  and  sizes, 
by  an  arrangement  of  adjuscin^  devices  whose  details  of  construction  will  be  herein- 
after more  fully  explained. 

In  the  accompanying  drawings,  forming  a  part  of  this  speciHcation,  Figure  1  is  a 
perspective  view  of  a  two-part  sheath  in  an  inverted  position,  the  middle  portion  and 
rear  end  of  the  device  being  broken  away.  Fig.  '^  is  a  perspective  view  of  the  mold- 
ing detached  from  the  sheath.  Fig.  3  is  a  plan  showing  the  molding  located  within 
the  sheath.  Fig.  4  is  a  longitudinal  section  through  the  rear  end  of  the  sheath,  with 
a  screw-stop  for  the  molding  to  bear  against.  Fig.  5  is  a  transverse  section  at  the 
line  XX,  showing  the  molding  incased  within  the  sheath ;  and  Figs.  6  and  7  represent 
modifications  of  the  holder. 

A  and  B  represent  two  metallic  bars  of  any  appropriate  size,  and  having  their 
lower  outer  edges  slightly  beveled  otf  at  a  and  h.  These  bars  are  maintained  in  a  paral- 
lel position  with  reference  to  each  other  by  means  of  bolts  or  screws  C  and  washers 
or  fillings  D.  Instead  of  washers  and  bolts  or  screws  C,  the  barn  may  be  maintained 
in  parallel  position,  and  separated  or  brought  nearer  together  by  meani  of  right-and- 
left  screws,  the  right-hand  thread  of  said  screw  engaging  a  female  scr>  v  in  one  bar, 
and  the  left-hand  thread  engaging  a  female  screw  in  the  other. 


The  bar  A  has  a  longitudinal  groove,  £,  formed  along  its  inner  surface  and  near  the 
lower  edge  of  said  bar.  £'  is  a  precisely  similar  groove  made  in  the  other  bar,  B, 
and  when  the  two  members,  A^,fof  the  sheath  are  joined  together,  the  grooves  £  E' 
form  a  channel  that  is  approximately  circular  in  its  transverse  section.  F  represents 
a  hook,  shackle,  or  link,  pivoted  to  the  front  end  of  the  sheath,  and  guttered  at/,  to 
avoid  contact  with  the  upper  edge  of  the  dash. 
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The  bftn  are  faniished  wiih  nnclercnt  notches  g  g'  to  receive  a  detachable  key,  G, 
which  latter  serres  aa  a  stop  or  abntment  for  the  rear  end  of  the  moldinj^  to  rest 
against.  A  series  of  similar  notches  may  be  made  in  the  bars,  A  B,  at  such  distances 
ftom  the  ftont  end  of  the  sheath  lis  will  correspond  with  the  various  lengths  of 
moldings;  or,  if  preferred,  the  notches  and  key  may  be  dispensed  with,  and  a  screw, 
H,  may  be  arranged  for  the  molding  to  bear  against,  as  seen  in  Fig.  4.  This  screw 
may  be  adjusted  ont  or  in  to  agree  with  the  length  of  molding. 

The  advancing  end  of  the  sheath  is  rounded  off  ac  I,  so  ns  not  to  tear  up  the  leather 
eoverings  of  the  dash  while  the  molding  is  being  applied.  The  molding  consists  ot 
a  sheet  metal  tube,  J,  having  a  longitudinal  slot  or  parting,  K,  and  a  daring  or 
trumpet- moatbed  end,L.  This  trumpet-mouth  is  located  at  the  forward  end  of  the 
molding. 

Aa  represented  io  Fig.  7,  the  sides  of  the  moldint;  M  are  straight,  and  have  an  out- 
ward flare,  the  top  of  said  molding  being  somewhat  drowning.  This  illustration 
shows  a  three-part  sheath,  the  two  outer  bars  N  N'  being  secured  to  the  central  mem- 
ber O  by  right-and-left -hand  screws  a  n'  and  nuts  P.  Fig.  6  represents  the  sheath  as 
made  of  a  single  piece  of  metal  or  other  suitable  material. 

Previous  to  naiog  the  sheath  the  key  G  is  first  inserted  in  the  notches  g  g'  at  such 
a  distance  from  the  end  I  as  will  correspond  with  the  length  of  molding  J,  which  lat- 
ter is  then  slid  into  the  groove  £  E',  the  rear  end  of  said  molding  being  brought  in 
contact  with  the  vertical  edge  of  said  key.  When  thus  locate<l  within  the  sheath  the 
flaring  mouth  L  of  the  molding  has  a  slight  projection  beyond  the  chamfereil  eud  I 
of  the  bars  A  B,  as  repieseipited  in  Fig.  3. '  The  carriage-dash  is  then  held  perfectly 
rigid,  and  the  npper  margins  of  the  coverings  of  the  same  are  inserted  in  the  flaring 
end  L  of  the  molding,  after  which  any  suitable  power  is  applied  to  the  hook  F  to  draw 
the  aheath  along  the  toff  of  said  margins  or  projections.  As  the  sheath  advances  the 
flaring  month  serves  to  conduct  the  leather  margins  into  the  slot  K  of  the  molding, 
and  as  the  grooves  E  £'  prevent  any  radial  distention  of  the  tube  J,  it  is  evident 
that  the  molding  is  cansed  to  embrace  said  margins  in  the  most  uniform  and  secure 
manner.  After  the  molding  has  traversed  the  entire  length  of  the  dash  the  sheath 
oan  then  be  retraoted,  thereby  leaving  the  tnbe  J  in  its  proper  position  upon  the  dash, 
the  flaring  end  L  being  either  filed  off  or  else  disposed  of  in  any  other  suitable  man- 
ner. Daring  the  progress  of  the  sheath  along  the  top  of  dash  the  molding  is  im- 
pelled forward  by  the  key  G,  and  consequently  no  strain  whatever  is  brought  to  bear 
upon  the  flaring  end  L  of  the  tnbe. 

As  a  eonsideiable  degree  of  force  is  required  to  anchor  the  molding  J  securely  to 
the  leathern  margins,  it  is  evident  that  the  driving  action  9f  key  G  would  have  a 
tendency  to  buckle  said  tnbe ;  but  this  defect  is  obviated  by  making  the  channel  of 
the  sheath  of^noh  capacity  as  to  allow  a  pretty  snug  fit  of  the  molding  within  it. 

When  a  longer  molding  is  to  be  applied  to  a  dash,  the  key  G  is  driven  out  aud  in- 
serted in  another  set  of  notches  nearer  tlie  rear  end  of  the  sheath ;  or  the  same  results 
may  be  effected. by  causing  the  molding  to  abut  against  the  end  of  screw  H,  the  latter 
being  adjusted  either  ont  or  in,  BO  as  to  agree  with  the  length  of  molding  that  the 
aheath  la  to  carry.  The  width  of  channel  £  £'  may  be  increased,  to  receive  a  mold- 
ing of  greater  diameter,  by  removing  washers  or  filling  and  inserting  thicker  ones  iu 
their  place,  or  by  turning  the  right-and-left-hand  screws,  where  the  latter  are  em- 
ployed. 

It  is  preferred  to  make  the  sheath  of  two  pieces,  ou  c^ccount  of  the  facility  of  groov- 
ing them ;  but  it  is  evident  the  holder  may  be  made  of  a  greater  or  loss  number,  if 
desired.  (See  Figs.  6  and?.)  It  is  also  preferred  to  have  the  sheath  embrace  the 
molding  as  completely  as  possible,  so  as  to  bring  the  lower  edges  of  the  barn  A  B 
near  the  parting  K,  aud  thereby  prevent  any  spreading  of  the  tube  at  said  slot ;  but 
if  the  tube  is  siiiflciently  stiff  to  prevent  such  spreading,  the  sheath  need  not  sur- 
loond  the  molding  so  completely.    This  modi  tied  form  of  sheath  is  shown  in  Fig.  6. 

Fnrthermore,  the  sheath  may  be  composed  of  wood  lined  with  a  metallic  bushing. 
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It  IB  evident  that  this  form  of  eheath  may  be  advaotaKeonsly  employed  for  attadhiDjc 
aheet-iuetal  uioliliugs  or  tabes  to  varioas  articles;  aod  I  relieve  tbe  right  to  use  it 
for  auy  aud  every  purpose  that  it  is  capable  of. 
What  I  claim  as  new,  and  desire  to  seonre  by  Lettem  Patent,  is— 

1.  A  sheath  for  applying  metallic  moldings,  said  sheath  being  famished  with  f 
stop  for  advancing  the  molding,  all  sabstantiidly  as  and  for  the  purpose  specified. 

2.  The  within-described  sheath  for  applying  metallic  moldings,  said  sheath  being 
famished  with  recesses  f  g'  and  a  ke^  G,  or  their  equivalent  stops,  as  and  for  the 
purpose  explained. 

3.  A  sheath  composed  of  two  grooved  bars  A  E  B  E',  bolts  or  screws €,  atid  washeis 
D,  whereby  tbe  sheath  is  rendered  capable  of  adjustment  to  contain  moldings  of  difhfw 
ent  diameters,  as  herein  set  forth. 

4.  The  combination  of  bars  A  E  B  E'  and  gattered  hook  or  shackle  F/,  for  tbe  ob- 
ject stated. 

lufringeinent  is  alleged  of  claims  1,  2,  and  3. 

The  defenses  insisted  opon  are  want  of  invention,  want  of  uoreltv* 
and  non-infringement  of  claim  3. 

The  substance  of  the  invention  set  forth  in  the  speciAeatton  is  .tbe 
nse  of  a  sbeath  or  holder  or  receiver,  having  in  it  a  lougftndinal  groove, 
or  channel,  in  which  is  placed  the  molding  that  ia  to  be  applied  to  tlie 
npper  edge  of  the  dash-board,  the  sheath  or  holder,  when  palled,  draw- 
ing with  it  the  molding  over  the  npper  edge  of  the  dash-board,  and  the 
key  or  stop  being  fitted  within  the  sheath  or  holder,  to  prevent  the 
molding  from  slipping  through  the  groove.  One  useful  effect  of  tbe 
sheath  is  to  support  the  molding  laterally*,  and  pr«*vent  it  ftom  bending 
or  buckling,  or  injuring  the  dash-board.  Claim  1  covers  the  nse  of  a 
sheath  furnished  with  a  stop,  which  operates  to  prevent  the  further  ad- 
vancing of  the  molding  when  it  reaches  the  stop.  Claim  2  covers  tbe 
use  of  a  sheath  with  a  stop  formed  by  means  of  notches  or  recesses,  and 
a  detachable  key  to  be  inserted  in  the  notches.  Claim  3  covers  a  sheath 
composed  of  two  grooved  bars,  parallel  to  each  other,  and  having  bolts 
or  screws  connectiug  them,  aud  washers  between  them,  so  as  to  render 
the  apparatus  capable  of  being  adjusted  to  contain  moldings  of  differ- 
ent diameters. 

The  circuit  court  entered  n  decree  dismissing  the  bill,  from  which  the 
plaintiff  has  appealed.  Tbe  opinion  of  that  court,  reporteii  in  21  Fed. 
kep.,  319,  sayH  in  regard  to  claims  1  and  2: 

The  respondent's  evidence  eBtablishes  that,  as  early  as  September,  1867,  Joseph  P. 
Noyes,  aniaunfactarerof  combsutBiughaujtuii,  Now  York,  Ubed  a  iiiachiue  tor  purtiug 
moldings  on  combs,  in  which  the  molding  was  bold  iu  a  sheath  fltting  it  closely,  and 
having  an  eztenMion  enongh  mnaller  to  fit  tbe  comb.  In  this  extension  there  was  a 
sliding  follower  fitted  to  abut  against  the  end  of  tbe  comU.  At  tbe  extreme  opiiosite 
end  of  tbe  larger  part  of  the  sbeath  there  was  a  slot  across  the  sheath,  containing  a 
key  or  stop  to  prevent  tbe  slkllng  of  tbe  molding.  Tbe  follower  was  attached  to  a 
slide  and  lover,  so  that  when  a  molding  was  laid  in  the  larger  part  ol  the  sbeatb  and 
tbe  comb  in  tbe  hmaller  port,  tbe  comb,  being  prevented  from  bending  by  the  walls 
of  the  sbeatb,  could  be  forced  into  tbe  molding  by  the  action  of  the  slide  and  lever 
npon  the  follower,  the  molding  being  prevented  from  bending  by  the  walH  of  the  part 
*  tbe  sbeatb  within  which  it  was  placed.  This  machine  was  in  nse  more  than  three 
nrs  before  tbe  date  of  tbe  complainanVs  invention.   That  this  was  a  oompantiT«lj 
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small  uiachiDe  and  natsd  ouly  for  appljiug  moldings  to coiubs,  is  uo^  material.  {Plan- 
ing Machine  y,  Keith^  101  U,  S.,  490. )  Nor  is  it  material  that  the  grooTS  or  gntter  was 
flo  open  iu  cro8a-8tctiou  that  the  moldiug  could  be  dropped  into  it.  Fig.  6  of  the  draw- 
ings accompanyiug  the  Letters  Patent  issaedXo  complainant  snows  a  sheath  of  like 
sbaiM),  and  is  referred  to  in  the  specifications  as  a  modified  form  of  the  sheath  patented, 
and  the  claim  is  so  broad  as  to  cover  any  sheath,  of  any  material,  shape,  or  size,  for 
^plying  moldings  to  any  article.  There  is  nothing  more  in  the  sheath  patented  to 
the  complainant  than  an  adaptation  of  the  sheath  used  at  Bingham  ton  to  the  appli- 
cation of  moldidgstocarriaj^e  dash-hoanls — an  adaptation  which  would  haveoccnred 
to  a  skilled  mechanic  without  the  exercise  of  the  inventive  £scalty.  Had  the  complain- 
anVs  inTention  been  first  in  time  and  patented,  the  Binghamtou  sheath  would  have 
been  an  infringement;  and,  conversely,  had  the  Binghamton  sheath  been  patented, 
the  complainauVs  would  have  been  an  infringement.  That  which  infringes,  if  later, 
woald  anticipate,  if  earlier. 

We  ecmear  in  these  views. 

The  affirmative  evidence  on  the  part  of  the  defendaDt,  in  regard  to 
the  Xoyes  apparatus,  consists  of  the  testimony  of  Noyes  and  Tingling, 
their  testimony  having  been  taken  tn  Angnst.  1882.  Noyes  testified 
that  he  had  been  engaged  iu  making  combs  at  Binghamtou,  Broome 
county.  New  York,  since  1860,  and  had,  since  1864,  made  combs  \vith 
metaUic  moldings  for  stiffening  the  backs.  He  produced  one  of  such 
combs,  marked  A,  and  one  of  such  moldings,  marked  B.  He  further 
testified  as  follows : 

Q.  6.  State  whether  or  not  you  Lave  ever  used  any  machinery  for  iinttiog  these 
moldings  on  combs.— A.  I  have. 

Q  7.  Can  yon  describe  any  of  the  machines  used  by  yon  for  putting  moldings  on 
combs  f —A.  Tes.  I  have  one  machine  in  which  the  molding  is  held  in  a  groove, 
which  fits  it  closely,  and  the  same  groove  has  an  extension  enongh  smaller  to  tit  the 
comb  closely,  and  in  this  extension  there  slides  a  follower,  which  is  fitted  to  abut 
again "(t  the  end  of  the  comb.  At  the  extreme  opi>osite  end  of  the  larger  part  of  the 
groove  there  is  a  slot  across  the  groove,  containing  a  key  or  stop  to  prevent  the  mold- 
ing sliding  through  the  groove.  The  follower  before  mentioned  is  attached  to  a  suit- 
able slide  and  lever,  so  that  when  a  molding  is  laid  in  the  larger  part  of  th«f  groove, 
and  the  comb  iu  the  smaller  part,  the  comb,  being  prevented  from  bending  by  the 
walls  of  the  groove,  can  be  forced  tiffhtly  into  the  molding,  by  the  action  of  the  fol* 
lower  and  its  connected  parts,  the  molding  being,  at  the  same  time,  prevenied  from 
bending  by  the  walls  of  the  larger  part  of  the  groove. 

Q.  8.  Can  you  produce  a  drawing  illustrating  the  machine  above  described  and  its 
operation  T — A.  I  here  produce  a  drawing  which  illustrates  said  machine.  In  this 
drawing,  Fij^ure  1,  A  represents  the  main  body  of  the  machine.  In  the  part  A  is  the 
grspve  C  and  its  smaller  extension  D,  in  which  are  placeil  the  molding  and  the  comb, 
as  dtocribed  in  my'  previous  answer.  O  represents  the  slot  in  which  is  placed  the 
key,  marked  Fig.  *2.  £,  Fig.  1,  represents  the  follower  B,  the  slide  of  which  the  fol- 
lower f&nan  a  part ;  L,  K,  M,  and  H  the  lever  and  connecting  parts  by  which  E  and 
B  is  operated.    Fig.  3  shows  an  end  view  of  the  slide  and  follower. 

Q.  9.. Into  which  of  the  grooves  do  yon  place  the  metallic  molding  1 — A.  Into  the 
groove  C. 

Q.  10.  And  into  which  the  comb  ?~-A.  Into  the  groove  D. 

Q.  11.  In  use,  the  key  or  stop,  Fig.  2,  is  placed  in  the  slot  O  tcprevent  the  metallic 
molding  sliding,  is  it  not  f— A.  It  is. 

Q.  13.  State  whether  the  groove  C  iu  the  sheath  A  effectually  prevents  the  metallic 
molding  fh>m  bending  as  it  is  forced  over  the  back  of  the  comb.— A.  It  does*,  or 
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Q.  13.  State  how  long  you  have  used  the  aboye-describecl  machine  for  patting 
inerallio  moldinKS  on  combs  in  the  manner  described. — A.  Since  September,  I8G7 
*  Q.  14.  Can  yon  fix  the  date  by  any  positive  evidence  besides  your  memory  f— A.  I 
can.  I  have  referred  to  the  time-book  of  the  men  who  made  the  machines,  and /find 
the  machine  to  have  been  finished  at  the  date  named,  and  remember  that  it  waa  pnt 
into  immediate  use. 

Q.  15.  Has  it  been  used  ever  since  ? — A.  It  has  been  in  continued  use  ever  since 
without  any  alteration. 

Q.  16.  Have  yon  ever  made  any  effort  to  keep  its  use  a  secret,  or  has  it  always  been 
open  to  the  inspection  of  any  person  who  might  come  into  your  shop? — A.  I  have 
made  no  efi'ort  to  keep  it  secret,  but  the  shop  has  always  been  open  to  visitors,  and 
any  one  could  see  the  machine  who  cared  to  loo^  at. 

The  drawing  so  produced,  marked  C,  ishows  a  lutieliitie  8abstatitially 
like  that  of  the  plaintiff. 

Yiugliug  testified  that  lie  was,  at  the  time  of  testifying,  in  the  em- 
ploy of  Noyes,  and,  since  1868,  or  for  about  fourteen  years,  had  used 
it  machine  like  that  shown  by  the  drawing  G,  above  referred  to,  for 
putting  metallic  moldings  upon  combs. 

Noyes  had  stated,  on  cross-examination,  in  answer  to  a  question  as 
to  who  made  the  machine  he  had  described  as  made  in  1867,  that  Will- 
iam Enopp  and  his  son  were  in  his  (Noyes's)  employ  as  machinists  at 
that  time,  and  worked  some  on  it ;  that  his  time-book,  kept  at  that 
time,  which  he  had  consulted,  contained  a  record  of  the  fact  that  Enopp 
and  his  son  so  worked  on  the  machine ;  and  that  the  machine  was  built 
during  the  first  week  in  September,  1867.  In  rebuttal,  the  plaintiff 
examined  as  witnesses  William  Enopp  and  three  persons  named  New- 
man, Coyle,  and  McAuley. 

Enopp  testified  that  he  was  employed  in  Noyes's  comb  factory  from 
1865  to  1869,  and  was  familiar  with  the  kind  of  machinery  manufactured 
by  them  during  that  time  for  use  in  their  comb  factory.  He  then  pro- 
ceeded: 

Q.  5.  In  September,  1867,  or  at  any  other  time,  did  yon  make  machinery  for  put- 
ting metallic  backs  on  combs  f— A.  I  did.      ^ 

Q.  6.  Without  going  into  details  as  to  che  kind  you  did  make,  I  will  ask  yon 
whether,  in  September,  1867,  yon  made,  or  helped  to  make,  a  machine  for  potting 
moldings  on  the  backs  of  combs,  where  the  molding  is  held  in  a  groove  which  fita 
it  closely,  and  the  same  groove  has  an  extension  enoagh  smaller  to  fit  the  comb 
closely,  and  in  this  extension  there  slides  a  "  follower,''  which  is  fitted  to  bntt  against 
the  end  of  the  comb.  At  the  extreme  opposite  end  of  the  groove  there  is  a  slot  acroM 
the  groove,  containing  a  key  or  stop,  to  prevent  the  molding  ftom  sliding  throngh 
the  groove.  The  follower  is  attached  ^  a  suitable  slide  or  lever,  so  that,  when  a 
molding  is  laid  in  the  larger  part  of  the  groove  and  the  comb  in  the  smaller  part» 
the  comb  is  prevented  from  bending  by  the  walls  of  the  groove,  and  can  be  forced 
tightly  into  the  molding  by  the  action  of  the  follower  and  of  the  connecting  parts? — 
A.  I  do  not  remember  that  I  made  anything  of  that  kind. 

.Q.  7.  Did  yon  at  any  other  time  make  such  a  machine  f--A.  I  don't  remember  that 
I  did. 

Q.  S,  Please  examine  the  comb  I  now  hand  yon  and  state  whether  Noyes  Bros.  & 
Co.,  at  that  time  when  yon  worked  for  them,  and  since,  mannfactnred  a  comb  with 
raetalUc  back  similar  to  this  one;  and,  if  so,  state  how  said  metallic  back  was  pnt  o» 
this  one.    (Comb  marked  Exhibit  A  shown  witness  and  offered  in  evidence  by  so- 
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lieitor  tor  oomplaioAOt.)— A.  Th^y  mannfactnred  a  oonib  in  general  appearance  aimi* 
lar.  The  metallic  back  was  pnt  on  and  fastened  to  the  comb  by  compression.  The 
back  was  compressed  in  a  Tise  to  make  it  fit  in  a  grooTe  in  the  comb  tightly.  The 
molding  was  placed  on  the  comb  by  hand  and  then  pnt  in  a  vise  and  the  molding 
pressed  np  tightly  against  the  comb. 

Q.  9.  Do  yon  remember  working  on  or  making  machinery  for  compressing  the 
molding  on  the  comb,  as  above  described  f — ^A.  I  do. 

Q.  10.  Is  the  mode  above  described  the  only  way  Noyea  Bros.  &,  Co.  pnt  metallio 
moldings  on  that  kind  of  a  comb  t— A.  It  is. 

Q.  11.  Ton  was  familiar  at  that  time  with  the  mode  employed  by  them  for  putting 
moldings  on  combs,  was  yoa  t— A.  I  Has. 

This  testimony  of  Enopp  is  very  inconclasive.  He  merely  testifies, 
thirteen  years  after  be  had  left  Noyes's  establishment,  that  be  does  not 
remember  that  he  made,  fifteen  years  before  the  time  when  he  was  tes- 
tifying, a  machine  like  that  described  in  question  6  pat  to  him.  The 
drawing  produced  by  Noyes  was  not  shown  to  Knopp. 

The  testimony  of  Newman,  Goyle,  and  McAuley  amounts  to  nothing* 
Although  they  were  employed  in  the  comb  factory  of  Noyes  at  the  time 
they  gave  their  testimony,  in  December,  1882,  and  had  been  employed 
there,  Newman  from  1862,  Ooyle  for  fourteen  or  fifteen  years,  and  Mc- 
Auley for  about  thirty  years,  neither  of  them  was  shown  the  comb  A^ 
nor  the  molding  B,  nor  the  drawing  0  above  mentioned,  nor  was  a 
distinct  question  pnt  to  either  of  them  as  to  the  use  of  a  machine  like 
that  described  in  question  6  pat  to  the  witness  Enopp. 

The  only  difference  between  Noyes's  device  and  that  of  the  plaintiff 
is  that  in  Noyes's  the  stop  holds  the  molding  stationary  while  the  comb 
is  forced  into  the  molding  by  the  action  of  tlie  follower.  But  its  action 
is  substantially  the  same  as  that  of  the  scop  in  the  plaiutifi''s  patent, 
which  prevents  the  molding  from  slipping  through  the  groove. 

The  case  falls  within  the  principle  applied  in  Pennsylvania  Railroad 
y.  Locomotive  Truck  Co,^  (110  U.  8.,  490,)  and  cases  there  cited. 

As  to  the  third  claim^  it  is  not  infringed,  because,  in  the  defendant's 
apparatus,  no  washers  are  used  for  acyustmeut. 

The  decree  of  the  circuit  court  is  affirmed. 


[Sapreme  Court  of  the  United  States.] 

HUBLBUT  V.  SCHILLINGER  £T  AL. 

Decided  April  23,  1889. 

47O.G.,1067. 

SCHILUNOBR— CONCRBTE  PAVEMENTS— BeISSU£. 

Reissued  Letters  Patent  No.  4,364,  granted  May  2,  1871,  to  John  J.  Scbilliuger, 
for  an  improyement  in  concrete  pavements,  as  it  stood  after  the  filing  of  the  dis- 
ciaimer,  (March  1, 1875,)  was  not  open  to  the  objection  that  it  was  not  for  the  same 
int  eution  as  that  of  the  original  Patent  No.  105,599,  dated  July  19, 1870. 
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8.  Sam B— INVKNTION  COKSTBUBD. 

Thus  BiistAined  and  ooniitnied  the  inTODtion  ia  held  to  oonsist  in  diyiding  the 
pavement  iuto  blocks^  so  that  one  block  can  be  remoyed  and  repaired  without 
jujary  to  the  rest  of  the  payement,  thediyision  being  effected  by  either  a  perma- 
uent^oT  a  temporary  interposition  of  something  between  the  blocks. 

3.  Infrikobmsnt. 

The  nse  of  a  bottom  layer  of  coarse  cement,' and  placing  on  it  a  oonrae  of.  Ibie 
cement,  and  dividing  the  upper  coorse  iuto  blocks  by  a  trowel  ran  partially  ot 
wholly  through  the  upper  bourse  while  it  is  plastic,  in  a  line  coincident  with  the 
Joints  between  the  sections  in  the  lower  layer,  accomplishes  the  substantial  re- 
sults of  Schillinger's  invention,  in  substantiirtly  the  way  deviited  by  him,  and  is 
within  the  patent  as  it  stands  after  the  disclaimer. 

4.  Samb— First  Claim. 

The  first  claim  of  the  reissue,  as  it  stands  aft^r  the  disclaimer,  is  iuMuKed,  be- 
cause the  defendant's  pavement  is  a  concrete  pavement,  laid  in  detached  blocks  oi 
sections,  substantially  in  the  manner  shown  and  described  in  the  specification  oi 
the  reissue,  the  detached  blocks  in  the  upper  coarse  bfing  the  equivalent  of  the 
detached  blocks  or  fecetious  of  the  Schillinger  pavemeut. 

5.  Samb— Sbcond  Claim. 

The  second  claim  of  the  reissue  is  Infringed,  because  the  temporary  use  of  the 
trowel  or  cutring-iustrnuient,  to  divide  the  upper  course  into  blocks,  is  the  equiv- 
alent of  the  tar  paper  of  the  Schillinger  patent,  the  cutting  making  a  dix'ision 
which  controls  the  cracking,  and  facilitates  the  taking  up  and  relaying  of  the 
blockb  or  sections  in  the  upper  course  *'  without  disturbing  the  aiUoining  seo- 
tions,''  and  the  trowel  being  interposed  to  effect  its  object  during  the  process  of 
forming  the  pavement  on  the  spot  where  it  is  to  remain. 

6.  Measure  OP  Damaobs. 

The  rule  that  *'  when  the  entire  profit  of  a  business  or  undertaking  remits  fh>m 
the  nse  of  the  invention,  the  patentee  will  be  entitled  to  recover  the  entire  profltSp 
if  he  elects  that  remedy,"  applied. 

Appeal  from  the  Circnit  Oourt  of  the  United  States  for  the  Northern 
District  of  Illinois. 

Mr.  L.  L.  Bond  and  ^Ifr.  E.  A.  West  for  the  appellant. 

Mr.  Oearge  W.  Hey  for  the  api>ellees.  * 

Mr.  jQStice  Blatchfobd  delivered  the  opinion  of  the  Court. 

This  is  a  suit.in  equity,  brought  in  the  Oircuit  Court  of  the  United 
States  for  the  Northern  District  of  Illinois^  by  John  J.  Schillinger  and 
Elmer  J.  Salisbury  against  J.  B.  Hnrlbut,  founded  on  the  alleged  in* 
fringement  of  Reissued  Letters  Patent  No.  4,364,  granted  to  John  J. 
Schillinger,  May  3)  1871,  for  an  '^  improvement  in  concrete  pavements," 
on  the  surrender  of  original  Letters  Patent  No.  105,599,  granted  to  saMl 
Schillinger,  July  19,  1870.  The  defenses  set  up  in  the  answer  are  the 
invalidity  of  the  reissne,  want  of  utility  in  the  invention,  want  of  novelty , 
and  non-infringement. 

The  bill  was  filed  in  October,  1882.  Salisbury  having  died,  the  suit 
was,  so  far  as  his  interest  was  concerned,  revived  in  March,  1884,  in  the 
name  of  Olive  6.  Salisbury  as  administratrix.  The  interest  of  Salisbury 
was  that  he  was  the  exclusive  licensee  under  the  reissued  patent  for  the 
State  of  Illinois.  Issue  having  been  joined,  proofs  were  taken  on  both 
sides,  and  on  the  15th  of  May,  1884,  the  court  entered  an  interlocutory 
decree,  adjudging  that  the  reissued  patent  was  valid,  that  the  defendaafc 
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had  iufrin^ed  it,  and  that  theadmioistratrixof  Salisbary  recover  profits 
and  damages  from  the  26th  of  Angast,  1882,  the  date  of  t'be  lioeuse  to 
Salisbury.  The  decree  also  ordered  a  refereuce  to  a  mnster  to  take  an 
acooaut  of  the  profits  and  the  dan^ges. 

The  master  took  proofd,  and  ou  the  30th  of  ^September.  1884,  tiled  his 
report,  to  the  effect  that  between  Angast  2^  1882.  and  May  20,  1884, 
the  defendant  had  laid  70,909  feet  of  pavement  by  the  nseof  the  plaint- 
ifb'  patent,  for  which  he  should  be  held  to  account;  and  that  the 
plaintifEs  had  shown  an  established  license- fee  of  5  cents  a  square  foot, 
or  $3,545.45,  as  damages,  which  amoant  he  reported.  He  also  reported 
that  the  defendant's  profits  had  araonoted  to  4  cents  a  sqoare  toot.  The 
defendant  excepted  to  this  report,  and,  on  a  hearing,  the  conrt  held 
that  the  evidence  did  not  establish  a  fixed  license-fee  as  a  royalty,  and 
that  tlie  proper  amount  of  recovery  was  the  deifendant^s  profits,  at  the 
rate  of  4  cents  a  square  foot,  or  $2,83636;  and  it  entered  a  fiual decree, 
on  the  16th  of  November,  1885,  for  that  amount.  The  defendant  has 
appealed  from  that  deort*e. 

The  specifications,  claims,  and  drawings  of  the  original  and  the  re- 
issued patents  are  as  follows,  the  specifications  and  claims  being  p^ced 
in  parallel  columns^  the  parts  of  each  which  are  not  found  iu  the  utiier 
being  in  italic,  and  the  drawings  of  the  original  and  the  reissue  being 
the  same : 


ORIGINAL. 

Be  it  known,  that  I,  John  J.  Schii^- 
UNQBR,  of  the  city,  coanty,  and  State  of 
New  York,  have  invented  a  new  and  nee- 
ta\  Improvement  in  Concrete  Paveraents, 
and  I  do  herehy  declare  the  following  to 
be  a  full,  clear,  and  exact  deecriptton 
thereof,  which  will  enable  thoBe  skilled 
in  the  art  to  make  and  nee  the  same,  ref- 
erence being  had  to  the  accompanying 
drawing,  forming  part  of  this  specifica- 
tion, in  which  drawing — 

Figure  1  .repreaents  my  pavement  in 
pMn  view.  Fig.  2  is  a  vertical  section  of 
thepawment. 


This  invention  relates  to  pawmenisfor 
iidewaUu  and  other  purpotes,  and  consists  in 
omnHning,  with  the  joints  of  concrete 
pavements f  strips  of  tar-paper  or  equiva- 
lent material  arranged  between  the  sev- 
eral blocks  in  snch  a  manner  as  to  produce 
a  suitable  tight  Joint  and  yet  allow  the 
blooks  to  be  raised  separately  without 
affecting  or  injuring  the  blocks  adjacent 
thereto. 


RIEISSUE. 

Be  it  known  that  I,  John  J.  Schil- 
UNGKR,  of  the  city,  county,  and  State  of 
New  York,  have  invented  a  new  and  use- 
ful Improvement  in  Concrete  Piiveuieuts, 
and  I  do  hereby  declare  the  follnwinji:  to 
be  a  full,  cleat',  Hud  exaci  de8crix>tiou 
thereof,  which  will  euable  those  skilled 
in  the  art  to  mak^a  and  use  the  same,  ref- 
erence being  had  to  the  accompanying 
drawing,  forming  part  of  this  specifica- 
tion, in  which  drawing- 
Figure  1  represents  apian  of  my  pave- 
ment. Fig.  2  is  a  vertical  section  of  the 
sands. 

Similar  letters  indicate  correeponding 
parts. 

This  invention  relates  to  a  concrete pavs- 
ment  which  is  laid  in  secHonSy  so  that  each 
section  can  he  takhi  up  and  relaid  withont 
disturbing  the  adjoining  sections.  With  the 
joints  of  this  sectional  concrete  pavetnent 
are  combined  strips  of  tar-paper  or  eqniva- 
lent  material  arranged  between  the  sev- 
eral blocks  or  sections  in  such  a  manner  as 
to  produce  a  suitable  tight  joint  and  yet 
allow  the  blocks  to  be  raised  separately 
without  affecting  the  blocks  adjacent 
thereto. 
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In  carrying  oat  my  inveotioa  I  form  the 
concrete  by  mixiog  cement  with  saud  aud 
gravel  or  other  saitable  materials  to  form 
a  9uiiahle  plastic  composition,  using  about 
the  following  proportions:  Oue  part,  by 
measure,  of  cement ;  one  part,  by  meae-' 
ure,  of  sand,  and  from  three  to  ««ix  parts, 
by  measure,  of  gravel,  using  sufficient 


In  carrying  out  my  inTention  I  form  tha 
concrete  by  mixing  cement  with  sand  and 
gravel  or  other  suitable  material  to  form 
a  plastic  compoandf  using  about  the  fol- 
lowing proportions :  Oue  parr,  by  m«a«^ 
ure,  of  cement ;  one  part,  by  meaaare,  ot 
sand,  and  from  three  to  nix  part-s,  by  mean* 
ure,  of  gravel,  yfith  suflSclent  water  to 


water  to  make  the  mixture  plastic ;  but  I 
do  not  con  flue  myself  to  any  proportions 
for  making  the  concrete  composition. 
While  the  mass  is  plastic  I  lay  or  spread 
the  same  upon  the  foundation  or  bed  of 
the  pavement,  either  in  molds  or  between 
movable  joists  of  the  proper  tbickuess,so 
as  to  form  the  edges  of  the  concrete  blocks 
a  a,  etc.  When  the  block  a  has  been 
formed  I  take  strips  of  iar-paper,  &,  of  a 
width  equal  or  almost  equal  to  the  height  of 
the  hlookf  and  jylace  them  up  against  ths  edges 
of  the  block  in  suck  a  manner  that  they  form 
the  Joints  between  such  block  and  the  acyaoent 
blocks*  After  completing  one  block,  a,  I 
place  the  tar-paper  b  along  the  edge  where 
the  next  block  is  to  be  formed,  and  I  put 
the  plastic  composi  tion  for  such  next  block 
np  against  the  tar-paper  joint  and  proceed 
with  the  formation  of  the  new  block  until 
it  is  completed.  In  this  manner  I  proceed 
in  making  all  the  blocks  until  the  pavement 
is  completed,  interposing  tar-paper  be- 
tween their  several  joints,  as  ileHcribed. 
The  i>apev  constittitesa  tight  water-proof 
joint,  but  it  allows  the  several  blocks  to 
heave  separately  from  the  effects  of  frost, 
or  to  be  raised  or  removed  separately, 


render  the  mixture  plastic ;  but  I  do  not 
confine  myself  to  any  definite  proportions 
or  materials  for  making  the  concrete  com- 
position. While  the  mass  is  plastic  I  lay 
or  spread  the  same  on  the  foundation  or 
bed  of  the  pavement,  either  in  molds  or 
between  mo  vable  joists  of  the  proper  th  ick- 
ness,  so  as  to  form  the  edges  of  the  con- 
crete blocks  a  a,  one  block  being  formed 
after  the  other.  When  the  first  block  has 
set  I  remove  (he  joists  or  partitions  from  &e- 
tween  it  and  the  next  block  to  be  formed,  and 
then  I  form  the  second  block,  and  $o  on,  eaek 
SHCoeeding  block  being  formed  after  the  adjO' 
cent  blocks  have  set,  land  since  \he  oonerete 
in  setting  shrinks,  the  second  block  when  sei 
does  not  adhere  to  the  firsts  and  so  on,"]  and 
when  the  pavement  is  completed  each  blo^ 
can  be  taken  up  independent  of  the  adjoining 
blocks. '  Betioeen  the  Joints  of  the  adfoeeni 
blocks  are  placed  strips  b  of  tar-paper  or 
other  suitable  material  in  the  following  man" 
ner :  After  completing  one  block,  a,  I 
place  the  tar- paper  b  along  the  edge  where 
the  next  block  is  to  be  formed,  and  I  put 
the  plastic  composition  for  such  next  block 
up  against  this  tar-paper  joint  and  pro- 
ceed with  the  formation  of  the  new  block 
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whenever  oceasion  may  arise,  without  in- 
Jary  to  the  a^jaoent  blocks.  The  paper 
dofis  110^042^6  when  placed  agaiust  the 
€dge  of  the  fulljf-formsd  block,  and  there- 
fore the  joints  are  always,  free  between 
the  several  blocks,  although  adkermce  may 
take  place  between  the  paper  and  the  plastie 
edges  of  the  blocks  icAic4  are  formed  after 
the  J7ap«r  joints  are  »et  up  in  place. 


until  it  18  completed.  In  tiiis  manner  I 
proceed  until  the  pavement  is  com(>leted, 
interposing  tar-paper  between  the  several 
joints,  as  described.  The  paper  consti- 
tutes a  tight  water- proof  joint,  but  it 
allows  the  several  blocks  to  heave  sepa- 
rately  from  the  effects  of  frost,  or  to  be 
raisetl  or  removed  separately,  whenever 
occasion  may  arise,  without  injiiry  to  the 
adjacent  blocks.  The  paper  when  placed 
against  the  b]ockflr$t  farmed  doee  not  ad^ 
here  theretCf  and  therefore  the  joints  are 
always  free  between  the  several  blocks, 
although  the  paper  way  adhere  to  tbe  edges 
of  tbe  block  or  blocks  formed  after  the 
same  has  been  net  up  in  it§  place  between  the 
joints.  [/«  iuck  caees,  hoicerer,  where 
cheapnesB  i$  an  object^  the  tar  paper  may  be 
omitted  and  the  blocks  formed  without  inter- 
peeing  anything  between  their  Joints^  as  pre- 
viously described.  In  this  latter  case  the 
joints  soon  Jill  up  with  sand  or  dust^  and  the 
pavement  is  rendered  sufficiently  tight  for 
many  purposes^  while  the  blocks  are  detached 
from  each  other  and  can  be  taken  up  and 
relaid  tach  independent  of  the  adjoining 
blocks.-} 

Wiiat  I  claim  as  new,  and  desire  to 
secure  by  Letters  Patent,  is— 

1.  A  concrete  pavement  laid  in  detached 
blocks  or  sections,  substantially  in  the  man* 
ner  shown  and  described. 

2.  The  arrangement  of  tar-pai)er  or  its 
equivalent  between  adjoining  blocks  of 
concrete,  substantially  as  and  for  tbe  pur- 
pose se^/oHA. 

On  the  l8t  of  March,  1875,  Schillinger  filed  in  the  Patent  Office  the 
following  disclaimer: 

To  the  Commissioner  of  Patents: 

Your  petitioner,  John  J.  Schillinger,  of  the  city  and  county  and  state  of  New  York, 
represents  that  Letters  Patent  of  the  United  States,  Reissue  No.  4,3C4,  bearing  date 
May  2,  lt571,  were  granted  to  him  for  an  improvement  in  concrete  pavements.  That 
he  has  reason  to  believe  that,  through  inadvertence,  accident,  or  mistake,  the  speci- 
fi  cat  ion  and  claim  of  said  Letters  Patent  are  too  broad,  including  that  of  which  your 
1H*tUioner  was  not  the  first  inventor,  and  he  therefore  hereby  enters  his  disclaimer 
to  the  following  words:  ''And  since  the  concrete  insetting  shrinks,  tbe  secodd 
block  when  set  does  not  adhere  to  the  first,  and  so  on,''  and  which  occur  near  the 
middle  part  of  the  said  specification,  and  to  the  following  words  near  tbe  end  of  the 
hpecilication :  ''In  such,  cases,  however,  where  cheapness  is  au  olgect,  tbo  tar- 
paper  may  be  omitted  and  the  blocks  formed  without  interi>osing  anytliiiiK  between 
their  joints  as  previously  described,  lu  this  latter  case  the  joints  soon  fill  up  with 
rciiid  or  dust,  and  tbe  pavement  is  rendered  sufficiently  tight  for  many  purposes, 
u  bile  the  blocks  are  detached  from  each  other  and  can  l>e  taken  up  and  rvbiid,  each 
independent  of  the  aujoining  blocks."    Your  petitioner  hereby  disclainm  tbe  form- 


What  I  claim  as  new,  and  desire  to 
secure  by  Letters  Patent,  is— 

The  ariangement  of  tar-paper  or  its 
equivalent  between  adjoining  blocks  of 
concrete,  substantially  as  and  for  the  pur- 
pose described. 
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iniB^  of  blocks  from  plastic  materiiJ  withoac  interposing  anything  between  their 
Join  Id  while  in  the  prooeis  of  forniA^ion.  Yoar  petitioner  owns  tiie  tMid  patent 
and  the^  whole  intere^it  therein,  except  in  the  following  places  or  territory,  for  which 
he  has  granted  ezcliisive  licenses  nnder  royalty,  or  sol  I  rights  nmier  said  patent,  to 
wit,  the  counties  of  Kings,  Queens,  and  Richmond,  New  York  State;  Hartford 
oonnty,  Connecticut;  the  District  of  Colnmbin;  the  States  of  New  Jersey,  Georgia,- 
M4rylaud,  Lonisiana,  Texas,  Ohio,  Michigan,  Missonri,  and  Illinois,  which  above- 
named  States  and  places  comprise  all  the  territory  for  which  he  has  sold  or  granted 
exclnsive  licenses  or  rights  in  or  under  said  patent,  t<o  the  best  of  his  recollection, 
knowledge,  and  belief. 

The  words  BpcciAcally  disclaimecl  by  the  disclaiioer  are  embraoe<l  ia 
bracketa^in  the  copy  of  the  apecification  of  the  reissae  above  set  forth. 

The  SchilHnger  patent  has  been  before  several  of  the  circait  ooarts 
of  the  UDlted  States,  and  also  before  this  Goart,  for  wiUudication. 

In  the  Circuit  Coart  for  the  Southern  District  of  New  York,  before 
Judge  Sbipinau,  in  February,  1877,  in  8ok%Uinger  v.  Omiiker^  (U  Blatch- 
ford,  152,  and  2  Ban.  &  A^rd.,  544,  and  II  O.  G.  831,)  and  in  the  same 
case,  before  Judge  Biatchford,  in  August,  1879,  (17  Blatchford,  M,  and 
4  Ban.  &  Ard.,  479,  and  16  O.  O.,  905 ;)  in  the  Circuit  Court  for  the  Dis- 
trict of  California,  before  Judge  Sawyer,  in  May,  1881,  in  CM/onua 
Artificial  Stone  Paving  Co,  v.  Molitar^  and  The  Same  v.  Perine^  (7  Sawyer, 
190,  and  8  Fed.  llep.,  821,  and  20  ().  6.,  813;)  in  the  Circuit  <.k>urt  for 
the  Northern  District  of  New  York,  before  Judge  Blatchford,  in  July, 
1883,  in  SchilHnger  v..Greenway  Brewing  Co.,  (21  Blatchford,  383,  and 
17  Fed.  Bep.,  244,  and  24  O.  G.,  495;)  and  in  the  Circuit  Court  for  the 
Southern  District  of  Ohio,  before  Judge  Sage,  in  June,  1884,  in  Kukl  v, 
Mueller  J  (21  Fed.  Bep.,  510,  and  28  6.  G.,  541;)  the  patent  was  sus- 
tained. In  the  Supreme  CdUrt  of  the  District  of  Columbia,  in  general 
term,  in  July,  1885,  in  SchilHnger  v.  Cranford^  (4  Mackey,  450,  and  37 
O.  G.,  1349,)  it  was  held  void,  on  the  question  of  novelty.  It  was  also 
interpreted  by  Judge  Sawyer,  in  the  Circuit  Court  for  the  District  of 
California,  in  Odlifornia  ArHfieial  Stone  Paving  Co.  v.  Freebon^  in  Jan- 
oary,  1883,  (8  Sawyer,  443,  and  17  Fed.  Bep.,  735,)  and  by  Judge  Deady, 
in  the  Circuit  Court  for  the  District  of  Oregon,  in  August,  1887,  in 
SehiUinger  v.  Middleton,  (31  Fed.  Bep.,  736). 

The  patent  was  before  this  court  in  Oalifomia  Paving  Company  v. 
Molitor^  (113  U.  S.,  609,)  in  March,  1885,  but  only  on  a  question  of  con- 
tempt, and  in  California  Paving  Co.  v.  Schalickej  (119  U.  S.,  401,)  in 
December,  1880. 

We  are  of  opinion  that  the  proper  construction  of  the  reissued  patent 
is,  that  the  iu^ention  consists  in  dividing  the  pavement  into  blocks^  so 
that  one  block  can  be  removed  and  repaired  without  injury  to  the  rest 
of  the  pavement,  the  division  being  effected  by  either  a  permanent  or  a 
temporary  interposition  of  something  between  the  blocks.  Concrete 
pavement  had  l)een  laid  l>efore  in  sections,  without  being  divided  into 
blocks.  The  effect  of  the  disclaimer  wa»  to  leave  the  patent  to  be  one 
for  a  pavement  wherein  the  blocks  are  formed  by  interposing  aome 


DBCI8I0KS   OF  U.   8.   COURTS  ,  IK  PATENT   CASES.  465 

separating  material  between  them.  To  limit  the  patent  to  the  penna- 
nent  interpoeitipn  of  a  material  eqaivalent  to  tar-paper  woald  limit  the 
aetnal  invention.  The  use  of  a  bottom  layer  of  coarse  cement,  and 
placing  on  it  a  coarse  of  flue  cement,  and  dividing  the  npper  coarse 
into  blocks  by  a  trowel  ran  partially  or  wholly  throagh  the  apper  coarse 
wUle  it  is  plastic,  in  a  line  coincident  with  the  Joints  between  the  sec- 
tions in  the  lower  layer,  accomplishes  the  sabdtantial  resnlts  of  Schil- 
lingei's  invention,  in  sabstantially  the  way  devised  by  Um,  and  is 
within  the  patent  as  it  stands  after  the  disclaimer.  The  disclaimer  took 
ont  of  the  flrst  claim  of  the  reissue  only  so  much  thereof  as  claimed  a 
emierete  pavement  made  of  the  plastic  material  laid  in  detached  blocks, 
withont  interposing  anything  in  the  joints  in  the  process  of  formation, 
leaving  that  claim  to  be  one  for  such  a  pavement  laid  in  detached 
blodkSy  when  free  joints  are  made  between  the  blocks,  by  interposing 
permanentiy  or  temporarily  between  them,  in  the  process  of  their  for- 
maition,  tar-paper  or  its  eqnivalent. 
In  OmU/arma  Pacing  Co.  v.  SoAoKcto,  (•^Q^Ay)  it  was  said,  (p.  406 :) 

Hie  eyidenoe  in  the  present  case  shows  that  the  defendant,  daring  the  process  of 
making  his  pavement,  mlurked  off  its  surface  into  squares.  But  the  question  is 
whether  he,  to  any  extent,  divided  it  into  blocks,  so  that  the  line  of  cracking  was 
eontroUed,  and  induced  to  follow  the  Joints  of  the  diyisions,  rather  than  the  body  of 
the  block,  and  so  that  a  block  could  be  taken  out,  and  a  new  one  put  in  its  place, 
without  disturbing  or  injuring  an  acyoining  block.  The  specification  makes  it  essen- 
tial that  the  pavement  shall  be  so  laid  in  sections  "  that  each  section  can  be  taken  up 
and  relaid  without  disturbing  the  adjoining  sections."  Again,  it  says  that  the  Joint 
between  the  blocks  **  allows  the  several  blocks  to  heave  separately,  from  the  effects 
CRf  frost,  or  to  be  raised  or  remoyed  separately,  whenever  occasion  may  arise,  without 
iuiJniy  to  the  adjacent  blocks."  This  is  essential ;  and,  in  all  the  cases  where  infringe- 
ment has  been  held  to  have  been  established,  there  hare  been  blocks  substantially 
separate,  made  so  by  the  permanent  or  temporary  interposition  of  a  separating 
medium  or  a  ontting-instmment,  so  that  one  block  could  upheave  or  be  removed 
without  distorbfng  the  adjoining  blocks.  The  patentee,  in  the  disclaimer,  expressly 
diadaiaMd  "  the  forming  of  blocks  from  plastic  material  withont  interposing  anything 
between  their  Joints  while  in  the  process  of  formation."  It  appears  that  the  defend- 
ant laid  his  payement  in  strips  from  the  curb  of  the  sidewalk  inward  to  the  fence,  in 
one  ihiass,  and  then  marked  the  strip  orosswise  with  a  blunt  marker,  which  is  made 
i|n  exhibit,  to  the  depth  of  about  one-sixteenth  of  an  inch ;  but  it  Is  not  shown  that 
this  produced  any  such  division  into  blocks  as  the  patent  speaks  of,  even  in  degree. 
There  were  no  blocks  prodnoed,  and,  of  coarse,  there  was  nothing  interposed  between 
blocks.  The  mass  underneath  was  solid,  in  both  layers,  laterally.  So  £ar  as  appears, 
what  the  defendant  did  was  Just  what  the  patentee  disclaimed.  The  marking  was 
only  lor  ornamentation,  and  produced  no  free  joints  between  blocks,  and  the  evidence 
aa  to  the  condition  of  the  defendant's  pavements  after  they  were  laid  shows  that  they 
did  not  haye  the  characteristic  filatures  above  mentioned  as  belonging  to  t>  patented 
pAvement. 

In  its  dedsion  m  the  present  case,  which  was  made  before  that  in  the 
Schallcke  case,  the  coart  said  that  the  case  was  in  no  way  different,  so 
far  as  infringement  was  concerned,  fh>m  the  cases  against  Ferine  and 
Molitor  and  the  case  against  the  Green  way  Brewing  Oompauy.' 

In  the  Schallcke  case  it  was  said,  in  the  opinion  of  this  court,  in  re- 
gaid  to  the  pavement  in  the  Molitor  case: 
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The  defendant's  pavement  was  made  by  cnttinff  a  lower  coarse  into  sections  with 
a  trowel,  to  a  greater  or  less  depth,  according  to  the  character  of  the  material,  mak- 
ing a  Joint,  and  doing  the  same  with  an  npper  coarse,  the  npper  Joint  being  directlj 
over  the  lower  joint.  Into  the  open  Joint,  in  each  case,  was  loosely  pat  tome  of  the 
partially-set  material  from  the  top  of  the  laid  coarse,  answering  the  purpose  of  tar- 
paper.  A  blnnt  and  ronnded  Joint-marker,  which  was  said  to  be  one-sixteenth  or 
one-eighth  of  an  inch  in  depth,  was  then  ran  oyer  the  line  of  the  Joints,  marking  off 
the  block.  The  pavement  was  weaker  along  the  line  of  the  Joint  than  in  any  other 
place.    This  was  held  to  be  an  infringement. 

It  was  also  there  said  that,  in  tbe  Oreenway  i^rewiDg  Company  case-^ 

it  was  held  that  the  second  claim  of  the  reissae  was  infringed  by  a  concrete  pavement 
which  had  an  open  cut  made  by  a  trowel  entirely  through  two  courses  of  material, 
the  line  of  cut  in  the  upper  coarse  being  directly  over  the  line  of  cut  in  the  lower 
course,  and  that  the  interposition  of  the  trowel,  though  temporary,  was  an  equivalent 
for  the  tar-paper,  even  though  the  Joint  was  left  open  after  the  trowel  was  nenoTed, 
and  was  not  made  tight. 

In  the  present  case,  the  only  pavement  for  which  the  defendant  was 
held  liable  was  what  was  called  in  his  acconnt  or  statement  before  the 
master'^*  concrete  flag  pavement,"  the  manner  of  constrncting  which  is 
thns  described  by  Mr.  Perkins,  a  witness  for  the  plaintiff: 

First,  Joists  are  placed  7  to  8  feet  apart,  in  front  of  the  property  where  the  w*«rk  is 
to  be  laid.  First,  one  stone  is  formed  by  placing  a  Joist  across  between  tbe  others. at 
right  angles,  generally  at  about  4  feet  from  the  place  of  beginning.  In  this  space  a 
mortar,  composed  of  sand,  gravel,  and  cement,  is  put  and  thoroughly  tamped,  so  that 
the  coarse  material  will  be  from  3  to  4  inches  in  thickness,  leaving  about  one-half 
inch  on  top  for  a  mortar  composed  of  sand  and  cement,  which  is  troweled  off  and  made 
even  with  the  top  surface  of  the  Joists.  Then  the  short  Joist  that  is  put  in  at  right 
angles,  as  before  described,  is  taken  up  and  placed  about  the  same  distance  as  befbre, 
and  again  Ailed  in.  The  finer  material  i6  the  coarse  concrete  is  generally  worked  next 
t<o  tbe  Joist,  so  as  to  miike  a  good,  smooth,  strong  edge.  When  the  top  stuff  is  put 
on  this  last  stone,  and  finished  over  on  top  with  a  trowel,  the  Joint  between  the  two 
stones  being  marked  on  the  outer  Joist,  a  trowel  is  drawn  through  the  top  stuff  to 
make  a  Joint  straight  to  correspond  with  the  Joint  below. 

The  evidence  is  satisfactory  that  the  trowel  was  nsed  to  ont  throagh 
or  into  the  top  layer  to  an  extent  sufficient  to  make  such  a  separation 
of  the  top  layer  into  blocks,  at  a  line  corresponding  with  the  joint  below 
between  the  sections  of  the  first  layer,  as  to  control  the  cracking  of  the 
top  layer,  by  dividing  it  sabstantially  into  separate  blocks.  This  divis- 
ion depends  on  the  depth  of  the  cat  The  defendant  contends  that  the 
object  and  effect  of  tbe  marking  with  the  trowel  was  only  to  give  to  the 
pavement  the  api>earance  of  flagging;  but  the  evidence  is  entirely  clear, 
that  the  cut  was  made  sufficiently  deep,  in  proportion  to  the  thickness 
of  tbe  upper  layer,  to  make  such  a  separation  of  the  npper  layer  into 
blocks  as  would  compel  any  tendency  to  crack  to  follow  the  line  of  the 
out  made  by  the  trowel  and  not  run  off  into  the  body  of  the  layer ;  and 
that  thus  the  object  of  Schillinger's  invention  was  attained.  The  de- 
fendant is,,  by  the  report  of  the  master  and  the  decree  of  the  circuit 
court,  made  liable  only  for  concrete  flagging  so  laid  and  out  as  to  pro^ 
duce  such  result.    The  defendant  was  particular  to  have  the  cut  in  the 
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upi>er  layer  made  with  the  trowel  directly  over  the  line  between  t^e 
two  sections  of  the  lower  layer,  and  it  is  shown  that  the  npper  layer  of 
his  pavement  thns  made  woald  come  ap  in  separate  blocks*'  He  made 
his  lower  course  of  sand,  unravel,  and  cement  mixed  in  the  proportions 
of  one  part  of  cement  to  eix  or  seven  of  sand  and  gravel,  while  he  made 
his  npper  course  of  one-half  sand  and  one-half  cement,  made  plastic 
with  water.  The  lower  course  of  his  flagging  was  composed  of  mate- 
rial in  which  there  was  only  one  part  of  cement  or  adhesive  substance 
to  six  or  seven  parts  of  non-adhesive  substance,  and  there  was  but  a 
slight  tendency  to  adhere  between  the  faces  of  the  two  sections  in  the 
lower  conrsCi  while  as  the  upper  layer  was  composed  one-half  of  adhe- 
sive substance,  the  tendency  was  for  its  material  to  adhere  strongly. 
Therefore,  a  cut  in  the  upper  course,  coincident  with  tbe  joint  below, 
would  permit  any  action  of  the  settling  of  the  lower  course,  through 
frost  or  upheaval,  to  extend  to  the  top  of  the  upper  course  through  a 
joint  cut  in  that  course,  of  sufficient  depth  to  prevent  the  tendency  of 
the  upper  course  to  crack  in  its  body  rather  than  in  the  line  of  the  cut. 

We  are,  therefore,  of  opinion  that  the  first  claim  of  the  reissue,  as  it 
stands  after  the  disclaimer,  is  infringed,  because  the  defendant's  pave- 
ment is  a  concrete  pavement,-laid  in  detached  blocks  or  sections,  sub- 
stantially in  the  manner  shown  and  described  in  the  specification  of  the 
reissue,  the  detached  blocks  in  the  upper  course  being  the  equivalent 
of  the  detached  blocks  or  sections  of  the  Schillinger  pavement ;  and 
that  the  second  claim  of  the  reissue  is  infringed,  because  the  temporary 
use  of  the  trowel  or  cutting-instrument,  to  divide  tbe  upper  course  into 
blocks,  is  the  equivalent  of  the  tar-paper  of  the  Schillinger  patent,  the 
cutting  making  a  division  which  controls  the  cracking,  and  flMilitates 
the  taking  up  and  relaying  of  the  blocks  or  sections  in  the  upper  course 
*^  without  disturbing  the  acyoining  sections,"  and  the  trowel  being  inter- 
posed to  effect  its  object  during  the  process  of  forming  the  pavement  on 
the  spot  where  it  is  to  remain. 

'ihe  invention  of  Schillinger  was  a  very  valuable  one.  The  evidence 
is  that  it  entirely  superseded  the  prior  practice  of  laying  concrete  pave- 
ments in  a  continnonSy  adhering  mass. 

The  defendant  introduced  in  evidence,  on  the  question  of  novelty,  the 
following  patents:  English  patent  to  Claridge,  No.  7,489,  of  1837 ;  En- 
glish patent  to  D'Harcourt,  No.  7,991,  of  1839 ;  United  States  patent  to 
Buss,  No.  6,475,  of  1848 ;  English  patent  to  Ohesnean,  No.  350,  of  1852 ; 
English  patent  to  Coignet,  No.  2,059,  of  1855 ;  English  patent  to  Dela 
Haichois,  No.  771,  of  1856 ;  and  United  States  patent  to  Van  Gamp, 
No.  93,142,  of  July  27,  1869.  All  of  these  patents,  except  the  Van 
Gamp  patent,  were  introduced  in  evidence  on  tbe  part  of  tbe  defense  in 
the  case  against  the  Greenway  Brewing  Company,  and  it  was  held  in 
that  case  that  none  of  them  anticipated  tbe  Schillinger  invention.  A 
copy  of  the  record  in  that  case,  embracing  the  pleadings,  and  the  evi- 
dence and  patents  put  in  by  the  defendant  in  it,  on  the  question  of 
novelty,  forms  part  of  the  record  in  the  present  case. 
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An  ezaminatioii  of  the  patents  jpat  in  evidence  by  the  defendant,  io 
connection  with  the  testimony  in  regard  to  them,  shows  that  the  Ola- 
ridge  paveocent  was  not  a  concrete  pavement,  and  was  not  formed  in 
detachable  blocks,  bnt  was  a  continaons  asphalt  pavement;  that  the 
D'Harconrt  pavement  was  not  a  concrete  pavement  laid  in  detached 
blocks  or  sections,  nor  could  one  section  be  removed  without  distorUng 
adjacent  sections;  that,  the  Bnss  patent  shows  a  concrete  foundation 
for  a  stone  pavement,  the  pavement  proper  being  constructed  of  granite 
or  syenite  placed  on  top  of  the  concrete  foundation,  such  concrete  foun- 
dation not  being  formed  in  detachable  blocks,  but  only  being  provided 
at  certain  places  with  removable  panels,  consistiDg  of  frames  filled  with 
concrete,  to  be  lifted  out  to  give  access  to  water-pipes  or  for  other  pur- 
poses ;  that  the  Ghesneau  pavement  was  not  a  concrete  pavement  laid 
in  detached  sections  or  blocks,  but  was  a  continuous  pavement,  provided 
with  panels  to  give  access  in  certain  places  to  gas  and  water  pipes,  the 
panels  being  made  of  sections  set  in  frames,  which  were  removably  in- 
serted in  the  surrounding  pavement,  and  there  was  no  arrangement  of 
tar-pa^r  or  its  equivalent  between  adjoining  blocks  of  concrete,  for 
the  purpose  set  forth  in  the  Schillinger  patent;  that  the  Uoignet  patent 
did  not  show  a  concrete  pavement,  made  in  detachable  blocks  after  the 
manner  of  Schillinger's,  and  built  on  the  ground  where  it  was  to  remain ; 
that  the  De  la  Haichois  pavement  was  not  a  concrete  pavement  laid  in 
detachable  blocks  or  sections,  or  having  the  arrangement  of  tar-pap«r 
or  its  equivalent  between  adjoining  blocks  of  concrete,  like  that  of  Schil- 
iinger;  and  that  the  Van  Gamp  patent  fihowed  only  blocks  formed 
in  molds,  and  removable  from  the  molds,  or  the  pavement  to  be  laid 
cemented  in  the  molds,  and  it  not  being  stated  that  the  blocks  should 
be  formed  on  the  spot  where  they  were  to  remain,  nor  that  they  shoidd 
be  formed  of  cement  and  gravel  or  sand.  It  further  appears  that,  in 
the  Van  Camp  patent,  when  the  blocks  are  made  in  molds,  they  are 
like  bricks,  or  artificial  stones,  or  wooden  blocks,  which  are  prepared 
and  then  brought  to  the  place  where  they  are  to  be  laid  and  put  down 
in  the  usual  manner;  and  that,  when  .the  blocks  remain  in  the  molds 
and  are  thus  laid,  they  do  not  present  a  uniform  wearing-surface  of  con- 
crete, or  constitute  a  concrete  pavement  formed  in  detachable  blocks 
by  joints. 

Other  testimony  as  to  prior  public  use  was  introduced  in  this  case, 
taken  from  the  record  in  the  case  of  Schillinger  v.  PhiUip  Beit  Brewing 
Co.^  in  the  Gircuit  Gonrt  for  the  Eastern  District  of  Wisconsin,  which 
testimony  was  also  introduced  in  the  case  against  the  Oreenway  Brew- 
ing Company,  having  been  taken  in  November,  1882.  In  the  dedsion 
in  the  latter  case  it  was  correctly  said  of  that  testimony: 

So  far  as  it  refers  to  prior  use  Id  Germany,  not  shown  in  a  patent  or  printed  pnbli- 
catiou,  It  was  duly  objected  to  in  this  case  and  must  be  exolnded.  As  to  the  oement 
malt-floor  whieh  Row  laid  in  Baltimore  twenty-fiv^e  years  ago,  he  shows  that  it  was 
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not  mmdt  in  wotiona  detachftble  by  free  Jointis.  The  testimony  of  Botzler  m  to  a  prior 
malt-flooT  laid  by  him  in  Chioa^^  is  too  indefinite  to  amount  to  snffloient  evidence  to 
defoat  a  patent. 

So  far  as  that  testimony  related  to  a  pavement  ased  in  Germany,  it 
was  objected  to  at  the  time  it  was  introduced  in  this  case,  as  incompe- 
tent. '  It  was  clearly  inadmissable  under  section  4923  of  the  Bevised 
Statutes,  because  it  did  not  show  anything  that  had  been  patented  or 
described  in  a  printed  publication. 

We  do  not  think  that  the  reissued  patent,  as  it  stood  after  the  filing 
of  the  disclaimer,  was  open  to  the  objection  that  it  was  not  for  the 
same  invention  as  that  of  the  original  patent.  Whatever  there  was  of 
objectionable  matter  inserted  in  the  specification  or  the  first  claim  of 
the  reissue,  when  it  was  granted,  was  removed  by  the  disclaimer.  The 
reissue  was  granted  within  ten  months  after  the  original.  The  single 
claim  of  the  original  patent  was  {repeated  in  the  reissue  as  the  second 
claim  of  the  latter,'  and  ,the  first  claim  of  the  reissue,  as  it  stood  after 
the  disclaimer,  did  not  exi)and  beyond  the  claim  of  the  original  what 
was  claimed  in  the  reissue. 

As  to  the  amount  of  the  decree,  we  think  the  court  properly  awarded 
the  sum  of  4  cents  per  square  foot  as  the  profits  of  the  defendant,  and 
that  it  was  right  to  give  to  the  plaintifEs  the  entire  profits  made  by  the 
defendant  by  the  laying  by  him  of  his  concrete  flagging,  in  view  of  the 
testimony  in  the  case.  It  clearly  appears  that  the  defendant's  concrete 
flagging  derived  itsentire  value  from  the  use  of  the  plaintiffs'  invention, 
and  that  if  it  had  not  been  laid  in  that  way  it  would  not  have  been  laid 
at  all. 

In  JSKzabeth  v.  Nieholson  Pavement  Co.,  (97  U.  S.,  126,  139,)  it  is  said 
that  ^*  when  the  entire  profit  of  a  business  or  undertaking  results  from 
the  use  of  the  invention,  the  patentee  will  be  entitled  to  recover  the  en- 
tire profits,  if  he  elects  that  remedy."  This  language  was  quoted  with 
approval  in  Boot  v.  Railway  Co.,  (105  U,  S.,  189,  203.)  As  in  the  case 
of  the  Nicholson  patent,  so  in  the  case  of  the  Schillinger  patent,  the 
pavement  was  a  complete  combination  in  itself,  differing  from  every  other 
pavement,  and  the  profit  made  by  the  defendant  was  a  single  profit  de- 
rived firom  the  construction  of  the  pavement  as  an  entirety.  ( CaUaghaA 
V.  Myergj  128  U.  S.,  617,  665, 666.) 

Within  the  decision  in  Oarretaonv.  Olarh  (HI  tT.  S.,  120,)  the  proof 
in  this  case  is  satisfactory,  that  the  entire  value  of  the  defendant's  pave- 
ment, as  a  marketable  article,  was  properly  and  legally  attributable  to 
invention  of  Schillinger. 

The  decree  of  the  circuit  court  is  affirmed. 
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[Unitod  Stote9Clioatt  C<Niri-8<m«heni  DUtriot  of  New  York.] 

Hakb  v.  Bbown  bt  al. 

Decided  ifafoJk  5/ 1889. 
47  0.  G.,  1071. 

1.  Hake— ViBniM0*CABD6. 

Letters  Patent  No.  919,964,  gnuited  September  9,  1879,  to  Philip  Hake,  for  m 
improyement  in  rieiting-oards,  HM  yalid  as  to  the  first  claim,  which  covers  the 
process  of  arranging  cards  in  obliqae  packs  and  beveling  and  ornamenting  and 
finishing  the  sides  and  ends  of  the  whole  pack  as  though  it' were  one  card,  bnt  in- 
valid as  to  the  second  claim,  covering  the  product,  which  is  old  in  the  sense  of 
the  patent  law. 

8.  DiSCLAIMBR— IKFRINOBMXNT. 

The  patent  might  be  held  to  be  invalid  on  account  of  its  covering  the  prodneti 
of  which  the  patentee  is  n6t  the  inventor,  and  which  is  a  material  and  substan- 
tial part  of  the  thing  patented  (B.  S.  4920 ;)  but  regarding  t)^ls  as  claimed  through 
inadvertence,  accident,  or  mistake,  without  any  willful  defisult  or  intent  to  de- 
fraud or  mislead  the  public,  the  patentee  may  file  a  disclaimer  to  the  second 
claim  now,  and  thereupon  have  a  decree  for  the  infringement  of  the  first  claim, 
without  costs. 

Mr.  Arthur  v.  Brie$m  for  the  oomplainant. 
Mr.  Walter  2>.  Edmonds  tor  the  defeDCJants. 

Whbelbb,  J. : 

This  oaose  rests  upon  Patent  No.  219,464,  dated  September  9, 1879, 
and  granted  to  the  orator  for  an  improvement  in  visiting-oiMils.  The 
patent  describes  a  method  of  making  beveled-edged  cards  and  of  orna- 
menting  the  edges  by  piling  them  obliquely,  first,  so  that  the  slope  of 
the  pack  will  correspond  with  the  desired  bevel,  compressing  them  to 
bold  them  in  that  position,  beveling  and  ornamenting  and  finishing  the 
whole  pack  on  the  sloping  edge,  which  will  bevel,  ornament,  and  finish 
that  edge  of  each  separate  card  by  each  operation,  and  of  saooessively 
treating  the  other  sides  and  ends  of  the  pack  in  the  same  manner,  by 
which  means  the  whole  pack  is  treated  as  readily  as  one  canL  The 
first  claim  is  for  the  method  of  treating  cards  in  this  manner,  and  the 
jMCond  is  for  a  card  so  treated.  The  defenses  are  want  of  novdty,  want 
of  patentability,  and  lack  of  proof  of  infHngement. 

According  to  the  evidence  bevel-edged  cards  were  not  new  at  the 
diite  of  the  orator's  invention ;  neither  was  beveling  in  packs  new ;  bat 
arranging  cards  In  obliqae  packs  and  treating  one  side  or  end  till  ail  the 
cards  were  complete  on  that  side  or  end,  as  if  they  were  one  cord,  and 
treating  the  other  side  and  ends  saocessively  in  the  same  manner  does 
not  appear  to  have  been  known  before.  By  this  process  the  paoks  can 
.  be  grooved  or  embossed  and  ornamented  in  a  manner  to  present  beveled 
designs  npon  the  edges  of  snch  cards,  which  could  not  be  produced  by 
treating  cards  separately,  and  the  making  of  beveled-edged  cards  of 
any  design  is  greatly  facilitated.  This  method  seems  to  be  ingenious 
and  nseftil.    Such  an  arrangement  of  mechanical  operations  that  pro- 
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daoes  a  npw  and  aaeftil  reaolt,  or  an  old  resQlt  in  an  easier  or  better 
manner,  is  andentood  to  be  patentable.  {Ooehrane  v.  Deener^  94  U.  8., 
789 ;  TeUfhone  OiueB^  126  U.  S.,  1.)  The  flrst  claim  of  the  patent,  there- 
fore, appears  to  be  good  and  valid  for  the  method  described. 

There  is  nothing  new  about  the  bevel-edged  cards  prodaced  by  this 
process  except  that  they  are  made  in  this  way.  They  do  not  differ  from 
those  made  in  any  other  way,  unless  they  do  in  design.  The  process 
does  not  .inhere  to  the  product  so  that  it  differs  fiH>m  any  like  product 
made  in  any  other  way,  as  was  the  case  with  OummiDgs's  invention  of 
rubber  plates  and  teeth,  in  Smith  v.  Ooodgear  DemUU  Vulcamte  Oo^ 
(93  XT.  S.,  486,)  or  the  driven  well,  in  Eame$  v.  Andrew$  (122  U.  S.,  40.) 
The  product  itself  here  is  old,  in  the  sense  of  the  patent  law,  and 
there  can  be  no  parent  for  it,  although  produced  in  this  new  way. 
(McOlMikey  v.  Du  Boii^  9  Fed.  Sep.,  38 ;  8  Fed.  Bep.,  710 ;  UeOlMiket  v. 
jffamiU,  15  Fed.  Sep.,  760.)  The  second  claim  of  this  patent,  therefore, 
appears  to  be  invalid.  The  plaintilfs  evidence  tends  directly  to  show 
that  the  defendants  use  this  process,  and  the  defendants  do  not  in  tes* 
timony  deny  that  they  do,  nor  dispute  or  meet  this  testimony.  Upon 
this  state  of  the  evidence  the  infringement  is  found,  as  a  fiict,  to  ez?«t.  of 
first  claim. 

The  patent  might  be  held  to  be  invalid  on  \ccount  of  its  covering 
the  product,  of  which  the  patentee  is  not  the  inventor,  and  which  is  a 
material  and  substantial  part  of  the  thing  patented.  (Bev.  Stat^  sec 
4920,  sub-div.  Fourth.)  But  when  such  material  or  substantial  part 
has  been  claimed  through  inadvertence,  accident,  or  mistake,  with- 
out any  willftil  de&nit  or  intent  to  defraud  or  mislead  the  public,  a  re- 
covery may  be  had  for  the  infringement  of  any  part  which  is  bona  fide 
the  inventor's  own — ^tbat  is,  a  material  and  substantial  part  of  the  thing 
patented  and  definitely  distinguishable  from  the  part  claimed  without 
right,  but  without  costs,  unless  a  disclaimer  is  filed  before  suit  brought 
(Section  4822.)  The  benefits  of  the  provisions,  of  this  section  are  to  be 
denied  if  the  entry  of  a  disclaimer  has  been  unreasonably  neglected  or 
delayed;  but  waiting  to  take  the  judgment  of 'a  court  is  allowable. 
{Bwrdett  v.  mty,  15  Blatchf.,  349  ;  3  Fed.  Bep.,  M6.)  No  such  willfhl 
default  or  intent  to  defraud  or  mislead  appears  or  is  claimed  to  exist 
thus  far  in  this  case.  The  orator  therefore  appears  to  be  entitled  to  file 
a  disclaimer  of  the  second  claim  now,  and  thereupon  to  have  a  decree 
as  to  the  first  claim  without  costs. 

Upon  the  filing  of  a  duly  attesved  copy  from  the  Patent  Office  of  a 
disclaimer  of  the  second  claim  let  a  decree  be  entered  that  the  first 
claim  is  valid,  and  for  an  iiyunction  and  account  accordingly,  but  with- 
out costs. 
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( United  States  Cironit  Court-Southern  District  of  Ohio^  Western  DiTiston.] 

The  Seibeet  Otlindeb  Oil  Cup  Company  v.  The  William 
Powell  CoMPAmr. 

Decided ,  1889. 

47  O.  G.,  1072. 

License— iNFRiNGBMBNT. 

The  defendant  is  a  licensee  of  the  Detroit  Lnbrioating  Company  nnder  a  lioense 
which  is  limited  upon  its  face  to  patents  owned  by  that  company.  The  Detroit 
Lubricating  Company  is  the  licensee  of  the  complainant  under  a  contract  which 
does  not  grant  an  exclusive  license  for  the  manufacture  or  use  of  the  Gates 
patent  owned  by  the  complainant,  and  which  is  infringed,  Held  that  the  defend- 
ant was  not  protected  by  its  license  in  the  manu&ctnre  of  articles  under  the 
Gates  patent. 

Mr.  Edmund  Wetmore^  Mr.  J.  H.  BayTnandj  and  Messrs.  Peck  &  Rector 
for  the  complaiDant. 
Mr.  Oeorge  J.  Murray  for  the  defendaDt. 

Sage,  J. : 

Tbe  complainant  saes  as  assignee  for  infringement  of  Patent  No. 
138,243,  granted  to  John  Gates  29th  of  April,  1873,  for  improvements 
in  labricators  for  steam-engines.  Tbe  validity  of  the  patent,  although 
denied  in  the  answer,  is  not  contested.  The  labricators  mannfaetared 
and  sold  by  tbe  defendant  contain  the  complainant's  invention.  T^ 
defense  rests  solely  upon  tbe  following  facts :  December  1,  1883, 
complainant  and  tbe  Detroit  Lnbricator  Company  (which  was  the  o\%iitotf 
of  patents  claimed  to  anticipate  complainant's)  entered  into  a  contract 
that  neither  party  should  sue  tbe  other,  or  directly  or  indirectly  author- 
ize suit  against  tbe  other  or  its  agents  or  vendees,  under  any  of  the 
patents  then  or  tbereaiter  to  be  owned  by  it ;  that  neither  should  imi- 
tate the  styles  or  shapes  of  lubricators  made  by  tbe  other,  and  that, 
whereas  the  Seibert  Company  was  tbe  owner  in  whole  or  in  part  of  cer- 
tain Letters  Patent  granted  to  Nicholas  Seibert  for  improvements  in 
lubricators,  and  tbe  Seibert  Company  claimed  and  the  Detroit  Com- 
pany denied  that  tbe  Detroit  Company  bad  infringed  and  was  infring- 
ing tbe  same,  tbe  Detroit  Company  should  thereafter  pay  royalties,  as 
specified  in  tbe  agreement,  to  tbe  Seibert  Company  so  long  as  the  Sei- 
bert Company  should  perform  its  covenants  and  stipulations  and  during 
the  life  of  the  agreement,  which  was  to  continue  in  force  until  the  expi* 
ration  of  tbe  Seibert  patents,  and  in  consideration  thereof  the  Seibert 
Company  agreed  not  to  molest  the  Detroit  Company,  its  agents  or  ven- 
dees, by  suit  or  otherwise,  for  any  alleged  infringements  of  said  Nicho- 
las Seibert  patents  outside  of  tbe  New  England  States.  Tbe  Seibert 
Oompauy  also  agreed  not  to  aatborize  the  use  of  tbe  Nicholas  Seibert 
patent  outside  of  the  New  England  States  except  as  above.  Tliis  ajrree- 
ment  jimonnte<l  to  a  license  to  the  Detroit  Company,  and  it  iticludtMl  ibe 
Gates  i»at«Mit.     (ISeihert  Co.  v.  Detroit  Co.,  34  Fed.  Rep.,  liUJ.)    ^ 
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The  defendaot  is  a  licensee  of  the  Detroit  Labricator  Company.  The 
license,  upon  its  face,  is  limited  to  patents  owned  by  that  company. 
The  Inbricators  mannfactnied  by  the  defendant,  altboagh  different  in 
style  and  shape  fh>m  that  shown  and  described  in  the  Gates  patent  and 
fiN>m  those  made  by  the  Seibert  Company,  are  nevertheless  infringe- 
ments of  the  Gates  patent. 

The  contract  of  December  1, 1883,  does  not  grant  to  the  Detroit  Com- 
pany an  ezclnsive  license  for  the  mannfactore  or  ase  of  the  Gates 
patent.  That  feature  of  the  contract  appears  only  in  the  stipulation 
relating  to  the  Nicholas  Seibert  patents.  This  conclusion  disposes  of 
the  entire  defense.  The  contract  in  evidence  between  the  Seibert  Com- 
pany and  the  Western  Bailroad  Association  can  not  avail  the  defendant 
The  Detroit  Company  and  the  defendant  are  alike  strangers  to  it.  It 
is  only  an  agreement  by  the  Seibert  Company  to  release  upon  terms 
the  railroad  companies  composing  the  association  firom  any  and  all 
claims  on  account  of  their  use  of  Inbricators  purchased  firoro  the  Detroit 
Company  or  from  its  successors,  assigns,  agents,  or  licensees.  This 
view  of  the  case  renders  it  unnecessary  to  consider  whether  the  con- 
tract  of  December  1,  1883,  between  the  Seibert  Company  and  the 
Detroit  Company  has  been  rescinded. 

A  decree  will  be  entered  for  the  complainant  for  an  injunction  and 
account. 


[Sopreme  Court  of  the  United  States.] 

Petbbs  v.  Active  Manupaotxjbing  Company. 

Decided  May  13,  1889. 
47  O.  G.,  1-219. 

PXTKHS— DU  FOR  MaKINO  DaSH-FrAMES. 

Letters  Patent  No.  ^1,553,  graoted  Jaly  17, 1883,  to  George  M.  Peters,  for  an 
improyemeut  in  dies  for  making  dash-frames  for  carriages,  Held  void  for  want  of 
invention. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  South- 
em  District  of  Ohio. 

Mr.  W.  H.  Fisher  for  the  appellant. 
Mr.  Arthur  Stem  for  the  appellee. 

Mr.  Justice  Blatohfobd  delivered  the  opinion  of  the  Court. 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  Ohio,  by  George  M.  Peters  ajirainst 
The  Active  Manufacturing  Company,  a  corporation,  founded  ou  the  al- 
leged infringement  of  Letters  Patent  No.  281,563,  granted  to  said  Peters, 
July  17, 1883,  on  an  application  filed  December  7,  1880,  for  an  « im- 
provement in  dies  for  making  dash-frames."    A  dashframe  i«i  made  of 
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metal,  and  is  to  be  used  in  constracting  a  dash-board  for  a  carriage  or 
other  vehicle. 

The  defenses  set  np  in  the  answer  are  want  of  novelty,  non-infinnge- 
ment,  and  also  that  the  devices  described  and  claimed  in  the  pateut 
were,  before  the  alleged  invention  thereof  by  Peters,  old  and  well  known 
in  forging,  welding,  and  other  metal-working,  and  that  it  required  no 
invention  to  apply  or  adapt  snch  devices  to  the  old  form  and  constrac- 
tion  of  dash-frames.  Issue  was  joined,  proofs  were  taken,  and  the  cir- 
cuit court,  in  its  decree,  found  that  the  patent  was  ^  void  for  want  of 
invention,^  and  dismissed  the  bill.    We  concur  in  that  conclusion. 

The  specification  of  the  patent  says: 

The  principal  object  of  my  invention  is  to  provide  an  efficient  and  naefnl  method  of 
welding  the  end  bars  of  a  metal  daab-frame  to  the  bottom  rail,  and  aaiethod  by  whieh 
the  bottom  rail  of  the  dash  is  strengthened  at  the  weld  and  at  the  portion  of  said  rail 
to  which  the  dash-foot  is  to  be  attached. 

Another  object  of  my  invention  is  to  provide  a  means  by  which  a  recess  is  formed 
in  the  bottom  rail,  preparatory  to  punching  said  rail,  to  receive  the  bolt  or  other  at- 
tachment which  ieoures  the  dash-foot  to  the  bottom  rail,  the  operation  of  forming  the 
recess  being  performed  at  the  same  time  that  the  end  bar  is  welded  to  the  bottom  rail. 

The  entire  operation  set  forth  in  the  specificatior,  of  welding  the  bars 
to  the  rail,  of  strengthening  the  bottom  rail  of  the  dash,  and  forming  a 
recess  in  the  bottom  rail  at  the  same  time  that  the  welding  is  done,  is 
described  in  the  specification  as  effected  by  one  and  the  same  simulta- 
neous action  of  two  opposing  dies,  an  upper  die  and  a  lower  die,  placed 
face  to  face.  The  dies  are  provided  with  channels  or  depressions,  one, 
a,  to  receive  the  end  bar  of  the  frame,  and  the  other,  a',  to  receive  the 
bottom  raili  the  channels,  a  a',  of  one  die  coinciding  with  like  channels 
in  the  other  die,  when  the  two  dies  are  placed  together.  From  the 
bottom  of  the  depressions  a'  in  the  two  dies  rise  tongues,  a*,  which,  like 
the  depressions  a,  coincide  with  each  other  when  the  two  dies  are  placed 
together,  the  tongues  preferably  not  rising  quite  to  the  face  of  the  dies, 
4B0  that  when  the  dies  are  placed  together  a  slight  space  is  left  between 
the  two  tongues.  The  specification  also  states  that,  preferably,  the 
tongues  a^  are  so  formed  that  when  the  dies  are  placed  together  the 
tongues  will  approach  closer  to  each  other  at  that  portion  of  themselves 
which  forms  that  part  of  the  web  in  the  lower  bar  which  is  to  be  punched 
through  to  receive  the  bolt  or  other  device  by  which  the  dash  frame  is 
•connected  to  the  foot  or  vehicle,  than  at  any  other  point ;  in  other  words, 
the  face  of  the  tongues  is  inclined.  The  object  of  such  a  formation  of 
th«^  tongues  is  stated  in  the  specification  to  be,  to  make  the  web  left  in 
in  the  bottom  rail  thinner  in  that  portion  of  such  rail  where  perfora- 
tions are  to  be  made  to  receive  the  bolts  which  secure  the  dash-foot  to 
the  frame,  the  web  being  in  other  portions  preferably  left  of  a  uniform 
thickness }  and  one  of  the  objects  of  thus  making  the  web  thin  is  to 
enable  it  to  be  more  readily  punched  or  otherwise  perforated.  By  means 
of  thos^e  dies  a  recess  is  formed  in  either  side  of  the  bottom  rail,  which 
recess  corresi>ond8  with  the  tongues  a'  of  the  dies. 
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The  foar  claims  of  the  patent  are  as  follows : 

1.  The  combination,  substantially  as  before  set  forth,  of  the  two  dies  having  oppos- 
ing angnlarly-joined  depressions  a  a\  and  a  tongn%  a*,  in  the  depression  a'  of  either 
or  both  dies. 

2.  The  combination,  substantially  as  before  set  forth,  of  the  two  dies' having  oppos- 
ing angularly-Joined  depressions  a  <k\  and  a  tongue,  a*,  in  the  depression  a'  of  either 
or  both  dies,  the  depressions  a'  deepening  toward  their  j auctions  with  the  depreii« 
aions  a. 

3.  The  combination,  substantially  as  before  set  forth,  of  the  dies  having  opposing 
angularly-Joined  depressions  a  a',  and  a  tongue,  a',  in  either  or  both  of  the  said  de' 
pressions,  the  face  of  said  tongue  or  tongues  being  inclined. 

4.  The  combination,  substantially  as  before  set  forth,  of  the  dies  having  opposing 
angularly-Joined  depressions  a  a\  and  a  tongue,  a^  iu  either  or  both  of  the  said  de- 
pressions a'  deepening  toward  their  Junctions  with  the  depressions  a,  and  the  face  of 
the  tongue  or  tongues  beiug  inclined. 

The  whole  of  this  alleged  inrention  is  based  upon  the  idea,  old  and 
well  kuown,  that  a  metallic  die,  whether  of  a  cameo  or  iDtaglio  form, 
will,  when  impressed  a|>OQ  a  piece  of  heated  or  yielding  meti^l,  leave 
the  latter  of  the  converse  form  of  the  die,  and  that,  when  two  dies  are 
bi ought  together  over  a  piece  of  heated  or  yielding  metal,  the  latter 
will  take  the  shape  of  the  space  existing  between  the  coutoars  of  the 
two  dies.  It  is  an  inevitable  consequence  of  the  nse  of  two  dies  in  sach 
a  way,  on  two  pieces  of  metal  of  proper  size,  heated  to  a  welding  heat, 
that  swaging  or  welding  will  take  place  by  the  impact  of  the  dies  | 
that,  when  the  dies  have  tongaes  and  depressions  iu  them,  the  metal 
acted  on  by  sach  tongaes  and  depressions  will  take  the  shape,  in  form 
and  thickness,  of  the  space  left  between  the  tongaes  or  the  depressionsi 
and  that  a  greater  or  less  thickness  of  metal  will  be  the  result,  as  the 
face  of  the  tongues  is  more  or  less  inclined.  All  this  was  old  and  com- 
mon knowledge,  and  the  whole  of  the  operation  resnlting  from  sach 
featares  is  nothing  bat  the  well-known  action  of  two  dies  so  shaped  as 
to  give  the  desired  conformation  to  the  article  acted  upon  by  them. 

If  it  was  desired  to  preserved  channel  in  the  bottom  rail  of  the  dash- 
frame,  when  the  bottom  rail  was  made  of  channeled  iron,  it  was  obnons, 
and  not  a  matter  of  invention,  that  the  die  mast  be  provided  with  a 
tongae  to  fit  into  the  channel,  to  prevent  the  filling  up  of  the  channel, 
by  the  forcing  into  it  of  metal  by  the  action  of  the  dies  in  welding  the 
two  pieces  together.  So,  too,  if  it  was  desirable  to  make  the  welded 
parts  thicker,  and  thus  stronger,  at  the  angle  formed  by  the  end-bar  and 
the  bottom  rail,  it  was  obvious  that  the  bottoms  of  the  recesses  in  the 
dies  mast  be  deepened  at  such  au  angle.  That  is  all  there  is  of  the  al- 
leged invention  of  Peters. 

It  appears  from  the  testimony  that  it  was  not  new,  at  the  time  of  sucu 
alleged  invention,  to  use  channeled  iron  in  making  dash-frames;  or  new 
to  weld  channeled  iron  to  flat  or  oval  bars  of  iron  ;  or  new  to  use  dies  for 
swaging  or  welding  together  two  pieces  of  iron.  A.11  that  remained  to 
be  done  in  the  present  case,  as  in  other  cases,  was  to  adapt  the  form  of 
the  dies  to  the  shape  desired  in  the  article  to  be  acted  upon  by  them. 
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Dies  which  act  upon  two  pieces  of  metal  which  are  capable  of  being 
welded  to  each  other,  and  which  are  brought  to  a  welding  heat,  neces- 
sarily will  weld  them  together  by  the  impact  and  action  of  the  dies. 
There  is  no  patentable  invention  in  secnring  such  result  of  welding  or 
swaging,  if  there  be  no  patentable  invention  in  the  oonstrnotion  and 
use  of  the  dies  to  produce  a  given  shape  in  the  article  acted  upon  by 
them. 
The  decree  of  the  circuit  court  is  affirmed. 


I  United  StfttM  Cironit  Court— Southern  District  of  New  Tork.1 

Grant  v.  Walter. 

Decided  May  4,  1889. 
47  O.  G.,  1220. 

1.  Qrant—Rbeuno  and  Winding  Silk  and  Thrbad. 

The  olaiinsof  Letters  Patent  No.  267,192,  granted  November  7,  1882,  to  James 
M.  Grant,  for  improvemente  in  the  art  of  reeling  and  winding  ailk  and  other 
thread,  are  for  the  skein  merely  as  a  product,  and  are  void  for  want  of  noyelty. 

2.  Invention  Dkbcribbd  but  not  Claimed. 

While  the  specification  makes  many  references  to  the  use  of  the  skein  in  uie 
process  of  dyeing,  which  process  of  asing  might  be  patentable,  it  is  not  oorered 
by  the  claims,  and  they  rigiily  control. 

3.  Disclaimer  no  Rbmedt  in  such  Case. 

To  disclaim  the  skein  except  for  nse  in  the  process  of  dyeing  would  not  change 
the  patent  into  one  for  the  process.  The  patent  for  the  skein  wonld  still  be  Toid 
and  the  process  of  using  it  be  still  free  from  the  patent. 

Mr.  WilHam  Edgar  Simonds  for  the  oomplainant. 
Mr.  Henry  Orag$e  for  the  defendant. 

Wheeleb,  J.: 

This  salt  is  brought  npon  Letters  Patent  No.  2679192,  dated  No- 
vember 7, 1882,  and  granted  to  the  orator  for  what  are  called  in  the 
patent  ^'  improvements  in  the  art  of  reeling  and  winding  silk  and  other 
thread,"  and  which  are  stated  there  to  relate — 

to  a  novel  manner  of  winding  silk  or  other  thread  upon  the  reels  in  a  reeling-machine 
preparatory  to  its  being  dyed — 

and  to  consist — 

in  winding  the  silk  or  other  thread  upon  the  reel  in  the  form  of  a  wide  band,  in 
which  the  thread  crosses  from  side  to  side  as  it  is  wound,  somewhat  in  the  manner 
now  employed,  but  so  arranged  as  not  to  form  single  fkeins  by  passing  one  layer  over 
the  other.  I  prefer  to  have  the  thread  cross  in  five-sixths  of  one  revolntion  of  the 
reel,  although  other  proportions  wiU  answer.  When  the  required  quantity  has  been 
wound,  I  lace  the  skein  or  band,  before  it  is  removed  from  the  reel,  in  one  or  more 
places,  generally  on  opposite  sides  of  the  reel,  so  as  to  divide  it  into  a  number  of 
parts  and  hold  it  in  its  flat  or  band-like  condition.  T^is  lacing  constitutes  the  chief 
point  of  my  invention,  and  is  what  preserves  the  skein  in  its  shape  and  prevents  ite 
becoming  entangled  in  the  process  of  dyeing.  After  lacing  the  skein  is  removed  from 
the  reel  and  liasaes  into  the  bauds  of  tbe  dyer.    After  winding  in  the  manner  aboTift 
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d«Boribed  the  skein  is  so  laid,  one  thread  orossing  the  other,  that  its  texture  is  more 
open  even  than  the  small  skeins  woand  in  the  ordinary  manner,  and  althongh  mnoh 
larger,  the  dye  easily  penetrates  to  every  part  and  insnres  a  uniform  eolor.  The  sot- 
eral  threads  ean  not  heoome  matted  together,  as  with  the  ordinary  skein  wonnd  in  the 
cnstomary  manner. 

The  atility  of  the  inTention  is  set  forth  as  that  by  means  of  it — 

a  great  saving  is  made  in  the  expense  of  mannfaotnre^  the  waste  of  silk  is  greatly 
recluoed,  and  less  skill  is  required  in  the  winding  after  the  dyeing,  thereby  dispensing 
wiih  the  high-prioed  skilled  operatives  now  employed  npoii  this  work. 

There  are  two  olaims  for —  , 

1.  A  skein  of  silk  or  other  thread  wound  upon  a  reel  diagonally  from  side  to  side, 
in  the  manner  described,  and  laoed  back  and  forth  across  its  width  to  preserve  its 
form,  substantially  as  set  forth. 

2.  The  combination  of  the  lacing  B  with  a  wide  skein  of  silk  or  other  thread  in 
which  the  strands  are  diagonally  crossed,  substantially  as  described. 

According  to  the  evidence,  silk  in  the  shape  in  which  it  is  formed  by 
the  silk- worm  exists  in  the  shape  of  cocoons  which  are  soaked  in  a 
suitable  bath,  and  the  filaments  of  silk  are  nnwonnd  from  the  cocoons 
and  formed  in  skeins  on  reels  or  swifts.  In  this  shape  it  fbrms  the  raw 
silk  of  commerce  and  is  imported  into  America  in  large  quantities.  In 
manufacture  the  raw  silk  is  nngummed,  dried  to  a  sufficient  degree,  and 
then,  in  skein  form,  put  on  swifbH  from  which  it  is  wound  onto  spools 
or  bobbins ;  then  the  silk,  according  to  the  use  to  which  it  is  to  be  put, 
is  further  doubled,  in  which  operation  it  firoes  from  spool  to  spool,  is 
twisted,  in  which  operation  it  goes  from  spool  to  spool,  and  when  of 
sufficient  size  as  to  number  of  threads  and  of  conditions  as  to  twisting 
is  reeled  firom  the  spool  or  bobbin  into  skein  form.  In  this  skein  form 
it  is  dyed. 

The  term  '^  winding"  means  the  changing  of  the  silk  from  the  skein 
form  to  its  form  on  a  bobbin  or  spool,  and  by  ^^ reeling"  is  meant  the 
putting  of  the  silk  into  the  skein  form.  Before  the  orator's  invention 
the  skeins  for  dyeing  were  made  up  of  several  small  skeins  of  threads 
wound  without  being  crossed.  These  smaller  skeins  were  difficult  to 
separate  and  straighten  affcer  the  operation  and  skilled  operatives  were 
required.  The  orator's  method  produces  a  form  of  skein  in  which  a 
larger  quantity  of  silk  can  be  reeled  than  by  the  old  method.  It  re- 
quires less  skill  on  the  part  of  the  operative  to  reel  the  silk,  and  a  large 
part  of  the  waste  inseparable  from  the  old  method  is  prevented.  There 
appears  to  be  a  saving  of  about  forty  per  cent  in  cost  over  that  by  the 
other  method.  After  the  skein  has  been  dyed  it  can  be  wound  without 
parting,  and  thus  dispenses  with  the  work  of  parting  that  required 
oonsiderable  skill  and  experience  in  the  other  method  of  manufacture. 
The  evidence  also  abundantly  shows  that  raw  silk  was  reeled  diagon- 
ally into  broad  skeins  and  laced  across  for  convenience  in  handling  and 
transportation  before  the  orator's  invention,  but  more  closely,  and  not 
for  the  purpose  of  handling  in  the  operation  of  dyeing.  The  great  ad- 
vantage of  that  form  of  skein  for  that  purpose  does  not  appear  to  have 
been  known  before. 
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What  the  orator  invented  was  the  method  of  dyeing  and  winding  silk 
by  the  use  of  that  form  of  skein  in  the  operation  and  not  the  skein  itself. 
That,  being  known  before,  was  not  patentable  as  such  even  for  a  new 
use.  {PetiTisylvania  Railroad  Oo.  v.  Locomotive  Trwik  Co.^  110  U.  S., 
490;  Miller  v.  Force^  116  U.  S.,  22.)  The  process  of  nsing  it  in  dyeing 
and  winding  was  probably  patentable.  {Oochrane  y.  DeeneryMU.  8., 
780 ;  The  Telephone  CaseSj  126  U.  S.,  1.)  He  appears  to  have  a  patent 
for  what  he  did  not  invent  and  not  to  have  one  for  what  he  did  invent. 
The  looseness  in  winding  and  difference  in  size  of  the  skeins  made  ase 
of  in  the  practice  of  the  orator's  invention  are  somewhat  relied  npon 
to  uphold  the  patent  for  the  skein ;  bnt  they  are  not  mentioned  in 
the  claims,  and  are  no  more  covered  by  them  than  the  process  is,  and 
if  they  were  these  differences  in  degree  merely  would  not  seem  to  be 
patentable.    (Eeiey  v.  Burdett^  109  U.  S.,  633.) 

The  specification  makes  many  references  to  the  use  of  the  skein  in 
the  process  of  dyeing,  and  this  has  been  nrged  as  forcibly  as  it  conid 
be  as  a  ground  for  upholding  the  patent  for  such  a  skein  in  use  in  that 
process ;  but  the  claims  are  for  the  skein  merely  as  a  product,  and  they 
rigidly  control.  {Burr  v.  Dwryea^  1  Wall^  631 ;  Jamee  v.  OampbelU  104 
D .  S.,  356.)  The  orator  offers  to  disclaim  the  skein  except  for  use  in  the 
process  of  dyeing ;  but  that  wonld  not  change  the  patent  into  one  for 
the  process.  The  patent  for  the  skein  would  still  be  void  and  the  process 
of  using  it  be  still  free  from  the  patent  This  is  not  like  Onmming's  pat- 
ent for  a  set  of  artificial  teeth  made  in  a  defined  manner,  which  was  held 
to  cover  as  well  the  process  as  the  product.  (8m>t\  v.  Ooodyear  Dental 
Vulcanite  Oo.^  93  U.  S.,  486.)  The  skein  of  this  patent  is  not  the  product 
and  is  not  new.  The  product  is  the  wound  skein  of  dyed  silk.  This 
skein  is  merely  put  to  a  new  use  in  the  process  of  producing  that,  and^ 
when  that  is  produced  it  is  not  different  from  the  wound  skein  of  dyed* 
silk  produced  in  the  former  mode,  and  would  not  seem  to  be  patentable. 
{McKay  v.  Jachmanj  12  Fed.  Sep.,  615.) 

The  invention  of  the  orator  is  so  meritorions  and  valuable  that  the 
conclusion  that  the  patent  does  not,  and  cannot  be  made  to,  cover  it 
has  been  reached  with  reluctance,  and  only  after  much  consideration  of 
all  the  grounds  urged  in  favor  of  an  opposite  result. 

Let  there  be  a  decree  dismissing  the  bill  of  complaint,  with  costs. 


[United  SUtM  Circait  Coart— Southern  Diati  ict  of  Xew  Tork.] 

H.  TiBBB  &  Son  MANUFACxuBma  Company  v.  Heinkkbn. 

Deeid^  February  16,  1889. 
47  O.  G.,  1221. 

1.  TiBBiB-PiPM.  ^,  ..^^^^,  ,^  CooQie 

Letters  Patent  No.  205,816  granted  July  9, 1878,  to  Henry  Tibbe  for  an  improve- 
ment in  pipes,  H$ldy  in  riew  of  the  state  of  the  art,  Toid  for  want  of  patentable 
novelty. 
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2.  DKVXN8B— ESTOPPSU 

A  former  lioenaee  is  not  estopped  from  qaestioning  ihe  validity  of  a  patent  after 
his  license  hae  expired  in  vindication  of  acta  done  enbeeqaent  to  ita  tenui nation. 

3.  COlfVSTANCX  OF  PaTBNT  DHDBR  A  POWBR  OF  ATTORMXT. 

A  conveyance  exeonted  by  an  attorney  nnder  a  power  of  attorney  to  sell  for  the 
patentees,  for  them  and  in  their  names,  ail  their  right,  title,  and  interest  in  a 
patent  is  in  law  their  conveyance  and  not  his. 

Mr.  Paul  BakeweU  and  Mr.  Abram  J.  Bom  for  the  complainaut. 
Mr.  Loui$  0.  Raegener  for  the  defendant. 

Lacoxbb,  J.  ; 

This  is  an  application  for  a  preliminary  injunction  to  restrain  infringe- 
ment of  Letters  Patent  Ko.  205,816,  of  July  9, 1878,  granted  to  Henry 
and  Anton  Tibbe  for  an  improvement  in  pipes. 

There  has  been  no  a4Jadfcacion  in  support  of  the  patent  except  a 
decree,  which  being  on  consent  need  not  be  regarded.  Complainant 
insists  that  the  validity  of  the  patent  has  l>eeu  saitably  acqaiesced  in 
by  the  public,  showing  that  its  sales  of  articles  covered  thereby  have 
ran  up  into  the  millions.  The  weight  of  this  argnment  is  greatly 
weakened  by  the  facts  shown  in  defens**,  vie.,  that  the  defendant  has 
been  manufacturing  the  same  pipes  continnonsly  and  to  a  considerable 
extent  since  1883;  that  the  Tibbes,  through  their  solicitor,  threatened 
to  prosecute  him  for  infringement  four  years  ago ;  that  he  then  retained 
counsel  and  insisted  that  he  had  a  right  to  manufacture  and  sell,  com- 
municating that  fact  to  their  solicitor,  and  that  he  has  ever  since  openly 
continned  the  manufacture  and  sale  of  his  pipes  undisturbed  by  com- 
plainant or  his  grantors.  In  view  of  the  other  f^ts  disclosed  by  rhe 
papers  this  branch  of  the  subject  need  not  be  discussed.  We  may  con- 
cede that  the  Letters  Patent  and  proof  of  exclusive  enjoyment  make 
out  a  prma  faeie  case  and  proceed  at  once  to  determine  whether  de- 
fendant's answering  af&davits  are  sufficient  to  defeat  that  case. 

The  claim  of  the  patent  is : 

As  a  new  article  of  mannfaotnre,  a  smoking-pipe  made  of  com-eoh,  in  which  the  in- 
teistiees  are  filled  with  plastic  self-haidentng  cement. 

In  the  specification  plaster-of-paris  is  indicated  as  a  suitable  plastic 
cement.  Inspection  of  the  specification  and  drawings  indicates  that 
the  patentee  contemplated  securing  a  patent  npon  other  features  of  his 
pipe,  such  as  the  shape,  stem,  etc,  but  these  were  all  abandoned  before 
issue,  and  the  only  claim  retained  in  the  patent  is  for  filling  the  inter- 
stices, as  above  indicated.  When  a  dry  corn-cob  is  trimmed  and  hol- 
lowed out  to  a  shape  suitable  for  a  pipe  it  appears  from  an  examination 
of  the  exhibits  submitted  with  the  papers  that  there  are  a  great  many 
interstices  both  on  the  inside  and  the  outside  of  the  bowl,  {t  appears 
from  defendant's  aflBdavits  that  more  than  two  years  prior  to  the  appli- 
cation for  the  patent  one  Charles  F.  Willis  manufactured  corncob  pipes, 
known  and  advertised  as  ^^  Jackson  pipes,"  which  were  extensively  sold 
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in  New  Tork  and  Philadelphia.  The  bowls  of  these  pipes  were  lined 
with  plaster-of  pariSy  or  a  plastic  cement  prepared  from  meerschaum 
dnst.  This  lining  of  coarse  filled  up  the  interstices  on  the  inside  of  the 
bpwl  precisely  in  the  same  way  as  does  the  ^^  plastic  self-hardening 
cement"  of  the  patent.  Such  being  the  state  of  the  art  there  was  no 
invention  in  filling  the  ontside  interstices  in  the  same  way,  and  the 
patent  is  clearly  void.  The  complainant,  however,  contends  that  the 
defendant  cannot  be  heard  to  deny  the  validity  of  the  patent  in  suit. 
It  appears  that  in  May,  1879,  the  patentees,  Henry  and  Anton  Tibbe, 
gave  to  defendant  an  exclusive  license  to  sell  these  pipes,  agreeing  not 
to  appoint  any  other  agents  to  sell,  nor  to  sell  or  assign  the  patent  with* 
out  his  consent,  he  to  have  25  per  cent,  of  all  sales.  This  agreement 
expired  by  its  own  limitation  May  14, 1886,  and  there  is  no  authority 
for  the  proposition  that  a  former  licensee  is  estopped  from  questioning 
the  validity  of  a  patent  after  his  license  expires  in  vindication  of  acts 
done  subsequent  to  its  termination.  It  is  also  shown  that,  the  patent 
standing  in  the  name  of  Henry  Tibbe  and  Anton  Tibbe,  copartners,  they 
executed  a  power  of  attorney  to  the  defendant  (June  13, 1879)  to  sell 
for  them  and  in  their  names  all  their  right,  title,  and  interest  in  the 
patent.  By  some  other  agreement,  not  expressed  in  the  power  of  at- 
torney, he  was  to  receive  25  per  cent  of  the  proceeds  of  the  sale  of  the 
patent-right.  Acting  under  this  power  of  attorney  and  referring  to  it  as 
his  authority,  the  defendant  conveyed  the  patent-right  to  one  George 
Winzer.  By  various  mesne  oonveyances  it  subsequently  returned  (No- 
vember 6, 1882)  to  the  firm  of  Henry  and  Anton  Tibbe,  into  which  part- 
nership one  Kahman  hnd  by  that  time  been  admitted.  These  last,  with 
two  other  persons,  subsequently  organised  the  complainant  corpora- 
tion, and  conveyed  the  patent  to  it  February  1, 1887.  Under  these  cir- 
cumstances the  question  arises  whether  the  defendant  is  estopped, 
either  by  deed  or  in  pais^  from  denying  the  validity  of  the  patent.  After 
examination  of  the  documents  submitted  and  of  the  authorities  cited 
by  the  complainant  I  am  inclined  to  the  opinion  that  he  is  not.  The 
I>ower  of  attorney  was,  for  all  that  appears,  revocable  at  pleasure 
of  the  Tibbes,  and  the  conveyance  executed  by  defendant  to  Winzer 
was  in  law  their  conveyance,  not  his.  It  is  therefore  not  his  own  grant 
that  he  seeks  to  derogate  from.  The  circumstances  that  he  shared  in 
the  profit  obtained  from  the  sale  to  Winzer,  and  would  thus  be  estopped, 
in  paisy  from  questioning  the  character  of  what  was  sold,  might  be 
availed  of  by  a  subsequent  ^ntee  who  sto  'd  in  Winzer's  shoes ;  bat 
no  authority  is  cited  which  would  secure  the  same  benefit  to  the  original 
circulator  of  an  invalid  patent,  except,  perhaps,  the  English  case,  {Oham- 
hers  V.  Orichleyy  33  Beav.,  374.)  On  principle  there  is  no  more  reason 
why  the  defendant  should  be  estopped  as  against  the  Tibbes  from  ques- 
tioning the  validity  of  their  patent  because  he  has  shared  in  the  pro- 
ceeds of  its  sale  than  there  would  be  because  he  has  shared  in  the  pro- 
ceeds of  the  sale  of  the  articles  made  thereunder.    As  the  point  raised, 
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however,  is  a  new  one,  and  a  restraining  order  was  granted  in  the  case, 
the  defendants  should  only  be  relieved  from  its  operation  npon  proper 
terms- 
Let  the  defendant  give  a  bond  for  $2,000  and  file  monthly  statements 
of  the  namber  of  infringing  pipes  sold  with  leave  to  complainant  to 
move  for  an  increase  of  security  as  the  facts  may  warrant  Upon  these 
terms  the  motion  to  continue  injunction  is  denied. 


[TTnUed  States  Circuit  Court-Korth«rD  Dittrioft  of  Blinois.] 

MCOOBMICK  HABYESTINa  MACHINE  COMPANY  V.  DEBBINO. 

Vecid^  May  6, 1889. 
47  O.  O.,  1222. 

1.   PRACmCS— <!lB068-BlLL— SECTIOX  4915  RbVUXD  STATUTES. 

LeaTe  to  file  croas-biU  in  prooeediug  onder  section  4915  Revised  Statntee  de- 
nied, the  object  of  the  oroes-bill  being  to  enjoin  the  complainant  from  infringing 
a  patent  for  the  eame  invention  already  iaeaed  to  defendant. 

3.  Sajcx. 

The  original  bill  not  necessarily  involving  the  question  of  infringment  of  the 
defendant's  patent,  such  a  cross-bill  is  not  germane  thereto. 

Me$9r$.  Parkinson  di  ParldnBan  for  the  complainant. 
Mestrg.  Ba/nming  db  Banning  d*  Paysan  for  the  defendant. 

Blodobtt,  J.  (orally)  : 

This  is  an  application  on  the  part  of  the  defendant,  William  Deeriug, 
for  leave  to  file  a  cross-bill.  The  origioal  bill  of  complaint  in  this  cause 
is  filed  nnder  the  provisions  of  sectioD  4915  of  the  Revised  Statutes  for 
the  purpose  of  procuring  a  determination  that  the  complainant  is  entitled 
to  receive  Letters  Patent  for  the  invention  claimed  by  him.  The  de- 
fendant is  the  owner  of  certain  Letters  Patent  covering  substantially, 
as  is  claimed)  the  same  invention  for  which  complainant  seeks  by  his 
bill  to  obtain  a  patent.  The  defendant  now  asks  leave  to  file  his  cross- 
bill charging  the  complainant  with  having  infringed  the  patent  held  by 
Deering,  and  the  only  question  for  determination,  as  far  as  I  can  see, 
is  whether  the  subject-matter  of  the  proposed  cross-bill  is  germane  to 
the  matter  contained  in  the  original  bill.  I  am  of  opinion  that  the  sub- 
ject-matter of  the  original  bill  does  not  involve,  necessarily,  the  ques- 
tion of  infringment  of  the  Letters  Patent  claimed  by  Deering.  I  do 
not  think,  therefore,  that  the  subject-matter  of  the  proposed  cross-bill 
is  germane  to  the  bill  of  complaint,  and  for  this  reason  the  motion  for 

leave  to  file  the  crossbill  is  denied.  o  ^ 

201G  VAT 31 
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fSaprame  Comt  of  the  TTnitod  Suia*.] 
OOBNBLT  V.  MAEOKWALD. 
DeoUM  ifay  13,  1889. 

47  O.  a.,  1363. 
>(|BA8URB  OF  DaMAOM. 

Tbe  payment  of  a  so  m  in  aettlemeot  of  a  claim  for  an  alleged  infringemeni  of  a 
patent  cannot  be  taken  as  a  standard  to  meagre  the  ralUe  of  tbe  ImproTements 
pa.tented  in  determining  the  damages  sostained  by  the  owner  of  the  patents  in 
Qtber  eases  of  infringement. 


Appeal  from  tlie  Giicait  Goart  of  the  United  States  for  the  Soathem 
Districtof  JNewTork. 

Mr.  S.  F.  Lee  for  the  appellaut. 
^r»W.  A.  OQursea^  for  the  appellee. 

Mr.  Jaatiee  Blatchfobd  delivered  the  opinioii  of  tiie  court. 

This  is  a  suit  in  equity  brought  by  Emile  Oomely  against  Preeman 
D.  Marck  wald,  for  the  alleged  infringement  of  Letters  Patent  No.  89^10, 
granted  to  Comely,  as  assignee  of  Antoine  Bonnaas,  the  inventor,  for 
an  '^  improvement  in  sewing-machines  for  embroidering."  There  was  an 
interlocatory  decree  for  the  plaintiif^  establishing  the  validity  of  the 
patent  and  its  infringement,  and  ordering  a  reference  to  a  master  to 
take  an  account  of  profits  and  damajp^. 

The  master  reported  that' the  defendant  had  made  a  profit  of  $14S.92, 
by  the  sale  of  26  infHnging  machines ;  and  that  he  was  not  a  willftal 
and  deliberate  infringer.  As  to  damages,  he  reported  that  the  plaintiif 
had  instituted  10  suits  against  other  infringers  on  the  patent,  all  of 
which,  with  one  exception,  were  settled  on  the  basis  of  $50  for  each  in- 
fMnging  machine;  that  the  plaintiff  claimed  that  that  afforded  a  proper 
measure  of  damages,  on  the  basis  of  an  established  license-fee;  that 
there  was  a  deviation  in  one  instance  because,  as  was  stated  by  a  wit- 
ness, the  case  presented  "  circumstances  of  exceptional  hardship,"  but 
what  the  circumstances  were  did  not  appear ;  that  it  did  not  appear 
that  licenses  were  issued  to  any  one  other  than  in  the  settlement  of  a 
suit,  or  that  the  plaintiff  had  adopted  the  sum  of  $60  as  a  sum  on  the 
payment  of  which  he  was  prepared  to  grant  a  license  to  any  and  all 
who  wished  to  use  the  invention ;  and  that  the  ftu^ts  did  not  warrant 
the  measurement  of  the  damages  by  a  fixed  and  established  license- 
fee. 

The  master  also  reported  that  the  plaintiff  claimed  that  he  had  been 
forced  to  lower  his  prices  to  compete  with  the  defendant;  that  the  evi- 
dence did  not  show  any  reduction  in  prices  by  the  plaintiff  was  solely 
due  to  the  acts  of  the  defendant,  or  to  what  extent  it  was  due  to  such 
acts ;  that  as  to  damage  to  the  plaintiff  firom  the  loss  of  the  sale  of 
machines  which  the  defendant  had  sold,  it  did  not  appear  what  profits 
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the  plaintiff  made  od  his  machines,  or  what  it  cost  to  make  them ;  and 
that,  therefore,  sach  damages  coald  not  be  compated  and  could  not  be 
reported  as  exceeding  the  nominal  sam  of  6  cents. 

The  plaintiff  excepted  to  the  report,  and,  on  a  hearing,  the  conrt  made 
a  decree,  ^(23  Blatchford,  1H3,)  overruling  the  exceptions,  and  confirm* 
ing  the  report,  and  awarding  to  the  plaintiff  the  $142.92,  with  interest 
and  costs,  except  the  costs  on  the  accounts  subsequent  to  the  master's 
draft  report  and  the  costs  on  the  exceptions,  which  two  items  of  cost  it 
awarded  to  the  defendant.  The  plaintiff  has  appealed  flrom  so  much 
of  the  decree  as  awards  to  him  no  damages  beyond  the  6  cents. 

The  circuit  court,  in  its  opinion,  held,  that  evidence  of  payments  made 
for  infiringements  was  incompetent  to  establish  a  price  as  for  a  fixed 
royalty;  that,  as  to  loss  by  the  plaintiff  from  the  diversion  of  sales,  he 
bad  finiled  to  give  any  evidence  showing  the  cost  of  his  machines,  or 
what  his  profits  would  have  been;  that,  as  there  was  no  basis  fbr  a  com. 
putation  of  the  loss  of  profits,  the  determination  of  the  master  was 
correct ;  and  that  his  conclusion  was  proper  as  to  the  alleged  loss  of  the 
plaintiff  by  reason  of  the  enforced  reduction  of  his  prices. 

We  concur  in  these  views.  As  to  the  question  of  an  established  licen^ 
fise,  the  case  is  governed  by  the  recent  decision  of  this  court  in  Bude  v. 
Weiteott,  (130  XT.  8.,  153,  post  643)  where  it  was  held  that  the  payment  of 
a  sum  in  settlement  of  a  claim  for  an  alleged  infHngement  of  a  patent— 

caoDOt  be  takeni  a«  a  standard  to  moaaare  the  yalue  of  the  ImproTemente  patented, 
In  determining  the  damagee  tnstained  by  the  owner  of  the  patent  ^n  other  caaes  of 
inlHogemeni. 

Decree  affirmed. 


[United  StfttM  Ctarciiit^Cimrt-SoQthwii  DIttrlot  of  K«w  Tork.] 

TOUNG  BT  AL.  V.  FOBBSTBB. 

Decided  Jaanofif  8, 1889. 

47  0.  a,  1353. 

lunuNQVinurT— Bight  to  Uss  akd  Impbovb  ▲  FAnmraD  IfAOBimB. 

A  machine  parohased  of  the  complainant,  the  patentee,  by  the  employer  of  the 
defendant,  was  repaired  and  its  constraction  somewhat  chiftuged  by  the  defendant 
in  his  capacity  as  an  employ^  of  the  purchaser.  HM  that  the  purchaser  was  at 
liberty  to  repair  and  improYc  it  within  the  limits  of  his  contract,  and  that  so 
long  as  the  identity  of  the  machine  was  not  destroyed  its  owner  had  the  right 
to  discard  nseless  parts  and  add  new  ones  which  might  improve  its  action. 

Saxk— Pabtial  Uss. 

One  who  has  a  license  to  use  the  whole  of  a  machine  does  not  become  an  infiri  nger 
by  the  use  of  a  part  only. 

Mr.  Bdwin  H.  Btown  for  the  complainants.         ^  ^^^^^  ^^  Google 
Jfr.  Arthwrv.  Brieien  for  the  defendant 
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COXE,  J. : 

This  is  .an  action  of  iDMngement  based  apon  Letters  Patent  No. 
224,760,  granted  to  Hugh  Yoang  Febraary  17, 1880,  for  an  improyement 
in  inaohines  for  sawing  stones. 

In  August,  1879,  John  B.  Smith  purchased  of  Toung  for  $4,700  a 
machine  embodying  the  patented  features,  and  received  a  license  to  ope- 
rate it  under  patents  then  owned  by  Young  and  under  all  patents  tor 
improvements  on  the  same  which  thereafter  might  be  owned  by  him* 
On  the  8th  of  July,  1882,  Smith  entered  into  another  agreement  whereby, 
for  the  additional  sum  of  $300,  he  received  a  license  to  use  the  machine 
according  to  the  patent  in  suit,  which  had  been  granted  since  the  pur- 
chase, and  to  embody  any  improvement  covered  by  that  patent  or  any 
other  patent  owned  or  controlled  by  Toung.  During  the  period  in  con- 
troversy Smith  was  the  owner  of  the  machine.  The  defendant  was  in 
Smith's  employ,  receiving  $3.50  daily  wages.  He  never  used  the  ma^ 
chine  except  as  an  employ^  of  Smith.  He  had  no  interest  in  or  control 
over  it  Soon  after  it  was  purchased  it  broke  down,  and  since  that  time 
has  been  frequently  repaired.  No  machine  similarly  constructed  can 
run  for  more  than  a  month  without  undergoing  repair,  which  involves 
putting  in  new  parts  and  changing  old  ones.  In  the  spring  and  summer 
of  1886,  on  account  of  the  removal  of  Smith's  place  of  business,  a  more 
thorough  overhauling  was  necessary.  At  that  time  new  feed-screws, 
fly-wheels,  and  sash-heads  were  put  in,  the  old  ones  being  worn  out. 
The  crank-shaft  and  some  little  bolts,  pins,  and  nuts  were  worn  out  also, 
and  new  ones  were  substituted.  The  slides  on  which  the  saw-sash  runs 
were  lowered  about  two  feet,  and  all  the  attachments  for  imparting  a 
lift  or  push  motion  to  the  blade  were  left  off.  Lift-motion  is  now  im- 
parted to  the  sash  by  an  incline  at  each  end  of  the  guide-bars.  The 
defendant  had  supervision  of  this  work  as  employ^  of  Smith.  The 
complainants  contend  that  what  was  done  in  1886 constitutes  an  infiringe- 
ment.  Many  of  the  parts  Just  mentioned — ^namely,  **  the  large  screws 
at  the  sides,  the  nuts  thereon,  the  sash,  and  the  crank-shaft  " — ^had  been 
renewed  from  time  to  time  prior  to  1886  with  the  knowledge  of  the 
patentee. 

The  defenses  are,  first,  that  in  doing  the  acts  of  which  infringement  ia 
predicated  the  defendant  acted  merely  as  the  agent  of  John  B.  Smith; 
second,  that  Smith  had  a  right  to  use  and  repair  the  machine,  and  that 
the  work  done  by  the  defendant  was  necessary  to  put  it  in  order ;  third, 
that  the  patent  is  void  for  lack  of  novelty. 

.  The  defendant  did  not  use  or  vend  the  patented  machine,  and  it  can 
hardly  be  said  upon  this  evidence  that  he  made  it,  assuming  now  that 
an  entirely  new  machine  was  constructed.  The  defendant  acted  solely 
as  agent  for  Smith.  He  received  his  daily  wages  only.  He  made  noth- 
ing by  the  transaction.  The  complainants  expressly  waive  an  account- 
ing. The  parts  renewed  were  purchased  of  outside  dealers,  and  put 
into  the  machine  by  their  workmen.  Very  little  of  the  manual  labor 
was  ilo!ie  by  the  defendant.    He  acted  simply  as  superintendent.    All 
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that  lie  did  was  done  for  Smith's  benefit  and  ander  Smith's  directions. 
He  was  thece  to  protect  Smith's  interests  and  see  that  the  work  was 
properly  done.  This  was  all.  The  proof  fieuls  to  establish  infringement 
and  brings  the  case  within  the  tbUowlng  anthorities :  Huuey  v,  MeOor- 
miekj  (1  Fish.,  609;)  Estes  v.  W&rtkingtanj  (30  Fed.  Rep.,  465;)  United 
Nickel  Co.  y.  WarthingtoHj  (13  Fed.  fiep.,  303;)  Delano  v.  SooU,  (Oilp., 
MS.)  Bnt  is  any  one  responsible  as  an  infringer  t  Had  not  the  owner 
a  right  to  repair  and  improve  the  machine  in  the  manner  stated  t  The 
machine  had  a  capacity  to  saw  a  stone  12  feet  long  and  5  feet  high.  It 
was  bnlkyand  expensive.  Smith  paid  the  patentee  $6,000  for  it  and 
the  right  to  operate  it,  with  all  the  improvements  covered  by  all  the 
patents  controlled  by  tLe  complainants).  When  the  machine  broke 
down,  as  it  frequently  did,  Smith  was  not  required  to  abandon  it  and 
procure  a  new  one.  He  was  at  liberty  to  repair  and  improve  it  within 
the  limits  of  his  contracts.  These  repairs  were  often  necessary — were 
made  with  the  consent  of  the  patentee.  The  repairs  complained  of 
consisted,  principally,  in  restoring  x>ortion8  which  were  worn  out.  True, 
other  portions  were  taken  off  or  their  use  discontinued.  But  one  who 
has  a  license  to  use  the  whole  of  a  machine  does  not  become  an  in- 
fringer because  he  uses  a  part  only.  So  long  as  the  identity  of  the 
machine  is  not  destroyed  its  owner  has  a  right  to  repair  it — ^to  discard 
useless  parts  and  add  new  ones  which  may  improve  its  action.  These 
alterations,  though  they  changed  somewhat  the  mode  of  operation,  were 
rendered  necessary,  because  equivalent  parts  had  become  worn  out. 
Their  addition  did  not  make  it  a  new  machine.  By  putting  the  old  ma- 
chine in  working  order  its  owner  did  what  he  had  a  right  to  do.  {Oott- 
fried  v.  Conrad  Seipp  Brewing  Co.^  8  Fed.  iiep.,  322 ;  Chaffee  v.  Boston 
Belting  Co.^  22  How.,  217,  223;  Wilson  v.  Simpson^  9  How.,  100;  Union 
M.  Cartridge  Co.  v.  U.  8.  Cartridge  Co.^  2  Ban.  and  Ard.,  595 ;  Ikfyrtumse 
Flow  Co.  V.  Robinson^  35  Fed.  liep.,  502 ;  Singer  Mfg.  Co.  v.  Springfield 
Foundry  Co.^  34  Fed.  Rep.,  393;  Aiken  v.  Manchester  Print  Works,  2 
Cliff.,  435.) 

It  is  of  course  unnecessary  to  pass  upon  the  defence,  which  disputes 
the  validity  of  the  patent. 

The  bill  is  dismissed. 


[Uoited  UUtes  Circuit  Conrt— Sontbern  District  of  Kew  York.] 

Am  Ends  v.  Seabuby  &  Johnson. 

Decided  November  15,  18^. 

47  O.  G.,  1354. 

..Am  Ends— Composition  of  Boratbd  Cotton. 

Lettera  Patent  No.  181,024,  granted  Angost  15, 1876,  to  Charles  G.  Am  Ende, 

for  an  improvement  in  berated  cotton,  JEteld  valid  and  not  anticipated  by  such 

preparations  as  ^'lint  steeped  in  a  hot  saturated  eolation  of  boracio  acid"  or 

'  "  wadding  saturated  with  a  certain  quantity  of  glycerine  "  or  boracic  acid  dis* 

solved  in  glycerine. 
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8.  Dbscbiption. 

The  dMoripiioo  in  the  epeoifloatiou  of  ihe  patent,  whioh,  it  ahoald  be  i 
beied,  is  addreeeed  to  penons  skilled  in  the  particaUr  art  to  whieh  the  Inrention 
lelatee,  is  saffleientlyezplioit  to  enable  ia  person  skilled  in  the  art  to  praetloe  the 
invention. 

Mr.  ArOiur  v.  Briesen  for  the  complaiDant. 
Mr.  Norman  T.  M.  MeUisa  for  the  defendants. 

CoxR,  J. ; 

The  complainant  in  the  owner  of  Letters  Patent  No.  181,024,  granted 
to  him  August  15, 1876,  for  an  improvement  in  berated  cotton.  The 
object  of  the  inventor  was  to  produce  a  simple  and  inexpensive  antisep- 
tic dressing  by  combining  the  various  advantages  of  cotton  fiber  with 
those  possessed  by  boracic  acid  and  glycerine.  The  specification  asserts 
that  prior  to  the  invention  boracic  acid  had  been  used  as  a  preservative 
agent  only  in  a  fluid  state  or  as  a  powder,  and  that  it  was  neoeesaiy  to 
immerse  the  matter  to  be  preserved  in  the  fluid  or  cover  it  completely 
with  the  powder,  requiring  in  either  case  large  quantities  of  the  acid; 
The  inventor  accomplishes  a  better  and  more  permanent  result  in  a 
much  simpler  and  more  convenient  way  by  saturating  the  cotton  with 
the  acid  and  glycerine  in  small  proportions,  thus  adding  to  their  pre- 
servative properties  the  germ-filtering  qnaUty  and  elasticity  of  the  cot- 
ton. The  manner  of  producing  the  berated  cotton  is  described  in  the 
specification  as  follows: 

*  *  *  I  first  prepare  a  solution  of  boracic  acid  in  the  nsnal  manneri  and  add 
thereto  a  small  proportion  of  glycerine.  For  the  preservation  of  tender  snbstaneea, 
such  as  veal,' I  may  also  add  from  ten  to  forty  per  cent,  of  soda  or  potash,  never  safll- 
oient,  however,  to  reach  neatrality.  The  cotton,  either  in  bulk  or  wadding,  is  next 
immersed  in«the  solution  until  well  impregnated  therewith,  and  then  pressed,  to  dis- 
charge all  surplus  solution,  or  so  much  thereof  as  may  be  required.  The  cotton  ia 
then  dried  and  ready  for  use. 

The  claim  is  for — 

Th^  berated  cotton,  being  cotton  fiber  which  is  saturated  with  boracic  acid  and 
glycerine,  substantially  as  herein  shown  and  described. 

The  defenses  are'  that  the  specification  is  not  so  clear  and  explicit  aa 
to  enable  a  person  skilled  in  the  art  to  practice  tlie  invention,  and  that 
the  patent  is  void  for  lack  of  novelty  and  invention.  Infringement  is 
clearly  established,  and  is  not  denied  in  the  brief  submitted  for  the 
defendants. 

In  considering  the  question  presented  by  the  first  defense  it  should 
be  remembered  that  the  language  criticised  by  the  defendants  is  ad- 
dressed to  persons  skilled  in  the  particular  art  to  which  it  relates.  To 
a  lawyer  or  a  banker  the  specification  might  seem  vague  and,  perhaps, 
meaningless ;  but  a  pharmacist,  a  chemist,  or  even  an  educated  physi- 
cian would  have  little  difficulty  in  understanding  it  When  the  patentee 
says  he  prepares '<  a  solution  of  boracic  acid  in  the  usual  manner,^  he 
means  as  it  has  formerly  been  prepared.  He  speaks  of  it  as  he  would 
si>eakof  a  solution  of  camphor  or  alum.    Every  druggist  Knows  what 
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he  means.  He  oertainly  niii^ht  have  been  more  definite  when  he  says 
that  he  adds  to  this  solation  »^  a  small  proportion  of  glycerine ;"  hot  it 
is  thought  that  the  intelligent  chemist,  setting  out  properly  to  combine 
the  eunmerated  ingredients  into  which  the  cotton  is  to  be  immersi^l, 
and  with  which  it  is  to  be  impregnated,  ooold  hardly  go  astray.  Indeed, 
in  examining  the  extracts  introdnced  by  the  defendants  to  establish 
lack  of  novelty,  copied  from  pharmaceutical  journals  of  conceded  repa- 
tation  and  authority,  we  find  similar  language  used.  Thus,  in  the  Drug- 
giiUf  Circular  and  Okmnical  Gazette  it  is  stated  that  Dr.  Edmunds  had 
used  <<  a  solution  of  boracio  acid,"  and  in  the  Journal  de  Pharmaoie  it 
appears  that  Prol  Oubler  saturated  his  wadding  with  ^*a  certain 
quantity  of  glycerine."  The  formula  for  preparing  this  dressing  is  then 
given.  *^  It  is  only  necessary,"  says  the  writer,  *^  to  pour  a  small  quan- 
tity of  glycerine  over  the  square  sheet,"  etc  Such  expressions  would 
seem  to  belong  to  the  nomenclature  of  the  art  The  expression  **  well 
impregnated "  means  thoroughly,  completely  impregnated,  the  word 
'*  well "  being  used  in  the  sense  that  a  housewife  might  use  it  when  tell- 
ing her  domestic  to  keep  the  bread  or  the  joint  in  the  oven  until  .well 
done.  Tested  by  the  rule  of  Loam  Co.  v.  HigginSj  (105  U.  S.,  580,)  the 
specification  would  seem  to  be  suflBcient. 

The  article  translated  from  the  Journal  de  Pharmaoie  et  de  Ohimie  is 
not  an  anticipation.  It  is  entitled  ^'  Olycerized  Ootton  for  Dressing 
Wounds."  There  is  no  reference  to  boracic  acid.  Two  of  the  elements 
of  AmJ^nde^s  combination — boracic  acid  and  water,  the  acid  in  solu- 
tion-^are  wanting.  True,  it  is  stated  that  Professor  Oubler  found  this 
wadding  permeable  to  all  medicinal  liquids;  but  there  is  no  hint  that 
he  knew  that  with  it  could  be  combined  the  preservative  properties  of 
boracic  add  in  an  uncrystallized  condition  as  a  convenient,  effective, 
and  permanent  antiseptic  composition. 

The  article  in  the  American  Journal  of  Pharmacy  of  March,  1867,  shows 
great  fiftmiliarity  with  the  characteristics  and  uses  of  glycerine  on  the 
part  of  the  writer.  He  knew  its  excipient,  hygroscopic,  and  penetrating 
properties.  He  knew  that  it  was  a  solvent  for  boracic  acid ;  but  he  cer- 
tainly did  not  know — at  least  he  did  not  divalge  the  knowledge— that 
it  could  be  combined  with  dissolved  boracic  acid,  and  thii^  held  in  cot- 
ton fiber  for  antiseptic  purposes. 

The  quotation  from  the  Druggists'  Circular  of  June,  1875,  is'entitled 
"  Boracic  Acid,"  and  describes  a  case  of  amputation  in  which  the  surgeon 
employed  a  ^'  dressing  of  lint  steepe<l  in  a  hot,  saturated  solution  of 
boracic  acid."  This  dressing  was  probably  applied  in  a  moist  condition 
to  the  wound.    No  glycerine  was  used. 

It  can  not  be  demonstrated  from  the  proofs  that  any  one  prior  to  Am 
En«le  accomplished  what  he  has  described  and  claimed.  Even  though 
there  be  a  doubt,  it  should  be  resolved  in  favor  of  the  patent.  The  fact 
that  others  had  done  something  quite  similar  —that  they  had  used  sepa- 
rately or  in  different  combinations  the  ingredients  of  his  claim— should 
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not  affect  his  patent.  All  that  is  described  in  the  prior  publications 
the  defendants  may  nse  with  perfect  impunity.  They  may  use  '*  lint 
steeped  in  a  hot  saturated  solution  of  boracic  acid,"  or  ^*  wadding  sat- 
urated with  a  certain  quantity  of  glycerine,"  or  boracic  acid  dissolved  in 
glycerine ;  but  they  should  not  be  permitted  to  use  cotton  saturated 
with  a  solution  of  boracic  acid  and  glycerine  in  the  manner  described  in 
the  specification,  for  that  belongs  to  Am  Ende. 
The  complainant  is  entitled  to  the  usual  decree. 


[United  Statot  Circuit  Court— Bastern  JndioiAl  District  of  MiMoari,  Butem  Division.) 

Taft  V.  The  Stephens  LiTHO0EAPHiNe  and  Engravino  Company. 

Decided  March  26,  1869. 
47  0.  G.,  1355. 

1.  CoPYRiOHT— Sectiok  49&i  Construed— Penalty. 

The  language  of  section  4963,  Revised  Statutes,  ^>rovidiug  a  penalty  for  falsely 
marking  articles  '< Cop^'riglited^'  is  not  ''for  each  copy/'  and  while  it  may  be 
true  that  if  upon  different  days,  uuder  different  circumstances,  separate  copies 
are  printed,  each  transaction  thus  separate  would  constitute  a  separate  offense, 
yet  -wheu  the  print lug  of  many  copies  is  a  single  continuous  act  only  one  offense 
is  committed  thereby. 

2.  8ame— Same— Akticlbs  not  Copykigutablk. 

The  law  is  clear  that  no  offense  is  committed  when  the  word  "Copyrighted" 
is  placed  upon  an  article  that  is  nut  the  subject-matter  of  copyright— that  can 
not  be  copyrightfd. 

3.  Demurrer. 

It  being  alleged  in  the  petition  that  the  prin  ^is  not  the  subject  of  copyright, 
the  demurrer  sustained. 

On  demurrer  to  tbe  petition. 

Mr.  W.  E.  Fisne  for  tbe  plaintiff. 
Mr.  Paul  Bakeicell  for  the  defeiidaut. 

BuEWEii,  J. : 

Thiols  a  demurrer  to  the  petition.  The  action  is  a  9«t  fant  action 
brought  by  the  plaintiff  as  informer  under  section  4963  of  tbe  Revised 
Statutes  of  tbe  United  States  to  recover  the  penalty  therein  named. 

The  petition  alleges  that  the  defendant  printed  and  circulated 
10,(KK)  copies  of  achromo,  which  Ir  described,  putting  on  each  the  won! 
"  Copyrighted  ^  or  some  equivalent  word. 

The  section  provides  that — 

every  person  who  nhall  insert  or  impress  such  notice,  or  words  of  the  same  pur|H>rt. 
in  or  upon  any  book,  map,  charts  musical  comi>o8ition,  print,  cut,  engraving,  or  pho- 
t4)graph,  or  other  article  for  which  he  has  not  obtained  a  copyright,  shall  be  liable  to 
a  penalty  of  $100.  recoyerable  one-half  for  the  person  who  shall  sae  for  such  penalty 
and  one-hnlf  to  the  use  of  the  United  States. 
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The  petition  alleges  that  the  defendant  thus  printea  ana  issued 
lOfiOO  copies^  and  plaintiff  asks  judgment  for  tlOO  penalty  for  each  copy, 
or  $1,000,000  in  gross.  All  this  is  stated  in  one  count.  And  one 
gronnd  of  challenge  is  that  either  there  are  10,000  different  causes  of  ac- 
tion which  should  each  be  stated  in  a  separate  count,  or  if  there  is  but 
one  cause  of  action,  a  single  penalty  of  $100  only  is  recoverable  and  the 
amount  pra3'ed  for  is  excessive.  The  plaintiff*  pleads  the  great  tronble 
and  inconvenience  there  would  be  in  setting  out  10,000  causes  of  action. 

We  think  that  the  rule  is  unquestioned,  and  see  no  reason  why  it 
should  bedeviate^l  from  in  a  case  like  this. 

Plaintiff  is  not  suing  for  the  value  of  his  services  or  for  injury  to  his 
property,  but  simply  to  make  profit  to  himself  out  of  the  wrongs  of 
others,  and  when  a  man  comes  in  as  an  informer  and  in  that  attitude 
alone  asks  to  have  a  half  million  dollars  put  into  his  |)Ocket,  the  courts 
will  never  strain  a  point  to  make  his  labors  light  or  his  recovery  easy. 
So  that  if  each  neparate  imprint  is  a  separate  cause  of  action,  wu  liave 
no  doubt  that  the  petition  is  demurrable  as  joining  10,000  causes  of  ac- 
tion in  a  single  (*x>uut  But  we  think  that,  fairly  construed,  there  is  only 
one  cause  ot  action  stated. 

The  x>etitioii  alleges — 

iliMT  lierotofore,  to  wit,  on  the  'id  day  of  November.  A.  D.,  li*S^^,  and  at  divers  times 
between  miid  day  and  tlie  couitoeucenieDt  of  thi4  »ctiou,  the  naid  defendaut  did  eo- 
grav**,  print,  pnblmb,  and  ^11  to  the  uinuber  of  10,000  copies  a  ceirain  print,  etc. 

Now,  the  language  of  the  statute  is  not  "  for  each  copy,"  and  while  it 
nuiy  be  true  that  if  upon  different  days,  under  different  circamstauces, 
the  defendant  printed  separate  copies,  each  transaction  thus  sepaiate 
would  constitute  a  separate  offense,  yet  when  tlie  printinjr  of  many 
copies  i.s  asiiiplo  continnous  act  only  one  offense  is  committed  thereby. 
We  had  a  similar  question  under  the  election  statutes  a  year  or  two 
since,  where  false  registrations  were  charged.  We  held  there  that 
where  several  names  were  falsely  registered  and  all  done  at  one  time 
and  as  a  single  continuous  act,  itconstitutedbutono  offense,  although  if 
registered  on  different  days,  and  under  different  circumstances,  they 
might  constitute  sejiarate  offenses.  Here  the  allegation  is  that  ^^  on  the 
2d  of  November,  and  at  divers  times  thereafter."  This  of  course  sug- 
gests a  separation  at  least  in  the  matter  of  time.  Yet  if  the  pleader 
claims  that  there  were  separate  and  distinct  offenses,  there  should  be  a 
clear  divergence  of  each  transaction  both  as  to  time  and  circumstances, 
and  the  court  in  a  quasi  criminal  action  like  this  ought  to  hoUVthe 
pleader  to  language  free  from  donbt,  and  hold  as  to  a  pleading  like  this 
that  it  simply  alleges  a  continuous  action  in  the  printing  and  issuinsr  of 
these  10,000  copies,  and  as  such  states  but  a  single  offense. 

Another  ground  of  demurrer  is  that  the  chromo  upon  which  the  word 
*'  copyrighted"  was  placed  was  not  the  subject  of  copyright. 

The  law  is  dear  that  no  offense  is  committed  when  the  word  '<copy- 
righted^is  placed  upon  an  article  thatis  not  the  subject-matter  of  copy 
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right— that  caDnot  be  copyrighted.  The  law  is  designed  to  gaard 
against  deception,  and  no  one  is  deceived  when  the  word  '<  copyrighted  ^ 
is  placed  apoh  an  article  that  cannot  be  copyrighted,  such  as  a  kitchen- 
stove  or  a  railroad-car.  ' 

Now,  the  plaintiff  in  this  case  describes  the  chromo,  and  the  descrip- 
tion discloses  an  article  which  could  be  copyrighted,  and  if  the  petitiou 
stopped  with  this  description  it  woald  doubtless  be  suflBcient  Bitt  it 
goes  further  and  alleges  that — 

said  printing  and  ohromo  has  not  been  copyrighted  by  the  defendant  or  any  other 
person,  nor  was  the  same  aabjeot  tooopyrigbt  nnder  said  laws. 

Thus  it  appears  that  the  averment  of  disability  is  not  limited  to  the 
person,  but  is  cast  u^on  the  print.  It  was  not  the  subject  of  copyright. 
There  is  in  this  an  apparent  contradiction  to  that  which  might  be  in- 
ferred ttom  the  language  of  description.  Counsel  suggests  that  the 
thought  he  had  was  that  under  the  particuhhr  circumstances  this  print 
could  not  be  copyrighted,  and  it  is  possible  that  there  might  be  circum- 
stances which  would  thus  at  the  time  exclude  this  print  flrom  copyright, 
although  in  its  nature  it  was  the  subject-matter  ol  copyright.  But  in  a 
criminal  or  quasi  criminal  action  the  pleading  should  be  clear  and  con- 
sistent. The  couri  is  not  called  upon  to  strain  any  language  to  remove 
doubt  or  secure  consistency.  There  should  be  no  labored  effort  at  rec- 
onciliation bf  apparently  contradictory  averments,  at  least  when  the 
pleading  is  challenged  before  trial.  So,  because  it  is  alleged  that  the 
print  was  not  the  subject  of  copyright,  we  think  the  demurrer  should 
be  sustained,  and  it  is  so  ordered. 

Subsequent  pleading  may  be  prepared  with  reference  to  the  views  v& 
the  offense  as  above  expressed. 

Plaintiff  will  be  granted  thirty  days  in  which  to  file  an  amended  peti- 
tion, and  defendant  thirty  days  thereafter  to  plead  thereto. 


[United  SUtM  Ciroiiit  Ooart— Kortheni  Diftrioi  of  New  Tork.] 

J.  B.  Brxwstbb  &  Co.  V.  Shulbb.  Same  «.  D.  W.  Shuler,  W. 
S.  Shuleb,  and  Watbbloo  Wagon  Wobks.  Same  v.  Cobt- 
LANDT  Wagon  Wobks  et  al. 

D9(Aa9d  FOtruar^  25,  1889. 
47  O.  G.,  1485. 

1.  Wood— CARRiAQB-SPRiNas— BBI88UB  Yon>. 

Keissaed  Letters  Patent  No.  6,018,  granted  to  Thomas  H.  Wood  Aagast  Id,  1874, 
for  an  improYement  in  oarriage-springs,  Held  void,  not  only  because  it  is  for  an 
inveotion  not  disclosed  or  snggested  in  the  original,  bat  also  because,  as  in  the 
case  of  Cwm  el  al.  ▼.  IRIten,  (30  O.  G.,  889 ;  113  U.  8.,  968,)  there  was  no  defect- 
ive or  insnlBoient  speoifioation,  and  no  mistake  inadrertently  committed  in  the 
wording  ofth^  claim  of  the  t»riginal.  "  O 

9.  Pbior  Public  Use. 

•ru-.  A^e.^^^  -^#-.-s^.  ^«vij^  ..•^  ^^ ««*«uij-i.^j 
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Mr.  Livingston  QiffQrd  and  Mr.  B.  F.  Thurstonj  for  the  complainants* 
Mr.  U.  L.  Stover^  Meisr$.  Witter  &  Kenyan^  and  Mr.  Causten  Browne 
for  the  defendants. 

Wallace,  J.  : 

This  suit  is  brought  to  restrain  infringement  of  reissued  Letters  Pat- 
ent granted  Aagast  18, 1874,  to  Thomas  H.  Wood  for  au'  improvement 
in  carriage-springs.  The  defendants  rely  upon  the  invalidity  of  the 
patent  as  a  reissue  of  the  original,  and  upon  prior  public  use  by  others 
of  the  subject  of  the  invention,  among  other  defenr^s  to  the  suit 

The  original  patent  to  Wood  was  granted  May  27, 1873.  The  inven* 
tiou  is  described  therein  as  follows : 

*  This  iayeotlon  relates  to  aa  improved  arraagemeut  of  transverse  springs  on  light 
iragons,  and  has  for  its  object  to  90111  blue,  iu  a  wagon  supported  on  single  transverse 
springs  and  side  bars,  the  advantages  of  elasticity,  double  elliptic  transverse  springs, 
and  of  the  deep  setting  of  the  body  obtained  at  present  by  using  the  single  springs. 
Light  carriages  supported  on  double  elliptic  springs  raise  the  bodies  too  high  ibr 
convenience,  and  are  moreover  more  expensive  than  those  hsving  single  springs.  On 
the  other  side  such  carriages  as  are  at  present  supported  on  single  transverse  springs^ 
whoso  ends  connect  with  side  bars  rigidly  secured  to  the  wagou  bodies,  are  not  suf- 
ficiently elastic  and  yielding  to  suit  the  rapid  motion  to  which  tbey  are  frpqncnily 
subjected.  The  invention  consists  in  the  improvement  of  light  vehicles,  as  herein- 
after deseribefl  and  |M>inted  ont  iu  the  claim. 

In  the  accompanying  drawing,  the  letter  A  represents  the  body  of  a  light  ostriage 
of  sn liable  style.  B  and  C  are  the  nxles  of  the  carriage,  and  D  D  the  wheels.  Upon 
the  axles  are  fastened 'the  middle  portions  of  transverse  springs  E  E,  whose  ends  are 
secured  to  side  bars  F  F.  These  side  bars  are  made  of  hickory  wood  or  other  mate- 
rial, and  aid,  with  whatever  elasticity  they  may  possess,  in  making  the  support  of 
the  body  A  yielding.  To  the  under  side  of  the  carriage-body  A  are  secured  transverse 
springs  G  G,  whose  ends  connect,  by  suitable  couplings,  ^Ch  the  side  bars  K  F,  as  is 
dearly  shown  in  the  drawing.  These  springs  G  G  and  E  £  can  be  made  of  metal  or 
wood  or  other  material,  and  are  semi-elliptic  or  flat  springs  in  contradistinction  to  the 
full  elliptic  spring  heretofore  used  as  direct  supports  for  carriage-bodies  on  their 
axles. 

The  claim  of  the  original  patent  is  as  follows: 

A  frame,  cousistiug  of  the  loiigitndinal  side  bars  F  F,  dowuwardly-bowed  end 
springs  B  £,  and  npwardly-bowed  middle  springs  G  O,  constrncted,  arranged,  and 
applied  as  and  for  the  purpose  described. 

The  description  in  the  reissaed  patent  is  as  follows : 

This  invention  has  for  its  objecc  to  improve  the  manner  of  connecting  the  bodies  of 
light  carriages  with  the  side  bars,  whereby  they  are  supported;  and  consists  in  in- 
terposing a  pair  of  semi-elliptic  springs  between  said  side  bars  and  the  wagon  body. 

In  the  accompanying  drawing,  the  letter  A  represents  the  body  of  a  light  carriage 
of  suitable  style.  B  and  G  are  the  axles  of  the  carriage,  and  D  D  the  wheels.  The 
axles  ate  connected  by  springs  £  £  or  otherwise,  with  the  side  bars  F  F.  These  side 
liais  are  made  of  hiekoiy  wood  or  other  material.  To  the  under  side  of  the  carriage- 
body  A  are  secured  transverse  springs  G  G,  whose  ends  connect,  by  snitable  conplings, 
with  the  side  bars  F  F,  as  is  clearly  shown  in  the  drawing.  These  springs  G  G  can 
be  made  of  metal  or  other  material,  and  are  semi-elliptic  or  flat  springs,  in  contradis^ 
tinetion  to  the  fall  elliptic  springs  heretofore  nsikl  as  direct  supports  for  carriage- 
bodies  on  their  axles. 
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Tbe  claim  of  the  reissae  is— 

The  semi-elliptio  springs  G  G,  interposed  between  the  side  burs  F  F  and  the  wagon- 
body,  all  oombined  substantially  as  specified. 

It  is  obvioas  that  the  inventioii  of  the  patentee,  as  explained  in  the 
original  patent,  oonsisted  In  altering  a  side-bar  bnggy  having  down- 
wardly-curved transverse  springs  over  the  axle  in  which  the  ends  of  the 
side  bars  rest  on  the  ends  of  the  springs  by  putting  in  upwardly-cnrved 
springs  transversely  between  the  side  bars  and  the  body  of  the  buggy* 
The  conception  and  aim  of  the  patentee  was  to  employ  additional  half- 
•elliptic  springs  in  a  side-bar  buggy  having  halt-elliptic  springs,  so  ar- 
ranged in  reference  to  each  other  that  the  body  would  be  practically 
mounted  on  full-elliptic  springs  for  purposes  of  elasticity  and  on  half- 
elliptic  springs  for  purposes  of  elevation  above  the  axle.  The  descrip- 
tion fully  and  clearly,  without  ambiguity  or  obscurity,  sets  forth  the 
exact  invention  made  by  the  patentee,  and  the  claim  fully  and  precisely 
si)ecifies  it,  and  from  both  it  is  perfectly  evident  what  invention  the 
patentee  intended  to  <  i  escribe  and  sought  to  secure.  So  ample  and  exact 
are  the  specification  and  claim  that  it  can  not  be  doubted  he  knew  aoou- 
rately  the  scope  and  limitations  of  hij  invention,  and  intended  to  de- 
scribe and  claim  it  as  nothing  more  or  less  than  an  improvement  upon  a 
spec  jc  type  of  side-bar  buggies,  which  consisted  in  interposing  supple- 
mentary half-elliptic  springs  between  the  body  and  the  side  bars  to  re- 
inforce and  cooperate  with  the  half-elliptic  springs  theretofore  employed 
between  ihe  side  bars  and  the  axles  in  the  existing  buggy.  What  the 
patentee  did  was  to  put  two  springs  adapted  to  do  that  work  into  a 
buggy  of  that  type.  He  might  have  put  transverse  semi-elliptic  springs 
between  tbe  body  and  the  side  bars  of  a  buggy  of  a  different  type ;  but 
he  did  not  do  it  ov  think  of  doing  it.  Apparently  he  subsequently  dis- 
covered that  it  would  be  desirable  to  do  this,  and  concluded  to  get  a 
patent  for  doing  it,  and  he  was  probably  advised  that  such  a  patent 
would  give  him  a  larger  monopoly  than  he  had  secured  originally,  aud 
would  enable  him  to  hold  as  infringers  all  those  who  should  use  the 
transverse  semi-elliptic  springs  between  the  side  bars  aud  the  body  of 
a  buggy,  whether  in  a  buggy  with  or  without  semi-elliptic  springs,  or 
any  springs,  between  the  side  bar  and  the  axle. 

The  reissued  patent  is  for  an  inveotion  which  apparently  did  not  ex- 
ist iu  the  mind  of  the  patentee  when  the  original  was  obtained,  and 
which  also  is  of  more  doubtful  inventive  novelty  than  that  i^  the  origi- 
nal. The  original  is  for  a  combination  of  half-springs  with  other  half- 
springs  iu  reverse  in  a  side-bar  buggy  in  which  the  parts  co-operate  to 
produce  a  given  result  The  reissue  is  for  a  combination  of  which  half- 
springs  in  reverse  are  not  a  part  and  from  which  the  essential  cbaracter- 
isticsof  the  original  invention  areelim.inated.  The  use  of  the  combination 
of  parts  claimed  in  the  reissue^  would  not  be  an  infringement  of  the 
original  patent.  ,,,,,,  ^v  Cooq! 

It  must  be  held  that  the  reissue  is  void  not  only  because  it  is  for  aa 
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invention  not  disclosed  or  saggested  in  the  original,  bat  also  becanae, 
as  in  the  case  of  Oo&n  y.  Tftbon,  (113  U.  B.,  268,)  there  was  no  defective 
or  insaffldent  specifloation,  and  no  mistake  iuadvertently  committed  in 
the  wording  of  the  claim  of  the  original. 

The  defense  of  prior  pdblic  nse  which  rests  on  the  use  of  the  spring's 
in  the  Boberts-Pieroe  baggy  is  fully  established  and  is  fatal  to  the 
validity  of  the  patent.  The  fiict  of  the  nse  of  semi-elliptic  springs  in 
that  baggy  interposed  between  the  side  bars  and  the  body  at  a  date 
sufficiently  early  to  defeat  the  patent  is  not  contested ;  bat  it  is  con- 
tended for  the  complainants  that  these  springs  were  not  the  semi-elliptic 
springs  of  the  patent  They  were  semi-elliptic  springs  of  the  class 
known  as  scroll-ended  springs.  This  was  a  well-known  class,  used  in 
carriages,  and  sold  by  dealers  as  semi-elliptic  springs  previously  to  the 
date  of  the  patent,  as  safflciently  appears  by  reference  to  the  patent  to 
G^rge  Oroot  of  Jaly  13, 1869,  for  an  improvement  in  carriage-springs, 
without  reference  to  the  other  testimony  or  exhibits  in  the  case.  That 
patent  relates  to  the  listening  of  semi-elliptic  springs  transversely 
under  the  body  of  the  carriage  to  side  springs  by  means  of  saddle-dips. 
The  drawings  show  a  scroll-ended  half-elliptic  spring,  substantially 
such  as  was  used  in  the  Boberts-Pierce  buggy,  and  the  specification 
points  out  that  the  saddle-clips  are  to  be  adjusted  according  as  the  ends 
of  the  semi-elliptic  springs  ^'aremadewithorwithoutscroUs."  Another 
dass  of  semi-elliptic  springs  were  without  scrolls  at  the  ends,  and  it  is 
contended  for  the  complainants  that  it  is  to  this  class,  and  this  class 
only,  that  the  claim  of  the  patent  relates.  The  drawings  in  the  patents 
show  springs  of  this  class.  It  appears  by  the  testimony  that  the  object 
of  scrolling  the  enis  of  half-springs  is  to  get  a  somewhat  greater  length 
of  spring  between  bearings  a  given  distance  apart,  and  thereby  some- 
what, more  elasticity  and  motion ;  and  that  the  use  of  square-ended  or 
scroll-ended  springs  is  dictated  by  the  degree  of  elasticity  desired  in  a 
particular  carriage-spring.  It  is  obvious,  however,  that  the  degree  of 
elasticity  depends  largely  upon  the  amount  of  material  used  in  the 
spring,  and  that  a  scroll-ended  spring  may  be  practically  as  stiff  as  one 
without  a  scroll  end,  and  one  without  a  scroll  end  may  be  practically  as 
dastic  as  one  with  a  scroll  end.  It  is  probably  true  that  as  between 
springs  of  the  tw6  classes,  when  each  has  the  same  degree  of  elasticity 
as  the  other,  the  scroll-ended  spring  would  lend  a  freer  lateral  movement 
to  a  carriage  or  buggy  body  than  the  other ;  and  an  ingenious  argument 
has  been  advanced  by  counsel  and  by  the  experts  for  the  complainants 
to  show  that  in  the  class  of  carriages  to  which  the  patent  relates  it  is 
desirable  that  there  be  practically  no  sidewise  movement  to  the  carriage- 
body.  If  there  were  anything  in  the  specification  to  suggest  this,  the 
somewhat  shadowy  diflerence  of  function  between  the  two  springs 
might  be  apprehended  and  emphasized  to  denote  that  one  should  not  be 
treated  as  the  equivalent  of  the  other.  But  it  could  be  urged  with 
equal  force  that  the  semi-elliptic  spring  of  the  claim  is  one  of  either 


494  DECISIONS  OF  U.  S.   COUBTS  IN  PATENT  CASES. 

class,  and  that  the  ase  of  soroll-ended  springs  when  interposed  between 
the  side  bars  and  the  wa;gon-body  wonldbe  an  infringement  of  the  claim. 
Indeed,  in  a  former  suit  brought  upon  this  patent  the  alleged  infringing 
springs  were  scroll-ended  half  elliptic  springs,  bat  the  ends  did  not  ex- 
tend appreciably  beyond  the  outside  line  of  the  side  bars;  and  the  com- 
plainant's expert  gives  it  as  his  opinion  that  the  use  of  such  scroll-ended 
springs  between  the  side  bars  of  the  wagon-body  would  be  an  Infringe* 
ment  of  the  patent.  In  the  absence  of  any  language  to  indicate  that  a 
semi-elliptic  spring  of  a  special  form  is  an  element  of  the  claim  it  must 
be  held  that  the  claim  specifies  one  of  any  well-known  form  adapted  to 
be  interposed  between  the  side  bars  and  the  wagon-body;  consequently 
such  springs  as  wevfi  used  in  the  Roberts-Pierce  buggy  are  the  springs 
of  the  patent,  and  the  defense  of  prior  public  use  is  established. 
The  bill  is  dismissed,  with  costs. 


[United  States  Olroult  Coort—Soathem  Distriet  of  New  Tork.] 

Edison  bt  al.  v.  Klabeb. 

Decided  April  5, 1889. 

47  0.  a,  1486. 

1.  Edison-— AuTOQRAPUic  Printing. 

Letters  Patent  No.  180,857,  for  ^  ImproYemeot  la  aatognpbio  printing,  granted 
to  Thomas  A.  Edison  August  8, 1876,  can  not  be  regarded  as  a  pioneer  patent  iA 
this  art.  There  could  be  no  broad  claim  for  printing  with  a  paper  stenoi),  semi- 
liquid  ink,  and  a  roller.  Neither  could  there  be  a  broad  claim  for  a  pnnctartng 
device.    Both  were  old. 

*2.   SaMB^CLAIH  2  CONSTRUBD  AND  RBSTRICTXD. 

The  prior  state  of  the  art  and  the  express  langnage  of  the  speeifloation  oombiDS 
to  restrict  the  claim  to  the  use  of  a  stencil  made  by  the  electric  pen. 
3.  Infbinoement. 

Thus  construed  it  is  not  infringed  by  the  defendant's  dcYice.  The  "  cyclostyle  " 
of  the  defendant  shows  another  step  in  the  art.  It  is  as  much  an  improyement 
on  Edison's  method  as  that  was  an  improvement  on  what  preceded  it. 

Mr.  John  0.  TomKn8<m  and  Mr.  Richard  y.  Djfer  for  the  complainants. 
Messrs.  Price  A  Steuart  f5r  the  defendant. 

CoXB,  J. : 

This  is  an  action  of  infringement  founded  upon  Letters  Patent  No. 
No.  180,857,  dated  Angast  8, 1876,  granted  to  Thomas  A.  Bdison,  for  an 
improvement  in  autographic  printing.    The  inventor  states : 

My  improvement  relates,  first,  to  the  instrument  employed  for  puncturing  the  paper, 
whereby  such  instrument  can  be  used  by  hand  in  the  same  manner  as  a  drawing  or 
writing  pen ;  second,  to  the  method  of  printing  by  direct  transfer  In  permanent  semi- 
liquid  ink  from  the  perforated  sheet ;  and  third,  to  the  press  for  holding  such  transfer- 
sheet,  and  the  paper  to  be  impressed.  ^ 

The  pen  which  I  make  use  of  consists  of  a  tube  a,  tapering  to  a  small  point  h,  and 
a  needle  c  within  that  tube,  which  needle  is  reciprocated  with  great  rapidity;  and 
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\rhcu  tfao  needle-point  c  ispiojected  it  iBsnffloien'tly  long  to  reach  through  the  paper 
npoD  which  the  tnhe  of  the  pen  reete,  and  irhen  retracted  the  needle  ia  drawn  within 
the  tnhe»  ao  that  the  small  end  thereof  ia  free  to  he  moved  from  place  to  place. 

The  great  rapidity  in  the  moyement  of  the  needle-point  prodaoea  the  panotorea  in 
the  paper  sufficiently  ploae  together  to  form  linea  when  the  pen  ia  manipulated  in 
writing  or  drawing;  and,  aa  nothing  is  removed  from  the  paper,  its  atrength  is  not 
materially  ix^nred  by  the  pnnctnrea  or  perforationa ;  and  it  will  be  apparent  that  any 

anitable  device  may  be  employed  for  reeiproeatiug  the  perforating-needle.    *    *    « 

*  »  •  %  •  •  • 

The  modeof  printing  from  the  perforated  ahe^t  ia  to  fill  the  holea  with  inlc  by  means 
of  a  roller  applied  to  the  right  side  of  the  perforated  sheet ;  and  then  when  said  ink 
ia  well  worlced  into  the  holea  to  place  beneath  auch  perforated  aheet  the  paper  upon 
which  the  impreasion  ia  to  be  made,  and  then  paas  over  the  perforated  aheet  a  roller 
that  preaaea  the  ink  through  the  perforationa  to  the  anrface  of  the  aheet  below. 

•  •••••• 

Various  forma  of  electro-magnetic  motora  may  be  employed  to  revolve  the  shaft 

that  reciprocatea  the  punoturing-needle,  and  the  movement  of  a  vibrating  armature 
might  be  tranaferred  directly  to  the  needle,  if  deaired. 

The  second  claim  only  is  involTed.    It  is  for — 

2.  The  method  herein  apecified  of  printing  in  permanent  aemi-flnid  ink  by  punctar* 
ing  a  aheet  of  paper,  or  aimllar  material, 'with  nnmerona  amall  holea,  filling  auch  holes 
with  a  semi-liquid  ink,  and  pressing  the  same  upon  the  surface  to  be  printed,  sub- 
atantially  aa  set  forth. 

The  defenses  are  lack  of  novelty  and  invention  and  non- infringement. 

The  prior  art  shows  many  stmctnres  and  methods  closely  approxi- 
mating those  of  the  patentee.  An  Italian  named  Zaccato  discovered 
in  1874  a  method  by  which  an  autographic  stencil  is  produced  by 
writing  with  an  ordinary  pen  and  caustic  ink  upon  a  varnished  paper. 
The  printing  is  done  with  a  permanent  semi-liquid  ink  by  means  of 
pressure.  In  1873  a  patent  was  granted  to  Charles  Boruas  for  a  ihethod 
of  transferring  embroidery-patterns  from  a  perforated  original  stencil  to 
sheets  of  paper  by  forcing  powder  or  a  liquid  through  the  holes.  Let- 
ters and  figures  were  printed  by  this  method.  In  1869  Oeorge  Y.  M et- 
zel  substituted  for  the  brush  previously jjsed  a  roller  covered  with  plush, 
velvet,  or  carpeting,  which  was  impregnated  with  ink  and  pressed  over 
the  stencil-plate.  Henry  W.  Rudolf,  in  1870,  received  a  patent  which 
shows  a  method  of  printing  by  means  of  a  paper  stencil  and  an  inked 
roller  similar  to  the  ordinary  type-roller.  In  the  same  year  a  patent 
was  granted  to  Bobert  Boyd  for  an  improvement  in  machinery  for 
tracing  embrodiery-patterns.  -It  describes  a  pen  containing  a  recipro- 
cating perforating- needle  or  a  stabber.  So  far  as  the  pen  proper  i^nd 
the  work  done  by  it  are  concerned,  it  is  almost  the  exact  counterpart 
of  the  Edison  device.  The  motor  is  more  cumbersome,  the  machine  is 
not  so  readily  manipulated ;  but  it  would  be  difficult  to  distinguish  a 
stencil  made  by  it  from  one  made  by  the  electric  pen.  A  machine  simi- 
larly constructed  was  iii  operation  in  the  establishment  of  Mrs.  McDon- 
ald, in  New  York  city,  prior  to  the  spring  of  1873,  and  specimens  of  the 
work  done  thereon  have  been  introduced  in  evidence.  Patterns,  mono- 
grams, figures,  and  autographic  writing  can  be  and  have  been  made  bj> 
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it.  Printing  from  these  stencils  was  done  with  powder  or  with  ink.  In 
1866  Samuel  Huffman  obtained  a  patent  for  a  new  pnnctaring-macbine 
for  making  patterns,  which  is  the  exact  ooanterpart  of  the  Bdison  pen, 
except  that  it  is  lighter  and  less  awkward  in  handling  and  the  recipro- 
cating needle  is  operated  by  clock-work  iuMtead  of  an  electro-magnet* 
Other  references  show  stencils  made  by  hand-guided  implements  in 
which  a  small  toothed  wheel  panctares  the  paper.  In  others  still  sten 
cils  are  made  by  writing  with  a  pointed  stylus  on  a  hard  oorragated  sur- 
face like  a  file  or  rasp.  Mr.  Edison  himself  recognized  the  superior  ad- 
vaantages  in  simplicity  and  cheapness  of  the  latter  method,  and  in  IddO 
procured  a  patent  in  which  the  stencil  is  tbrmed  by  writing  with  a  blunt 
stylus  upon  a  slab  containing  numerous  fine  perforating-points.  The 
electric  pen  has  been  superseded  by  the  mimeograph.  It  will  be  seen, 
therefore,  that  in  August,  1876,  the  field  was  extensively  occupied.  A 
pioneer  patent  was  out  of  the  question  in  this  art.  There  could  be  uo 
broad  claim  for  printing  with  a  paper  stencil,  semi-liquid  ink,  and  a 
roller.  Neither  could  there  be  a  broad  claim  for  a  puncturing  device. 
Both  were  old.  There  was  room  for  the  invention  of  a  practical  instru* 
ment  which  could  be  used  to  adapt  known  methods  to  the  reproduction 
of  autographic  writing;  but  the  discovery  of  this  instrument  does  not 
enable  the  inventor  to  levy  tribute  upon  the  entire  art.  Mr.  Edison  in- 
vented the  electric  pen.  For  this,  though  it  is  too  expensive  and  com- 
plicated to  be  of  great  practical  utility,  he  is  entitled  to  credit  The 
invention  was  not,  however,  of  such  a  character  as'  to  block  all  further 
progress.  Other  inventors  could  improve  on  him,  as  he  had  improved 
on  Huffman  and  Zuccato.  The  described  method  was  not  practiced,  be- 
cause no  convenient  practical  means  of  making  a  stencil  was  at  hand. 
It  was  not  because  the  world  was  ignorant  of  the  fact  that  ink  would  go 
through  holes  in  paper  when  rolled  with  a  printer's  type-roller.  The 
patentee  made  a  new  stencil  and  printed  from  it  by  the  old  method.  He 
now  seeks  to  prevent  others  who  also  invent  new  stencils  from  using  the 
same  old  method.  The  prior  art  and  the  express  language  of  the  speci- 
dcation  combine  to  restrict  the  claim  to  the  use  of  a  stencil  made  by 
the  electric  pen.  Unless  so  restricted,  the  claim  is  invalid;  if  so  re- 
stricted, the  defendant  does  not  infringe.  Eliminate  the  electric  pen 
and  very  little  is  left.  There  was  nothing  new  in  the  method  of  print- 
ing considered  apart  from  the  ingeniously- tbrmed  stencil.  Edison  could 
not  have  had  a  patent  in  1876  for  a  new  method  of  printing  if  the 
stencil  used  had  been  made  by  a  Boyd  or  Huffman  pen  or  a  common 
metallic  pin.  The  words  and  sentences  stabbed  out  by  the  McDonald 
machine  might  be  duplicated  by  passing  an  inked  roller — MetzePs  for 
instance— over  the  paper  without  infringing  the  patent  It  would  have 
required  no  exercise  of  the  inventive  faculties  to  do  this  in  1876.  The 
old  method  would  have  been  slightly  changed  to  meet  the  new  condi- 
tions ;  but  this  is  all.  The  process  of  printing  is  the  same,  whether  the 
type  used  is  Old  English,  German  text,  brevier,  or  long  primer.     If  n 
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Stencil  is  ased,  the  process  is  the  same  whether  the  ink  goes  through 
holes  which  represent  written  letters  or  holes  which  represent  Soman 
letters  or  embroidery-patterns.  The  method  is  the  same  no  matter  what 
is  copied*  Bat  it  is  said  that  if  the  patent  is  first  expanded  so  as  to  in- 
clude any  instrument  capable  of  making  a  stencil,  and  then  narrowed 
so  as  to  exclude  all  but  autographic  stencils,  the  defendant  may  be  held 
as  an  infringer.  The  claim  does  not  use  the  word  ^^  autographic,"  and 
it  would  seem  that  the  inventor  did  not  intend  so  to  restrict  his  inven- 
tion.  The  constmction.contended  for  by  the  complainants  would  enable 
a  person  to  escape  infringement  by  printing  Roman  characters  upon  his 
stencil,  instead  of  writing  thereon  in  his  own  proper  handwriting. 
Indeed,  it  would  make  tbe  apparatus,  when  used  without  license,  an  in- 
fringing or  non-infringing  one,  according  to  the  use  to  which  it  is  put. 
A  person  who  copied  a  letter  on  it  would  infringe  the  claim,  but  if  he 
copied  a  design  he  would  not  infringe.    The  name  of  the  defendant's 

machine  could  lawfully  be  copied  in  this  form,  L/L/<2  To//lC^^^ 

but  not  in  this,  ^--^^<3w<^iJ^^     The  words  "The  method 

herein  specified"  and  <^ substantially  as  set  forth"  should  not  be  ignored. 
The  only  method  described  by  which  the  sheet  of  paper  is  punctured 
with  numerous  small  holes  is  by  the  use  of  the  electric  pen.  To  permit 
any  puncturing  method  to  be  substituted  in  place  of  the  electric  pen 
would  be  to  give  the  claim  a  construction  which  invalidates  it  and 
which  is  not  warranted  by  the  proof.  The  claim,  when  properly  con- 
strued, is  not  infringed  by  the  defendant  His  method  is  as  follows : 
Hamboo-flber  paper  prepared  with  a  layer  of  wax  or  paraffine  is  laid 
upon  a  zinc  plate.  On  this  paper,  so  placed,  autographic  writing  or  any 
design  may  be  produced,  not  by  an  electric  pen,  for  the  hard  bed  would 
destroy  the  reciprocating  needle,  but  by  a  little  instrument  like  a  pen- 
holder, to  the  end  of  which  is  attached  a  diminutive  wheel  provided 
with  microscopic  corrugations  which  cut  little  slits  in  the  paper  as  it 
rolls,  being  forced  along  by  the  hand  of  the  writer.  For  this  instrument 
and  for  the  transfer  paper  patents  were  granted  to  David  Gestener, 
dated,  respectively,  November  28, 1882,  and  December  22,  1885.  The 
printing  from  the  stencil  thus  formed  is  done  jn  the  well-known  man- 
ner. The  ^'  Cyclostyle  "  of  the  defendant  shows  another  step  in  the  art. 
It  is  simple  and  comparatively  inexpensive.  It  is  as  much  an  improve- 
ment on  Edison's  method  as  that  was  an  improvement  on  What  pre- 
ceded it. 
The  bill  is  dismissed. 
2016  PAT 32 
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ITTnltod  StetM  Cffoait  Coarl-BMUra  INstiiel  of  TmntjUnl^} 

Mabtha  Washington  Creamery  Buttebsb  Flour  Oompany  of 
THE  United  States,  (Limited,)  v.  Martien. 

Decided  Fe^ruar^  15, 1809. 

47  O.  G.,  1488. 

IxjuivcnoN— Rights  of  Purchaser  of  Patrntbd  Machixs. 

The  purohaser  of  a  patented  machine  has  the  right  to  nee  the  niAchiiie  vntil 
worn  oot  in  the  manofactnre  of  the  product  it  is  designed  to  make,  and  sell  the 
same  in  the  market,  and  to  designate  it  by  label  or  otherwise  as  the  product  of 
the  invention. 

SxTR  motion  for  preliminary  injunction. 

Mr.  Walter  D.  Edmunds  for  the  complainant. 
Mr.  Horace  Pettit  for  the  defendant 

Butler,  J. : 

In  dispoeing  of  motions  for  preliminary  iqjanctions  it  is  not  oeaal  to 
assign  reasons  where  the  motion  is  disallowed.  To  avoid  misunder- 
standing, however,  in  this  case  it  is  proper  to  say  that  the  unanswered 
allegation  of  the  respondent,  (found  in  his  deposition,)  that  he  pur- 
chased machines  of  the  complainant's  predecessor,  Thorpe,  at  large  ex- 
pense, designed  for  the  manufacture  of  the  flour  raferred  to  in  the  bill 
and  suited  to  no  other  purpose,  stands  in  the  way  of  allowing  the  motion, 
without  reference  to  other  important  questions  raised  by  the  record  and 
presented  on  the  argument  It  does  not  appear  that  the  purchase  of 
these  machines  had  any  connection  with  the  contract  of  license  referred 
to  in  the  bill,  nor  that  their  use  was  subject  to  restriction  or  cevocation. 
On  the  contrary,  judging  by  what  is  before  me^  the  purchase  was  en- 
tirely inde})endent  of  this  contract,  and  conferred  the  same  rights  <m 
the  respondent  that  he  would  have  taken  had  no  such  contract  existed. 
These  rights  are  the  use  of  the  machines,  until  worn  out,  in  the  mana- 
facture  of  flour,  which  they  are  designed  to  make,  and  to  sell  the  same 
iu  the  market  This  flour  the  respondent  may  lawfhUy  represent  to  be 
the  flour  described  in  the  bill,  by  the  use  of  the  labels  and  otherwise. 
In  so  doing  be  imposes  on  no  one  and  transgresses  no  one^s  rights.  The 
privilege  of  using  the  label  originally  adopted  by  Thorpe,  tlieinventori 
extends  to  every  one  who  acquires  his  right  to  manufacture  and  vend 
the  flour.  These  labels  were  not  intended  to  designate  the  flour  manu- 
faetnred  by  the  inventqr  personally  or  any  particular  individuals  to 
whom  he  transfers  rights,  but  the  especial  kind  and  quality  of  flour 
covered  by  his  invention.  To  allow  the  motion  would,  thereforei  be 
improper. 

At  final  hearing  the  case  may  present  an  entirely  different  aspect  As 
at  present  presented,  the  complainant  might  possibly  be  entitled  to  an 
injunction  so  limited  and  confined  as  to  avoid  the  difilcul^  above 
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Stated.  This,  however,  I  have  not  felt  called  upon  to  consider  in  dis« 
po  ^iDg  of  the  motion  before  me.  I  would  suggest  the  propriety  of  pre- 
paring the  case,  as  well  as  the  two  others  pending,  intimately  oonneoted 
^  ith  it^  speedily,  for  final  hearing,  when  the  court  may  enter  a  decree 
Tith  thefhll  knowledge  of  all  facts  involved. 


[United  SUtM  Giraait  Court— BMtern  DUtriot  of  MiMoarl,  BMtom  DiTlslon.] 

Hbins  Bafbty  Boilbb  Company  v.  Sscith  Fbxd  Watsb  Hbatbb 
and  pubifisb  company. 

DeMa  FtbrumrM  IS,  1889. 

47  O.  O.,  1634. 

1.  CoNBTSUonoN  ov  Pativts— Combinations. 

In  0M6a  where  none  of  the  elements  of  a  combination  are  new  or  are  claimed 
•eparately  and  there  are  other  eimilar  kindred  combinations  in  use  the  erident 
tendency  of  late  decisions  is  to  limit  the  patentee  to  the  partionlar  form  of  the 
ratioiis  elements  composing  the  combination  shown  by  his  drawings. 

S.  HXINII^PUBIFISBS  FOB  FBSI>>WaTBR  FOB  SmAM-BonjUS. 

•    Applying  this  mle  to  Letters  Patent  No.  304»19S,  granted  Angast  26, 1884,  to 
Hermann  Heine,  for  pnriAers  for  the  feed- water  of  steam-boilers,  the  patent  Is 
not  infringed  by  a  deyice  differing  essentially  therefrom  in  construction. 
3.  Samb— Yauditt. 

If  the  claim  were  to  reeeiTc  a  broader  coostrnotion,  it  is  by  no  means  certain 
that  it  is  valid  and  oaght  to  be  sustained,  in  view  of  the*  state  of  the  art  when 
the  patent  issued. 

On  motion  for  preliininary  injunction. 

Patent  No.  804,195,  granted  Angast  26, 1884,  to  Hermann  Heine,  for 
puriflers  for  the  feed-water  of  gteam-boilers. 

Mr.  Paul  BakewM  for  the  complainant. 

Meur:  Lee  A  ElUs  and  Mesere.  Fowler  dk  Fowler  for  the  defendant. 

Thateb,  J.: 

From  the  affidavits  and  other  moving  papers  on  file  in  support  of  the 
niotion,  the  following  facts  appear  and  are  substantially  admitted,  or  at 
least  are  not  denied,  to  wit:  First,  that  defendant  has  been  pnblicly  faan* 
ufaoturing  the  alleged  infringing  device  for  heating  and  purifying  feed- 
water  introduced  into  steam-boilers,  for  the  space  of  two  and  one-half 
years,  at  St.  Louis,  Mo.,  or  in  its  immediate  vicinity;  second,  that  com- 
plainant's chief  olftce  and  place  of  business  in  the  meantime  has  been 
located  in  said  city;  third,  that  defendant's  device  is  now  in  use  on  at 
least  sixteen  different  railroads  throughout  the  United  States,  which 
companies  are  of  course  guilty  of  infringement  if  defendant  is  guilty ; 
fourth,  that  the  published  directions  for  the  use  of  its  device,  heretofore 
issued  by  the  defendant,  show  that  its  purifier  is  located  below  the  nor- 
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mal  water-line,  and  its  location  in  that  position  seems  to  be  the  chief  mat- 
ter complained  of  by  the  complainant;  fifth,  that  complainant  had  been 
aware  of  the  alleged  acts  of  infringement  for  at  least  six  mouths  prior  ta 
the  filing  of  its  complaint,  if  not  longer;  sixth,  that  defendant's  sole  bns- 
iness  consists  in  mannfactnring  its  device  merely  as  an  attachment  to 
steam-boilers,  and  that  it  has  a  large  number  of  men  employed^  and  many 
outstanding  contracts  npon  which  it  is  liable  to  a  large  amount,  while 
complainant's  chief  business  is  the  manufacturer  and  sale  of  the  Heine 
patent  steam-boiler,  of  which  the  mud  drum  or  water-purifier  that  is  said 
to  be  infringed  is  only  a  secondary  feature;  seventh,  that  an  injunction 
if  awarded  would  arrest  the  defendant's  entire  business,  and  would  work 
great,  if  not  irreparable,  mischief  if  it  turns  out  that  the  rights  asserted 
by  it  (the  defendant)  are  valid ;  eighth,  that  defendant's  water-purifler 
is  itself  a  patented  device,  and  that  several  patents  have  heretofore 
been  granted  for  various  muddrums  or  purifiers  located  in  the  interior 
of  steam-boilers  of  a  kindred  character  to  those  involved  in  this  contro- 
versy, some  of  which  antedate  complainant's  patent;  ninth,  that  thus 
far  there  has  not  been  a  single  adjudication  upholding  the  validity  of 
the  second  claim  of  complainant's  patent,  on  which  this  application  is 
based,  nor  a  single  acyudication  determining,  if  valid,  the  scope  of  the 
claim,  or  whether  it  will  bear  the  broad  construction  contended  for  and 
that  must  be  conceded  to  it  if  the  defendant's  device  is  held  to  be  a 
violation  of  the  same. 

I  may  further  add  that  it  is  not  even  suggested  that  defendant  is 
irresponsible  or  liable  to  become  so,  and  that  it  will  not  be  able  to  re^ 
spond  for  the  probable  amount  of  damage  inflicted  if  complainant  is 
successful  on  final  hearing.  Nor  does  it  seem  at  all  likely  that  the  acts 
complained  of  will  seriously  affect  complainant^s  business  in  the  mean- 
time, inasmuch  as  the  Heine  steam-boilers  that  it  makes  have  primary 
merits,  which  probably  create  the  chief  demand  for  the  same,  other  than 
the  particular  mud-drum  attachment  that  is  said  to  have  been  intringed. 

That  complainant  is  engaged  in  i^utting  its  mud-drum  or  purifier  in 
other  boilers  than  the  Heine  boiler,  and  that  defendant  comes  into  direct 
competition  with  it  in  that  line  of  business,  is  not  pretended.  Under 
the  circumstances,  therefore,  I  apprehend  that  even  complainant's  coun- 
sel will  concede  that  an  injunction  at  this  time  or  other  equivalent 
preliminary  order  would  not  be  warranted  unless  the  infringement  com- 
plained of  is  palpable. 

The  claim  of  complainant's  patent  that  is  said  to  have  been  infringed 
in  this  instance  is  what  is  known  as  a  combination  claim. 

lolaim  [sayB  the  pantontee]  the  oombination,  with  the  apper  aheU  or  circalating 
drum  of  a  water-tabe  steam-generator,  of  a  mad-dram  moanted  within  said  circalat- 
inK-drnro,  below  the  normal  water-line,  the  feed  and  ontlet  passAjo^s  being  at  the 
same  end  of  the  mad-drum,  so  that  the  carrent  is  opposed  to  the  feed-cnrrent,  and  is 
deflected  backward  by  the  upward  current  in  the  water-leg.  ^  . 

Neither  element  of  the  combination,  not  even  tlie  mud^drum  itself,  is 
claimed  separately  as  being  novel  and  patentable.    In  cases  where  none 
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of  the  elements  of  a  oombfnation  are  new  or  are  claimed  separately,  and 
there  are  other  similar  or  kindred  combinations  in  use,  the  evident  ten- 
dency of  late  decisions  is  to  limit  the  patentee  to  the  particnlar  form  of 
the  various  elements  composing  the  combination  shown  by  his  drawings. 
If  sach  a  rale  is  applied  in  the  present  case,  defendant's  purifier  does  not 
infringe,  becausd  it  differs  very  essentially  iu  construction  from  com- 
plainant's mad-drom,  having  a  diaphragm  dividiiig.it  into  an  upper  and 
lower  section^  which  compels  the  feed- water  to  flow  through  its  entire 
length  and  then  backward  before  entering  the  boiler  proper,  whereas 
complainant^s  mud-drum  is  not  so  divided ;  and  it  may  be  questionable 
whether  it  (complainaut's  mnd-drum)  compels  such  a  perfect  circulation 
of  water  within  the  purifler  and  consequent  deposit  of  sediment. 

It  is  only  by  giving  the  second  claim  of  complainant's  patent  a  con- 
struction that  would  make  it  cover  all  possible  forms  of  mud-drums 
mounted  inside  of  steam-boilers  below  the  normal  water-line,  and  that 
receive  and  discharge  feed-water  at  the  same  end,  that  defendant's 
purifier  can  be  said  to  be  an  infringement  of  the  claim. 

It  does  not  appear  to  me  to  be  clear  that  the  claim  in  question  should 
receive  such  a  broad  construction,  or  if  that  is  the  necessary  construc- 
tion of  the  claim  ii  is  by  no  means  certain  that  the  claim  is  valid  and 
ought  to  be  sustained  in  view  of  the  state  of  the  art  when  the  patent 
wa«  issued.  I  shall  reserve  both  of  these  questions  for  more  thorough 
investigation  on  final  bearing.  It  is  sufficient  to  say  now  that  complain- 
ant'8  right  is  not  so  palpable  as  to  warrant  au  injunction  or  au  order  to 
give  bond.  I  will  enter  an  order  requiring  the  defendant  to  file  in  this 
court  quarterly,  until  final  hearing,  a  report  of  thf^  number  of  purifiers 
by  it  manufactured  and  placed  in  steam-boilers  under  the  Smith  patent. 
That  is  as  far  as  I  think  it  necessary  or  proper  to  go  at  this  time. 


flTiilted  StotM  Cirouit  Courtr-BMteni  Dktriot  of  Miasoari,  Bantern  OiTislon.] 

HUBEB  BT  AL.  V.  N.  O.  NELSON  MANUFACTURINO  COMPANY. 

Veeided  May  35,  1889. 
47  O.  G.,  1732. 

1.  Limit  of  Power  of  Commissioner  of  Patrxts  under  Section  4887  Revised 

Statutes  of  the  UinTED  States  to  Issue  Ijetters  Patent  for  an  Invention 

Previously  Patented  in  a  Foreign  Country. 

Section  4887  of  the  Revitted  Statutes  of  the  United  States  so  limits  the  power 
of  the  Commissioiier  of  Patents  that  where  an  invention  has  been  patented  in  a 
foreign  oonntry  he  cannot  iawftilly  issue  an  American  patent  for  the  same  in- 
veDtion  for  a  term  to  extend  beyond  the  actual  duration  of  the  life  of  the  foreign 
patent. 

2.  Sams— An  American  Patent  cannot  be  Lawfully  Issued  aftsr^re  Lapse 

of  a  Foreign  Patent  for  the  same  Invention.  it  bf^i  hv  LtOOQ  I C 

LettenPatent  of  the  United  States  granted  after  a  foreign  patent  for  the  same 
invention  had  lapsed  and  become  null  and  void  by  reason  of  the  non-payment  of 
AfltoniD  dutv.  BOd.  manted  without  anthoritv  of  law  and  void. 
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3.  Limitation  of  ▲  Unttbd  States  Patbjtt  undxb  Sbotion  4887. 

The  termination  of  a  foreign  patent  prior  to  the  time  specified  on  the  face  of  the 
grant  by  the  failore  of  the  patentee  to  comply  with  some  requirement  of  the  for- 
eign law  has  the  effect  of  terminating  a  subsequently  issued  American  patent  for 
the  same  invention. 

4.  Reissubd  Lbttkrs  Patent— Inadvertence,  Accident,  and  Mistake— Sbotion 

4916  RbYISED  STATfTTES  OF  THE  UNITED  STATES. 

A  patent  for  an  in  vent  ion  cannot  be  reissued  for  the  mere  purpose  of  enlarging 
the  claim,  unless  there  has  been  a  clear  mistake  inadvertently  committed  in  word- 
ing the  claim. 

5.  Same— Decision  of  Commissioner  of  Patents  not  Final. 

A  finding  of  the  Commissioner  of  Patents  as  to  an  original  patent  being  inoper- 
ative by  reason  of  inadvertence,  accident,  or  mistake  may  be  reviewed  in  a  suit 
for  infringement,  at  least  to  the  extent  of  determining  whether  as  a  matter  of 
law  what  was  described  and  alleged  to  be  a  mistake  was  such  a  mistake  as  will 
warrant  a  reissue. 

6.  Same. 

Where  an  applicant,  desiring  to  secure  a  patent  on  a  combination  of  old  mechan- 
ical devices,  included  a  certain  element  in  each  claim  because  he  thought  it  nec- 
essary to  the  usefulness  of  the.  machine  as  a  whole,  and  after  the  grant  of  his  pat- 
ent another  patent  for  a  similar  machine  was  granted  with  claims  which  he 
thought  broader  than  his  own,  and  in  order  to  invalidate  said  second  patent  the 
first  patentee  applied  for  and  obtained  a  reissue  with  dai/ns  so  broad  that  they 
substantially  claimed  as  a  separate  device  one  of  the  original  elements  which  was 
old,  Held  that  there  had  been  no  such  inadvertence,  accident,  or  mistake  as  to 
warrant  a  reissue  and  that  said  broadened  claims  were  Toid. 

Mr.  Paul  Bakewell  and  Mr.  Arthur  8.  Broum  for  the  oomplainants. 
Messrs.  Taylor  &  Pollard  and  Mr.  Benjamin  F.  Bex  for  the  defendant. 

STATEMENT  OF  THE  CASE. 

This  was  a  bill  filed  to  restrain  the  infringement  of  Letters  Patent 
'So.  260,232,  issued  Jane  2, 1882,  to  Henry  Huber,  assignee  of  Peters  and 
Donald,  as  well  as  to  restrain  the  infringement  of  Reissued  Letters  Pat- 
ent No.  10,826,  issued  April  19,  1887,  to  James  E.  Bo^le.  Both  patents 
are  for  improvements  in  sanitary  water-closets. 

Huber  is  owner  of  Patent  No.  260,232,  and  sole  licensee  under  Reis- 
sued Letters  Patent  No.  10,826. 

Thayer,  J.  : 

This  case  has  been  elaborately  argued.  Following  the  course  that 
was  pursued  by  counsel  in  the  argument,  the  first  question  for  consider- 
ation is  whether  Letters  Patent  No.  260,232,  issued  to  Henry  Huber  as 
assignee  of  Peters  and  Donald,  are  valid. 

The  facts  in  the  light  of  which  that  question  must  be  determined  are 
not  disputed.  Peters  and  Donald  are  residents  of  Great  Britain.  They 
secured  a  patent  in  England  on  April  7, 1874,  for  the  same  invention 
covered  by  American  Letters  Patent  No.  260,232.  On  April  7, 1881,  the 
English  patent,  by  virtue  of  English  laws,  became  null  and  void  on 
account  of  the  failure  of  the  patentees  to  pay  the  stamp  duty  of  £lW 
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which  became  dae  on  the  patent  on  that  day.  On  November  29, 1881, 
they  filed  an  application  for  a  patent  for  the  same  invention  in  the 
United  States,  and  a  patent  was  subsequently  granted  to  Henry  Hnber 
as  tiieir  assignee  on  June  27, 1882.  Peters  and  Donald  appear  to  have 
assigned  all  their  interest  in  the  invention  for  a  nominal  consideration 
to  J.  E.  Boyle  on  the  27th  of  October,  1881,  some  (six)  months  after  the 
English  patent  had  lapsed  and  become  void,  and  Boyle  in  turn  assigned 
his  interest  to  Iluber,  November  26,  1881.  Can  a  pateut  issued  under 
such  circumstances  be  sustained  &s  a  valid  grant  f 

The  precise  question,  so  far  as  I  am  aware,  has  never  been  decided 
in  a  case  arising  under  the  twenty-fifth  section  of  the  act  of  July  8, 1870, 
now  section  4887  Revised  Statutes  of  the  United  States.  In  several 
cases,  however,  where  a  foreign  patent  had  been  issued  for  a  given  term 
expressed  on  the  face  of  the  grant,  but  with  a  privilege  under  the  for- 
eign law  of  being  extended  for  a  further  period,  the  question  has  arisen 
whether  the  life  of  the  subsequent  American  patent  was  limited  by  the 
term  expressed  on  the  face  of  the  foreign  patent  in  force  when  tht^ 
American  patent  was  issued,  or  whether  the  American  patent  continued 
during  the  actual  existence  of  the  foreign  pate:it,  the  same  having  been 
extended  or  renewed.  {Beissner  v.  Sharp^  16  O.  G.,  335;  Bate  Refriger- 
ating Go.  V.  QilUtt^  22  O.  O.,  1205, 13  Fed.  Bep.,  553;  Gramme  Electrical 
Co.  V.  Arron  A  HooMMUsen  Electrical  Oo.j  25  O.  G.  193, 17  Fed.  Rep.,  838.) 

In  another  class  of  cases  the  question  has  ai*isen  whether  the  termina- 
tion of  a  foreign  patent  prior  to  the  time  specified  on  the  face  of  the 
grant  by  the  failure  of  the  patentee  to  comply  with  some  requirement 
of  the  foreign  law  has  the  eit'ect  of  terminating  a  subsequently  issued 
American  patent  for  the  same  invention.  {Paillard  v.  Bruiio^  38  O.  G., 
900,  29  Fed.  Rep.,  864;  Bate  Refrigerating  Co.  v.  Gillett,  40  O.  G.,  1029, 
31  Fed.  Rep.,  809;  Holmes  Electrical  Protective  Co.  v.  Metropolitan  Burg- 
lar  Alarm  Co.,  28  O.  G.,  1189,  21  Fed.  Rep.,  468.) 

The  decision  of  all  tlie  circuit  courts  in  the  cases  above  mentioned 
proceeded  consistently  upon  the  theory  first  outlined  by  Mr.  Justice 
Olipfoed  in  Henry  v.  Providence  Tool  Co.,  (14  O.  G.,  855,  3  Ban.  & 
Ard.,  501,)  a  case  in  which  the  Court  was  dealing  with  an  American 
patent  granted  after  an  English  patent  that  had  been  extended  for  four 
years  after  its  expiration  by  special  order  of  the  crown.  The  theory 
thus  ontlined  was,  in  substance,  that  every  American  patent  ought  to 
run  for  a  definite  period  tliat  may  be  ascertained  as  soon  as  the  patent 
issues,  and  that  Congress  did  not  intend  by  section  4887  of  the  lievised 
Statutes  that  patents  should  be  granted  for  an  uncertain  period.  In 
accordance  with  that  view  it  was  held,  in  substance,  in  Henry  v.  Provi- 
dence Tool  Co.,  and  in  the  subsequent  decisions,  that  the  life  of  an  Ameri- 
can patent,  subject  to  the  provisions  of  section  4887,  is  limited  by  the 
term  expressed  on  the  face  of  the  prior  foreign  patent  having  the  short- 
est term,  and  that  the  existence  of  the  domestic  patent  when  issued  is 
not  affected  by  any  events  that  sub*ioquently  shorten  or  prolong  the  life 
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Three  of  the  case9  above  cited  were  expressly  oyerniled  by  the  United 
States  Supreme  Goart  in  Bate  Refrigerating  Co.  v.  Hammond  ei  oL,  (46 
O.  G.,  689,  ante  330, 129  U.  S.,  151,)  and,  in  my  jadgmoDt,  the  decision  in 
that  case  overtorns  as  well  the  principle  on  which  the  other  circuit  ooort 
decisions  were  predicated. 

The  Supreme  Court  has  clearly  discarded  the  doctrine  that  an  Ameri- 
can patent  must  necessarily  have  a  fixed  term  which  may  be  definitely 
ascertained  at  the  time  Letters  Patent  are  granted  by  holding  (as  in  the 
cases  cited)  that  the  duration  of  an  American  patent  is  dependent  upon 
circumstances  that  affect  the  duration  of  the  foreign  monopoly.  Thus 
the  Court  say: 

Under  section  4887,  although  •  *  «  the  United  States  patent  may  on  its  faee 
run  for  17  years  from  its  date,  it  is  to  be  so  limited  by  the  oonrts  as  matter  to  be 
adjudicated  on  evidence  in  pais  as  to  expire  at  the  same  time  with  the  foreign  patent. 

A  ud  again : 

Under  this  yiew  the  time  ot  the  expiration  of  the  foreign  patent  may  be  shown  by 
evidence  is  pais  whether  the  record  of  the  foreign  patent  itself  shows  its  dnratioo,  or 
other  proper  evidence,  and  it  is  no  more  objectionable  to  show  the  time  of  the  ex- 
piration of  the  foreign  patent  by  giving  evidence  of  extensions  snch  as  these  in  the 
present  case,  and  thus  show  the  time  when  by  virtue  of  snch  extensions  the  United 
States  patent  will  expire. 

Ill  accordance  with  such  views  the  court  held  that  although  an  Ameri- 
can patent  had  been  granted  subsequently  to  the  issuance  of  a  Canadian 
patent,  which  on  its  face  purported  to  be  a  grant  for  the  period  of  five 
years  yet  that  the  American  patent  did  not  expire  attheend  of  five  years* 
limited,  inasmuch  as  the  patentee,  in  compliance  with  Ganailian  law, 
obtained  an  extension  of  the  foreign  patent  for  two  additional  terms  of  five 
years  each  after  the  grant  of  the  American  patent.  The  arguments  used 
in  the  course  of  that  decision  lead  logically  to  the  conclusion  that  United 
States  Letters  Patent  issued  subject  to  the  provisions  of  section  4887 
remain  in  force  no  longer  than  the  foreign  patent  having  tlie  shortest 
term:  that  the  life  of  the  domestic  patent  is  measured  by  the  actual 
duration  of  the  foreign  patent,  and  may  he  abridged  as  well  as  length- 
ened by  circumstances  which  operate  under  the  foreign  law  to  abridge 
or  lengthen  the  foreign  monopoly. 

When  it  is  conceded  that  it  is  not  essential  that  the  life  of  an  Ameri- 
can patent  shall  be  absolutely  fixed  at  its  inception,  as  by  the  term 
expressed  on  the  face  of  the  foreign  grant  having  the  shortest  terra,  but 
may  extend  beyond  that  period  in  cousegnence  of  the  extension  of  the 
foreign  patent  by  acts  in  pais  done  by  the  patentee  in  compliance  with 
the  foreign  patent  law,  that  is  a  concession  that  the  duration  of  the 
domestic  patent  is  dependent  in  one  respect  on  the  life  of  the  foreign 
patent,  and  if  dependent  upon  it  in  one  respect  it  ought  to  be  regarded 
as  dependi'ut  upon  it  in  all  respects.  At  all  events,  if  acts  done  by  the 
patentee  in  conformity  with  the  foreign  law  operate  to  extend  the  for- 
eign patent  beyond  the  term  specified  on  the  face  of  the  original  grant, 
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and  thereby  to  prolong  the  American  patent,  by  parity  of  reasoning  an 
omission  to  do  acts  required  by  the  foreign  law  which  works  an  abso- 
lute forfeiture  of  the  foreign  grant,  oaght  to  extinguish  the  domestic 
patent. 

No  valid  reason  can  l>e  assigned,  I  apprehend,  why  the  omission  ot 
acts  required  to  be  done  by  the  foreign  law  in  order  to  preserve  the  life 
of  the  foreign  patent  should  have  no  effect  on  the  duration  of  an  Amer- 
ican patent  issued  under  section  4887  so  long  as  acts  done  by  the  pat- 
entee in  compliance  with  the  foreign  law  are  allowed  to  give  the  Amer- 
ican patent  a  duration  that  it  would  not  otherwise  have.  The  whole 
controversy  seems  to  hinge  on  the  question  whether  the  term  of  the 
domestic  patent  is  fixed  at  its  inception  by  the  term  expres^icd  on  the 
face  of  the  shortest  foreign  patent,  or  whother  the  life  of  the  American 
patent  may  be  an  extent  uncertain  and  is  subject  to  contingencies  affect- 
ing  the  life  of  the  foreign  patent.  The  Supreme  Court  of  the  United 
States  appears  to  have  adopted  the  latter  view.  It  follows,  of  course, 
that  if  the  true  construction  of  section  4887  is  that  a  patent  subject  to 
iU  provisions  becomes  void  when  the  foreign  patent  lapsesi^in  other 
word8,  if  the  life  of  the  domestic  patent  is  dependt^nt  ui>on  tliat  of  the 
foreign  patent — then  the  (3ommi8Hioner  of  Patents  lias  no  authority 
under  section  4887  to  issue  American  letters  after  the  foreign  patent 
Lus  ceased  or  dcteniiiued. 

It  wuoldihardly  be  contended,  I  suppose,  that  the  CoinmLssiuuer  of 
Patents  would  l>eautlu>rized  to  grant  a  monopoly  of  an  invention  after 
an  event  has  occurred  that  in  law.  determines  the  duration  ot  the 
monopoly,  an<l  which  event,  if  it  hadoccurre  »  after  the  i^nuit  was  made 
instead  of  before,  would  at  once  have  rendered  the  same  void. 

Coinniissiouer  Fisher  in  the  case  of  Mmliet^  (2  Com.  Dec.,  lOG,)  shortly 
alter  the  passage  of  the  act  of  July  8,  1870,  held  that  section  4687  was 
inteudt'd  to  allow  foreign  inventors  to  secure  a  monopoly  of  th«»ir  inven- 
tions in  this  country  after  they  had  been  patented  abroad,  but  only  for 
so  long  a  period  as  the  foreign  monopoly  continued j  and  that  to  a  casual 
reader  would  seem  to  be  the  obvious  purpose  of  the  statute.  The  last 
clause  of  the  section — 

bat  every  patent  granted  for  an  invention  which  has  been  previously  patented  iu  a 
foreign  country  HhaU  be  so  limited  as^to  expire  at  the  same  time  with  the  foreij^u 
patent,  etc. — 

presupposes,  as  I  think,  that  there  is  a  foreign  patent  in  force  when  the 
American  patent  issues^  the  actual  existence  of  which  foreign  patent  is 
to  determine  the  duration  of  the  domestic  patent.  If  there  is  no  such 
foreign  patent  in  force  when  the  American  patent  issues,  but  a  foreign 
patent  has  been  theretofore  granted  for  the  invention  and  it  has  lapsed 
and  become  void,  there  is  no  authority  in  law,  in  my  opinion,  for  the 
American  grant. 

The  result  is  that  the  Peters  and  Donald  patent  is  adjudged  to  be  void. 

Second.  The  next  question  concerns  the  validity  of  reissued  Letters 
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Patent  Xo.  10,826,  issued  >to  James  B.  Boyle,  April  19,  18S1,  and  the 
facts  on  which  that  controversy  depends  are  substantially  undisputecl. 
The  original  paU^nt  on  which  the  reissue  was  obtained  was  numbered 
291,130,  and  was  dated  January  1,  1884.  In  the  construction  of  the 
flushing  apparatus  or  water-closet  covered  by  the  original  letters  Boyle, 
the  inventor,  employed  what  is  commonly  called  an  *<  injector"  to  ex- 
haust the  air  confined  between  two  traps  located  beneath  the  bowl  or 
seat  of  the  <<  flushing  apparatus.''  The  apparatus  was  so  arranged  that 
when  in  use  water  falling  through  a  pipe  from  the  water  tanks  or  reser- 
voir into  the  bowl  passed  by  the  mouth  of  the  "  injector,"  which  was 
connected  by  a  pipe  with  the  confined  air-chamber  between  the  traps, 
and  by  the  operation  of  a  well-known  principle  tended  to  exhaust  the 
air  ami  to  create  a  Vacuum  in  such  chamber,  the  purpose  of  creating  a 
vacuum  being  to  induce  a  more  powerful  outflow  of  water  from  the  bowl 
through  the  traps  and  into  the  soil-pipe  by  the  aid  of  atmospheric  press* 
ure  on  the  surface  of  the  water  in  the  bowl. 

The  idea  of  constructing  a  water-closet  or  flushing  apparatus  with 
double  traps  underneath  the  seat  and  a  confined  air-chamber  between 
the  same,  from  which  the  air  might  be  withdrawn  when  the  closet  was 
used,  80  as  to  induce  a  more  powerful  outflow',  was  not  novel.  The 
same  method  of  construction  was  shown  in  the  Peters  and  Donald  pat- 
ent before  mentioned ;  but  Peters  and  Donald  employed  a  different  de- 
vice to  exhaust  the  air  between  the  traps.  Although  injectors  and  the 
principle  upon  which  they  operate  were  well  known,  antl  although  they 
were  in  use  for  various  purposes,  it  may  be  conceded  that  Boyle  was 
the  first  to  employ  them  in  the  construction  of  a  flushing  apparatus  or 
water-closet.  Being  an  old  device,  he  could  not  claim  the  injector,  in- 
dependently or  otherwise,  than  in  connection  with  other  devices  form- 
ing a  part  of  his  improved  sanitary  water-closet.  The  first  and  most 
important  claim  in  the  original  Letters  Patent  was  for — 

A  Unsbing  apparatas  consistiug  of  a  reservoir-tauk,  a  fiushiug-chaiuber  adapted  to 
be  filled  therefrom,  a  valve  controllin«j  the  admission  of  water  from  naid  tank  to  said 
chamber,  a  snction-iujector  arranged  beneath  the  outlet  from  said  ohaniber,  a  tlnsh- 
iDg-pipe  leading  from  said  injector,  and  a  suction  or  air  pipe  commanicating  with 
said  injector,  all  combined  *  •  •  substantially  as  set  forth,  whereby  the  water 
in  escaping  from  said  chamber  into  the  linshiug-pipe  traverses  said  injector  and  sucks 
air  from  said  suction-pipe. 

It  will  thus  be  seen  that  the  injector  was  one  of  six  elements  in  the 
combination  covered  by  the  first  claim  of  the  original  Letters  Patent,  No. 
291,139. 

On  January  21, 1S85,  Boyle  made  application  for  a  reissue,  stating  in 
substance  in  his  application  therefor  that  his  patent  was  ^'  inoperative 
to  protect  the  invention  intended  to  be  covered  by  it,"  because  the  prin- 
cipal claims  in  said  patent  were  defective  or  insufficient,  in  that  they 
appear  to  be  limited  to  combinations  embodying  the  flushing-chamber 
as  an  essential  element,  whereas  that  chamber  was  not  essential  to  his 
invention  in  its  generic  features;  that  he  believed  he  had  introduced  a 
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new  principle  for  operating  double-trapped  siphon-closets — namely,  that 
of  producing  a  vacuum  by  causing  falling  flushing- water  to  act  as  an 
injector ;  but  ^<  that,  through  inadvertence  or  mistake  of  judgment^ 
his  claims  were  drawn  with  less  breadth  than  his  specifications,  and  did 
not,  a«  they  should,  cover  broadly  the  application  of  such  principle ;  '^ 
that  <^  such  inadvertence  or  mistake  arose  by,  and  in  consequence  of,  a 
misunderstanding  between  the  inventor  and  his  patent  solicitor,"  and 
by  reason  of  the  inventor's  want  of  familiarity  with  the  technical  mean- 
ing of  the  language  used  in  patent  claims. 

It  is  admitted  that  the  idea  of  obtaining  a  reissue  was  suggested  by 
the  granting  of  Letters  Patent  No.  :^8,358,  to  Frank  B.  Hanson,  under 
date  of  November  25, 1884,  for  an  improvement  in  water-closets,  which 
latter  patent  by  one  of  its  claims  covered  a  flushing  apparatus,  the  same 
substantially  as  that  described  in  the  first  claim  of  the  Boyle  patent 
above  set  forth,  omitting  only  the  "  flushing-chamber." 

Boyle's  sole  purpose  iu  asking  for  a  reissue  was  confessedly  to  elim- 
inate the  '*  flushing-chamber"  as  a  constituent  element  of  the  combina- 
tion covered  by  certain  claims  of  his  original  patent,  particularly  the 
first  claim.  In  other  words,  he  desired  to  recast  his  claims,  so  as  to 
obtsiin  a  patent  for  a  flushing  apparatus  like  that  described  above  in 
the  first  claim,  minus  the  flushing-chamber, 

A  reissue  was  eventually  granted  in  accordance  with  such  desire. 
A  claim  was  allowed  in  the  reissued  letters  for —  ' 

A  flnshiDg  apparatus  •  *  •  cousisting  of  the  combination  of  a  reaervoir-tankf 
a  flashing-valve  controlling  the  outlet  thereof,  a  flashing-pipe  for  conveying  water 
therefrom  to  the  howl  of  the  clo*»t,  a  snction-ii^ontor  nrranged  in  connoctlon  with 
said  pipe,  and  to  be  traversed  by  the  desoending  flushing- water,  and  a  suction  pipe 
in  connection  ^ith  said  injector,  wheruby  tbo  water  in  flowing  from  said  tank  down- 
ward through  the  tiiittbing-plpe  travertse8  said  injector  and  sucks  the  air  from  said 
suction-pipe. 

The  effect  was  clearly  to  expand  tbe  claims  of  the  original  patent  by 
as  much  as  the  addition  of  the  fiushiug-chamber  to  the  combinations 
claimed  in  the  original  ]>atent  had  served  to  limit  them.  (Pattee  Flow 
Co.  v.  Kingman,  ante  357, 129  C.  S.,  294.) 

Notwithstanding  tbe  expansion  of  the  claims  in  the  reissue,  it  is 
strenuously  insisted  that  the  main  feature  of  Boyle^s  tiashin;;  appa- 
ratus (that  which  was  essentially  novel)  consisted  in  the  use  of  an  in- 
jector oi)orated  by  falling  llusLing-water  to  pump  air  from  between  the 
two  traps;  that  such  fact  was  clenrly  shown  and  commented  upon  in 
the  original  specification;  that  the  tiushing-chamber  was  not  essential' 
to  the  operation  of  that  device,  a  single-reservoir  tank  being  sufficient 
for  that  purpose;  that  by  inadvertence  or  mistake  a  non-essential  lim- 
itation was  put  upon  the  claims  of  the  original  patent  that  covered  the 
injector  device;  that  in  consequence  thereof  the  original  patent  was 
inoperative  to  fully  secure  the  invention  intended  to  be  claimed,  and 
that  the  patent  was  for  such  reasous  nroperly  reissnetl,_it  bejng  a  case 
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where  the  claims  have  simply  been  altered  to  eover  more  accurately 
the  inventiou  described  in  the  original  specification. 

Some  of  these  propositions  require  careful  consideration;  and  in  the 
first  place  it  will  be  well  to  understand  clearly  what  is  meant  by  the 
assertion  that  the  original  patent  was  ^^iwperaHve  to  protect  the  invem- 
tion  intended  to  be  covered  by  if 

The  original  patent  certainly  protects  the  flushing  apparatus  that 
was  claimed  as  a  whole  in  the  firsc  claim  and  carefully  described  in  the 
drawings.  It  also  protects  all  the  combinations  claimed  in  the  several 
olaims  of  the  original  patent  It  was  not  necessary  to  change  a  word 
in  the  specification  or  alter  a  line  in  the  drawing  to  fully  secure  the 
apparatus  so  claimed,  and  it  appears  that  that  was  the  identical  flush- 
ing apparatus  or  water-closet  which  the  patentee  intended  to  manufact- 
ure and  that  his  licensee  is  now  foanufacturing.  It  cannot  be  said, 
therefore,  that  the  original  patent  was  <'  inoperative  and  invalid^  in  the 
sense  that  what  the  patentee  claimed  and  intended  to  manufacture  he 
cannot  hold  in  consequence  of  the  original  specifications  being  either 
*<  defective  or  insufficient."  In  the  light  of  these  facts,  when  the  pat- 
entee asserts  that  the  original  patent  was  <*  inoperative,"  no  more  is 
meant  than  that  a  particular  combination  of  parts  might  have  been 
claimed  originally  (and  possibly  would  have  been  allowed)  that  was 
not  claimed,  and  that  the  original  patent  was  inoperative  to  protect 
that  particular  combination  because  no  right  to  protection  was  as- 
serted. 

Now,  even  conceding  for  the  purpose  of  the  decision  that  the  original 
patent  was  ^^  inoperative  "  in  the  sense  in  which  that  word  is  used  in 
section  4916  of  the  Revised  Statutes,  which  authorizes  a  reissue,  the 
question  remains  whether  the  failure  of  the  inventor  to  claim  what  the 
original  patent  does  not  protect,  because  it  was  not  claimed,  was  due 
^'  to  inadvertence,  accident,  or  mistake"  in  the  sense  of  the  statute. 

All  of  the  evidence  that  was  before  the  commissioner  tending  to  show 
inadvertence  or  mistake  (such  as  the  affidavit  of  the  inventor  and  his 
solicitor  and  other  documents)  was  offered  by  the  complainants  in  the 
present  case,  and  was  supplemented  by  some  additional  testimony. 

Under  such  circumstances  I  understand  the  law  to  be  that  the  court 
may  review  the  finding  of  the  commissioner  on  the  point  that  the  orig- 
inal patent  was  inoperative  by  reason  of  inadvertence  and  mistake,  at 
least  to  the  extent  of  determining  whether,  as  a  matter  of  law,  what 
was  described  and  alleged  to  be  a  mistake  is  such  a  mistake  as  will 
warrant  a  reissue.  {Miller  v.  Brass  Co.j  104  TJ.  S.,  355;  Leggett  v.  Avery^ 
101  U.  S.,  256;  Mahn  v.  Farwood,  112  U.  8.,  359 ;  Coon  v.  Wihon,  113 
U.  S.,  277 ;  Turner  &  Seymour  Co.  v.  Davis  Co.j  111  U.  S.,  319.) 

In  his  affidavit  filed  with  the  commissioner,  Mr.  Frazer,  the  solidtor 
who  obtained  Boyle's  original  patent  as  well  as  the  reissue,  describes 
the  mistake  alleged  to  have  been  committed  by  him  and  the  patentee 
as  tersely,  perhaps,  as  it  is  anywhere  described.    He  says :      ^ 
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Deponent  dearly  andentood  that  the  invention  in  qneetion  introduoed  a  new  prin- 
oiple  in  water-olo«et  floahing  apparatus— that  of  exhausting  the  air  by  means  of  an 
injector— and  so  described  the  invention  in  the  specification;  but  that  in  drawing 
the  claims  he  inadTcrtently  incorporated  the  flushing  apparatus  as  an  element  therein, 
hHmg  at  ih€  Ums  under  the  impreeeUm  the  said  ftarhiHg-chamber  woe  eseential  to  the  opera, 
Hon  ofjke  Utventioii,  wkereae,  infaet,  <As  $aid chamber  i$  eeeoniial  only  to  the  operatkenets 
of  the  device  Jor  producing  the  a/torwaeh  for  refilling  the  bowl,  which  detfieee  ars  claimed 
ipeoyicallif  in  claim  4  of  eaid  patent. 

It  will  be  observed  that  the  mistake  tbas  described  by  Mr.  Frazer 
consisted  in  his  being  under  the  impression  when  he  drew  the  claims 
of  the  original  patent  that — 

The  flushing-chamber  was  essential  to  the  operation  of  the  invention,  whereas  it 
was  essential  only  to  the  operativenew  of  the  devices  for  producing  the  afterwash. 

This  statement  is  a  little  obscnre,  because  he  does  not  explain  whether 
by  the  use  of  the  word  '^  invention  "  in  the  paragraph  -qnoted  be  means 
the  injector  device  only,  or  the  flashing  apparatus  considered  as  a 
whole.  I  take  it  for  granted,  however,  that  Mr.  Frazer  did  not' use  the 
word  "  invention ''in  the  restricted  sense  first  mentioned,  and  would 
not  be  so  understood. 

He  is  evidently  an  expert  of  too  much  experience  to  assert  that  he 
ever  acted  for  a  moment  under  the  mistaken  impression  that  it  was  nec- 
essary to  employ  a  flushing-chamber  as  well  as  a  <<  water-tank "  in 
order  that  the  falling  flushing- water  traversing  the  injector  might  oper- 
ate  to  suck  air  from  between  the  two  traps,  and  that  was  the  sole  func- 
tion of  the  injector  device.  Drawing  No.  6  attached  to  the  original 
patent,  and  Mr.  Frazer's  explanation  of  the  purpose  of  that  drawing,, 
containe^l  in  the  original  specification,  shows  that  he  clearly  understood 
that  the  falling  flushing- water  traversing  the  injector  would  perform  it» 
function  of  pumping  air  from  between  the  traps  equally  well  whether 
the  water  proceeded  from  a  reservoir  having  one  compartment  or  a 
dozen,  and  that  fact  was  obvious  to  an  ordinary  observer  who  had  auy 
knowledge  of  the  principle  upon  which  an  injector  acts.  Therefore,  in 
the  paragraph  quoted,  Frazer  must  be  understood  as  asserting  merely 
that  he  incorporated  the  flushing-chamber  as  an  element  in  the  several 
combinations  claimed  in  the  original  patent,  because  he  desired  and 
intended  to  describe  and  claim  an  operative  flushing  apparatus  or 
water-closet — that  is  to  say,  one  that  would  do  the  work  required  of 
such  an  apparatus  and  prove  a  marketable  invention. 

It  is  manifest  from  other  statements  made  by  Mr.  Frazer  in  the  course 
of  his  testimony  that,  in  his  opinion,  a  flushing  apparatus  minus  the 
<*  flushing-chamber,"  with  its  attendant  devices  for  securing  an  after- 
wash,  would  be  practically  useless ;  that  some  provisions  for  refilling 
the  bowl  after  the  injector  had  ceased  to  act,  thereby  sealing  the  upper 
trap,  was  essential  to  the  successful  operation  of  the  flushing  apparatus 
or  water-closet,  considered  as  a  whole ;  and  that  in  drafting  the  several 
claims  of  the  original  patent  be  intentionally  (and  with  great  care,  aa 
it  would  seem)  included  the  flu8hin;?-chamber  for  the  reason  that  it  waa 
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one  of  the  essential  parts  of  the  flashing  apparatus,  without  which  the 
t^pparalns  would  not  be  serviceable. 

Boyle's  affidavit  filed  with  the  Ooinmissioner  describes  no  mistake, 
inadvertence,  or  accident.  He  contents  himself  with  the  general  state- 
ment that  a  misunderstanding  existed  between  himself  and  his  solicitor, 
but  what  the  misunderstanding  was  does  not  appear.  From  his  testi- 
mony on  the  trial  of  this  case  it  is  made  manifest,  however,  that  he  as 
well  as  Frazer  was  of  the  opinion  when  the  original  patent  was  granted 
that  a  flushing  apparatus  constructed  according  to  his  design,  but  with- 
out the  flushing-chamber  to  secure  an  afterwash,  would  be  practically 
valueless,  because  it  would  command  no  sale.  He  admits  that  he  made 
a  flushing  apparatus  such  as  is  last  indicated  (that  is,  an  apparatus 
minus  the  flushing-chamber;)  that  it  was  not  satisfactory;  that  it  was 
not  intended  to  be  operative,  and  (as  I  understand  him)  was  never  in- 
tended as  a  design  for  a  water-closet  that  he  expected  to  manufacture 
or  sell.  The  result  is  that  if  Boyle  and  Frazer  made  any  mistake,  or 
labored  under  any  misapprehension  when  the  original  patent  was  taken 
out,  it  consisted  in  the  assumption  that  the  omission  of  the  flushing- 
chamber,  on  which  the  afterwash  devices  depended,  and  without  which 
there  was  no  means  of  securing  an  afterwash  automatically,  so  far  as 
the  patentee  had  then  discovered,  would  leave  a  practically  valueless 
combination,  ttod  hence  that  there  was  no  need  of  claiming  such  a  com- 
bination. When  the  statements  of  Mr.  Boyle  iknd  his  patent  solicitor 
are  carefully  and  fairly  analyzed,  that  appears  to  be  all  that  can  reason- 
ably be  said  in  support  of  the  contention  that  the  claims  of  the  original 
patent  were  due  to  inadvertence  and  mistake.  But  conceding  that  the 
parties  named  acted  on  the  assumption  last  stated,  it  does  not  appear 
that  even  that  assumption  was  erf  oneous.  On  the  contrary,  the  testi- 
mony shows  to  my  entire  satisfaction  that  Frazer  was  right  in  suppos- 
ing that  Boyle's  flushing  apparatus  without  the  flushing-chamber  would 
be  incomplete  and,  for  that  reason,  practically  valueless.  Hr.  Hanson, 
who,  subsequently  to  the  date  of  Boyle's  invention,  secured  a  patent 
on  a,  water-closet  having  a  single  water  reservoir  and  an  Injector,  but 
no  flushiugchamber  or  provision  for  an  afterwash,  and  who  by  so  doing 
caused  Boyle  to  apply  for  a  reissue  that  would  invalidate  Hanson's 
patent,  is  compelled  to  admit  that  a  water-closet  constructed  according 
to  the  specification  of  his  patent  is  defective  and  unsalable,  and  for  that 
reason  has  never  been  put  upon  the  market. 

Boyle,  Hanson,  and  Frazer  substantially  agree  that  some  mechanism 
to  secure  an  afterwash  automatically  (that  is  to  say  some  mechanism  to 
flush  the  closet  and  refill  the  bowl  at  the  end  of  the  flush  by  a  single 
pull  at  the  lever)  is  essential  to  the  successful  operation  of  a  flashing 
apparatus;  that  without  such  mechanism  an  apparatus  constructed 
with  double  traps,  and  an  injector  to  exhaust  the  air  Detween  the  traps, 
would  be  useless  in  the  sense  that  there  would  be  no  demand  tor  such 
an  apparatus.    It  would  seem,  indeed,  that  Boyle  displayed  quite  as 
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mucb  (if  not  more)  ingenuity  in  devising  the  mecbanism  to  produce  an 
afterwash,  as  in  employing  an  injector,  which  was  an  old  device  to 
pump  the  air  from  between  the  traps.    Now,  in  the  case  of  Mahn  v/ 
Ear  wood  (112  IT.  S.,  359  and  360)  it  was  said  that : 

A  patent  for  an  invention  cannot  lawfally  be  reinsiied  for  the  mere  purpose  of  en- 
larging the  claim,  nulboft  tliere  ha»  been  a  clear  mistake  iuadverteutly  commilteU  in 
x^ording  the  claim. 

And  the  same  remark  is  repeated  in  Conn  v.  Wilson  (117  CT.  S.,  277.) 
In  Miller  v.  Brass  Co.  (104  U.  S.,  355)  the  court  said : 

While  *  *  *  we  do  not  deny  that  a  claim  may  be  enlarged  in  a  reissued  pat- 
enty  we  are  of  the  opinion  that  this  can  only  be  done  when  an  actual  mistake  has 
occurred,  not  from  mere  error  of  judgment,  •  •  •  |,ut  a  real  bona  fide  mistake 
inadvertently  committed,  such  as  a  court  of  chancery  in  casos  ivithin  its  ordin.nry 
juribdictiou  would  correct. 

So  far  as  I  can  see  the  testimony  in  the  case  does  not  tend  to  establish 
that  either  Boyle  or  Frazer  acted  so  inadvertently  or  labored  under 
such  misapprehension,  either  of  matters  of  law  or  fact,  when  the  claims 
of  the  original  patent  were  formulated  as  justified  a  reissue  of  the  patent 
under  the  law  as  declared  in  these  cases.  It  was  obvious  to  them,  as  it 
is  to  any  one,  that  the  injector  would  perform  its  function  as  well  with  a 
single  water-tank  as  with  a  tank  and  flushing-chamber  combined.  They 
both  believed  that  a  water-closet  constructed  according  to  Boyle's 
design,  but  without  provision  for  an  afterwash,  would  be  valueless  in 
the  market,  and  in  that  they  were  right.  The  patentee  had  discovered 
no  method  of  producing  an  afterwash  dutomatically  by  using  a  single 
water-tank,  and  hence  both  he  and  his  solicitor  regarded  the  flushing- 
chamber  as  one  of  the  essential  features  of  the  flushing  apparatus  in- 
tended to  be  manufactured,  and  accordingly  claimed  it  industriously  in 
aU  of  the  important  claims.  Conceding  that  they  claimed  the  ^<  injector  " 
in  combination  with  a  ])art  that  was  non-essential  to  its  operation,  and 
thereby  limited  the  claim,  ^^et  they  did  so  in  pursuance  of  a  well  defined 
pur]>ose  that  was  not  base<l  uik)u  misconception  of  matters  of  fact  or 
ignorance  of  the  law,  so  far  as  the  records  before  the  Commissioner  or 
the  ]>roof  in  this  case  shows. 

It  is  an  im])ortant  fact  that  must  be  kept  in  mind  in  the  considera* 
tion  of  this  case,  that  the  ii^ector  was  an  old  device  when  Boyle  adopted 
it,  and  that  it  could  only  be  claimed  in  combination  with  other  parts 
which  would  together  produce  a  new  result  or  effect  or  constitute  a  new 
machine.  (Bsckendorfer  v.  Faher^  91  U.  8.,  357.).  Boyle  placed  it  in  com- 
bination with  certain  other  old  parts  or  devices  that  he  deemed  neces- 
sary to  employ  to  make  a  new  flushing  apparatus  that  would  be  opera- 
tive and  useful,  and  by  so  doing  made  each  element  of  the  combination 
material,  and  was  undoubtedly  entitled  to  be  protected  in  the  use  of  the 
combination  so  forined  and  claimed.  ( Water  Meter  Co.  v.  Desper,  101 
U.  S.,  337.)  His  sole  purpose  in  asking  for  a  reissue,  however,  aiiipears 
to  have  been  to  slough  off  one  element  of  the  combination,  aud  to  so  re- 
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dnce  the  parts  embraced  in  the  claim  tbat  it  woald  be  impossible  for 
any  other  person  to  use  an  'Mnjector"  in  the  construction  of  a  doable- 
trapped  water-closet  withont  paying  tribute  to  his  patent.  As  the  claims 
are  stated  and  enlarged  in  the  reissue,  it  would  be  unlawful  for  a  me- 
chanic to  use  the  injector  in  the  construction  of  a  flushing  apparata^i, 
even  if  he  should  succeed  in  doing  what  Boyle  failed  to  accomplish — 
that  is  to  say,  in  producing  an  afterwash  antomatically  by  the  use  of  a 
single  tank— because  the  parts  with  which  the  injector  has  been  com- 
bined in  the  claims  of  the  reissue  are  so  few  that  they  must  necessarily 
all  be  used  to  work  the  injector.  In  other  words,  the  claims  in  the  re- 
issued letters,  or  some  of  them  at  least,  are  now  so  broad  as  to  practi- 
cally cover  the  injector  as  a  thing  susceptible  of  being  separately  claimed. 
If  ^t  was  new  and  had  not  been  claimed  in  the  original  patent,  it  might 
be  proper  to  interpret  the  law  liberally  in  favor  of  the  inventor  to  en- 
able him  to  realize  the  full  benefit  of  his  invention.  The  fact  is,  how- 
ever, that  an  injector  is  an  old  device,  and  that  Boyle  merely  adopted 
it  and  applied  it  to  a  new  use,  and  should  be  limited  to  that  combina- 
tion in  which,  as  it  appears,  he  deliberately  placed  it  and  claimed  it 
(Prottfy  dk  Mears  v.  Douglass^  16  Peters,  341 ;  Eames  v.  Oodfrejfj  1  Wall., 
79.) 

I  am  forced  to  the  conclusion  that  the  reissued  letters,  granted  under 
the  circumstances  and  for  the  purposes  hereinafter  stated — ^that  is, 
merely  to  enlarge  the  claims — cannot  be  snstained  as  a  valid  grant. 
{Burr  V.  Dury^  22  Wall.,  631 ;  Qill  v.  Wi?Ito,  22  Wall.,  I,  and  cases  here- 
tofore cited.)  In  the  first  place,  although  the  original  patent  was  in- 
operative to  protect  a  particular  combination  not  claimed  therein  to 
which  the  inventor  now  conceives  himself  to  be  entitled,  yet  the  flbilnre 
to  claim  it  was  not  due  to  any  such  inadvertence  or  mistake  as  will  now 
entitle  him  to  claim  it,  the  inevitable  result  being  to  expand  the  old 
claims ;  and,  secondly,  the  failure  to  claim  such  combination  originally, 
even  if  it  was  one  that  ought  to  have  been  allowed  if  claimed,  occurred 
under  such  circumstances,  and  was  accompanied  with  such  full  knowl- 
edge of  aH  material  facts,  as  amounted  to  an  abandonment  of  that  par 
ticular  combination  to  the  public. 

The  bill  is  accordingly  dismissed. 


[ITnited  Stotei  Clrciiit  Cowl— WMtern  Dtolrici  of  PemMylTmnia.) 

Putnam  et  al.  v.  The  Keystone  Bottle  Stopper  Oompant 

BT  AL. 

DwsUM  Marck  23,  18B9. 

48  0.  G.,  113. 

1.  Dk  QuiLLTBLirr'BoTTLB-STOPPKRS— Rbissubs.  (^  r\r^a](> 

RelMue  Lettem  Patent  No.  7,722,  granted  Jane  5,  IdTt.'i^'^t^i^M^^ '4oiU- 
feldt,  for  an  improvement  in  bottle-scoppere,  coa^itrued,  and  HM  that  tha  ftrat 
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el«im,  vr^en  read  in  conDaetion'witb  the  speoifioation  aud  drawings  of  the  orig- 
inal patent,  oontains  the  same  elements  found  in  the  first  claim  of  the  original 
patent,  combined  and  operated  in  the  same  way  and  producing  the  same  results. 

2.  Bsi88UB(»— Enulroxmbht. 

While  a  eomparison  of  the  two  patents  evinces  that  the  specification  of  the  re- 
iosQeis  amplified,  yet  thib  amplification  is  in  matters  of  an  explanatory  nature 
and  embraces  nothing  of  any  importance  which  is  not  plainly  disclosed  in  the 
Mifinal  ^^iftcaHon  and  accompanying  drawings. 

3.  Vox  Hon— BOTTLB-ftTOPPXKS. 

Lelteis  Patent  No.  167,141,  granted  Angnst  84,  1875,  to  William  Vom  Hofe,  for 
an  improvement  in  bottle-stoppers,  not  anticipated  by  a  previous  patent  to  said 
Tom  Hofe,  No.  103,533,  dated  llfay  18, 1875. 

Sub  aiotioii  tot  a  preliminary  injnnctioD. 

Mr.  Arthur  v.  Briesen  and  Mr.  W.  Bdketoell  for  the  complainants. 
Mr.  Wm.  H.  DooUUU  for  the  defendants. 

ACHXSONy  J. : 

The  bin  of  complaint  charires  the  defendants  with  the  infringement 
of  two  Letters  Patent  for  improvements  in  bottle-stoppers,  one  granted 
to  SatI  Hatter,  assignee  of  Charles  De  Quillfeldt,  being  Reissue  No. 
7,722,  dated  Jane  5,  1877,  of  original  patent  to  De  Qnillfeldt,  No. 
158,406,  dated  Jannary  6, 1875,  and  the  other  granted  to  William  Yom 
Hofe,  being  Patent  No.  1^7,141,  dated  August  24, 1875.  The  title  of 
the  plaintiib  to  these  patents  is  not  controverted. 

The  De  Quillfeldt  reissqe.  No.  7,722,  has  9  claims ;  but  infringement 
of  the  first  claim  only  is  here  alleged.    That  claim  is  as  follows  : 

1.  The  combination,  substantially  as  before  set  forth,  of  the  compound  stopper,  the 
yoke,  the  leTer,  and  the  sapporting  device  on  the  bottle,  by  means  of  three  pivotal 
conneetions,  npon  which  the  said  members  can  be  tnmed  relatively  to  each  otlier 
without  diseoniMoting  either  one  from  the  other. 

In  two  salts  in  the  second  circuit,  Putnam  v.  Eollender  (6  Fed.  Rep., 
882)  and  Putnam  v.  Vom  Hofe^  (Id.,  H97,)  the  De  Quillfeldt  reissue,  No. 
7,722,  was  sustained  by  Judge  Blatchford,  who  also  there  held  that  the 
first  claim  of  said  reissue  was  infringed  by  a  bottle-stopper  from  which 
the  bottle-stopper  made  and  sold  by  the  defendants  does  not  differ  in 
any  sabstantial  particular.  The  like  conclusions  were  reached  by  Judge 
McKennan  in  the  case  of  Putnam  v.  Hammer  and  Sunderman,  a  suit  in 
this  court  on  the  De  Quillfeldt  reissue,  wherein,  after  full  argument,  a 
preliminary  injnnction  was  allowed,  and  subsequently  a  final  injunction 
was  granted.  Moreover,  in  this  case  against  Hammer  and  Suiiderman, 
in  a  proceeding  for  contempt  for  violating  the  injunction,  Judge  McKen- 
nan held  that  a  bottle-stopper  in  every  material  respect  i<ientical  with 
the  stopper  which  the  defendants  manufacture  infringed  the  first  claim 
of  the  reissue  now  in  suit.  No  such  new  proofs  have  been  submitted 
in  this  case  as  would  warrant  a  different  conclusion,  either  upon  the 
question  of  anticipation  or  the  question  of  infringement,  from  th^t 
2016  PAT 33  ^  ^ 
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reached  iu  the  several  cases  referred  to;  and  therefore,  accordiug  to  the 
prevailing  rule  in  patent  causes,  in  disposing  of  the  present  motion  for 
a  preliminary  injunction  those  decisions  should  be  a<K5epted  and  followed. 
{Mallory  M/g.  Go.  v.  HickoJcy  20  Fed.  Rep.,  116.)  It  is,  however,  strenu- 
ously urged  that  such  effect  ought  not  to  be  here  given  to  those  adjudica- 
tions, because  they  were  made  before  the  decision  touching  reissues  in 
Miller  v.  Bridgeport  Brass  Co.^  (C.  D.,  1882,  49;  104  U.  8.,  350,)  and  (as 
is  supposed)  without  regard  to  the  principles  there  enunciated;  and  the 
defendants  insist  that  under  the  doctrine  established  by  that  decision  the 
reissue  in  suit  must  be  held  to  be  void.  But  in  Putnam  v.  Hollender, 
supray  Judge  Blatchford  said : 

The  answer  sets  up  that  the  reissue  covers  more  than  was  described  in  the  specifica- 
tion of  the  orij^inal  patent,  and  is  not  for  the  same  invention.  There  is  no  evidence 
to  this  effect,  and  there  does  not  appear  to  be  any  gronnd  for  the  assertion.  (G  Fed. 
Rep,,  888.) 

It  appears,  then,  that  the  question  of  the  enlargement  of  the  scope  of 
the  patent  was  raised  and  considered  in  that  case,  and  the  determina- 
,tion  of  the  court  was  that  the  reissue  was  for  the  same  invention  as  the 
original  patent.  I  might  therefore  well  rest  this  case  upon  the  opinion 
of  Judge  Blatchford  and  the  presumption  that  the  several  decrees  here- 
tofore  made  sustaining  the  validity  of  the  De  Qnillfeldt  reissue  were 
fully  considered  and  right.  I  have,  how^ever,  given  this  question  an 
independent  investigation,  confining  myself,  of  course,  to  the  first  claim 
of  the  reissue,  which  is  the  only  one  here  involved.  My  conclusions  I 
will  state  briefly. 

While  a  comparison  of  the  two  patents  evinces  that  the  specification 
of  the  reissue  is  amplified,  yet  this  amplification  is  in  matters  of  an  ex- 
planatory nature  and  embraces  nothing  of  any  importance  which  is  not 
plainly  disclosed  in  the  original  specification  and  accompanying  draw- 
ings. Clearly  the  invention  set  forth  in  the  reissue  is  the  precise  inven- 
tion set  forth  in  the  original  patent,  and  the  construction  and  mode  of 
operation  described  are  the  same  in  both.  Therefore  it  seems  to  me  that 
the  first  claim  of  the  reissue  is  no  broader  in  scope  than  the  first  claim 
of  the  original  patent,  which  was  in  these  words : 

1.  The  bottle-stopping  device  composed  of  a  pivoted  lever-frame  applied  to  neck  of 
bottle,  with  eccentrically- hinged  yoke  carrying  the  elastic  stopper  and  cap-piece, 
arranged  and  operated  substantially  in  the  manner  and  for  the  purpose  set  forth. 

Head,  as  it  must  be,  in  connection  with  the  preceding  specification 
and  accompanying  drawings,  this  claim  contains  the  same  elements 
which  are  contained  in  the  first  claim  of  the  reissue,  combined  and 
operating  in  the  same  way  and  producing  the  same  resalts.  This  con- 
clusion is  supported  by  Reed  v.  Okasej  (O.  D.,  1885, 482 ;  26  Fed.  Rep.,  95.) 

Second,  touching  the  second  branch  of  the  plaintiffs'  case— that 
which  relates  to  the  Yom  Hofe  patent,  No.  1 67,141 — little  need  be  said. 
The  stopper  manufactured  under  that  patent  was  held  by  Judge 
Blatchford,  in  the  cases  heretofore  cited,  to  infringe  the  first  claim  of 
theDe  Quillfeldt  reissue;  but  the  titles  to  those  two  patents  are  now 
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nnited  in  the  plaintiffs,  and  the  Vom  Hofe  patent,  as  an  improvement 
upon  the  De  Quillfeldt  invention,  may  well  be  sustained  as  against  the 
present  defendants.  {Cantrell  v.  WalHckj  117  U.  S.,  689.)  That  the 
defendants  infringe  this  patent  is,  I  think,  entirely  clear.  Their  bottle- 
stopper  is  substantially  identical  with  the  Vom  Hofe  stopper.  What- 
ever differences  between  them  may  exist  are  merfely  formal,  and,  upon 
the  qnestion  of  infringement,  altogether  immaterial.  The  defense 
against  this  patent  mainly  relied  on  is  based  on  a  prior  patent  to  Vom 
Hofe,  No.  163,533,  dated  May  18, 1875,  which  the  defendants  insist  is  an 
anticipation  of  the  patent  in  suit^  No.  167,141.  But  I  do  not  concur,  in 
that  view.  From  the  mere  grant  of  the  patent  there  arises  a  fair  pre- 
sumption that  there  is  a  substantial  difference  involving  invention  be- 
tween the  two  patents,  and  that  the  later  one  is  for  a  patentable  im- 
provement upon  the  earlier  patent.  The  defendants,  I  think,  have  not 
succeededtin  overcoming  or  weakening  that  presumption  by  anything 
submitted  to  me. 
A  preliminary  ii\junction  must  be  granted. 


[Unitfld  States  Cirouit  Coart— Dlstrlot  of  New  Jersey. J 

ZiNSSEB  BT  AL.  V.  EBEMEB. 

Decided  June  12.  18e9. 

48  O.  G.,  114. 

1.  MUSSOILLER  AND  SCHEDLER— TrEATINO  BeKR  AND  OTHER  LIQUIDS. 

Reissae  Letters  Patent  No.  9,129,  granted  March  23,  1880,  upon  the  application 
of  Friedrich  C.  Mntisgiller  and  R.  W.  Schedler,  for  an  improvement  in  treating 
beer  and  other  liquids,  sustained. 

2.  Invention— Process. 

A  change  in  the  method  of  making  au  article  of  manufacture  producing  a 
different  and  beneficial  result,  although  the  difference  consists  only  in  improv- 
ing or  cheapening  the  article,  and  the  change  and  its  advantages  not  having 
been  seen  or  made  by  others  interested  in  seeing  and  making  it,  is  sufficient  evi- 
dence of  invention  to  sustain  a  process  patent. 

Mr.  Arthur  v.  Briesen  for  the  complainants. 
Mr.  Joseph  M.  Deuel  for  the  defendant. 

BUTLEBy  J.: 

The  suit  is  for  infringement  of  reissued  Letters  Patent  No.  9,129, 
granted  to  the  plaintiff,  March  23,  1S80,  for  a  new  and  useful  improve- 
ment in  treating  beer  and  other  liquids. 

The  claim  is  stated  as  follows : 

The  process  of  charging  beer  and  other  liquids  of  a  similar  nature  with  carbonic 
acid  by  dropping  into  and  through  the  liquid  lumps  of  bicarbonate  of  soda  or  of  other 
alkali,  thereby  oaosing  the  acid  discharged  from  the  lumps  to  ppssthrough  theentire 
eolanm  of  Uqoid,  sabetantially  as  specified. 
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The  specificatiou  are  a8  follows : 

This  invention  consists  in  treating  beer  and  other  liqaids  of  a  similar  natare  wttb 
lumps  of  bicarbonate  of  soda  or  of  other  allKali,  said  lamps  being  oompacted  by  meana 
of  a  suitable  cement,  so  that  they  are  heavy  enough  to  at  once  drop  through  the  liqnid 
to  be  treated  n^pon  the  bottom  of  the  vessel  containing  the  liqnid.  The  carbonic  acid 
evolved  from  said  lumpa  is  thus  compelled  to  permeate  the  entire  column  of  liquid 
above  it,  and  at  the  same  time  to  g^ive  up  the  requisite  quantity  of  alkaline  matter. 
Together  with  the  Inmps  of  bicarbonates  of  alkali  may  be  nsed  lumps  of  tartaric  or 
other  suitable  ;icid  compacted  in  the  same  manner  as  the  lumps  of  bicarlionate  of 
alkali,  so  that  the  amount  of  carbonic  acid  evolved  from  the  latter  can  be  easily. con« 
trolled. 

It  is  a  common  practice  with  brewers  and  others  to  use  bicarbonate  of  soda,  eithor 
alone  or  together  with  tartaric  acid,  in  the  manufacture  of  beer,  sparkling  wiDea, 
and  other  effervescent  liqniils  for  the  purpose  of  increasing  the  life  of  such  liquids. 

The  mode  of  applying  such  article  or  articles— by  brewers,  for  instance— is  to  apply 
about  one  oilnce  of  the  bicarbonate  of  soda  to  each  quarter-barrel  with  a  table-apoon, 
the  bicarbonate  being  in  the  form  of  a  powder.  The  powder,  on  being  thrown  into  a 
barrel  of  beer,  will  at  first  fioat  on  the  surface  of  the  liquid,  and  immediately  evolve 
carbonic  acid,  a  large  portion  of  which  is  lost,  together  with  the  beer  which  is  thrown 
out  by  the  action  of  the  acid  before  the  barrel  can  be  closed  by  a  bung.  Besides  this, 
the  operation  of  filling  barrels  is  carried  on  in  a  great  hnrry,  and  a  large  quantity  of 
the  bicarbonate  of  soda  handled  with  a  spoon  is  spilled  over  tha  barrel  and  wasted. 
Like  defects  occur  in  the  use  of  tartaric  acid  <n  crystals  when  applied  together  with 
powdered  bicarbonate  of  soda. 

These  disadvantages  we  have  oJi>viaterl  by  preparing  the  bicarbonate  of  soda  or  of 
other  alkali  and  the  acid  in  solid  lumps  of  such  weight  that  the  lumps  at  oaoe  drop 
through  the  liqnid  upon  the  bottom  of  the  vessel,  and  give  off  the  carboLie  aeid  to 
the  entire  column  of  liquid,  And  not  only,  as  heretofore,  to  the  upper  stratum.  Thase 
lumps  we  produce  by  mixing  powdered  bicarbonate  of  alkali  with  a  suitabla  eement 
sneh  as  a  solution  of  dextrine,  and  then  compressing  the  same  in  molds  of  anitable 
size  and  shape.    Lumps  of  acid  are  made  in  like  manner. 

The  advantage  of  nsing  the  bicarbonate  of  alkali,  either  alone  or  in  connection 
with  acid  in  this  shape,  is  perceptible  at  once.  The  lumps  being  in  compact  form, 
when  dropped  into  a  barrel  fille<^  with  beer,  ale,  or  other  liquid,  will  at  once  aink  to 
the  bottom,  and  the  carbonic  acid  evolved  from  them  is  forced  to  stay  in  the  liqnid. 
The  barrel  can  be  easily  closed  by  a  bung  without  losing  a  particle  of  carbonic  acid 
or  of  beer,  and  the  said  lumps  can  be  introduced  into  the  barrel  without  any  waste. 
Besides  this,  the  weight  or  size  of  our  lumps  is  so  gaged  that  each  barrel  will  receive 
the  exact  quantity  of  bicarbonate  of  alkali  and  of  acid  required,  and  that  the  liqnid 
in  a  number  of  barrels,  after  having  been  treated  with  the  bicarbonate  of  alkali» 
with  or  without  acid,  will  be  of  uniform  quality. 

The  auswer  attacks  the  patent  for  want  of  inventive  novelty,  for  de- 
fective specifications  and  claims,  and  because  of  prior  nse.  It  also 
ilenies  infringement. 

The  inventive  novelty  claimed  consists  in  passing  compacted  lamps 
of  bicarbonate  of  soda  or  other  alkali  through  beer  and  similar  liquids 
in  casks  and  depositing  the  same  at  the  bottom,  where  it  will  alowly 
dissolve,  and  the  carbonic  acid  evolved  be  distributed  eqoally  through- 
out the  liquid. 

The  treatment  of  beer  and  other  liquids  with  bicarbonate  of  soda  was 
not  new.  It  was  in  common  use  and  had  been  for  a  long  time.  The 
method  employed,  however,  was  that  of  dropping  powdered  bioarbonate 
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on  top.  This  was  attended  with  serioos  disadvantages.  The  liquid 
was  not  thoroughly  permeated,  and  the  powder  floating  on  top  instantly 
evolved  acid  in  quantities  so  Iar|^  as  to  cause  overflow  before  the  casks 
oould  be  closed.  The  patentees  sought  for  means  to  obviate  these  dis- 
advantages. Th^  saw  that  if  the  bicarbonate  could  be  deposited  at 
the  bottom  of  the  liquid  and  its  dissolution  retarded  the  entire  contents 
of  the  cask  would  be  equally  treated,  and  the  loss  from  overflow  be 
avoided.  They  fhrther  saw  that  if  the  bicarbonate  could  be  com- 
pressed into  solid  lumps  it  would  pass  to  the  bottom  when 
dropped  a'nd  the  dissolution  also  be  retarded.  Experimenting 
with  this  method,  they  found  the  result  beneficial  and  satisfactory. 
Thereupon  they  apfdied  for  and  obtained  the  patent.  The  novelty  thus 
exhibited  seems  quite  sufficient  to  sustain  his  claim.  It  is  true  that 
nothing  more  is  done  than  charging  the  liquid  with  carbonic  acid  gas, 
and  this  had  been  done  before.  But  they  do  it  in  a  different  way  and 
with  different  results,  producing  a  better  article  more  economically, 
avoidiug  all  waste.  The  same  objection  was  made  to  the  Orane  patent 
for  an  improvement  in  the  manufacture  of  irou.  It  cover«^d  a  hot  blast 
with  anthracite  coal.  A  hot  blast  with  bituminous  coal  was  old,  and  a 
colli  blast  with  anthracite  was  old.  The  patentee  simply  introduced 
into  the  existing  process  a  hot  blast  with  anthracite.  The  change  was 
very  slight,  but  the  result  was  highly  beneflciaU  and  the  patent,  after 
a  severe  contest,  was  sustained.  Orane  v.  Priee  (1  Web.  Pat.  Oa.,  375) 
has  withstood  the  test  of  criticism  and  time,  and  is  as  good  authority 
to-day  as  when  first  published.  HalFs  patent  for  a  new  process  of  man- 
ufacttiring  lace  is  similar  in  character.  It  covered  the  use  of  gas-flame 
for  singeing  ofl'  the  superfluous  fibers  of  thread.  Flames  of  other  sub- 
stances had  been  employed  for  a  long  time.  By  the  use  of  gas-flame, 
however,  the  fibers  were  more  effectually  removed  and  the  lace  given  a 
smoother  and  finer  finish.  This  patent  encountered  the  same  objection, 
want  of  novelty ;  but  was  sustained  in  Hail  v.  Jarvis^(l  Web.  Pat.  Ca., 
100,)  which  is  still  quoted  with  approval.  The  reports  show  many  sim- 
ilar cases.  Probably  no  one  has  considered  this  subject  with  greater 
care  than  Judge  Gurtis,  who  says,  (Curtis  on  Pat.,  p.  7-^:) 

We  have  teen  that  in  order  to  make  a  new  process  or  method  of  working  or  pro- 
dnoing  a  new  efiect  or  result  in  matter  the  sabject  of  a  patent  iu  England  a  some- 
what liberal  construction  of  the  term  ''manufacture''  became  ueoessary,  by  which 
an  improvement  in  the  art  or  process  of  making  or  doing  a  thing  was  made  construct- 
ively to  1>e  represented  by  the  term  which  ordinarily  would  mean  only  the  thing  it* 
self  when  made  or  done.  It  was  doubtless  to  avoid  the  necessity  for  this  kind  of 
eonstmction  that  the  framers  of  our  legislature  selected  a  term  which  propria  vigors 
would  embrace  those  inventions  where  the  particular  machinery  or  apparatus,  or  the 
particular  substance  employed,  would  not  constitute  the  discovery  so  much  as  a  newly- 
invented  mode  or  process  of  applying  them  in  respect  to  the  order  or  position  or  rela- 
tion io  which  they  are  used.  The  difficulty  is  obviated  by  our  use  of  the  term  *'  art/' 
which  was  intended  to  embrace  those  inventions  where  the  particular  apparatus  or 
maohineiy  used  may  not  be  of  the  essence  of  the  discovery,  but  where  that  essence 
oonsists  in  aslng  apparatus  or  materials  in  a  new  way,  method,  or  relation,  so  as  to 
oonstltate  a  new  mode  of  obtaining  an  old  result  or  of  obtaining  a  new  result. 
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And  again  at  page  9  he  sums  up  the  cases  as  follows : 

It  will  be  seen  that  the  comprehensive  position  laid  down  embraces  the  instances 
where  the  process  itself  exhibits  advantages  of  the  change  from  the  old  to  the  new, 
or  where  the  article  manufactured  exhibits  the  advantages,  or  where  they  appear 
both  in  the  process  itself  and  the  result  of  using  it.  Thus  if  the  article  made  ^e  either 
new  or  better,  having  different  or  superior  properties,  the  advantages  are  presented 
by  the  thing  itself.  If  the  article  as  made  by  the  new  process  is  of  as  good  quality 
and  cheaper,  and  the  advantage  of  cheapness  is  gained  by  the  new  process,  the  im- 
proTement  appears  in  the  process,  although  the  article  made  by  it  may  not  be  new — 
that  is  to  say,  may  not  possess  other  new  properties  than  the  cheapness. 

The  Hue  dividing  invention  from  non-invention  is  very  dim,  and  cases 
lying  near  it  often  present  great  difficulty.  In  deciding  them  judges 
have  occasionally  used  expressions  which  seem  extravagant  and  calcu* 
lated  to  mislead.  Some  of  them  would  almost  justify  a  doubt  whether 
a  majority  of  the  patents  issued  are  valid,  and  others  whether  any  of 
them  are  invalid.  The  decisidns,  however,  are  gfenerally  harmonious. 
We  think  it  may  safely  be  said  that  wherever  a  change  in  the  method 
of  making  an  article  of  manufacture  produces  a  different  and  beneficial 
result,  although  the  difference  consists  only  in  improving  or  cheapen- 
ing the  aiticle,  and  the  change  and  its  advantages  had  not  been  seen  or 
made  by  others  (than  the  patentee)  interested  in  seeing  and  making 
%  there  is  sufficient  evidence  of  invention  to  sustain  a  process  patent. 

There  the  efibct  of  the  change  is  to  improve  and  also  to  cheapen.  The 
respondent  admits  the  advantages  by  adopting  the  change.  Much  re* 
liance  is  placed  by  him  on  Dreyfus  v.  SearlCy  (G.  D.,  1888, 220]  124  XT.  S., 
60.)  On  first  blush  this  reliance  may  seem  justified.  Closer  examination, 
however,  will  show  that  it  is  not.  The  patent  was  <4br  an  improved  pro- 
cess of  imparting  age  to  wine"  by  introducing  heat  directly  to  the  wine  by 
means  of  metallic  pipes  passing  through  the  casks,  instead  of  th^  former 
method  of  applying  hea(  to  the  outside  of  the  casks  by  placing  them  in 
ovens.  While  the  specifications  assert  that  this  change  saves  time  and 
fuel  and  has  other  advantages,  the  case  as  reported  does  not  show  this. 
It  does  show,  however,  that  precisely  the  same  method  of  heating  water 
and  high  wines  (to  evolve  alcoholic  vapor  in  the  latter)  had  been  em- 
ployed prior  to  the  patent.    The  court  finds  these  facts,  and  says : 

There  was  no  patentable  invention  in  heating  wine  or  other  liquid  from  the  inside 
of  casks  by  apparatus  which  had  been  previously  used  in  the  same  manner. 

With  such  finding  of  facts  the  case  could  not  have  been  decided 
otherwise.  It  would  be  very  unsafe  to  conclude,  from  what  is  said  re- 
specting the  process,  that  the  case  would  have  been  so  decided  without 
the  facts  referred  to,  and  with  proof  of  positive  and  material  advantage 
fh)m  this  method  of  applying  heat. 

We  do  not  find  anything  to  support  the  allegation  of  "  defective 
specification  and  claim."  Nor  Is  the  allegation  of  <<  prior  use ^  sustained* 
There  is  some  evidence  that  lumps  of  bicarbonate  of  soda  were  used 
at  Brunges  &  Linnewerths'  brewery  before  the  complainant's  invention ; 
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bat  it  is  met  by  as  much,  if  not  more,  evidence  to  the  contrary.  With 
the  burden  of  proof  on  the  respondent,  this  wonld  be  fatal  if  nothing 
else  stood  in  his  way.  In  addition,  however,  is  the  important  fact 
(proved  by  his  own  witnesses)  that  the  use  was  strictly  secret.  Such 
a  use  is  not  important.  {Oayler  v.  Wilder ^  10  How.,  477;  Adams  v. 
Edtoardj  1  Fish.,  1.) 

Do  the  proofs  show  infringement  t  The  respondent  used  lumps  of 
bicarbonate  of  soda,  as  the  complainants  do,  artificially  compressed, 
so  as  to  form  a  solid  mass  without  employing  cement.  This  we  believe 
to  be  an  infringement.  The  employment  of  cement  in  forming  the  com- 
plainants' lumps  is  not  a  part  of  the  patented  process,  and  is  not  men- 
tioned in  the  claim.  It  is  referred  to  in  the  specification  as  an  available 
aid  in  solidifying  the  bicarbonate.  It  has  no  other  office.  The  lumps 
of  bicarbonate  alone  are  im])ortant  in  the  process.  It  may  be  more 
convenient,  require  less  time  and  less  pressure,  to  use  cement  in  forming 
them.  The  powder  itself,  however,  tf  slightly  moistened  or  sufficiently 
compressed  will  fill  the  role  of  a  cement,  as  Dr.  Stone  states.  What 
the  complainants  discovered  and  secured  by  their  patent  is  the  use  of 
artificially-compressed  lum  [)s  of  bicarbonate  of  soda  or  other  alkali  in  the 
manner  and  for  the  purpose  described  in  their  claim.  What  the  respond- 
ent has  done  is  an  infringement  upon  the  right  thus  secured. 

A  decree  will  therefore  be  entered  sustaining  the  bill. 


lUnStetl  states  Circait  Court— Eastern  District  of  New  York.l 

Underwood  kt  al.  t?.  Gerbeb  et  al. 

Deoided  February  13,  IStjlO. 
48  O.  G.,  116. 

1.  Patents  upon  Divided  Applications— Void  Process. 

Under  Rule  41,  Rnles  of  Practice  of  the  Patent  Office,  as  interpreted  by  ex  parte 
Blfihe  (30  O.  G.,  1321;  and  ex  parte  Herr,  (41  0.  G.,  463,)  two  patents  in  which  the 
description  was  substantially  the  same,  No.  348,072  for  a  composition  for  transfer 
surfaces  for  producing  copies  of  type- writing,  and  No.  34S,073,  for  a  process  of 
reproducing  surfaces  for  type- writing  and  manifolding,  were  obtained  with  a  sin- 
gle claim  on  each,  Instead  of  one  patent  with  two  different  claims,  each  embody- 
ing one  of  the  above  inventions.  Suit  for  infringement  was  instituted  upon 
Patent  No.  348,073  alone.  Held  that  the  claim  of  this  patent  covering  the  mere 
taking  of  a  coloring-substance  already  known  and  applying  it  to  paper  did  not 
involve  invention,  and  in  view  of  the  state  of  the  art  the  patent  is  void. 

2.  Same—Suits  for  Infringement. 

The  complainants  insist  that  their  position  is  precisely  the  same  as  if  they  held 
a  single  patent  with  two  claims — one  for  the  process  or  composition  of  matter 
producing  the  coloring-substance,  the  other  for  the  combination  of  that  substance 
with  paper.  This  might  be  so  if  they  could  be  considered  as  holding  both  patents ; 
but  in  this  suit  they  have  carefully  abstained  from  declaring  upon  the  first  patent 
or  even  in  any  way  referring  to  it.  By  not  declaring  upon  it  as  its  present  owner, 
they  leave  it  to  the  defendants  to  be  availed  of  as  if  it  were  the  property  of  a 
stranger. 
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For  the  complainants:  Mr.  James  A.  HudMon^  cited  (to  the  point  de- 
cided in  opinion)  Baihpoijf  Signal  Mfg.  d&.  v.  Broddwaig  A  Sevemtk  Ane. 
B.  R.y  (22  Fed.  Bep.,  055;)  McMiUen  v.  BosSj  (1  Fed.  Sep.,  722.) 

For  the  defendants:  Mr.  Arthur  v.  Briuea,  cited  (to  the  same  poiDt)' 
Mahn  v.  Harwood^  (112  U.  8.  354;)  Mosler  Safe  A  Lode  Oo.  r.  Maeler^ 
(127  U.  S.,  354;)  Suffolk  y.  Hoyden,  (3  Wall.,  315 ;)  Morris  y.  HunHngkmy 
(1  Paine,  348;)  Mattkewsonv.  Fowler^  (25  Fed.  Bep.,  S30.^ 

Lacombb,  J. : 

This  is  a  snit  broaght  to  restrain  the  defendants  ftora  infringing  Let- 
ters Patent  No.  348,073,  granted  to  the  complainantey  John  T.  Under- 
wood and  F.  W.  Underwood,  August  24, 1886,  for  an  inproTed  repro- 
ducing snrface  for  type- writing  and  manifDiding. 

The  circamstances  ot  the  case  are  peculiar  and  present  what  seems 
to  be  a  novel  question. 

On  March  22, 1886,  the  complainants  filed  their  application,  (known 
as  Serial  No.  196,200.)  The  patent  issued  thereon  and  now  sued  on 
sets  forth  that  the  invention  relates  to  an  improved  reproducing  sorlhoe 
adapted  to  be  employed  for  obtaining  copies  of  ^i>ewrlting  or  other 
printed  or  written  impressions  by  means  of  a  type- writer  or  other  print- 
ing device,  or  by  the  employment  of  a  stylus  or  other  writing  means. 
That  the  transfer-surface  is  spread  upon  a  sheet  or  vehicle,  and  when 
so  applied  is  adapted  to  be  employed  in  place  of  the  articles  of  trade 
comtnonly  known  and  de8igiiated  as  ^< carbon  papers''  or  ^* semi-carbon 
papers."    The  si)ecificatiou  then  proceeds  as  follows: 

•  *  •  *< Carbon  paper"  or  **s6ml-oarbon  paper/'  •  •  •  ure  employed  by 
type- writers  and  others  to  produce  copies  of  impressions  either  obtained  by  a  ma^ihiiis 
or  by  a  stylus  or  other  writing  means. 

In  carrying  out  onr  invention  we  employ  in  the  manofitetore  of  onr  impiOTSd 
transfer-surface  dye-wood  solutions  or  their  aotive  p'incipleSy  which  we  filter  and 
precipitate  with  alkalies  and  mineral  salts,  or  with  alkalies,  aoids,  and  miiMral 
salts,  or  with  acids  or  alkalies  alone.  After  the  solution  has  been  Altered  the  pre- 
cipitate is  removed  from  the  filtering  device  and  dried.  The  precipitate  is  then 
mixed  with  lard-oil  and  wax  or  their  equivalents,  and  the  mixture  is  then  ground 
together  in  a  warm  state. 

The  dye  solutions  we  prefer  to  employ  are  obtained  from  logwood  or  hiematozylin, 
the  active  principle  of  logwood,  Brazil  wood,  eapan  wood,  peach- wood,  madder,  or  its 
active  principle— alizarine. 

The  pioportions  we  find  to  answer  well  in  producing  onr  improved  sarfaoe  sro  as 
follows:  Take  1  pound  of  extract  of  logwood  and  dissolve  the  same  in  1  gaUon  of 
water,  ihon  add  to  the  solution  1  pound  of  soda  and  1  pound  of  mineral  salt,  oaiag 
one  of  tlie  salts  of  iron  or  copper,  preferably  sulphate  of  copper.  The  mixture  thus 
obtained  is  th«n  placed  in  a  filter  After  the  solution  has  been  filtered  the  precipi- 
tate is  removed  from  the  device  employed  for  filtering  and  then  dried,  after  which 
the  precipitate  is  ready  for  use:  To  every  2  pounds  of  precipitate  thus  obtained  we 
add  1  pound  of  oil  and  1  pound  of  wax,  and  then  grind  the  mixture  in  a  warm  state 
in  what  is  commonly  known  as  a 'f  paint  "or  other  snitable  grinding  omU.  The 
heated  mixture  thus  obtained  is  then  applied  to  tissue  paper  or  other  suitable  paper 
or  fabric  by  means  of  a  sponge  or  other  suitable  transferring  devioe.  o 
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The  paper  or  fabric  to  which  onr  improved  sarrace  ib  to  be  applied  U  placed  upon 
a  heated  table,  by  preference  formed  of  iron,  and  heated  by  s^am :  but  this  may  be 
varied.  « 

In  plaoe  of  employing  oil  or  wax,  or  both  combined,  we  oan  employ  any  other  suit- 
able oleaginous  matter  or  combination  of  oleagioons  matter  having  equivalent  or  ap- 
proximately equivalent  properties. 

The  inventioD  having  been  thas  described,  the  patentees  claimed: 

A  sheet  of  material  or  (abric  coated  with  a  composition  composed  of  a  precipitate 
of  dye-matter,  obtained  as  described,  in  combination  with  oil,  wax,  or  oleaginous 
matter,  substantially  as  and  for  the  purposes  set  forth. 

On  the  same  day  (March  22,  1886,  Serial  No.  196,199,)  complainants 
also  applied  for  a  patent  for  a  ^^composition  for  transfer-surfaces  for 
producing  copies  of  typewriting,^  and  Letters  Patent  therefor  (No. 
348,072)  were  issued  to  complainants  on  the  same  day  as  those  sued  on, 
August  24, 1886. 

The  specification  set«  forth  that  the  invention  relates  to  the  process 
of  producing  a  transfer  surface  adapted  to  be  employed  upon  a  sheet 
or  vehicle  to  take  the  place  of  the  articles  of  trade  commonly  known 
and  designated  as  "carbon  papers"  or  "semi-carbon  pai)ers."  It  then 
states  that  these  papers  are  employed  by  type-writers  or  others  to 
produce  copies  of  impressions  either  obtained  by  a  machine  or  by  a 
stylus  or  other  writing  means,  and  proceeds  to  describe  the  invention 
in  the  identical  words  used  in  the  other  patent  and  quoted  above. 

Having  thus  described  their  invention,  the  patentees  claimed: 

The  coloring  corap<»sition  herein  described  for  the  manufacture  of  a  substitute  for 
earbou  paper,  composed  of  a  precipitate  of  dye-matter,  in  combination  with  oil,  wax, 
or  oleaginous  matter,  substantially  as  set  forth. 

This  novel  method  of  manifolding  an  iuveutioii  was  adopted,  as  com- 
plainants state,  in  order  to  comply  with  recent  decisious  of  the  Patent 
Office,  interpretin<;  Kule  41  of  that  office,  and  holding  that  where  a 
person  has  ^Mnvented  something  in  an  art,  or,  as  it  is  ordinarily  called, 
<a  process,'  also  a  machine  for  carrying  out  the  process,  and  also  the 
manufacture  or  article  which  is  produced  in  the  operation  or  the  proc- 
ess by*the  machine,"  he  must  takeout  three  separate  patents — one  for 
the  process,  one  for  the  machine,  and  one  for  the  product.  (Ex  parte 
Blyike^  C.  D.  1885,  82.30  0.  b.,  1329;  ex  parte  Herr,  0.  D.  1887,  105, 
41  O.  6.,  463.;  Before  those  decisions  the  patent  would  have  contained 
the  common  specification  above  quoted  with  two  separate  claims — oue 
for  the  process  and  resulting  composition,  the  other  for  its  combination 
with  the  paper.  The  complainants  insist  that  their  position  is  precisely 
the  same,  whether  their  invention  is  covered  by  a  single  patent  with  a 
double  claim,  or  by  two  separate  patents.  Whethei'  this  is  so  under  the 
circumstances  of  the  particular  case  here  presented  must  be  now  deter* 
mined.  The  defendants  insist  that  no  invention  is  set  forth  in  either 
patent;  and  that  they  do  not  infringe.  For  the  purposes  of  the  argu** 
ment  upon  the  preliminary  objection,  however,  the  converse  of  these 
propositions  will  be  accepted. 
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The  present  application  is  to  restrain  the  defendants  from  contiuning 
to  infringe;  and  for  some  unexplained  and  unaccountable  reason  the 
complainants  sue  only  on  a  single  patent,  and  that,  too,  the  one  whose 
numbers  would  indicate  that  it  was  in  time  of  application  and  of  issue 
subsequent  to  the  other.  Having  taken  their  stand  solely'  upon  this 
patent,  what  is  their  positiou  toward  defendants  who  make  the  com- 
position of  matter  described  in  both  patents  and  combine  paper  with  it 
as  indicated  in  the  one  sued  on  ? 

When  differentiated  from  each  other,  it  is  found  that  the  only  step  in 
advance  which  the  higher  numbered  patent  suggests  is  the  spreading 
upon  paper  of  the  composition  described  in  the  lower  numbered  patent. 
In  view  of  the  earlier  patents  and  publications  which  have  been  put  in 
evidence — in  fact,  considering  only  what  is  within  the  common  knowl- 
edge of  all  who  have  for  upward  of  a  generation  manifolded  writing  by 
the  use  of  a  paper  coated  or  impregnated  with  some  pigment — it  is  dif- 
ficult to  see  how  even  the  Patent  Office  could  detect  novelty  or  inven- 
tion in  merely  taking  a  coloring  substance  already  known  and  applying 
it  to  paper.  If  the  patent  for  the  composition  of  matter  forming  the 
coloring  substance  had  been  granted  to  John  Doe  the  day  before  com- 
plainants applied  for  their  patent  covering  the  application  of  that  sub- 
stance to  paper,  the  latter  would  be  clearly  void  for  want  of  novelty  or 
invention.  It  follows  that  if  the  first-numbered  patent  were  held  by  an 
assignee  of  the  complainants,  near  or  remote,  he  could  not  be  held  an 
infringer  of  the  second  patent.  Gomplainanti}  conceded,  upon  the  ar- 
gument, that  an  assignee  could  not  be  so  held  except  for  the  combina- 
tion of  paper  with  the  coloring  substance  for  the  purpose  named,  and 
such  a  combination  is  clearly  old.  The  complainants  insist  that  their 
position  is  precisely  the  same  as  if  they  held  a  single  patent  with  two 
claims — one  for  the  process  or  composition  of  matter  producing  the 
coloring  substance,  the  other  for  the  combination  of  that  substance  with 
paper.  This  might  be  so  if  they  could  be  considered  as  holding  both 
patents.  But  in  this  suit  they  have  carefully  abstained  from  declaring 
upon  the  first  patent  or  even  in  any  way  referring  to  it.  Its  issuance  is 
only  known  to  the  court  through  the  defendants,  who  set  it  up  in  de- 
fense. The  complainants  base  their  claim  to  a  monopoly  solely  upon 
the  second  patent.  As  that  single  patent,  tried  by  the  usual  tests,  may 
stand  or  fall,  the  case  which  they  may  make  out  upon  their  complaint 
must  also  stand  or  fall.  One  who  seeks  to  enforce  the  rights  secured 
to  him  by  a  patent  is  an  Ishmaelite — his  hand  against  every  one  and 
every  one's  hand  against  him.  His  adversary  may  avail  of  every  pub- 
lication of  the  fruits  of  human  invention — by  Letters  Patent,  by  printed 
books,  by  actual  public  use— as  if  they  were  his  own.  When  offered  in 
evidence  they  may  prove  not  conflicting,  not  anticipatory,  or  be  found 
otherwise  immaterial ;  but  for  what  they  are  worth  they  are  the  com- 
mon property  of  all  who  are  called  upon  to  justify  their  acts  in  the  face 
of  a  complainant  patentee.    The  holders  of  the  patent  sued  upon  in  this 
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case  must  submit  it  to  comparisou  nith  the  first  patent,  as  if  that  first 
patent  were  outstanding.  By  not  declaring  upon  it  as  i^  present  owner 
they  leave  it  to  the  defendants  to  be  availed  of  as  if  it  were  the  property 
of  a  stranger.  What,  then,  is  his  position  f  At  the  very  time  when 
his  patent  was  issued  the  composition  of  matter  which  enters  into  his 
combination  with  paper  was  known,  and  the  right  to  exclude  all  per- 
sons from  making  it  was  conferred  upon  the  holder  of  another  patent. 
Upon  the  holder  of  the  patent  sued  upon  was  conferred  the  right  to 
exclude  all  others  from  combining  paper  with  this  combination ;  but^ 
in  view  of  the  states  of  the  art,  such  a  grant  was  void. 

The  cases  cited  by  complainants  (Railicay  Signal  Mfg.  Co.y  v.  Broad- 
way and  Seventh  Ave.  B.  B,^  22  Fed.  Hep.,  G55,  andMcMillen  v.  Boss^  1 
Fed.  Eep.,  723)  do  not  apply.  There  it  was  held  that  the  additional 
combination  which  the  original  inventor  sought  to  secure  by  his  later 
patent  was  in  fact  a  real  step  in  advance.  It  was  held  that  the  descrip- 
tion of  his  invention  in  the  earlier  patent  would  not  preclude  him  from 
securing  his  additional  claim,  because  that  additional  claim  covered  a 
patentable  invention.  "Whether  two  patents,^' says  the  court  in  the 
case  last  cited,  <^  cover  the  same  invention  must  be  determined  by  the 
teiior  and  scope  of  their  claiois,  not  by  the  description  in  the  specifica- 
tions.'^ Here,  as  we  have  seen,  the  combination  which  the  second  pat- 
ent sought  to  cover  was  not  patentable.  This  suit,  based  upon  it  alone,, 
must  therefore  fail.  To  the  holder  of  the  first  patent,  whoever  he  ipay 
be,  alone  belongs  the  right  to  exclude  all  others  from  making  the  new 
composition  of  matter,  the  only  invention  which  (if  the  other  issues  iu 
the  case  be  decided  against  the  defendants)  was  sufficiently  novel  to  war- 
rant the  granting  of  Letters  Patent. 

Usual  decree  for  defendants. 


[United  States  Circuit  Court—Eastern  District  of  PennsylTania.] 

Sheldon  axle  Company  v.  Standard  Axle  Works. 

Decided ,  1889. 

48  o.  G.  117. 

1.  Use  op  Patented  Articles— Assignments— Territorial  Rights. 

Where  an  a8sif|^Dineut  of  territorial  rights  has  been  made,  the  sabsequent  pur- 
chase of  the  patented  article  from  the  inventor  or  a  later  assignee  (with  notice) 
will  not  entitle  the  purchaser  to  use  said  article  within  the  territory  of  the  first- 
mentioned  assignee. 

2.  Former  Decision  Reviewed. 

Adams  v.  BurJcs  (C.  D.  18^5,  438,  33  O.  G.,  114)  commented  upon,  and  Held  not 
to  conHict. 

Mr.  John  B.  Bennett  for  the  complainant.  Digitized  by  GooqIc 

Messrs,  Fleinming  &  MoCarrell  for  the  defendant. 
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BtTLEB,  J. : 

The  principal  objections  made  to  the  plaintifTa  title  are  met  by  the 
amendment  to  the  record  just  filed.  The  transfer  from  the  Philadelphia 
Axle  Company  is  properly  ezecnted.  The  State  statute  relating  to  the 
execution  of  deeds  by  such  companies  has  application  to  transfers  of 
real  estate. 

The  plaintiff  owned  the  interest  acquired  by  the  Philadelphia  Axle 
<3ompauy.  The  patentees  transferred  to  this  company  all  their  rights 
and  interest  in  the  patent  and  any  improvements  and  reissues  which 
might  thereafter  be  made  or  granted  within  the  territorial  limits  speci- 
fied in  the  transfer.  The  company  thus  took  the  exclusiTC  monopoly 
of  the  manufacture,  use,  and  sale  within  these  limits.  The  patentees 
thereafter  could  not  interfere  with  the  enjoypient  of  this  monopoly,  and, 
consequently,  could  not  authorize  any  one  else  to  do  so.  Subsequent 
assignees  of  interests  and  purchasers  of  machines  (with  notice)  took 
subject  to  the  company's  rights.  This  seems  entirely  clear.  It  is  arged, 
however,  that  Adams  v.  Burks  (33  O.  G.,  114;  7  Wall.,  453)  decides  other- 
wise, as  respects  the  use  of  machines  subsequently  purchased;  that  such 
use  may  be  enjoyed  withiu  this  territory.  It  would  be  strange,  indeed, 
if  this  were  so.  It  is  as  clear  as  language  can  make  it  that  the  right  to 
use,  within  the  territory,  is  as  distinctly  conveyed  as  che  right  to  mana- 
facture  and  sell.  It  is  not,  of  course,  questioned  that  the  latter  right 
canuot  be  interfered  with.  On  what  ground,  then,  can  such  a  distinc- 
tion be  supported?  None  bas  been  suggested,  and  we  can  see  none. 
It  is  urged,  however,  that  this  distinction  is  drawn  in  Adatns  v.  Burks. 
We  do  not  so  understand  that  case.  There  the  patentees  assigned  their 
right  to  manufacture,  use,  and  sell  withiu  certain  territorial  limits,  and 
subsequently  transferred  their  remaining  interest  to  another. 

The  patented  article  was  a  coffin-lid.  The  purchaser  of  a  lid  ftt)m  the 
first  assignee  used  iff  outside  the  prescribed  limits.  Of  this  use  the 
second  assignee  complained.  The  question  thus  raised  was  one  of  con- 
struction. Its  decision  turned  on  the  interpretation  of  the  first  assign- 
ment. If  the  use  of  lids  sold  under  this  instrument  was  intended  to  be 
confined  to  the  territory  named,  the  complaint  was  well  founded;  other- 
wise'it  was  not.  The  court  (laying  stress  on  the  character  of  the  arti- 
cle— the  fact  that  it  is  incapable  of  continuous  use)  held  that  the  nee 
was  not  intended  to  be  so  confined;  that  the  right  to  sell  (which  is  dia- 
tinct  from  the  right  to  manufacture  and  use)  contemplated  a  use  of  the 
lids  sold  everywhere;  consequently  that  the  second  assignee  took  sub- 
ject to  this  right,  and  therefore  had  no  just^cause  of  complaint.  The 
case  stands  on  this  interpretation  of  the  contract.    The  court  says: 

It  would  engraft  a  limitation  not  contemplated,  •  *  •  nor  within  the  reason  of 
the  contract,  to  say  that  it  (the  lid)  could  only  be  nsed  within  the  ten-mile  circle— 

to  which  the  right  of  sale  was  confined.  -  This  construction  seems  to  rest 
on  the  conclusion  that  as  a  sale  by  the  patentees  before  assigning  oon- 
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ferred  a  right  to  sach  anreatricted  use,  the  assignmeiit  of  their  author* 
ity  to  sell  conferred  on  purchasers  under  it  the  same  unrestricted  use. 
The  court  distinguished,  as  it  had  done  before,  between  the  right  to 
mtonfacture  and  use  and  the  right  to  sell,  and  held  that  the  territorial 
limitation  was  not  intended  to  restrict  the  use  of  lids  sold.  What  is 
said  in  this  case  of  the  patentees'  ''receipt  of  compensation  for  the  use 
outside  the  territory,''  of  a  sale  ''emancipating  the  patented  article  from 
the  monopoly,"  &c.,  was  applicable  there;  butjt  is  inapplicable  to  the 
case  before  us.  The  defendant  here  did  not  pay  for  a  use  within  the 
plaintiff's  territory ,  a  use  which  they  knew  the  patentees  had  previously 
sold  and  received  compensation  for.  Their  purchase  could  not  emanci- 
pate the  machine  from  a  monopoly  which  their  vendors  did  not  own 
and  could  not  interfere  with.  The  distinction,  which  seems  to  be  broad 
and  plain,  between  this  case  and  Adams  v.  Burks  consists  in  the  facts 
that  the  assignment  here,  under  which  the  plaintiff  holds,  is  first  in  the 
order  of  time,  conferring  upon  it  the  entire  monopoly  of  the  patent 
within  its  territory,  and  that  the  second  assignment,  under  which 
the  defendant  holds,  is  subject  to  this;  while  in  Adams  v.  Burks  the 
plaintiff's  assignment  was  subsequent  to  that  under  which  the  defend- 
ant purchased,  by  which  latter  assignment,  as  the  court  held,  a  right 
was  transferred  to  use  the  article  so  purchased  everywhere.  The  situ- 
ation of  the  parties  in  Adams  v.  Burks  is  here  reversed ;  which  makes 
all  the  difference  in  the  world — ^rendering  the  decision  in  that  case 
wholly  inapplicable  to  this. 

Other  decisions  of  the  Supreme  Court,  cited  by  the  defendant,  lend 
no  support  to  their  position.  Bloomer  v.  MoQuewan  (14  How.,  549)  de- 
termines no  more  than  that  the  lawful  purchase  of  a  patented  machine 
covers  a  right  to  use  it  until  worn  out,  notwithstanding  the  patent  may 
have  expired  and  been  removed  in  the  meantime.  General  observa- 
tions made  by  the  Court  in  disposing  of  such  a  case  can  have  no  in- 
fluence in  deciding  the  question  before  us.  Chaffee  v.  The  Belting  Com- 
pany (22  How.,  217)  and  Mitchell  v.  Howley  (16  Wall.,  544)  are  equally 
inapplicable^  The  facts  involved  bear  no  relation  to  those  before  us.  Nor 
are  the  cases  cited  from  the  circuit  courts  entitled  to  greater  influence. 
We  had  occasion  to  consider  them  in  Hatch  v.  Adams,  (24  Fed.  Kep., 
450,)  and  nothing  need  be  added  to  what  is  there  said  on  the  subject. 

The  foregoing  is  predicated  on  the  supppsit^ion  that  the  defendant 
and  its  predecessors,  Ives  and  Miller,  had  knowledge  of  the  previous 
assignment  to  the  Philadelphia  Axle  Company.  Had  they  such  knowl- 
edge t  Notice  may  be  actual  or  constructive.  The  latter,  which  results 
from  an  authorized  record,  Ives  and  Miller  had  not.  The  duty  of  re- 
cording was  neglected  until  after  they  had  purchased.  It  is  entirely 
clear,  however,  that  they  had  actual  notice.  A  review  of  the  testi- 
mony respecting  tliis  is  unnecessary.  The  fact  is  abundantly  proved. 
Ives  and  Miller  first  purchased  the  patentees'  entire  remaining  interest, 
some  mouths  after  the  transfer  to  the  company,  with  knowledge  tlint 
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the  latter  had  an  interest,  and  later,  on  being  informed  by  the  company 
of  the  character  and  extent  of  this  interest,  they  refnsed  to  pay  the 
consideration,  returned  the  proi>erty  and  entered  into  a  contract  for 
twenty  machines,  one  of  which  was  sold  to  the  defendant,  .broaglit 
within  the  plaintiff's  territory,  and  used.  It  is  unimportant  that  Mr. 
Miller  says  the  patenteet^  denied  the  company's  statement  respecting 
its  interest.  The  latter  was  not  required  to  do  more  than  inform  Ives 
and  Miller  of  it.  Ives  and  Miller,  however,  acted  as  if  they  believed 
it — declining  to  carry  out  theii  contract  and  returning  the  proi>erty. 
Is  is  unnecessary  in  this  case  to  invoke  the  rule  that  knowledge  of 
facts  sufficient  to  put  a  prudent  man  to  inquiry  is  notice.  Direct,  ex- 
plicit notice  is  proved.  That  the  defendant  also  had  notice,  construct- 
ive afi  well  as  actual,  is  equally  clear.  The  assignment  was  on  record 
several  years  before  its  purchase,  and  the  evidence  abundantly  shows 
that  they  had  actual  knowledge  of  the  plaintiff's  rights.  Their  cor- 
respondenoe  with  Ives  and  Miller  puts  this  beyond  doubt.  It  shows 
not  only  that  they  were  fully  apprised  of  these  rights,  but  that  they 
directed  their  most  earnest  efforts  to  the  discovery  of  means  whereby 
the  plaintiff's  enjoyment  of  them  might  be  circumvented  and  defeated. 
They  were  slow  to  believe  that  a  purchase  outside  this  territory  would 
confer  a  right  on  them  to  use  the  machine  within,  in  view  of  the  ex- 
clusive right  vested  in  the  plaintiff,  and  they  consequently  demanded 
a  guaranty  from  Ives  and  Miller.  This  being  refused,  however,  they 
resolved  to  take  the  risk. 
A  decree  must  be  entered  for  the  plaintiff. 


fUnitod  SUtM  Ciroult  Coart— BMten  DUtrlot  of  KiohigM.] 

The  Consolidated  Eollbb  Mill  Company  r.  Coombs. 

Decided  May  20, 1889. 

48  0.  a.,  255. 

Gray— Grinding-Mills. 

Letters  Patent  No.  222,895,  granted  December  23,  1879,  to  William  D.  Gray, 
for  an  improvement  in  grinding-mills,  constrned  and  suntained,  and  HM  that 
Gray's  invention  is  for  such  an  improvement  as  to  entitle  him  to  a  liberal  con- 
struction of  the  claims  of  the  patent  and  a  liberal  application  of  the  doctrine  of 
equivalents. 

8aMB— iMFRINGXMEZrr. 

The  defendant's  entire  machine  is  simply  a  rearrangement  of  the  Gray  combi- 
nation for  the  obvions  purpose  of  an  attempt  to  avoid  his  patent.  The  result 
attained  by  both  combinations  is  the  same.  The  means  adopted  to  attain  such 
result  differ  only  in  the  location  of  the  several  elements  and  such  dependent  dif- 
fereni  es  as  are  made  necessary  by  such  change  of  location. 
Combinations— Patentability. 

The  rearrangement  of  an  old  combination,  when  each  element  operates  prac- 
tically as  before,  is  not  patentable  unless  a  new  or  greatly*improved  result  is  ob- 
tained. 
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4.  DOWLIXG— FEKi>  MkCHAXISM  FOR  ROLLKR-MlLLS. 

Let  tern  Patent  No.  2HD,r)l8,  granted  Dectmibor  4,  lcid3,  to  J)aniel  £.  Dowliug, 
for  an  improvomeut  in  toed  niecUanisui  for  roller-mills,  Held  to  be  an  aggregation 
of  old  eleuientH  adapted  to  a  new  machine,  bnt  producing  practically  tlie  same 
resnlts.  No  invention  involvo<l  in  pntting  these  devices  together  and  placing 
them  in  the  hopper  of  a  Honring-inill. 

o.   MaRMON— ROLLRll-MlLLS. 

Letters  Patent  No.  274,-008,  granted  March  27,  ItitvJ,  to  D.  W.  Marmon,  for  an 
improvement  in  roll<fr-nii1ls,  construed,  and  so  mnch  uf  claim  1  as  is  not  covered 
by  the  Gray  patent— to  wit :  "  means  for  adjusting  simnltaneonsly  both  ends  of 
the  connter-shaft" — Held  to  be  so  far  anticipated  as  to  involve  only  mechanical 
skill. 
<>.  Same— SuusKQUENT  Patbnts. 

A  former  patent,  No.  205,9*27,  granted  Octolier  10,  1882,  to  Mlrmon  jointly  with 
one  Warrington,  construed,  and  Held  that  no  one  can  take  out  a  patent  either 
jointly  or  severally  for  an  invention,  and,  after  the  patent  is  issued,  without  res- 
ervation in  his  original  application,  obtain  a  second  patent  with  broader  claims 
for  the  device. 
7.  CoxsTRCcnox  OF  Claims. 

Claims  of  patents  should  receive  such  interpretation  as  will  enlarge  or  restrict 
them,  so  as  to  cover  the  actual  invention  when  not  absolutely  inconsistent  with 
the  language  used  by  the  patentee.  (Winans  v,  Denmeadf  15  How.,  330;  Van 
Martyr  \.  MiUeVf  15  Blatchf.,  562.)  If,  upon  the  one  hand,  the  state  of  the  art 
shows  the  invention  to  have  been  a  narrow  one,  a  strict  interpretation  will 
be  given  the  claims.  {ManufaeUiring  Co,  v.  Ladd,  102  U.  S.,  408.)  And  it  is  of 
no  practical  consequence  whether  such  restrictions  are  imposed  by  the  Patent 
Office  or  not.  {Toepfer  v.  GoeU,  C.  D.  1887,  608,  41  0.  G.,  933.)  If,  upon  the 
other  hand,  the  patentee  has  taken  a  decided  step  in  a<lvance  of  the  state  of  the 
art  at  the  time  bis  application  was  filed,  the  courts  will,  if  possible,  construe  the 
language  of  his  claim  so  as  to  give  him  the  full  benefit  of  his  improvement. 
(Tiim«  V.  R.  R.  Co,,  1  Wall.,  491 ;  Rubber  Co.  v.  Goodyear,  9  Wall.,  788.) 

Mr.  Rodney  Mason  for  the  complainant. 

Mr.  Joseph  0.  Parkiyison  and  Mr.  Robert  H.  Parkinson  for  the  defend- 
ant. 

STATEMENT   OF  THE  CASE. 

This  was  a  bill  to  recover  damages  for  the  infringement  of  Letters 
Patent  No.  222,895,  issued  to  William  D.  Gray  December  23,  1879,  for 
an  improvement  in  roller  grinding-mills ;  Patent  No.  289,518,  issued  to 
Daniel  E.  Dowling  December  4, 1883,  for  a  feed  mechanism  for  roller- 
mills,  and  Patent  No.  274,608,  issued  to  D.  W.  Marmon  March  27, 1883, 
for  a  roller-mill. 

The  invention  covered  by  the  Gray  patent  was  stated  in  the  preamble 
to  consist — 

in  a  peculiar  eonstraotion  and  arraugement  of  devices  for  adjusting  the  rolls  verti- 
cally as  well  as  horizontally,  whereby  any  nnevenness  in  the  wear  of  the  rolls,  or  in 
their  journals  or  bearings,  may  be  compensated  for  and  the  grinding  or  crushing  sur- 
faces kept  exactly  in  line— 

and  also-  ^.^.^.^^^  ^^  Google 

in  the  special  devices,  for  separating  the  rolls  when  not  in  action,  and  in  other 
details. 
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The  Dowiiug  patent  was  essentially  for  an-  agitator  centrally  located 
within  the  hopper  of  the  roller-mill  above  the  griudingrolls — 

and  proTided  with  teeth  or  fingera  arranged  to  reciprocate  immediately  above  the 
surface  of  the  feed -roll,  and  lengthwise  t(iereof,  to  loosen  and.  disintegrate  the 
material  and  distribute  it  in  a  free  condition  npon  the  snrfaoe  of  the  feed-roll  in 
such  a  manner  that  its  delivery  from  the  hopper  is  effected  in  a  thin  oon  tin  nous 
Hheet,  which  is  deliv^ed  from  the  snrface  of  the  feed-roll  directly  to  tb«  snrfaoe  of 
the  griuding-rolls  thereunder. 

The  Marniou  patent  related  to  a  counter-shaft  parallel  with  the  roll- 
shaft  and  simultaneously  adjustable  at  each  end,  so  as  to  tighten  or 
loosen  the  belts  at  both  ends  of  the  machine  at  one  operation. 

The  defendant  by  his  answer  and  proofs  made  the  following  defenses : 
(1)  that  the  Gray  patent  is  so  circumscribed  by  reason  of  the  limitation 
voluntarily  made  by  the  applicant,  or  imposed  by  the  Commissioner  of 
Patents  and  accepted  as  a  condition  precedent  to  the  grant,  that  it>doe8 
not  cover  defendant's  machine  or  any  part  thereof;  (2)  that  the  features 
of  defendant's  machine  are  found  in  many  prior  patents  recited  in  the 
answer  and  introduced  in  evidence;  (3)  that  in  view  of  the  state  of  the 
art  as  shown  by  prior  patents  and  publication  the  Qray  patent  is  in- 
valid for  want  of  novelty;  (4)  that  the  plaintiff  has  never  been  engaged 
in  the  manufacture,  sale,  or  use  of  the  alleged  inventions  covered  by 
its  patents;  denies  that  the  same  are  of  value  or  that  plaintiff  is 
entitled  to  damages. 

The  chief  defense  to  the  Dowling  and  Marmon  patents  are  a  want  of 
invention,  in  view  of  the  prior  state  of  the  art. 

Beown,  J.: 

The  ancient  system  of  reducing  whtot  to  flour  by  grinding  between 
revolving  stones,  which  obtained  from  the  earliest  historical  period, 
has,  within  the  last  20  years,  largely  given  place  to  the  system  of  crush- 
ing between  rolls,  which  seems  to  have  originated  in  Buda-Pesth,  in  the 
Kingdom  of  Hungary.  These  roller-mills,  which  soon  after  their  in- 
vention were  introduced  into  this  country,  and  have  practically  super- 
seded in  all  large  flouring-mills  the  old-fashioned  method  of  grinding. 
consist  generally  of  two  or  more  pairs  of  rollers  mounted  in  a  atrong 
frame,  and,  as  a  rule,  lying  in  the  same  horizontal  plane.  One  of  these 
rolls  is  fixed,  and  mounted  in  a  stationary  bearing,  but  susceptible,  of 
course,  of  revolution.  The  other  is  mounted  upon  an  adjustable  bear- 
ing, which  permits  it  to  yield  or  give  way  in  case  any  hard  substance 
enters  between  them.  While  these  rolls  are  not 'in  actual  contact  when 
grinding,  they  are  very  nearly  so,  and  their  adjustment  is  a  matter  of 
extreme  nicely.  That  the  wheat  may  be  ground  and  not  merely  crushed 
it  is  necessary  that  the  rolls  be  corrugated  upon  their  surfaces  and 
driven  at  differential  speeds,  so  as  to  give  them  a  rubbing  or  tearing 
as  well  as  a  crushing  action,  and  when  driven  by  belts  it  is  customary 
to  drive  one  roll  in  each  pair  by  a  belt  at  one  end  of  the  machine  and 
the  other  roll  by  a  belt  at  the  opposite  end.    A  counter-shaft  is  run 
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through  the  maohine  from  end  to  end  beneath  the  rolls,  and  driven  by 
a  line  shaft  or  any  suitable  motor,  and  provided  with  pulleys  over  which 
the  belts  at  each  end  of  the  machine  are  thrown,  thereby  driving  the 
rollB  with  which  these  belts  connect.  It  is  deisirable  that  the  axes  of 
the  rolls  shall  always  be  parallel  with  each  other,  and  to  accomplish 
this  the  bearings  of  the  movable  roll  are  made  independently  ac^ust- 
able,  both  verticr.liy  to  bring  the  two  rolls  of  a  pair  axially  into  the 
same  plane,  and  horizontally,  so  that  their  surfaces  may  be  exactly 
parallel,  or  else  they  will  grind  unequally.  This  adjustment  should  be 
so  arranged  that  it  can  be  made  with  one  hand,  while  the  other  is  feel- 
ing the  product  of  the  mill  as  it  issues  from  the  rolls.  The  adjustment 
most  be  absolutely  rigid,  so  that  the  work  may  be  uniform,  and  yet  the 
faces  must  never  come  in  contact,  since  that  would  rain  their  surfaces. 
Above  the  griuding-roUs  is  arranged  a  hopper,  at  the  bottom  of  which 
is  a  long  narrow  opening  parallel  with  and  above  the  line  of  the  two 
rolls.  This  opening  is  nearly  closed  by  a  feed-roller,  which  by  its  revo- 
lution is  intended  to  carry  the  material  in  an  even  regular  stream  to 
fall  between  the  grinding-rolls. 

The  Gray  patent  relates  to  the  a^ustment  of  the  rolls,  both  to  pre 
serve  their  parallelism,  their  grinding  distance,  and  the  pressure  of  the 
movable  agiiinst  the  fixed  roll.  The  Dowling  patent  relates  to  the  feed- 
ing of  the  material  in  the  hopper  to  the  rolls,  and  the  Marmon  patent 
.to  the  adjustment  of  the  counter-shaft  to  tighten  or  loosen  the  belts  at 
each  end  of  the  machine  simultaneously. 

THE  OBAY  PATENT. 

We  will  proceed  to  consider  the  Gray  patent  No.  222,895,  the  first  and 
most  important  in  the  case.  As  before  stated,  this  patent  relates  to  the 
means  for  adjusting  the  rolls  both  vertically  and  horizontally,  the  requi- 
sites of  such  adjustment  being  that  it  must  be  fixed  and  permanent  and 
at  the  same  time  be  capable  of  yielding  to  a  breaking  strain  in  case  a 
hard  substance  enters  between  them,  and  at  the  same  time  of  return- 
ing to  their  original  position  without  a  readjustment.  They  must  also 
be  capable  of  a  vertical  adjustment,  or  an  adjustment  for  ^<  tramming," 
as  it  is  called,  so  that  in  case  of  irregular  wearing  of  the  surfaces  or 
bearing  the  axis  may  be  brought  exactly  in  line.  Seven  claims  are  made 
in  the  patent,  the  second,  third,  fourth,  and  fifth  of  which  are  alleged 
to  be  infringed.  That  part  of  the  preamble  which  refers  to  devices  for 
a^usting  the  rolls  vertically  as  well  as  horizontally  relates  to  the  sub- 
ject-matter of  the  second  and  third  claims,  and  that  clause  referring  to 
th^  special  devices  for  separating  the  rolls  relates  to  the  subject-matter 
of  the  fourth  and  fifth  claims.  An  important  question  connected  with 
this  patent  is  the  oonstruction  to  be  given  to  it  in  view  of  the  limitations 
or  restrictions  imposed  upon  the  original  claims  by  the  Commissioner 
2016  PAT- 
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of  Patents.  In  his  original  specification,  filed  with  his  application, 
Gray  stated  his  invention  to  consist — 

in  device8  for  adjusting  the  rolls  vertically  as  well  as  horizontally,  whereby  any  an- 
eTenness  in  the  wear  of  the  rolls  or  their  Joarnais  or  bearings  may  be  oompensated  for 
and  the  grinding  or  crashing  surface  kept  exactly  in  line— 

and  also— 

in  the  devices  for  separating  the  rolls  when  not  in  action. 

^is  claims  correspond  with  his  evident  belief  that  he  was  the  inventor, 
broadly,  of  devices  for  a  roll  adjustable  both  vertically  and  horizontally, 
and  were  as  follows : 

2.  In  combination  with  a  stationary  roll,  an  adjustable  roll  mounted  substantially 
in  the  manner  described,  whereby  it  may  be  adjusted  both  vertically  and  horizontally. 

3.  In  a  roller  grinding-mill,  a  roll  mounted  at  its  ends  in  arms  or  supports  amuaged 
'to  be  independently  adjusted  both  vertically  and  horizontally,  substantiaUy  in  the 
manner  described. 

4.  In  combination  with  the  roll  C,  the  independent  arms  or  supports  D,  mounted 
upon  eccentrics,  substantially  as  shown,  whereby  either  end  of  the  roll  may  be  ad- 
justed vertically. 

5.  In  combination  with  the  stationary  roll  B  and  ai^ustable  roll  C,  means,  substan* 
tially  such  as  described,  for  drawing  the  roll  C  to  a  fixed  point. 

His  application  in  sach  form  was  refused  by  the  Commissioner  of 
Patents  in  a  letter  dated  August  14, 1879,  notifying  Gray  that  '^the  in- 
vention alleged  and  claimed  in  his  case  is  not  generic,  in  view  of  the 
English  patent  No.  3,328  of  1877,  this  being  known  as  the  ^Lake  En- 
glish patent.' "  Gray  thereupon  concluded  to  submit  to  this  opinion  of 
the  Oommissioner,  and  immediately  amended  his  application  by  two  in- 
sertions in  the  preamble,  so  that  instead  of  reading  ^'consists  in  devieeB 
for  adjusting  the  rolls  vertically  as  well  as  horizontally,"  it  reads  '^con- 
sists  in  a  peculiar  construction  and  arrangement  of  devices  for  adjust- 
ing the  rolls  vertically  as  well  as  horizontally,"  and  by  inserting  the 
word  «* special"  before  the  words  <<  devices  for  separating  the  rolls  when 
not  in  action."  Pursuant  to  the  same  intimation  of  the  Patent  Office, 
Gray  also  amended  his  claims  to  read  as  follows : 

2.  In  a  grinding-mill,  the  combination  of  a  roll,  an  upright  swinging  arm  at  each 
end  of  said  roll,  an  eccentric  adjustable  pivot  located  at  the  lower  end  of  said  arm 
aud  devices,  substantially  such  as  shown,  acting  against  the  upper  end  of  the  arm. 

3.  The  combination  of  a  roll  and  upright  swinging  arms  having  their  lower  ends 
mounted  on  vertically-adjustable  pivots,  the  latter  thus  serving  both  to  sustain  and 
adjust  the  rolls. 

4.  In  combiuation  with  the  movable  roller-bearing,  the  rod  G,  adjustable  stop  de» 
vices  to  limit  the  inward  movement  of  the  bearing,  an  outside  spring  urging  the  bear^ 
ing  inward,  nud  adjusting  deviccH,  substantially  such  as  shown,  to  regulate  the  ten- 
sion of  the  spring. 

5.  In  combination  with  the  roller-bearing,  the  adjusting-rod  provided  at  one  end 
with  a  stop  to  limit  the  inward  movement,  a  spring,  and  means  for  actuating  the  lat- 
ter, and  provided  at  the  other  end  with  a  stop  and  holding  devices,  substantially  as 
shown  and  described.  initi7f^ri  hv  ^ 

Now,  if  the  plaintiff  be  limited  to  the  literalism  of  these  claims  aud 
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is  denied  the  benefit  of  the  ordinary  doctrine  of  eqaivalenUi,  as  con- 
tended by  the  defendant,  then  it  is  clear  the  defendant  does  not  in- 
fringe, since  he  has  neither  an  eccentric  acyustable  pivot  nor  a  pivot 
located  at  the  lower  end  of  the  swinging  sastaining-arm,  nor  devices  of' 
any  kind  acting  against  the  npper  end  of  the  arm.  Authority  for  the 
proposition  that  plaintiff  is  limited  to  the  exact  language  of  his  claims, 
where  limitations  and  restrictions  have  been  imposed  npon  the  original 
claims  by  the  Patent  OfQce,  is  claimed  to  be  found  in  numerous  decis- 
ions of  the  Supreme  Oourt  to  the  eftect  that  limitations  introduced  by 
the  applicant  are  binding  upon  him,  even  if  his  actual  invention  be 
larger  than  his  claim ;  that  claims  accepted  by  the  patentee  can  not  be 
enlarged,  and  when  a  claim  is  restricted  as  to  specific  elements  all  are 
regarded  as  material.  That  this  is  particularly  true  of  limitations  in. 
trodnced  after  rejection,  and  to  ascertain  what  these  limits  are  the  court 
is  not  confined  to  the  face  of  the  patent,  but  may  take  into  consideta- 
tion  the  proceedings  in  the  Patent  OiBce  in  construing  the  meaning  and 
scope  of  the  claims,  and  for  that  purpose  can  go  to  the  file- wrapper  and 
contents  of  the  original  applicant.  In  the  recent  case  of  Bodebaugh  v. 
JaeJc8on  (ante,  435;  37  Fed.  Rep.,  882)  we  had  occasion  to  consider  the 
most  prominent  of  these  cases,  notably  that  of  Sargent  v.  The  Hall  Safe 
and  Lock  Co.  et  aZ.,  (C.  D.,  1885,  251;  31  O.  G.,  661;  114  U.  8.,  86,)  in 
which  it  is  broadly  stated  in  the  opinion  of  the  court — 

That  in  patents  for  combinationB  of  mechanism,  limitations,  and  provisos  imposed 
by  the  inventor,  especially  snoh  as  were  introdaced  into  an  application  after  it  had 
been  persistently  rejected,  must  be  strictly  construed  against  the  inventor  and  in 
fiftvor  of  the  public,  and  looked  upon  as  in  the  nature  of  disolaimers. 

Upon  an  examination  of  the  other  cases  upon  the  same  subject,  how- 
ever, we  came  to  the  conclusion  that  nothing  more  was  intended  than 
that  where,  under  the  state  of  the  art  and  the  action  of  the  Patent  Of- 
fice, a  patentee  of  a  combination  has  modified  and  limited  his  claims  he 
shall  be  held  strictly  to  bis  combiuatiou'as  he  has  described  it.  What 
shall  be  considered  as  an  infriugemeut  must  depend  largely  upon  the 
state  of  the  art  as  it  existed  at  the  time  the  patent  was  issued.  It  has 
always  been  the  law  that  a  patentee  is  limited  by  his  claims,  even  thongh 
his  invention  be  broader,  and  that  if  he  include  a  certain  element  in  a 
combination  he  is  not  at  liberty  to  say  that  such  element  is  immaterial. 
{Vance  v.  Campbell^  1  Black,  427.)  At  the  same  time  it  is  equally  true 
that  a  combination  patent  covers  not  only  the  elements  named,  but  also 
such  as  may  be  substituted  therefor  and  are  known  as  mechanical 
equivalents.  Practically  all  \i  hich  the  rejection  of  a  claim  by  the  Patent 
Office  means  is  that  after  the  patentee  has  limited  his  claim  he  .shall 
not  be  permitted  by  construction  to  have  the  benefit  of  his  claim  as 
originally  presented.  {Leggett  v.  Avery^  101  U.  S.,256.)  Bnt  what  shall 
be  deemed  a  mechanical  equivalent  for  his  claim  depends  so  largely 
npon  the  state  of  the  art  at  the  time  his  patent  was  issued  that  it  is  iiu- 
possible  to  gather  from  the  general  language  of  the  courts  with  respect 
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to  the  construction  of  claims  what  should  be  the  construction  in  any 
particular  case.  When  we  find  a  court  using  language  which  indicates 
that  the  patentee  should  be  strictly  limited  to  his  claim  and  to  the  re- 
strictions and  the  provisos  he  has  inserted  therein,  we  shall  generally  find 
that  the  invention  is  only  a  trifling  deviation  from  or  improvement  upon 
what  has  gohe  before.  When,  upon  the  other  hand,  the  case  shows  the 
doctrine  of  mechanical  equivalents  to  be  vigorously  asserted  and  liber- 
ally applied,  it  will  usually  appear  that  the  patent  is  a  pioneer  or  a 
marked  improvement'  upon  any  device  which  had  previously  existed. 
The  prime  object  in  construing  a  patent  should  be  to  preserve  to  the 
patentee  his  actual  invention  if  this  can  be  done  consistently  with  the 
language  he  has  himself  chosen.  Occasionally  it  will  happen  that  the 
patentee  will  by  inadvertence  or  mistake  claim  less  than  he  is  entitled 
to  and  th^  courts  be  powerless  to  help  him ;  but  their  disposition  is  and 
should  be  to  deal  liberally  with  those  who  have  made  valuable  contri- 
butions to  the  natural  sciences.  In  this  connection  we  ftiUy  coincide  in 
the  opinion  of  Judge  Shipman  in  SehiUinger  v.  Gunther  (0.  D.,  1877, 260; 
11 0. 6.,  831 )  that  a  strict  construction  should  never  be  given  to  the  claim 
where  such  construction  would  be  a  limitation  upon  the  actual  invention. 
Similar  language  is  used  by  Judge  Shepley  in  the  case  of  Iktabrook  v. 
DunbaTy  (2  B.  &  A.,  427,)  in  which  he  says : 

The  tecbnioAl  claims  in  a  patent  are  to  be  construed  with  reference  to  the  state  of 
the  art,  so  as  to  limit  the  patentee  to  and  to  give  him  the  fall  benefit  of  the  inTention 
he  has  made.  They  are  also  to  be  oonstraed  in  oonnectlon  with  the  speoifioation,  so 
as  to  limit  the  patentee  to  and  to  give  him  the  full  benefit  of  the  inyention  he  has 
described.  The  general  terms  and  sometimes  special  words  in  the  claima  may  reeelre 
such  a  construction  as  may  enlarge  or  contract  the  scope  of  the  claim,  so  as  to  uphold 
that  inyention,  and  only  that  invention  which  the  patentee  has  actually  mAde  and 
described,  when  such  construciion  is  not  absolutely  inconsistent  with  the  language 
of  the  claim. 

Indeed,  the  general  principle  is  sustained  by  abundance  of  authority 
to  the  point  that  claims  of  patents  should  receive  such  interpretation 
as  will  enlarge  or  restrict  them,  so  as  to  cover  the  actual  invention  when 
not  absolutely  inconsistent  with  the  language  used  by  the  patentee. 
( Winans  v.  Denmeady  15  How.,  330 ;  Van  Martyr  v.  MiUer^  15  Blatchf., 
562.)  If,  upon  the  one  hand,  the  state  of  the  art  shows  the  invention 
to  have  been  a  narrow  one,  a  strict  interpretation  will  be  given  the 
claims.  (Manufacturing  Co*  v.  Ladd^  102  U.  '8.,  408.)  And  it  is  of  no 
practical  consequence  whether  such  restrictions  are  imposed  by  the 
Patent  Office  or  not.  {Toep/er  v.  Ooetz,  0.  D.,  1887,  e08;  41  O.  O.,  933.) 
If,  upon  the  other  hand,  the  patentee  has  taken  a  decided  step  in  ad- 
vance of  the  state  of  the  art  at  the  time  his  application  was  filed,  the 
courts  will,  if  possible,  construe  the  language  of  his  claim  so  as  to  give 
him  the  full  benefit  of  his  improvement.  {TtarriU  v.  B.  R.  Co.^  1  Wall., 
491 ;  Rubber  Co.  v.  Goodyear^  9  Wall.,  78a) 

In  the  case  under  consideration  Mr.  Gray  claimed  broadly  in  his  second 
original  claim  the  combination  of  the  stationary  and  movable  rolls 
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moaiited  ia  sacli  a  way  that  they  coald  be  adjusted  both  vertically  and 
horizontally.  In  his  third  claim  he  limited  himself  only  to  '^a  roll 
mounted  at  its  ends  in  arms  or  supports  arranged''  for  vertical  and  hori- 
zontal a4ju6tments.  These  claims  were  rejected  in  view  of  the  Lake 
patent,  and  Qray  thereupon  re-formed  and  limited  them.  While,  of 
course,  we  are  bound  to  acquiesce  in  his  action,  we  are  not  fully  satisfied 
that  he  was  not  entitled  to  broader  claims  than  be  actually  submitted 
to.  Undoubtedly  a  horizontal  adjustment  was  provided  for  in  the  Lake 
patent,  and  some  of  the  drawings  would. indicate  that  a  vertical  ailjust- 
ment  was  also  possible;  but  there  is  some  doubt  as  to  whether  it  whs 
such  a  vertical  adjustment  as  is  con  tempi  >>  ted  in  the  Gray  patent.  It 
is  true  that  Lake  in  his  preamble  states  that  his  invention — 
relates  particnlarl^*  to  means  for  varying  therelativeheigbtsoftbe  axes  of  the  rollers 
to  each  other,  and  also  their  relative  hoHzoiital  distauces; 

but  he  also  states  that  it  was — 

for  the  purpose  of  producing;  a  greater  or  less  pressure  of  the  one  roller  on  the  otlu>r; 

and  he  fuither  states  tliat — 

the  pressure  of  one  roller  upon  the  otiior  depends  upon  the  variations  of  the  relative 
height  of  their  axes  to  each  other.  Tips  height  may  be  altered  according  to  the 
pressure  required  by  disi>lacing  the  block  carrying  the  axle  with  the  eccentric  and  liy 
adjusting  the  set-screws  arranged  beneath  the  bearings  of  the  adjustable  roller. 

In  all  the  drawingrs  of  the  Lake  ]>atent,  where  a  vertical  adjustment 
is  provided  for,  it  appears  that  the  two  rollers  are  not  upon  the  same 
horizontal  plane,  but  at  an  au^le  of  45  degrees,  or  less,  to  each  other, 
and  that  the  adjustment  was  intended  to  regulate  the  pressure  of  one 
upon  the  other,  and  not  an  adjustment  for  tramming,  as  provided  in  the 
Gray  patent  It  may  be  doubtfnl,  however,  whether  this  makes  any 
difference  in  the  principle,  since  it  appears  that  there  was  provided  an 
effective,  though  a  somewhat  primitive,  means  of  vertical  adjustment 
by  a  sel-screw  beneath  the  movable  roller.  But,  conceding  that  in  the 
matter  of  double  adjustment  Oray  was  anticipated  by  Lake,  it  is  quite 
endent  that  his  machine,  at  least  so  far  as  concerns  the  vertical  ad- 
justment, is  decidedly  in  advance  of  the  other,  if  such  adjustment  was 
not  provided  for  a  different  purpose.  The  means  used  to  accomplish 
these  adjustments  in  the  Gray  patents  are  so  unlike  those  employed  by 
Lake  that  the  questions  of  patentability,  novelty,  and  superior  utility 
can  hardly  be  considered  open  ones.  Indeed,  their  dissimilarity  is  such 
that  it  is  quite  immati-rial  to  point  out  in  detail  the  points  of  difference. 
About  the  only  feature  common  to  both  is  the  use  of  a  lever  and  an 
eccentric,  though  in  Lake's  patent  they  are  used  only  for  the  purpose  of 
liori20ntal  adjustment,  while  in  Gray's  they  are  aUo  used  for  vertical 
adjustment.  Perhaps  Gray  was  entitled  to  broader  claims  than  he 
actually  made;  but  at  any  rate  we  are  satisfied  that  he  is  entitled  to  a 
liberal  application  of  the  doctrine  of  equivalents.  ^         I 

None  of  the  devices  claimed  as  anticipations,  except  fhaf9f©a&>, 
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show  a  oombination  of  horizontal  aud  veriioal  a^astment,  although  de- 
vices representing  the  different  elements  of  plaintiff's  combination  are 
numerous.    It  is  clear  that  his  patent  can  not  be  defeated  bj  proof  that 
part  of  his  combination  is  found  in  one  mechanism  and  part  in  another. 
(Walker  on  Patents,  sec.  66;  Bates  v.  Goe,  98  U.  8.,  48;  Parks  y.Boothj 
102  U.  S.,104.)    Thus,  the  Dingier  model  for  grinding  paint  shows 
three  rolls,  the  middle  one  of  which  is  Axed,  and  the  outer  ones  movable 
horizontally  by  springs  in  the  shape  of  a  bow  at  each  end  of  the  toUs^ 
connecting  each  movable  bearing  to  a  rod,  which  is  also  connected  with 
an  eccentric  mounted  ui>on  a  shaft.    This  device  is  not  used  for  opening 
or  adjusting  the  distance  between  the  rolls,  but  merely  for  the  purpose 
of  keeping  up  a  constant  pressure  of  the  two  adyustable  outer  rolls 
against  the  fixed  roll.    There  is  no  stop  to  prevent  actual  contact  of  the 
rolls  aud  determine  the  grinding  adjustment,  the  only  object  of  the  ec- 
centric being  to  increase  or. diminish  the  pressure,  as  coarse  or  fine 
grinding  is  desired,  but  never  to  separate  the  rolls.    In  the  Nagel  and 
Kaemp  i>atent  there  are  means  provided  for  simultaneous  horizontal 
adjustment  of  the  two  ends  of  a  movable  roll  by  a  yoke«v4»ell-crank 
lever  of  the  first  order.    Not  ouly  is  there  no  vertical  a^^nstment,  but 
there  are  no  means  of  adjusting  the  two  ends  of  the  movable  roll  sepa- 
rately, or  adjusting  for  ''tram,"  as  it  is  called.    The  only  adjustment 
possible  is  that  of  both  ends  of  the  roll  simultaneously  for  grinding. 
Practically  the  same  may  l>e  said  of  the  Schacht  maehine,  which  also 
contains  means  for  the  simultaneous  adjustment  of  the  two  ends  of  the 
movable  roll,  but  no  vertical  adjustment,  and  of  course  no  pronsiou 
for  tramming.    In  the  Mechwait  American  Patent  No.  251,124  there  is 
R  horizontal  adjustment  provided  by  means  of  a  lever  held  in  position 
by  weights  instead  of  springs,  and  in  this  arrangement  it  bears  some 
resemblance  to  the  Lake  patent;  but  it  appears  to  be  but  a  clumsy  con- 
trivance as  compared  with  the  American  machines.    There  is  here  also 
no  arrangement  for  vertical  adjustment.    Indeed,  while  the  practice  of 
crushing  wheat  by  roller  action  was  adopted  by  American  millers,  the 
mechanism  of  the  foreign  mills  for  adjusting  these  rollers  proved  so 
clumsy  and  inadequate  that  the  machines  themselves  speedly  went  out 
of  use.    In  short,  none  of  these  prior  patents,  except  Lake's,  contain  a 
suggestion  of  the  underlying  principle  of  plaintiff's  patent,  aud  are 
cliietly  valuable  as  showing  the  extremely  imperfect  state  of  the  art  at 
the  time  Gray  made  his  application.    In  the  Lake  patent  there  is,  it  is 
true,  a  provision  for  vertical  as  well  as  horizontal  adjustment,  saflEicient 
probably  to  disentitle  Gray  to  the  broad  claims  of  his  original  applica- 
tion ;  but  it  is  very  doubtful  in  our  mind  whether  the  Lake  machine 
was  ever  intended  or  is  susceptible  of  anything  more  than  the  regula- 
tion of  the  pressure,  and  his  adjustments  were  accomplished  by  such 
rude  devices,  as  compared  with  those  of  Gray,  that  we  think  his  claims, 
unnecessarily  restricted  perhaps,  are  entitled  to  great  liberality  in  con- 
struction. ^ 
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Goming  now  to  the  qaestion  of.  infriDgement,  we  are  compelled  to 
analyze  in  some  detail  the  elements  of  plaintiff's  combination,  and  to 
compare  them  with  corresponding  features  of  defendant's  machine. 
The  second  and  third  claims  contain  substantially  four  elements :  (1)  A 
roll ;  (2)  upright  or  sustaining  swinging  arms  at  each  end  of  the  roll ; 
(3)  an  eccentric  vertically-adjustable  pivot  located  at  the  lower  end  of 
the  arm ;  (4)  devices,  substantially  as  shown,  acting  upon  the  upper  end 
of  the  arm.  The  first  two  of  these  elements  are  undoubtedly  contained 
in  the  Mawhood  roller-mill,  represented  by  defendant's  machine,  ex- 
cept that  the  swinging  arm  or  lever  of  the  Mawhood  device  is  pivoted 
in  its  center  instead  of  at  its  lower  end ;  in  other  words,  is  a  lever  of  the 
first  instead  of  a  lever  of  the  second  order.  This  is  admitted  by  defend- 
ant's expert  to  be  immaterial,  as  the  difterent  ^'orders  of  levers  may 
be  interchanged  indiscriminately  so  far  as  the  lever  functions  are  con- 
cerned in  modifying  and  converting  motions."  The  third  element  is  not 
exactly  reproduced  in  defendant's  machine.  Instead  of  an  eccentric 
adjustable  pivot  located  at  the  lower  end  of  the  arm,  there  is  a  nou-ad- 
ju8tal>le  pivot  located  in  the  center  of  the  arm  midway  between  the 
ends,  whi(^h  lueaus  merely  that  his  lever  is  of  the  first  instead  of  the 
second  order  ^  while  the  adjustable  pivot  is  contained  at  the  outer  end 
of  the  cross-arm,  supporting  the  main  arm  which  carries  theroUer.  The 
opmation  of  the  two  is  practically  identical.  Indeed,  the  adjustable 
pivot  might  have  been  located  in  the  main  arm  had  the  device  regulat- 
ing the  grinding  a(\justment  been  located  above  instead  of  below  the 
rollers.  It  is  notable  in  this  connection  that  Gray  in  the  sixth  and 
seventh  figures  of  his  drawings  contemplated  as  an  alternative  of  the 
devi(;es  shown  in  Figure  I  a  lever  pivoted  in  the  middle,  and  operated 
at  the  outer  end  by  a  screw  to  elevate  or  depress  the  swinging  arm  D, 
located  at  the  other  end.  It  may  be  said  in  general  that  anything 
named  by  the  patent  as  an  equivalent  will  be  so  regarded  by  the  court. 
{Hayden  v.  Suffolk  Oountyj  4  Fish.,  86.)  And  while  the  defendant  has 
not  adopted  the  exact  device  suggested  by  Oray,  we  think  the  deviation 
too  trifling  to  avoid  the  charge  of  infringement. 

Before  considering  the  parts  of  defendant's  devices  corresponding  to 
the  fourth  element  of  Gray's  second  and  third  claims,  it  is  desirable  to 
analyze  his  fourth  and  fifth  claims,  which  define  more  particularly  the 
devices  acting  against  the  upper  end  of  the  arm.  The  fourth  and  fifth 
claims  are  for  a  combination  of— (1)  a  movable  roller-bearing ;  (2)  the 
rod  G ;  (3)  an  adjustable  stop  device  to  limit  the  inward  movement  of 
the  bearing;  (4)  an  outside  spring  urging  the  bearing  inward;  (5) 
means  for  adjusting  the  spring,  and  (6)  a  stop  and  holding  device  at 
the  o])po8ite  end  of  the  rod  from  the  spring.  There  is  no  doubt  the  first 
two  of  these  elements  are  also  found  in  defendant's  machine.  It  is  true 
that  in  the  Gray  patent  the  rod  G  is  located  above,  and  in  defendant's 
machine  below,  the  rollers ;  but  the  location  is  not  specified  in  the  claim, 
and  even  if  it  were,  it  would  be  immaterial.    The  change  of  the  loca- 
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tiou  of  an  element  in  a  combination,  where  there  is  no  .new  ftanction 
periornied  by  such  element  in  its  new  location,  will  not  avoid  the  charge 
of  infringement.  (Adams  v.  Oillette  Manufacturing  Co.^  3  B.  &  A.,  I ; 
Ives  V.  Hamilton,  92  U.  S.  426 ;  Knox  v.  Oreat  Western  Oo.^  6  Saw.,  430.) 
Nor  is  it  of  an3'  great  consequence  that  Gray's  operated  as  a  draw-rod 
to  coerce  the  two  devices  together,  while  defendant's  is  athrast-rod  oper- 
ating in  a  different  direction,  lives  v.  HamiUon,92  U.  S.  206;  Bod/Aeiugh 
Y.  Jackson^  ante  435 ;  37  Fed.  Bep.,  882.)  The  third  element— vis., 
the  adjustable  stop  device  to  limit  the  inward  movement  of  the  bear- 
ing— is  represented  by  the  unt  I  of  the  Gray  patent  and  by  the  not  I 
outside  the  spring  in  the  Mawhood  machine. 

(4.)  The  outside  spring  urging  the  bearing  inward  is  lettered  H  in 
both  patents.  What  is  meant  by  the  term  ^^ outside  spring"  is  some- 
what uncertain.    The  expert  See  defines  it  \ 


a  spriug  located  on  the  onter  side  of  the  thin|(  it  is  intendod  to  exert  ite  oi>erative 
pressure  upon,  as  distinguished  from  a  spriug  located  on  the  inner  side  pressing  out- 
wardly against  the  thing  which  it  is  to  exert  its  pressure  upon. 

Plaintiff's  expert,  Smith,  considers  the  word  ^'outside"  as  a  word  of 
description  only,  and  not  a  word  of  limitation. 

lu  the  machine  of  the  defendant  the  spring  acts  against  the  lower  end  of  the  bearing 
D.  In  order  that  the  movable  roll  may  be  moved  toward  the  fixed  roll,  or  inward,  tiie 
lower  end  of  the  bearing  must  be  moved  outward  by  the  spring.  In  the  machine  of 
the  patentee  the  spriug  acts  against  the  upper  end  of  the  bearing,  and  iu  order  that 
the  roll  may  be  urged  inward,  the  upper  end  must  be  pressed  inward  by  the  spring. 

However  this  may  be,  there  is  no  doubt  but  that  both  springs  operate 
alike  to  press  the  movable  roll  againat  the  fixed  roll,  and  that  the  dif- 
ferent kinds  of  springs — as,  for  instance,  those  operated  by  contraction 
instead  of  expansion — are  like  the  different  orders  of  levers,  mere  matters 
of  mechanical  contrivance  or  of  convenience  or  ease  of  construction.  The 
object  of  the  spring  in  both  cases  is  to  permit  the  movable  roll  to  recede 
from  the  fixed  roll  whenever  any  foreign  hard  substance  passes  between 
them,  so  that  the  surfaces  of  the  roll  may  not  be  damaged. 

(5.)  The  means  for  adjusting  the  tension  of  the  spring  (the  hand-nuts  j) 
in  both  cases  ditt'er  only  in  the  fact  that  in  plaintiff's  machine  this  nut  is 
located  outside,  and  in  the  defendant's  machine  inside,  the  spring.  Their 
operation  is  identical. 

(6.)  The  stop  and  holding  devices  at  the  opposite  ends  of  the  rod  G 
are  an  eccentric,  shown  in  Fig.  8  in  plaintiff's  patent,  oiierated  in  one 
case  by  a  wheel  and  in  the  other  by  a  lever. 

In  short,  we  regard  defendant's  entire  machine  as  simply  a  rearrange- 
ment of  the  Gray  combination  for  the  obvious  purpose  of  an  attempt  to 
avoid  his  patent.  The  result  attained  by  both  combinations  is  the  same. 
The  means  adopted  to  attain  such  result  differ  only  in  the  loeation  of 
the  several  elementi>  and  such  dei)endent  diff'ereneesasare  made  neces- 
sary by  such  change  of  location.  As  we  had  occasion  to  observe  in  JBodtf- 
haugh  v.  Jackson,  the  rearrangement  of  an  old  combination,  where  each 
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element  operates  practically  as  before,  is  not  patentable  unless  a  new  or 
greatly  improved  result  is  obtained.  (Walker  on  Patents,  sec.  41 ;  Wood- 
ward  T.  Dunsmove,  4  Fish.,  163, 160.) 

THE  DOWLlNe  PATENT. 

Plaintiff  also  claims  for  an  infringement  of  the  first,  third,  and  fourth 
claims  of  the  Dowliug  patent.  The  fourtii  claim  contains  the  clearest 
statement  of  the  combination,  and  is  the  only  one  which  is  necessary* 
to  be  considered.    It  reads  as  follows: 

4.  lu  a  griodiug-iuill,  the  ooiubinatiou  of  two  Krindiug-FollB,  the  feed-roll  above  the 
aame,  a  hopper  above  the  feed-roil,  and  a  toothed  agitator  centrally  located  within 
the  hopper  and  extending  length wis<;  above  the  feed-roll,  and  mechaniam  for  recipro- 
cating said  agitator  in  a  lengthwise  direction. 

The  prominent  feature  of  this  combination  is  the  centrally-located 
agitator,  introduced  for  stirring  up  the  material,  and  thereby  keeping 
a  continuous  and  uniform  flow.  The  tendency  of  the  material  is  to 
bank  up  or  bridge  over  in  the  hopper  when  soft.  This  reciprocating 
comb  prevents tlie  bridging  of  the  material  by  working  out  the  center 
and  ))ermitting  the  loosened  material  to  fall  on  the  i'eedroU.  This  im- 
pediment in  the  flow  is  most  liable  to  occur  in  the  reductions  of  the 
wheat  after  the  first  reduction,  of  which  there  are  usually  six  or  seven* 
It  is  also  liable  to  occur  in  the  soft  material  incident  to  finishing  the 
middlings  reductions.  Agitators  of  this  description  for  the  purpose  of 
breaking  up  lumps  in  such  material  as  plaster,  ashes,  lime,  or  manure 
are  not  uncommon,  and  their  mode  of  operation  is  [Practically  the  same. 
In  Gainers  patent  Nos.  78,423  and  137,051  for  an  improved  machine  for 
sowing  fertilizers  and  seeds,  there  is  shown  a  revolving  stirrer  E  corre- 
8i>onding  to  the  Dowling  feed-roll  D,  and  a  reciprocating  agitator  F^ 
having  saw-like  leeth  on  its  lower  edge,  resting  on  or  near  the  feed- 
roller.  The  rod  of  this  agitator  is  reciprocated  by  a  cam,  substantially 
in  the  same  manner  as  the  plaintifTs.  It  is  true  this  agitator  is  not 
centrally  located  within  the  hopper,  but  lies  flat  against  one  of  its  sides* 
But  the  patent  to  T.  J.  West,  No.  100,573,  has  an  ac^juster  which  is  cen- 
trally located  in  a  machine  for  sowing  fertilizers,  and  the  patent  to  H. 
E.  Keeler,  No.  251,140,  shows  a  similar  device  similarly  lociited  in  a 
fanning-mill.  Like  devices  are  shown  in  other  patents  offered  in  evi- 
dence. In  short,  Dowling's  combination  of  the  two  grinding-rolls,  the 
feed-roll  above  the  same,  a  hopper  above  the  feed-roll,  (used  in  all  roller- 
mills,)  and  the  toothed  agitator  of  the  Gaine,  West,  Keeler,  and  Mahafly 
patents  centrally  located  as  in  the  West  and  Keeler  patents^  and  the 
mechanism  for  reciprocating  such  agitator  in  a  lengthwise  direction  is 
bat  an  aggregation  of  old  elements  adapted  to  a  new  machine,  but  ])ro- 
dncinii:  practically  the  same  results.  We  do  not  think  that  any  inven- 
HoD  is  involved  in  putting  these  devices  together  and  placing^ them  in  the 
hopper  of  a  fiouring-mill.  ^ 
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THE  MABMON  PATENT. 

Plaintiff  also  claims  an  iufringement  of  the  first,  second,  and  third 
claims  of  the  Marmon  patent,  the  first  of  which  only  it  is  necessary  to 
notice.    It  reails  as  follows ; 

1.  The  combination,  in  a  roller-mill,  of  the  supporting  frame-work,  the  roll-ehafts, 
a  counter -shaft  extending  from  end  to  end  of  the  machine  substantially  parallel  with 
said  roll-shaft«,  pulleys  on  several  shatts,  belts  connecting  the  same,  and  means  for 
adjusting  both  ends  of  said  counter-shaft  simultaneously,  whereby  the  belts  at  both 
«ud8  of  the  machiuo  are  tightened  or  loosened  at  one  operation,  substantially  as  set 
forth. 

This  claim  consists  of  six  elements,  viz :  (1.)  The  snpporting-frame, 
which  is  a  rigid  casting  in  one  piece,  supporting  all  four  grinding-roUs 
and  a  conn tersb aft.  (2)  The  roll-shafts.  (3)  A  counter-shaft  extend- 
ing from  end  to  end  of  the  machine  substantially  parallel  with  the  roll- 
shafts,  recei\ing  motion  at  one  end  from  the  main  driving-belt,  and  com- 
uiuuicatiug  the  motion  to  one  roll  of  each  pair  at  the  other  end.  (4) 
Pulleys  on  the  roll-shafts  and  counter-shafts.  (5)  Belts  on  the  roll  and 
counter-shaft  j)ulleys,  arranged  to  give  reversed  and  differeutial  move- 
ment to  the  two  rolls  of  each  pair.  (6)  Means  substantially  such  as 
described  for  simultaneously  adjusting  both  ends  of  the  counter-shaft, 
by  which  means  all  the  roll-belts  may  be  tightened  or  loosened  by  one 
operation ;  and  of  which  means  a  great  variety  is  shown  in  the  draw- 
ings accompanying  the  patent. 

As  Gray's  prior  p«atent,  Ko.  228,525,  is  admitted  to  contain  the  first 
five  of  these  elements,  the  only  question  is  whether  the  sixth  element — 
viz.,  means  for  adjusting  simultaneously  both  ends  of  the  counter- 
shaft—is found  in  prior  patents.  It  will  be  noticed  that  the  patentee 
claims,  broadly,  any  means  of  simultaneously  adjusting  both  ends  of  the 
counter-shaft,  and  not  specific  devices  for  so  doing,  and  the  drawings  ac- 
companying his  patent  show  twelve  different  devices  for  that  purpose, 
which  are  thereby  made  equivalents  of  one  another.  It  follows  that  if 
the  defendant  would  be  guilty  of  infringement  by  using  any  means  of 
simultaneous  adjustment,  plaintiff's  patent  would  also  be  anticipated 
by  the  prior  use  of  any  such  means.  Means  for  the  independent  ad- 
justment of  each  end  of  such  counter-shaft  are  admitted  to  be  found  in 
Gray's  patent,  No.  228,525.  While  defendant's  testimony  has  failed  to 
establish  a  case  of  the  simultaneous  adjustment  of  both  ends  of  a  coun- 
ter-shaft, there  is  shown  in  the  Lane  and  Bodley  saw-mill  a  device  for 
moving  both  ends  of  a  shaft  for  carrying  a  circular  saw,  for  the  pur- 
pose of  tightening  and  loosening  the  belts,  a  similar  device  in  Clark's 
patent,  No.  174,719,  for  a  coal  breaker,  and  in  the  Odell  patent.  No. 
250,954,  there  is  shown  a  roller-mill  containing  a  device  for  simultane- 
ous adjustment  of  two  short  shafts  carrying  pulleys,  each  revolving  in 
an  opposite  direction.  The  means  adopted  are  not  dissimilar,  and,  in 
our  opinion,  there  is  nothing  beyond  mere  mechanical  skill  required  in 
applying  these  means  to  the  counter-shaft  of  a  roller-mill.    We  agree 
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with  the  defendant's  expert  that  it  does  not  call  for  the  exercise  of  in- 
ventiye  faoalty.  (Aran  v.  Manhattan  Railway  Co/,  CI  D.  1886, 141,  26 
Fed.  Repy  314.)  Beyond  this,  however,  there  is  produced  a  prior  pat- 
ent to  Marmon  and  one  Warrington,  dated  October  10»  1882,  or  about 
six  weeks  before  the  filing  of  the  application  for  the  Marmon  patent, 
in  which  the  same  adjusting  devices  shown  in  Fig.  20*  of  the  Marmon 
patent  are  employed.  This  construction  is  made  the  sabject-matter  of 
the  twelfth  claim  of  the  Marmon  and  Warrington  patent  in  the  follow- 
ing language : 

12.  The  oombinatioD,  with  the  couuter-shaft  M,  of  an  ac^aBtiDg  mechanUui  con- 
sisting of  the  devices  N,  the  rods  0,  and  mechanism  connecting  said  rods  together, 
whereby  they  are  operated  simultaneoasly,  all  substantially  as  set  forth. 

The  construction  and  operations  of  the  corresponding  parts  in  the 
two  patents  are  substantially  the  same  and  the  result  produced  by  their 
action  is  the  same.  It  is  true  that  Marmon  in  the  patent  under  consid- 
eration does  not  limit  iiiniself  to  any  particular  means  For  the  simul- 
taneous adjustment  of  tlie  two  ends  of  the  counter-shaft,  but  he  exhib- 
its twelve  different  devices  for  such  purpose,  which  are  thereby  made 
mechauical  equivalents  each  of  the  other.  If  this  be  so,  then  it  would 
follow  that  his  patent  will  be  anticipated  by  the  use  of  any  one  of  these 
equivalents  in  the  piior  patent  to  Marmon  and  Warrington,  since  a 
patentee  making  use  of  any  mechanical  equivalent  of  the  Marmon  and 
Warrington  combination  would  be  equally  liable  as  an  infringer  as  if 
he  made  use  of  the  special  device  therein  set  forth.  Upon  the  face  of 
these  two  patents  there  appears  to  be  an  anticipation  of  the  claim 
sued  ui)on  in  this  case.  Plaintiif,  however,  seeks  to  avoid  the  force  of 
this  b}-  showing  that  Marmon  and  Warrington,  the  original  patentees, 
conceded  priority  of  invention  to  Marmon  of  the  device  in  question.  It 
appears  from  the  file  wrapper  and  contents  of  the  Marmon  patent,  that 
in  his  application  Marmon  stated  that — 

many  of  the  devices  and  combinations  shown  and  described  herein  are  the  invention 
of  Jesse  Warringmo,  or  the  joint  invention  of  said  Warrington  and  myself.  Thpy 
are  therefore,  of  course,  not  claimed  in  this  application,  but  are  made  the  subject- 
matter  of  other  applications  for  Letters  Patent,  either  pending  or  iu  course  of  prep- 
aration. I  regard  myself,  however,  as  the  first  inventor  of  a  roller-mill  having  a 
conuter-shaft  extending  from  end  to  end  of  the  mill  parnllel  with  the  roll-shafts  and 
siranltaneonsty  adjnstable  as  a  whole  toward  or  from  the  roll-shafts.  I  therefore  in- 
tend to  claim  the  above  invention  broadly  in  this  application,  together  with  the 
specific  means  shown  iu  the  principal  drawings,  leaving  the  other  constructions  to  be 
covered  specifically  by  the  other  tietters  Patent,  the  applications  for  which  have  been 
made  or  may  be  made  either  by  himself  or  by  others. 

There  seems  to  have  been  some  effort  made  to  have  the  Marmon 
patent  advanced  and  passed  upon  before  the  Marmon  and  Warrinj^ton 
patent ;  bnt  this  does  not  seam  to  have  been  done,  since  the  Marmon 
and  Warrington  patent  seems  to  have  been  issued  before  the  corre- 
spondence on  this  subject  took  place.  On  December  22,  1882,  the  Ex- 
aminer writes  to  Marmon's  attorney,  refusing  claims  1,  2,  and  3  of  his 
patent,  And  stating  that — 


540  DECISIONS   OF  U.   S.   COURTS  IN  PATENT  CASES. 

an  applicant  cannot  receive  protection  in  a  separate  application  for  matter  which 
was  described,  claimed,  sworn  to  Jointly  by  himself  and  another,  and  Jointly  patented 
prior  to  the  filing  of  the  subsequent  application.  Whatever  rights  the  present  appli- 
cant may  have  had  solely  for  broad  claims  On  the  driving  mechanism  shonld  have 
received  protection  prior  to  the  filing  of  the  application ;  or  the  right  to  apply  for 
broader  claims  subsequently  might  have  been  saved  by  an  express  reservation  in  said 
patent. 

In  reply  to  this  the  attorney  wrote  that  there  was  no  dispute  between 
the  parties  as  to  the  matter  of  invention ;  that  <^  each  is  preparing 
farther  applications  which  will  show  just  what  each  is  entitled  to  sepa- 
rately and  what  jointly  with  the  other,  and  the  proper  steps  will  be  taken 
to  pat  the  record  in  shape  so  the  objection  urged  by  the  Examiner  will 
b3  overcome,"  and  at  the  same  time  he  forwarded  to  the  Patent  Office 
a  concession  on  the  part  of  Marmon  and  Warrington  of  priority  of  in- 
vention to  Marmon  of  the  device  for  simnltaneous  adjustment.  This 
was  stated  by*  the  Examiner  not  to  l>e  <^  sufficient  to  warrant  the  Office 
in  issuing  two  patents  for  the  same  invention — a  joint  patent  to  two 
parties  and  a  separate  patent  to  one  of  them,"  and  how  the  second 
patent  came  to  be  issued  does  not  clearly  appear  by  the  record.  There 
is  nothing  before  us  to  show  that  the  first  patent  was  ever  canceled  or 
reissued,  nor  do  we  see  how.  a  mere  concession  of  priority  from  one 
patentee  to  a  later  applicant,'  after  the  prior  patent  had  been  issued, 
could  be  binding  as  against  Infringers.  Indeed,  we  are  unable  to  see 
ui)on  what  theory  this  concession  and  correspondence  is  admissible  at 
all.  If  the  first  patent  is  valid,  then  any  infringer  could  be  prosecuted 
under  it  at  any  time  within  seventeen  years  from  the  time  the  patent 
was  issued;  and  if  the  second  patent,  which  was  issued  nearly  six 
mouths  after  the  first,  be  also  valid,  infringements  could  also  be  prose- 
cuted at  any  time  within  seventeen  years  from  the  time  that  was  issued, 
so  that  the  monopoly  of  the  invention  might  thus  be  indefinitely  ex- 
tended. No  one  can  have  two  patents  for  the  same  device,  either  as 
joint  inventors  or  as  sole  inventor.  So  one  can  take  out  a  patent,  either 
jointly  or  severally,  for  an  invention,  and  after  the  patent  is  issued, 
without  reservation  in  his  original  application,  obtain  a  second  patent 
with  broader  claims  for  the  same  device.  The  authorities  upon  this 
point  are  numerous  and  conclusive.  (Sickles  v.  jPoUt  Company^  4 
Blatchf.,  508;  O^ReiUy  v.  Morse,  15  How.,  G2;  Odiorme  v.  Amesbur^ 
Nail  Factory,  1  liobb.,  300;  Smith  v.  Ely,  5  McLean,  76;  James  v. 
OampbelU  104  U.  S.,  356.) 

If  there  be  anything  in  defendant's  point  that  plaintiffs  remedy  is  at 
law,  the  objection  comes  too  late  to  be  of  any  service.  If  such  want  of 
jurisdiction  appears  upon  the  face  of  the  bill,  it  should  be  taken  ad- 
vantage of  by  demurrer.  (Clark  v.  Flinty  22  Pick.,  231 ;  Ludlow  v.  8i' 
mondy  4  Caine's,  60,  40,  56;  Underhill  v.  Van  Courtland^  2  John's  Oh., 
309 ;  Pierpont  v,  Fowle^  2  W.  &  M.,  35 ;  Frandin  v.  LeRoy^  2  Paige,  509.) 
If  not,  it  should  be  set  up  by  plea  or  answer  and  called  to  the  attention 
of  the  court  at  the  earliest  opportunity.    (Roberdean  v.  JBotw,  1  Atk., 
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543}  Bank  v.  B.  B.  Co.j  28  Vt.,  470;  Livingnfone  v.  Lirhigsfone^  4  John^8 
Ob.y  287.)  The  objectioo  can  uot  l>e  taken  at  the  hearing.  {Xiles  v. 
Williams,  24  Goon.,  279.) 

It  would  be  a  great  hanlahip  io'a  case  like  this,  where  the  parties  have 
speut  many  years  of  time  and  many  thousands  in  money  preparing  for 
a  hearing  upou  the  merits,  to  deny  the  plaintiff  relief  apon  the  groaud 
that  it  should  have  resorted  to  a  conrt  of  law. 

It  resnits  from  this  that  the  plaintiff  is  entitled  to  a  decree  for  an  in- 
janction,  and  the  usual  reference  to  a  master  to  assess  damages  upon 
the  Gray  patent,  and  that  the  defendant  is  entitled  also  to  have  inserted 
therein  a  clause  dismissing  the  bill  as  to  the  Dowling  and  Marmou  pat- 
ents. 


[Unitod  StatM  Ciicait  Coart-DUtrlct  of  lUMaehiiMtta.] 

Low  V.  Babstow  Stoyb  Company,    Low  v.  Mageb  Furnace  Com- 
pany. 

Decided  Decemher  10,  IBSS. 

48  O.  0.,  262. 

Low— Tile  Decobatiok. 

Letters  Patent  No.  336,242  and  336,243,  both  graateil  to  John  G.  Low,  February 
16, 1886,  for  tile  deooration,  declared  void  for  want  of  invention. 

Mr.  Tkonias  Wm.  Clarke  for  the  complainant. 
Mr.  David  A.  Burr  for  the  defendants. 

Colt,  J. : 

These  suits  are  brought  on  two  Letters  Patent  granted  February- 16, 
1880,  to  the  complainant,  John  &•  Low,  for  improvements  in  the  art  of 
tile  decoration.    The  claim  in  Patent  No.  330,243  is  as  follows : 

As  an  improyement  in  the  art  of  decorating;  metallic  or  other  snrfaces,  a  medallion 
tile  formed  with  a  rabbet  upou  its  edge,  and  glazed  into  the  rabbet,  in  combination 
witli  a  perforate<l  plate  suited  to  the  contour  of  the  projecting  medallion,  and  with 
suitable  backing  to  the  tile  attached  to  said  perforated  plate,  substantially  as  and  for 
the  purposes  described. 

The  claim  in  Patent  No.  330,242  is  as  follows : 

An  improvement  in  the  art  of  decorating  surfaces  to  be  ornamented,  consisting  in 
applying  thereto  by  pins  or  screws  passing  through  holes  in  the  tile  ornamental  tiles 
of  appropriate  patterns  and  glazed  to  their  bases,  substantially  as  and  for  the  pur- 
pose described. 

The  main  defense  to  these  patents  is  want  of  invention.  I  have  care- 
fully considered  all  that  has  been  urged  in  support  of  the  validity  of 
these  patents,  and  I  am  unable  to  find  any  invention  in  them  in  view 
of  the  prior  state  of  the  art.  Both  of  the  patents  may  describe  tiles 
which  present  a  very  pleasing  and  artistic  appearance  to  the  eye ;  but 
it  does  not  follow  from  this  that  it  required  in  the  sense  of  the  patent 
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law  the  exercise  of  the  in veutive  facalty  to  proclace  them.  The  improve- 
ment described  in  Patent  No.  336,243  consists  in  making  the  tile  me- 
dallion in  form  with  a  rabbet  upon  its  edge  and  glazed  into  the  rabbet, 
in  combination  with  a  perforated  plate  and  backing  to  attach  the  tile  to 
the  plate.  Now,  it  is  proved  beyond  question  that  a  square  tile  formed 
with  a  rabbet  and  glazed  into  the  rabbet,  in  combination  with  a  perfo- 
rated plate  and  suitable  backing,  was  in  use  at  the  time  Low  made  his 
alleged  invention.  It  may  also  be  said  that  a  round  medallion  without 
the  rabbeted  edge  was  old  at  this  time.  Under  these  circumstances  the 
changing  of  a  square  tile  with  a  rabbeted  edge  to  a  round  or  medallion 
tile  with  a  rabbeted  edge  involved  no  such  exercise  of  the  inventive 
faculty  as  entitles  the  party  to  a  patent  under  the  law. 

As  for  patent  No.  362,242,  the  claim  appears  to  be  broad  enough  to 
cover  an3^  ornamental  tiles  glazed  to  their  bases  through  which  are  ap- 
plied pins  or  screws;  but  the  complainant  contends  that  this  claim  is 
limited  by  the  specification  and  drawings  to  rosette  tiles  perforated 
through  their  geometrical  center  attached  with  round-headed  screws 
or  pins  which  harmonize  with  the  rosette.  But  as  thus  limited  the 
claim  is  manifestly  void  for  want  of  invention.  It  was  old  in  the  art 
to  attach  porcelain  or  earthen  knobs  and  shields  of  various  forms, 
glazed  to  their  base,  to  articles  by  means  of  screws  or  pins  passing 
through  holes  in  their  center  or  upon  their  sides.  In  view  of  this  there 
was  no  inventive  skill  required  to  decorate  a  surface  by  applying  thereto 
a  perforated  rosette  tile  glazed  to  its  base  and  secured  by  a  pin  or 
screw  passing  through  a  hole  in  its.  center  or  elsewhere.  For  these 
reasons  and  without  entering  upon  the  other  defenses  raised,  the  bills 
should  be  dismissed. 

Bills  dismissed. 


(United  States  Circait  Court— Nortbeni  DieCriot  of  niinois.] 

Coleman  Hardware  Company  et  al.   v.  Kellogk>,  Johnson 

&  Bliss  et  al. 

Decided  May  27,  lr<SU. 
48  O.  G.,  20-2. 

SHUMAltI>   -SaSH-BaLAXCR. 

The  novel  feature  of  Letters  Patent  No.  ^85,079,  granted  September  18,  18?^, 
to  Warren  Shumard.  tor  an  improvement  in  saeli- balances,  is  a  brake  so  arranged 
as  to  be  adjustable  from  the  outside ;  and  the  second  and  third  claims  of  thU 
patent  are  iufriui;ed  by  a  sasU-balauce  having  a  band-brake  bearing  ou  the 
periphery  of  the  drum. 

Messrs.  Banning  d;  Banning  cC  Payson  for  tbe  complaiLants..^Tp 
Mr.  George  P.  Barton  for  the  defendants.  "  ^ 
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Blodgett,  J.; 

This  is  a  motion  for  an  injunction  to  restrain  the  infringement  by  de- 
fendant of  a  patent  granted  September  18, 1883,  to  Warren  Shumard 
for  A  sash -balance. 

The  device  covered  by  this  patent  is  what  is  ki;iown  as  a  '*  spring-bal- 
ance ^  for  a  window-sash,  instead  of  the  ordinary  pulley-balance.  The 
proof  now  before  me  shows  that  this  class  of  devices  is  not  new,  one  of 
the  patents  cited  having  been  issued  in  1856;  but  the  feature  in  the 
complainants'  patent  which  seems  to  me  to  be  new  and  meritorious  is 
the  brake  so  arranged  that  it  is  adjustable  from  the  outside.  Defend- 
ants' patent  also  shows  a  brake  adjustable  from  the  outside,  and  differing 
only  from  the  claimants'  in  the  fact  that  it  is  what  is  known  as  a  "  band- 
brake"  bearing  upon  the  periphery  of  the  drum,  while  complainants' 
brake  is  the  ordinary  brake-shoe  bearing  upon  the  periphery  of  the 
drum,  and  the  pressure  secured  by  a  spring.  There  is  no  essential 
difference  in  the  ftinction  of  the  two  brakes ;  but  the  band-brake  wag 
a  well-known  equivalent  for  a  spring-brake  like  the  complainants'  at 
the  time  complainants'  patent  was  issued.  I  think,  therefore,  as  at 
present  advised  from  the  proof  before  me,  that  the  difference,  so  far  as 
the  brake  is  concerned,  between  complainants'  and  defendants'  device 
is  merely  colorable,  and  that  defendants  infringe  upon  this  feature  of 
complainants'  patent,  and  possibly  upon  other  features. 

An  injunction  will  therefore  be  ordered  according  to  the  prayer  of 
the  bill. 


{Supreme  Court  of  the  United  Stutts.] 

Rude  et  al.  i\  Westcott  et  al. 

Decided  March  18,  1889. 

48  O.  G.,  399.         ^'-    )'U^p^\  C/^w 

1.  Assignment. 

A  provision  in  an  assigument  of  a  patent,  that  the  net  profits  arisiuj^  from  sales^ 
royalties,  settlements,  or  other  sources  are  to  be  divided  between  the  parties  to 
the  assignment,  so  as  to  give  the  patentee  oue-fonrth  thereof,  does  not  in  any 
respect  modify  or  limit  the  absolute  transfer  of  title. 

2.  Same. 

Nor  does  a  clause  appointing  the  assignees  attorneys  of  the  patentee,  witi 
authority  to  use  his  name  whenever  they  deem  proper  in  the  management  of  th 
business  connected  with  the  ownership  of  the  patent,  rentrict  in  any  way  th 
interest  or  power  of  the  assignees.     Buch  a  clause  is  simply  unnecessary. 

3.  Measure  of  Damages— Royalties. 

In  order  that  a  royalty  may  be  accepted  as  a  measure  of  damages  against  ai 
infringer  who  is  a  stranger  to  the  license  establishing  it,  it  must  be  paid  oi 
secured  before  the  infringement  complained  of;  it  must  be  paid  by  such  a  uuni 
ber  of  persons  as  to  indicate  a  general  acquiescence  in  its  reasonableness  by  thoK. 
who  have  occasion  to  use  the  invention,  and  it  must  be  nnifonn  at  the  plact 
where  the  licenses  are  i^«sued. 
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4.  Saxb—Proof  of  Daxagks. 

Where  complainants  have  failetl  to  entablish  a  royalty  as  measnre  of  damages* 
and  no  evidence  of  the  value  of  the  iuvention  to  defendants  is  adduced,excepi 
the  conjectural  estimates  of  witnesses  who  hail  no  practical  knowledge  of  the 
subject,  a  decree  for  anything  more  than  nominal  damages  cannot  be  sastained. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  district 
of  Indiana. 

Mr.  Arthur  St&»h  and  Mr.  L.  Hill  for  the  appellants. 
Mr.  E.  E.  Wood  and  Mr.  Edtcard  Boyd  for  the  api)eUees. 

STATEMENT  OP  THE  CASE. 

The  original  complainants,  John  M.  Westcott  and  Cluirles  W.  West, 
allege  in  their  bill  that  they  are  the  owners,  by  assignment  from  the 
patentee,  of  two  patents  to  Hiram  Moore  for  improvements  in  seeding- 
machines,  one  issued  November  20, 1860,  and  extended  for  seven  years 
from  November  20, 1874,  and  the  other  issned  March  28, 1861,  for  sev- 
enteen  years;  that  since  the  assignment  the  defendants  have  made,  used, 
and  sold  seeding-machines  in  the  district  of  Indiana,  and  in  variona 
other  places  in  the  United  States,  without  the  consent  or  license  of  the 
complainants  and  in  infringement  of  their  patents ;  and  that  the  defend- 
ants are  still  engaged  in  such  unlawful  acts.  The  complainants  there, 
fore  pray  that  the  defendants  may  upon  their  best  knowledge  and 
information  answer  as  to  the  matters  alleged,  and  be  compelled  to 
account  for  and  pay  to  the  complainants  the  profits  acquired  by  them 
and  the  damages  sustained  by  the  complainants,  and  be  enjoined  from 
making,  using,  and  vending  the  said  machines,  or  any  part  thereof,  or 
any  seeding-machine  made  in  accordance  therewith,  or  similar  to  those 
heretofore  made,  used,  and  sold  by  them.  The  bill  was  filed  in  March, 
1876.  An  answer  was  filed  in  June  following,  in  which  the  defendants 
admit  that  they  have  been  and  are  engaged  in  the  manufiftcture  and 
sale  of  seeding-machines,  but  deny  that  they  infringe  either  of  the  pat- 
ents or  any  of  the  rights  of  the  complainants  under  them,  or  that  the 
complainants  have  been  thereby  deprived  of  any  profits.  They  also 
deny  that  Hiram  Moore  was  the  first  and  original  inventor  of  the  alleged 
improvements  described  and  claimed  in  the  patents,  and  designate  sev- 
eral patents  previously  issued  which,  as  they  allege,  embody  the  sub- 
stantial and  material  parts  of  the  invention  daimeil. 

In  March,  1881,  an  amendment  to  the  answer  was  allowed,  in  which 
the  defendants  deny  that  the  complainants  have  such  title  to  the  pat- 
ents as  to  enable  them  to  maintain  the  suit  against  the  defendants,  set- 
ting up  that  on  the  10th  of  November,  1874,  the  complainant  West- 
cott, by  an  instrument  in  writing,  assigned  to  Isaac  Kinsey  and  Aaron 
Morris  an  undivided  part  of  his  interest  in  thd  patents,  which  instrument 
is  recorded  in  the  Patent  Office  of  the  United  States,  and  that  on  the 
4th  of  February,  1879,  the  said  Isaac  Einsey  assigned  one-twelfth  inter- 
"^t  in  the  patents  to  one  Lowell  L.  Lawrence  and  the  Wayne  Agricnl* 

ral  Company,  which  assignment  is  also  on  record  in  the  J 
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^  replieatioD  to  the  answer  having  been  filed,  proofs  were  taken,  and 
among  other  things  the  assignment  by  Moore,  the  patentee,  to  the  com- 
plainantSy  and  the  assignment  by  Westcott  to  Einsey  and  Morris,  men- 
tioned in  the  bill  and  anHwers,  were  pioduoed.  They  are  as  foUowj, 
omitting  snch  parts  as  are  not  material  to  the  qaestions  presented: 

A86I0NMBtfT  OW'  MOORB  TO  WaVTCOTT  AMD  WEST,  AHD  CONTRACT  BBTWBBN  THEM. 

This  afreeoMot*  mmde  this  sixth  day  of  October,  aooo  l>i>mini,  one  tbonnand  eight 
bandied  aad  eoTentj-lbar,  bj  and  between  Hiram  Moore,  reeidiog  near  Ripon,  in  the 
ooouty  of  Fond  da  Lac,  and  State  &i  Wieeonidn,  party  hereto  of  the  first  part ; 
Charles  W.  West,  of  Cineinnati,  in  the  county  of  Hamilton,  and  State  of  Ohio,  party 
hereto  of  the  second  part,  and  John  M.  Westcott,  of  Milton,  in  the  connty  of  Wayne, 
and  State  of  ladiana,  party  hereto  of  the  third  part,  witnesseth : 

That  whefeas  sandry  Letters  Patent  of  the  United  States  heretofore  have  been 
granted  to  said  Moore,  whieh  said  Letters  Patent  are  respectively  nambered,  en- 
titled, and  dated  as  follows,  to  wit:  No.  aO,6S5,  dated  November  20th,  1860,  and  en- 
titled,  '*  improyement  in  seed-drills,"  and  No.  31,819,  dated  March  96th,  1861,  and  en- 
titled '^  improrement  in  seed-drills;"  and  whereas  the  said  Moore  is  justly  fodebted 
anto  the  said  Charles  W.  West  in  the  fall  east  of  ten  tfaoasand  dollars,  for  money  ad- 
Tanced  to  aid  him,  the  said  Moore,  in  perfeeting  his  inTcntions,  an*!  is  desirons  of  seoar- 
Ing  the  repayment  of  the  same ;  and  whereas  the  said  Westcott  is  desiroos  of  acquiring 
an  interest  in  the  inventions  and  Letters  Patent  aforesaid,  and  in  any  reissue,  re- 
newal, or  extension  thereof:  l/ow,  therefore, 

Know  all  men  by  these  presents,  that,  for  and  in  consideration  of  the  premises,  and 
of  the  sam  of  Ave  dollars  in  lawful  money,  to  me  fn  hand,  by  the  said  Westcott  and 
West,  before  the  execntion  hereof,  paid,  and  of  other  valuable  considerations,  me 
thereunto  moving,  I,  the  said  Hiraui  Moore,  do  hereby  assign,  sell,  and  set  over  unto' 
the  said  Charies  W.  West  and  John  M.  Westcott  the  entire  right,  title,  and  interest  in 
and  to  the  Letters  Patent  aforesaid,  and  in  and  to  the  inventions  and  improve- 
ments represented,  shown,  or  described  therein,  including  any  renewal,  reissue, or 
extension  thereof,  the  same  to  be  held  and  enjoyed  by  the  said  West  and  Westcott, 
and  their  legal  representatives,  as  fnlly  and  entirely  as  the  same  would  have  been 
held  and  enjoyed  by  me  had  this  assignment  and  sale  not  been  made,  to  the  full  end 
of  any  termor  terms  for  which  the  Letters  Patent  aforesaid,  or  either  of  them,  have 
been,  or  hereafter  may  be,  granted,  reissoed,  renewed,  or  extended. 

I  hereby  further  agree  to  sign  sach  lawful  papers,  and  do  such  lawful  acts  as  may, 
by  the  counsel  learned  in  law,  of  the  said  West  and  Westcott,  be  deemed  necessary 
or  expedient  in  order  to  obtain  an  extension  or  reissue  of  the  patents  aforesaid,  or  to 
assert,  maintain,  or  defend  the  rights  secured  by  said  Letters  Patent.  It  is  expressly 
understood,  however,  that  the  costs  and  charges  of  the  proceedings  aforesaid  shall 
be  defrayed  by  said  West  and  Westcott,  sh  hereinafter  provided. 

In  consideration  of  the  premises,  I  hereby  further  make,  constitute,  and  appoint  the 
said  Charles  W.  West  and  John  M.  Westcott  my  true  and  lawful  attorneys  in  law  and 
in  Osct,  with  power  irrevocable,  giving  and  granting  to  them  full  and  exclusive  and 
nnreserved  power  and  authority,  for  me  and  in  my  name,  place,  and  steail,  to  assume 
and  take  upon  themselves  the  entire  and  exclusive  management  and  control  of  the 
aforesaid  Letters  Patent,  and  of  each  and  every  one  of  them,  and  to  dispose  of  all  the 
rights,  title,  and  interest  which  I  have  under  the  same,  and  nnder  each  and  every  one 
of  them,  for  such  price  or  prices,  upon  such  term.H,  and  to  such  persons,  and  for  such 
place  or  plaoes,  as  they,  my  said  attorneys,  shall  deem  proper,  and  in  my  name  place, 
and  stead,  and  as  my  own  proper  act  and  deed,  to  sign,  seal,  deli  vet.  and  acknowl- 
edge all  such  deeds  and  instruments  of  writing  as  shall  be  necessary  or  proper  for 
the  granting  or  lioensing  to  others  the  said  rights  nnder  the  said  Letters  Patent, 

^101  A  VAT .^ 
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and  to  each  and  every  of  them,  and  to  ask,  demand,  sue  for,  and  receiye  the  price  of 
fees  or  any  part  or  parte  thereof,  paid  or  payable  for  aach  grants  or  licenses,  and  in 
my  name  to  execute  and  deliver  receipts  and  acquittances  therefor,  and  in  my  name 
to  bring  to  accohnt  and  reckoning,  and  to  ask,  demand,  sne  for,  and  recover  and 
receive  of  and  from  all  and  any  person  whomsoever,  who  may  have  been,  or  may  be, 
mannfaotnring  or  selling  said  drills  containing  the  improvements  aforesaid,  or  by  any 
or  either  of  them,  snch  reasonable  price  or  fee  for  snch  nse  of  said  improvements,  or 
either  of  them,  as  my  said  attorneys  shall  deem  proper  and  reasonable^  •  •  •  and 
generally  to  do  and  perform,  and  execute  in  my  name  as  aforesaid,  all  and  whatever 
other  acts,  matters,  and  things  that  they  muy  deem  expedient  and  requisite,  or  may 
be  advised  to  do  in  and  about  the  premises,  as  fully  and  effectually,  to  all  intents 
and  purposes,  as  if  I  myself  were  present,  and  did  the  same,  I,  the  said  Hiram  Moore, 
hereby  ratifying,  allowing,  and  confirming,  and  agreeing  from  time  to  time,  and  al^ 
times  hereafter,  to  ratify,  allow,  and  confirm  as  good  and  valid  all  and  whatsoever  the 
actS|  matters,  and  things  which  my  said  attorneys,  or  their  substitute,  shall  lawfully 
do,  or  cause  to  be  done,  in  and  about  the  premises,  by  virtue  of  these  presents.  *    «    * 

The  said  John  M.Westcott,  for  his  part,  agrees,  at  hisowncost  and  charges,  to  procnre 
the  extension  of  said  Letters  Patent,  November  20,  1860,  now  pending,  if  practicable, 
including  the  expenses  already  incurred,  as  well  as  those  which  hereafter  may  be 
incnrred  in  said  behalf,  which  sum  is  to  be  paid  absolutely  whether  said  extension  is 
granted  or  not,  and  in  no  event  is  any  part  pf  said  sum  to  be  reclaimed  from  or 
refunded  or  repaid  by,  said  Moore,  or  to  be  ded noted  from  the  sum  or  sums  collected 
under  said  patents. 

It  is  hereby  covenanted  and  agreed,  by  and  between  the  parties  hereto,  as  follows : 
That  from  the  sum  or  sums  collected  under  the  Letters  Patent  aforesaid,  from  sales, 
royalties,  or  settlements,  or  from  any  other  source,  shall  first  be  deducted  the  costs* 
charges,  and  expenses  of  collecting  the  same,  including  all  litigation  expenses  save 
those  of  the  extension  application,  and  then  the  net  profits  of  receipts  shall  be  divided 
among  the  parties  hereto  as  follows :  To  Hiram  Moore,  or  his  legal  representatives* 
one- fourth  part ;  to  C.  W.  West,  or  his  legal  representatives,  one-fonrth  part ;  to  John 
M.  Westcott,  or  his  legal  representatives,  one-half  part.  In  case  of  loss  or  failure  to 
realize  any  profit  under  said  patents,  all  litigation  expenses  aforesaid  are  to  be  paid 
by  said  Westcott,  it  being  expressly  understood  by  the  parties  hereto  that  under  no 
circnmstances  are  said  Moore  or  West  to  incur  any  obligation,  or  be  under  any  lia- 
bilities for  said  expenses.  It  is  further  agreed  that  John  M.  Westcott  is  to  make  no 
charge  for  his  own  time  spent  in  this  behalf,  nor  is  said  West  to  make  any  charges 
for  his  services. 

It  is  also  expressly  understood  that  said  Moore's  interest  is  to  continue  dnring  and 
throughout  the  extended  time  of  the  patent  of  November  20,  1660.  Should  snbh 
extension  be  granted,  the  parties  hereto  hereby  agree  in  good  faith  to  perform  the 
covenants  between  them  made. 

In  testimony  whereof  the  parties  hereto  have  affixed  their  hands  and  seals  the  day 
and  year  first  above  written. 

HiBAM  MOORK.  [ImS.I 

C.  W.   WK8T.  [L.8.] 

J.  M.  Wbotcott.    [L.8.1 
In  presence  of— 

Wm.  D.  Baldwin, 

Mary  T.  Palmrr. 

a80ionmrnt  of  westcott  to  morris  and  kinbet,  and  contract  between  them. 

Whereas  heretofore,  to  wit,  October  6th,  1874,  Hiram  Moore,  of  Fond  da  Lac 
County,  Wisconsin,  Charles  W.  West,  of  Cincinnati,  Ohio,  and  John  M.  Westcott,  of 
Milton,  Indiana,  entered  into  a  contract  and  article  of  agreement  in  relation  to  cer- 
tain improvements  in  grain-driHe,  for  which  Letters  Patent  have  been  issued  to  said 
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Moore,  No.  30,065,  dated  Norember  SOth,  1860,  aod  No.  31,819,  dated  March  16tb, 
18G1,  in  which  ain^eemeot,  amongst  other  things,  the  said  Moore  assigns  and  conveys 
to  said  West  one-fourth,  and  to  said  Westcott  one-half,  and  retains  for  himself  one- 
fourth  of  said  interest,  contained  in  said  Letters  Patent,  for  said  improvements  in 
said  grain  or  feed  drills. 

In  said  assignment^  said  Westcott,  on  his  part,  agrees  at  his  own  cost  and  charges* 
to  procure  the  extension  of  said  Letters  Patent  of  Norember  20th,  1860,  including 
expenses  already  incnrred,  as  well  as  those  that  may  hereafter  occur  in  said  behalf 
to  be  paid  whether  such  extension  be  granted  or  not,  and  in  no  event  is.said  sum,  or 
any  part  thereof,  to  be  reclaimed  from  or  refbnded  by  said  Moore,  and  that  from  sums 
collected  under  ssid  Letters  Patents,  firom  sales,  royalties,  or  settlements,  or  from  any 
other  source,  shall  first  be  deducted  the  costs,  charges,  and  expenses  of  collecting  the 
same,  including  all  litigation  ex|)enses,  save  those  of  the  extension  application,  and 
then  tbe  net  profits,  or  receipts,  shall  be  divided  among  said  parties ;  to  said  Moore 
one-fourtb,  said  West  one-fourth,  and  said  Westcott  one-half  part.  In  case  of  lose 
or  failure  to  realise  any  profits  under  said  patent,  all  litigation  expenses  aforesaid 
are  to  be  paid  by  Westcott,  said  Moore  or  West  to  be  under  no  liabilities  for  said 
expenses.  Said  Westcott  is  to  tuake  no  charge  /or  bis  own  time  spent  in  this  bebalf, 
nor  is  said  West  tor  make  any  charge  for  his  services ;  said  Moore's  interest  is  to  con- 
tinue during  and  throughout  the  extended  term  of  the  patent  of  November  20th, 
1860,  should  such  extension  be  granted. 

And  whereas  in  consideration  of  the  foregoing,  Isaac  Kiosey  and  Aaron  Morris,  of 
Milton,  in  Wayne  County,  Indiana,  are  desirous  of  obtaining  an  interest  in  said  Let- 
ters Patent,  they  thereby  agree  to  and  with  said  John  M.  Westcott,  of  the  same  place, 
to  severally  take  an  equal  interest  with  him  in  the  same  : 

Therefore,  this  article  of  agreement  witnesseth :  That  said  John  M.  Westcott 
hereby  agrees  to  aiid  witb  said  Isaac  Kinsey  and  Aaron  Morris,  and  does  hereby  set 
over  and  assign  to  each  of  them  one-third  part  of  his  one-half  interest,  retaining  one- 
third  part  himself  in  said  Letters  Patent ;  and  said  Kinsey  and  Morris,  fully  under- 
standing the  original  agreement  mentioned,  do  hereby  agree  to  and  with  said 
Westcott,  to  be  at  one-third  expense  each  with  said  Westcott,  Jointly,  as  set  forth  in 
said  agreement,  and  shall  be  equally  entitled  and  receive  one-third  profit  or  proceeds, 
if  any,  in  said  one-half  interest,  and  in  all  things  pertaining  hereto  to  be  governed 
by  this  and  the  original  contract  and  agreement. 

In  witness  whereof  we  have  hereunto  set  our  hands  and  affixed  our  seals  this  10th 
day  of  NoTember,'1874. 

J.  M.  Westcott.  [l.8.] 
Isaac  Kinsbt.  [us.] 
Aaron  Morris.      [l.8.] 

In  May,  1881 ,  the  case  was  broaght  to  a  hearing  on  the  pleadings  and 
proofs,  and  tbe  ooart  held  that  the  patents  to  Moore  were  valid ;  that 
he  was  the  original  and  first  inventor  of  the  improvements  specified  in 
them,  and  that  the  title  to  them  was  vested  in  the  complainants;  that  the 
defendants  had  infringed  the  first  and  second  claims  of  the  patent  of 
ISiK),  and  the  sixth  claim  of  the  patent  of  1801,  and  that  cx)mplainauts 
were  entitled  to  recover  the  profits  and  gains  which  had  accrued  to  the 
defendants  from  the  manufacture,  ui?e,  and  sale  of  the  improvements 
specified  in  those  claims ;  and  ordered  a  reference  to  one  of  the  masters 
of  tlie  court  to  ascertain,  state,  and  report  an  'account  of  the  gains  and 
profits  which  the  defendants  or  either  of  them  had  received  by  infring- 
ing the  said  claims,  as  well  as  the  damages  the  complainaujts  had  sus- 
tained thereby.  ^ 
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The  master  thereupon  proceeded  jto  comply  with  the  order,  and  on 
the  6th  of  December,  1883,  made  his  report  to  the  court.  That  report 
is  not  contained  in  the  reconl,  bnt  from  references  to  it,  and  quotations 
from  it  in  the  opinion  of  the  court  in  considering  exceptions  taken  to  it, 
it  appears  that  he  reported  that  the  complainants  waived  all  claim  for 
profit8y  and  relied  upon  the  proofs  produced  as  establishing  a  Axed 
license-fee  or  royalt}-  as  the  measure  of  damages.  After  stating  the 
t^estimony  of  the  witnesses  who  had  been  examined  on  the  iioint  he  said 
that  it  was  very  difficult  to  determine  from  this  evidence  whether  it 
made  proof  of  such  an  established  royalty  or  license-fee  as  furnished 
a  criterion  upon  which  to  estimate  complainants'  damages. 

The  proof  ou  the  subject  of  damages  was  thus  stated  in  his  report: 


It  isproTed  that  the  Wnyne  Agrionltaral  Com)iany  paid  the  royalty  of  $1  for  < 
hone  maohioea  and  ^  for  two-horae  niachinea  fur  foar  yean — ^a  Biim  which,  in  the 
•baeuoe  of  evidence  to  the  contrary,  may  bo  regarded  as  reasonable.  Mast  A  Co. 
paid  between  12,000  and  |3,000  in  cash  and  conceded  privileges,  which  Westcott  esti- 
mates to  have  been  worth  as  much  more  for  infringement.  It  is  trne  Westcott  threat- 
ened suit,  and  when  money  is  paid  under  threat  of  suit  merely  as  the  prioe  of  iieaee, 
it  furnishes  no  evidence  of  the  amount  or  yalue  of  the  real  claim  in  dispute;  but  the 
settlement  made  shows  that  Westootc  was  paid  something  substantial  for  the  in- 
fringement, and  that  the  fear  of  litigation  was  a  small  element  of  the  settlement  ii- 
selC  Westcott  rays  that  he  arrived  at  the  amount  by  his  estimate  of  the  number  of 
the  machines  made  by  Mast  &  Co.  and  other  considerations  which  are  explained  In 
Masfs  deposition.    Mast  says  no  estimate  was  uiade  of  the  number  of  machines. 

Weatoott  says  he  gave  licenses  like  the  one  attached  to  his  deposition  to  Mast  A 
Co.,  and  to  English  &.  Over.  Mast  was  examined  bnt  not  interrogated  on  thafc  point. 
Mr.  English,  the  active  man  in  rbe  firm  of  English  A  Over,  says  he  does  not  reeonect 
whether  they  took  a  license  or  not. 

Notwithstanding  the  difficulty  expressed  by  him,  the  master  reported 
that  the  defeiidaDts  had  made  and  sold  800  iufriugiug  onehorse  ma- 
chinesy  and  that  complainants'  damages  on  that  account  were  $800; 
and  that  defendants  had  made  and  sold  800  infringing  two-horse  ma- 
chines, and  that  complainants'  damages  on  that  account  were  $1|600, 
making  $2,400  damages  in  full.  The  court,  after  a  lull  oonsideration  of 
the  exceptions,.'came  to  the  conclusion  that  without  further  evidence 
the  complainants  were  entitled  to  only  nominal  damages,  and  entered 
an  order  that  the  case  be  recommitted  to  the  master,  with  directions  to 
IMlmit  further  evidence  as  to  damages,  and  to  report  the  same,  with  his 
conclusions  of  law. 

On  the  23d  of  April,  1885,  the  master  made  a  second  report,  in  which 
among  other  things  he  stated  that  the  additional  evidence  taken  by 
him  did  not  strengthen  the  proofs  previously  made  in  supiwrt  of  the 
claim  that  the  complainants  had  established  a  license-fee,  or  royalty, 
which  famished  a  criterion  by  which  to  estimate  the  damages.  He 
fonnd  that  between  1870  and  M ay,  1881,  the  defendants  had  made  and 
put  on  the  market  about  two  thousand  drills  which  infringed  '« the  ele- 
ments of  the  combination  covered  by'tlie  first  claim,'' one-half  of  which 
were  one-horse  and  one-half  two-horse  drills.    He  then  considered  the 
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▼alne  of  the  claim  or  combiimtioa  to  defeDdaDts,  who  bad  used  it  io 
violation  of  complainants'  rights,  and  stated  that  the  evidence  on  this 
sabject  was  conflicting;  that  some  of  the  manufactarers  c^'nsidered  it 
of  BO  mach  value  that  during  the  life  of  the  patent  they  had  paid  a 
stipulated  license  for  its  use,  and  that  afterward  they  said  it  was  ;7orth 
^ery  little  if  anything,  and  that  it  might  be  true  that  its  value  had 
been  impaired  and  destroyed  bj'  new  devices  and  improvemenU;  nud 
that  the  value  of  the  combination  sis  estimated  by  the  witnesses  varied 
from  nothing  to  $G  per  drill.  He  therefore  reported  that  complainants 
were  entitled  to  damages  for  1,000  one-horse  drills  at  75  cents  each, 
and  1,000  two-horse  diills  at  (1.50  each,  making  in  all  $2,250;  but  how 
he  arrived  at  the  conclusion  that  75  cents  on  each  drill  of  one  class,  and 
$1.50  on  each  drill  of  the  other  class,  were  the  actual  damages  sustained, 
nowhere  appears. 

Exceptions  were  taken  to  the  report  on  various  grounds,  an<l  among 
others :  That  the  findings  were  biised  on  speculation,  and  were  only 
guesses,  both  as  to  the  number  of  infringing  drills  and  as  to  the  value 
of  the  claim  infringed ;  and  that  it  failed  to  state  any  definite  facts  or 
evidence  as  a  basis  or  ground  for  the  findings. 

In  July,  1885,  the  court  decreed  that  the  complainants  were  entitled 
to  recover  $1,800  fol*  the  damages  sustained,  and  that  so  far  as  the 
master's  report  was  -inconsistent  with  that  decree,  the  exceptions  to  it 
were  sustained,  but  in  other  respects  the  exceptions  were  overruled. 
From  this  decision  the  appeal  is  taken. 

Pending  the  suit  Obarles  W.  West,  one  of  the  complainants,  and 
George  W.  Bnde  and  John  B.  Bude,  two  of  the  defendants,  died,  and 
the  bill  was  revived  by  the  substitution  of  the  executors  of  West  in  his 
place,  and  the  administrators  of  George  W.  Bude  in  his  place,  and  the 
executor  of  John  B.  Bude  in  his  place. 

Mr.  Justice  Field,  having  stated  the  facts  of  the  case,  delivered  the 
opinion  of  the  court. 

The  defendants  below,  appellants  here,  seek  a  reversal  of  the  decree 
of  the  circuit  court  upon  several  grounds,  and,  among  others,  these : 
first,  that  the  complainants  have  not  established  a  title  in  themselves 
to  the  patents;  and, second,  that  they  have  not  proved  any  damiiges 
for  the  infringement  of  the  claims  of  the  patentee.  The  first  of  these 
grounds  rests  upon  the  supposed  effect  of  the  assignment  execiitiMl  by 
the  patentee  to  the  complainants  ou  the  6th  of  October,  1874.  The  in- 
strument in  its  words  of  transfer  is  amply  full  and  expressive  to  convey 
to  them  his  entire  interest  in  and  title  to  not  only  the  patents  then  is- 
sued, but  also  any  renewals  or  extensions  thereof.     Ills  language  is : 

1,  the  luifl  Hiruiu  Moori^,  do  hereby  aHsign,  aell^  and  set  owt  unto  the  said  Charles 
VV.  West  and  John  M.  Wostcott  the  entii*e  right,  title,  and  iiiteivst  in  and  to  tin- 
Lettens  Patent  afoceHaid,  and  in  .and  to  the  invention  and  improvenitmts  reprcflontod. 
shown,  or  describe*!  thernia,  including  any  renewal,  n>isHne,  or  extension  thereof,  thi- 
Mine  to  be  held  and  enjoyed  by  the  said  West  and  Westoott,  and  their  loiyal  ronre- 
sontttttves,  as  fnlly  and  entirely  as  the  same  would  have  been  ludd  and  enjoyed  by 


550  DKCJ8IONS   OF   U.    8.   COURTS   IN   PATENT   CASES. 

me  had  thiB  aMignment  and  sale  not  been  made,  to  the  fall  end  of  any  term  or  terms 
for  which  the  Letters  Patent  aforesaid,  or  either  of  them,  have  been,  or  hereafter  may 
be,  granted,  leiasued,  renewed,  or  extended. 

Nothing  could  add  to  the  force  of  this  language.  The  concluding  pro- 
vision, that  the  net  profits  arising  from  sales,  royalties,  or  settlements, 
or  other  source,  are  to  be  divided  between  the  parties  to  the  assign- 
ment so  as  to  give  the  patentee  one-fourth  thereof,  does  not,  in  any  re- 
specr,  modify  or  limit  the  absolute. transfer  of  title.  It  is  a  provision 
by  which  the  consideration  for  tlie  transfer  is  to  be  paid  to  the  grantor 
out  of  the  net  profits  made ;  it  reserves  to  him  no  coutCQl.  over  the 
patents  or  their  ase  or  disposal,  or  any  power  to  interfere  with  the  man- 
agement of  the  business  growing  out  of  their  ownership.  The  clause 
appointing  the  assignees  attorneys  of  the  grantor,  with  authority  to  use 
his  name  whenever  they  deem  proper  in  such  management,  does  not  re- 
strict in  any  way  the  power  of  the  assignees  after  the  transfer  of  the 
property.  It  was  inserted,  perhaps,  from  ovev-caution,  but  it  was  un- 
necessary. The  assignees  were  under  no  obligation  to  consult  him  in 
the  management  of  the  property.  Their  own  interests  were  a  sufficient 
guaranty  of  a  judicious  exercise  of  their  po!wer  of  disposition. 

The  assignment  of  Westcott  to  Kiusey  and  Morris  dues  speak  of  an 
interest  possessed  by  him  in  the  patent;  but  it  explains  what  that  in- 
terest is,  viz.,  one-half  part  of  the  net  profits  from  the  patents,  arising;- 
from  sales,  royalties,  or  settlements,  or  othor  sources,  and  it  refers  -to 
the  original  assignment  oi  the  patentee  to  West  and  Westcott. 

It  follows  that  the  contention  of  t)ie  defendants^  that  the  complain- 
ants have  not  established  their  title  to  the  patents,  is  not  sustained. 
The  complainants  do  not  hold  the  property  as  trustees  for  the  benefit  of 
the  patentee ;  they  are  only  trustees  for  him  of  one  fourth  of  the  profits 
which  may  be  received  by  them.    ( Tilghman  v.  Proctor j  125  U.  8.,  136, 

The  second  ground  of  the  appellants  is,  we  think,  well  taken.  The 
master  reported  in  his  first  report  that  the  complainants  waived  all  claim 
for  profits  arising  from  the  manufacture,  use,  and  sale  of  the  patented 
machines,  and  relied  upon  the  proofs  as  esUiblishing  such  a  fixed  royalty 
or  license-fee  as  would  furnish  a  criterion  by  which  to  estimate  com. 
plainants'  damages;  and,  proceeding  upon  that  view,  he  found  from 
two  instances,  and  perhaps  a  third  instance,  in  which  a  specified  sum 
had  been  paid  for  the  use  of  the  machines,  or  for  the  privilege  of  mak- 
Tiig  and  selling  them,  that  the  complainants  had  suffered  damages  on 
each  one  horse  machine  used  by  the  <lefendants  of  $L  and  on  each  two- 
horse  machine  nse<l  by  them  of  $2.  One  of  the  instanr^s  relieil  upon 
was  that  of  the  Wayne  Agricultural  Company,  which  had  paid  the  sums 
named  for  the  use  of  the  machines  for  four  years.  It  is  not  clear  wheu 
the  payment  was  made,  but  it  would  aeam  that  it  was  ma<le  in  part  under 
a  threat  of  suit,  and  in  part  as  the  result  of  an  arbitration  after  litiga- 
tion on  the  subject  had  been  commenced,  and  to  avoid  tutore  litigation. 
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ItiB  clear  that  a  pay  meu  t  of  any  sum  in  settlement  of  a  claim  for  an  alleged 
infriqgement  cannot  be  taken  as  a  standard  to  measure  the  valne  of  the 
improvements  patented,  in  determining  the  damages  sustained  by  the 
owners  of  the  patent  in  other  cases  of  infringement.  Many  considera- 
tions other  than  the  value  of  the  improvements  patented  may  induce 
the  payment  in  such  cases.  The  avoidance  of  the  risk  and  expense  of 
litigation  will  always  be  a  potential  motive  for  a  settlement.  The  second 
instance  relied  upon  is  that  of  a  corporation  by  the  name  of  P.  P.  Mast 
&  Co.,  which  had  obtained  a  license  to  manufacture  graindriUs  and 
seeders  at  SpringtteMf  Ohio,  and  to  sell  the  same  within  the  United 
States,  upon  an  agreement  to  pay  $1  for  every  one-horse  drill  or  seeder 
and  |2  for  every  two-horse  drill,  provided  that  if  the  fee  were  paid  upon 
the  days  designated  for  semi-annual  returns,  or  within  10  days  there- 
after, a  reduction  of  50  per  cent,  should  be  made  from  tlie  fee.  The  cor- 
poration  soon  afterward  changed  its  feeding  device,  and  thus  did  not  in- 
fringe, and  it  settled  for  a  portion  of  the  fees;  but  it  does  not  appear 
what  they  were.  It  is  plain,  without  regard  to  the  settlement  ha'l,  that 
an  agreement  of  this  kind,  where  the  charge  may  be  fixed  at  the  pleas- 
ure of  the  owner  of  the  patent,  cannot  be  received  as  evidence  of  the 
valne  of  the  improvements  patented  so  as  to  bind  others  having  no  such 
agreement.  The  thitd  instance  is  that  of  an  alleged  license  to  BngUsh 
&  Over.  The  complainant  Westcott  testifies  that  they  continued  to  pay 
as  long  as  they  were  in  partnership,  but  how  much,  or  how  long  that 
partnership  continued,  does  not  appear.  And  Mr.  Over,  a  member  of 
that  firm,  does  not  recollect  that  it  ever  took  a  license.  Westcott  also 
testifies  that  no  other  persons  or  corporations  than  those  mentioned 
ever  took  any  licenses  from  them  under  the  patents  sued  upon. 

It  is  undoubtedly  true  that  where  there  has  been  such  a  number  of 
sales  by  a  patentee  of  licenses  to  make^  use,  and  sell  his  patents,  as  to 
establish  a  regular  price  for  a  license,  that  price  may  be  taken  as  a 
measure  of  damages  against  infringers.  That  rule  was  established  in 
Seymour  v.  MoCormick^  (16  How.,  480,)  and  affirmed  in  Corporation  of 
New  York  v.  Ransom,  (23  How.,  487;)  Packet  Co,  v.  Sioklea,  (19  Wall., 
611,  617;)  Birdsall  v.  Coolidge,  (93  U.  S.,  64;)  and  Boot  v.  Railway  Co., 
(105  IJ.  8.,  189,  197.)  Sales  of  licenses,  made  at  periods  years  apart, 
will  not  establish  any  rule  on  the  subject  and  determine  the  value  of 
the  patent.  Like  sales  of  ordinary  goods,  they  must  be  common,  that 
is,  of  frequent  occnrrence,  to  establish  such  a  market  price  for  the  article 
that  it  may  be  assumed  to  express,  with  reference  to  all  similar  articles, 
their  salable  value  at  the  place  desij^nated.  In  order  that  a  royalty 
may  be  accepted  as  a  measure  of  damage  against  an  infringer,  who  is 
a  stranger  to  the  license  establishing  it,  it  must  be  pai<l  or  stjcured  be- 
fore the  infringement  coun)lained  of;  it  must  be  paid  by  such  a  num- 
ber of  persons  as  to  indicate  a  general  acquiescence  in  its  reasonable- 
ness by  those  who  have  occasion  to  use  the  invention ;  and  it  must  be 
nnifbrm  at  the  places  where  the  licenses  arc  issued.    Tested  by  these 
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conditions  the  sums  paid  in  the  instauoes  mentioned,  apon  which  the 
master  relied,  cannot  be  regarded  as  evidence  of  the  value  to  the  de- 
fendants of  the  invention  patented.  The  court  below  so  treated  them, 
and  held  that  withont  farther  evidence  the  complainants  woald  be  en- 
titled only  to  nominal  ^damages,  and  remanded  the  case  to  the  master 
to  take  further  evidence.  He  did  so,  bnt  in  his  second  re|>ort  he  stated 
that  the  additional  evidence  did  not  strengthen  the  proofs  previonsly 
made  in  snpport  of  the  claim,  that  complainants  had  establishi^d  a 
license  fee  or  royalty  which  famished  a  criterion  by  which  to  estimate 
the  damages.  He  therefore  proceeded  to  estimate  the  value  of  the 
claim  or  combination  patented,  to  the  defendants,  who  had  uited  it  in 
violation  of  the  complainant's  rights,  and  for  that  purpose  took  the 
opinions  of  different  )>ersons  on  the  subject  Of  the  witnesses  produced 
by  the  complainants,  it  does  not  appear  that  any  ever  manufaeturetl  or 
used  the  patented  machines.  One  of  the  principal  witnesses  stated  that 
he  had  never  read  the  patent,  had  never  seen  a  drill  made  like  that  de- 
scribed, had  no  experience  in  the  matter  of  licenses,  and  that  he  placed 
his  estimate  of  the  value  of  the  claim  patented  at  what  he  considered 
would  be  a  fair  recompense  to  the  inventor.  The  estimates  of  all  the 
witnesses  of  the  complainants  were  merely  coivjectural ;  that  is,  were 
made  withont  having  knowledge  of  any  saving  secured  either  in  the  cost 
of  the  machine  or  in  the  labor  required  for  its  use,  they  simply  stating 
that  they  considered  that  the  amounts  named  by  them  would  be  a  reas- 
onable and  fair  royalty  or  license-fee  for  the  patented  drill.  Naturally 
estimates  founded  upon  supposeil  but  not  known  benefits  were  widely 
apart,  varying  from  $3  to  |6  for  a  two-horse  drill  and  half  those  sums 
for  a  single-horse  drill.  On  the  other  hand,  witnesses  produced  by  the 
defendants,  who  had  examined  and  some  of  wh4>m  had  used  the  patent-ed 
drills,  stated  that  they  did  not  consider  them  of  any  more  utility  than 
other  seeding-drills  in  ase,  and  that  they  did  not  bring  any  greater 
price  in  the  market.  The  master  does  not  appt^ar  to  have  given  weight 
to  the  judgment  of  any  of  the  witnesses,  but  concluded,  though  by  what 
process  of  reasoning  is  not  i)erceived,  that  75  cents  on  each  one-hor.se 
drill  and  double  that  sum  on  each  twohorsc  drill  would  be  the  pro)>er 
amount  to  allow,  and  as  he  had  found,  thongh  npon  te^timory  equally 
loose  and  iusnfhcient,  that  there  were  l,(NM>ono- horse  drills  and  aneiinal 
number  of  two-liorse  drills,  he  reported  that  the  complainants  were  enti- 
tled to  $2,250  as  diimuges.  The  conrt  was  not  satisfied  with  his  con- 
clusion, and,  without  stating  the  groand  of  its  action,  ordered  the 
amount  to  be  rethu^d  to  $1,800  as  damages  which  the  plainti(f  should 
recover,  besides  co.sts,  and  $150  fee  for  tlie  master,  sustaining  the  exce|>- 
tions  to  the  report  so  far  as  it  was  inconsistent  with  that  decree,  and  in 
other  re8iH?ct8  overruling  them. 

The  action  of  the  court  is  subject  to  the  same  objection  as  the  re|M>rt 
of  tite  master.  The  ruling  that  a  royalty  was  established,  as  made  in 
the  frst  report,  had  been  repudiated  by  it,  and  noevideuceof  the  value 
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of  the  iDvention  to  the  defendaots  was  adduced  except  the  coDJectnral 
estimates  stated;  and  they  famished  no  Batis&ctory  baais  for  any  dam- 
ages, much  less  data,  which  anthorized  the  specific  finding  made  as  to 
the  damages  for  each  drill  used.  Opinions  n6t  founded  on  knowled<^e 
were  of  no  valne.  Oonclasions  from  soch  opinions  were  at  best  mere 
guesses.  By  the  decision  rendered  a  settled  rale  of  law  was  violated, 
that  actual,  not  speculative,  damages  must  be  shown,  and  by  clear  and 
definite  prooi^  to'  warrant  a  recovery  tor  the  infiringement  of  a  patent. 
As  was  said  long  ago  by  this  Court: 

Aetmil  dsiDSfM  mmi  be  eslcnlftied,  not  tmajpiied ;  and  »d  arithinetical  calcalarion 
caiUMt  be  made  vrithout  certain  data  on  which  to  make  H.  (New  York  v.  Rannom, 
23  How.,  487,  488.) 

There  was  no  question,  in  this  case  of  dateages  arising  from  lost  sales, 
or  iirjurions  competition,  for  no  machines  had  been  maaufiEustnred  and 
put  on  the  market  by  tbe^  patentee,  or  by  the  complainants,  his  as- 
signees. 

No  legal  ground  being  shown  for  the  recovery  of  specific  damages  for 
the  alleged  infringement  of  the  patents,  the  decree  must  be  reversed, 
and  the  cause  remanded,  with  directions  to  enter  a  decree  for  the  com- 
plainants for  nominal  damages ;  and  it  is  so  ordered. 


fUnited  StetM  Cfawnit  Court-aovtiwra  Dtotrict  ot  New  Tork.] 

Thompsok  bt  al.  v.  American  Bank  Note  (company. 

DeMtd  June  38,  1889. 

48  0.G.,  540. 
IjCFBiNosjonrr. 

The  combination  cohered  by  the  third  daini  of  plaintiffs'  patent,  which  includes 
an  inclined  and  retreating  anvil  to  sustain  the  wire  of  the  staple  while  being  bent 
and  to  support  the  staple  while  being  driven,  is  infringed  by  defendant's  device 
having  a  two-part  anvil,  which,  though  different  in  form.  Accomplishes  the  same 
result  in  the  same  way. 

Mr,  Horace  Barnard  for  the  complainants. 
JIfr.  H.  D.  Donnelly  for  the  defendant. 

Whbelbb,  J. : 

The  patent  in  this  case  was  before  this  court  in  Thompson  v.* Gilder- 
ileevej  (C.  D.  1888,  406,  34  Fed.  Sep.,  43,)  and  the  validity  of  the  third 
claim  was  there  sustained.  It  was  again  before  this  court  on  the  same 
question  of  infringement  that  is  here  now  in  Tfiompson  v.  Amcriam 
Bank  Note  Co.,  (C.  D.  1888,  406,  35  Fed.  Rep.,  203.)  On  account  of 
doabta  expressed  in  other  cases  as  to  whether  the  device  in  question 
is  an  iufrinicement  of  the  combination  of  that  claim,  the  matter  has 
been  fully  heard  and  cousidered  again  now.  (TJiompson  v.  Jiand- 
Avery  Supply  Go.j  ante,  370;  38  Fed.  Rep.,  112.)    That  combination 
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is  of  au  *' inclined'?  and  **  retreating:''  tiuvil,  so  called,  to  sastain 
tbe  wire  of  the  staple  while  being  bent  and  to  sapi)ort  the  staple 
while  being  driven,  with  the  bender-foot  and  driver,  in  a  wire-stapling 
machine,  operating?  substantially  as  described.  By  the  operation  of 
these  parts  wire  staples  are  bent  and  driven  through  tbe  material,  be- 
ing stapled  without  having  holes  first  punched  for  the  prongs  of  the . 
staples.  This  had  not  been  dpne  before  this  invention.  The  bender- 
foot  and  driver  operating  as  in  former  machines  are  here  without  ques- 
tion. The  presence  of  the  inclined  and  retreating  anvil  of  the  combi- 
nation only  is  denied. 

The  bender-foot  boxed  the  prongs  of  the  staples  on  all  but  their  inner 
sides  and  prevented  their  crippling  in  any  other  direction.  The  in- 
clined and  retreating  anvil  of  the  patent,  after  supporting  the  wire  for 
bending  l>y  the  bender-foot,  by  filling  the  space  between  the  prongs 
and  retreating  out  of  the  way  of  the  crown  as  the  staples  are  driven 
home  by  the  driver,  supports  the  prongs  on  their  inner  sides  and  pre- 
vents their  crippling  in  that  direction.  Thus  the  prongs  of  staples  of 
very  slender  wire  are  steadied  in  place  and  driven  into  the  material. 
This  invention  underlies  the  use  of  the  anvil  for  this  purpose  and  cov- 
ers all  forms  of  it  based  upon  the  invention.  (Railway  Co.  v.  Saylea, 
97  U.  8.,  554.)  In  the  machine  of  Thompson  v.  Oildersleeve  the  anvil 
was  in  two  parts,  one  for  supporting  the  wire  while  being  bent  and  the 
other  for  supporting  the  prongs  while  being  driven.  Both  were  in- 
clined in  shape,  and  one  retreated  in  one  direction  after  supporting  the 
wire  in  being  bent  and  the  other  retreated  in  the  opposite  direction, 
supporting  the  prongs  as  it  went,  both  making  room  for  the  crown  of 
the  staple.  Together  these  two  parts  constituted  the  inclined  and  re- 
treating anvil  of  the  patent,  different  in  form  but  accomplishing  the 
same  result  in  the  same  way.  In  the  machine  of  this  case,  now  in 
question,  the  part  of  the  anvil  which  supports  the  wire  while  being 
bent  is  precisely  the  same  in  shape  and  operation.  The  other  part  fills 
the  space  between  the  prongs  in  width  and  supports  them  on  their  in- 
ward sides  and  prevents  them  from  crippling  in  that  direction  in  pre- 
cisely the  same  manner,  and  retreats  out  of  the  way  of  the  crown  of  the 
staple  in  the  same  way.  It  does  not  fill  the  whole  space  between  the 
prongs  of  the  staple  in  height  to  the  crown  and  does  not  support  the 
prongs  in  that  place  while  being  driven.  Support  in  that  place  is  not 
necessary,  and  this  difference  appears  to  be  whoU}'  immaterial.  All 
the  support  against  inwaixl  crippling  of  the  prongs  furnished  is  by  the 
same  means,  operating  in  substantially  the  same  way.  This  is  none  the 
less  an  infringement  because  more  support  is  not  furnished,  especially 
when  all  that  is  useful  is  furnished.  The  conclusion  reached  after 
going  over  the  whole  ground  again  is  the  same  reached  before. 

Let  there  be  a  decree  for  a  continuance  of  the  injunction  and  for  an 
account,  with  costs.  GoOQlt 
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[United  StatM  Circuit  Court— Southeni  District  of  Kew  York.  J 

Root  v.  Third  Avbntte  Railroad  Company. 

DeciAt^  July  9,  1889. 
48  O.  G.,  674. 

1.  Eppblsheimbr—Clamp  Apparatus  for  Connsctino  Strbbt-Cars,  dt^c. 

Letters  Pateut  No.  160,757,  granted  March  16,  1875,  to  William  Eppelsheinier, 
for  an  improvement  in  clamp  apparatus  for  connectiug  street-cars,  etc..  Held  to 
be  infringed  by  the  defendant's  device. 

2.  Same—Infringement. 

The  only  difference  between  the  two  gripping  devices  is  that  the  pnlleys  in  the 
defendant's  d«'vic('  ixx^  connected  with  the  movable  Jaw,  while  in  the  device  of 
vbe  patent  tbey  are  cooneoteil  with  the  fixed  Jaw ;  and  in  the  patented  devices 
the  movement  of  the  lowtT  jaw  to  ivleattt.^  the  cable  is  a  vertical  nioveihent  both 
as  respects  the  fixed  Jaw  and  the  pnlleys,  while  in  the  defendant's  apparatus  the 
movement  of  the  lower  jaw  is  a  vertical  movement  as  respects  the  fixed  jaw,  but 
not  as  respects  the  pulleys.  These  are  merely  formal  ditl'orences.  They  do  not 
involye  any  inventive  thought  and  are  immaterial  as  respects  the  function  and 
mode  of  operation  of  the  parts  of  The  combination. 

Mr.  George  Harding  aud  Mr,  George  J.  Harding  for  the  complainant. 

Messrs.  Frost  &  Coe  and  Mr.  Harry  E.  Knight  for  the  defendant. 
Wallace,  J.  : 

The  patent  in  controversy  in  this  suit  is  No.  160,757,  granted  to  Will- 
iam Eppelsheimer  March  16, 1875,  for  improvement  in  clamp  apparatus 
for  connecting  street-cars,  etc.,  with  endless  traveling  devices.  The 
complainant  alleges  that  the  defendant  has  infringed  the  second  claim 
of  this  patent.    Tlie  claim  is  as  follows : 

2.  In  aombination  with  the  lower  jaw  /,  the  transverse  bar  o,  with  its  vertioal 
rope -supporting  pnlleys  p,  substantially  as  described. 

This  claim  is  for  a  combination  in  a  gripping  device  for  connecting  a 
street-car  or  other  vehicle  with  an  endless  moving  rope  or  cable  for  pro* 
pelling  the  vehicle  along  the  track,  which  consists  of  two  elements,  (1) 
a  movable  jaw,  and  (2)  a  transverse  bar  carrying  pulleys. 

The  specification  describes  and  the  drawings  show  a  gripping  device 
provided  with  two  jaws,  one  fixed  and  one  movable,  the  lower  one  of 
which  is  caused  by  suitable  mechanism  operated  from  the  car  to  advance 
toward  the  other  and  grip  a  cable  moving  upon  pnUcys  between  them 
and  to  recede  and  release  the  cable.  The  transverse  bar  o,  described 
and  illustrated,  has  vertical  rope-supporting  ])nlieys,  one  at  eaeh  end,  so 
located  and  arranged  that  tbe  movable  jaw  can  be  raised  aud  lowered 
between  them  and  carry  the  cable  resting  on  the  pulleys  into  contact 
with  the  fizetl  Jaw  when  it  is  raised  and  release  it  when  the  jaw  is  low- 
ered, so  that  the  cable  will  rest  upon  the  pulleys.  The  bar  is  a  longi- 
tudinal frame  to  which  the  pulleva  are  journaled  and  held  in  a  fixed 
relation  to  the  movabler  jaw.    This  bar  may  be  connected  with  the 
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movable  jaw  so  as  to  be  partially  rotated  by  the  movement  of  the  jaw 
as  it  advances  to  or  recedes  from  the  upper  jaw ;  bat  this  featnre  may 
^e  dispenscMl  with,  and  it  may  be  secured  immovably  to  the  dzed  jaw- 
The  lower  movable  jaw  and  the  transverse  bar  with  the  pulleys,  con- 
structed and  arranged  substautialiy  as  thus  described,  are  the  clementH 
of  the  claim.  The  function  of  the  devices  in  this  combination  is  to  ena- 
ble the  pulleys  to  supi)ort  and  ctirry  the  cable  wlieii  the  jaw  is  lowered 
and  hold  the  cable  in  such  a  relation  to  the  two  jaws  that  the  lower 
jaw  when  raised  again  will  restore  its  contact  with  the  upper  or  Axed 
jaw.  The  combination  is  confined  to  parts  which  coact  when  the  mova- 
ble jaw  is  lowered. 

The  patentee  was  not  the  first  to  employ  a  jaw  and  pulleys  as  partu 
of  a  gripping  device  for  propelling  the  vehicle  by  an  endless  cable,  con- 
structed and  arranged  so  that  the  pulleys  support  and  carry  the  cable 
when  the  jaw  is  opened  and  hold  the  cable  in  such  relation  to  the  jaw 
that  it  is  removed  from  the  pulleys  to  the  jaw  by  the  closing  of  the 
law.  A  combination  of  these  parts  having  these  functions  is  described 
and  shown  in  the  patent  to  Andrew  S.  Hallidie,  Ko.  129,180,  granted 
July  16, 1872.  The  gripping-jaws  of  this  patent  are  moved  toward  or 
from  each  other  by  means  of  a  wedge  actuated  by  a  hand-wheel.  The 
pulleys  are  oblique,  two  at  each  end  of  the  jaws,  operate  tn  pairst 
and  are  carried  by  a  transverse  bar.  When  it  is  desired  to  stop  the 
vehicle,  the  wedge  is  lowered  sufficiently  to  free  the  jaws  fh>m  the  rope 
without  dropping  it  from  the  pulleys.  The  rope  will  then  be  carried  by 
the  pulleys  at  its  ordinary  speed,  ready  to  be  gripped  when  the  wedge 
is  lifted  by  turning  the  hand- wheel  and  the  jaws  are  forced  together 

The  Hallidie  patent  is  the  nearest  anticipation  of  the  invention 
claimed,  which  is  shown  in  the  prior  state  of  the  art  as  exhibited  in  the 
record.  Except  as  showing  devices  which  perform  in  combination  the 
function  of  the  combination  of  the  claim  it  is  of  no  value.  The  other 
patents  in  the  record,  which  have  been  adduced  by  the  defendant  for 
the  purpose  of  negativing  novelty,  do  not  merit  attention.  It  is  appar- 
ent from  the  Hallidie  patent  alone  that  the  claim  in  controversy  does 
not  extend  to  every  combination  of  pulleys  and  releasing-jaw  which 
will  perform  the  functions  mentioned.  Consequently  the  claim  is 
limited  b^  the  construction  impressed  upon  it  by  the  prior  state  of  the 
art,  as  well  as  by  its  reference  to  the  specification,  to  a  combination  in 
which  the  jaw  and  transverse  bar  are  substantially  such  as  are  de- 
scribed, and  in  which  the  pulleys  and  jaw  coact  by  the  same  mo«Ie  of 
oiieratiou  to  discharge  the  function  assigned  to  them. 

The  real  question  in  the  case  is  whether  the  gripi>ing  devices  of  the 
defendant  which  discharge  the  same  functions  are  substantially  tho^e 
of  the  patent.  The  gripping  device  of  the  defendant  has  no  transverse 
bar  as  a  distinct  and  independent  element  of  the  combination,  bat  the 
lower  jaw  itself  supports  the  pulleys.    The  lower  jaw  is  the  movable 
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jaw,  and  when  raised  or  lowered  carries  the  pallejs  with  itself  toward 
or  from  the  fixed  jaw.  The  palleys  are  one  at  each  end  of  the  jaw,  and 
liave  their  npper  faces  on  a  plane  above  the  jaw.  When  the  two  jaws 
are  in  contact,  the  fixed  jaw  rests  npon  the  lower  jaw  between  the  two 
palleySy  and  the  seat  of  the  fixed  jaw  is  below  the  plane  of  the  upper 
faces  of  the  pnllejs.  When  the  movable  jaw  Is  lowered,  the  cable  is 
released  from  the  grip  of  the  fixed  jaw  and  rests  wholly  upon  the  pul- 
leys, and  when  the  jaw  is  raised  again  tlie  cable  resting  on  the  pulleys 
is. held  by  the  grip  of  the  two  jaws.  Plainly,  the  lower  jaw  does  the 
work  of  the  transverse  bar  and  also  of  the  lower  jaw  of  the  complain- 
ant's patent.  The  doubt  is  whether  it  should  be  considered  as  embody- 
ing both  a  jaw  and  a  transverse  bar,  or  should  be  deemed  a  single 
device  which  dispenses  with  one  element  of  the  combination  claimed. 
If  the  claim  had  been  one  for  the  lower  jaw  and  the  pulleys,  substan- 
tially as  described,  it  would  have  appropriately  specified  the  combina- 
tion described  in  the  patent,  and  would  have  covered  in  terms  the  com- 
bination of  the  defendant.  The  transverse  bar  of  the  patent  is  nothing 
but  a  pulley-carrier.  The  movable  jaw  of  the  defendant's  apparatus  is 
a  pulley -carrier  besides  being  a  jaw.  It  supports  the  pulleys  in  the 
requisite  location  as  respects  the  fixed  jaw,  which  is  the  only  office  of 
the  transverse  bar  of  the  patent.  If  the  transverse  bar  of  the  patent 
had  been  called  a  pulley-carrier  in  the  claim,  the  movable  jaw  of  the 
defend^^nt's  apparatus  would  answer  the  descriptive  term.  The  lower 
jaw  of  the  defendant's  combination  does  the  work  of  transferring  the 
cable  from  the  gripping-jaws  to  the  pulleys,  and  enables  the  pulleys 
to  support  and  carry  the  cable  when  the  jaw  is  lowered  and  hold  it  in 
such  a  relation  to  the  two  jaws  that  the  lower  jaw  when  raised  again 
will  restore  the  contact  of  the  cable  with  the  upper  or  fixed  jaw  pre- 
cisely as  does  the  lower  jaw  of  the  combination  of  the  patent.  The 
only  difference  between  the  two  gripping  devices  is  that  the  pulleys  in 
the  defendant's  device  are  connected  with  the  movable  jaw,  while  in 
the  device  of  the  patent  they  are  connected  with  the  fixed  jaw ;  and  in 
the  patented  devices  the  movement  of  the  lower  jaw  to  release  the 
cable  is  a  vertical  movement  both  as  respects  the  fixed  jaw  and  the 
pulleys,  while  in  the  defendant's  apparatus  the  movement  of  the  lower 
jaw  is  a  vertical  movement  as  resfjects  the  fixed  jaw  but  not  as  respects 
the  pulleys.  These  are  merely  formal  differences.  They  do  not  involve 
any  inventive  thought  and  are  immaterial  as  respects  the  function  and 
mode  of  operation  of  the  parts  of  the  combination. 

The  usual  decree  for  an  injunction  and  accounting  is  ordered  for  the 
complainant. 
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(TTnited  Stotat  Oirault  Conrt— Bastem  District  of  Keir  Tork.} 
UNDEBWOOD  ST  AL.  V.  Gebbbb  BT  AL. 

Veoided  March  6, 18R9. 

48  O.  O.,  675. 

Suits  for  Infrinobmemt—Ambkdbd  Bill. 

In  a  suit  to  restrain  the  infringement  of  a  patent  complainanta  were  defeated  be- 
caose  they  sued  on  one  only  of  two  patents  relating  to  the  same  invention.  <48  O.  G., 
116,  ante,  519. )  The  evidence  introduced  would  be  necessary  under  a  bill  based  on 
the  omitted  patent,  Held  that  he  should  be  permitted  to  amend  by  bringing  in  the 
other  patent,  and  alleging  its  infVingement,  and  that  the  case  should  be  opened 
for  additional  testimony,  and  that  relief  should  be  granted  only  on  condition  that 
complainant  give  an  undertaking  to  pay  the  expense  of  saoh  additional  testi- 
mony, iuoludini;  witness  foes,  mileage,  master's  or  examiner's  fees,  and  printing. 

Motion  for  leave  to  amend  and  take  further  proofs. 

Mr.  James  A.  Hudson^  for  the  complainants,  cited  Neale  y.  Neale  (9 
Wall.,  95)  I^r^natn^v.  ^ttcAcocfc,  (23  Wall.,518;)  Hamillony.OoldCo.; 
tJ.  8.  V.  ParroU,  (McAll.,  447;)  Harden  v.  Boyd,  (113  U.  S.,  761 ;  5  Sup. 
Ct.  Rep.,  771.) 

Messrs.  Briesen,  Steele  dk  Knauthy  for  the  defendants,  cited,  (in  addi- 
tion,) Shields  V.  Barrow,  (17  How.,  144 ;)  Battle  v.  Insurance  Go.j  (10 
Blatchf.,  426 ;)  Snead  v.  MeCoull,  (12  How.,  453;)  Clifford  v.  Coleman,  (13 
Blatchf.,  210.) 

STATEMENT  OF  THE  OASE. 

The  complainants  in  this  case  were  defeated  at  final  hearing  because 
they  declared  only  on  one  of  the  patents  granted  for  their  invention.  (48 
0. 6.,  116,  ante  510.)  Thereupon  complainants  moved  for  leave  to  amend 
the  bill  by  declaring  also  upon  the  other  patent,  and  charging  infringe- 
ment thereof,  and  to  reopen  the  case  for  the  purpone  of  letting  in  such 
further  evidence  as  may  be  necessary. 

Laoombe,  J.: 

The  amendment  asked  for  does  not  involve  an  entire  change  of  the 
character  of  the  action.  It  is  still  a  suit  for  the  infringement  of  the 
same  invention  as  that  touching  which  the  evidence  already  taken  was 
introduced.  So  much  of  that  evidence  as  was  properly  takeh  under  the 
original  bill  would  be  necessary  under  the  bill  if  amended  as  complain- 
ants pray.  It  would  certainly  be  very  unreasonable  to  require  the 
parties  at  great  a<lditional  expense  to  take  it  over  again,  after  both 
patents  are  declared  upon.  No  good  reason  is  shown  why  the  court,  if 
it  has  the  power,  should  not  also  allow  the  record  to  be  supplemented 
by  such  additional  testimony  as  may  be  rendered  necessary  in  couse- 
.quence  of  the  amendment.  An  early  disposition  of  the  case  upon  its 
merits  at  the  least  possible  expense,  and,  so  far  as  appears,  without  do- 
ing injustice  to  either  party,  would  be  thus  secured.  The  authorities 
cited  by  counsel  show  that  the  granting  of  the  relief  now  asked  for  is  a 
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matter  of  discretion  and  within  the  power  of  this  oonrt  at  this  stage  of 
the  case.  The  oomplainants  may  amend  their  bill  by  the  insertion  of 
apt  words,  so  that  the  same  shall  declare  on  the  omitted  patent,  (No. 
348,072,)  and  also  charge  infringement  of  the  invention  therein  set  forth. 
Upon  service  of  the  amended  bill  defendants  may  amend  their  answer 
as  they  may  be  advised,  or  may  plead  or  demor  to  the  amended  bill. 
Upon  the  raising  of  an  issne  as  to  the  omitted  patent  the  case  is  reopened, 
and  additional  testimony  pertinent  to  that  issue  may  be  taken  before  a 
master  or  examiDer.  This  relief  is  granted  only  upon  the  complainants 
undertaking  to  pay  the  expenses  of  taking  all  sach  additional  testimony, 
(whecher  introduced  by  complainants  or  defendants.)  Such  expense  to 
include  witness  fees,  mileages,  master's  or  examiner's  fees,  and  printing. 


[United  States  Clrcolt  Coort— Went  era  District  of  PenMylmoia.] 

The  Pennsylvania  Diamond  Drill  Company  r.  Simpson  et  al. 

Decided  June  i:\,  le^. 
4«  O.  G.,  l>76. 
PRACnCS  IN  THE  COURTS. 

Upon  a  motion  for  an  attachment  against  the  defeiidaots  for  contempt  in  vio- 
lating an  injunction  g  'anted  at  final  hearing,  Held  that  as  the  present  alleged 
infringinic  device  differs  from  that  adjndged  to  be  an  infringement,  and  also  from 
the  patented  device,  the  question  presented  ought  not  to  be  determined  upon 
such  a  motion  as  this,  but  only  by  an  original  suit. 

Sub  motion  for  an  attachment  against  the  defendants  for  contempt 
in  violating  the  injunction  granted  at  final  hearing. 

Mr.  O,  6.  Frdinghuysen  for  the  motion. 
Mr.  E.  T.  Rice  opposed. 

i^OHESONfJ.  : 

The  claim  of  the  patent  sned  on  (the  Frisbee  patent)  is  in  these  words : 

The  combinatiou,  operating  substantially  as  described,  of  an  annular  core-lifter, 
and  a  tube  or  ring  constructed  with  a  tapering  recess  in  its  inner  surface. 

The  described  operation  is  this : 

In  operation,  as  the  bit  excavates  the  rock  and  the  core  enters  D  (t.  e.,  the  core- 
lifter)  the  latter  first  becomes  stationary  on  the  core,  and  is  then  forced  over  it  by  the 
shoulder  of  the  recess  C,  the  tnl>e  B  revolving  around  D  till  the  required  depth  is 
reached.  When  the  drill-rod  is  withdrawn,  D  is  forced  toward  the  small  end  of  the 
recess^  damping  the  core  more  tirmiy  as  th^  tube  B  recedes  until  it  detacheH  the  core 
from  the  solid  rock. 

The  court  lias  heretofore  adjudged  that  the  defendants  infringed  this 
patent  by  the  use  of  the  Case  core-lifter,  in  which  the  court  found  a 
combination  substantially  the  same  as  Frisbce's,  operating  substan- 
tially in  the  manner  descril)ed  in  his  i)atent.  117^1  hvQo 

Upon  reference  to  the  opinion  of  the  court  (29  Fed.  Kep.,  288)  it  will 
Hp|>ear  that  this  decision  was  pnt  not  simply  upon  the  ground  that  the 
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two  devices  when  iu  position  to  act  as  core-lifters  operated  in  tlie  same 
way,  bnt  in  part  npon  the  additional  fsicta  that  daring  the  operation  of 
boring  each  device  clasped  or  hngged  the  core,  and  was  forced  over  it 
by  the  shoulder  of  the  recess ;  that  in  each  the  tabular  rod  revolved 
freely  around  the  oorelifter  until  *the  desired  depth  was  reached,  and 
that  each  was  wedged  tightly  in  the  tapering  recess  by  the  upward  pall 
of  tlie  drill  rod.  But  the  core-lifter  now  employed  by  the  defendMts, 
and  the  use  of  which  the  plaintiff  insists  is  a  violation  of  the  injanction^ 
is  a  device  described  in  and  covered  by  Letters  Patent  snbseqaently 
granted  to  Albert  Ball,  being  ISo.  366,913,  dated  July  19, 1887,  upon 
application  filed  November  13, 1886. 

In  mode  of  operation  this  latter  device  difEors  from  the  Frisbee  oore- 
lifter and  also  from  the  Oase  device  in  two  particulars :  First,  daring 
the  work  of  boring,  the  Ball  device  does  not  embrace  or  come  in  contiiet 
with  the  core,  bnt  by  an  outward  spring-pressare  clings  to  the  tube  or 
core- barrel  and  partakes  of  its  rotary  motion }  secondly,  the  Ball  oore- 
lifter is  not  forced  toward  the  small  end  of  the  recess  by  the  withdrawal 
of  the  drill-rod,  bat  is  driven  into  the  conical  chamber,  and  thns  made 
to  grasp  the  core  by  hydraulic  devices  brought  into  action  by  the  oper- 
ator in  charge  of  the  boring-machine.  Now,  I  am  not  prepared  to  de- 
dare  that  these  differences  are  colorable  or  immaterial.  They  are  not 
obviously  so.  The  decision  of  the  question  of  infKngement  here  Ibr  the 
first  time  raised  demands  an  inquiry  into  the  state  of  the  art  prior  to 
Frisbee's  invention,  and  involves,  too,  the  construction  of  the  claim  of 
his  patent  as  limited  by  the  phraseology  <<  operating  substantially  as 
described."  In  cases  of  this  kind  a  motion  for  an  attachment  is  not 
granted  unless  the  violation  of  the  injunction  is  plain  and  free  from 
doubt  (Bate  Refrig.  Co.  v.  Ea%tinan^  11  Fed.  Sep.,  902 ;  amiik  v.  ^a^k- 
yard^  19  Id.,  602.)  Upon  the  whole  I  am  of  opinion  that  the  qnestion 
whether  Ball's  patented  device  infringes  the  Frisbee  patent  oaght  nit 
to  be  determined  upon  such  a  motion  as  this,  but  only  by  an  original 
suit.    {Temple  Pump  Co.  v.  Ooss  Pump,  cfo.,  Co.,  31  Fed.  Sep.,  292.) 

And  now,  Jnne  13, 1889,  the  motion  for  an  attachment  for  contempt 
is  denied,  without  prejudice  to  any  suit  the  plaintiff  may  bring  to  test 
the  question  of  infringement  involved  in  this  motion. 


[United  States  CIrouit  Conrt— Dtotrict  of  Coiineotie«t.l 

Adbb  v.  Peck  Brothers  &  Co. 

Decided  June  27,  1889. 
48  O.  G.,  823. 
Use  of  a  Patentke's  Name  in  Connbctiox  with  a  Patehtbd  Abticub  as  Da- 

SCRIPTIVB  THEKETO  DOBS  KOT  CONSTITUTE  A  TEADB-MaBX. 

The  name  which  is  given  to  a  fMitented  device  to  diatingiiieh  it  sa  a  p«leotod 
article  from  other  articles  of  the  Haroe  character  is  not,  properly  speakingv  * 
Trade-Mark. 
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3.  Samb--It  Dbsiuxatbs  STRUcruftK  BUT  yoT  Workmanship  or  Manufacture. 

It  d«di«i;;iiat«s  uothiiig  except  that  the  atractnre  has  a  defiuite  character  sla  the 
stnictiire  that  was  patented,  and  indicates  nothing  in  i*egard  to  the  character  of 
the  workmaniihip  or  the  person  by  whom  it  was  manufactured. 

3.  Trade- Mark  Detinrd. 

A  Trade-Mark  is  something  different  from  the  article  itself,  which  the  mark 
designates,  and  is  a  name,  inark,  or  device  attached  to  the  article  to  indicate  its 
origin.  * 

4.  iKVRnfOEXBzrr  of  Patent,  not  of  Trade- Marx. 

The  selling  by  the  defendant  of  valves  under  the  name  of  **  Foley's,''  or  '*  Foley's 
Patent  Valves  and  Overflows,"  signifies  that  they  are  the  kitKl  of  valves  invented 
and  patented  by  Foley.  Imt  not  that  they  are  the  valves  which  he  or  his  succes- 
sor is  maunfactnring. 

Mr.  Arthur  v.  Briesen  for  the  complaiuant. 
Mr.  Edward  H.  Rogers  for  the  defendant. 

Shifmak,  J.: 

This  18  a  bill  in  eqaity,  which  is  brongfat  by  a  citizen  of  the  State  of 
Kew  York,  against  a  corporation  created  under  the  laws  of  the  State  of 
Connection  t. 

The  bill  alleges,  with  the  nsnat  and  necessary  averments  in  such 
cases,  that  the  defendant  has  infringed  npon  Beissned  Letters  Patent 
No.  6,730,  dated  November  16, 1875,  which  were  granted  to  James  Foley 
and  George  C.  Gunning,  for  an  improvement  in  waste- valves  and  over- 
flows, and  are  now  owned  by  the  complainant.  The  original  patent  was 
issued  to  James  Foley  as  inventor.  The  bill  also  alleges  that  the  com- 
plainant has  sold  said  valves  under  the  trade- name  and  style  of  '*  Foley's'' 
and '^Foley's  Patent;"  that  by  such  name  they  are  recognized  by  the 
public ;  that  said  trade-name,  during  the  life  of  said  Letters  Patent,  is 
identified  therewith  and  of  great  value  to  your  orator  in  describing  said 
patentetl  valves  as  a  trade-mark,  and  that  the  defendant  has  sold  his 
infringing  valveM  under  the  trade-name  of  "Foley's  Patent  Valves." 
The  bill  prays,  among  other  things,  that  the  defendant  may  be  enjoined 
against  selling  "any  waste- valves  or  overflows  known  as  or  under  the 
name  of  *  Foley's' or  *  Foley's  Patent  Valves  and  Overflows.'" 

The  defendant  has  demurred  because  the  bill  exhibits  distinct,  sepa- 
rate, and  unconnected  matters,  viz. —  ''the  infringement  of  Letters  Pat- 
ent of  the  O^nited  States  and  the  infringement  of  a  trade-name  or  trade- 
mark." 

In  my  opinion,  the  bill  shows  upon  its  face  that  an  infringement  of 
patented  rights  only  was  committed.  It  will  be  observed  that  the  de- 
fendant is  not  charged  with  having  done  anything  which  is  prohibited 
by  section  4^1  of  the  Bevised  Statutes,  and  that  the  alleged  trade- 
mark is  simply  the  name  which  is  usually  or  properly  given  to  the 
patented  article.  It  is  not  any  peculiar  form,  hibel,  brand,  or  device 
which  is  put  upon  the  article  to  designate  its  origin  or  the  ^)erson  by 
whom  it  is  manufactured,  and  it  is  not  the  patent  mark  which  is  re- 
quired to  be  stamped  upon  patented  articles  by  section  49(MI.  The  name 
2016  PAT 36 
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which  is  given  to  a  patented  device  to  distingaish  it  as  a  patented 
article  from  other  articles  of  the  same  character  is  not,  even  daring  the 
life  of  the  patent,  properly  speaking,  a  trade-mark.  It  designates  noth- 
ing except  that  the  stmctare  has  a  definite  character,  as  the  stractare 
which  was  patented,  and  indicates  nothing  in  regard  to  the  character 
of  the  workmanship  or  the  person  by  whom  it  is  manufactured.  A 
trade-mark  '^  is  something  different  from  the  article  itself  which  the 
mark  designates,'^  {Fairbanks  v.  JaeohuSj  4t  Blatchf.  G.  O.  K.,  337,)  and 
is  a  name  or  a  mark  or  a  device  which  is  attached  to  the  article  to 
point  out  its  origin.  This  alleged  trade-mark,  "  Foley's  Patent  Valves," 
signifies  that  they  are  the  kind  of  valves  which  Foley  invented  and 
patented,  and  not  that  they  are  the  valves  which  he  or  his  successor  is 
mannfacturing. 

In  all  cases  w hero  ri«^htfl  to  the  ex'-Iusive  use  of  a  trade-mark  are  inyailed  it  is 
iuvariably  held  that  the  essciH'o  of  the  wrou^  consistA  in  the  sale  of  the  goods  of  one 
maDiifacturer  or  vender  as  those  uf  another,  and  that  it  is  only  when  this  false  repre- 
sentation is  made  th:U  the  parfy  who  appeals  to  a  conrt  of  eijnity  can  have  relief. 
{Canal  Co.  v.  Clark,  V.)  Wnll.,  :U1.) 

By  this  bill  it  appears  that  the  defendant  is  deceiving  no  one  in  i*e- 
gard  to  tbi^()n»»i!i  of  the  goods.  It  is  infringing  upon  tlie  complainant's 
patent  rigbts  by  making  a  valve  sulKstantially  like  his,  and  it  is  assert- 
ing that  its  valve  is  the  complainant's  patented  invention.  Thus  far 
no  false  representation  is  made, but  the  truth  is  asserted.  But  if  it  is 
said  that  the  assertion  is  that  the  defendant  has  a  right  to  make  Foley's 
patent  valve,  and  that  thus  the  public  is  deceived,  this  assertion  and 
the  act  of  sale  are  nothing  more  than  an  infringement  of  the  exclusive 
patent  rights  of  the  complainant.  It  is  not  intended  to  be  asserted  that 
if  a  person  manufactures  and  sells  an  article  which  is  not  an  infringe- 
ment, but  which  he  falsely  brands  as  the  patented  device,  that  for  such 
fraud  and  consequent  injury'a  bill  for  an  injunction  may  not  lie — not 
upon  the  ground  th^t  he  is  simulating  a  trade-mark,  but  because  he  is 
committing  a  continuous  fraud  for  which  the  preventive  remedy  by 
injunction  aflbrds  the  only  adequate  relief.  (Washburn  d  Moen  M/g. 
Co,  V.  Haish^  9  Biss.,  141 ;  4  Ban.  &  Ard.,  571.)  Neither  is  it  intended 
to  be  asserted  that  the  owner  of  a  patente«l  device  may  not  have  a 
trademark  affixed  to  his  articles  which  distinctively  declares  the  origin, 
in  point  of  mannfacture,  of  his  goods.  The  imitation  of  the  patent- 
mark  is  another  and  separate  act  from  the  one  which  is  alleged  to  have 
been  counnitted. 

It  is  evident  that  the  pleader  intended  in  the  bill  to  treat  the  name  aa 
a  trademark  and  to  aver  tliat  the  detetidanr  had  not  only  iufringeil 
tlie  complainant's  patent  rights  but  his  rights  as  the  owner  of  a  trade- 
mark. Ills  tht»ory  is  that  tJie  defendant,  by  the  sale  of  its  valve  under 
tills  name,  hjis  by  one  act  infringed  two  rights  of  the  complainant — his 
patent  right  and  his  right  to  the  undisturbed  use  during  the  life  of  the 
jiatent  of  the  trade -mark  which  he  has  adopted.    If  his  theory  was 
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true,  his  bill  perhaps  woald  not  be  open  to  the  charge  of  misjoinder 
upon  the  ground  that  if  two  good  causes  of  complaint  grow  ont  of  one 
transaction  for  which  the  same  character  of  relief  is  sought,  and  in  re- 
gard to  which  all  the  defendants  have  the  same  claim  of  right,  such 
causes  may  be  included  in  one  bill,  (Story's  Eq.  PI.  sec.  284; )  but  the 
bill  in  this  case  shows  only  one  good  cause  of  complaint. 
The  demurrer  is  overruled. 


lUDitod  SUtM  Circuit  Court— Diatrict  of  MaMAcbnsetto.] 

The  United  States  of  America  v.  The  Axebican  Bell  Tele- 
phone Company  and  Alexander  Graham  Bell. 

Decided  July  2,  1&^9. 

48  O.  G.,  H24. 

Practicb  in  the  Courts.— Testimony  brforb  Examinkr. 

Ou  a  uiotiou  for  the  appointtneut  of  an  examiner  to  take  testimony  in  an 
equity  cause  the  court  will  not  limit  or  restrict  the  taking;  of  testimony  or  de- 
termine what  is  proper  testimony.  Objections  taken  to  evidence  on  the  gronnd  of 
incompetency  or  irrelevancy  properly  come  before  the  court  at  the  final  hearing. 

Motion  for  the  appoiutmeut  of  an  Examiner  to  take  testimony. 

Mr.  George  A.  JenkSy  Mr.  Charles  S.  Whitman^  Mr.  W.  0.  Strawbridgej 
and  Mr.  0.  P.  Lowrey  for  the  complainant. 
Mr.  Cliauncey  Smith  and  Mr.  B.  F.  Thurston  for  the  defendants. 

Colt,  J.  : 

The  plaintiff  moves  the  conrt  for  the  appointment  of  an  Examiner  to 
take  testimony.  Tlie  defendant  Bell  also  moves  for  the  appointment  of 
an  Examiner  to  take  testimony  upon  the  issue  raised  by  his  plea  filed  in 
this  case.  The  defendant  company  have  answered  generally  to  the  bill. 
The  defendant  Bell  has  filed  a  plea  and  an  answer  in  support  of  the  plea. 
To  the  answer  of  the  defendant  company  and  to  the  plea  the  plaintiff 
has  filed  replications.  The  cause  therefore  is  at  isHue,  and  it  is  proper 
for  the  court  to  appoint  an  Examiner  to  take  testimony.  The  defendants' 
motion  seeks  in  effect  to  restrict  t)ie  testimony  by  order  of  court  to  the 
single  issue  of  fraud  which  \»  raised  by  the  plea. 

it  is  certainly  unusual  upon  a  motion  made  in  the  ordinary  way  ior 
the  appointment  of  an  Examiner  to  ask  the  court  by  an  interlocutory 
order  to  limit  iu  advance  the  scope  of  the  testimony  to  be  taken.  It  is 
probable  that  no  appeal  would  lie  from  such  an  order.  But  however 
this  may  be,  such  action  on  the  i>art  of  the  court  seems  to  be  contrary 
to  established  eqnity  practice.  Objections  loay  be  taken  to  the  evidence 
on  the  grounds  of  incompetency  or  irrelevancy,  and  these  objections 
properly  come  before  the  court  at  the  final  hearing  of  the  cauffe  j  but  I 
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find  DO  precedent  for  limiting  or  restricting  the  taking  of  testimony  in 
advance.  Ttie  court  stiould  not  be  called  upon  at  this  stage  of  the  case 
to  determine  what  in  proper  testimony  and  what  is  not,  nor  to  determine 
the  scope  of  the  decision  of  the  Supreme  Gonrt  upon  the  demurrer  in 
this  case.  Upon  a  motion  in  the  ordinary  way  for  the  appointment  of 
an  Examiner  it  is  not  for  the  court  to  settle  questions  which  cannot  be 
properly  and  intelligently  passed  upon  at  this  time.  The  fact  that  this 
is  an  important,  and  in  some  respects  an  exceptional,  case  should  not 
prevent  the  court  from  following  the  usual  and  ordinary  course  of  equity 
practice. 

The  defendants'  motion  is  dented  and  the  plaintiff's  motion  is  granted, 
and  Henry  L.  Hallett  is  hereby  appointed  Examiner. 


[United  Stotos  Ciroult  Coart— Eastern  DUtrtet  of  Mlohigan.  | 

The  Consolidated  Bollsb  Mill  Company  v.  Ooombs. 

Decided  Julg  22,  1889. 
48  O.  G.,  »73. 

1.  Prxliminart  iNjaNCTiON— Stat  of. 

It  U  well  settled  that  while  a  patent  may  be  adjudged  valid  aod  the  defendant 
an  infringer  the  award  of  a  preliminary  iuj unction  is  purely  a  matter  of  diaoro- 
tion,  and  courts  are  iu  the  habit  of  withholding  it  ti|)on  snch  terms  as  to  the  giv- 
ing of  a  bocd  and  the  like  as  may  seem  Jnst  and  equitable,  having  regard  to  the 
comparative  injury  that  will  result  to  the  parties  by  granting  or  withholding  it. 

2.  Injunction  after  Final  Decrek— Same. 

The  power  of  the  court'to  stay  an  injuuotion,  even  after  final  decree,  not  de- 
nied. 

Messrs,  Parkiitson  &  ParHnson  for  the  complainant. 
Mr.  R.  Mason  for  the  defendant. 

STATEMENT  OF  THE  CASE. 

Plaintiff  obtained  against  the  defendant  the  nsnal  decree  iu  patent 
cases  for  an  injunction  against  farther  iufriugenieut  and  a  reference  to 
a  master  to  compnte  damages.  Defendant  moved  to  stay  the  issaing  of 
the  ii^janction  upon  the  ground  that  the  plaintiff  was  not  a  manafaot- 
urer,  but  derived  its  profits  from  selling  or  licensing  its  machine,  and 
that  the  damages  to  defendant  by  stopping  his  mill  would  be  out  of  ail 
proportion  to  the  amount  of  plaintiff's  license  or  to  any  damages  that 
would  be  occasioned  to  it  by  defendant's  conunned  use  of  machines. 
Brown,  J.  : 

We  are  asked  by  this  motion  to  determine  whether,  after  an  adjudi- 
cation adverse  to  the  defendants  upon  the  merits  of  a  patent  case,  we 
ought  to  stay  the  is^ue  of  an  iujuuction  until  final  decree.  So  far  as 
preliminary  injunctions  are  concerned  it  is  entirely  well  settled  that 
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while  the  patent  may  be  aiyadged  valid  and  the  defendant  an  infringer 
the  award  of  an  injunction  is  pnrely  a  matter  of  discretion,  and  courts 
are  constantly  in  the  habit  ef  withholding  it  npon  such  terras  as  to  the 
giving  of  a  bond  and  the  like  as  may  seem  just  and  equitable,  having 
regard  to  the  comparative  injury  that  will  result  to  the  parties  by  grant- 
ing or  withholdinp^it.  (ParJcer  v.  S^ars^  1  Fish.,  94;  Howe  v.  MorUm, 
1  Fish.,  486;  Morris  v.  Lowell  Mantifacting  Co.,  3  Fish.,  67;  ZVoo^  v. 
Torry,2  Blatchf.,  275;  Potter  v.  Whitney,  1  Lowell,  87;  Hoe  v.  Boston 
jyaily  Advertiser  Oo.^U  Fed.  Rep.,  914;  Forbush  v.  Bradford,  I  Fish., 
317.) 

After  an  acyudication  npon  the  merits  the  case  becomes  somewhat 
complicated  by  the  provisions  of  the  Constitution  and  statutes  which 
secure  to  the  inventor  '<  the  exclusive  right  to  his  discovery."  If  this 
right  be  ^.^ezclasive,"  it  is  difiQcult  to  see  how  the  court  can  limit  or  im- 
pair it  by  reqoiring  the  patentee  to  accept  anything  less  than  the  com- 
plete monopoly  which  the  law  awards  him.  While  he  may  not  be  a 
mannfactarer  himself,  and  may  derive  his  sole  proOt  from  licensing 
others  to  ase  his  device,  still  such  licenses  are  entirely  voluntary  upon 
his  part,  are  completely  within  his  own  control,  and  the  courts  have, 
strictly  speakings  no  power  to  demand  of  him  that  he  shall  license  the 
defendants  to  use  his  machine,  as  they  are  enabled  to  do  indirectly  by 
recusing  an  injunction,  upon  requiring  a  bond  to  pay  the  amount  of  the 
license  or  such  damages  as  he  may  have  suffered  by  defendant's  use  of 
his  machines.  If  this,  then,  were  a  final  decree,  we  should  have  no  hesi- 
tation in  denying  this  motion  to  stay  the  injunction  unless  immediate 
notice  were  given  of  an  appeal,  when  the  provision  of  the  ninety -third 
rale  would  attach,  and  the  staying  of  an  injunction  would  become  a 
matter  of  discretion,  to  be  determined  by  the  facts  of  each  particular 
case. 

It  has  undoubtedly  been  the  practice  in  a  few  of  the  circuits  to  stay 
an  injunction  in  certain  cases  where  an  appeal  is  contemplated  and  de- 
fendant would  be  irreparably  injured,  and  where  public  interests  are 
involved  and  the  people  are  likely  to'be  injured  by  denying  them  the 
use  of  plaintiff's  machine  there  can  be  no  question  as  to  the  propriety 
of  such  action.  {Bltss  v.  City  of  Brooklyn,  4  Fish.,  597;  McFAroy  v. 
Kansas  Oity^  21  Fed.  Bep.,  257 ;  Ballard  v.  City  of  Pittsburg,  V2  Fed. 
Rep.,  781) 

A  reference  to  some  of  the  leading  cases  will  show  under  what  cir- 
cumstances it  has  been  the  practice  of  the  courts  in  these  districts  to 
suspend  an  injunction  after  an  adjudication  upon  the  merits.  In  Bitr- 
nard  v.  Oibson  (7  How.,  650)  the  Supreme  Oourt  indicated  that  the  in- 
junction ought  to  be  suspended  where  defendant  had  invited  many 
thousand  dollars  in  machinery  which  by  such  procedure  became  useless 
and  their  right  to  run  the  machines  would  expire  in  the  course  of  a  few 
months.  The  court  remarked  that  unless  the  defendants  were  in  doubt- 
ful circumstances  and  could  not  give  bond  to  respond  in  damages  should 
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the  right  of  the  plaintiff  be  finally  established  they  sapposed  the  in- 
jauction  would  be  suspended.  In  Sanders  v.  Logan  (2  Fish.,  167)  Mr. 
Justice^  Orier  held  that  neither  an  injanction  nor  an  accoantiug  was 
necessary  or  proper,  because  the  only  injury  to  the  plaintiff's  rights 
consisted,  not  in  using  his  invention,  but  in  failure  to  pay  the  price  of 
the  license.  The  learned  judge  uses  strong  language  in  this  connec- 
tion, and  the  opinion  undoubtedly  lends  considerable  support  to  the 
defendant's  position  in  this  case.  In  Dorsey  Harvester  Rake  Company  v. 
Marsh  (6  Fish.,  387)  Judge  McEennon,  of  the  third  circuit,  withheld  an 
injunction  upon  filing  a  bond,  upon  the  ground  that  the  plaintiff,  not 
'being  a  manufacturer,  would  be  adequately  protected  by  the  payment 
of  a  just  compensation  for  the  use  of  his  invention,  and  the  defen<lant8 
had  an  extensive  establishment  and  a  large  capital  invested  in  it  for 
the  manufacture  of  machines,  and  seemed  to  have  conducted  their 
business  under  the  impression  that  it  was  no  invasion  of  the  rights  of 
others.  ^*A  sudden  stoppage  of  it  would  be  disastrous  to  them  and 
would  not  benefit  the  plaintiff."  In  its  facts  the  case  is  readily  distin- 
guishable from  the  one  under  consideration.  In  the  same  circuit,  in 
MeOrary  v.  Penn.  Canal  Company^  (6  Fed.  Bep.,  367,)  an  injunction  was 
denied  without  discussion,  upon  the  ground  that  much  greater  injury  to 
the  respondent  than  benefit  to  the  complainant  would  result  from  it 
We  think  these  three  cases  may  be  regarded  as  establishing  a  rule  in 
the  third  circuit  somewhat  at  variance  with  those  existing  in  most  of 
the  others.  In  Roe  v.  Knapp  (27  Fed.  Bep..  204)  Judge  Blodgett  denied 
an  ii\junction,  after  entering  the  interlocutory  degree,  upon  the  s^und 
that  the  owner  of  a  patent  had  not  after  a  reasonable  time  put  it  into 
use,  holding,  as  a  matter  of  law,  that  a  patentee  is  bound  either  to  use 
the  patent  himself  or  allow  otbets  to  use  it  on  reasonable  or  equitable 
terms.  I  find  myself  unable  to  concur  in  this  view.  A  man  has  a  right 
to  deal  as  he  chooses  with  his  own.  I  know  of  no  reason  why  a 
patentee  is  bound  to  make  use  of  his  own  invention  or  to  license  others 
to  use  them  any  more  than  the  owner  of  a  manufacturing  establish- 
ment is  bound  to  run  it  for  the  benefit  of  his  neighbors  or  employes. 
As  observed  in  the  earlier  portion  of  this  opinion,  the  question  of 
licensing  another  to  use  an  invention  is  one  which  the  patentee  alone 
has  the  right  to  answer,  and  courts  can  not  lawfully  compel  him  to 
make  use  of  his  invention  or  to  permit  others  to  use  it  against  his  will. 
We  will  now  proceed  to  examine  tiie  authorities  in  the  other  circuits. 
In  Howe  v.  Newton  (2  Fish.,  531)  Judge  Lowell,  of  the  first  circuit,  held 
that  the  fact  that  plaintiff  granted  licenses  and  that  defendant  was  not 
a  maker  an^  vender,  but  on  ly  a  user,  was,  independently  of  the  fact  that 
the  maker  had  not  been  sued,  a  circumstance  to  betaken  into  account — 

but  it  has  not  b«eii  considered  Haflflcieut  reason  in  this  circuit  to  refiiBe  the  writ, 
excepting  in  combination  with  other  circumstances,  either  of  duubt  as  to  tlie  title  or 
of  hardship  in  the  operation  of  the  injunction.  (^rioaT 

The  defendant  was  restrained  from  using  one  boot-tree.    Itis  bat  just 
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to  aay  that  it  appeared  that  no  special  damage  would  resolt  to  defend- 
ant by  enjoining  the  machine.  The  case  is  not  nnlike  the  one  nnder 
consideration.  In  Potter  v.  Jlfocife  (3  Fish.,  428)  Mr.  Justice  Swayue  ob- 
served that  when  a  patentee  obtains  a  decree  settling  the  right  to  an 
injunction  the  practice  in  all  the  circuits,  as  he  had  understood,  was  to 
make  the  iiyunction  a  part  of  the  decree. 

That  is  a  right  of  the  party  unqaestionahly,  aaless  there  be  shown  some  special 
grouuds  of  pecnliar  hardship  to  the  defendant.  *  *  *  There  may  be  circumstauces 
which  would  render  that  action  proper ;  but  I  should  not  be  willing  to  establish  such 
a  rule  as  general.  *  *  *  Again,  too,  as  within  my  knowledge,  the  practice  in  all 
the  other  oonrts  is  adverse  from  that  now  sought  to  be  estiblished,  and  I  shonld  be 
reluctant  to  strike  out  a  new  course. 

The  court  found  no  special  hardship  in  the  case  and  ordered  an  in- 
Innction.  (See,  also  Whitney  v.  Mowry  (3  Fish.,  175.)  In  The  Bumf ard 
Chemical  Works  v.  Heoker  (O.  D.,  1877, 192,  II  O.G.,  330)  Judge  Nixon, 
of  New  Jemey,  refused  to  assent  to  the  proposition  that  it  had  become 
the  established  practice  in  his  circuit  to  stay  injunctions  until  the  com- 
ing in  of  the  master's  report. 

No  special  practice  [says  he]  has  ever  prevailed  in  this  circuit,  although  sporadic 
instances  may  be  found  where  the  court  has  very  properly  listened  to  and  heeded 
such  applications.  On  the  other  hand,  the  ordinary  practice  is  for  an  injuction,  as  a 
matter  of  course  to  follow  a  decree  in  favor  of  the  complainant  on  the  merits,  unless 
the  defendant  is  able  to  show  the  oonrt  such  facts  and  circumstances  existing  in  the 
case  as  make  it  manifest  that  the  equities  between  the  parties  demand  the  withhold- 
ing of  the  injunction  until  after  an  accounting  has  been  had. 

In  Brown  v.  Deere  (6  Fed.  Bep.  487)  the  question  has  been  discussed 
at  length  by  Judge  Treat,  and  the  motion  to  suspend  the  injunction 
was  overruled,  although  before  the  hearing  defendants  had  entered  into 
a  large  number  of  contracts  to  furnish  their  machines  to  agriculturists 
in  several  States,  and  there  was  no  adequate  time  for  them  to  recon- 
struct them  so  as  to  avoid  the  infringement  without  disappointing  their 
customers  and  fastening  large  damages  upon  themselves  for  non-fnlflll- 
ment  of  their  contracts.  The  opinion  is  a  very  valuable  and  instructive 
one,  and  the  question  appears  to  have  been  fully  considered  by  the 
court.  In  Muneon  v.  The  Mayor  (19  Fed.  Bep.,  313)  Judge  Wheeler  held, 
on  a  motion  to  suspend  an  injuction  during  the  pendency  of  an  appeal 
from  a  final  decree,  that  it  should  not  be  suspended  unless  some  extra- 
ordinary cause  were  shown  to  exist  outside  the  rights  of  the  parties  es- 
tablished by  the  decree.  The  defendant  in  this  cas^  was  the  city  of  New 
York,  and  the  patented  device  was  a  register  to  preserve  for  safety  and 
convenience  of  reference  paid  bonds  and  coupons.  The  learned  judge 
held  that  the  interests  of  the  public  were  not  such  as  required  protection 
by  staying  the  injunction. 

There  is  no  case  in  the  Supreme  Court  which  throws  much  light  upon 
this  question,  although  in  BirdsM  v.  Shdliol  (112  IT.  S.,  485)  it  is  held 
that  an  infringer  does  not,  by  paying  damages  for  making  and  using  a 
machine  in  infringement  of  a  patent,  acquire  any  right  himself  to  the 
future  use  of  the  machine. 
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On  the  contrary,  [sajs  the  Court,]  lie  may,  in  addition  to  the  payment  of  damages 
for  past  iDfriugemeiit,  be  restrained  by  injanctiou  from  further  nee,  and  when  the 
whole  niarliino  is  au  infringement  of  the  patent  be  ordered  to  deliver  it  up  to  be  de- 
stroyed. 

In  Pmn  v.  Bibiby  (L.  B., 3  Eq.,  308)  the  YioeGbaneellor  observed : 

The  x>.it»'nt  is  a  cout inning  patent,  and  I  do  not  eee  why  the  artiele  shonld  not  be 
followed  in  every  man's  hand  until  the  infringement  is  got  rid  of.  So  lon^  as  the 
artiele  ii*  nsed  there  is  euntiuniii;;  dnn:n;^us.  *  *  *  As  to  the  roy«lti«*9,  I  cannot 
compel  the  plaintiff'  to  accept  the  same  royalty  from  these  defendants  as  he  received 
from  others.  I  cannot  in  the  decree  do  less  than  give  the  plaintiff  his  full  rights, 
and  I  cannot  baru:aiu  for  what  he  may  choose  or  may  not  choose  to  do. 

The  circumstances  relied  ni>on  in  this  case  iu  sapiM>rt  of  the  motioD 
are:  That  the  ]»laintiir  is  not  a  manufacturer  of  these  machiues  itself) 
but  derives  its  sole  profit  from  licensing  others  to  nse  them ;  that  the 
defendant  is  not  a  manufacturer,  but  uses  one  of  these  machlDes  in  a 
series  of  roller-mills,  and  that  the  issuing  of  this  injunction  woald  in- 
volve the  stoppage  of  the  entire  series  and  a  large  expense  to  him  in 
purchasing  a  new  mill,  or  in  so  reconstructing  this  one  as  to  ayoid  the 
use  of  plaintift''s  invention.  The  counter  affidavits,  however,  satisfy  me 
that  his  estimate  of  damages  is  greatly  exaggerated,  and  that  the  change 
could  be  made  with  but  little  expense  or  inconvenience  and  without 
stopping  his  establishment.  It  is  incredible  that  an  accident,  which  is 
liable  to  occur  at  any  time,  should  involve  the  disastrous  conseqoences 
set  forth  in  the  defendant's  affidavits.  We  are  willing,  however,  that 
he  should  have  twenty  da3's  to  make  the  necessary  changes.  At  the 
expiration  of  this  time  the  usual  injunction  will  issue,  to  stand  until  the 
final  decree,  after  which,  if  an  appeal  be  taken,  the  propriety  of  continu- 
ing the  iujuction  under  the  ninety-third  rule  will  be  considered  by  the 
court. 

We  do  not  wish  to  be  understood  as  denying  the  i)Ower  of  the  i-onrt 
to  sUiy  an  injunction,  even  after  final  decree,  and  if  this  writ  involve 
the  stoppage  of  a  manufactory  in  the  operation  of  which  a  large  number 
of  people  were  interested  tlie  question  might  be  determined  by  diffei-eut 
considerations. 

The  motion  is  denied. 


I  Tufted  Stiii^H  Cirniii  Com  f— Xortlieni  T>i»trict  of  Now  York. ; 

Consolidated  Oil  Wkll  Packer  Company  r,  Qalkv. 

4ft  O.  G.,  1*75. 

ChoSS— J*A(KIN(»  FOR  OjL-WeLLS. 

Tlif"  KCCOU41  claim  of  Krissiii'd  lA'ttei'N  Paffut  No.  7,772,  graated  July  3,  1;<77, 
ii]>oii  v\w.  applicaiioi)  of  .John  K.  CrosM,  for  an  iuipnivonieiit  in  packing  for  oiL 
^v••l!^,  nMalni'd  twi'he  years  after  tlie  date  of  the  original  pAtent,  in  an  niHltu  «*x 
pMMsioii  of  tlio  \\\>\  claim  of  tlie  ori<^inHl  patmit. 
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2.  ROBIN\SON  AND  StBOXO— PACKING  FOR  DEEF  WKLLS. 

Reissued  Letten  Patent  No.  8,7dti,  K^^anted  July  1,  ltf79,  to  Jobn  K.  Riibinson 
and  D.  A.  Btnm^;.  for  packing  lurdeep  welU,  Held  tolx^ati  uiiwarraiitft(leiilarg«> 
uieut  of  the  original  pnttMit.  The  thing  whicli  wast  the  subject  of  the  original 
imtf'nt  anil  the  thing  which  it  ih  (l««»irecl  to  bring  friihtn  the  tornia  of  I  ha  iTiasue 
are  entirely  diaainiilar. 

3.  Martih— Dkrp-Wrll  Packing. 

'  The  foartfa  claim  of  KeiaHned  Letters  Pat«>nt  No.  7/244,  granted  Jnly  25, 1876,  to 
Francia  Martin,  for  dfe|»-\\M'll  packing,  coiupurMl  with  tlie  s<»cond  claim  of  the 
original  patent,  and  Ifetd  to  bo  not  an  enlarge tnent  or  expaoMion  of  the  original 
claim,  bnt  a  statement  in  nioro  clear  and  pri^iae  langnage  of  what  is  contained 
in  the  modified  language  of  the  original  claim.  The  qaeatioo  of  paten tnble 
novelty  not  coiiaidered. 

Mr.  H.  H.  DonbJeday  and  Mestnrs.  Front  cCr  Coe  for  tbe  complainuiit. 
Mr.  Jamen  0.  Bayce  for  the  defendaut. 

Shipman^  J. : 

This  is  a  bill  in  eqaity  to  restrain  the  defendant  from  the  alleged  in- 
fringement of  Beissned  Letters  Patent  No.  7,772,  dated  Jnly  3, 1877,  to 
John  R.  Gross,  assignor  to  H.  H.  Bli^s;  of  Beissned  Letters  Patent  No. 
8,786,  dated  Jaly  1,  1879,  to  Jobn  K.  Robinson  and  David  A.  Strong, 
and  of  Reissoed  Letters  Patent  No.  7,244,  dated  Jnly  25, 1876,  to  Francis 
Martin,  assignor  to  Henry  H.  Donbleday,  all  being  for  iioproveroents 
in  packing  for  oil  or  deep  wells.  The  original  patents  were  issued  as 
follows :  The  Cross  patent  npon  February  7, 1865 ;  the  RobiuHon  and 
Strong  patent  npon  February  6, 1866,  and  the  Martin  patent  npon  Sep- 
tember 12, 1865. 

The  Gross  and  Martin  patents  were  before  me  in  the  case  of  the  Con- 
9olidated  WeU  Packer  Co,  v.  Eaton^  Cole  &  Bvmham  Co.  in  the  District 
of  Connecticut,  and  the  alleged  infringing  device  in  this  case  is  l>elieved 
to  be  substantially  tbe  same  which  was  the  subject  of  that  suit.  The 
opinion  in  that  case  (12  Fed.  Rep.,  865)  states  the  facts  relating  to  the 
history  of  tbe  art,  the  chanicter  of  the  improvements  which  were  the 
subject  of  the  Cross  and  Martin  patents,  the  several  (claims  which  were 
said  to  be  infringed,  the  claims  of  the  original  ('ross  patent,  the  reas<m 
why  ail  the  claims  of  the  reissued  Cross  ]>Hteut  were  ileemed  to  be  in- 
valid unless  limited  to  the  scope  of  the  original  claims,  in  which  case 
there  was  no  infringement,  and  the  fact  that  the  validity  of  one  claim 
only  of  the  reissued  Martin  patent  was  in  dispute.  The  dij^cusj^ion  in 
the  present  case  was^  confined,  by  agreement  of  the  parties,  to  the  vxni- 
sideratiou  of  the  validity  of  the  reis^sues,  and  all  other  questions  which 
may  ari.se  were  reserve*!  for  a  future  liearing. 

It  is  earnestly  contendeil  b3'  the  plaintiff  that  the  second  claim  of  the 
reissued  Cross  patent  was  not  an  undue  expansion  of  the  first  claim  of 
the  original  patent.  The  question  was  succinctly  8tAt<Ml  and  answered 
in  the  decision  in  the  Connecticut  case,  and  little  is  to  be  tidded  to  what 
was  there  said  The  first  claim  of  the  original  patent  was  carefully 
limited  to  a  jmcker  in  which  tbe  rings  which  compress  or  ivhix  the 
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packiug  material  are  operated  from  the  top  of  the  well  by  screw-rods* 
The  second  claim  of  the  reissue  omits  that  limitation,  and  thas  eleven 
years  after  the  original  patent  was  granted  its  scope  was  greatly  en- 
larged. It  is  not  important  that  other  and  different  means  by  which 
the  rings  might  be  operated  were  stated  in  the  original  specification, 
because  these  means  were  not  claimed,  and  the  invention  as  patented 
was  limited  to  the  use  of  screw-rods  and  tiieir  equivalent,  and  so  re- 
mained for  a  long  period. 

The  Kobiuaon  and  Strong  reissue,  which  was  granted  thirteen  years 
after  the  date  of  the  original  patent,  is  of  the  same  expanded  character. 
The  packer  which  was  described  in  the  original  patent  was  constructeil 
as  follows :  A  cone  was  placed  upon  the  end  of  one  of  the  sections  of 
the  tubing,  which  could  be  a  part  of  the  tube  or  could  be  attached 
thereto.  A  concave  made  of  elastic  material  was  attached  to  the  upper 
tubing,  which,  when  the  upper  tubing  reached  the  cone,  was  by  its  aid 
pressed  out  against  the  sides  of  the  well. 

The  claims  were  as  follows : 

1.  The  tubes  B  aud  E,  forming  a  telescopic  joint,  iu  coiiiUiuutiou  with  th«*-  flexible 
packing  O,  substantially  as  doscribed. 

2.  In  coQibination  with  a  telescopic  Joinl*.,  the  conical  enlargnment  A,  slot^  F,  and 
screws  or  pins  D,  substantially  as  described. 

3.  The  cone  A  and  flexible  packing  6,  arranged  aud  operating  substantially  as  de- 
scribed, forming  a  packing  both  for  the  well  and  the  tube. 

The  first  claim,  unless  the  tube  B  should  be  construed  to  mean  the 
tube  with  the  attached  cone,  was  larger  than  the  invention.  The  speci* 
flcation  of  the  reissue  was  rewritten  and  expanded*  The  cone  became 
an  enlargement  or  unyielding  band  or  ring  and  the  concave  became  a 
ring  or  band  of  elastic  material  which,  as  the  up|)er  section  moved 
downward,  was  compressed  or  expanded,  and  this,  it  was  said,  was 
only  one  form  of  the  invention.  The  first  three  claims  of  the  reisaae 
are  capable  of  including  a  large  variety  of  devices. 

The  claims  are  as  follows : 

1.  In  combination  with  the  eduction-tube  of  an  oil  or  other  deep  well,  an  oater 
tabular  connection  attached  to  the  tubing  in  such  mannor  that  the  upper  section  can 
move  vertically,  and  a  rubber  annul  us  supported  against  downward  thrust  by  the 
oater  tubular  connection  and  pressed  against  the  wall  of  the  well  by  the  weight  of 
the  vertically-moving  eduction- tube,  subHtanbially  asset  forth. 

2.  An  eduction-tube  of  an  oil  or  other  deep  well,  made  in  two  sections  connect-ed 
with  each  other  by  meaus  of  an  outer  tubular  connection  iti  such  manner  that  the 
upper  section  can  slide  vertically,  and  the  rubber  annulns  snrroanding  the  tube  sup- 
ported against  downward  thrust  by  the  lower  tube-section  and  pressed  against  the 
wall  of  the  well  by  the  upper  tabe-section,  substantially  as  set  forth. 

3.  In  combiuatiou  with  the  eduction-tube  of  an  oil  or  other  deep  well,  which  is  com* 
posed  of  two  sections,  an  elastic  or  flexible  packing  and  a  telescopic  coupling  which  is 
provided  with  means,  substantially  as  described,  whereby,  when  the  upper  section  is 
removed  from  the  well,  the  lower  section  will  be  carried  up  with  it.   ^  , 

4.  An  eductiou-tnbe  of  an  oil-well  or  other  deep  weU,  composed  o^l^£^fieetioQ8 
coupled  together  in  such  manner  that  the  upper  section  can  slide  vertically  relative 
to  the  lower  section,  in  combination  with  a  flexible  ring  or  band  supported  upon  one 
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of  the  tiibe-sectioiui,  and  »n  UDyieldiag  wedge-shaped  eulargemeut  which  prefuies  the 
packing  agaiust  the  wall  of  the  well  when  the  apper  section  of  the  tabiug  moves 
downward  relative  to  the  lower  section,  substantially  as  set  forth. 

For  tbe.se  claims  the  device  which  was  clearly  described  iu  aud  was  the 
only  subject  of  the  original  speciflcation  is  uot  described.  The  coue  and 
the  concave  packing  have  both  disappeared.  In  place  of  the  cone  the 
first  claim  has  *<  an  outer  tubular  connection  attached  to  the  tubing  iu 
snch  manner  that  the  upper  section  can  move  vertically,"  and  has  in 
place  of  the  concave  packing  ^'a  rubber  annnlus  supported  against 
downward  thrust  by  the  outer  tubular  connection."  Each  of  the  other 
claims  is  a  marked  example  of  the  same  attempt  to  expand  a  narrow 
patent  and  a  narrow  invention  so  as  to  cover  a  broad  territory.  The 
thing  which  was  the  subject  of  the  original  patent  and  the  thing  which 
it  is  desired  to  bring  within  the  terms  of  the  reissue  are  entirely  dis- 
similar. 

The  important  part  of  the  Martin  invention  was — 

a  series  of  dat  springs  arraugc^d  length  wise  in  tbe  form  of  a  cylinder  about  a  well- 
tube,  the  latter  being  divided  or  made  in  two  sectious  witUin  the  points  inclosed  by 
tbe  springs  and  their  ends  connected  by  a  conpling  in  such  a  way  us  to  make  a  sliding 
joint. 

The  springs  were  surrounded  by  a  cylinder  of  gutta-percha  or  other 
elastic  material.  The  upper  end  of  the  coupling-tube  was  enlarged  on 
the  inside  so  as  to  form  an  inner  circumferential  rim  which  slides  along 
the  outside  of  the  upper  section,  but  is  prevented  from  coming  oil'  the 
same  by  a  rim  surrounding  the  lower  end  of  said  section,  and  then  the 
lower  end  which  contains  the  packing  is  removed  from  the  well. 

The  fourth  claim  of  the  reissue  is  the  only  one  which  is  said  to  have 
been  infringed.  It  is  admitteii  that  the  other  claims  are  an  improper 
enUrgementof  the  original  patent,  unless  they  shall  be  limited  to  the 
same  construction  of  springs  or  leaves,  in  which  case  there  was  no  in- 
fringement. The  point  at  issue  is  whether  the  fourth  claim  of  the  reissue 
and  the  second  claim  of  the  original  patent  describe  the  same  invention. 
For  the  purpose  of  thoroughly  comparing  the  respective  claims,  I  quote 
the  first  and  second  claims  of  the  original  patent  and  the  fourth  claim  of 
the  reissue,  which  are  as  follows : 

1.  In  packing  the  tnbes  of  oil  and  other  deep  wells,  connecting  the  ends  of  the 
packing  device  or  apparatus  to  separate  or  disconnected  Hcctioas  of  the  well-tube,  so 
as  to  inclose  the  Joint  within  said  packing  device,  substantially  as  above  described. 

'2.  Connecting  snoh  separate  sections  of  the  \>'ell-tnbe  to  each  other  by  raean^of  a 
«"oii|i1ing,  one  end  of  which  slides  on  one  of  the  sections,  substantially  an  described. 

:{.  iu  combination  with  the  eduction-tube  of  an  Artesian  well,  an  elastic  or  flexible 
packing,  a  rim  or  shonlder  upon  the  eduction-tube,  and  a  corresponding  rim  upon  the 
pac:ker-snpport,  whereby,  wheu  the  eduction-tube  is  removed  from  the  well,  the  rim 
or  .shoulders  shall  engage  with  each  other  aud  withdraw  the  packer-support,  substan- 
tially as  set  forth. 

The  socond  claim  of  the  original  is  for  that  portion  of  a  packing  device 
lor  tubes  of  oil-wells  which  consists  of  separate  sections  of  the  well  tube 
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connected  together  hj  means  of  the  described  coupling,  and  does  not 
describe  any  particular  kind  of  packing.  The  claim  ha^  for  its  elements 
an  elastic  packing,  separate  tnbe-bections,  one  being  the  upper  tube  and 
the  other  the  packer-support,  connected  tofrether  by  the  describ^ui  rims 
or  coupling.  The  fourth  claim  of  thereisRu<»  is  not  an  e»liirj:cin.iit  or 
expiuision  of  the  second  claim  of  the  original,  l)ut  states  in  more  <-lear 
and  ]>recise  language  what  is  contained  in  the  inartificial  language  of 
the  original  claim.  The  infringing  device  would  have  infringed  the 
terms  of  that  claim.  It  must  be  remembered  that  upon  this  hearing  ihe 
Tali<lity  of  the  reissues  as  compared  with,  the  original  patents  is  soIeV\ 
in  issue.  The  novelty  or  the  patenuibilit y  of  the  various  devices  or 
parts  of  devices  are  not  now  the  subject  of  consideration. 

The  defendant  insists  that  if  the  complainant  is  entitled  to  a  decree 
upon  this  claim  it  must  be  upon  condition  of  a  disclaimer,  so  as  to  limit 
the  patented  invention  to  that  which  v\as  contained  in  the  original 
patent  and  without  costs.  It  is  not  now  necessary  to  consider  the  ques- 
tion of  costs,  because  upon  a  hearing  of  the  facts  the  court  may  be  of 
opinion  that  the  invention  of  the  fourth  claim  has  no  patenable  novelty 
and  that  the  bill  should  be  dismissed. 


[Uoited  States  Circuit  Court— Eaateni  District  of  PenosylTftoiA.] 

DOBSON  ET  AL.  T.  OBAHAM. 

Decided  June  25,  1689. 

48  O.Q.,  976. 

Infrinobmbnt  Conducted  Sbcrbtlt. 

In  a  suit  for  an  alleged  infringement  coudncted  secretly  in  a  mannfaotory  re- 
Hab]e  evidence  tending  to  show  such  infringement  mnst  be  prodnoed.  The  plaint- 
iff  cannot  depend  npon  tbe  chance  of  obtaining  evidence  to  support  the  charge 
from  the  defendant  and  bis  workmen  or  from  an  inspection  of  his  machinery. 

Mr.  Hector  T.  Fenton  for  the  complainants. 

Mefsrs.  Strawhridge  A  Taylor  for  the  defendant. 
Butler,  J, : 

These  motions  must  be  dismissed^  for  the  reasons  stated  in  disposing 
of  similar  motions  at  an  earlier  period  in  the  case.  As  then  said,  the 
Iflaintitt'  filed  his  bill  charging  infringement  of  his  rights  without  hav- 
ing  any  positive  knowle<lge  upon  the  subject.  He  seems  to  have  relied 
on  the  chance  of  obtaining  evidence  to  support  the  charge  from  the  de- 
fendant and  his  workmen.  Such  a  case  is  not  entitled  to  the  special 
favor  of  a  court  of  equity.  The  defendant's  business  is  conducted  in 
private,  for  the  pnri)ose  of  securing  to  himself  (as  he  asserts)  the  ase 
of  his  peculiar  machinery  and  methods  of  manufacture*  These  secrets 
of  his  buMiness,  if  they  cover  nothing  unlawful,  are  bis  property  and  as 
well  entitled  to  protection  as  the  rights  ^ecnreil  by  the  plaintiff's  patent. 
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HiR  workmen  are  bound  by  express  contract  not  to  divulge  them.  In 
the  absence  ot  such  contract  equity  would  imply  ati  obligation  of  equal 
force.  If  it  were  shown  that  these  secrets  are  use<l  as  a  cloak  to  cover 
an  invasion  of  the  plaintiflTs  rights,  or  if  there  was  reliable  evidcMice 
tending  to  show  it,  aud  justifying  a  belief  that  they  are  so  used,  the 
motions  would  l>e  sustained.  But  there  is  no  such  evidence  before  us. 
It  appears  that  the  defendant  employs  certain  workmen  who  were 
formerly  employed  by  the  plaintiff;  that  these  workmen  are  familiar 
wiih  the  plaintifi'^s  patented  machinery,  and  that  they  aided  in  construct- 
iug  the  defendant's.  This  is  substantially  all.  These  workmen  have 
heeu  permitted  to  answer  questions  directed  toward  a  comparison  of 
the  defendant's  machinery  with  the  plaintiff's  except  where  the  answers 
would  tend  to  deseribe  wherein  the  former  differs  from  the  latter,  and 
thus  to  describe  the  peculiarities  of  the  defendant's  machinery-.  The 
court  can  not  properly  compel  them  to  go  further,  nor,  in  this  state  of 
the  facts,  compel  the  defendant  to  submit  his  machinery  to  insi>ection. 


[United  Stiitet  Ciiouit  Court— Southern  Diotriet  of  New  "Cork.] 

Websteb  Loom  Company  v.  E.  S.  &  N.  D.  HioaiNs. 

Bedded  July  26,  1889. 
4H  O.  G.,  1119. 

1.  Mka.<3L're  op  Damages— Exckptions  to  Mastkb's  Report. 

The  uiiMter,  h«viiig  foaud  that  the  complaiaant  had  failed  to  establitth  by  trust- 
worthy legal  proof  any  basts  for  the  eompatation  of  protita,  stopped  his  iuvesti- 
j^tions  npouthe  gmand  that  as  the  defendants  bad  destroyed  the  complainant's 
standard  r hi' tv  could  be  no  standard  nutil  the  complainant  voluntarily  created 
onp. 

2.  Report  Recommitted. 

Report  recuinmitted  to  maiter,  ti'ith  instrnctious  ro  e!«tiinate  the  amonnt  of 
profits  in  accordance  irith  the  rule  stated  in  the  opinion  of  Jndge  Wallace  in  a 
previous  case. 

Mr.  JBdward  X.  DickernoH  and  Mr.  Edward  Stephetis  for  the  com- 
plainant. 

Mr.  Licingstan  Gifford  ami  .1//'.  Wallter  K.  Oriffin  for  the  defendants. 

Bhipman,  J. : 

The  questions  in  this  case  aiise  upon  the  complainant's  exception  to 
the  master's  report.  The  bill  is  foniided  npon  the  infringement  by  the 
defendants  of  Letters  Patent  Xo.  130,961,  dated  August  29, 1872,  to 
William  Webster,  for  an  improvement  in  looms  tor  weaving  pile  fabrics. 

In  the  opinion  of  tlie  Huprcme  Court  in  this  case  (C.  D.,  1882,  285, 
Webster  Lomn  Company  v.  Biff  gins  j  105  U.  8.,  580)  the  history  of  the  art 
and  the  natnie  of  the  improvement  are  stated  so  far  as  they  were  de- 
velopetl  iit  tlie  record  which  was  then  before  the  Coiupt.  For  the  better 
nnderstandinir  of  the  questions  which  came  l>efore  the  master  it  is  de- 
sirable to  recapitulate  that  portion  of  the  opinion. 
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In  weaviDg  pil6  fabrics — saoh,  for  example,  as  Bmssels  carpets— the  pile  or  loop  is 
formed  by  iuserting  a  wire  alteraately  with  the  Ailing  between  the  threads  of  the 
warp  immediately  under  the  woolen  or  worsted  threads,  and  afterward  withdrawing 
it  from  the  web  of  cloth.  At  first  these  wires  were  inserted  and  with^^wn.by  hand 
by  the  aid  of  an  assistant,  which  made  the  process  a  very  slow  one,  so  that  only  a  few 
yards  conld  be  woven  in  a  day  on  a  single  loom.  The  first  great  impibvemeut  was 
introdaced  about  1840-'50  by  Erastns  B.  Bigelow,  of  Massachusetts,  who  invented  a 
meohanioal  apparatus  attached  to  the  side  of  the  loom,  whi(^h  automatically  inserted 
the  wires  in  the  shed  or  opening  between  the  warps  and  withdrew  them  from  the 
web.  •  •  •  The  attachment  to  pile-fabric  looms  became  generally  known  as  the 
*'  wire-movement/'  and  by  its  aid  twenty-five  yards  a  day  could  be  woven  on  a  single 
loom  without  the  aid  of  any  assistant.  It  is  seldom  that  such  a  complete  revolution 
in  one  of  the  useful  arts  is  made  at  a  single  jump. 

Improvements  were  made  on  Bigelow's  invention.  Among  others. 
William Weild,  of  England,  in  aboat  1855,  made  a  decided  improvement, 
which,  after  being  subsequently  perfected,  enabled  thirtj- or  forty  yaixls 
a  day  to  be  woven  on  a  single  loom.  But  perfect  efficiency  was  not  at- 
tained by  Weild's  motion,  and  its  defects  made  it  necessary  to  work  the 
loom  more  slowly  than  the  other  oi)erations  required.  Webster's  im- 
provement *^  resulted  in  giving  to  the  loom  the  capacity  of  weaving 
fifty  yards  a  day.'' 

The  circuit  court,  in  entering  its  decree  in  favor  of  the  complainant  in 
accordance  with  the  instructions  of  the  Supreme  Court,  directed  the 
master,  Hmong  other  things,  to  ascertain  and  state  to  the  court  the  num- 
ber of  infringing  carpet-looms  used  by  the  defendants,  the  number  of 
yards  of  carpet  which  they  had  caused  to  be  woven  thereon  since  October 
20, 1873,  and  the  gains  or  profits  which  they  had  received  from  iiifiring- 
ing  the  exclusive  rights  of  the  complainant. 

No  damages  were  claimed  by  the  complainant  It  was  agreed  that 
the  defendants  had  used  sixty-one  infringing  looms,  upon  which  the  mas- 
ter finds  that  they  had  woven  8,277,012^  yards  of  carpet  during  the 
eight  years  they  were  in  use. 

The  complainant  insisted  that  the  testimony  proved  that  by  means 
of  the  infringement  the  sixty-one  looms  produced  4,145,872  yards  of  car. 
pet  over  and  above  what  could  have  been — 

produced  on  a  like  number  of  looms  fitted  with  any  other  wire  motion  open  and  fn^e 
to  be  used,  and  that  the  value  of  the  increased  product  to  the  defendants  was  36f  ceutM 
per  yard,  making  a  total  net  profit  of  |l,523,607.9t5.  The  :i6f  cents  per  yaixl  was  ar- 
rived  at  by  subtracting  the  entire  cost  of  manufacturing  from  the  selling  pric«. 

The  master  does  not  find  whether  the  net  profit  which  the  defendants 
made  upon  their  manufactured  goods  was  36f  cents  per  yard,  but  was  of 
the  opinion,  as  matter  of  law,  that  inasmuch  as  the  wire  motion  related 
ouly  to  an  improvement  and  increased  product  in  the  matter  of  weav- 
ing, which  was,  although  the  final  process,  but  ouc  of  many  pn>cesse^ 
involved  in  the  art  of  manufacturing  carpets  from  wool,  the  entire  profit 
upon  the  increased  prmluction  from  the  use  of  the  wire  motion  was  nor 
the  rule  of  profits^  but  that  the  true  rule  was  the  profit  to  the  defeuda>itK 
in  the  matter  of  weaving,  and  that  the  proper  inquiry  was  the  difterencc 
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in  the  cost  of  weaviiig  the  inereaaed  quantity  of  carpet  apon  the  InAring- 
lug  looms  and  npon  any  looms  free  and  open  to  nse.  He  therefore  re- 
ported that  there  had  been  a  failure  on  the  part  of  the  complainant  to 
establish  a  legal  basis  for  a  computation  of  profits. 

The  complainant  selected  the  Bigelow  loom  as  the  standard  of  com- 
parison by  which  the  amount  of  increased  production  by  the  use  of  the 
Webster  motion  should  be  estimated.  The  defendants  insisted  that  a 
number  of  wire  motions  were  at  the  date  of  the  infringement  free  and 
open  to  use,  either  of  which  produced  results  superior  to  those  produced 
either  by  the  Bigelow  or  the  Webster  motion,  and  consequently  that 
they  had  made  no  profits  for  which  they  were  accountable  to  the  com- 
plainant. 

The  master  found  that  the  Johnson  wire  motion,  which  had  been  con- 
tinuously used  by  the  iioxbury  Carpet  Company,  of  Koxbury,  Mass., 
since  1856,  until  one  hundred  and  fifty  looms  furnished  with  such  mo- 
tions were  running  at  the  time  when  the  testimony  was  taken — 

was  capable  of  prodncin^  and  actoally  did  prod  nee  resnlts  so  vastly  snperior  to  the 
Bigelow  as  to  atterly  destroy  the  latter  as  a  basis  of  ascertaining  the  gain,  profits,  and 
advantages  which  were  realised  by  the  defendant  by  rea8t>n  of  the  infringement. 

He  does  not  And  the  exact  amount  of  its  superiority  in  point  of  pro- 
ductiveness to  the  Bigelow  device,  or  the  relation  which  the  Johnson 
motion  bore  in  its  capacity  for  assisting  pro<luction  to  the  Webster  mo- 
tion, because  he  was  of  opinion  that  the  defendants  having  shown  the 
superiority  of  the  Johnson  motion  over  the  Bigelow — 

the  borrlen  of  furnishing  the  means  for  making  a  computation  based  upon  the  superi- 
ority of  the  infringed  device  over  all  .others  open  and  free  to  the  piiblic  nse  was  wholly 
npon  the  complainant,  and  he  most  do  it  by  trustworthy  legal  proof.  Should  any  of 
the  factors  necessary  to  ascertain  the  computation  lie  destroyed  by  defendants,  a  new 
basis  must  be  established  by  the  proofii  or  the  accounting  fails. 

The  master  found  nothing  in  regard  to  the  relative  superiority  or 
inferiority  of  any  of  the  other  devices  in  regard  to  which  evidence  was 
offered.  Upon  both  the  law  and  facts  he  found  that  the  complainant 
had  failed  t.o  establish  by  trustworthy  legal  proof  any  basis  for  the  com- 
putation of  profits. 

It  will  thus  be  seen  that,  in  addition  to  the  number  of  infringing  looms 
and  the  number  of  yards  manufactured  thereon,  the  master  found  upon 
the  questions  of  fact  only  the  superiority  of  the  Johnson  wire  motion  to 
the  Bigelow  motion. 

The  complainant  excepts  to  ail  the  foregoing  conclusions,  both  of  law 
and  fact,  which  the  master  reached. 

Two  questions  were  presented  for  his  decision :  First,  did  the  defend- 
ants derive  any  advantage  from  using  the  complainant's  invention  over 
what  they  would  have  had  '^  in  using  other  means  then  open  to  the  pub- 
lic and  adequate  to  obtain  an  equally  beneficial  result!"  :iud,  second, 
if  yea,  what  were  the  fruits  or  the  profits  which  resulted  from  that  ad- 
vantage f  The  alleged  advantage  is  a  vtistly-increased  capacity  to  pro- 
dnce  and  actual  increased  production  of  finished  goods. 
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As  the  standard  of  pre-existing  success  in  weaving  pile  fabrics  the 
complainant  selected  the  Bigelow  luotiaii,  and  apparently  from  the  his. 
tory  of  the  litigation  uim)u  this  patent  in  Xew  Jersey  had  a  right  to  make 
sach  selection.  The  defendants  designated  divers  motions  as  sui^erior 
to  the  Webster,  and,  furthermore.  oftenHl  proof  tx>  show  that  the  alleged 
cap.Mnty  of  the  Bigelow  motion  was  too  low.  From  tiiese  devices  the 
master  properly  gave  most  attention  to  the  Johnson,  because,  as  he  saya, 
^^  there  is  no  qnescion  as  to  its  being  0|>eu  and  free,  and  because  tJie 
proofs  seem  more  direct  and  reliable."  The  Hoxbury  company  had  had 
no  interest  in  this  infringement,  the  testimony  was  derived  froin  the 
books,  which  were  api>ar6Btly  kept  in  the  ordinary  eonrae  of  basineas, 
without  reference  to  tliis  question,  during  the  same  years  in  which  the 
infringing  looms  were  need  by  the  defendants,  and  the  master  justly 
thought  that  the  proof  seemed  moie  direct  tiiau  in  regani  to  the  oUmt 
motions.  After  having  found  its  superiority  to  the  Bigelow  he  stopped 
^is  investigations,  upon  the  gioand  that,  as  the  defendants  had  de- 
stroyed the  complainant's  atandacd,  there  could  be  no  standard  untii 
the  comphunaat  Totuntarily  created  one. 

Whether  this  is  or  is  not  a  correct  application  of  the  doctrine  of  the 
burden  of  proof  in  other  cases  I  shall  not  inquire,  because  it  is  not,  in 
my  opinion,  correctly  applied  to  the  foots  in  this  case.  The  question 
was  as  to  the  advantage  which  the  defendants  had  fh>m  the  use  of  the 
patented  invention,  and  the  plaintiff  said  the  advantage  is  large  by 
reason  of  its  superiority  to  the  acknowledged  pre-existing  standard. 
The  defendants'  testimony  was  a  comparison  of  tiie  Johnsoii  with  the 
Webster  rather  than  with  the  Bigelow.  It  not  merely  attacked  the  oor- 
re.ctnes8  of  the  plaintiff's  standard,  but  by  testimony  which  purported 
to  be  exact,  definite,  and  mathematically  accurate  set  up  a  new  standard 
and  endeavored  to  establish  the  fact  that  the  Boxbury  motion  gave 
larger  results  than  the  patented  motion.  The  testimony  on  both  sides 
has  closed,  and  if  the  Boxbury  testimony  was  credible  and  was  believed 
by  the  master  it  was  not  merely  negative,  but,  in  connection  with  the 
criticisms  which  were  made  upon  it  by  the  complainant's  counsel  and  tiie 
analysis  which  it  received  fix>m  them,  it  was  capable  of  giving  a  positive 
answer  to  the  first  question.  If  the  new  standard  is  a  true  standard,  it 
is.nol  important  who  introduced  it  into  the  case.  The  master  should 
haveYound  whether  any  advantage  was  derived  by  the  defendants  from 
the  use  of  the  patented  invention  over  what  they  would  have  had  in 
using  the  Johnson  motion. 

The  next  question  is  one  of  law,  and  relates  to  the  fhle  for  the  com- 
putation of  profits  in  case  an  advantage  is  found,  or,  in  other  words, 
whut  were  the  fruits  of  the  advantage.  The  complainant  contends  that 
the  rule  is  the  net  profit  which  the  defendant  received  per  yard  upon 
the  increasetl  atuount  of  manufactured  carpets.  The  master  thinks 
th'.it  it  is  the  difference,  if  any,  between  the  cost  of  weaving  the  same 
nnnil)er  of  yards  upon  any  loom  with  or  without  a  wire  motion  which 
were  free  to  be  used  and  the  cost  of  weaving  upon  the  infringing  looms. 
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Tbi0  qaestioD  is  both  an  importaat  and  an  interesting  one ;  but  for  the 
pajr|)<>ee8  of  this  ease  I  think  that  it  is  settled  in  this  circuit  by  the 
decision  of  Jndge  Wallace  npon  the  motion  of  the  defendants  to  direct  the 
master  not  to  require  an  account  of  the  cost  of  production  and  the 
setting  price  of  said  carpets.  In  the  opinion  denying  the  motion  Judge 
Wallace  said : 

These  proftts  arise  beesnse.  by  luiug  the  patonted  loom,  the  defendaote  have  pro- 
daced  mere  yarde  of  carpet  thaa  they  ooald  have  prodaced  by  uam^  such  looms  and 
appUauoes  as  it  was  opeu  for  them  to  use.  Upon  this  theory,  it  is  to  be  ascertaiutMl 
to  wbat  extent  dslendanW  prodaetion  has  beea  iuoreased  by  the  use  of  the  patuuted 
loom,  aod  then  the  averaf[^  profit  per  yard  or  the  agji^r«gate  pro  tit  ou  the  increased 
ppsdaetiio  thai  aetHsUy  acerned  to  the  defondauts.  •  •  •  The  complainant  has 
the  right  to  Mlow  the  profits  tbconi^h  all  the  sta§:es  of  production  and  all  the  de- 
partiaents  of  their  business,  beeanse  the  altiniate  profit  made  by  the  defendants  is 
the  measure  of  tlieir  accwmtahility. 

Uhe  deoisiou  was  directly  apou  the  proper  rale  of  prodts  in  this  case 
after  an  argument  of  the  question,  and  its  ccmclusious  are  not  open  lor 
review  on  my  part.  If  any  advantage  is  found  the  amount  of  profits 
steuld  be  estimated  by  tbe  master  in  aceordanee  with  the  rule  stated 
in  the  opinion  of  the  circuit  judge. 

The  defendants  offered  testimony,  which  was  admitted,  respecting 
the  comparative  advantages  in  point  of  weaving  capacity  of  divers 
English  looms  with  wire  motions,  which  were  patented  in  £ugland  at 
dilbrent  dates,  but  were  never  patented  in  this  country. 

The  complainant  and  the  defendants  differ  upon  questions  of  law, 
whether  those  patented  devices, or  any  of  them,  or  which  of  them,  were 
free  and  open  to  be  used,  and  also  differ  as  to  the  time  when  a  compari- 
son is  i>ermitted  to  be  made,  the  complainant,  for  example,  contending 
that  a  device  must  be  tree  and  open  at  the  date  of  the  complainant's 
patent,  and  the  defendants  contending  that  if  it  is  free  and  open  at  or 
during  the  time  of  the  infringement,  then  from  and  after  the  time  when 
it  becomes  free  it  is  a  proper  subject  of  comparison. 

inasmuch  as  the  maister  has  found  nothing  in  regard  to  these  devices 
and  is  not  herein  directed  to  make  a  new  finding  respecting  them,  a 
decision  of  these  questions  is  unnecessary. 

The  re|K>rt  is  recommitted  to  the  master,  to  make  a  further  report  in 
conformity  with  the  views  herein  expressed. 

[Uailad  States  CirenH  Cout-Southtra  DUtriot  of  New  Tork.] 

lisaGETT  r.  Standard  Oil  Company. 

Decided  May  15,  1889. 

4ri  O.  G.,  1121. 

LEOOinT--LiKniiG  Barrels  with  Glus. 

Reiaeiie  Letters  Patent  No.  5785,  grauted  March  10,  1874,  to  Edward  W.  Leggett, 
for  an  improved  mode  of  liniDg  the  iuside  of  oil-barrels  with  glae,  the  claims  for 
which  were  a  process  '*  wherein  the  glutinons  material,  instead  of  being  pro- 
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dooed  hi;  reduction  from  a  previously  solid  state,  is  permitted  to  attain  only  a 
certain  liquid  oonsistency,  and  is  then  applied  to  the  package  and  permitted  to 
harden  thereon  for  the  first  time/'  and  "  a  harrel,  cask,  etc.,  coated  or  sixed  by 
the  material,  and  by  the  mode  or  process  whereby  it  is  absorbed  into  and  strength- 
ened by  the  wood  fiber,"  are  void  for  want  of  invention. 

On  bill  for  injnnotiou. 

Mr.  Edwin  M.  Felt  and  Mr,  Edward  Wetmore  for  the  complainant; 
Mr.  Charles  0.  Beaman  and  Mr.  Edward  N.  Dickersan  for  the  defendant. 

Bhipman,  J.: 

This  is  a  bill  in  eqaity  to  restrain  the  defendant  from  the  inflringement 
of  reissned  Letters  Patent,  applied  for  January  24, 1874,  issued  March  10, 
1874,  No.  5,785,  to  Edward  W.  Leggett,  for  an  improved  mode  of  lining 
the  inside  ot  oil-barrels  with  glue.  The  original  patent  was  dated  Octo- 
ber 21, 1873.  The  onlinary  dried  glue  of  commerce  is  usually  made 
from  the  trimmings  of  skins,  which  come  from  slaughter-houses  and 
tanneries,  as  follows :  The  skins  are  soaked  in  water  and  lime  to  remove 
the  fat  and  grease,  and  are  then  thoroughly  washed  and  exposed  to  the 
air,  or  may  be  treated  with  a  solution  of  acid  to  remove  the  lime,  for  tlie 
presence  of  lime  after  it  has  performed  its  original  oflBce  is  excee<lingly 
injurious  to  the  glue.  The  stock  is  then  boiled  by  the  application  of 
steam  heat,  and  when  the  solution  has  been  effected  by  boiling,  the  liq- 
uid glue  is  run  into  molds  and  allowed  to  set  and  form  a  Jelly.  The 
jelly  is  cut  into  slices,  which  are  spread  upon  nets  and  dried.  The  dr^-- 
ing  part  of  the  process  is  simply  to  bring  the  glue  to  a  condition  in 
which  it  will  keep  permanently  and  can  be  transported  and  be  a  mer- 
chantable article;  for  either  liquid  glue  or  jelly  glue,  unless  mixed  with 
antiseptics,  quickly  and  easily  attracts  impurities  from  the  atmosphere, 
decomposes,  and  is  spoiled.  In  order  to  make  glue  a  Commercial  arti- 
cle for  general  use,  it  must  be  dried.  This  part  of  the  process  is  the 
most  expensive,  because  the  jelly  glue  is  easily  influenced  by  atmos-' 
pheric  changes,  and  when  thus  affected  will  not  dry,  but  melts  and  be- 
comes worthless.  Before  1874  hydrocarbon-oil  barrels  were  prevented 
from  leaking  by  pouring  into  them  a  sufficient  quantity  of  hot  glue, 
rolling,  the  barrels,  and  thus  permitting  a  lining  or  coating  of  glue  to  be 
poured  upon  the  inside  of  the  barrels.  The  liquid  glue  for  this  pur- 
pose was  made  in  the  ordinary  way  by  melting  dried  glue  and  heating 
the  solution.  The  invention  consisted  in  applying  directly  to  the  bar- 
rels hot  liquid  glue,  or  '<  glue  soup,"  before  it  had  been  subjected  to 
the  cooling  or  drying  part  of  the  ordinary  process  of  manufacture. 

The  patentee  describes  his  invention  in  the  speciflcation  of  the  reis- 
sued patent  as  follows : 

[It]  consists  in  preparing,  from  any  glutinous  substance,  glue  soup,  said  soap  be- 
ing permitted  to  attain  but  a  certain  consistency,  and  then  applied  directly  as  a  coat- 
In  carrying  out  my  invention  I  proceed  as  follows :  Take  any  ortlie  materials  from 
which  glue  may  be  made,  and  proceed  in  the  usual  or  any  suitable  manner  for  the 
nuuin&otnre  of  glnc^  until  the  soup  has  attained  a  certain  consistencj. 
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This  eoosistency  miut  be  considerably  lew  than  that  which  ie  xeqnired  wherebj 
aemi-flnid,  eolid,  or  cake  glue  is  to  be  prodaoefl,  and  while  it  is  in  this  half-flnished 
^tate,  so  to  speak,  it  is  applied  directly  to  the  inside  of  the  barrel  or  cask,  where, 
alter  doe  evaporation,  it  will  be  found  that  said  cask  or  barrel  is  lined  thoron|(hly 
and  completely  with  the  material,  inasmuch  as  a  pressure  of  steam  generated  by  heat 
applied  is  sniBeient  to  force  the  thin  glatinoos  iloid  or  sonp  well  into  the  pores,  fibers, 
and  recesses  of  the  wood,  thns  insuring  a  perfect  lining. 

I  am  aware  that  barrels,  etc.,  have  been  lined  or  coated  with  glne  of  commerce, 
when  said  glae  has  been  snbjected  to  a  process  of  rednctionby  dilution  fh>m  its  origi- 
nal consistency  to  a  sufficiently  liquid  state ;  but  I  am  not  aware  of  any  process 
wherein  the  gloUnons  material  has  been  permitted  to  attain  only  its  proper  consist- 
ency for  the  purpose  specified,  and  then  applied  directly,  thns  saving  the  time,  labor, 
and  expense  heretofore  employed  by  oontinning  the  manufacture  of  the  gelatinous 
sonp  until  it  has  attained  a  glutinous  condition,  thns  necessitating  a  reduction  by 
diluting  and  reheating  before  it  is  fit  for  application,  as  set  forth  in  this  specification 
traveling  over,  as  it  were,  the  same  ground  backward  and  forward  two  or  three  times, 
whereas,  by  ray  prucesH,  this  trouble  is  entirely  dispensed  with,  by  operating  as 
within  described. 

This  invention  has  nothing  to  do  with  the  ordinary  glue- lined  barrel,  but  relates 
to  a  new  and  inexpensive  mode  or  process  of  making  barrels,  casks,  etc.,  better 
adapted  to  the  puxpose  designed,  by  coating  or  sizing,  as  set  forth,  than  by  the 
ordinary  means. 

Heretofore  glue  has  been  taken  in  its  completed  state  as  an  article  of  manufacture, 
reheated,  diluted,  and  then  applied ;  but  such  a  process  necessarily  carries  with  it 
all  the  expen.se  of  preparing  the  glne  at  first  as  an  article  of  trade  or  commerce. 

My  process  contemplates  taking  the  said  sonp  when  at  a  proper  consisten'cy  and 
applying  it  to  the  inside  of  the  package,  permitting  it  to  harden  for  the  first  time 
upon  that  surface. 

The  distinguishing  feature  of  this  improvement  may  be  found,  on  examination,  to 
be  the  superior  integrity  of  the  lining  by  the  use  of  soap  glne.  By  its  peculiar  char- 
acter It  is  more  freely  abeorl)ed  by  the  wood,  penetrating  into  fiber  deeper  than  by 
the  ordinary  mode.  Hence  the  sizing  or  coating  is  not  only  upon  the  surface,  but 
penetrates  into  the  wood,  thereby  prenentiug  a  thicker  cover iu:^  to  the  action  of 
the  oil,  and  this  sizing  iH  not  liable  to  be  broken  ofi'or  cracked  in  handling  the  cask, 
as  part  of  the  coating  is  absorbed  Into  the  fiber  and  cells  of  the  wood,  which  gives 
additional  strength  to  it. 

The  claims  are  as  follows : 

1.  The  within-described  process  of  coating  or  lining  the  inside  of  barrels,  casks, 
etc.,  wherein  the  glutinous  material,  instead  of  being  produced  by  reduction  from  a 
previously  solid  state,  is  permitted  to  attain  only  a  certain  liquid  consistency,  and  is 
then  applied  to  the  package  and  permitted  to  harden  thereon  for  the  first  time,  sub- 
stantially a<»  herein  set  forth  and  described. 

2.  A  barrel,  cask,  etc.,  coated  or  sized  by  the  material,  and  by  the  mode  or  process, 
whereby  it  is  absorbed  into  and  strengthened  by  the  wood  fiber,  substantially  as 
herrin  described. 

The  patented  process  ha«  been  very  extensively  used  by  the  defend- 
ant.   Such  ase  commenced  after  the  date  of  the  patent. 

The  question  which  first  and  most  strongly  presents  itself  is  that  of 
the  patentability  of  the  described  and  patentetl  process.  Upon  this 
question  the  plaintiff's  counsel  insist  that  a  84ftIution  of  glue  formed 
in  the  course  of  the  original  boiling  and  a  solution  of  glue  formed  by 
dissolving  the  dried  glne  are  not  identical ;  that  the  latter  is  subject  to 
changes  only  partially  understood,  but  positive  and  efficient,  whereby 
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the  adhesive  property  of  the  gelatine  is  dimiDished ;  that,  althoagh 
thiB  was  theoretically  known  at  the  date  of  the  invention,  and  althoafirh 
jelly  glue  was^  at  the  same  date,  so  treatexl  as  to  last  without  decompo- 
sition, the  use  of  glue  fresh  from  the  tubs  was  unknown;  that  dried 
glue  dissolved  was  tlie  only  thing  that  was  used,  and  glue  fre^h  from  the 
boiling-pot  was  not  a  known  substitute  for  dissolved  dried  glue  iutbe 
lining  of  oil-barrels ;  that  no  one  then  knew  or  believed  that  it  coQ\d  be 
used  for  that  purpose,  but  that  Leggetc  made  the  practical  discovery 
that  glue  in  the  boiling  state,  and  before  it  was  dried,  made  a  more  effi- 
cient and  economical  article  for  the  uses  of  the  oil  reUner  than  remelted 
dried  glue,  and  that  thus  a  new  process  was  created  by  which  a  largo 
and  expensive  part  of  the  old  process  was  avoided.  It  must  be  re* 
garded  as  proved  that  before  the  date  of  the  invention  practical  experts 
believed  that  remelted  dried  glue  was  inferior  in  adhesiveness  and 
binding  qualiiies  to  hot  and  undried  glue.  Thus  it  was  stated  in  Wag- 
net's  Yearly  Report  of  Chemical  Technology  tbrJ.869  (vol.  16,  p.  657)  that 
the  adhesive  and  binding  power  of  glue  is  greatly  diminished  in  the 
process  of  drying  in  the  air.  Messrs.  Wiedenhold  and  Plumer,  two  of 
the  very  intelligent  witnesses  on  the  part  of  the  plaintiff,  knew  before 
the  date  of  the  invention  that  glue  hot  from  the  tubs  was  in  the  best 
condition  and  would  penetrate  better.  It  is  not  important  to  ascer- 
tain whether  this  inferiority  is  inevitable  in  the  case  of  the  best  dried 
glue  which  had  been  only  once  remelted,  because  the  frequent  liaMlity 
of  glue  to  suffer  deterioration  in  the  process  of  drying,  from  one  cause 
or  another,  is  undeniable,  and  therefore  the  opinion  of  the  experts  was 
practically  correct.  While  this  inferiority  was  theot^tieally  known,  it 
is  also  true  that  glue  hot  from  the  tubs  was  not  used,  and  that  Its  ad- 
vantages were  not  introduced  to  the  public,  except  in  the  isolated  in. 
stances  to  which  reference  will  hereafter  be.  made.  The  glue  jelly  man- 
ufactured by  Stalling,  near  Dresden,  in  and  after  1869,  was  a  very  dif- 
ferent thing  from  the  liquid  article  which  is  the  subject  of  this  patent. 
^tailing's  article  was  a  glue  jelly  capable  of  transportation,  and  was 
^'  extracted  in  a  peculiar  manner,  entirely  by  treatment  of  bones  widi 
cold  water  under  steam-pressure.''  The  plaintiff,  from  the  fact  that 
inasmuch  as  the  patentee  was  the  first  person  who  showed  the  public 
either  to  uj$e  or  how  to  use  the  liquid  article  for  the  inside  of  barrels,  by 
which  a  better  result  and  a  large  saving  of  expense  were  effected,  draws 
the  conclusion  that  he  is  entitled  to  the  benefits  which  the  statutes  eon- 
fer  upon  first  inventors.  This  conclusion  would  be  correct  if  Leggett 
gave  to  the  public  the  result  of  invention  and  did  not  merely  give  the 
commercial  suggestions  which  would  naturally  occur  to  a  iiersou  ac. 
qnainted  with  the  manufacture  of  glue.  The  manufacture  of  dried  glue 
was  a  necessity,  because  the  mechanic  who  has  only  the  ordinary  busi- 
ness of  his  calling  must  buy,  rather  than  make,  his  glue.  His  business 
requirements  do  not  compel  him  to  be  a  daily  consumer  of  a  large  quan- 
tity of  the  article,  and  it  must  therefore  be  purchased  in  a  dry  state. 
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The  use  of  hot  g\ne  as  it  flowed  into  the  tabs  was  not  practiced,  because 
there  was  no  occasion  for  snoh  use ;  but  when  the  time  came  that  a  man- 
ufacturer needed  daily  a  very  large  supply  of  glue  the  suggestion  of  a 
chancre  in  the  mode  in  which  he  should  procure  and  use.glne  was  made; 
but  the  novelty  consisted  in  the  suggestion  that  he  should  be  his  own 
manufacturer.  There  was  no  novelty  in  the  idea  of  the  superiority  or 
economy  of  hot  liquid  glue,  and  so  much  of  the  claim  of  the  patentee  to 
the  character  of  an  inventor  as  rests  upon  the  discovery  of  the  superior 
integrity  ot  the  lining  by  the  use  of  ^^  soup  glue^  is  fallacious.  Liqaid 
glue  had  never  been  manufactured  before  for  daily  use  simply  because 
nobody  needed  a  large  daily  supply,  and  the  idea  that  the  patentee 
exercised  the  genius  of  an  inventor  in  first  practically  introducing  the 
article  to  the  public  is  without  adequate  foundation,  for  it  was  a  business 
rather  than  a  mechanical  suggestion.  The  thought  that  the  defendant 
(which  was  a  large  daily  consumer)  could  profitably  be  its  own  manu- 
facturer of  glue  came  both  to  the  patentee  and  to  Mr.  Plumer,  who  also 
subsequently  communicated  the  same  idea  to  the  defendant ;  but  neither 
is  entitled,  on  that  account,  to  be  considered  an  inventor,  but  each  is 
rather  to  be  regarded  as  having  prompt  ability  to  seize  upon  correct 
methods  of  conducting  a  large  business.  It  is  also  true  that  there  was 
no  invention  in  the  application  of  liquid  glue  taken  fireshly  from  the  tubs 
to  the  inside  of  barrels.  The  use  of  such  glue  came  naturally,  and  in  the 
ordinary  line  of  thought,  to  Wiedenhold  when  the  occasion  came  to  him 
to  line  barrels.  It  came  also  to  Banmann,  before  the  date  of  Leggett^s 
invention,  when  he  was  called  upon  to.line  neat's-foot-oil  barrels  in  Peter 
Cooper's  glue  factory.  Such  use  was  undoubtedly  occasionally  practiced 
in  that  factory  in  other  instances  about  the  same  time.  The  idea  was 
the  natural  one  which  would  readily  occur  to  the  intelligent  mechanic  in 
the  factory.  It  is  not  strange  that  it  did  not  occur  to  oil-refiners,  for  they 
were  not  glue-makers.  It  is  not  strange  that  it  was  not  made  public,  be- 
cause the  occasion  had  not  arrived  for  its  development.  It  would  be  use- 
less to  the  oil-refiner  who  used  but  a  few  barrels  daily,  for  he  could  not 
afford  to  manufacture  glue;  but  when  the  occasion  arose,  the  proper 
method  of  doing  the  business  naturally  presented  itself  to  the  miud  of  a 
person  familiar  with  glue- manufacture. 

I  do  not  consider  whether  an  anticipation  of  Leggett's  improvement  is 
clearly  prove^l  by  the  faces  which  took  place  in  Cooper's  factory;  but  I 
place  the  decision  upon  the  lack  of  patentable  invention  in  the  thing 
patented. 

The  bill  should  b€r  dismissed. 
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[Supreme  Conrt  of  the  District  of  Colombia.] 

The  United  States  ex  eel.  Pollok  v.  Hall,  Commissioner   of 

Patents. 

Decided  Navemher  12,  1886. 

48  O.  Q..  1263. 

FuR>n;)Hi>ra  ckrtifiisd  copers  of  aba.!7doxed  or  kejbctrd  applica.tio>;s. 

1.  WlienevAr  a  reasouable  8Ugj;e.4tiou  of  its  uece$sicy  for  tbe  piirpoxes  of  evidence  is 

made  by  the  persou  reqiieHtiog  it,  the  Commissioner  of  Patents  cannot  lawfully 
refuse  to  furnish  a  certified  copy  of  an  abandoned  or  rejected  application  for  a 
pateut.  Tbe  right  to  be  furutshed  such  a  copy  is  given  to  tbe  public  by  statute, 
and  the  refusal  thereof  entitles  the  applicant  to  the  writof  laaAdaJiiiia  against  the 
Commissioner  to  compel  a  compliance  with  such  request 
Samb. 

2.  An  attorney  at  law  who  has  requested  such  a  copy  in  behalf  of  his  client  and  been 

refhsed  has  such  an  interest  in  the  subject-matter  as  entitles  him  to  oommenoe 
proceediugs  in  his  own  name  as  relator  for  the  writ  of  mandamuB. 

Petition  for  mandamus  against  the  Oommiasioner  of  Patents. 

Mr.  Phillip  Mauro  for  the  relator. 

Mr.  L.  A.  Palmer  for  the  Oommissioner. 
Before  the  Chief  Justice  and  Justices  Cox  and  Mebbiok. 

Mr.  Jastice  Mbebick  delivered  the  opinion  of  the  coart. 

The  conrt  has  had  under  consideration  the  application  of  Anthony 
Pollok  for  a  writ  of  mandamus  against  the  Commissioner  ot  Patents  to 
compel  him  to  give  a  certified  copy  of  a  certain  abandoned  applicacion 
for  a  patent  remaining  on  file  in  the  archives  of  that  OfQce. 

In  response  to  that  application  the  Commissioner  sets  up  that,  while 
•he  considers  that  the  relator  is  an  attorney  in  the  regular  practice  of  his 
profession  before  the  Patent  Office,  and  that  he  is  also,  injiointof  fact, 
the  attorney  employed  by  the  party  in  whose  behalf  he  makes  the  appli- 
cation for  the  copy  in  question,  he  has  no  right  to  it,  first,  because  he  is 
not  the  party  having  the  legal  title  to  the  subject  matter ;  second,  that 
it  does  not  appear  that  the  paper  is  really  requisite  for  the  purposes  of 
evidence  in  the  alleged  cause,  and,  third,  that  under  Rule  IJd  of  the 
Patent  Office  the  Commissioner  of  Patents  has  a  discretion  to  grant  or 
withhold  information  in  that  class  of  cases  at  his  pleasure,  or  at  his  dis* 
cretion — the  terms  as  used  seem  to  be  convertible. 

In  order  to  ascertain  if  there  werejn.st  foundation  for  the  refusal  of 
the  Commissioner  of  Patents,  as  well  as  to  understand  the  scope  of  that 
refusal,  it  is  proper  for  a  moment  to  advert  to  first  principles.  For  what 
was  the  Patent  Office  established,  what  was  the  design  of  its  institu- 
tion, and  what  rights  does  it  protect?  We  know  that  at  common  law 
there  was  no  such  thing  as  a  mon()iK)ly  in  an  invention,  or  a  monopoly 
in  the  use  of  knowledge  which  the  party  possessing  it  had  once  com- 
municated in  any  manner  to  his  fellow  being;  that  the  revelations  of 
thought  and  intellect  are  common  property,  and  there  is  no  monopoly 
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or  exclusive  right  in  such  things  except  so  far  as  they  nave  been 
conferred  by  positive  law,  and  positive  law  has  never  gone  any  further 
to  confer  exclusive  property  in  such  things  than  for  purposes  of  encour- 
agement of  science  and  the  development  and  a<lvancement  of  art.  That 
it  may  not  be  supposed  that  the  court  is  for  the  first  time  announcing 
this  ^  a  general  principle  of  the  common  law,  though  it  is  familiar  to 
all  lawyers,  we  refer  to  the  language  of  the  Supreme  Court  in  the  case 
of  Oujfler  V.  Wilder  (10  How.,  495)  and  read  a  certain  passage  from  that 
opinion : 

Now,  the  monopoly  granted  to  the  patentee  is  for  one  entire  thing ;  it  is  the  excla- 
sive  right  of  making,  using,  and  vending  to  others  to  be  used  the  improvement  he 
has  invented  and  for  which  the  patent  is  granted.  The  monopoly  did  not  exist  at 
common  law,  and  the  rights,  therefore,  which  may  be  exercised  under  it  cannot  be 
regulated  by  the  rales  of  the  common  law.  It  is  created  by  the  act  of  Congress,  and 
no  rights  can  be  acquired  in  it  unless  authorized  by  statute  and  in  the  manner  the 
statu  t<e  prescribes. 

The  authority  for  legislation  on  the  subject  is  found  in  that  clause  of 
the  Gonstitution  which  says : 

The  Congress  shall  have  power  to  promote  the  progress  of  science  and  the  useful 
arte  by  seonrlng  for  limited  times  to  authors  and  inventors  the  exclusive  right  to 
their  respcxstive  writings  and  discoveries. 

Here  we  find  the  entire  scope  of  the  right  of  exclusiveuess,  and  as 
involved  in  the  right  of  exclusiveuess  the  entire  scope  of  the  right  of 
secrecy.  In  pursuance  of  the;above  delegation  of  power  Congress  has 
established  the  Patent  Office  and  has  established  certain  rules  and  re- 
gulations with  respect  to  it,  and  among  those  rules  the  only  rule  of 
secrecy  is  that  which  is  made  in  aid  of  the  inventor  who  has  not  yet 
perfected  hisdc^sign,  and  which  enables  him  to  present  an  application 
to  the  proper  authorities  to  secure  his  invention,  and  while  he  is  using 
all  diligence  to  confer  upon  the  public  the  knowledge  that  he  possesses 
it  gives  him  further  opportunities  to  perfect  his  invention  before  he 
makes  an  application  for  a  definitive  patent.  That  limitation  of  the 
authority  of  publicity,  that  single  grant  of  secrecy,  is  to  be  found  in 
section  4902  of  the  Be\ised  Statutes,  in  these  words : 

Any  citizen  of  the  United  States  who  makes  any  new  invention  or  discovery  and 
desires  further  time  to  mature  the  same  may,  on  payment  of  the  fees  required  by  laWf 
file  in  the  Patent  Office  a  caveat  setting  fortii  the  design  thereof  and  of  its  distin- 
guishing characteristics,  and  praying  protection  of  his  riglit  until  he  shall  have  ma- 
tured his  invention,  ^uch  caveat  shall  be  filed  in  the  confidential  archives  of  the 
Office  and  preserved  in  secrecy,  and  shall  be  operative  for  tlie  term  of  one  year  from 
the  filing  thereof;  and  if  application  is  made  within  the  year  l>y  any  other  person 
for  a  patent  with  whfch  said  caveat  would,  in  auy  manner,  interfere,  the  Ooaimiseioner 
shall  deposit  the  description,  specification,  drawings,  and  model  uf  such  application 
in  like  manner  in  the  confidential  archives  of  the  Office  and  give  notice  thereof,  etc. 

That  is  the  onlyqualification  in  regard  to  publicity  which  runs  through 
the  entire  patent  law,  because  you  will  find,  not  only  from  the  general 
principles  that  have  been  spoken  of,  but  also  from  the  provisions  of 
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varions  sectioDs  of  the  patent  law,  that  there  is  an  oUigation  on  the  part 
of  the  ofQcers  of  the  Patent  Office  to  make  known  and  to  disseminate 
before  the  public  the  knowledg^e  of  all  inventions.  They  are  required  by 
divers  sections  topnMish  from  time  to  time  and  have  printed,  and  that, 
,too,  under  seal,  so  that  they  may  be  evidence  in  courts  of  justice,  vol- 
nmes  containing  the  specifications,  descriptions,  and  drawings  of  all 
patents  that  have  been  issued  under  the  antitority  of  the  Unit^Hl  States. 
(See  sections  490,  491  B.  8.,  U.  S.) 

Besides  being  required  to  make  these  public  communications  of  knowl- 
edge for  the  benefit  of  mankind,  to  proBiote  the  progress  of  science  and 
the  useful  arts,  there  is  a  section  (493)  which  makes  it  ineambent  ufKHi 
the  Commissioner  of  Patents  to  give  specific  information  by  uncertified 
copies,  which  gees  on  to  say : 

The  price  to  be  paid  lor  oaeertified  printed  copiee  of  epecifteftfeioiis  sud  dtftviag» 
of  pmtentH  shall  be  determined  by  the  ComiuieHioner  of  Patents,  within  the  Hmila  of 
10  cents  as  a  Biinimani  and  fifty  eeuts  as  the  maxiniu  price. 

So  that  by  this  section  of  the  law  it  is  the  right  of  any  and  every  maa 
to  obtain  an  uncertified  copy  of  specifications  and  drawings  •u  file  in  die 
Patent  Office  at  the  minimum  price  to  be  fixed  by  law.  Besides  that, 
and  besides  the  general  provision  in  regard  to  published  copies  of  the 
proceedings  in  the  Patent  OfBce  under  seal,  there  is  another  provision 
in  section  892  for  certified  copies  in  particular  classes  of  cases : 

Written  or  printed  copies  of  any  records,  books,  papers,  or  drawings  belonging  to 
the  Patent  Office,  and  of  Letters  Patent  antheuticated  l>y  the  seal  and  oertitied  by 
the  Coinmissioucr  or  Acting  CooiiniHsioner  thereof,  nhall  l^e  evidence  in  all  cases 
wherein  the  origin  nls  con  Id  be  evidence  ;  and  ai\v  ii<erHou  making  application  therefiir 
and  paying  f%e  fee  required  by  law  shall  have  certified  copies  thereof. 

Now,  the  Commissioner  of  Patents  in  his  response  to  the  present  appli- 
cation of  tlie  relator  seeks  to  withdraw  this  case  from  theordinary  require- 
ments of  publicity  and  bring  it  within  the  special  requirements  of  seci-ecy 
under  section  4s94,  wliieli  is  in  these  words: 

All  applicatious  f<ir  parenti>Hli;i1l  bei-oufpletcMlaudpreparadforexaMiiiiation  within 
two  years  al'ter  the  lilin;^  of  the  application,  and  in  d«»faiilt- theni«»f.  or  upon  failure  of 
the  applicant  to  j^iohim  tito  tini  saiiu*  within  two  years  ttiU^r  any  action  thfrein,  tvf 
which  noticoMhall  have  heen  ^iven  to  The  MiiplieanT,  tijey  shall  be  reganlrd  as  abniw 
doned  by  the  pai-ti>'.s  thorct(»,  unlcH^  it  )m3  hhown  to  the  satiMfnction  of  tiw  Coniiui>«* 
ttiouer  of  Patents  i!>.it  mhIi  «li*l,i.v  was  naavoidable. 

In  coiuiectiou  with  that  clause  of  the  statute  they  have  proniuigatett 
a  rnle  in  the  Patent  OlUce,  (Kule  179,)  which  is  as  follows  : 

Citpies  of  the  Mlrs  of  rejected  :nnl  al)andoiind  applirations  may  W  furnislied  when 
ordered  liy  the  Conunissioner.  Tho  reqne^jts  for  snch  copies  must.  b»?  presented  in  the 
fona  of  a.  petiticni  pri>pj'r!v  verilicd  jik  to  all  niatlerM  not  appeariii*;  of  record  in  the 
Patent  Oaice. 

It  is  tumn  the  coiistrnrtion  of  that  rule  as  compared  with  the  clause 
of  tlie  statute  that  1  have,  read  that  the  Coinnns.sioner  seeks  to  maintain 
that  he  lias  a  discretionary  power  to  grant  or  refuse  an  appliciitiou. 
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Why  f  Is  there  aoythiDii^  in  the  law  which  I  have  read  about  the  dura- 
tioD  of  time  when  an  application  may  remain  without  abandonment  that 
jQStifies  the  sapposition  that  the  ri^bt  of  seerecy  shall  attach  to  au  ap- 
plication of  that  aort  after  it  has  lain  in  the  Office  during^  all  tht^  perio<l 
pn>viaed  by  law  f  The  statate  exprestdy  says  that  after  it  ban  lain  in 
the  Office  the  period  proTi^ied  by  law^viz.,  two  yean^— afl  au  nii per- 
fected application,  it  shall  be  connidei'ed  as  abandoned,  nn1e»8  thern 
be  goodcanse  of  dela^^  showu,  which  is  not  in  this  case. 

What  is  abandonment  f  The  definition  is  given  in  the  ease  which  i 
have  already  quoted,  by  one  of  the  judges,  in  part  of  one  of  the  opin- 
ions there,  that  abaiMlonmrat  is  a  dedication  to  the  pobiic — ^that  is  to 
say,  that  the  i>arty  has  witlidrawn  himself  from  the  claim  of  uiono))oly 
and  exdasive  use  which  he  might  have  bad  for  his  inventioo,  and,  not- 
withstanding whatever  it  may  be  worth,  it  thenceforth  belongs  to  the 
public    it  is  abandoned  to  the  poblic. 

Now,  when  a  thing  has  been  dedicated  to  the  nse  of  the  public,  taken 
oat  of  the  special  provisions  contemplated  in  the  monopoly  in  favor  of 
an  individoal  in  derogation  of  the  principles  of  the  common  law,  the 
question  arises,  can  the  Commissioner  of  Patents  assume  a  duieretionary 
'  power  to  keep  that  in  secret  which  belongs  to  the  public,  that  which  the 
inventor  thought  out  under  the  revelation  of  the  Divine  mind  and  which 
has  been  consecrated  to  the  use  of  mankind  f  It  can  not  be.  And 
while  the  Commissioner  of  Patents  has  tlie  right  to  make  all  just  rules 
and  regulations  for  the  administration  ot  his  office,  he  has  no  right  to 
make  a  rule  which  derogatesfrom  common  right  and  deprives  mankind 
of  that  which  belongs  to  it  as  common  property.  Then,  according  to  the 
construction  which  has  been  indicated  as  flowing  from  these  statutes, 
an  application  once  made  and  filed  in  the  Patent  <  )ffice  belbngM  to  the 
whole  pnbiic,  and,  according  to  the  scheme  of  the  patent  law,  every 
thing  placed  in  the  Patent  Office  (completed  orinconiplete<l)  belongs  to 
the  pnblic,  subject  to  the  qualifte^ition  of  the  individuul  rights  of  the 
applicant  and  patentee.  Then  has  not  every  man  a  right  in  lUMiimon  to 
the  benefit  of  that  knowIe<lge  whitdi  ih  thus  dedicated  to  the  pnblie? 

It  wan  urged  in  the  argument  that  the  Commissioner  had  a  ri^ht  to 
hold  aUandon<'^l  applications  as  part  of  the  secret  aiul  contidential  ar- 
chives by  reason  of  a  decision  of  the  Supreme  Court  in  Broicn  \\  OuUd, 
(23  Wall.,  ISl.)  All  that  the  Sni)renie  Conrt  decided  in  that  case  as  to 
abandoned  applications  was  that  an  abandoned  application  stood  npOn 
the  same  level  with  an  almndone<l  ex|>erinient  and  did  not  constitnte 
a  bar  within  the  ti^rms  of  the  patent  law  to  the  gnint  of  a  patent  to  a 
subsequent  discoverer.    They  nay  in  that  case  that — 

a  iu«^re  appUcation  for  a  patent  is  not  umntioned  (in  the  stHtnr<>e)  a:*  a  bar.  It  can 
onljbave  a  iHMiring  on  tbo  qnejition  of  prior  invmitioii  or  diKCov«ry.  If  upon  the 
wbolnof  thv  evi<l«ncu  itapptuirH  tbat.  the  alle^e«l  prior  invention  or  diMjovcry  was 
only  an  experiment  ami  wan  never  perfect^'d  or  brought  into  actnul  nHf,  but  was 
abandoned  and  never  revived  by  the  u11ef;e<1  inventor,  the  nicrt'  fact  of  havin^r  nn- 
aoceewfully  applie«l  for  a  patent  therefor  can  not  taku  the  catieont  of  the  i-ategory  of 
nnanccaaafiil  expert  men  ta. 
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Bat  there  is  nothing  in  that  decision  which  detracts  from  the  right  of 
the  public  to  the  knowledp:e  which  the  applicant  has  by  his  abandon- 
ment placed  at  the  disposal  of  the  public.  On  the  contrary,  the  Court 
recognizes  disMnctly  tbat  Huoh  application  may  have  a  bearing  upon 
the  qneRtion  of  prior  invention.  If,  then,  it  be  in  the  opinion  of  the 
Supreme  Court  a  proper  element  of  evidence  when  the  question  of  prior 
invention  or  discovery  arises,  it  must  follow  that  the  CommirtHiouer  of 
Patents  can  not  withhold  the  necessary  information  to  be  derived  from 
the  record  of  such  application  whenever  it  may  reasonably  be  demanded 
for  the  purposes  of  evidence*,  as  in  the  controversy  now  before  U8. 

The  only  question  that  remains  is  whether  an  applicant  for  informa- 
tion thus  withheld  is  entitled  to  the  compulsory  process  of  a  coui-t  of 
jirstice  to  require  the  disclosure  of  that  knowledge  and  possession  of 
•the  proper  evidence  of  that  knowledge. 

The  writ  of  mandamus^  being  a  "prerogative^'  writ,  as  it  is  calletl — 
one  not  to  be  granted  upon  light  considerations — is  yet  a  writ  which 
belongs  to  every  citizen  where  the  law  gives  him  no  other  remedy,  and 
where  it  api)ears  that  he  has  a  right  which  has  been  obstructed.  To 
put  a  familiar  case  before  going  on  with  the  one  under  coasiderationi 
suppose  an  attorney  at  law,  in  the  progress  of  his  professional  businobS 
and  avocation,  has  occasion  to  go  to  the  office  of  tlie  recorder  of  deeds 
for  the  purpose  of  investigating  a  title  or  of  gaining  knowledge  Id 
respect  to  a  title  there  of  record,  and  the  i^corder  of  deeds  refuses  him 
permission  to  examine  the  records.  Is  it  not  clear  that  he  is  entitled 
to  ther  benefit  of  the  writ  of  mandamtui  for  ihkt  purpose  f  Is  not  the 
right  of  the  client,  iind  is  not.also  the  right  of  the  attorney  at  law  em- 
ployed by  the  client  in  the  ordinary  pursuit  of  his  profession,  violated 
so  as  to  give  him  a  substantial  position  in  a  court  of  justice  to  demand 
redress  for  the  wrong  which  h  is  been  committed  upon  him  f  Now,  how 
does  that  case  differ  in  substance  from  the  application  which  has  been 
made  in  this  particular  case  f  The  relator  sets  forth  that  he  is  an  attorney 
at  law  in  the  pursuit  of  his  profession ;  that  he  has  constant  ocscasion 
to  inspect  and  examine  the  records  which  are  on  file  within  the  office 
of  the  Commissioner  of  Patents ;  that  in  this  particular  case  he  has  been 
delegated  by  his  client  to  obtain  information  in  this  particular  case 
requisite  for  the  pnrpovse  of  a  suit  now  trending  lietween  his  client  and 
the  party  interested  or  supposed  to  be  interested  in  this  application  in 
the  courts  of  France.  Is  it  necessary  under  such  circumstances  that 
the  cli«Mit  himself  should  apply  for  the  writ  of  mandamus  f  It  was 
argued  hen^  that  no  one  except  the  person  that  had  title  to  the  pro}>erty 
could  make  an  application  tor  a  mandaimis  ;  that  an  attorney,  as  such, 
could  not  make  the  application  for  the  writ  ,  But  the  rights  that  have 
been  spoken  of  which  appertain  to  the  attorney,  qua  attorney,  and  ap- 
pertain to  him  individually,  irresi)ective  of  anybody  else,  show  that  he 
has  a  property  of  »  sort  in  this  case  which  a  court  of  justice  will  pro- 
tect, and  that  it  is  very  different  from  the  case  which  was  relied  upon 
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in  argameiit  where  an  attorney  seeks  a  tnandamtL8  to  compel  an  officer 
to  issae  a  patent  to  a  party  for  some  subject-matter  in  which  the  party 
alone  is  interested.  The  attorney  has  no  interest  in  the  title  to  the 
property,  and  therefore  can  not  in  the  case  supposed  apply  for  and  com- 
pel the  is^ue  of  the  mandamus^  because  he  has  no  specific  interest  in  the 
subject  of  the  title.  Bnt  in  this  case  the  attorney  has  specific  interest, 
not  in  any  distinctive  title,  but  in  a  matter  of  property  common  to  him- 
self and  all  mankind,  and  in  regard  to  which  he  has  also,  to  a  certain 
extent,  what  may  be  called  a  ^'  |>ecnliar  special  property'' — the  interest 
devolved  upon  him  by  his  avocation  of  attorney  in  the  proper  prosecu- 
tion of  his  professional  rights  and  professional  duties.  It  seems,  there- 
fore, that  th'*  objection  which  is  made  by  the  Commissioner  of  Patents, 
upon  the  grouiul  that  the  relator  is  not  a  party  in  interest  having  title 
to  the  property,  doe.s  not  avail  when  we  consider  the  character  and 
object  of  the  application. 

The  Commissioner  makes  another  objection,  which  is  that  it  does  not 
appear  to  his  satisfaction  that  the  purpose  for  which  it  is  wanted — viz., 
to  be  used  in  evidence  in  a  ease — is  substantial,  because  he  does  not  see 
how  the  matter  is  to  become  evidence.  Now,  the  court  is  of  opinion  that 
he  is  not  placed  in  his  position  tor  any  such  pur])Ose,  and  that  it  is  sutiH- 
cieut  that  a  reasonable  suggestion  of  necessity  for  the  use  of  a  document 
for  evidence  be  made,  in  order  to  set  in  motion  his  duty  to  furnish  the  copy. 
He  is  not  there  to  sit  as  a  judge  in  the  controverted  cause.  If  the  sug- 
gei*tion  be  made  by  a  reasonable  person  and  under  reasonable  conditionsi 
that  suggestion  should  be  conclusive  ut>Ott  him  so  far  as  the  efficacy  of 
thepaper  for  the  purposeof  evidence  is  to  be  an  element  in  the  applica- 
tion for  a  copy  for  the  purposes  of  evidence  under  the  clause  of  the  stat- 
ute which  has  been  read.  But  in  this  case  it  should  have  been  evident  to 
the  Commissioner  of  Patents  that  it  was  his  manifest  duty  to  give  the 
copy,  for  two  reasons:  It  appears  u|>on  the  face  of  the  application  not 
only  that  it  is  wanted  for  the  purposes  of  evidence,  but  that,  in  point  of 
fact,  properly  considered,  the  pa))er  which  is  in  question,  and  which  he 
denies  access  to,  belongs  to  the  public  and  is  properly  part  and  parcel 
of  the  patent  with  reference  to  the  litigation  about  which  the  document 
has  been  wanted  for  purposes  of  evidence,  for  the  reason  that  that 
rejected  application  and  the  descriptions  of  the  matter  contained  iu 
that  rejected  application  are  made  by  reference  i)art  of  the  very  speci- 
fication of  the  patent  in  question,  and  therefore  it  wa<»  his  duty,  inde- 
pendent of  the  general  requirement  of  furnishing  a  copy  for  the  purposes 
of  evidence,  to  have  given  that  copy  as  part  and  parcel  of  the  published 
pateutA  and  publislied  specifications  of  the  patent  in  question.  Being 
incorporated  into'it  by  reference,  it  is  in  contemplation  of  law  part  and 
parcel  of  the  specification  of  the  patent,  which  patent  with  its  specifi- 
cations, by  the  general  provisions  of  law,  it  is  incumbent  upon  theCom- 
missionfer  of  Patents  to  publish  to  the  world  in  the  various  modes  which 
have   been  indicated  under  the  Rules  of  the  Patent  Office,  which 
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have  been  read.  It  will  appear  in  the  seventy  fifth  paragraph  of  the 
specifications  of  Patent  No.  279,717,  which  is  the  patent  of  the  party  in 
question,  that  he  does  incori)orate  this  rejected  application  in  these 
words : 

White  the  8i«ie8  pf  the  connter-stiffeners  will  be  preBsed  inward  by  the  Mtiou  of  the 
mold  J  to  form  what  I  term  a  '*  renhaped  uuflangud  cMiDtar,"  snbetaotiiiUy  ae  Kbowu 
aiid  ilcHoribed  by  me  ia  another  application  of  even  date  herewith. 

which  application  '* of  even  date  herewith"  is  the  rejected  apiilica- 
tion  which  he  now  refuses  to  permit  anyboily  to  have  access  to.  Of 
course,  any  lawyer,  reading  that  specification  and  seeing  that  it  referred 
to  the  rejected  application  for  the  pur|>ose  of  part  of  its  description, 
and  as  a  more  full  and  complete  identification  of  its  subject-matter,  and 
of  the  manner  in  which  the  subject-matter  acts,  will  see  that  that  re- 
jected application  is  by  contemplation  of  #law  a  parcel  of  the  specifica- 
tion, and  therefore  that  tbe  whole  public  is  entitled  to  have  what  is  in 
that  rejected  application  in  order  to  comprehend  the  nature  of  the  spec- 
ification in  the  patent  which  has  been  published ;  but  the  Commissioner 
of  Patents,  (or,  rather,  we  should  say,  in  justification  of  the  Uommia- 
Kioner  of  Patents  personally,  some  subordinate  in  his  Office,  because  he 
huR  so  many  large  duties  that  all  these  things  have  to  be  confided  to 
subordinates,  and  consequently,  although  the  return  is  under  his  name, 
it  is  probably  at  second  hand,)  notwithstanding  the'  quotations  thac 
have  been  made,  in  his  return  undertakes  to  justify  his  refusal  by  a 
part  of  his  return,  in  which  he  says  that  he  had  referred  the  applica- 
tion to  a  subordinate,  with  this  result,  that  his  i^usal  to  order  such 
copy  to  be  furnished  to  the  relator  was  in  the  following  words : 

Examiner:  PleAHe  i-eport  below,  withont  delay,  whether  the  abandoned  application 
refetred  to  in  the  letter  attached  cootaiDS  any  invention  or  matter  not  covered  by 
Tnteiit  No.  Si79,717. 

Benton  J.  Haix. 

Ke.s|)ectfti11y  retiiriie<l  with  remark  that  upon  careful  examination  I  am  nnabbj  to 
liiid  any  legitimate  conne<;t.iou  between  the  Patent  No.  279,717  and  the  aband«>ued 
nppltcation  rMferred  to.  The  patent  covers  a  nmchiiie  for  the  mannfaotnre  of  conn- 
icr-Htitt'nnei'B  without  reference  to  the  special  coiiti^urahou.  Theabaudouod  applica- 
tiou  describes  rui  tlie  alleged  invention  aconnter-stirtVnerof  dertuiteconRtrnction.  and 
iiicideutally  statOH  that  it  in:iy  be  mailn  by  a  iimthod  cIuIukmI  in  the  patent,  and  may 
alw>  be  iiiarle  by  other  methods.  Toe  patent  and  Hl>.%ndoned  application  stand  elonrty 
independent  of  each  other. 

J.  P.  Chapuan, 
Ex4^miHer  JHHsioH  11. 

And  then  follows  the  rest  of  the  communication: 

The  within  reqnest  is  denied  for  the  reason  that  tbe  showing  is  iusnflicit^nt  wlien>ia 
tbe  abandoned  application  is  material  and  im|>ortant  as  evidence,  and  for  the  fnrtber 
reasim  that  tbe  Commissioner  is  advised  by  the  Examiner  that  the.ro  is  no  legitimate 
connection  between  the  Patent  No.  279,717  and  the  abandoned  application  referred  to. 

Bkntox  J.  Hall, 
D\ci\r\7ptd  hv      Ccsmitfieaor. 

It  seems,  then,  to  have  been  on  the  above  mistaken  oonsiderations 
that  the  Commissioner  refused  the  applicjititni  of  the  relator. 
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Without  going  any  farther  into  the  matter,  it  mast  be  apparent  from 
the  review  tbat  bati  l>eeu  given  that  the  Ooinmiasioner  is  without  legal 
ground  of  objection  to  the  demand  which  iias  been  knade  by  the  relator 
in  the  particular  caae,  not  only  the  general  considerations  referred  to, 
but  tor  tlje  8i>ecial  reason  deduced  from  the  identity  of  the  document 
itself  as  one  of  the  documents  belonging  to  the  public  as  parcel  of  patent 
and  si)ecification  No.  279,717,  and  that  the  Commissioner  should  not 
have  denied  the  applicatiou.  And  if  the  Commissioner  had  followed  up 
the  rules  of  his  Office,  to  which  he  refers,  with  a  just  appreciation  of 
the  relation  between  those  two  documents,  the  one  to  the  other,  he 
would  have  been  enabled  to  escape  from  the  error  into  which  he  was 
led  by  inadvertence  in  this  particular  instance.  Among  other  things 
in  his  return,  he  relies  upon  Rule  15,  which  is  in  these  words: 

Ciiveate  and  pendiDg  applicationa  are  preMrved  in  Mcrecy.  No  information  will  be 
given,  without  anthority,  respecting  the  filing  by  any  particular  person  of  a  caveat 
or  of  an  application  for  a  patent  or  for  the  reitciue  of  a  paten t,  the  pendency  of  any 
particnlar  cane  before  the  Office,  or  the  subject-matter  of  any  particular  application, 
nuleee  it  shall  be  neoessarj  for  the  proper  conduct  of  bosioees  before  the  Office,  as  pro- 
vided by  Rales  W,  103,  and  108. 

Now,  if  be  had  been  enlightened  as  to.  the  true  nature  of  this  appli- 
cation and  the  interdependence  between  these  two  documents,  he  would 
have  found  the  following  in  the  very  next  rule : 

16.  After  a  patent  has  issued,  the  model  j  specification,  drawings,  and  all  documents 
relating  to  the  case  are  subject  to  general  inspection,  and  copies,  except  of  the  model, 
will  be  furnished  at  the  rates  specified  in  Rule  218. 

There  was  therefore  his  own  Kule  16,  which  shows  that  it  wds  imper- 
ative upon  him,  under  circumstances  such  as  have  been  indicated, 
appertaining  to  this  particular  document  and  its  relation  tb  an  existing 
patent,  to  have  granted  the  application  which  he  has  refused.  All  this 
was  doubtless  from  inadvertence  upon  the  part  of  the  Commissioner  of 
Patents,  and  it  is  only  justice  to  the  Commissioner  that  the  court  should 
say  that  he  is  not  personally  to  have  imputed  to  him  any  fault  or  mis- 
conduct, although,  of  course,  he  is  held  legally  responsible  for  the  acts 
of  hi8  subordinates.  For  these  reasons,  without  enlarging  further  upon 
the  matter,  the  court  is  of  the  opinion  that  the  relator  is  entitled  to  the 
writ  prayed  tot* 


[United  SUten  ClronlK  Court— Northern  District  of  XlUnoit.] 

COLEMAH  HABDWABE  COMPAKT  ET  AL.  V.  EELLOGG  ET  AL. 

iMtid^  Mag  27,  18S9. 

48  O.  O.,  1966. 

SHUMARD—SaSH-BaLAKCK— IXVRINOBMBHT. 

The  patent  granted  September  18,  1883,  No.  285,079,  to  Warren  Shuinard,  for  a 
saah-balsiiiee  wbich  has  a  brake  so  arranged  as  to  be  ac^ustable  from  tbeontHide, 
the  brake  being  an  ordinaiy  brake-sboe  bearing  on  the  periphery  of  the  drain, 
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with  the  preaeare  sepured  by  a  spring,  is  infringed  by  the  ase  of  a  band-bnike 
bearing  on  the  periphery  of  the  dram  and  acUastable  from  the  ontside,  band- 
brakes  having  been  well-known  equivalents  for  spring-brakes  at  the  time  of  the 
issne  of  the  Shiimard  patent. 

On  MOTION  for  injanction.  Bill  to  restraiu  infringement  of  a  patent 
by  the  Coleman  Hardware  Company  and  others  against  Kellogg,  John- 
son &  Bliss,  impleaded  with  the  Pullman  Sash  Balance  Company. 

Messrs,  Banning  &  Banning  &  Payson  for  the  complainants. 
Mr.  George  P.  Barton  for  the  defendants. 

Blodgett,  J.  ; 

This  is  a  motion  for  an  injunction  to  restrain  the  infringement  by  cle- 
feudants  of  a  patent  granted  September  18,  188.^,  to  Warren  Shnmanl, 
for  a  sash  balance.  The  device  covered  by4his  pat^^ut  is  what  is  known 
as  a  "  spring-balance  "  for  a  window-sash,  instead  of  the  ordinary  pulley- 
balance.  The  proof  now  before  me  shows  that  this  class  of  devices  is 
not  new,^>ne  of  the  patents  cited  having  been  issued  in  1856;  but  the 
feature  in  the  complainants'  patent  which  seems  to  me  to  be  new  and 
meritorious  is  the  brake  so  arranged  that  it  is  adjustable  from  the  out- 
side. Defendants'  patent  also  shows  a  brake  adjustable  from  the  out- 
side, and  diii'ering  only  from  the  complainants'  in  the  fact  that  it  is 
what  is  known  as  a  "  baud-brake,"  bearing  upon  the  periphery  of  the 
drum,  while  complainants'  brake  is  the  ordinary  brake-shoe,  bearing 
upon  the  perii>hery  of  the  drum,  and  the  pressure  secured  by  a  spring. 
There  is  no  essential  difference  in  the  function  of  the  two  brakes;  but 
the  baud-brake  was  a  well-known  equivalent  for  a  spring-brake  like  the 
complainants'  at  the  time  complainants'  patent  was  issued.  I  think, 
therefore,  as  at  present  advised  from  the  proof  before  me,  that  the  dif- 
ference so  far  as  the  brake  is  concerned  between  complainants'  and 
defendants'  device  is  merely  colorable,  and  that  defendants  infringe 
upon  this  feature  of  complainants'  patent,  and  possibly  upon  other 
features. 

An  injunction  will  therefore  be  ordered  according  to  the  )irayer  of 
the  bill. 


lUnited  States  Circnit  Court- Sontheni  District  of  Ohio,  Western  Division.] 

Yale  &Towne  Manufacturing  Company  et  al.  v.  Consolidated 
Time  Lock  Company. 

Dteided  May  16, 1889. 
48  O.  G.,  1399. 

1.  Little— Timk-Locks— Validity. 

Th(5  fii^t  aud  Hevcnth  claiais  of  Reissued  Lett-ers  Patent  No.  i^,&50|  grant  (>d  Jat  - 
uary  i,  1879,  to  the  Yale  Lock  Manufacturiug  Conipanj,  as  aasiiCDee  of  daniu-  ] 
Little,  for  an  improvement  in  time- locks,  Held  valid,  and  the  seyenth  clauii  H^ld 
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not  an  expftDslon  of  the  original  patent,  on  the  aatbortty  of  YaU  Lock  Co.  y. 
Berkshire  Nat,  Bank  (17  Fed.  Bep.,  531)  aiid  Yale  Loek  Co.  y.  New  BavemSav.  Bank, 
(32  Fed.  Rep.,  167.) 

*Z.  lNFRI3fGBMENT. 

IXeieudant's  lock  waa  substantially  identical  with  the  lock  of  the  defendant  in 
Yale  Lock  Co.  ▼.  Bfrkekire  Nai.  Bank,  except  that  in  the  latter  there  was  an  ad- 
ditional dog  controlled  by  the  time  mechanism,  which  dog  added  nothing  to  the 
efficiency  or  valoe  of  the  loek.  The  defense  of  that  case  was  assumed  by  a  lock 
company,  or  ile  president,  who  afterward  became  president  of  defendant,  and  all 
the  questions  presented  here  were  presented  in  that  case.  On  the  autiiority  of 
that  case  Held  that  defendant's  lock  was  an  infringement. 

Suit  by  the  Yale  &  Towne  Manafactiiring  Company  aud  others 
against  the  Consolidated  Time  Lock  Company  for  the  infringement  of  a 
patent. 

Messrs,  Wetmore  ib  Jenner  for  the  complainants. 
Mr.  W.  G.  Cochran  and  MesHrs.  Harkinson  ct  Parkinson  for  the  defend- 
ant. 

Sage,  J. : 

This  snit  is  for  the  infringement  of  tbe  first  and  seventh  claims  of 
Beissaed  Letters  Patent  Ko.  8,550,  granted  January  1.1879,  to  the  Yale 
Lock  Manufacturing  Company,  as  assignee  of  Samuel  Little,  for  an 
improvement  in  time-locks.  This  patent  has  been  repeatedly  sustained 
by  the  courts.  The  first  and  seventh  claims  were  held  valid  by  Judge 
Shipman  in  Yale  Lock  Manufg.  Co.  v.  Norwich  Nat.  Bank  and  Same  v. 
New  Haven  Sav.  Bank^  (6  F'ed.  Rep.,  377 ;)  by  Judge  Lowell  in  Yale 
Lock  Co,  V.  Berkshire  Nat,  Bank,  (17  Fed.  Rep.,  5t31,)  and  again  by  Judge 
Shipman  in  Yale  Lock  Co,  v.  New  Haven  Sav.  Bank^  (32  Fed.  Rep.,  167,) 
decided  September  10, 1887,  upon  petition  for  rehearing.  In  this  case 
claims  1  and  7  were  considered  in  tbe  light  of  Miller  v.  Bridgeport  Brass 
Co.  (C.  D.  1882,  49,  104  D.  S.,  350)  and  of  subsequent  cases;  and  Judge 
Shipman,  concurring  with  Judge  Lowell  in  Yale  Lock  Co,  v.  Berhfhire 
Nat.  Bank^  cited  above,  held  that  both  claims  were  valid,  aud  partic- 
ularly, that  the  seventh  claim  of  the  reissued  patent  was  not  an  undue 
expansion  of  the  original  patent. 

Upon  the  question  of  infringement  there  is  no  material  difference 
between  the  lock  manufactured  by  the  defendant  in  this  case  and  that 
used  by  the  defendant  iu  the  case  of  Yale  Lock  Co.  v.  Berkshire  Nat. 
Bank.  The  time  mechanism  is  the  same  in  both  locks.  In  the  Berk- 
shire lock  it  controls  two  dogn,  in  the  defendant's  but  one ;  but  the 
extra  dog  in  the  Berkshire  lock  adds  nothing  to  its  efhciency  or  value. 
In  other  particulars  the  two  locks  are  substantially  identical.  It  was 
true  in  the  Berkshire  lock,  as  it  is  in  the  defendant's  lock,  that  after 
the  lever  has  moved  into  the  releasing  position  tbe  dog  is  still  held  in 
the  locking  position  by  the  supporting  mechanism  until  the  latter,  is 
moved  by  the- combination-lock.  The  defense  of  the  Yale  Lock  Com- 
pany case  against  the  Berkshire  National  Bank  was  assumed  by  the 
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Hall  Safe  Lock  Goinpauy,  of  Cincinnati,  Ohio,  or  by  Mr.  Hall,  its  preni- 
deut,  who  Hub^eqaently  became  president  of  the  defendant  coni|>auy, 
which  carried  on  the  uiannfactiire  of  the  lock  and  mechanism  now 
claimed  to  be  an  infringement.  All  the  quentiong  presented  here  were 
presented  in  that  case,  and  it  was  decided  adversely  to  the  defendanc 

I  have  read  the  opinions  of  Jndge  Shipmau  ami  of  Jndge  Lowell,  and, 
asid^  from  considerations  of  comity,  which,  however  I  am  not  at  all  in- 
clined to  disregard,  have  foniid  them  so  entirely  satisfactory  that  I 
think  it  unnecessary  to  enter  into  further  details.  Upon  the  anthority 
of  the  cases  decided  by  them  a  decree  for  an  injunction  and  accoant, 
with  costs,  will  be  entered  against  the  defendant. 


(Uaited  States  Circait  CMrt— Southern  Dtotriot.of  Ohio,  Woaten  Bivtolon.] 

National  Cable  Bail  way  Company  v.  Mt.  Adaks  &  Edeh  Pamm, 
Inclined  Railway  Company. 

Deoided  May  UA,  1899. 
48  O.  Q.,  1400. 

1.  HovBY— Endlbss-Ropk  Railways— ANnciPATioN. 

The  first  clftim  of  Letters  Putent  No.  195,2{72,  for  iioprovement  in  endlew-rope 
traotion-railwayB,  grAQted  to  Ana  E.  Horey  Septeuiber  18, 1S77,  whioh  is  **  the 
constmct  ion  ami  arraogement  together  of  the  brackets  •  •  •  and  rails  *  *  * 
forming  the  frame  or  skeleton  for  a  rope-tdnnel  ibr  endless-rope  traction-rail- 
ways, said  brackets  forming  a  support  for  the  gniove-rails  ami  for  the  planking 
forming  the  sides  or  shell  of  the  tunnel,''  is  yoid  for  want  of  invention,  hariug 
been  anticipated  by  the  Gardner  patent,  No.  19,736,  of  March  93, 1858,  the  Thomp* 
son  patent,  No.  l:Uy913,  of  October  I,  1873,  and  the  structure  need  in  1873  by  the 
Clay  Street  Hill  Road,  of  San  If'rancisco,  Cal. 

2.  IKYXNTION. 

Any  differences  in  constmction  and  material  between  the  strnctare  described  by 
the  first  claim  of  tbe  Hovey  patent  and  the  devices  coveied  by  the  prior  patentf 
and  nse<l  by  the  Clay  Street  Hill  Road  do  not  constitute  tuvention,  but  merely  in- 
volve ordinary  mechanical  skill,  and  are  not  patentable. 

3.  IXFRINOBMENT. 

If  such  first  claim  oould  be  sustained  by  limiting  its  scope,  so  as  to  make  it  cover 
all  of  the  elements  described  in  the  specifications,  it  is  not  infringed  by  the  stmot- 
ure  used  by  defendant,  the  Mt.  Adams  A.  Eden  Park  Inclined  Railway  Com- 
pany. 

4.  ANnCIPATIOK. 

The  first  brauch  of  the  sixth  claim  of  said  Letters  Patent,  in  referenoe  to  the 
combination,  *'  with  the  rope  tunnel  or  chamber,  of  pnlleys  Joomaled  in  theaame, 
upon  which  the  rope  mns,"  was  anticipated  by  the  Gardner  patent  and  ia  not 
patentable. 

5.  Same. 

The  second  brauch  of  the  sixth  claim,  relating  to  the  **  OMaus  for  Inbrieatiog 
the  bearings  of  miid  pulleys  from  the  outside  of  tbe  tunnel,''  lacks  invention,  and 
is  not  patentable,  iu  view  of  the  well-known  nse  of  tubes  to  carry  oil  to  inaoasai- 
ble  joanials. 
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6.   iHFKOfOniXHT. 

£▼60  if  •ueh  sixth  cUim  were  p*tentftbley  it  it  not  infriDged  by  defendant,  who 
does  not  nse  any  oil  nserroirs  or  tabes  leading  ^m  the  oataide  of  the  tunnel  to 
the  shaft-bearings,  snob  as  are  eovered  by  said  sixth  claim. 

Bill  for  iofiringement  of  patent,  filed  by  the  National  Cable  Railway 
Company  against  the  Mt^  Adams  &  Eden  Park  Inclined  Bailway  Com- 
pany. 

The  first  claim  of  complainant's  patent  is  as  follows: 

1.  The  eonstmetion  and  arrangement  together  of  the  brackets  A  A  and  rails  B  B' 
forming  the  frame  or  skeleton  for  a  rope-tnnnel  for  endless-rope  traction-railways, 
said  braekets  fominga  sapport  for  the  groove-rails,  and  for  the  planking  forming  the 
sides^or  shell  of  the  tnnnol,  sobstantiMlIy  as  herein  described  aod  specified. 

Mr.  Oeorge  Harding^  for  the  complainant. 

Me99r$.  Parkiman  A  Parkin$on  and  Messrs.  Ramsey^  Maxwell  &  Bam- 
S0g  for  the  defendant. 

Jackson,  J. : 

As  the  assignee  and  present  owner  of  Letters  Patent  No.  195,372, 
for  improvement  in  endless-rope  traction  (or  cable)  railways,  granted 
to  Asa  E.  Hovey,  September  18, 1877,  the  complainant  brings  this  snit 
to  restrain  the  defemlaut  from  infringing  the  same,  and  for  an  account 
of  profits.  The  complainants  insist  that  the  defendant  infringes  the 
first  and  sixth  claims  of  said  Letters  Patent.  The  defendant  sets  ap 
yaiioas  defenses:  Anticipation  by  prior  public  use  of  like  structures 
and  by  prior  patents,  want  of  patentable  novelty,  and  denial  of  in. 
fHngement  The  issues  thns  raised  and  presented  have  been  carefully 
examined  and  considered  in  connection  with  the  evidence  in  the  cause, 
and  without  going  into  details  or  a  full  review  of  the  facts  established 
by  the  evidence  and  of  the  law  applicable  thereto,  the  conclusions  of 
^e  court  are  the  following,  vis : 

1.  That,  considered  in  the  light  of  the  prior  art,  as  shown  more  par- 
tiealarly  in  the  Gardner  patent.  No.  19,736,  of  March  23, 1868,  and  in 
the  Thompson  patent,  No.  131,913,  of  October  1, 1872,  and  in  the  struct- 
ure actually  used  and  employed  in  1873  by  the  Clay  Street  Hill  Boad 
6f  Ban  Francisco,  CaU,  the  device  or  combination  covered  by  the  first 
claim  of  said  Hovey  patent.  No.  196,372,  is  wanting  in  novelty  and  pat- 
entable invention,  the  same  having  been  aaticipate<l  by  said  prior  pat- 
ents, and  the  structure  used  by  said  Clay  Street  Boad. 

2.  That  whatever  differences  in  construction  and  material  exist  be- 
tween the  structure  described  in  and  by  the  first  claim  of  said  Hovey 
patent,  l%o.  196,372,  and  the  devices  covered  by  the  foregoing  prior 
patents,  together  with  that  actually  useil  and  employed  in  1873  by  the 
Clay  Street  Hill  Boad  of  San  Francisco,  snch  differences  do  not  consti- 
tute invention,  but  nierely  involve  the  t^xercise  of  ordinary  mechanical 
skill,  and  were  not,  therefore,  patentable.  Digitized  by  GOi_ 

2016  PAT 38  "^ 


594  DECISIONS   OF   U.   S.   COUBTS   IN  PATENT   CASES. 

3.  That  if  the  first  claim  of  said  Letters  Patent  No.  195,372  could  be 
sasTtaiiied  by  limiting  its  scope  and  operation,  so  as  to  make  it  cover 
and  embrace  all  the  elements  of  the  combination  described  in  the  speei- 
fications,  including  the  sill  U  and  the  planking  resting  thereon,  which 
forms  the  sides  or  shell  of  the  tunnel,  then,  as  thus  limited  and  con- 
fined to  the  specific  structure  described  in  the  patent,  it  is  not  infringed 
by  the  defendant's  structure. 

4.  That  th€^  first  clause  or  branch  of  the  sixth  claim  of  said  Letters 
Patent,  in  reference  to  the  arrangement  or  combination  ^^  with  the  rope 
tnnnel  or  chamber  of  pulleys  joumaled  in  the  same,  upon  which  the 
rope  runs,"  was  anticipated  by  the  Gardner  patent,  No.  19,736,  and  is 
wanting  in  patentable  novelty ;  that,  in  respect  to  the  second  clause  of 
said  claim  relating  to  the  ^'  means  for  lubricating  the  bearings  of  said 
pulleys  from  the  outside  of  the  tunnel,  substantially  as  described  and 
shown,"  no  patentable  invention  is  shown,  in  view  of  the  general  and 
well-known  ase  of  tubes  for  carrying  oil  to  inaccessible  journals. 

5.  But  if  said  sixth  claim  contained  any  patentable  device,  the  same 
is  not  infringed  by  the  defendant,  who  employs  a  different  means  for 
oiling  its  journal-boxes.  Defendant  does  not  use  or  employ  any  oil- 
reservoirs  or  oil-tubes  leading  from  the  outside  of  the  tunnel  to  the 
shaft-bearings  such  as  those  described  in  the  specifications  and  draw- 
ings of  said  Letters  Patent  No.  195,372,  and  complainant  certainly  can* 
not  properly  insist  upon  such  a  broad  construction  of  the  latter  clause 
of  said  sixth  claim  as  to  cover  any  and  all  openings  or  holes  made  in 
the  covering  of  the  tunnel  for  the  purpose  of  reaching  the  journals  with 
oil  directly  applied. 

6.  It  follows  fmm  the  foregoing  conclusions  that  the  complainant's  bill 
must  be  dismissed,  which  is  accordingly  ordered  and  a^udged,with  costs. 


ItTnited  SiaUn  Clronit  Court— Southern  Distriot  of  Ohio.] 

Leonard  et  al.  v.  White's  Golden  Lubbicatob  Company. 

Decided  May  4,  Ic^. 
4dO.  G.,  1401. 

Trai>e-Mark8— What  Cokstitutes. 

The  word  "  Valvoline,"  compounded  uud  used  on  packages  of  labrioating-oUs 
by  plaintiffs,  and  registered  as  a  Trade-Mark,  may  be  used  for  that  parpose,  and 
the  use  thereof  by  defendant  in  the  same  inauuer  will  be  ei^oined,  though  de- 
fen'Iant  uses  his  own  name  in  connection  with  the  word. 

On  ^Totion  for  terajwrary  iiyauctiou. 

Messrs.  Kittredge  db  Wilby  for  the  complainants.  Digitized  by  V^OOglC 
Messrs^.  Jordan  &  Jordan  for  the  defendant. 
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Sage,  J.^  (orally :) 

This  is  a  motion  for  a  temporary  injunction  to  restrain  defendant  from 
the  infringement  of  complainants'  Trade-Mark,  ^^  Val  voliiie.''  The  com- 
plainants set  forth  in  their  bill  that  they  are,  and  have  been  for  many 
years,  engaged  in  the  manufacture  of  lubricating-oils;  that  since  about 
the  year  1873  they  have  used  as  a  Trade- Mark  for  their  lubricating- oils 
the  word  '^  Yalvoline,"  a  fanciful  word  invented  by  themselves,  and  ap- 
plied to  their  packages  as  a  Trade-Mark,  and  that  in  the  month  of  May, 
1881,  it  was  registered  under  the  statutes  of  the  United  States.  Ac. 
cording  to  the  registry  certificate  the  Trade-Mark  consists  of  the  word 
<^  Valvoliije,"  as  shown  in  the /ao-»«mito  attached  to  the  certificate.  Ex- 
tending through  the  center  of  it  is  a  half-moon  or  crescent  containing 
dots  or  stars )  but  these,  it  is  said,  may  be  omitted  and  some  other  de- 
vice substituted,  or  they  may  be  omitted  altogether,  without  material 
change.  That  the  defendant  has  been  using  this  word  as  a  designa- 
tion or  mark  for  its  Inbricating-oils  is  not  denied.  It  does  not  use  the 
crescent  or  ha  If- moon  either  with  or  without  the  dots  or  stars,  but  it 
uses  the  word  "  Yalvoline"  in  connection  with  its  own  name-^that  is  to 
say,  its  oil  is  sold  as  ^^  White's  Oolden  Lubricator  Yalvoline  No.  1  or  2," 
and  other  numbers,  and  is  so  labeled. 

The  defense  is  that  ''Yalvoline"  is  a  descriptive  word;  that  it  is 
really  a  compound  made  up  of  the  words  ''  valve  "  and  ''  oleiue ; "  that 
its  literal  signification  is  ''  valveoil,"  and  that  the  law  of  Trade-Marks 
does  not  permit  a  descriptive  word,  or,  rather,  a  word  descriptive  of  the 
article,  to  be  appropriated  as  a  Trade-Mark,  which  is  undoubtedly  the 
law,  so  settled  that  it  requires  no  veiiflcation. 

It  would  be  out  of  all  reason  to  say  that  a  man  should  not  be  at  liberty 
to  sell  a  gun  as  a  gun  because  some  other  person  had  chosen  to  appro- 
priate that  name  as  a  Trade- Mark  for  the  guns  be  wanted  to  sell;  and 
hence  no  person  has  any  right  to  appropriate  as  a  Trade-Mark  a  word 
of  the  language  which  is  descriptive  of  the  article  to  which  the  Trade 
Mark  is  applied ;  but  that  is  quite  different  from  the  proposition  pre- 
sented in  this  case.  Here  there  was  no  such  word  as ''  Yalvoline."  The 
article  sold  was  known  in  the  language  and  to  the  trade  as  lubricating- oil. 
That  was  the  appellation  descriptive  of  that  kind  or  grade  of  oil,  and  it 
could  not  be  appropriated  as  a  Trade-Mark.  But  these  complainants 
compounded  the  word  ''  Yalvoline,"  and  at  the  same  time  made  it  their 
Trade-Mark.  Now,  if  they  had  originated  that  word  and  applied* it  de- 
scriptively to  their  lubricatiug-oils,  without  appropriating  it  as  a  Trade- 
Mark,  they  would  thereby  have  abandoned  it  to  the  public  and  made 
it  public  property,  and  that,  once  done,  would  put  an  end  to  their  right 
to  it  as  a  Trade-Mark. 

The  defendant  cites  la  re  Leonard  &  ElliiP  Trade-Mark^  (L.  R.,  26  Ch. 
Div.,  288,)  decided  in  1884;  but  the  decision  was  upon  grounds  not  ap- 
plicable here.  It  appeared  from  the  evidence  that,  although  the  word 
had  been  registered  as  a  Trade-Mark  in  the  United  States  prior  to  its 
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use  in  England,  the  complainants  bad  in  Bngland,  before  I4[>pl7in4;  fbr 
registration,  nsed  it  as  descriptire  of  their  Inbricating-oils,  which  any 
one  had  the  right  to  manafacture,  and  not  as  a  Trade-Mark,  and  the 
oonrt  held  that  by  this  descriptive  nee  prior  to  the  time  when  they 
had  the  word  registered  the  complainants  lost  their  right  to  the  ezcla- 
sive  nse.  The  conrt  also  questioned  whether  a  word  nsed  alone  as  a 
Trade-Mark  in  a  foreign  country  before  the  passing  of  the  Trade-Marks 
act  of  1875  conld  be  registered  under  that  act  if  it  had  not  been  so  osed 
in  England.  Selborne^  L.  C,  said  that  he  was  not  disposed  to  doabt 
t^iat  if  the  word  had  been  used  in  the  United  Kingdom  as  a  Trade-Mark 
before  the  passing  of  the  act  it  might  have  been  registered  under  the 
act;  but  he  confirmed  the  finding  of  the  conrt  below  that  it  had  been 
used  descriptively,  and  not  a«  a  Trade- Mark,  and  that  it  had  been 
thereby  dedicated  to  the  public  of  the  United  Kingdom.  The  defend- 
ant in  this  case  has  substituted  its  own  name  for  that  of  the  complain- 
ants in  connection  with  the  word  ^<  Valvolino,"  so  that  there  is  no 
pretense  that  the  defendant  is  selling  lubricating-oils  as  the  oils  of  the 
complainants,  because  it  is  clearly  stated  in  their  labels  to  be  **  Whitens 
Yalvoline  Oil ; "  but  that  does  not  relieve  the  defendant.  The  authori- 
ties upon  this  point  are  numerous ;  but  it  is  not  necessary  to  refer  to 
any  other  than  the  case  of  Menendez  v.  Holtj  (128  U.  S.,  514;  9  Sup.  Cu 
Bep.,  143,  ante,  344)  which  is  the  latest  decision  of  the  United  States 
Supreme  Court  upon  this  subject. 

The  motion  for  a  temporary  injunction,  to  continue  until  the  final 
hearing  and  decree,  will  be  granted  upon  the  complainants  executing 
a  bond,  with  sureties  in  the  sum  of  $2,000. 


[United  SUtes  Ciroait  Coniir-Dlstzlot  of  Conneoticat.] 
OUABAKTES  TBUST    &    SAPE    DEPOSIT    OOMPAKT    fiT    AL.    V.    NSW 

HAysN  Oas-Lioht  Company. 

Decided  July  8,  1889. 
48  Q.  G.,  1661. 

Lowe— Procbsb  and  Apparatus  fob  thb  Makuvactusk  of  Illuminatiko  ob 
Hbatino  Gas. 

Letters  Patent  No.  167,847,  issued  September  21, 1875,  toThftddens  8.C.  Lowe, 
for  an  improyed  proceaa  and  apparatas  for  the  manafaotore  of  lUnminating  or 
heating  gae,  contain  a  process  for  the  manufacture  of  water-^as  oontaJoing  but 
littli^  nltro>reQ.  The  presence  of  nitro^ii^eQ  in  iUuminatlng-gas  is  deleterious,  and 
when  it  amounts  to  9  per  cent,  or  more  it  amounts  to  a  serious  fault.  The  feat- 
ure of  tlie  process  consists  in  producing  the  gas  in  a  close  chamber — ^that  is,  one 
from  which  the  air  is  excluded — or  by  an  alternating,  as  distinguished  fhua  a 
continuous,  process.  All  of  the  essential  apparatus  was  old,  exeept  the  flxing- 
chamber,  which  is  so  arranged  as  to  be  heated  internally  by  the  prodacta  of  oom* 
bustion  that  escape  from  the  generator  and  enyeloi)  the  refractory  materia]. 
Held  that  as  the  invention  introduced  a  yery  desirable  adyantage  into  tlie  process 
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of  Baking  iHniMiiiAtiBg-gM  by  frhich  the  ezpenae  is  greatly  lesaenod,  the  facts 
that  the  older  ihTeotione  which  are  now  elaimed  to  be  sasoeptible  of  being  modi* 
fied  by  mere  mechaaical  skill  into  the  one  in  qnestion  remained  without  modifl* 
cation  until  the  patentee  made  it,  and  that  his  improvement  at  once  commended 
itself  te  those  skilled  in  the  jirt,  are  snffloient  to  show  patentable  inventiou. 

Bnx  for  iDfringemeDt'of  Letters  Patent. 

Mr.  B.  F.  Tkunton  and  Mr.  B.  N.  Dtckersony  Jr.j  for  the  complainaDts. 
Mr.  John  R^  Bennett  for  the  defendant. 

WAI.LAOX,«r.; 

This  soit  is  founded  npon  the  patent  fi^ranted  to  Thaddens  S.  0. 
Lowe^  No.  167^7,  dated  September  21, 1875,  for  iinproyement  in  pro- 
oesses  and  apparatas  for  the  manafactnre  of  illuminating  or  heating 
gas.  The  complainants  allege  infringement  by  the  defendant  of  the 
first  claim  of  the  patent.    That  claim  is  as  follows : 

1.  For  the  manafaotare  of  Ulnrainating  and  heating  iras,  the  process  which  con- 
sists of  dieppiag  or  otherwise  admitting  in  limited  qaantitiesi  continnonsly  or  inter- 
mittently, hydrocarbon  oils  or  other  carbonaeeons  substances,  liquid  or  solid,  onto 
the  top  of  a  thick  mass  of  coal  or  other  carbonaceous  substance*  in  a  state  of  incan- 
desceace,  in  a  dose  chamber  previously  heated  by  direct  internal  combustion,  with 
or  without  the  introduction  of  steam,  and  then,  for  the  purpose  of  superheating  apd 
ilzing  the  gases  of  said  chamber,  passing  them  from  said  chamber  Into  and  through  a 
second  chamber,  which  also  hssbeen  previously  heated  by  direct  internal  combustion, 
sahetaDtlally  as  set  fbrth. 

This  claim  includes  two  inventions,  each  of  which  is  a  process  in  the 
sense  that  it  invcdves  the  treatment  of  materials  by  successive  steps 
coDdneted  by  means  of  a  combination  of  devices.  Each  process  involves 
the  use  of  apparatus  which  consists,  essentially,  of  a  cupola  or  generator, 
a  superheater  or  llxiiig-chamber  having  specified  characteristics,  and 
eertaiB  pipe-connectioiis  for  introducing  air  or  air  and  steam  into  the 
generator  and  carrying  the  gases  generated  there  to  the  superheater. 
The  superheater  is  filled  with  refractory  material — such  as  loosely-laid 
fire-bffick^-and  Is  heated  by  the  hot  gases  which  are  produced  in  the  gen* 
wator.  One  process  of  the  claim,  and  the  process  which,  it  is  alleged, 
is  employed  by  the  defendant,  is  for  the  manufacture  of  water-gas.  This 
is  an  intermittent  process.  In  this  process  anthracite  or  bituminous 
coal  or  other  solid  carbonaceous  substances  are  introduced  into  the  gen- 
erator and  brought  to  a  high  state  of  incandescence  by  the  passage 
through  it  of  a  current  of  air.  The  products  of  combustion  which  are 
there  generated  pass  down  throngn  a  pipe  underneath  the  fixing- 
chamber  and  then  proceed  upward  through  the  fizingchamber,  envel- 
oping the  refractory  material  therein  by  the  aid  of  an  air-supply  intro- 
duced at  its  base.  When  the  carbonaceous  matter  in  the  generator  has 
reached  a  high  state  of  incandescence,  the  currents  of  air  are  discon- 
tinned  both  at  the  generator  and  the  fizing-chamber,  and  steam  is  in- 
troduced at  the  base  of  the  generator.  The  steam,  acting  upon  the  in- 
eandeseent  carbon,  is  decomposed,  and  a  gas  composed  of  hydrogen  and 
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carbonic  oxide  is  evolved.  At  the  apper  part  of  the  generator,  or  any- 
where on  the  passage  of  this  gas  to  t^he  Axing-chamber,  a  liquid  hydro- 
carbon is  introduced  into  it,  and,  becoming  volatilised,  passes  with  the 
other  gaseous  vapors  through  the  pipe  into  the  fixing-chamber,  where 
they  are  converted  into  permanent  gas.  After  a  time  the  actiou  of  tiie 
steam  upon  the  incandescent  carbon  in  the  cu|)ola  will  have  so  lowered 
the  temperature  that  the  manufacture  of  gas  can  not  be  successfully 
continued,  and  it  becomes  necessary  to  discontinue  the  current  of  steam 
and  to  renew  the  supply  of  air  in  order  to  again  bring  the  cirbon  in  the 
cupola  to  a  high  state  of  incandescence  and  heat  up  the  contents  of  the 
filing-chamber.  The  gas  made  by  this  process  consists  of  hydrogen, 
carbonic  oxide,  and  a  variety  of  hydrocarbon  gases,  and  contains  but 
little  nitrogen.  The  presence  of  nitrogen  in  illuminating  gas  is  dele- 
terious,  and  when  it  reaches  the  extent  of  9  per  cent,  becomes  so  objec- 
tionable as  to  be  a  serious  fault.  The  feature  of  the  process,  there- 
fore, which  consists  in  producing  the  gas  in  a  close  chamber — ^that  is, 
one  from  which  the  air  is  excluded — or  by  an  alternating,  as  distin- 
guished from  a  continuous  process,  is  of  controlling  importance.  The 
second  process  of  the  claim  is  one  for  producing  an  oil- gas.  This  proc- 
ess differs  from  the  other  in  that  no  steam  is  introduced  into  the  gener- 
ator. This  process  is  included  in  the  claim  because  the  claim  contains 
the  words  ''with  or  without  the  introduction  of  steam."  This  language 
has  no  sensible  meaning  unless  it  is  intended  to  embody  a  process  in 
the  claim  which  is  referred  to  in  the  specification,  as  follows : 

In  caaet  where  gas  extremely  rich  in  carbon  is  desired,  the  same  will  be  beet  pro* 
dnced  by  omitting  the  steam  and  generating  the  gaM  from  oils  alone,  using  the  gen- 
erator a  either  aloue  or  in  conjunction  with  the  superheater. 

It  is  not  alleged  that  this  process  is  employed  by  the  defendant,  and 
the  question  of  the  novelty  of  the  process  has  not  been  referred  to  in 
the  testimony  (»f  the  expert  witnesses.  If  it  were  void  for  want  of 
novelty,  it  wouhl  be  necessary  for  the  complainants  to  file  a  disclaimer, 
and  by  doing  so  their  right  to^  recover  for  infringement  of  the  other  in- 
vention of  the  claim  would  not  be  affected,  except  as  respects  costs. 
(Thick  V.  Bramhill^  ti  Blatchf.,  95 ;  TayU>r  v.  Archer^  8  Blatchf.,  3\5.)  As 
the  point  has  not  been  made,  and  as  it  is  not  charged  that  the  defendant 
uses  This  process,  this  process  does  not  require  further  couHideratiou. 
It  is  plain  upon  the  j)t'oofs  that  the  defendant  does  employ  the  tirst  proc- 
ess of  the  claim.    The  issue  is  upon  its  patentability. 

Tlie  gist  of  the  invention  m  controversy  consists  in  the  use  of  a  new 
apparatus  for  the  treatment  of  the  n^aterials  from  which  the  gas  is 
made.  The  same  materials  had  previously*  been  treated  by  the  same 
series  of  steps,  in  the  same  order  of  succession,  to  produce  a  similar 
product.  It  was  oltl  lo  make  illuminating  water-gas  by  first  producing 
a  noii-illnniinou8  gas  by  the  action  of  steam  upon  incandescent  fuel, 
then  adding  to  this  gsts  hydrocarbons  and  Ci>uverting  them  int )  va|K>r 
orgHS,  and  then  passing  this  mixture  through  a  fixing-chamber,  and 
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apparatas  of  various  kinds  for  performing  these  operations  was  old. 
All  the  essential  apparatus  of  the  patent  was  old,  and  had  previously 
been  used  for  carrying  out  these  several  steps,  except  the  fixingchani- 
ber,  and  that  diifers  only  from  previously-used  fixing-chambers  in  that 
it  is  so  constructed  and  arranged  in  relation  to  the  generator  that  it  is 
heated  internally  by  the  products  of  combustion  that  escape  from  the 
generator  and  envelop  the  refractory  material,  instead  of  being  heated 
by  an  extexnal  fire.  Under  these  circumstances  the  novelty  of  the  in- 
vention consists  in  the  novelty  of  combining  the  fixingchamber  of  the 
patent  with  the  other  devices  with  which  it  is  to  be  employed.  It  is 
plain  upon  the  proofs  that  the  patentee  was  the  first  to  employ  a  fixing- 
chamber  in  combination  with  the  other  parts,  which  enabled  the  prod- 
ucts of  combustion  that  escape  from  the  generator  during  the  opera- 
tion of  ^^blowing  up''  to  fix  or  render  permanently  gaseous  the  mixture 
of  hydrocarbonic  oxide  and  hydrocarbon  vapors  produced  in  a  close ' 
chamber. 

A  number  of  prior  patents  are  relied  upon  by  the  defendant  to  defeat 
the  novelty  of  such  a  combination.  The  case  would  have  been  much 
simplified  and  the  court  relieved  of  much  unnecesss^ry  labor  if  all  but 
two  of  these  patents  had  been  omitted  from  the  record. 

The  patent  to  Harkness  of  1871  describes  a  process  which  is  in  all 
essentials  the  process  and  apparatus  in  controversy,  except  that^  the 
fixlug-chamber  is  a  retort  fired  by  external  heat. 

The  English  patent  to  Siemens  of  1604  describes  apparatus  for  con- 
verting carbonaceous  matter  into  combustible  gases  and  for  their  ap- 
plication to  the  heating  or  fusing  of  metals  and  other  substances.  The 
apparatus  contains  a  superheater  which  is  a  chamber  in  which  fire- 
bricks, are  loosely  piled,  to  which  the  gas  produced  in  the  generator  es- 
capes, communicating  heat  which  will  be  communicated  to  the  next 
portion  of  gas  which  passes  through  the  superheater.  The  gas  made 
by  this  process  contains  61  per  cent,  of  nitrogen,  and  the  superheater 
of  the  apparatus  is  not  intended  or  used  as  a  fixing-chamber  in  the  sense 
of  that  term  as  used  in^he  complainants'  patent.  It  is  used  to  super- 
heat a  gas  produce<i  by  combustion  on  its  way  to  a  furnace  iii^here  it  is 
to  be  used  in  heating  or  fusing  metals,  etc.  The  other  patents  relied 
upon  by  the  defendant  are  more  remote  from  the  invention  than  the 
Harkness  patent. 

The  patent  to  Arbos  of  1863  describes  apparatus  in  which  the  fixing- 
chamber  is  heated  externally,  and  the  gas  is  made  by  a  continuous 
process  in  which  air  is  constantly  blown  into  a  bed  of  coals. 

The  British  patent  of  1868  to  Benson  and  Valentine  describes  ai)pa- 
ratu.*^  in  which  there  are  employed  two  distinct  and  separate  fires.  The 
first  of  these  is  a  fire  in  which  air  is  admitted  at  the  bottom  of  the  com- 
bustion-chamber. The  products  of  combustion  are  passed  through  a 
second  fire,  maintained  by  a  separate  current  of  air.  The  product  of 
the  first  fire  is  a  mixture  of  nitrogen,  carbonic-acid,  carbonic-oxide,  and 
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hydrocarbon  gases  and  tarry  matters.  The  object  of  the  seocMid  fire  is 
to  destroy  the  tarry  matters  which  are  present.  The  process  is  a  oontin- 
uoiis  one,  and  the  gas  made  by  it  is  not  a  practical  gas  for  illaminntiDg 
purposes  on  account  of  the  quantity  of  nitrogen  which  it  inevitably  con- 
tains, deiived  from  the  two  fires  supplied  with  air,  and  the  products  of 
the  first  fire  are  not  passed  through  a  second  chamber  which  has  been 
previously  heated  by  direct  internal  .combustion. 

The  patent  to  Lowe  of  1872  involves  the  use  of  a  generator  in  which 
bituminous  substances  are  maintained  in  a  state  of  slow  combustion  by 
the  action  of  currents  of  air.  A  distillation  of  the  bituminous  matter 
takes  place  above  the  fire,  and  the  combustible  gases  result.  These 
gases,  mixed  with  the  products  of  combustion,  pass  to  a  superheater 
which  is  heated  externally.  The  process  of  this  patent  is  an  air  prooess 
in  which  the  fixing-chamber  is  heated  externally,  and  the  product  is  a 
gas  which  is  very  rich  in  nitrogen. 

It  suffices  to  say  of  the  other  patents  which  have  been  relied  on  in 
the  argument  for  the  defendant  that  the  Blair  patent  describee  an  air 
process  and  an  externally-heated  fixing-chamber,  and  in  the  apparatus 
of  the  Kirkham  patent  and  of  the  Saunders  patent  there  is  no  fixing- 
chamber. 

None  of  the  patents,  except  the  Harkness  patent,  describe  inventions 
for  making  the  product  of  the  complainant's  process.  They  were  all 
directed  to  the  production  of  gas  difi'ering  essentially  in  the  quantity 
of  the  nitrogen  present,  and  involve  the  air  process  or  the  continuous 
as  distinguished  from  the  intermittent  process.  But  the  process  of  the 
Harkness  patent  was  directed  to  the  production  of  the  gas  of  the  com- 
plainants' patent,  made  in  a  close  chamber  after  the  air  has  been  ex- 
cluded, and,  as  has  been  said,  involves  every  essential  step  and  detail 
of  the  process  of  the  complainants'  patent,  except  the  use  of  a  different 
fixing-chamber.  The  Patent  Office  rejected  the  claim  now  in  contro- 
versy as  void  for  want  of  novelty  until  it  was  so  amended  as  to  limit 
it  to  a  process  in  which  the  fixing-chamber  used  was  one  "previously 
heated  by  direct  internal  combustion."  Very  plainly,  the  prior  state 
of  the  art  required  this  limitation  to  be  made  in  order  to  confine  the 
claim  to  the  real  invention  of  the  patentee.  Tbe  novelty  of  the  claim 
accordingly  turns  upon  the  question  whether  novelty  is  present  or  ab- 
sent in  the  substitution  of  the  fixlDgchamber described.  If  it  did  not 
involve  invention  to  introduce  such  a  fixing-chamber  in  the  apparatus 
of  Harkness,  there  is  no  novelty  in  the  invention  claimed. 

It  cannot  be  safely  affirmed  that  those  skilled  in  the  art,  having  the 
Siemens  patent  before  theiu,  would  derive  any  material  assistance  from 
it  in  devising  the  fixing-chamber  of  the  complainants'  patent.  Th^  Sie- 
mens ap])aratus  is  designed  and  used  iu  a  process  of  gas-muking  in 
which  the  gas  has  no  bydrocarbon  vapors  to  be  broken  up  and  fixed. 
Hydrocarbou  gases  and  vapors  are  destroyed  if  exposed  to  a  too  high 
temperature,  and  the  Siemens  patent  does  not  sfoem  to  offer  a  sogges- 
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tion  to  aasigt  an  expert  to  Meertain  tbat  tbe  saperheftter  ooald  be  pno- 
timby  employed  in  treatiiig  kydroearbon  gMOS  m  th^  are  required  to 
be  treated  in  tbe  flxtng-ebamber  of  the  Harkneee  prooees  or  tbe  prooess 
of  the  oomplainahts'  patent. 

One  of  the  experts  for  tbe  eomplainante  testifies  in  sabstanee  tbat 
tbe  Siemens  sap(»'beater  was  not  designed  to  perform  the  fbnetions  of 
a  flxing-cbamber;  tbat  ^  fixing "  in  gas- making  is  a  term  which  is  an- 
qnestiooably  limited  to  eraeking  np  oondensible  hydrocarbon  vapors 
into  permanent  hydrocarbon  gases  to  effect  a  chemical  decomposition, 
destroying  one  set  of  substances  not  suitable  for  illuminating-gas  and 
creating  another  set  of  substances  extremely  valuable  in  illuminating- 
gas,  and  that  no  such  materials  or  products  occur  in  the  Siemens  opera* 
tion  and  no  such  chemical  changes  result  in  the  regenerating-chamber 
of  the  Siemens  apparatus. 

The  patent  is  no  more  an  anticipation  of  the  present  invention  than  the 
Harkness  patent  is.  Any  prior  apparatus  which  would  not  produce  the 
same  results  as  the  apparatus  of  the  pi*esent  iuTcntion  cannot  be  sub- 
stantially the  same  apparatus.  The  patent  shows  that  a  secondary 
chamber  through  which  gas  from  a  generator  passes  can  be  heated  by 
placing  refractory  material  within  it  to  be  enveloped  by  the  gas.  To 
this  extent  it  is  of  some  value  as  showing  the  use  of  appliances,  in  prin- 
ciple like  those  of  the  complniuants'  patent,  for  a  cognate  purpose,  and 
beyond  this  it  is  not  valuable.  The  Harkness  patent  exhibits  tbe  pres- 
ent inventiim  more  nearly  than  does  the  Siemens  patent ;  but  the  Hark- 
ness patent  is  not  an  anticipation  of  it.,  because  tbe  parts  of  the  appara- 
tus in  combination  do  not  operate  in  the  same  way  to  produce  the  same 
results.  Invention  was  not  necessarily  absent  in  making  the  substitu- 
tion of  the  flxing-ehamber  of  the  patent  for  the  ftxingchamber  of  Hark- 
ness  because  Siemens  had  previously  used  his  device  to  superheat  a 
different  gas.  It  would  have  been  absent  if  the  Siemens  device  had  been 
obviously  adapted  to  supply  tbe  place  or  the  externally  heated  fixing- 
chamber  in  tbe  Harkness  apparatus.  But  the  inquiry  is  whether  tbe 
adaptabiUty  of  the  Siemens  superheater  to  fix  tbe  gas  of  tbe  Harkness 
patent  was  self-evident  to  the  intelligence  of  those  skilled  in  the  art 
If  it  had  been,  why  was  not  the  substitution  made  f  It  iutnxiuced  very 
desirable  advantages  into  the  process  of  making  illuminating  water-gas. 
The  experts  on  both  sides  concede  that  the  fixing  chamber  of  the  patent 
can  be  heated  more  economically  and  more  quickly  than  the  fixing- 
chambers  which  were  previously  used.,  as  in  the  Harkness  apparatus  or 
in  similar  apparatus.  If  the  making  of  this  change  had  been  an  obvious 
thing,  falling  within  the  range  of  ordinary  mechanical  adaptation,  it  is 
probable  that  those  skilled  in  the  art  would  have  sought  to  avail  them- 
selves of  its  advantages,  yet,  as  apiH3ar8  by  the  prior  patents  in  the 
reo(>ixl,  the  more  expensive  method  of  fixing  the  gas  in  retorts  heated 
by  extenf\al  fires  was  everywhere  followed.  The  various  manufacriirers 
in  this  country  who  were  makiu;r  gsis  according  to  the  Tessi^  du  Motay 
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process  and  using  the  exterually-fired  retort  did  not  discover  wliat  it  is 
now  asserted  was  an  obvious  thing.  The  fact  that  the  older  organiza- 
tions which  it  is  now  claimed  were  susceptible  of  being  modified  by  mere 
mechanical  skill  into  the  apparatus  of  the  patent  remained  without  any 
such  modification  until  the  patentee  made  it,  and  his  improvement  when 
made  was  so  useful  and  valuable  as  to  commend  itself  at  once  to  those 
skilled  in  the  art  to  which  it  relates^  is  sufficient  to  resolve  any  doubt 
whether  the  improvement  eo^bodies  invention  in  favor  of  the  patent. 
A  decree  is  ordered  for  the  complainants. 


[ITiiitod  States  Circuit  Court— Soathern  District  of  New  York.] 

DOBSON  BT  AL.  t^  GUBLEY. 

Decided  June  19, 1889. 

48  O.  G.,  1663. 

IlTyRtNGBmNT. 

Banjos  made  ander  Letters  Patent  issaed  April 3,  1883,  to  E.  J.  Cnbley,  for  im- 
proyement  m  baigoe,  in  which  the  parehment  leets  directly  on  a  lim  oonristing 
of  a  metal  shell,  in  form  like  the  old  wooden  rim,  bat  di£fering  from  any  rim  pre- 
vionsly  made,  and  producing  by  snob  rim  distinctive  mnsical  properties,  do  nor 
infringe  Letters  Patent  issaed  May  18, 1H74,  to  C.  E.  Dobson,  for  an  improTcment 
consisting  of  a  ring,  either  of  metal  or  wood,  to  ease  the  wear  of  the  parchment 
against  the  rim,  and  improve  the  tone  of  the  instrament ;  nor  do  they  infringe 
Letters  Patent  issaed  November  8,  1881,  to  Henry  C.  Dobaon,  whose  improve- 
ment consists  of  a  metal  ring  between  the  parchment  and  a  rim  of  wood  and 
metal,  and  which  eases  the  parchment,  as  does  the  ring  in  the  first  patent,  and 
produces  a  metallic  musical  sonnd. 

Bill  to  restrain  infringement  of  patent. 

Mr.  Arthur  8.  Brown  and  Mr.  Albert  Comstaek  for  the  complaiDants* 
Mr.  Edward  P.  Wilder  and  Mr.  Howard  Henderson  for  the  defendant. 

Wallace,  J.  ; 

The  question  in  this  case  is  whether  baiyos  made  conformably  to  the 
patent  to  Edwin  J.  Oabley,  dated  April  3, 1883,  are  an  infringement  of 
the  patents  granted,  one  to  Charles  K.  Dobson,  dated  May  14,  1878, 
and  one  to  Henry  G.  Bobson,  granted  November  8, 1881,  for  improve- 
ments in  banjos. 

The  banjo  of  the'first  Dobson  patent  contains  a  domcrshaped  liug 
interposed  between  the  parchment  and  a  wooden  rim.  The  ring  may 
be  of  metal  or  of  wood,  and  serves  to  ease  the  wear  which  the  parch- 
ment is  subjected  to  when  the  rim  has  an  angular  edge,  and  to  improve 
the  tone  or  resonance  of  the  instrument  When  the  ring  is  made  of 
metal,  it  imparts  a  metallic  tone  to  the  instrument.  If  made  of  wood, 
as  it  may  be  by  the  patent,  it  is  doubtful  whether  the  musicnl  proper- 
ties of  the  instrument  wonld  be  improved.  Whether  the  ring  is  made 
of  metal  or  wood,  the  amount  of  material  used  will  affect  these  proper- 
ties.   In  easing  the  wear  upon  the  parchment  what  is  done  by  the  ring 
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was  as  well  accomplished  practically  by  the  wooden  rims,  which  were 
previously  used,  haying  the  edge  roonded  where  it  came  in  contact  with 
the  parchment.  The  banjo  of  the  second  Dobson  patent  has  a  metal 
ring  formed  with  two  downwardly-projecting  flanges  interposed  between 
the  parchment  and  a  rim  composed  of  wood  and  metal.  The  ring  is 
carved  at  the  part  which  comes  in  contact  with  the  parchment,  and 
therefore  serves  to  ease  the  wear  upon  the  parchment  similarly  with  the 
ring  of  the  first  patent  So  much  of  tbe  ring  is  oat  of  contact  with  the 
parchment  that  it  has  a  vibratory  movement,  and  the  ring  thereby  im- 
parts a  belMike  tone  to  the  instrament ;  and  the  farther  this  free  por- 
tion extends  beyond  the  point  of  contact  with  the  parchment  the  more 
emphatic  will  be  the  metallic  ringing  or  bell-like  qoality  of  the  sonnd. 

Hot  only  is  the  ring  an  element  of  each  of  the  claims  in  controversy 
in  both  of  the  Dobson  patents,  bnt  its  peculiar  form  is  essential  in  each 
invention  in  prodacing  peculiar  musical  properties  of  the  instrument. 
These  are  varied  in  each  by  the  dimensions  and  form  of  the  ring,  and 
in  the  baiyo  of  th^  necond  patent  the  combination  of  wood  and  metal 
in  the  rim  is  a  factor. 

The  banjo  of  the  defendant  does  not  infringe  either  of  these '  patents, 
because  it  has  no  ring.  In  this  banjo  the  parchment  rests  directly  on 
the  rim.  The  rim  consists  of  a  metal  shell  made  by  turning  over  the 
edges  of  a  piece  of  sheet  metal.  If  a  piece  of  sheet  metal  were  turned 
over  the  old  round-edged  wooden  rim  so  as  to  completely  inclose  it,  the 
rim  of  the  defendant^fi  banjo  would  be  produced.  As  respects  form,  it 
is  the  old  round-edged  wooden  rim.  Aa,  however,  it  is  made  of  metal 
and  is  hoUonf,  it  differs  from  any  rim  which  had  been  devised  previously. 
It  can  not  be  doubted  that  these  differences  impart  distinctive  musical 
properties  to  the  instrument.  Of  necessity,  such  an  instrument  differs 
as  essentially  in  the  character  and  quality  of  its  musical  tones  from  either 
of  the  Dobson  banjos  as  the  Dobson  banjos  differ  from  one  another. 
There  is  no  identity  of  parts  or  of  result  in  the  several  instruments. 
The  invention  of  Oubley  has  as  much  originality  as  either  one  of  Dobson. 
The  hollow  rim  of  his  btajo  is  not  an  equivalent  for  the  solid  rim  and 
the  ring  of  Dobson,  because  it  was  not  a  known  mechanical  snl^stitute 
for  them  and  does  not  effect  the  same  result. 

The  bill  is  dismissed,  with  costs. 


(United  SUtes  Cirealt  Coart— Sonthern  District  of  New  York.] 

Philadelphia  Novelty  Manupaoturing  Company  v.  Bours. 

Decided  July  8,  1889. 
48  O.  G.,  1664. 


IT#^QaQSifeD 


1.  BnssuB'-xExPAifsiOH  of  iNvmimoN— Void. 

Complainant's  original  patent  embraced  hair-orimpeni  (^^T#^^  kiT^hi^^ilcRn 
which  the  fabiic  is  stitched  to  the  soffc-metal  core,  the  other  in  which  the  fabric  is 
liMtened  to  the  core  by  a  metal  fold  madc^  by  taming  over  tlie  thin  edges  of  the 
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core,  or  of  a  strip  of  sbeet  lead  inside  the  fiibrie  over  the  core.  The  ori^nal  aoB* 
tained  the  clause :  "  I  also  modify  my  inyention  in  Tarioos  other  eqnivaleat 
ways,  such  as  sroold  soggest  themselves  to  any  iDtelligent  mechaDie,"  etc.  The 
reissned  patent  containecl  claims  for  fastening  the  fabric  to  the  core  by  oemeiit- 
ing  them  together.  Held,  that  the  reissue  was  invalid,  being  an  expansion  oi  the 
original  and  embracing  a  nevr  invention. 

2.  Samk— SAlMK— Lachks. 

If  it  be.conceded  that  the  inventions  claimed  in  the  reissue  were  deeeribed  in 
the  original,  then,  such  claims  being  expansions  and  more  than  three^years  having 
elapsed  after  the  original  was  granted  before  the  reissue  was  applied  for,  the 
doctrine  of  laches  applies  and  the  delay  must  be  held  unreasonable  in  the  absenoe 
of  explanatory  averments  in  the  bilL 

On  dbmuhbeb  to  bill  for  infringement  of  patent. 

Mr.  Joshua  JPusey^  (Mr.  H.  F.  FmUm  of  oounael)  for  the  complatnaut. 
Mr.  John  J.  Jennings  lor  the  defendant 

Wallaoe,  J. : 

All  of  the  claims  of  the  reissned  patent  in  suit  are  for  inventions  not 
shown  or  sug§*ested  in  the  original  patent,  with  the  exception  of  claims  5 
and  6.  The  invention  of  the  original  patent  embraced  hair-crirapera 
of  two  kinds — one  in  which  the  fabric  is  applied  to  the  sotVmetal  core 
by  stitching,  and  another  in  which  the  fabric  is  fastened  to  the  core  by 
a  metal  fold  made  by  turning  over  the  thin  edges  of  the  core,  or  of  a 
strip  of  sheet-lead  inside  the  fabric  over  the  core.  Two  of  the  claims 
(the  third  and  sixth)  were  for  the  core  separately,  with  modifications, 
and  all  the  others  were  for  the  core  with  the  fietbric  attached  to  it  in  one 
of  these  specified  ways.  The  specification  of  both  the  original  and  the 
reissned  patent  closes  with  this  danse : 

I  also  modify  my  inyention  in  Tarions  other  eqoiTalent  ways,  soeh  as  would  ang. 
gest  themselves  to  any  intelligent  mechanic  to  meet  special  requirements. 

It  is  insisted  now  for  the  complainant  that  fastening  the  fiibric  to  tlM 
eore  by  cementing  them  together  is  an  equivalent  mode  of  fastening 
them  to  stitching  or  tnming  in  the  lateral  edges  of  the  ooie  or  its  mp- 
porting'Strip.  Claims  1, 2,  3,  4,  and  7  are  expansions  oi  claims  of  the 
original,  apparently  intended  to  embrace  the  cemented  fastening  in  the 
claims  as  well  as  the  fastening  by  stitching  or  tnmingover  the  edges  of 
the  metal.  If  it  is  tme,  as  argned,  that  this  is  only  the  introdaction  of 
an  equivalent  into  the  claims,  it  was  wholly  nnnecessary,  and  it  nuiiy 
reasonably  be  assumed  that  the  Patent  Offlioe  did  not  so  consider  it 
It  mnsc  be  held  that  these  claims  were  designed  to  .expand  the  claims 
of  the  original  and  take  in  inventions  which  are  not  fonnd  in  the  orig- 
inal, and  are  therefore  invalid.  If  it  shonld  be  conceded  that  the 
ivv3(iu  ons  now  claimed  were  described  in  the  original  patent,  then,  as 
the  claims  of  the  reissue  are  expansions  and  more  than  three  years 
elapsed  after  the  original  was  granted  before  the  leissoe  was  applied  tei 
the  doctrine  of  laches  applies,  and  the  delay  mnstbehdd  unreae^mableiB 
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theabmneeof  «iy  explmuitoiy  aTemieiito  fai  the  bill  ftoeoantiog  for  it. 
(W4ribiiMfty.£Mft0r,O.D.,1887, 164;  SlO.G^lSOl;  115  U.S.,  96;  5 
Sap.0t.Bep.,llS7.) 

The  spedal  demurrera  to  the  bill  are  sastained.  Aa  the  prindpal 
eoDtroTeray  has  been  apon  the  matters  raised  by  these  demarrers,  costs 
ue  allowed  to  the  defODdant  The  general  demarrers  are  not  sastained 
because,  unless  the  patent  is  invalid  for  want  of  novelty,  the  fifth  and 
sixth  claims  are  good  and  entitle  the  complainant  to  a  decree  for  in- 
fringement, and  the  court  cannot  decide  as  matter  of  law  npon  the 
Ihce  of  the  patent  without  the  aid  of  extrinsic  evidence  that  those  claims 
are  destitute  of  inventive  novelty. 


(Ualted  StBtMCIimit  COTirt--8(MiilMni  Dtotrietof  K«w  York.) 

KRKiraNTZ  V.  GOTTLB  COMPANY. 

llMliM/«M'<il,  1869. 

48  O.  G.,  1775. 
KsmmnrTz—CoiAAB-BuTTOH. 

The  pateat  granted  to  oomplAinftnt  May  6, 1884,  for  a  collar  or  sleeve  bat  ton 
liaring  a  hollow  head  and  etem,  the  said  head,  stem,  and  the  base-plate  or  back 
of  the  said  button  being  shaped  and  made  of  a  single  continoons  piece  of  sheet 
metal,  is  void  fbr  want  of  novelty.  The  Stokes  patent,  No.  171,888,  January  4, 
1876,  oovers  a  bntton  composed  of  a  single  piece  of  sheet  metal,  the  only  diifer- 
eaoe  being  that  the  head  is  flat  and  solid  instead  of  round  and  hollow,  like  com- 
plainant's ;  and  the  KeaU  patent.  No.  177,353,  May  9, 1876,  also  ooyers  a  button 
made  <if  a  single  piece  of  sheet  metal  having  a  hollow  head  and  hollow  stem  of 
the  same  form  as  complainantVi* 

On  final  hessring  npon'bill  for  infringement  of  patent. 

Mr.  Lfmi9  0.  Baegener  for  the  complainant. 
Mr.  Edwin  H.  Brown  for  the  defendant 

Wallaox,  «/.: 

The  patent  in  salt  granted  to  complainant  May  6, 1884,  is  in  the 
words  of  the  claim,  for — 

a  ooilar  or  deeye  bntton  haying  a  hollow  head  and  stem,  the  said  head,  stem,  and 
the  base-plate  or  back  of  the  said  button  being  shaped  and  made  of  a  single  continn- 
one  piece  of  sheet  metal,  substantially  as  shown  and  described. 

The  specification  and  drawings  describe  and  illastrate  a  bntton  in  the 
form  of  a  stnd.  It  is  made  of  a  single  piece  of  metal  wUhont  soldering 
or  joints.  By  means  of  any  suitable  dies  a  metal  plate  is  pressed  into 
the  form  of  a  cap,  with  a  flange  or  rim  at  the  bottom,  and  then  the 
sides  of  the  cap  are  pressed  together  about  the  middle  in  any  suitable 
manner  to  form  the  head  and  stem. 

The  prior  state  of  the  art  may  be  sufficiently  understood  by  referring 
to  only  two  of  the  several  earlier  patents  in  the  record. 

The  patent  to  Stokes,  No.  171,882,  granted  January  4, 1876,  describes 
a  stud  composed  of  one  piece  of  sheet  metal,  in  which  the  head  and 
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stem  are  made  by  strikiug  them  up  or  raising  them  out  of  the  metal 
base-plate  by  means  of  a  punch  and  die.  The  stud  is  of  substantially 
the  same  form  as  the  stud  of  the  complainant's  patent,  except  that  the 
head  is  flat  instead  of  round,  the  stem  is  hollow,  and  the  head  is  solid. 

The  patent  to  Keats,  No.  177,353,  granted  May  9, 1876,  describes  a 
button  or  stud  made  of  a  single  piece  of  sheet  mefal  having  a  hollow 
head  and  hoUbw  stem,  and  is  of  the  same  form  as  the  stud  of  the  com- 
plainant's patent.  It  has  an  extra  shank  or  baseplate.  In  making  it 
the  sheet-metal  blank  is  formed  in  two  sections  having  the  desired  con* 
figuration,  one  of  which  is  doubled  over  upon  the  other,  and  the  edge^ 
are  brought  together  by  lateral  pressure. 

It  thus  appears  by  the  two  prior  patents  referred  to  that  the  complain- 
ant was  not  the  first  to  make  a  hollow  stud,  or  a  hollow  stud  from  a 
single  piece  of  metal,  or  a  stud  from  a  single  continuous  piece  of  metal, 
or  a  partly  hollow  stud  from  a  single  continuous  piece  of  metal.  So  fistr 
as  appears  he  was  the  first  to  make  a  stud  from  a  single  continuous 
piece  of  metal  in  which  the  head  was  hollow  and  rOnnd  in  shape.-  The 
stud  of  the  Stokes  patent  would  be  his  if  the  head  were  not  flat  and 
preferably  solid,  instead  of  being  round  and  hollow.  The  stud  of  the 
Keats  patent  would  be  his  if  it  were  not  folded  over  and  joined  by  lat- 
eral pressure  at  the  sides,  so  as  not  to  be  made  of  a  continuous  piece  of 
metal.  For  the  particular  use  for  which  the  Stokes  stud  was  designed 
a  flat  and  solid  head  was  preferable,  and  for  the  particular  use  for  which 
the  Keats  stud  was  designed  a  joint  or  seam  at  the  sides  was  not  ob- 
jectionable. For  the  use  for  which  the  complainant's  stud  was  designed 
a  round  head  was  preferable,  and  a  seam  at  the  sides  was  objectiona- 
ble. He  desired  to  improve  upon  his  predecessors  by  making  a  stud 
without  a  seam,  and  thus  obviate  the  necessity  of  soldering,  and  which 
should  be  hollow  throughout  and  thereby  save  material ;  and  he  desired 
to  make  a  stud  differing  somewhat  in  details  of  the  configuration  of  the 
parts  from  that  of  Stokes  or  Keats.  ,The  idea  and  the  method  of  mak- 
ing a  seamless  stud  out  of  a  single  continuous  piece  of  metal  was  sug- 
gested and  fully  shown  by  the  patent  of  Stokes,  and  the  idea  and 
method  of  saving  material  by  having  the  entire  stud  hollow  was  sug- 
gested and  fully  shown  by  the  patent  to  Keats.  It  is  not  open  to  rea- 
sonable doubt  that  any  competent  mechanic  versed  iti  the  manufrM^ture 
of  hollow  sheet-metal  articles  having  before  him  the  patents  of  Stokes 
and  Keats  could  have  made  these  improvements  and  modifications 
without  exercising  invention  and  by  applying  the  ordinary  skill  of  the 
calling.  Indeed,  the  stud  of  the  Stokes  patent  alone  is  a  subetantial 
anticipation  of  the  complainant's  patent.  The  different  manipnlation 
of  the  blank  necessary  to  introduce  the  desired  modifications  of  form, 
and  the  hollow  head,  which  distinguish  the  studs,  was  within  the  ob- 
vious knowledge  of  the  skilled  mechanic. 

It  must  be  held  that  the  patent  is  invalid  for  want  o^  novelty.  The 
bill  is  dismissed,  with  costs.  "^^  "''  ^^^         o 
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[United  States  Ctfcnlt  Coori-IMetriot  of  IfMeMhaeetta.] 

Batmond  bt  al,  V.  Boston  Woven  Hose  Company. 

Decided  Julg  12, 1889. 

48  O.G..1776. 

I  xriaNG  EMEKT-— Injunction. 

A  preliminary  iiganctioQ  against  the  iafrtagement  of  a  paUmt  will  be  denied 
where  plaintiff  does  not  sliow  a  prior  adjudication  sustaining  the  validity  of  the 
patent,  or  publie  acqnlesceoce  on  which  a  presumption  of  yaltdity  may  be  based 
and  where  it  does  not  cleat  ly  appear  that  there  is  an  infringement. 

Bill  to  reatraia  infrtngeiDeot  of  patent. 

Messrs.  Clarke  dk  Baymotid  for  the  complainaQts. 
}fr.  David  Hall  Bice  for  the  defendant. 

Colt,  J. : 

The  complainants  are  the  owners  of  two  patents,  naoibered,  respeet- 
ively,  197,716  and  197,717,  dated  December  4,  1877,  granted  to  J.  A. 
Caldwell,  the  first  being  for  an  improved  strap  for  secaring  hose  to  the 
coupling  and  the  second  for  an  implement  for  fastening  snch  hose- 
straps.  The  defendant  is  charged  with  infringement  of  these  patents. 
The  present  hearing  is  upon  a  motion  for  a' preliminary  i^janction.  The 
first  groaud  of  defense  is  that  the  plain tiflfs  ha^-e  shown  neither  prior 
adjndicatiou  sustaining  the  validity  of  the  patents  nor  public  acquies- 
cence upon  which  a  presumption  of  validity  may  be  based,  and  that 
therefore  whatever  the  decision  of  the  court  may  be  upon  final  hearing 
on  the  merits  the  present  motion,  under  a  well-settled  rule  of  law  9 
must  be  denied.  I  think  this  point  is  well  taken.  It  is  admitted  that 
there  has  been  no  prior  adjudication  upholding'  the  validity  of  these 
patents.  As  to  public  acquiescence,  the  evidence  goes  to  prove  that 
this  strap  and  implement  have  never  been  put  upon  the  market.  The 
reason  assigned  by  the  complainants  for  not  making  and  selling  the 
Caldwell  strap — namely,  that  it  is  more  costly  than  the  Adlan  and 
Earle  straps-^does  not  affect  the  question  of  public  acquiescence.  In 
the  absence  of  the  manufacture  and  sale  of  the  patented  aiticle  it  can 
hardly  be  said  that  there  has  been  public  acquiescence.  If  nobody  had 
use  for  the  article  during  the  time  of  the  alleged  acquiescence,  or  its 
merits  were  prized  so  low  that  nobody  cared  to  adopt  it,  no  lapse  of 
time  has  any  tendency  to  raise  a  presumption  that  the  patent  is  valid. 
(Walk.  Pat.,  section  6^.)  But  further  than  this,  I  have  some  doubt  on 
the  question  of  infringement.  As  to  the  tool  patent,  I  have  serious 
dou6t  whether  the  defendant  infringes.  The  claim  of  the  patent  specif, 
ically  recites  that  the  grooves  or  notches  in  the  jaws  of  the  pivoted 
levers  shall  be  located  out  of  line  with  each  other,  and  this  feature 
seems  to  be  necessary  for  the  practical  working  of  the  tool  when  applied 
to  fastening  a  Caldwell  hose-strap.    In  the  Hudson,  or  alleged  infring 
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ing  tool,  we  find  in  plaoe  of  notches  ont  of  line  two  holes  pnnched  in  the 
jaws  in  alignment  with  each  other.  In  the  case  of  the  strap  patent  it 
mnst  be  admitted  that  the  question  of  infringement  is  closer.  The 
specification  states  that,  the  band  is  made  of  seU-annealed  wire,  of  snch 
length  that  the  enlarged  ends  wilf  extend  beyond  and  overlap  each 
other,  so  as  to  admit  of  their  being  twisted  by  tnmiftg  the  implement, 
whereby  they  are  locked  or  hooked  together,  and  the  portion  of  the 
hose  nnder  the  band  is  thns  forced  into  the  corragations  of  the 
conpling  and  securely  held.  A  wire  band  provided  with  etnlargedends 
is  one  of  the  main  featares  of  the  claim  of  the  patent.  The  defend- 
ant's hose-band  does  not  have  the  enlargement  shown  in  the  Oaldwell 
bHnd,  though  I  am  aware  that  the  language  of  the  specification  is  very 
broad  on  this  point.  The  defendant  uses  hooks  at  the  end  of  the  band 
instead  of  the  Caldwell  enlargements.  I  do  not  •think  the  defendant's 
biuidy  in  spite  of  the  opposite  contention^  can  be  practically  applied 
with  the  Caldwell  tool.  The  manner  of  operation  and  the  purpose  of  the 
defendant's  hooks  can  not  be  said  to  be  the  same  as  the  Oaldwell  en- 
largements. Construing  these  patents  in  the  light  of  the  prior  state 
of  the  art,  I  am  not  free  fit>m  doubt  on  the  question  of  infringement. 

Upon  all  the  facts  of  this  case  as  presented  in  the  papers  before  me 
I  am  satisfied  that  the  motion  for  a  preliminary  injunction  should  be 
denied. 


lanitod  Stetos  Cironit  C<mn— Sonthwn  Ulatriot  of  New  York.] 
OONSOLIDATISD  BtTNaiNa  APPARATUS  OOMFANY  XT  AL.  9.  H.  CLAU- 

SBN  &  Son  Bbbwino  Company. 

Deeid4dJMme  21,  1930. 
49  O.  6.,  281. 

1.  MniUn  AHD  UOVKAHM— MaKUTO  BBBR--CJLAniS  1  AND  d— PBOCMB  OlD. 

The  flnt  and  ■eooad  olaims  of  LettezB  Patent  No.  215,679,  granted  npon  the 
applioation  of  Leonaid  Meller  and  £.  Hofinann  to  Qeorfce  Bartholomae,  aasignee. 
May  20,  1879,  are  as  follows :  *'  1.  The  proceds  of  preparing  heer  for  the  market, 
which  consiete  in  holding  it  nnder  controllable  preeenre  of  carbonio-aoid  gas  when 
in  the  '  kraensen'  stage,  snbstantially,"  etc.  '*2.  The  process  of  treating  beer 
when  in  the  kraensen  stage,  which  consists  in  holding  it  in  a  vessel  nnder  anCo- 
matically-controllable  pressure  of  carbonic-acid  gas,  substantially/'  etc.  field, 
that  these  processes  are  invalid  for  lack  of  novelty.  The  vent-bungs'  known  as 
the  "  Shaefer  bung,"  the  *'  Qnth  bung,**  the  **  Bachman  bung,"  and  othen  are 
the  vent-bung  of  this  patent  in  the  senHC  that  they  bave  the  Bame  ftauction^and 
are  automatic  valves  designed  to  control  the  pressure  of  the  gas,  and  were  need 
oommeroially  in  many  breweries  between  1861  and  1876^  being  applied  to  sbar- 
ings-casks  after  the  beer  had  reached  the  kSraeuran  stage,  and,  before  the  end  t>f 
that  Htage,  for  controUing  the  pressure  of  the  gas.  Digitized  by  GOi_ 
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5L  Sams— ^Ain^CLAUf  3  CosfSTftusD— Inpbivobmsiit. 

The  thiid  claim  of  the  patent— yiz.,  '<  the  pr«>oeM  of  preparing  and  preserving 
beer  for  the  market,  which  oontieto  in  holding  it  nnder  controllable  preesare  of 
carbonic-acid  gas  from  the  beginning  of  the  kraensen  stage  until  snch  time  as  it 
is  transfbrred  to  kegs  and  bnnged/'  etc. — most  be  limited  to  tbe  application  of 
the  apparatns'at  tbe  beginuiuff  of  the  kraeascn  stage,  and  is  not  infriDged  by 
defendaofd  apparatus,  which,  though  the  same  vent-bnng  as  that  of  the  patent, 
ifi  not  applied  nntil  several  days  after  the  kraensen  has  been  introdnced,  the  beer 
in  the  interval  being  allowed  to  work  ont  of  the  bnng-hole  of  tbe  shavings-cask. 

On  fikai^  HBABiNa  for  inftingement  of  Letters  Patent  No.  215,679. 

For  a  full  descriptiou  of  thin  patent  see  the  opiniou  of  tba  Sapreme 
C5ourt  iu  New  Proces$  Fermentation  Co.  v.  Maus  et  a/.,  (C.  D.  1887,  402, 
39  O.  a,141J»;  7  Sup.  Ct  Sep.,  1304;  20  Fed.  Sep.,  725.) 

Meeers*  Banning  A  Banning  A  Payson  for  the  complainants. 
Mr.  Joeiah  Sullivan^  Mr.  0.  P.  Jaoohn,  and  Mr.  B.  F.  Tkureton  for  the 
defendant. 

Waixacb,  J.: 

This  suit  is  founded  upon  Letters  Patent  granted  May  20, 1879,  to 
George  Bartholomae  as  assignee  of  Leonard  Meller  and  Edinaud  Hof- 
mauUf  inventors,  for  an  improvement  in  processes  for  making  beer.  The 
application  for  tbe  patent  was  filed  February  12, 1879.  The  patent  has 
jcight  claims,  four  of  which  are  in  controversy  in  this  suit.  These  clai  ms 
are  as  follows : 

1.  The  prooess  of  preparing  beer  for  tbe  market,  which  consists  in  holding  it  under 
controllable  presanre  of  carbonto-acid  gas  when  in  the  **  kraensen  "  stage,  sabstau- 
itally  as  set  forth. 

V.  The  prooess  of  treating  beer  when  in  the  kraeusen  stage,  which  consists  in  hold- 
ing it  in  a  vessel  nnder  aatomatioally-controUable  pressure  of  carbonic-acid  gas,  sub- 
Han  tially  as  described. 

3.  The  process  of  preparing  and  preserving  beer  for  tbe  market,  which  consists  in 
holding  it  nnder  controllable  pressure  of  carbonic-acid  gas  from  tlie  beginning  of  the 
kraensen  stage  nntil  snoh  time  as  it  is  transferfsd  to  kegs  aud  bunged,  Hubstaniially 
as  desertbed. 

4.  The  method  herein  described  of  preserving  beer  in  a  marketable  condition  after  it 
has  passed  the  kraensen  stage,  which  consists  in  holding  it  nnder  pressnre  of  carbonic- 
aeid  gas,  said  pressnre  being  aotomaticallj  regulated  by  a  counteracting  hydrostatic 
pressnre,  substantially  as  described. 

These  claims  relate  to  the  treatment  of  the  beer  iu  the  sLavings-cask 
after  it  has  been  drawn  from  the  ruh  casks,  aud  after  the  kraeusen  in 
the  beer  has  been  added  to  produce  the  secondary  fermentation  during 
which  the  beer  is  to  be  ripened  and  clarified  and  prepared  for  market 
use.  The  term  <*  kraensen"  stage,  as  that  term  is  used  in  the  claiiHs,  is 
the  period  of  active  fermentation  in  the  shavings-cask  induced  by  tbe 
introduction  of  the  kraeusen  into  the  old  beer,  and  this  period  ends  when 
the  beer  becomes  clarified  and  brilliant.  It  begins  as  soon  as  the  active 
Siitondary  fermentation  commences.  The  **  holding''  the  beer  ** under 
controllable  pressure,"  mentioned  in  the  claims,  describes  the  means  by 
2010  PAT 39 
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which  Ae  pressure  is  controlled,  consisting  of  a  vent*bang  applied  to 
the  shavings-cask,  which  vent-bung  is  of  the  kind  particalarly  de- 
scribed iu  the  specification,  or  any  other  self-acting  valve  adapted  to 
control  the  gas  and  i>ermit  or  prevent  its  escape  at  any  predetermined 
degree  of  pressure. 

Aside  from  the  language  of  some  of  the  claims  themselves,  the  gen- 
eral statement  of  the  nature  of  the  invention,  and  the  description  of  the 
bunging  apparatus,  the  patent  does  not  point  out  specifically  how  the 
processes  of  the  claims  in  controversy  are  to  be  practiced.  The  specifi- 
cation seems  to  assume  that  it  is  only  necessary  to  describe  the  appa- 
ratus used  in  order  to  enable  any  i)erson  skilled  in  the  art  of  beer-mak- 
ing to  use  it  so  as  to  carry  out  the  processes  claimed.  Inferentially  the 
specification  suggests  that  the  processes  claimed  involve  holding  the 
beer  under  the  gas-pressure  during  the  whole  period  of  the  shavings- 
cask  stage,  beginning  as  soon  as  the  secondary  fermentation  becomes 
sufliciently  active  to  cause  the  beer  to  flow  through  the  bung-hole  of  the 
cask  and  the  gas  to  escai>e,  and  ending  when  the  beer  is  ready  to  be 
drawn  oflf  for  markets  This  is  to  be  implied  because  the  specification 
states  that  the  <^  cask  being  closed  none  of  the  beer  wastes  by  mnning 
over,  and  the  foul  smell  and  washing  of  the  casks  and  cellars  are 
avoided  and  *'  the  escaping  carbonic-acid  gas  does  not  settle  in  the 
brewing-cellars  to  endanger  life.''  Referring  to  this  part  of  the  specifi- 
•cation  when  the  patent  was  considered  by  the  Supreme  Court  in  Xew 
Process  Fermentation  Co.  v.  Maus  et  aC.,  (0.  D.  1887,  402,  39  O.G.,  1419; 
122  U.  S.,  413 ;  7  Sup.  Ct.  Rep.,  1304,)  the  court  said : 

This  is  fairly  to  be  read  as  a  statement  that  the  beer  is  to  be  thus  treated  daring 
the  whole  of  its  subjection  to  the  shavings-cask  stage  of  the  process,  whether  iu 
one  closed  cask  or  in  two  or  more  closed  casks  connected  together.  The  statenient 
is  that  the  cask  or  casks  are  to  be  closed — that  is,  closed  throughout  the  shavings- 
cask  stage  of  the  process,  and  kept  during  that  process  under  automaticaliy>con- 
trollable  oarbouic -acid-gas  pressure,  geuerated  either  by  the  mild  fermentation  of 
the  1h;ct  or  artificially.  It  is  also  -stated  that  none  of  the  beer  wastes  by  ranning 
over,  and  that  the  foul  smells  and  washing  of  the  casks  and  cellars  are  avoided,  and 
that  the  escaping  carbonic-acid  gas  is  conducted  to  the  open  air.  These  couse- 
<[ueuces  cannot  follow,  nor  can  the  advantages  of  the  invention  net  forth  be  fully 
availed  of  unless  the  casks  are  closed  from  the  beginning  of  the  shavings-oask  kraen- 
sen  staj^e. 

There  is  nothing  in  the  specification  to  restrict  the  scoi)e  of  the  first 
or  second  claims  to  a  process  for  holding  the  beer  under  pressure  at 
any  particular  period  of  the  kraeusen  stage,  or  for  any  length  of  time 
iluriiig  that  stage,  or  for  treating  the  beer  according  to  any  special  con- 
ditions. They  are  broad  claims  for  processes,  respectively,  in  which 
the  controllable  pressure  is  applied  at  any  lime  during  the  kraeusen 
:»tiige.  the  only  difiference  between  them  being  that  the  first  includes 
pre>sure,  whether  applied  automatically  or  not,  while  the  second  is  re- 
stiicted  to  automatic  pressure.  The  limitations  expressed  in  the  third 
and  fourth  claims  emphasize  the  interpretation  of  the  first  and  second 
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as  claims  tor  processes  without  any  limitation  or  condition  in  v^spect 
to  the  pressure  period.  These  claims  must  therefore  be  deemed  as 
claims  for  the  process  of  treating  the  beer  whenever  it  is  in  the  kraeusen 
stage  by  holding  it  under  the  pressure  of  carbonic-acid  gas  by  means 
of  the  vent-bung  applied  to  the  shavings-cask.  The  third  claim  is  for 
a  process  of  like  treatment,  in  which  the  pressure  is  applied  at  the  be- 
ginning of  the  kraeusen  stage — that  is,  as  soon  as  the  fermentation  is 
active — and  is  maintained  until  the  beer  is  ready  to  be  drawn  off  for 
market.  The  fourth  claim  is  capable  of  two  interpretations.  It  may 
be  construed  as  one  for  the  process  of  the  third  claim  continued  after 
the  beer  has  become  ready  for  market,  to  preserve  it  in  good  condition, 
or  as  a  claim  for  a  process  of  treatment  which  does  not  begin  until  the 
end  of  the  kraeusen  stage.    The  latter  seems  the  better  construction. 

It  is  doubtful  whether  the  first  two  claims  are  not  invalid  upon  the 
face  of  the  patent,  as  being  merely  for  the  functions  of  the  bunging 
apparatus.  Unless  the  method  of  using  such  apparatus  was  so  well 
known  as  not  to  require  to  be  pointed  out  to  those  skilled  in  the  art, 
the  specification  is  insufficient;  and,  if  it  was  so  well  known  that 
description  was  not  necessary,  there  is  no  novelty  in  the  claims.  How- 
ever this  may  be,  these  claims  are  invalid  upon  other  grounds.  Their 
novelty  is  negatived  by  evulence  which  establishes  beyond  any  reason- 
able doubt  the  prior  public  use  in  this  country  of  the  respective 
processes  claimed  more  than  two  years  before  the  application  for  the 
patent  was  filed.  The  evidence  is  overwhelming  that  the  vent-bungs 
known  in  the  record  as  the  ^'  Shaefer  bung,"  the  ^*  Outh  bung,"  the 
''  Bachman  bung,"  and  others,  which  are  the  vent-bung  of  the  patent 
in  the  sense  that  they  have  the  same  functions,  and  are  automatic 
valves  designed  to  control  the  pressure  of  the  gas,  were  used  in  many 
breweries  during  the  period  between  the  years  of  1869  and  1876.  Some 
of  them  were  used  in  large  numbers,  and  they  were  applied  to  shavings- 
ca-sks  after  the  beer  had  reached  the  kraeusen  stage  for  controlling  the 
pressure  of  the  gas.  The  proofs  establish  that  in  some  instances  these 
vent-bungs  were  used  before  the  end  of  the  kraeusen  stage,  but  gener- 
ally they  were  used  after  the  active  fermentation  had  subsided,  when 
it  Wcis  desired  to  hold  the  beer  in  the  shavings-cask  for  some  period  of 
time  before  drawing  it  off  for  market.  The  testimony  of  Mr.  Sturm,  a 
highly-intelligent  witness,  shows  the  use  of  an  equivalent  vent-bung  as 
eariy  as  1801  in  two  breweries  in  Indianapolis.  The  bungs  were  de- 
signed and  made  by  hiin  at  the  request  of  the  brewers  by  whom  they 
were  used ;  they  were  used,  not  experimentally,  but  commercially ; 
were  applied  to  the  shavings-casks  before  the  active  fermentation  had 
subsided  in  the  beer,  and  were  intended  and  used  to  prevent  tbe  gas 
from  escaping  into  the  cellar  and  the  foam  and  yeast  particles  from 
running  over  the  cask. 

This  evidence  not  only  defeats  the  novelty  of  the  first  and  second 
claims,  but  also  the  iiovelty  of  the  fourth  claim,  unless  that  claim  is 
merely  a  restatement  of  the  third  claim  in  different  phraseology. 
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Thecomplaiuanta  have  failed  to  establish  ipfriageiDent  by  the  defiftDd- 
aot  of  the  third  claim  of  the  patent.  The  Bilreka.  ventbang,  which  the 
defendant  employs,  differs  in  details  of  eonstrnction  from  the  veot-bung 
particularly  described  in  the  patent,  bat  is  the  veut-bnng  of  the  claim, 
because  it  performs  the  function  of  holding  the  beer  under  antommtic 
gas-pressure.  But  the  testimony  for  the  complainants  does  not  show 
that  the  defendant  has  applied  this  apparatus  in  its  brewery  at  the 
beginning  of  the  kraeusen  stage  in  the  treatment  of  the  beer,  and  the 
testimony  for  the  defendant  is  explicit  that  the  apparatus  as  it  has 
always  been  used  there  is  not  applied  until  several  days  aftar  the  kraeu- 
sen has  been  introduced,  during  which  time  the  beer  is  allowed  to  work 
out  of  the  bung-hole.  The  direct  testimony  for  the  defendant  is  con- 
sistent with  probability  because  it  appears  that  as  commonly  ased  by 
brewers  the  bunging  apparatus  particularly  described  in  the  patent  and 
equivalent  apparatus  are  not  applied  until  the  beer  has  been  allowed 
to  clean  itself  for  a  few  days  of  the  kraeusen  stage. 

Mr.  Schwartz,  one  of  the  expert  witnesses  tbr  the  complatnante,  statee 
that  as  a  practical  brewer  he  would  not  use  the  apparatus  of  the  patent 
until  the  kraeusen  stage  is  somewhat  advanced,  and  that  it  is  deairable 
to  allow  the  beei^  to  work  out  of  the  cask  for  a  few  days,  and  thereby 
eliminate  the  bulk  of  the  impurities  before  applying  the  apparatna.  He 
states  that,  although  some  brewers  apply  it  at  the  beginning  of  the 
kraeusen  stage,  brewers  generally  do  not,  but  find  the  best  reeulta  are 
obtained  by  allowing  the  active  fermentation  to  proceed  a  few  Uaya 
before  doiug  so.  There  is  considerable  other  testimony  in  the  reoord 
to  the  same  effect  as  rfspects  the  nse  of  this  apparatus  and  of  the  sev- 
eral other  equivalent  devices. 

The  proof  seems  clear  that  the  defendant  has  used  the  Boreka  device 
in  just  the  same  way  in  which  the  Outh  vent-bung  was  used  in  its 
brewery  in  1875,  and  just  as  the  Meller  and  Hofmann  vent-bung  was 
used  in  its  brewery  during  the  time  it  was  authorised  to  use  that  device. 

The  bill  is  disminsed,  with  costs. 


lUnited  StatM  CiMnH  Court— KortlierB  Diatriot  of  Illinois.] 

IDE  V.  Ball  Engine  Oompant. 

JheUled  July  '22,  16S9. 
49  0.0.,  983. 
Inx— Stbam  Enoinb  Govbrnorb^Patemt  DbclarbdVoid  fob  ^▲mt  of  Nov- 

ELTY. 

Letten  Patent  No.  301,720,  graut^d  Jnly  8,  1884,  to  Albert  L.  Ide,  for  an  im- 
proveuient  iu  steuDi-eugiDe  goTeruors,  declared  void  for  want  of  patentable  nov- 
elty. 

IKVRNTION— MkCIIAMICAL  SKILL. 

Wlieie  tbe  joint  o|)«ratiou  of  mecbanioal  parts,  old  in  tbemaelvee,  when  oom* 
biued  ift  tbe  iia*ne  an  and  only  that  of  their  aeparate  operation  in  tha  oldar  ma* 
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chines,  there  U  no  patentable  combination,  althongh  then  may  be  some  oonyea* 
ience  in  bringing  these  parte  together  and  making  a  more  compact  machine. 
Sach  change  is  merely  mechanical,  and  does  not  rise  into  the  realm  of  inyention. 

Me$sr$.  Offield  <£  Towle  for  the  oomplaiDant. 

Mr.  John  JL  HaUoek  and  Mr.  J.  H.  Etoifmond  tor  the  defendant 
Bjuodgett,  J. : 

This  is  a  bill  in  equity  for  an  injanction  and  aoooanting  by  reason  of 
tiie  alleged  infringement  by  defendant  of  Letteni  Patent  No.  301,720, 
granted  Jnly  8, 1884,  to  the  oomplaioant  for  a  Bteam -engine  governor. 

The  natnre  and  soope  of  the  invention  covered  by  this  patent  are  de- 
scribed by  the  patentee  in  his  specification  as  follows : 

This  inTcntion  relates  to  thatolass  of  steam-engine  gOTemoia  knoWn  as  **  fly- wheel 
goremon,"  and  has  for  its  primary  object  to  proYlde  means  for  holding  the  eccentric 
ateadily  in  its  proper  poised  position,  in  opposition  to  the  tendency  of  certain  extra- 
neons  foroes  which  are  calculated  to  disturb  the  moyements  of  the  valve,  as  sought 
to  be  determined  by  the  balanced  forces  of  weights  and  springs  when  the  engine  itf  in 
motion. 

10  this  cud  the  iuvention  consists  in  the  combination  of  a  dash-pot  with  the  goT« 
emor  and  pulley,  said  dash-pot  connected  with  a  fixed  and  a  moveable  part,  or  with 
two  Fblalively  or  unequally  movable  parts— as,  for  example,  with  the  extremity  of 
a  weight-lever  and  the  pulley-hub. 

In  this  class  of  governors  the  position  of  the  eccentric  is  variably  determined  by 
the  opposing  and  self-balancing  forces  exerted  by  the  centripetally-aeting  spring  or 
springs  and  the  centrifngally-acting  weight  or  weights  connected  with  said  springs, 
the  inten^n  being  to  hold  the  eccentric  permanently  in  a  certain  poised  inisition  for 
a  given  sijeed  of  the  wheel  to  which  the  governor  is  applied,  and  to  vary  the  position 
<Kf  the  eccentric  exactly  as  the  speed  of  said  wheel  is  varied.  .  There  are,  however, 
eertain  temporarily-acting  causes  of  disturbance  calculated  to  ohsnge  the  position  of 
the  eceeiitric  independently  of  the  speed  of  the  wheel.  The  principal  of  these  die» 
turbiug  causes  is  the  inertia  of  the  reciprocating  partn,  including  the  eccentric  and 
the  parts  actuated  thereby ;  and  a  secondary  cause  is  the  gravity  of  the  eccentric 
when  not  counterbalanced  by  some  special  device  for  the  purpose.  At  a  regular  and 
very  high  speed  of  the  governor  wheel  or  pnlley  these  disturbiug  forces  operate  but 
slightly,  owing  to  the  momentum  of  the  weights,  which  serve  to  prevent  their  defleo- 
tion  from  a  regular  course;  but  at  lower  speeds  than  that  at  which  the  apparatus  is 
adjusted  to  run,  aud  particularly  in  accelerating  or  retarding  the  engine,  as  iu  start- 
ing up  or  slowing  down,  these  incidental  disturbing  forces  interfere  materislly  with 
the  valve  sction  and  give  an  objectionable  irregularity  to  the  movements  of  the 
weights.  In  the  case  of  an  engine  used  for  running  a  dynamo  for  electric -lighting 
purposes,  and  subject  to  sudden  and  wide  changes  in  requisitions  of  power  and  speed, 
the  eflTects  of  the  disturbances  referred  to  manifest  themselves  also  in  the  quality  or 
intensity  of  the  lights.'  A  dash-pot  constructed  and  attached  to  the  apparatus  in 
such  manner  as  to  prevent  sudden  movements  of  the  weight-levers  or  of  the  eccentric 
is  found  in  practice  to  wholly  overcome  the  defects  indicated  and  to  give«a  desirable 
steadiness  and  regularity  to  the  movements  of  the  movable  parts  of  the  governor,  as 

well  AS  accuracy  and  reliability  to  the  cut-off  action  of  the  valve. 

•  •  •  •  ••  • 

*  *  *  The  cylinder  of  the  dash-pot  U  filled  with  glycerine  or  some  other  non- 
compressible  liquid,  preferably  one  that  is  also  not  congealable  at  a  temperature  to 
which  the  engine  is  likely  to  be  exposed.  By  means  of  the  dash-pot  applied  to  the 
relatively  movable  aud  stationary  parts  or  to  the  niieqnally-moving  parts,  as  described, 
wide  and  sudden  radial  movomeuts  of  the  weights  K'  are  prevented,  and  as  a  conse- 
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qaenoc  tho  governor  will  have  a  steady  and  efficieut  action  at  all  speeds  of  the  polley 
or  wheel  to  which  said  governor  is  applied.     •    •     • 

By  the  term  *'daah-pot"  in  ite  appended  claim  I  mean  the  device  techuieally 
known  hy  that  nauie^nsaally  comprising  a  closed  cylinder,  a  piston  having  a  pae- 
•age  through  or  around  it,  and  a  flaid  confined  in  the  cylinder,  as  shown— or  its 
equivalent. 

The  patentee  has  bat  one  claim,  which  is->- 

lu  a  fly-wheel  governor,  tho  comhinatiou,  with  relatively-movable  part«,  of  a  dajih- 
pot,  substantially  as  described. 

The  proof  shows  without  dispute  that  as  earl}-  as  1880  the  Buckeye 
Manufacturing  Gompauy,  of  Salem,  Ohio,  placed  upon  the  driving-shafts 
of  their  engines  governors  with  weighted  arms  arranged  to  swing  ceu- 
trifngally  as  the  shaft  revolved  so  as  to  act  upon  the  eccentric,  and  kept 
from  swinging  too  readily  by  centripetal  springs,  the  arrangement  and 
function  of  the  movable  and  fixed  parts  of  the  governor,  being  substan- 
tially like  the  movable  and  fixed  parts  of  the  Ide  governor,  except  that 
it  had  no  dash-pot,  the  operative  parts  being  held  in  place  uiK)n  the 
shaft  of  the  engine  within  a  comparatively  light  shell  or  case  with 
radial  arms  extending  from  the  shaft.  One  of  these  Buckeye  engines 
was  placed  in  what  was  known  as  the  ^'  Pacific  Elevator"  or  '<  Dow's 
Stores,"  in  Brooklyn,  in  the  State  of  New  York,  and  its  governor  not 
securing  such  steadiness  of  motion^n  the  engine  as  was  desired,  a  dash- 
pot  was,  in  December,  1880,  put  into  the  governor  in  substantially  the 
manner  shown  by  the  defendant's  "  Exhibit  B,"  in  evidence  in  this  case^ 
the  dash-pot  in  '*  Exhibit  B"  being  attached  to  one  of  the  swinging  arms 
of  the  governor  and  to  a  fixed  part,  so  that  its  oi)eration  was  essentially 
the  same  as  that  of  the  dash  pot  in  the  complainant's  patent. 

In  July,  1881,  governors  similar  in  arrangement  of  parts  and  with 
dash-pots  were  put  into  the  engines  of  the  Hartford  Carpet  Company^ 
at  Thompsonville,  Conn.,  and  th^  engine  of  the  Hartford  Manilla  Com- 
pany, at  Burnside,  Conn.,  and  these  governors  with  da8h-i)ot8  attached 
had  conjdnued  in  use  on  these  engines  up  to  the  time  the  proofs  were 
taken  in  this  case,  and  all  had  proved  effective  in  securing  steadiness 
of  action  in  the  engines  to  which  they  were  attached,  or,  as  the  wit- 
nesses expressed  it,  preventing  sudden  and  violent  fluctuations  of  the 
governor. 

The  dash-pots  attached  to  these  Buckeye  governors  were  connected 
with  a  movable  and  fixed  part  of  the  governor  in  such  a  manner  as  to 
^e  accurately  described  by  the  specifications  of  complainant's  patent. 
In  other  words,  the  structure  of  these  Buckeye  governors  with  tho  dash- 
pot  added  was  such  as  to  make  them  a  manifest  and  palpable  infringe- 
ment of  the  complainant's  patent  if  they  had  been  made  and  used  after 
instead  of  before  that  patent. 

The  only  feature  in  which  these  Buckeye  governors  with  the  dash-pot 
adde^l  can  be  differentiated  from  the  complainant's  patent  is,  that  they 
xgeve  not  placed  in  the  fly-wheel  of  the  engines  to  which  they  were  at- 
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tached.  Mr.  Ide  has  taken  this  Brooklyn  and  Thompson ville  governor 
oat  of  the  shell  or  disk  in  which  it  was  placed  by  the  agents  of  the  Buck- 
eye Oompauy  on  the  shaft  and  attached  it  to  the  hub  and  radial  arms 
of  the  fly-wheel  of  bis  engine,  and  the  claim  of  his  patent  i6  for  pntting 
this  governor  with  dash-pot  into  tbe  fly-wheel  of  the  engine.  The  most 
that  he  has  done  has  been  to  fasten  this  old  Brooklyn  and  Thompson- 
ville  governor  to  the  arms  of  the  fl^'  or  balatice  wheel  of  bis  engine  in- 
stead of  leaving  it  on  the  driving- shaft,  where  he  fonnd  it,  and  the  only 
question  is,  has  he  invented  anything  in  doing  this t  I  do  not  learn 
from  the  proof  that  any  new  function  is  obtained  from  thei'orabination 
covered  by  this  claim.  The  governor  still  performs  the  same  function, 
and  no  other,  that  it  did  when  fastened  to  the  shaft  by  the  shell  and 
arms  as  in  the  Brooklyn  and  Thompsonville  governors,  and  the  fly- 
wheel still  performs  the  functions  it  did  before  the  governor  was  brought 
into  it  Their  joint  operation  when  combined  is  the  same,  and  only 
that  of  their  separate  operation  in  the  older  machines. 

The  patent,  Xherefore,  seems  to  me  to  come  clearly  within  the  rule  in 
Eeckendor/er  v.  Fdber  (1)2  P.  S.,  354,)  and  PickerUig  v.  MoVullough  (C.  D., 
1882,  28;  104  U.  S.,  310).  It  is  true  there  may  be  some  convenience  in 
bringing  these  parts  together  and  making  a  more  comx)act  machine,  bnt 
that  is  a  ijnere  mechanical  change  which  does  not  rise  into  the  realm  of 
invention. 

As  was  said  by  Mr.  Justice  Matthews  in  tbe  case  last  cited : 

lu  the  patentable  oombiiuitionB  of  old  elemeuts  all  tbe  count itucutH  mast  so  enter 
into  it  OH  tbnt  e»cU  quiAliii«)8  every  other.  **  *  *  It  uin^t  form  nittier  a  umw  tiia- 
cbine  of  a  distinct  character  and  function  or  produce  a  result  <liie  tt>  rh«»  joint  co- 
oxterating;  action  of  all  the  elements.  It  \s  not  a  lupru  adding  toj^i^tlusL-  of  separatt* 
con  tri  bullous. 

For  these  reasons  I  am  of  opinion  that  the  patent  is  not  valid,  and 
that  the  bill  should  be  dismissed  for  want  of  equity. 


^Unlte<l  SUtes  Circuit  Court^Distriot  of  llasuchai»ett8.J 

Th£  United  Sxatss  op  Amebioa  v.  The  American  Bell  Tele- 
phone Company  et  al. 

Decided  Sejytemher  9,  la^i^Q. 
49  0.  a.,  284. 

1.  Practice  in  tub  Courts^ Am bitdment  op  JCquity  Pleadings. 

Altbongb  nnder  tbe  acts  of  Congress  tbe  power  of  the  courts  of  tbe  United 
States  with  respect  to  tbe  amendment  of  eqiiitj'  pleadings  is  plenary,  the  allow- 
ance of  sncli  amendment  Is  a  qnestion  of  Jndicial  discretion  depending  largely  on 
the  special  circumstances  of  tbe  cases. 

2.  Saub— Same.  C^r\nn]f> 

Onp  of  tbe  defendants,  C,  filed  a  general  answer  to  tbe  tillfl^tid  ft^dtH^rYreTend- 
aut,  B,  (ilfd  a  plea  and  answer  in  .support  tbercof.  Befoi^  any  evidence  bad  been 
taken  in  tbe  caii-st'  tbe  defendant  C  axked  leave  to  withdraw  its  answer  and  to 
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file  the  same  plea  and  ansvrer  in  support  thereof  which  had  been  filed  bj  the  de- 
fendant B.  ffeld  that  the  motion  was  not  open  to  the  objeotion  of  intiodnolng'  a 
new  defense  on  a  new  state  of  facts,  jor  of  changing  the  substance  of  the  case 
made  by  the  bill,  or  of  setting  up  a  merely  technical  defense,  and  that,  a*  the 
oonvenienbe  of  the  case  would  lie  best  promoted  by  having  the  issnes  proceed 
jparijMMfa  as  to  each  defendant,  the  motion  should  be  granted. 

Mr.  €harge  A.  Jenks  and  Mr.  Charles  8.  Whitman  for  theoomplainaQt. 
Mr.  Ohauneey  Smith  and  Mr.  Elias  MeriHn  for  the  defendants. 

Colt,  Jl; 

In  this  case  the  defendant  company  has  filed  a  general  answer  to  the 
biir,  and  the  defendant  Bell  has  filed  a  plea  and  answer  in  support 
thereof.  The  defendant  company  now  asks  leave  to  withdraw  its  an- 
swer and  to.  file  the  same  plea  and  answer  in  support  thereof  which  has 
been  filed  by  Bell. 

By  section  954  of  the  Revised  Statutes  the  courts  of  the  United  States 
may  at  any  time  permit  either  of  the  parties  to  amend  any  defect  in  the 
process  or  pleadings  upon  such  conditions  as  they  may  in  their  discre- 
tion or  by  rule  prescribe. 

The  pleuslry  power  of  the  courts  of  the  United  States  with  resi>ect  to 
amendment  of  pleadings  under  the  acts  of  Qongress  is  recognized  in 
Eberly  v.  Moore,  (24  How.,  147.) 

In  Hardin  v.  Boyd  (113  U.  S.,  750,)  the  Supreme  Court  states  the  rule 
as  follows : 

In  reference  to  amendments  of  equity  pleadings  the  courts  have  found  it  impracti- 
cable to  lay  down  a  rule  that  would  cover  all  cases.  Their  allowance  must  at  every 
stage  of  the  cause  rest  in  the  discretion  of  the  court,  and  that  discretion  must  depend 
largely  on  the  special  circumstances  of  each  case.  It  may  be  said  generally  that  in 
passing  upon  appUcations  to  amend,  the  ends  of  Justice  should  never  be  sacrificed  to 
mere  form  or  by  too  rigid  an  adherence  to  teohnicHl  rules  of  practice.  Undoubtedly 
great  oantiou  should  bo  exercised  when  the  application  comes  after  the  litigation  has 
continued  for  some  time,  or  wUeu  the  granting  of  it  would  cause  serious  iuconvenience 
or  expense  to  the  opposite  side.  And  an  amendment  should  rarely,  if  ever,  be  per- 
mitted where  it  would  materially  change  the  very  substance  of  the  case  made  by  the 
bill,  and  to  which  the  i»arttes  have  directed  their  proois. 

It  thus  appears  that  the  allowance  of  amendments  of  equity  plead- 
ings is  a  question  of  judicial  discretion,  depending  largely  ou  the  S|>ecial 
circumstances  of  each  case.  The  present  motion  is  not  open  to  the  ob- 
jection of  introducing  a  new  defence  on  anew  state  of  facts,  or  of  chang- 
ing the  aubstance  of  the  case  made  by  the  bill.  It  is  not  made  for  the 
the  purpose  of  setting  up  a  merely  technical  defense,  nor  after  the  liti- 
gation has  continued  and  evideyce  has  been  taken,  nor  does  it  seem  to 
me  that  granting  it  would  cause  inconvenience  or  expense  to  the  other 
side.  Ui>ou  this  last  point  it  is  urged  by  the  defendants  that  it  will  be 
more  convenient  and  less  expensive  to  first  try  the  question  of  fraud 
whibh  is  raised  by  the  plea,  and  which  may  dispose  of  the  case.  The 
^unselfortheilefendants  further  say  that  the  general  answer  was  filed  on 
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behalf  of  the  Bell  Company  auder  the  miBappreheusion  that  the  equity 
rules  of  this  court  were  the  same  as  preirail  iu  the  Ifassachiisetts  State 
Court,  aud  that  but  for  this  misapprehensioa  the  same  plea  and  answer 
in  support  thereof  would  have  been  filed  on  behalf  of  the  defentlant 
eompany  as  was  llled  by  the  defendant  Bell. 

Although  the  question  of  priority  of  inventiou  is  raised  by  the  biU| 
the  defendants  insist  that  when  this  case  was  before  the  Supreme  Court 
on  demurrer  (128  U.  S.  'dl5)  that  Court  directed  its  examination  to  the 
qneation  of  whether  the  bill  contained  sufficient  allegations  of  fraud, 
and  that  the  Court  refused  to  go  a  step  beyond  the  posiition  that  the 
Government  had  the  power  to  bring  suit  to  annul  a  patent  in  the  event 
that  it  was  obtained  by  firautL  In  view  of  this  opinion  of  the  Supreme 
Court  it  IS  urged  that  the  issue  of  fraud  should  be  first  tried  as  to  both 
of  the  defendants. 

With  the  decision  of  the  Supreme  Court  before  rne,  I  think  there  are 
strong  equitable  grounds  for  granting  this  motion.  Limiting  the  case 
to  the  question  of  fraud  may  confine  the  t^timony  within  comparatively 
narrow  bounds,  whereas  the  question  of  priority  alone  involves  a  labori- 
ons  and  extensive  examination-  If  there  is  an  issue  in  the  case  which 
may  dispose  of  it  without  going  into  that  elaborate  investigation,  it 
seems  to  me  that  the  discretion  of  the  court  should  be  exercised  iu  favor 
of  such  a  limitation.  Again,  so  far  as  the  defendant  Bell  is  concerned, 
this  issue  must  be  first  tried,  because  the  plaintifi:'ha8  filed  a  replication 
to  BelPs  plea. 

While  it  must  be  admitted  that  a  motion  to  withdraw  an  answer  and 
substitute  a  plea  is  rare  in  equity  causes,  still,  taking  into  consideration 
all  the  circumstAneeH  as  preseute<l  iu  this  case,  I  am  of  opinion  that  the 
justice  and  c«-nvenieuce  of  the  case  will  be  best  promoted  by  having  the 
issues  proceed  pari  pas$u  as  to  each  defendant,  and  that  therefore  the 
motion  should  be  granted. 

Motion  granted. 


lUnitod  Stole*  Clroalt  Coart— BMtoni  IMstrim  of  MisMuri,  Knaiitn  Division.) 

Cabson  V.  TJbt  bt  al. 

Decided  Septetkber  2, 18H9. 

49  O.a,  411. 

Labbl  which  is  not  a  Valid  Tkadb-Mark. 

A  Label  wbicb  does  not  lDdivar.e  with  any  degree  of  certainty  by  what  particu- 
lar person  or  firm  tbe  artidefi  to  which  it  may  be  aflBzed  were  mannfaotured,  or 
serve  to  diHtinguisb  tbe  goods  of  one  manufacturer  from  the  goods  of  another,  and 
in  which  complainant  appears  to  hare  no  vendible  interest,  but  merely  a  right  td 
nse  it  on  articles  of  bis  own  make,  so  long  and  only  so  long  as  be  remains  a  mem- 
ber of  a  certain  union,  is  not  a  valid  Trade-Mark. 
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2.  SaME'-BILL   to  SE8TRAI2?  THE  MAKING  AND  SELLING  COUNTBRVEITS  THKHBOF— 

PuESUMPTiON  Arising  from  such  Manufacture  and  Sale. 

A  bill  to  ftistrain  defendantB.  from  makiug  and  selliDg  coauterfeits  of  Labt^H 
that  are  not  Trade-Marks  may  be  maiutaiued,  eveu  though  it  does  not  show  that 
defendauts  have  affixed  any  of  the  sparious  Labels  to  articles  of  their  own  manu> 
facture,  or  that  they  have  sold  any  articles  bearing  the  counterfeit  Labels,  whertf 
it  appears  that  complainant  has  a  right  to  use  the  Label  and  the  right  to  use  it 
is  a  valuable  one,  and  the  adoption  of  the  Label  is  not  uulawfi:!  or  opposed  lo 
pnblic  policy,  and  that  he  has  sustained  such  special  pecuniary  damages  as  give?* 
him  a  right  to  complain  of  the  fraud.  From  the  fact  that  defendants  have  made 
and  sold  spurious  Labels  and  advertised  them  for  sale,  it  will  be  presumed  that 
they  intended  that  tbey  should  be  ns*)d  by  the  persons  who  buy  them  ou  articles 
similar  to  those  on  which  oomplainaut  uses  them,  and  that  Ihey  manufacture  and 
sell  them  for  that  purpose. 

3.  Same. 

Such  case  is  not  a  Trade-Mark  case,  and  the  court  cannot  iuterfere  as  in  ordiuav\ 
Trade-Mark  cases. 

4.  Same. 

Cases  of  Cigar  Makers*  ProteoHve  Unim,  No,  98  v.  Conhaim  et  al.  (41 N.  W.  Rep. 
943)  and  Schneider  v.  Williame  (14  Atlantic  Rep.,  812)  distioguishedfrom  the  case 
at  bar. 

On  demurrer  to  the  amended  bill. 

Messrs.  Briesen^  Steele^  Knauth^  and  Messrs.  Houghj  Overall^  Judsou 
for  the  complainant 

Mr.  Chester  H.  Krum  for  the  defendants. 

[STATEMENT  OF  THE  CASE. 

The  case  made  by  the  bill  and  admitted  by  the  demurrer  may  be  sum- 
marized as  follows: 

The  ''  Cigar  Makers'  International  Union  of  America"  is  a  voluntary 
unincorporated  association  of  practical  cigar-makers,  having  many  mem- 
bers^ and  was  formed  to  promote  the  mental,  moral,  and  pbyt^ical  wel- 
fare of  its  members,  to  assist  them  in  obtaining  remunerative  wagers  to 
extend  pecuniary  aid  to  members  and  their  families  in  ca^e  of  sickness 
or  death,  and  generally  to  maintain  a  high  standanl  of  workmanship. 

In  September,  1880,  at  a  convention  held  by  members  of  the  union,  a 
Label  was  adopted  to  be  placed  on  cigar-boxes  for  the  purpose  of  des- 
ignating cigars  made  by  members  of  the  union.  The  Label  is  uothiug 
more  than  a  certificate  printed  on  blue  paper,  aiid  purporting  to  have 
been  issued  by  authority  of  the  union,  to  the  effect  that  the  cigars  con- 
tained in  the  box  to  which  it  is  afSxed  have  been  made  by  first-class 
workmen,  members  of  the  uniou,  and  not  by  ^^  inferior  rat-shop,  coolie, 
prison,  or  tenement-house  workmanship.''  All  members  of  the  "  Cigar 
Makers'  International  Union  of  America  "  (and  the  membership  is  said 
to  exceed  25,000)  are  allowed  to  affix  the  Label  to  cigars  made  and  sold 
by  themselves,  provided  they  do  not  employ  others  to  make  cigars.  It 
is  also  the  practitre  of  the  iniion  to  furnish  the  Label  gratuitrionsly 
to  all  cigar-manufactnrers  throughout  the  Uirited  States  who  employ 
exclusively  members  of  the  union  at  an  agreed  schedule  of  wages. 
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Ck)mplaiuaiit  in  this  case  is  a  meaiber  of  the  union,  and  for  two  years 
past  has  been  making  and  selling  cigars  of  his  own  mauut'actare  in  the 
city  of  New  York,  and  in  the  course  of  his  business  has  used  (as  he  is 
entitled  to)  the  union  Label  aforef^aid  and  huiitup  a  profitable  trade. 

The  wages  received  by  members  of  the  union  are  about  $3  higher 
per  1,000  cigars  than  the  wages  received  by  otlier  cigar-makers,  and 
cigars  bearing  the  union  Label  are  worth  in  the  uiarki^t  $3  per  1,000 
more  than  they  would  be  worth  without  it*  because  in  public  estima- 
tion the  LabeLis  a  guaranty  that  the  cigars  bearing  it  have  been  made 
by  competent  workmen  In  dean  and  healthy  shops. 

By  the  use  of  the  genuine  Label  in  question  ou  cigars  of  lii.s  own  man- 
ufacture the  complainant  has  made  great  profits,  and  the  public  has 
also  been  protected  from  purchasing  inferior  cigars. 

Since  the  adoption  of  the  union  Label  and  since  complainant  began  to 
use  the  same  the  defendants  have  conspired  to  cheat  and  defraud  com- 
plainant and  other  members  of  the  union  as  well  as  the  public  by  mak- 
ing and  selling  and  offering  for  sale  counterfeit  Labels  for  cigar-tiozes. 
The  Label  made  and  sold  by  defendants  is  a  facsimile  of  the  union  Label, 
and  cannot  fail  to  deceive.  In  furtheranc,e  of  the  scheme  to  defraud 
defendants  have  adopted  a  fictitious  name  under  which  they  manufact- 
ure and  sell  the  counterfeit  Lal)el  in  question,  and  they  also  have  their 
correspondence  concerning  the  same  sent  to  a  false  address  in  the  city 
of  St.  Louis,  whence  it  is  forwarded  to  defendants'  real  place  of  busi- 
ness. By  making  and  selling  such  spurious  and  counterfeit  Labels  to 
cigar-manufacturers  throughout  the  country  the  public  is  deceived  and 
a  great  pecuniary  loss  is  occasioned!,  which  is  borne  by  thecoinplainant 
and  other  members  of  the  union,  who,  like  him,  manufacture  and  sell 
cigars  and  make  use  of  the  genuine  union  Label  in  the  course  of  their 
business  to  enhance  the  value  of  their  product  and  increase  the  demand 
therefor. 

Such  in  brief  is  the  case  made  by  the  bill. 

Thayer,  J.  (after  stating  the  facts  as  above) : 

On  the  facts  stated  I  think  that  complainant  is  entitled  to  equitable 
relief.  It  is  no  doubt  true  that  the  union  label  does  not  answer  to  the 
definition  ordinarily  given  of  a  technical  Trade-Mark,  because  it  does 
not  indicate  with  any  degree  of  certainty  by  what  particular  person  or 
firm  the  cigars  to  which  it  may  be  affixed  were  manufactured,  or  serve 
to  distinguish  the  goods  of  one  cigar  manufacturer  from  the  goods  of 
another  manufacturer,  and  because  the  complainant  appears  to  have  no 
vendible  interest  in  the  Label,  but  merely  a  right  to  use  it  on  cigars  of 
his  own  make  so  long,  and  only  so  loug,  as  he  remains  a  member  of  the 
union.  In  each  of  these  respects  the  Label  lacks  the  characteristics  of 
a  vidid  Trade-Mark.  The  court  cannot  interfere  in  this  instance,  as  in 
ordinary  Trade-Mark  cases,  on  the  ground  tliat  one  person  is  intention- 
ally or  unintentionally  appropriating  a  mark,  symbol,  design,  or  word 
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which  ba8  become  the  ezclasive  property  of  another  when  ased  by  him 
to  distingaish  goods  of  a  certain  class.  In  short,  this  is  not  a  Trade- 
Mark  case.  As  i  view  it,  it  is  a  bill  filed  to  restrain  the  defendants 
from  perpetrating  a  fraud  which  injures  the  oomplainant^s  business 
and  occasions  him  a  pecuniary  loss.  Even  where  no  Trade-Mark  was 
infringed  or  involved,  courts  of  equity  have  granted  iujanctions  on  m<»« 
liian  one  occasion  against  the  use  upon  goods  of  certain  marks,  labels, 
wra^piMTS,  etc,  when  the  evident  design  of  such  use  was  to  deceive  the 
public  by  concealing  the  true  origin  of  the  goods  and  making  it  appear 
that  they  were  the  pr6dnct  of  some  other  manu&cturer  of  established 
reputation,  thereby  depriving  the  latter  of  a  portion  of  the  patronage 
that  would  otherwise  come  tohimorinjuringthe  reputation  of  his  goods. 
(Oroft  V.  Day,  7  Beavan,  84;  MeLenm  v.  Fleming^  96  U.  S.,  245 ;  Wdker- 
tpoan  V.  Curriey  5th  H.  L.  Gases,  508 ;  8eixo  v.  Provezende^  L.  R.  Ist  Ohan., 
195 ;  TkompiOH  v.  W%neke$terj  19  Pick.,  214 ;  Perry  v.  TrueJUt^  6  Beavan, 
66 ;  ITeunnan  v.  Alvard.  51  N.  Y.,  189 ;  Averff  A  8(ms  v.  Meikle^  81  Ky., 
73 ;  Burton  v.  /SlroOoa,  12  Fed.  Bep.,  696;  Brcnon  Chemical  (km^^amg  v. 
Meyer^  31  Fed.  Bep.,  463 ;  Browne  on  Trade-Marks,  sections  43  and  44.) 

No  valid  rea;son  can  be  assigned  why  the  principle  which  underlies 
these  decisions  does  not  entitle  the  complainant  to  relief.  The  right  of 
the  court  to  grant  relief  in  the  cases  cited  was  predicted  on  the  ground 
that  the  conduct  of  the  parties  proceeded  against  in  intentionally  mark- 
ing, labeling^  wrapping,  or  advertising  their  wares  so  that  tiiey  would 
foe  mistaken  for  the  goods  of  some  other  manufacturer  was  fraudulent 
That,  and  the  fact  that  the  fraud  comi)lained  of  had  a  natural  tendency 
to  injure  the  business  of  the  person  whose  marks,  labels,  etc.,  had  been 
8imnlated,  by  lessening  his  sales  or  injuring  the  reputation  of  his  goods, 
was  held  sufiQcient  to  give  the  person  who  had  thus  sustained  or  was 
liable  to  sustain  special  damage  a  right  to  equitable  relief. 

In  the  case  at  bar  complainant  shows  that  he  has  a  clear  right  to  use 
the  nuiou  La&el  aud^that  the  right  to  use  it  is  a  valuable  privilege,  in- 
asmuch as  it  enhances  the  value  of  the  cigars  which  he  manufactures 
and  sells  and  increases  the  demand  therefor. 

It  does  not  api^ar  from  the  averments  of  the  bill  that  the  action  of 
the  Cigar  Makers'  Union  in  adopting  a  Label  to  distinguish  cigars 
made  by  its  members  was  or  is  in  any  respect  unlawful  or  oppooed  to 
public  policy.  On  the  other  hand,  the  action  of  the  defendants  is  con- 
fessedly fraudulent. 

The  demurrer  admits  that  they  are  engaged  in  making  and  selling 
-counterfeit  Labels  purporting  to  have  been  issued  by  the  '<  Cigar 
Makers'  International  IJnion  of  America."  The  bill  avers  that  the  sale 
of  such  counterfeit  Labels  injures  the  complainant's  trade  and  businessi 
and  such  would  seem  to  be  the  necessary  and  immediate  result  of  such 
fraudulent  acts.  In  other  words,  complainant  shows  that  he  has  sus- 
tained such  special  pecuniary  damage  as  gives  him  the  right  to  corn- 
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plaiii  of  tbe  fraud.  It  is  trne  that  tbe  bill  does  Dot  show  Uiat  the 
defendants  have  affixed  any  of  the  sporioos  Labels  to  eigars  of  their 
own  manafiAetare,  or  that  they  have  sold  any  eigars  bearing  the  eonn- 
terfeit  oertifieates  or  Labels ;  bat  this  is  not  important.  From  tbe  fact 
that  they  have  made  and  sold  sporious  Labels  and  advertised  them  for 
sate  the  coort  most  presame  that  defendants  intend  that  they  shall  be 
need  on  dgar-bozes  by  the  persons  who  bay  them,  and  that  they  mana- 
faetore  and  sell  them  for  that  purpose. 

The  condnet  of  the  defendants  is  eqoally  as  cqlpable  as  that  of  the 
manafActnrers  of  cigars  who  bay  and  ose  the  sporioos  Labels,  and  the 
loss  which  complainant  sostains  by  the  ose  of  the  same  on  cigar-boxes 
is  as  direedy  anribotable  to  the  persons  who  make  and  sell  the  coon- 
terfeit  Labels  as  to  the  dealers  in  cigars  who  bay  and  ose  them. 

In  cimdasion,  I  will  add  that  my  attention  was  called  on  the  hearing 
of  the  demnrrer  to  a  recent  decision  of  the  SapreoM  Goort  of  Minne- 
sota affecting  the  union  Label  in  the  case  of  the  Cigar  Makers?  Vrotect- 
we  Uman,  No.  9S,  v.  Iknid  E.  OmUudm  et  al,  {41  N.  W.  Bep.,  943.) 
Also,  to  a  decision  of  the  Coort  of  Chancery  of  New  Jersey  in  the  case 
of  Behmeider  v.  WiUiams  ( U  Atlantic  Rep.,  812.)  In  both  of  those  cases, 
the  bill  seems  to  have  been  framed  apon\the  theory  that  the  anion  La- 
bd  was  a  technical  Trade-Mark,  and  that  as  snch  it  was  the  property 
of  the  members  of  the  anion  in  the  aggregate,  and  that  any  one  or 
more  members  of  the  onion,  whether  they  were  or  were  not  engaged  on 
their  own  acooont  in  the  manofiEUStare  and  sale  of  cigars  an^  in  the  use 
of  the  Label,  might  maintain  a  suit  to  restrain  an  onauthorized  party 
from  asiog  the  Labol.  The  decision  in  each  case  was  adverse  to  such 
contention.  The  bills  appear  to  have  been  filed  by  persons  and  by  au 
association  who  were  not  engaged  in  the  manufacture  and  sale  of  cigars 
on  their  own  account  Hence  they  were  not  injuriously  aftected  by  the 
fraodolent  acts  complained  of,  or,  if  they  were  liable  tosuifer  a  pecuoi* 
ary  loss  to  any  extent  or  at  any  time  in  consequence  of  snch^acts,  the 
loss  to  be  apprehended  was  indirect  and  speculative. 

It  may  well  be  conceded  that  the  plaintifts  in  those  cases  had  no  sack 
property  rights  involved  as  would  enable  them  to  maintain  an  actioui 
even  on  the  theory  on  which  this  decision  proceeds.  The  case  at  bar 
diiiers  lirom  those  cases,  however,  in  the  respect  before  mentioned,  that 
complainant  is  himself  a  manufactarer  of  cigars,  and  according  to  the 
averments  of  the  bill  has  built  up  a  profitable  trade  by  the  use  of  the 
anion  Label,  which  trade  has  been  damaged  and  is  liable  to  be  further 
damaged  by  the  fraudulent  acts  of  the  defendants^  I  think  that  he  is 
entitled  to  relief  on  the  facts  stated  in  the  amended  bill,  and  accord^ 
ingly  overrule  the  demurrer. 
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[UniteSd  StAtet  Circuit  Court— DUtriot  of  Oregon.] 

Asbestine  Tiling  and  MANUFACTUBiNa  Company  v.  Hepp  et  ai.. 

Deoided  June  28,  1889. 
49  O.  G.,  413. 

U  iMrRIKOBMBXT  -ACCOUNTINO. 

Under  section  4921  of  tlie  Revised  Statutes,  where  a  decree  is  giyen  in  a  snit  in 
eqnity  restraining;  the  infringement  of  a  right  seonred  by  patent,  the  court  may 
also  decree  a  recovery  of  the  profits  arising  from  such  infringement  and  the  dam- 
ages  the  plaintiff  has  sustained  thereby. 
2.  IfuxiciPAL  Corporation— Infrinobmbkt  of  Patsnt. 

Where  the  council  of  Portland  authorizes  a  contractor  to  lay  a  sewer  in  one  of 
its  streets  in  pursuance  of  a  power  contained  in  its  act  of  incorporation,  and  in 
so  doing  the  contractor  infringes  tipou  the  patent  of  another  for  making  sewer- 
pipe,  the  act  being  a  corporate  one  for  the  benefit  of  the  corporation,  it  is  liable 
for  such  infringement  the  same  as  a  private  corporation  or  person. 

Suit  iu  equity  for  the  infringemeut  of  a  patent. 

Mr.  Albert  H.  Tann&r  for  the  complainant. 
Mr.  William  JET.  Adams  for  the  defendants. 

Deady,  J.  ; 

This  suit  is  brought  by  the  Asbestine  Tiling  and  Manufacturing  Com- 
pany, a  corporation  formed  under  the  laws  of  Washington,  against  Y. 
Hepp  and  F.  D.  Ball,  citizens  of  the  State  of  Oregon,  and  the  city  of 
Portland,  a  municipal  corporation  of  said  State.  It  is  brought  to  restrain 
the  defendants  from  using  or  vending  certain  molds  for  making  mortar 
pipes  for  which  Ezra  M.  Hamilton,  the  inventor,  on  October  23, 1877,  ob- 
tained a  pateut  from  the  United  States,  No.  186,295  for  the  term  of  four- 
teen years,  ^r  an  account  of  the  profits  arising  from  the  making,  using, 
and  vending  of  said  molds,  and  damages  for  the  same.  The  defend- 
ants Hepp  and  Ball  answer  the  amended  bill,  and  the  city 'of  Port- 
land demurs  thereto. 

It  appears  from  the  bill  that  tbe  plaintiff  is  the  assignee  of  this  patent 
for  this  county,  and  that  the  city  of  Portland  is  authorized  by  its  act  of 
incorporation  to  lay  down  sewers  within  the  corporate  limits,  designate 
the  material  to  be  used  in  the  construction  of  the  same,  exercise  ex- 
clusive coutrol  in  all  matters  relating  thereto,  and  to  assess  the  cost 
thereof  on  the  property  benefited  thereby ;  that  the  defendant,  by  its 
common  council,  has  employed  and  contracted  with  the  defendants  Hepp 
and  Ball  to  put  down  numerous  sewers  constructed  of  pipe  made  with 
said  molds,  and  in  pursuance  thereof  has  used  a  large  number  of  said 
molds  and  a  large  quantity  of  pipe  made  by  means  thereof,  and  is  about 
to  contract  with  them  for  the  construction  ot  other  sewers  therewith. 

On  the  argument  of  the  demurrer  the  points  made  in  support  of  it 
were  t hese :  ^'Q'^'^^^  ^y ^ a" 
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(1)  The  city  of  Portland,  in  eonstnioting  aewen,  exercises  a  police  power  for  the 
benefit  of  the  public  health,  which  '*  in  no  way  inares.to  the  profit  or  advaataj^e  of  the 
eity  in  its  corporate  capacity/'  and  therefore  it  "is  not  liable  for  the  infringement  of 
a  patent  in  prosecuting  saeh  work." 

(2)  The  city  of  Portland  is  not  liable  for  profits  on  account  of  the  alleged  lofHnge- 
ment,  ''  none  being  realised"  or  '*  claimed  by  the  bill.*'  Hence  equity  has  no  Juris- 
diction. 

(3)  The  city,  if  liable  at  all,  is  only  liable  for  damages,  and  these  can  only  be  re* 
covered  in  an  action  at  law. 

By  sectiou  4921  of  the  Revised  Statate;  (section  55,  act  of  Jaly  8, 1870, 
16  U.  S.  S.,  206)  it  is  provided  that  in  oases  arising  under  the  patent  laws 
this  conrt  shall  have  power  to  grant  injunctions — 

to  prevent  the  violation  of  any  rij^ht  secured  by  patent,  and  upon  a  decree  being 
rendered  in  any  such  case  for  an  iofriugeiuent  the  complainant  shall  be  entitled  to 
re<*OTer,  in  addition  to  the  profits  to  be  accounte<l  for  by  the  defendant,  the  damages 
the  plaintiff  has  sustained  thereby. 

Presumably  the  city  ban  made  no  profits  out  of  the  alleged  infringe- 
ment; but,  whether  it  has  or  not  or  will  not,  the  complainant  is  pre- 
sumably damaged  thereby  to  the  extent  of  the  royalty  or  license  fee 
usually  charged  for  the  use  of  the  patent. 

Piior  to  the  act  of  1870  damages  could  not  have  been  recovered  in  a 
suit  in  equity  for  the  infringement  of  a  patent,  but  resort  must  have 
been  had  to  an  action  at  law  for  this  purpose. 

The  city,  like  any  natural  i)erson,  may  be  enjoined  from  violating  any 
right  secured  to  the  patentee  in  this  patent  or  his  assigns,  and  the 
statute  expressly  pmvides  that  in  case  of  a  decree  for  an  iujunction  to 
restrain  the  infringement  of  a  patent  the  plaintiff  shall  be  entitled  to 
recover  the  damages  sustained  thereby. 

In  Root  V.  Railway  Co.  (0.  D.,  1882, 167  5  105  U.  S.,  189)  the  whole  sub- 
ject of  redress  in  equity  for  the  violation  of  a  right  secured  by  a  patent 
is  exhaustively  examined  by  the  late  Mr.  Justice  Matthews.  The  bill 
was  filed  after  the  expiration  of  Letters  Patent  for  the  profits  derived 
by  the  defendant  from  the  use  of  an  improvement  in  railway-car  brakes, 
and,  as  there  could  be  no  further  infringement  after  the  expiration  of 
the  patent,  it  was  not  a  case  for  an  injunction,  and  consequently  not  of 
equitable  cognizance. 

In  stating  the  conclusion  of  the  court,  Mr.  Justice  Matthews  said, 
(page  216:) 

That  a  bill  in  equity  for  a  naked  account  of  profits  and  damages  against  an  infringer 
uf  a  patent  cannot  be  sustained;  that  such  relief  ordinarily  is  incidental  to  some 
other  equity,  the  right  to  enforce  which  secures  to  the  patentee  his  standing  iu  court ; 
that  the  most  general  gronud  for  equitable  interposition  is  to  insure  to  the  patentee 
the  enjoyment  of  bis  specific  right  by  injuuctiou  against  a  continuance  of  the  infringe- 
mevt. 

In  the  case  under  consideration,  on  the  demurrer  to  the  bill,  the  plaint* 
iff  is  entitled  to  an  injunction  against  the  continuance  of  the  infringe- 
ment by  the  city,  and  this  gives  this  court,  sitting  as  a  court  of  equity, 
jurisdiction.    Incidental  to  this,  according  to  the  rules  of  procedure  in 
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equity  and  the  express  language  of  the  statate  (sectioD  4921,  Bev.  St.,} 
the  court  may  give  the  plaintiff  further  relief  by  way  of  the  reeovery 
of  the  profits  made  by  the  iiifriuger  or  the  damages  sustained  by  the 
plaintilL 

By  the  act  of  October  24, 1882,  incorporating  the  city  of  Portland, 
the  common  council  thereof  is  authorized  tooi>en,  layout,  widen,  grade, 
and  improve  the  streetis  of  the  city,  and  by  section  121  of  such  act  *<  to 
lay  down  all  necessary  sewers  and  drains,  f:>nd  cause  the  same  to  be  as- 
sessed on  the  pro])erty  directly  benefited  by  such  drain  or  sewer,"  and 
by  snbdi  vision  30  of  section  37  of  said  act  the  council  is  given  the 
power  '<  to  regulate    •    •    •    the  building  and  repairing  of  sewers.'' 

In  Dillon  on  Municipal  Corporations  (3d  £d.,  section  966)  it  is  said 
that  such  corporations  *'are  liable  for  acts  of  misfeasance  positively  in- 
jurious to  individuals  done  by  their  authorized  agents  or  officers  In  the 
course  of  the  performance  of  corporate  powers  constitutionallj  con- 
ferred, or  in  the  execution  of  corporate  duties."  But,  the  writer  adds, 
there  is  ^'  not  a  little  diversity  of  opinion  as  to  what  duties  are  corpo- 
rate duties."  However  this  may  be,  it  is  certain  that  the  State  may 
authorize  the  officers  of  a  municipal  corporation  to  i)erform  a  duty  which 
is  not  corporate  in  its  character  or  purpose,  and  for  the  omisBion  or 
wrong  doing  of  which  the  corporation  is  not,  and  ought  not  to  be,  liable 
to  any  one.  My  attention  has  not  been  attracted  to  any  specific  instance 
of  this  kind,  but  many  suggest  themselves.  For  instance,  if  the  Stale 
were. to  authorize  and  require  the  mayor  of  tht^  city  to  keep  a  rain- 
gage  or  weacher-record  in  Portland,  or  an  account  of  the  immigrants 
arriving  at  the  port,  in  the  performance  of  such  duty  he  would  be  serv- 
ing the  public  at  large,  and  not  the  agent  of  the  corporation.  But 
where  the  act  is  a  corporate  one,  to  be  performed  primarily  for  the  ben- 
efit of  the  corporation — ^the  inhabitants  of  the  munidpality — ^it  is  none 
the  less  a  private,  corporate  act,  because  the  public  at  large  may  be  in- 
cidentally benefited  thereby. 

What  few  cases  tbei*e  are  on  this  subject  refer  to  and  follow  the  rul- 
ing in  Bailey  v.  Mayor  etc,  (3  Hill,  531.)  In  this  case  it  appeared  that 
certain  ^^  water  commissioners,''  appointed  by  the  State  under  an  aet  of 
the  legislature  to  provide  the  city  of  Kew  York  with  pure  and  whole- 
some water,  employed  persons  to  build  a  dam  across  the  Croton  river. 
The  action  was  brought  against  the  corporation  to  recover  damages  for 
injuries  caused  by  the  insufficient  construction  of  the  dam.  The  court 
held  that  the  work  was  a  corporate  one;  that  the  commissioners  were 
the  agents  of  the  cariioration,  and  that  the  latter  was  therefore  liable 
for  the  injury. 

In  delivering  the  opinion  of  the  court  Mr.  Chief  Justice  Kelson,  iu 
spealting  of  the  grants  of  )>ower  to  municipal  oor[H>rations  for  excln»ive 
public  puriM>ses  and  those  for  private  pur|)oses  and  the  difficulty 
times  of  distinguishing  them,  said :  r^^^^T^ 
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Bnitbe  disfeinetion  te  qaite  ole»r  «nd  well  •ettled  and  the  proceae  of  Mpuration 
pneticaUe.  To  this  end  regard  ehonld  be  had  not  eo'mneh  to  the  natnre  and  char- 
acter of  the  Tarione  powen  eoniBned  as  to  the  object  and  pnrpoae  of  the  legtalatiiro 
in  oonferring  them.  If  granted  for  public  pnrpoaes  exdasiyely,  they  belong  to  the 
corporate  body  in  its  public,  political,  or  municipal  character.  Bat  if  the  grant  wa» 
ibr  pnrpoeee  of  private  advantage  and  emolument,  though  the  public  may  derive  a 
common  benefit  therefrom,  the  corporation,  quoad  hoe,  is  to  be  regarded  as  a  private 
company.  It  stands  on  the  same  footing  as  would  any  individual  or  body  of  perK»ns 
upon  whom  the  like  special  franchises  had  been  conferred. 

Certainly  th^  purpose  of  the  power  to  drain  the  streets  of  the  cor- 
poration for  the  health  and  oonvenienoe  of  the  inhabitants  thereof  is 
quite  as  mach  a  private  one  as  that  of  the  power  to  furnish  them  with 
water.  Like  the  power  to  maintain  fire-engines  and  lights,  the  power 
to  drain  the  streets  by  oonstruoting  sewers  therein  to  carry  off  the  waste 
water  and  refuse  matter  is  granted  and  intended  for  the  benefit  and 
emolument  of  the  corporation— -the  dwellers  in  the  city— •and  not  the 
general  public,  although  the  latter  may  be  and  is  incidentally  benefited 
thereby. 

When  the  municipal  corporation  of  Portland  was  created  by  the  leg- 
islature, it  was  not  contemplated  that  the  inhabitants  thereof  should  be 
left  to  perish  in  their  own  filth  and  the  place  become  a  nuisance,  and 
therefore  the  corporation  is  authorized,  for  its  owd  benefit,  to  provide 
for  the  removal  of  its  waste  water  and  refuse  matter  by  laying  down 
sewers  or  constructing  drains  in  its  streets. 

In  Ransom  v.  New  York  (1  Fish.  Pat.  Gas.,  254)  and  Bliss  v.  Brooklyn 
(4  Fish.  Pat.  Oas.,  596)  it  was  held  that  the  municipal  corporation  was 
liable  as  an  infringer  for  acts  done  iu  the  coarse  of  the  execation  of  itH 
corporate  powers  and  duties,  the  patents  infringed  being  in  the  one 
case  for  fire-engines  and  the  other  for  an  improvement  in  hosecoup- 
lings. 

In  HUzabeth  v.  Pavement  Co,  (97  IT.  S.,  120)  it  was  not  questioned  that 
the  corporation,  having  contracted  with  third  persons  to  lay  down  a 
pavement  on  its  streets,  which  was  in  fact  an  infringement  of  the  pave- 
ment company's  patent,  wa«  liable  therefor  as  an  infringer  for  profits, 
if  any  were  made,  and  for  damages,  if  any  were  sustained.  J^nt  the 
suit  having  been  commenced  before  the  passage  of  the  act  of  1870 
''  damages^'  could  not  be  recovered  therein,  and  it  not  appearing  that 
any  profits  had  been  made  by  the  corporation  there  were  none  to  re 
cover. 

Xor  is  it  material  whether  the  council  contracted  for  or  required  that 
the  pipe  to  be  used  by  the  contractor  should  be  made  ou  the  machine  of 
the  plaintiff,  it  is  enough  tliat  it  has  accepted  the  same,  or  allowed  the 
contr«ictor  to  use  it,  without  the  license  of  the  patentee  or  his  assignee. 

rhedeniuri'er  is  overruled. 
2010  PAT 40 
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[United  States  Circuit  Court— District  of  New  Jersey.  J 

ZiNSSEB  £T  AL,  V.  KBBHEB. 

Decided  Au^%9i  27,  1889. 

49  O.  G.,  414. 

1.  JNFKINOKMENT— APPLICATIOX  FOR  BERKAIUNO. 

Id  a  8iiit  for  iufriDgement  of  a  patent  an  application  for  rehearing  after  settle- 
ment of  the  case  must  be  denied. 
"Z,  Same—Fetitiox  fou  Leave  to  Inter vekb. 

After  litigation  is  closed  in  snit  for  infringement  of  a  patent,  a  petition  in  behalf 
of  a  party  for  leave  to  intervene  as  a  defendant,  alleging  that  he  had  actiially 
defeuded  respondent's  case  and  was  most  interested  in  the  defense  against  com- 
plainants' patent,  must  be  dismissed. 

Mr.  Arthur  v.  Briesen  for  the  complainants. 

Mr.  Joseph  M.  Deuel  for  the  defendant  and  for  petitioner  Zoller. 

STATEMENT  OF  THE  CASE. 

The  decision  on  Unal  hearing  in  this  case  was  published  in  the  Offi- 
cial Gazette  of  July  2, 1889,  p.  114,  ante  fel5.  Since  then  the  defend- 
ant's counsel  made  an  application  for  a  rehearing,  and  also  a  petition  in 
behalf  of  one  Charles  ZoUer  for  leave  to  intervene  as  a  defendant,  Zoller 
alleging  that  he  had  actually  defended  Mr.  Eremer's  case,  and  that  he, 
being  the  manufacturer  of  the  infringing  lumps  of  bicarbonate  of  soda, 
was  most  interested  in  the  defense  against  complainants'  patent.  The 
question  came  up  on  Zoller's  motion  for  leave  to  intervene. 

BUTLEB,  J.: 

The  respondent's  application  for  rehearing  fell  with  his  settlement  of 
the  case. 

The  only  matter  now  before  me  is  the  petition  of  Charles  Zoller  for 
leave  to  intervene.  Whether  such  leave  should  have  been  granted  if 
applied  for  earlier  in  the  litigation  need  not  be  decided.  It  certainly 
should  not  be  now,  when  the  litigation  has  closed.  The  petitioner 
waited  until  the  judgment  of  the  court  ^ad  been  pronounced  and  the  case 
settled  in  pursuance  of  it. 

The  fact  that  the  petitioner  assisted  in  the  defense  by  arrangement 
with  respondent  does  not  entitle  him  to  favorable  consideration  on  this 
motion.  If  it  wp,s  proper  that  he  should  take  part  in  the  litigation,  he 
should  have  come  into  the  case  as  a  party,  and  have  made  himself 
answerable  to  the  complainants  for  any  just  demand  which  the  latter 
might  have  against  him,  as  well  as  for  costs ;  otherwise  the  complain- 
ants were  liable  to  be  harassed,  delayed,  and  subjected  to  liability  for 
costs  by  the  petitioner  without  any  remedy  against  him. 

The  petition  is  therefore  dismissed.  Digitized  by  CiOOglc 
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(Snprtiue  Coart  of  the  Pifttriet  of  Colnmbi*.] 

Morrison  et  al.  v.  The  Canton  Surgicai.  and  Dental  Chair 
Company  et  al.  No.  10,757.  The  S.  S.  White  Dental  Man- 
ufacturing Company  v.  The  Canton  Surgical  and  Dental 
Chaib  Company  et  al.    No.  10,758. 

Decided  Seplemher  23,  1889. 
49  O.  G.,  733. 

1.  JURUDICTIOX  OF  SUPKEMK  COVKT  OF  THB  DISTRICT  OF  COLUMBIA. 

Where  a  uon-reBidfiut  defendant  corporation  had  appeared  in  a  suit  for  in- 
fringement of  Letters  Patent;  filed  an  answer,  gone  to  proof  and  submitted  the 
case  for  final  hearing,  it  was  Held  the  court  had  jurisdiction  to  entertain  the 
suit. 

2.  MoRRisoK— Dkntal  Chairs— Anticipation. 

Letters  Patent  No.  369,295,  issued  to  James  B.  Morrison  August  30,  1887,  for 
improvement  in  dental  chairs,  not  anticipated  either  by  patent  to  one  Bander  or 
to  one  Travis,  in  neither  of  which  is  there  a  platform  for  the  foot  such  as  pat- 
entee's chair  has^  it  being  simply  a  slide  below  the  bottom  of  the  seat,  upon 
which  the  leg  may  rest,  in  both  cases,  and  the  rest,  when  it  is  turned  rearward, 
instead  of  being  used  as  a  rest  for  the  foot,  simply  folds  up  flat  with  the  body 
of  the  chair  or  platform,  and  therefore  it  does  not  serve  the  purpose  of  a  rest 
at  all. 

3.  Samv— Ikfrinobment. 

Said  patent  Held  to  be  infringed  by  chair  manufactured  and  offered  for  sale  by 
the  defendants,  in  which  chair  were  to  be  found  substantially  the  same  contriv- 
ances as  those  of  patentee's  chair,  with  a  slight  difference  simply  as  to  the  angle 
of  elevation  of  the  foot-rest  when  tnm  rearward. 

4.  WiLKBBSON— Dental  Chairs— Anticipation. 

Letters  Patent  No.  197,441,  issued  to  Basil  M.  Wilkerson  November  20, 1677,  for 
improvement  in  dental  chairs,  are  not  anticipated  by  the  invention  of  Groff  and 
Wilson,  who  Invented  improvements  in  a  pneumatic  pad  for  saddles  andharoess, 
which  was  an  elastic  pad,  the  object  of  which  was  to  simply  absorb  moisture, 
while  the  patentee's  pad  was  a  stiff  one  to  hold  the  head  in  place. 

5.  Same— INFRINGBMBXT. 

Said  patent  Held  to  be  infringed  by  defendants,  who  used  the  same  device  with 
the  exception  that,  instead  of  using  two  of  these  devices  in  a  series,  as  patentee 
ilid,  one  only  is  used,  and  in  place  of  the  other  there  is  used  an  old  contrivance. 
Said  Letters  Patent  held  also  to  be  infringed  by  a  chair  in  which  the  pad  is 
exactly  the  same  as  that  of  patentee's  chair. 
0.  Infringement  of  Combination. 

When  the  same  thing  is  used  in  a  series  this  should  be  considered  as  oneeutiVe 
thing  and  not  a  mere  combination,  and  therefore  the  appropriation  of  any  one  of 
these  things  is  an  infringement  of  the  whole. 
7.  Nkwbrocgh— Dental  Chairs— Infringement. 

Letters  Patent  No.  170,012,  granted  November  16,  1875,  to  John  B.  Newbrough, 
for  improvement  in  dental  chairs,  Held  not  to  be  infringed  by  a  device  used  by 
the  defendants,  which  simply  operates  to  regulat-e  the  tilt  of  the  back  of  the  chair 
and  not  to  tilt  the  body  of  the  chair,  which  was  the  object  of  patentee's  inven- 
tion, and  where  it  appears  that  the  tilting  of  the  back  of  the  chair  in  the  com- 
plainants' case  is  made  by  a  different  apparatus  entirely  from  that  used  ^7  de- 
fendants. 
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The  three  paients  saed  ander  are :  No.  369,2d5y  to  James  6.  Morrison, 
dated  Aagast  ao,  1887 ;  No.  197,441,  to  Basil  M.  Wilkerson,  dated  No- 
vember 20, 1877,  and  No.  170,012,  to  John  B.  Newbrongh,  assignor  to 
Samuel  S.  White,  dated  November  16, 1875. 

Mr.  Jowpk  C.  Frdley  and  Mr.  Joseph  K.  McOamman  for  the  complain- 
ants. 
Jfr.  Frandckmd  Jamitwi  for  the  defendants. 

Mr*  Justice  Cox  delivered  the  opinion  of  the  oonrt. 

I  have  had  under  consideration  the  case  of  Morrison  and  The  S.  S. 
White  Dental  Manu&ctnring  Uompany  against  The  Canton  Surgical  and 
]>ental  Chair  Company  and  others  and  the  case  of  The  S.  S.  White 
Dental  MannfiAOturing  Company  against  the  same.  The  substantial  eom- 
pUunant  is  the  same  in  both  cases,  claiming  as  assignee— that  is,  The 
8.  S.  White  Dental  ManufSMturing  Company.  The  suit  is  brought  for 
an  infringement  (tf  certain  patents  for  improvements  in  dental  chairs. 
The  infringement  alleged  consists  of  ofTering  one  chair  for  sale,  on  the 
occasion  of  a  dental  convention  in  this  city,  which  was  said  to  embody 
patented  improvements. 

Both  of  these  corporations  are  non-residents.  At  first  a  qaesti<Hi 
arises  as  to  the  jurisdiction  of  this  court  to  entertain  the  suit  Section 
767  of  the  Bevised  Statutes  relating  to  the  District  of  Columbia  pro- 
vides: 

No  ftotioD  or  soit  sludl  b«  broaght  in  the  Saprame  Court  by  original  proeoassgainst 
any  person  irho  ahall  not  be  an  inhabitant  of  or  fonnd  within  the  Distriot,  ezeept  as 
otherwise  speciaUy  proTided. 

Of  course  we  know  that  at  common  law  a  corporation  has  no  exist- 
ence except  in  the  jurisdiction  where  it  was  created.  So  that  a  non- 
resident corporation  could  neither  be  a  resident  nor  be  found  within 
this  District.  According  to  common  law,  it  could  only  be  sued  in  the 
jurisdiction  where  it  was  created  by  service  on  its  principal  oittcer.  The 
dilBculty  in  entertaining  jurisdiction  is  not  as  to  the  subject-matter.  It 
is  not  because  this  court  or  any  other  court  cannot  entertain  jurisdic- 
tion of  a  controversy  in  which  a  foreign  corporation  is  a  party ;  but  the 
difficulty  consists  entirely  in  bringing  the  corporation  within  the  reach 
of  the  process  of  the  court 

There  is  a  statute  now  found  embodied  in  section  790  of  the  Bevised 
Statutes  which  provides  that — 

lu  actions  against  foreign  corporations  doing  liusiness  in  the  District  all  process 
may  be  served  on  the  agent  of  said  corporation  or  person  condnctiug  its  ba8inea««,  or^ 
in  case  he  is  absent  or  cannot  be  fonnd,  by  leaving  a  copy  at  the  principal  place  of 
business  in  the  District,  and  snch  service  shall  be  effect aal  to  bring  the  oorp<«atiou 
before  the  conrt. 

A  doubt  naturally  arises  as  to  the  meaning  of  the  term  *^  doing  busi- 
ness in  the  District."  The  only  business  done  in  this  case  was  the  sale 
or  attempted  sale  of  a  single  chair  by  this  non-resident  corporation, 
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and  the  qnestimi  woald  be  whether  that  was  doing  bnaiuess  withiu  the 
meaning  of  the  statate,  or  whether  the  ntatute  <loes  not  apply  to  an 
established  permanent  business,  represented  by  permanent  agents.  I 
do  not«  however,  think  it  necessary  to  resolve  that  doubt,  becanse  there 
can  be  no  donbt  that  while  service  cannot  be  made  aixin  a  non-resi- 
dent individual  he  could  come  within  the  District  and  submit  himself 
to  the  jurisdiction  of  the  court,  and  I  do  not  see  why  a  non  resident 
corporation  cannot  do  the  same  thing.  In.  this  case  the  uon-i^sident 
defendant  has  appeared  in  the  case,  filed  an  answer,  gone  to  proof,  and 
submitted  the  case  for  final  hearing.  Under  these  circumstances  I  do 
not  think  that  any  room  remains  for  doubt  as  to  the  entertaining  of  the 
jurisdiction  by  this  court. 

The  claim,  then,  is  that  the  defendants  have  infringed  three  patents 
owned  by  the  complainant  as  assignee,  The  S.  S.  White  Dental  Manu- 
facturing Compai^y.  The  first  one  is  a  patent  issued  to  Morrison  for 
improvements  in  dental  chairs,  and  the  claim  allowed  bini,  which  is 
said  to  be  infringed,  is : 

lu  combiDStion  with  a  cbair-body  havini;  a  platform  or  Atep  attached  thereto,  a 
mpplemental  foot-rMt,  and  ainus  tosnataiu  said  rest  pivoted  to  the  platform  to  swing 
forward  and  backward  to  a  limited  extent,  and  interlocking  with  said  platform  in 
an  apright  operative  position  when  turned  rearward  as  wt^U  as  forward,  whereby 
said  arms  are  adapted  to  sustain  the  rest  in  either  of  two  operative  positions  at  dif- 
ferent distances  from  tbe  chair-seat. 

I  find  in  the  chair  manufactured  by  the  defendants,  which  has  been 
exhibited,  substantially  tbe  same  coutrivances,  with  a  nlight  difference 
simply  as  to  the  angle  of  elevation  of  the  foot-rest  when  turned  rear- 
ward ;  and  the  identity  of  the  device  for  the  purpose  for  which  it  is 
employed  is  made  very  plain  by  the  fact  that  there  are  lugs  placed 
upon  the  frame,  which  are,  exactly  as  in  the  other,  for  the  very  pur- 
pose  of  preventing  the  rest  from  going  down  to  a  level  with  tlie  plat- 
form and  for  the  purpose  of  keeping  it  in  position  where  it  can  operate 
as  a  foot-rest. 

Two  patents  have  been  cited  as  anticipatiug  the  invention,  one  of 
Bander  and  the  other  of  Travis ;  but  there  are  two  differenees  between 
them  and  the  present  device.  lu  these  there  is  no  platforui  for  the  foot. 
It  is  simply  a  slide  below  the  bottom  of  the  seat,  upon  which  the  leg 
may  rest,  in  both  cases,  and  in  the  next  place,  the  rest,  when  it  i^turned 
rearward  instead  of  being  used  as  a  rest  for  the  foot,  simply  folds  up 
flat  with  the  body  of  the  chair  or  platform,  and  therefore  it  does  not 
serve  the  puri>ose  of  a  rest  at  all.  There  has  been  discussion  as  to  the 
meauing  of  the  term  "  upright"  in  patentee's  claim  for  the  use  of  this 
rest  in  an  '^  upright  operating  position.''  It  is  said  that  in  the  defend- 
ant's chair  the  rest,  when  turned  rearward,  is  not  upright,  but  more 
horizontal  than  otherwise.  But  the  term  <^  upright,"  it  seems  tome 
from  the  history  of  the  application  in  the  Patent  Office,  is  simply  used 
to  (listinguish  this  case  from  the  two  other  cases  I  ha  ve  already  referred 
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to,  in  which,  when  folded  back,  the  rest  was  folded  into  the  body  of 
platform  or  went  down  immediately  upon  it  and  was  not  safiBcieutly 
elevated  from  it  to  be  used  at  all.  It  is  claimed  on  the  part  of  the 
defendants  that  the  word  "upright"  means  vertical;  but  it  never  was 
intended  that  this  rest  shonld  be  used  vertically  in  the  device  of  the 
complainants.  It  means  at  an  angle  with  a  horizontal  plane.  I  think 
it  means  upright  in  the  sense  of  being  elevated  above  the  level  of  the 
platform  and  being  susceptible  of  being  used  as  a  foot-rest.  It  seenis 
to  me,  therefore,  that  an  infringement  exists  in  that  case. 

The  next  patent  of  which  it  is  claimed  there  is  an  infringement  is  the 
patent  issued  to  Wilkerson.  There  are  two  claims  said  to  be  infringed. 
The  first  claim  is  No.  24 : 

24.  A  head-rest  support  formed  of  linlvs  or  sections  united  by  couical  or  taperiug 
pivotsseated  in  correspoudlDgly-shaped  sockets  capable  of  expanding  and  contra  ot  in «;. 
and  bounded  in  part  by  movable  blocks  which  transmit  the  movement  from  one  cone 
and  socket  to  the  next,  throughout  the  series,  whereby  its  several  joints  will  be 
tightened  by  the  operation  of  a  single  device,  substantially  as  set  forth. 

Now,  the  essential  novelty  in  this  case  consists  of  this :  The  head-rest 
is  fastened  to  a  shank  with  a  little  ball  at  the  end  of  it,  and  that  ball 
rests  in  a  socket,  and  this  contrivance,  the  socket,  is  made  in  part  by  a 
sliding  block,  in  grooves,  concave  at  one  end,  so  as  to  fit  exactly  n|K)n 
the  ball,  so  that  when  pressed  upon  the  ball  it  will  keep  it  in  place  ;  and 
at  the  other  end  of  the  sliding  block  there  is  a  cone-shaped  pivot  which, 
when  forced  down,  tightens  th^  sliding  block  upon  the  ball,  and  thereby 
keeps  this  in  its  place.  A  simple  movement  of  the  lever-handle  pro- 
duces this  result.  By  turning  a  screw  on  the  pivot  it  draws  it  down 
into  place  and  tightens  the  sliding  block  and  the  ball.  The  patentee, 
however,  contemplates  the  use  of  more  thau  one  of  these  devices. 
He  uses  at  least  two^  and  he  calls  them  a  series.  The  two  pivots  are 
parallel  to  each  other,  and  the  tightening  of  one  tightens  the  whole. 
It  gives  more  range  for  play  of  the  head-rest,  as  will  be  seen  upon  in- 
spection. In  fact,  the  more  there  are  used  the  more  itjcan  be  moved 
about.  Now,  it  is  substantially  admitted  in  argument  that  this  device 
of  locking  the  ball  with  a  sliding  block  and  conic^  pivot  is  a  novelty. 
But  in  the  chair  of  the  defendants  this  same  device  is  used  with  this  ex- 
ception, viz.,  that  instead  of  using  two  of  these  devices  one  only  is  used, 
and  in  place  of  the  other  there  is  what  is  called  the  "  dummy-link  ^  an 
old  contrivance,  and  the  lever  or  handle  is  between  the  two.  The  argu- 
ment for  the  defendants  is  however  that  the  complainants  claim  for  a 
combination,  and  that  it  is  not  infringement  of  a  combination  patent 
to  use  one  or  more  or  any  number  less  than  the  whole  of  the  elements 
making  up  the  combination,  and  that  as  the  defendants  only  use  one  of 
these  contrivances  instead  of  a  series,  two  or  more,  as  contemplated  by 
the  complainants  or  patentee,  it  is  no  infringement.  I  think,  however. 
that  the  answer  to  that  would  be  found  in  several  authorities,  to  which 
I  will  call  attention.  "  o 
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la  Curtis  on  Patents,  section  332,  the  law  is  said  to  be: 

Where  a  pateut  is  for  a  combination  alone,  it  is  no  infringement  to  use  any  nf  tlif> 
pirta  or  things  that  go  to  make  np  the  combination,  provided  the  roinbination  itself 
is  not  used.  In  a  recent  English  case,  however,  it  has  been  decided  that  a  valid  pat- 
ent for  an  entire  combination  for  a  process  gives  protection  to  ('ach  part  thereof  that 
is  new  and  material  to  that  process,  without  any  express cl»im  of  particular  parts. 
and  notwithstanding  that  some  parts  of  the  combination  are  old. 

In  Smith  v,  London  and  N.  W,  R,  E.  the  court  said : 

Where  ap.itent  is  for  the  combination  of  two,  three,  or  four  old  inventions  a  n^r 
of  any  one  of  them  would  not  be  an  infringer  of  the  patent :  )mU  where  there  \^  .in 
invention  consisting  of  several  parts  the  imitation  or  pirating  of  any  part  of  th<-  in- 
vention is  an  infringement  of  the  patent.  Suppose  that  a  man  iinents  a  marliine 
consisting  of  three  parts,  of  which  one  is  a  very  useful  invention  and  the  two  otl'.<M  •( 
are  found  to  be  of  less  practical  use,  surely  it  could  not  be  said  that  it  was  free  to  .my 
person  to  use  the  useful  part  so  long  as  be  took  care  to  substitute  sonij  other  ni  >d<'  of 
carrying  out  the  less  useful  parts  of  the  invention;  We  should  be  sorry  to  t.lirow  a  ny 
doubt  npon  the  question  of  an  infringement  of  a  material  part  of  such  an  invention 
being  an  infringement  upon  which  an  action  is  sustainable  by  grantiut^^  a  rnle  to  sliow 
cause  upon  such  a  point. 

The  same  law  is  laid  down  in  the  case  of  Sharj)  v.  Tlfft  (18  BhUilif., 
132)  by  Judge  Wheeler  in  the  following  language  : 

Generally  where  a  patent  is  for  a  combination  of  known  part.s,  material^,  or  ele- 
ments, it  is  not  infringed  by  the  use  of  any  uiimborof  tlie])arm.  niiteri.ils,  oreU'inejits 
less  than  the  whole,  for  the  patent  iu  every  such  case  is  for  that  identical  conibiisa- 
t  ion,  and  nothing  else,  and  a  combination  of  any  less  number  of  parts  is  a  ditf*'n;u 
thing.  (Pronty  v.  JRuggha,  16Pet.,3:J6.)  But  where  some  of  tlie  j»arts  of  thi'  coinl*!- 
nation  are  new,  and  those  parts  are  taken  and  used  in  the  Mani»*  manner,  bnr  wirh 
different  things  from  the  rest  of  the  combination  patented,  a  part  of  tiie  patent*;]  in- 
vention is  taken,  although  the  whole  is  not,  and  is  an  infringement  to  that  extent. 
(Sellerav.  Dickinson,  6  Eng.  Law  *fe  Eq.,  544:  Union  Sugar  Rejinunj  v.  Matlh'uHen,  -J 
Fish.,  601.) 

Besides  this  it  does  not  seem  to  me  that  this  rule  about  tlie  use  of  luss 
than  the  whole  of  a  combination  ought  to  apply  to  a  ca^e  of  this  sort. 
What  we  understand  by  a  couibiuatioa  ordinarily  is  the  cojibination  of 
things  different  in  character,  all  working  to  the  same  result;  but  n 
series  of  the  same  identical  things  is  quite  a  different  matter.  It  might 
be  illustrated  in  this  way:  Suppose  a  man  invents  a  new  form  of  link 
for  a  chain-cable,  of  coarse  he  expects  that  it  will  be  used  in  a  series  to 
make  np  the  cable;  but  it  assuredly  could  not  be  said  that  anybody 
who  employed  it  tor  every  alternate  link  in  his  cable  does  not  infringe 
that  patent,  or  even  if  he  employed  one.  When  the  same  thing  is  used 
in  a  series,  this  should  be  considered  as  one  entire  thing  and  not  a  mere 
combination,  and  therefore  the  appropriation  of  any  one  of  these  things 
is  an  infringement  of  the  whole.  Therefore  I  think  that  the  defense 
in  this  case  fails  to  show  that  there  is  no  infringement  of  this  claim. 

The  twenty-eighth  claim  is : 

2S.  A  head-rest  for  a  dental  ch  lir,  cousistiu^j  of  a  pair  of  pads  connected  hv  nie.in** 
of  a  slack  strap,  as  »et  f«irth.  Digitized  by  vjOOQIC 
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There  are  two  Hxed  pads,  and  the  object  is  that  the  side  of  the  head 
aud  the  back  shall  be  sustained  by  these  pads,  while  the  oonoeeting- 
strap  on  a  different  level  does  not  interfere  with  the  back  hair  of  a  lady 
Avho  may  be  a  patient.  This  is  supposed  to  be  anticipated  by  the  in- 
veution  oi'Groff  and  Wilson,  who  invented  certain  improvements  in  a 
pueun)atic  pad  for  saddles  and  harness. 

Their  patent  states : 

The  object  of  onr  inventioii  is  to  produce  a  cooling,  anti-ftiction,  and  elastic  cloth- 
pad  for  the  double  purpose  of  reducing  the  temperature  and  absorbing  the  moisture 
the  more  effectually  tb  prevent  the  galling  or  excoriation  of  horses  by  means  of  an 
elastic  air  chamber  in  combination  with  a  pocket  or  cushion  stuffed  with  eharaois 
leather. 
What  we  claim  as  our  invention,  and  desire  to  secure  by  Letters  Patent,  is — 
Au  elastic  pneumatic  pad,  when  combined  of  a  hollow  chamber  A  and  pocket  C»and 
stuffed  with  chamois  leather  D,  substantially  as  and  for  the  purpose  specified. 

Now,  that  would  not  answer  the  object  that  is  sought  in  this  inven* 
tion.  An  elastic  pad  which  simply  absorbs  moisture  there  is  not  what 
is  wanted  here.  This  is  a  stiff  pad  to  hold  the  head  in  place.  There  I 
liud  it  au  iufriugement  in  that  respect,  because  it  is  hardly  denied  that 
the  pads  in  both  chairs  are  exactly  the  same. 

The  last  patent  said  to  be  infringed  is  one  issued  to  Newbrough.  The 
object  of  the  iu veution  is  expressed  thus: 

In  order  to  re^rnLite  the  rocking  or  tipping  of  the  chair,  I  suspend  it  from  the  turn- 
iD«;- frame  D  by  means  of  uprights  or  arms  £,  on  which  the  arms  of  the  chair  are  piv- 
oted,  so  as  to  allow  the  chair  to  rock  on  pivots  0,  which  are  at  or  above  the  center  of 
gravity  of  tlie  person  occupying  the  chair,  thus  preventing  the  tendency  to  tip  over. 

To  hold  the  chair  at  any  desired  inclination,  a  link  or  rack  F,  pivoted  to  the  back 
of  the  chair,  passes  down  through  a  hole  in* the  rearwardly-projeoting  portion  of  the 
frame  D,  and  is  held  at  the  desired  point  by  a  set-screw/,  or  its  equivalent  fastening. 

The  frame  of  the  chair,  as  well  as  the  foot-rest,  may  be  made  jointed  or  adjustable, 
nf  desired,  in  well-known  ways. 

The  third  claim  is : 

* 
3.  The  combination  of  thesupportiug-frame,  thehorizontaUy-tnming  frame,  the  chair 

pivotfid  near  the  line  of  its  arms  to  uprights  on  said  tnming-fhune,  and  the  adjusta- 
ble link  connecting  the  chair-back  with  the  turning- frame,  these  members  being  con- 
structed and  operating  substantially  as  set  forth. 

.  That  is  to  say,  in  the  first  place,  there  is  a  frame  at  the  bottom  which 
supports  the  whole,  and  on  that  there  is  a  round  turning-frame,  as  seen 
in  this  frame  here,  (indicating  a  chair  in  the  court-room,)  and  on  the 
arms  of  that  turuiug- frame  the  main  chair  is  pivoted  so  as  to  balance. 

The  first  weakness  about  this  claim  of  the  complainant  is,  however, 
that  it  seems  to  have  abandoned  this  invention  entirely.  The  claim  is 
for  a  combination  of  certain  elements.  There  are  two  of  these  impor- 
tant elements  which  are  entirely  omitted  in  the  chairs  manu&ctared  for 
sale  by  the  complainants.  Instead  of  having  a  piece  pivoted  and  sus- 
pended to  the  arms  of  the  turning-frame,  in  this  chair  the  turning-frame 
itself  is  the  seat,  and  the  device  claimed,  which  is  the  bar,  called  a 
'<  link,''  pivoted  to  the  back  of  the  chair  and  fastened  by  running  thtoagh 
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the  tnmiDg-frame,  is  wanting  entirely.  It  was  said  in  argument  that 
three  thoosand  of  these  chairs  have  been  sold,  and  the  trade  circnlar 
of  the  complainants  was  also  pnt  in  evidence.  In  none  of  the  illustra- 
tions does  this  device  appear  at  all.  It  seems,  therefore,  to  have  been 
practically  abandoned  and  something  entirely  different  substituted 
for  it. 

The  device  resorted  to  for  tilting  this  chair  is  a  spring  arrangement 
in  the  seat  itself,  worked  by  a  pedal  and  interlocking  automatically,  so 
as  to  keep  the  chair  at  any  desired  angle. 

We  find  this  in  Curtis  on  Patents,  section  237 : 

There  U  one  oMe  where  it  seems  to  have  been  held  that  an  iiuprored  mode  of  work- 
io|f  his  machine  by  the  patentee,  different  from  the  specificatiou  of  his  patent,  casts 
npou  him  the  burden  of  shgwing  that  he  made  the  improremeut  ^subsequently  to  the 
iasniog  of  his  patent;  otherwise  it  will  be  presumed  that  he  did  not  di^lose  in  his 
specification  the  best  method  kuown  to  him. 

In  this  case  it  is  very  apparent  that  the  device  actually  used  for  tilt- 
ing this  chair  operates  much  better  than  the  one  described  in  this  speci- 
fication, and  the  one  so  described  is  not  used.  Of  course  that  weakens 
the  claim  of  the  complainants  to  recover  damages  for  the  infringement 
of  the  invention  described  in  this  specification ;  l)ut,  besides  that,  it  is 
apparent  from  the  claim  herein  that  the  object  of  this  link  or  bar  is  to 
tilt  the  whole  chair.    It  says : 

In  order  to  regulate  the  rocking  or  tipping  of  the  chair,  I  suspend  it,  etc. 

The  device  used  by  the  defendants  has  not  that  object  at  all.  It  is 
simply  to  tilt  the  back  and  regulate  the  angle  of  the  back  to  the  seat, 
which  is  an  entirely  different  thing  from  tilting  the  whole  chair.  It  is 
true  that  the  patentee,  Newbrough,  says  that  the  frame  of  the  chair,  as 
well  as  the  foot-rest,  may  be  made  jointed  or  adjustable,  if  desired,  in 
well-known  ways.  Therefore  it  is  argued  that  this  claim  relates  to  a 
part  of  as  well  as  to  the  whole  of  the  chair;  but  it  does  not  state  in 
what  manner  it  can  be  made  jointed,  and  it  is  very  apparent  that  if 
jointed  like  the  defendants'  chair  the  device  would  not  operate  at  nil 
for  the  object  mentioned,  which  is  to  tilt  the  whole  body  of  the  chair. 
It  would  only  tilt  the  back. 

As  further  evidence  that  the  tilting  of  the  entire  chair  was  contem- 
plated, we  find  the  fact  that  the  tilting  of  the  back  of  the  chair  in  the 
complainants'  case  is  made  by  a  dififereut  apparatus  entirely.  The  back 
is  pivoted  to  the  frame  and  is  moved  by  dififerent  apparatus  entirely 
from  that  which  is  described  in  the  specification,  which  is  evidence  that 
the  patentee  did  not  contemplate  the  use  of  that  contrivance  for  merely 
tilting  the  back  of  the  chair,  but  for  tilting  the  whole  body  of  the  chair. 

Now,  when  we  come  to  look  at  the  contrivance  of  the  defendants  we 
find  that  it  is  not  a  straight  bar  at  all  like  that  described  by  the  com- 
plainants. It  is  not  pivoted  to  the  back  of  the  chair.  It  is  pivoted  at 
the  side  of  the  chair  and  at  the  bottom,  and  is  a  curved  bar  instead  of 
a  straight  one.    It  works  in  certain  respects  diflferently  from  the  inven- 
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tion  described  iii  the  specification  and  performs  an  entirely  different 
o£Qce.  It  simply  operates  to  regulate  the  tilt  of  the  back  of  the  chair 
and  not  to  tilt  the  body  of  the  Qhair,  which  was  the  object  of  the  pat- 
entee in  his  invention. 

I  therefore  am  not  satisfied  that  any  infrin^ment  is  made  out  of  the 
Newbrough  patent.  I  think  it  is  made  out  with  reference  to  the  other 
patents  which  I  have  already  mentioned.  That  is  all  that  is  necessar3~ 
to  say,  and  counsel  can  draw  a  decree  a<»ordingly. 


I  United  States  Circuit  Court— Eietern  District  of  Mls>*ouri,  Eastern  Dlrision] 

\  United  States  v.  Keen. 

Decided  September  27,  ISSO. 
49  O.  G.,  81)1. 

IXDICTMEXT  UNDER  TiJAOEMaRK  STATUTES  OF  U.SITED  StaTKS— ACT  OF  137<5  IM- 
POSING Penalties  for  Trespass  upon  Rights  Obtained  hy  the  Rkoistkk- 
iNG  OF  Trade-Marks  Declakkd  Invalid. 

Ad  iudictmeut  under  the  Trade-Mark  statutes  (act  of  1^76)  of  lUe  United  btate:> 
cannot  be  found.  Said  act  fell  with  tb©  act  of  187U,  whiob  i)rovided  for  tbe  rc^;- 
istratioD  of  Trade-Marks  and  which  was  declared  to  be  unconstitutional  by  tbe 
Supreme  Court  of  the  United  Slates,  and  is  as  much  a  dead  letter  as  said  act  of 
1870,  and  was  not  vivified  or  given  operative  force  by  the  act  of  18*? I. 

On  demurrer  to  iudictment. 

Mr,  George  D.  Reynolds^  U.  S.  attorney,  and  Mr,  Waricick  M.  Hough 
for  the  complainant. 

Mr,  John  M,  Holmen  for  the  defendant. 

Brewer,  J, : 

This  is  an  indictment  under  the  Trade-Mark  statutes  of  the  United 
States.  The  indictment  was  certified  up  from  the  district  to  this  court, 
and  to  it  there  has  been  filed  a  demurrer.  On  the  argument  of  tliat  de- 
murrer many  questions  were  presented.    1  shall  notice  but  one. 

The  history  of  Trade-Mark  legislation  is  this:  In  IS  rO  Congress  passed 
a  statute  providing  for  the  registration  of  Trade-Marks,  a  statute  general 
in  its  operation,  in  187G  it  passed  another  statute  imposing  penalties 
for  trespass  upon  rights  obtained  by  the  registering  of  Trade-Marks. 
Under  those  statutes  indictments  were  found,  and  on  a  certificate  of 
division  of  opinion  between  the  district  and  circuit  judges  cases  came  to 
the  Supreme  Court,  and  in  what  is  known  as  the  Trade-Mark  case,  re- 
ported in  100  United  States,  S3,  the  Supreme  Court  decided  that  the 
act  of  1870  was  beyond  the  power  of  Congress.  It  suggested  in  the 
opinion  that  under  the  "commerce  clause"  perhaps  Congress  had  the 
power  to  legislate  with  reference  to  Trade-Marks  used  in  commerce  be- 
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tween  this  conntry  aud  foreign  natious,  betweeu  tbe  States,  and  witb 
the  Indian  tribes.  Immediately  thereafter  tbe  act  of  1881  was  passed 
by  Congress  providing  for  tbe  registering  of  Trade-Marks  which  miglrt 
be  nsed  in  foreign  commerce  and  commerce  with  the  Indian  tribes*  It 
did  not  re-enact  the  penal  statnte  of  1876,  and  tbe  act  of  1881  contains 
no  direct  reference  to  that  penal  statnte. 

Now,  the  contention  of  tbe  Government  is  that  altbongb  the  act  of 
1870  had  no  existence,  (never  had  any,)  having  been  declared  beyond 
the  power  of  Congress,  aud  that  altbongb  by  reason  of  that  fact  tbe 
penal  statute  of  1876  bad  nothing  npon  which  it  could  operate,  yet  it 
stood  as  a  valid  enactment  suspended  in  operation  ui^il  the  act  of  1881 
providing  for  Trade-Mark  registration,  when  it  was  vivified  and  became 
an  act  imposing  penalties  for  trespass  upon  rights  given  by  tbe  act  of 
1881. 

In  the  Trade- Mark  case  Mr.  Justice  Miller  closed  tbe  opinion  of  the 
Court  witb  some  reference  to  tbe  penal  statute  of  1876,  aud  bis  lan- 
guage is  this : 

While  we  have  in  our  references  in  this  opinion  to  the  Trade-Mark  legislation  of 
Congress  bad  mainly  In  view  tbe  act  of  1870,  and  tbe  civil  remedy  which  that  act 
provides,  it  was  because  the  criminal  ofienses  described  in  the  act  of  1876  are.  by 
their  express  terms,  solely  referable  to  frauds,  counterfeits,  and  unlawful  use  of 
Trade-Marks  which  were  registered  under  the  provisions  of  the  former  act.  If  that 
act  is  unconstitutional,  so  that  tbe  registration  under  it  confers  no  lawful  right,  tben 
the  criminal  enactment  intended  to  protect  that  right  falls  witb  it. 

Now,  that  language  is  general,  comprehensive,  and  if  taken  in  its 
ordinary  meaning  and  as  respecting  a  matter  tben  rightfully  before  aiul 
rightfully  passed  upon  by  tbe  Supreme  Court  it  is  a  decision  of  that 
Court  that  tbe  penal  act  of  1876  fell  witb  tbe  civil  act  of  1870.  But  it 
is  contended  by  counsel  that  the  language  does  not  require  such  inter- 
pretation ;  that  all  that  was  pending,  and  therefore  all  that  was  meant 
to  be  decided,  was  that  tbe  penal  act  had  tben  no  force— nothing  to  act 
upon — because  tbe  civil  act  which  it  was  passed  to  uphold  bad  no  ex- 
istence. Assuming  that  that  is  true  and  that  tbe  question  has  never 
been  considered  and  decided  by  tbe  Supreme  Court  as  now  presented — 
for  the  act  of  1881  had  not  tben  been  passed — a  question  arises  whether 
a  penal  statute  can  be  upheld  denouncing  trespass  upon  a  merely  stat- 
utory right  when  there  is  in  existence  no  such  statutory  right  and  when 
whether  there  shall  ever  be  depends  upon  tbe  will  of  succeeding 
Congresses.  It  would  not  be  doubted  that,  if  an  act  were  passed  giv- 
ing a  statutory  right  and  in  the  same  act  was  a  section  imposing  penal- 
ties for  ti'espass  thereupon,  when  tbe  portion  of  tbe  act  giving  tbe  right 
fell  the  whole  statute  would  fall ;  aud  is  the  rule  any  difterent  when  the 
penal  provisions  are  in  an  independent  statute  enacted  by  a  subse- 
quent legislature?  Of  course  statutes  having  reference  to  the  same 
subject-matter,  though  enacted  at  different  times,  are  to  be  considered 
as  in  pari  materia,  and  this  is  thus  laid  down  by  Dwarrisin  hisworkot) 
Statutes,  page  189 : 
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It  is  therefore  au  established  rule  of  law  that  all  acts  in  pari  materia  are  to  be  taken 
together  as  if  tht-y  were  one  law,  and  they  are  directed  to  be  compared  in  the  con- 
strnotiou  of  statutes,  because  they  are  considered  as  framed  upon  one  system  and 
having  one  object  in  view.  (Citing  certain  cases.) .  If  one  statute  prohibit  the  doing 
a  thing,  and  another  statate  be  afterward  made  whereby  a  forfeiture  is  inflioted 
apon  the  person  doing  that  thing,  both  are  considered  as  one  statute.  (8tnUUm§ 
V.  Mofgan,  Plow.,  206.) 

That  fits  this  case.  Where  the  right  was  created  by  one  statate  aod 
the  penalty  iutlicted  by  a  sabseqiieat  they  are  to  be  oon^idered  as  one 
8tatate« 

Bat  it  is  said  that  the  first  statate  never  had  any  existence.  We  are 
to  look  at  this  qaestiou  as  if  there  had  1>eeu  only  the  penal  statute  en- 
acted. Now,  if  valid,  whether  sach  a  penal  statate  has  any  operative 
force  depends  opon  sabseqnent  legislation.  It  can  not  be  doabted  that 
Congress  may  legislate  with  reference  to  the  happening  of  fatare  events. 
Its  legislation  may  be  prospective  and  contingent  apon  fatare  events. 
In  case  of  a  civil  war  Congress  might  pass,  doubtless,  a  valid  enact- 
ment that  upon  the  close  of  that  war  certain  taxes  should  be  coUeeted. 
But  the  condition  in  this  case  is  not  something  depending  upon  outside 
and  probable  occnrrences;  it  is  a  condition  depending  entirely  upon  the 
will  of  succeeding  Congresses.  There  is  no  succession  of  time,  no  pos- 
sible change  in  outward  events  that  can  bting  the  condition  to  pass. 
It  is  a  condition  that  depends  solely  upon  the  succeeding  Congress.  If 
such  legislation  be  not  absolutely  invalid,  it  is  certainly  very  anfortu- 
nate.  Further  than  that,  while  the  act  of  1870  whs  a  nullity,  it  must  be 
assumed  as  a  matter  of  fact  that  In  framing  the  act  of  1876  the  penal- 
ties imposed  were  with  reference  to  the  terms  of  the  statute  of  1870. 
Can  it  be  assumed  that  Congress  would  have  imposed  such  penalties 
upon  trespasses  upon  the  registration  of  Trade-Marks  if  the  broad,  gen- 
eral, and  comprehensive  act  of  1870hadnot  been  supposed  to  be  in  forcef 
In  this  Trade-Mark  case  it  was  pressed  upon  the  Supreme  Court  that,  as 
Congress  had  i)ower  to  legislate  in  reference  to  Trade-Marks  in  limited 
cases,  the  Court  should  uphold  the  statute  as  good  in  reference  to  such 
cases ;  but  it  proi>erly  answered  that  it  could  not  assume  that  if  Con- 
gress had  known  that  it  had  no  general  power  but  only  in  limited  caees 
it  would  have  passed  any  act.  So  and  with  more  force  mast  it  be  held 
that  if  Congress  is  legislating  in  respect  to  penalties  upon  the  theory 
that  it  has  general  and  comprehensive  power  it  can  not  be  assumed  that 
it  would  impose  the  same  penalties  provided  it  knew  that  it  only  had  a 
limited  and  narrow  power. 

Again,  when  the  act  of  1881  was  passed,  if  Congress  bad  intended 
that  penalty  should  be  imposed  for  a  trespass  upon  the  rights  conferred 
by  that  statute,  or  if  it  had  intended  that  the  act  of  1876  should  be  re- 
vivified and  operate  upon  the  act  of  1881,  it  was  very  easy  to  say  ao. 
Its  silence  in  this  respect  is  cogent  evidence  that  it  did  not  understand 
or  intend  that  the  penal  statute  should  be  considered  a^  part  of  present 
and  valid  law.    And  that  assumption  is  strengt^ield  by  the  fact  that 


DECISIOK8  OF  U.   8.   COURTS  IN  PATENT  CASES.  637 

it  had  before  it  for  oonsideration  this  passage  from  the  QpioioD  of  the 
Sapreme  Gonrtin  which  it  broadly  stated  that  the  act  of  1876  had  fallen 
with  the  act  of  1870.  Whatever  may  be  trae  as  to  the  fall  meaning  of 
that  decision  or  as  to  the  general  power  of  Congress  to  impose  penalties 
for  treapassea  upon  rights  having  no  existence,  it  had  before  it  the 
general  aiBrmance  by  the  Court  that  the  law  of  187G  bad  fallen,  and 
it  most  be  assumed  that  if  it  meant  that  it  should  stand  and  be  vivified, 
or  that  any  penalties  should  be  imponed  for  violations  of  the  law  of  1881, 
it  would  have  so  stood. 

These  considerations  convince  me  very  strongly  that  the  act  of  1876 
has,  as  the  Supreme  Court  said,  fallen  with  the  act  of  1870,  and  it  is  as 
much  a  dead  letter  as  the  act  of  1870,  and  was  not  vivified  or  given 
operative  force  by  the  act  of  1881.  Of  course,  iu  that  view  of  the  law, 
the  demurrer  will  be  sustained.  I  have  not  considered  the  other  ques- 
tions raised  by  the  demurrer.  Expressing  my  opinion  ui>ou  this  one 
must  not  be  taken  as  implying  any  dissent  from  the  views  expressed  by 
my  brother  Thayer  in  the  opinion  heretofore  filed  by  bim. 

I  have  chosen  to  rest  my  opinion  upon  this  question  of  the  invalidity 
of  the  act  of  1876,  because  if  that  be  true  there  can  be  no  remedy  by 
changing  the  form  of  the  indictment.  There  being  no  penal  legislation 
by  Congress,  there  can  be  no  indictment  found. 


[Supreme  Court  of  the  Fnited  States] 

Brush  et  ai..  v.  Condit  et  al. 

Dtvided  yovember  4, 18S9. 
4i>  O.  G.,  l-^ll. 

1.  Dkush— Elkctric  Lamps— Axticipatiox.  •» 

Reissued  Letters  Patent  No.  S,718,  jfrauttnl  May  20,  1879,  to  Charles  F.  Brush, 
for  uti  improveiiieut  iu  electric  lamps,  HehJ  to  be  autitriimted  by  the  iuvciitiou  of 
oue  Charles  11.  H.iyes. 

2.  Same—Samis. 

Where  there  had  been  a  public,  well  kuo>ni,  practical  use  iu  ordinary  work, 
with  as  much  suoce.i.s  as  was  reojsouable  to  ex]>oct  at  thatsta^^e  iu  the  development 
of  the  inechaaism  beluugiug  to  electric-arc  lighting,  of  the  exact  invcutiou  wIiIiIl 
was  subsequently  made  by  the  patentee,  Jhfd,  that  although  only  oue  artitlo 
like  the  patented  iuvoution  was  ever  made,  which  was  used  two  and  one-half 
mouths  only,  and  the  invent  ion  was  then  taken  from  the  lamp  and  was  U(»t  after- 
ward umxl  with  carbon  prncils.  it  was  au  anticipation  of  the  patented  device 
under  the  established  rules  upon  the  sulyect. 

3.  Samk— Samk. 

Where  the  moclianisMi  of  the  anticipating  device  was  such  as  to  be  necessarily 
concealed  from  view  during  its  legitimate  use  and  wonld  not  operate  as  perfectly 
as  that  of  the  patented  invention,  Held  not  to  besufllcieut  objections^to  overconie 
the  defense  of  anticipation.  ^ 
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4.   INFRIKGBMEMT. 

Claims  5  and  6  of  the  patent  foi^  tbe  auDular  clamp  would,  if  the  patent  were 
valid,  be  iufriuj^ed  by  tbe  manufacture  and  use  of  a  patented  apparatus  with  a 
rectangular  carbon  rod  surrounded  by  a  rectangular  clamp. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  tbe  Sontheru 
District  of  New  York. 

Mr.  W.  C.  Witter  and  Mr.  W.  H.  Kenton  for  the  appellants. 

Mr.  Edmund  ^yetmore  and  Mr.  Samuel  A.  Duncan  for  the  appellees. 

Mr.  Justice  Blatchfoed  delivered  the  opinion  of  the  Court. 

This  is  an  appeal  by  the  plaintiffs,  Charles  F.  Brush  and  the  Brush 
Electric  Company,  in  a  suit  in  equity  brought  by  them  in  the  Circuit 
Court  of  the  United  States  for  the  Southern  District  of  New  York, 
against  C.  Harrison  Condit,  Joseph  Hanson,  and  Abraham  Van  Winkle, 
from  a  decree  dismissing,  with  costs,  their  bill  of  complaint,  so  far  as  it 
relates  to  reissued  Letters  Patent  No.  8,718,  granted  May  20,  1879,  to 
Charles  F.  Brush,  one  of  the  plaintiffs,  for  <'  improvements  in  electric- 
lamps,"  on  an  application  for  a  reissue  filed  April  14,  1879,  the  original 
Letters  Patent  No.  203,411  having  been  granted  to  said  Brush  May  7, 
1878,  on  an  application  filed  September  28,  1877. 

The  rights  of  the  plaintiffs  were  finally  rested  upon  an  alleged  infringe- 
ment of  claims  1,  3,  5,  and  6  of  the  reissue.  Another  patent  was  sued 
on  in  the  case,  but  at  the  final  hearing  the  bill  in  regard  to  it  was  dis- 
missed, with  costs,  on  motion  of  the  plaintiffs.  The  opinion  of  the  Cir- 
cuit Court,  held  by  Judge  Shipman,  on  the  merits  as  to  Reissue  No.  8,718, 
is  reported  in  22  Blatchford  246. 

The  specification  of  the  reissue  states  the  general  nature  of  the  in- 
vention in  these  words  : 

My  iuveution  relates  to  electric  light  mechaui;jin ;  and  it  conaistjs  in  the  following 
siM»cifiecl  device,  or  its  equivalent,  whereby  the  carbon  sticks  usually  employed  are 
automatically  adjusted  and  kept  in  svich  position  and  relation  to  each  other  that  a 
continuous  and  eftective  light  shall  be' had  without  the  necessity  of  any  manual  iu- 
teiference. 

In  this  automatic  arrangement,  the  electric  arc  is  establisheil,  aud 
then,  as  the  electrodes  are  consumed,  the  arc  is  regulated  by  causiug 
the  strength  of  the  current  and  the  length  of  the  arc  mutually  to  con- 
trol each  other.  There  is  no  clock-work  or  other  extraneous  power,  but 
the  action  of  the  electric  current  alone  effects  the  ut^cessary  movements. 
The  electrodes  tend  to  move  toward  each  other  at  all  times,  and  this 
tendency  is  opposed  by  the  electro- magnetic  action,  which  leuds  to  sep- 
arate them.  These  opposiug  forces  are  designed  to  be  in  equilibrium 
when  the  electrodes  are  at  such  a  distance  from  each  other  as  will  pro- 
duce the  maximum  development  of  light  with  a  given  electric  current. 
It  was  to  an  electric-arc  lamp  of  this  character  that  the  invention  of 
Brush  was  to  be  applied.  The  construction  of  his  arrangement,  as  de- 
scribed in  the  specification  of  the  reissue,  is  as  follows :  A  helix  of  in- 
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sulateil  wire,  such  helix  being  iu  the  form  of  a  tube  or  hollow  cylinder, 
rests  upon  an  insulated  plate  upheld  by  a  metallic  post  or  standard. 
Within  the  cavity  of  the  helix  are  contained  an  iron  core  and  a  rod 
which  passes  longitudinally  and  loosely  through  and  within  the  core. 
This  rod  holds  a  carbon.  The  core  is  also  made  to  move  very  freely  within 
the  cavity  of  the  helix,  and  is  partially  supported  by  means  of  springs 
which  push  upward  against  ears  attached  to  the  core.  A  ring  of  metal 
just  below  the  core  surrounds  the  carbon- holder,  and  rests  upon  a  floor 
or  support.  One  edge  of  the  ring  is  over  a  lifting-tongue,  which  is 
attached  to  the  core,  while  the  opposite  edge  is  a  short  distance  below 
the  crown  of  an  adjustable  set-screw.  The  design  is  that  one  point  of 
the  ring  may  be  lifted  iu  such  way  as  to  clamp  the  carbon- holder,  while 
a  limit  is  placed  to  the  upward  movement  of  the  core.  The  poles  Of 
battery  being  so  attached  that  the  circuit  of  an  electric  current  is  com- 
pleted, the  core,  by  the  force  of  the  axial  magnetism,  is  drawn  up  within 
the  cavity  of  the  helix,  and  by  means  of  the  lifting-tongue  one  edge  of 
the  ring  is  lifted  until,  by  its  angular  impingement  against  the  rod  or 
carbon-holder,  it  clamps  such  rod,  and  also  lifts  it  up  to  a  distance  lim,- 
ited  by  an  adjustable  stop.  AVhile  the  riufl:  preserves  this  angular  re- 
lation with  and  impingement  against  the  rod,  the  rod  will  be  firmly  re 
tained  and  prevented  from  moving  through  the  ring.  The  adjustably 
stop  is  fixed  so  that  it  shall  arrest  the  lifting  of  the  rod  when  the  two 
carbons  are  sufficiently  separated  from  each  other.  While  the  electric 
current  is  not  passing  the  rod  can  slide  readily  through  the  loose  ring 
and  the  core;  and  in  this  condition  gravity  will  cause  the  upper  carbon 
to  rest  upon  the  lower  carbon,  thus  bringing  the  various  parts  of  the  de- 
vice into  the  position  of  a  closed  circuit.  If  then  a  current  of  electricity 
is  passed  through  the  apparatus  it  will  instantly  operate  to  lift  the  rod, 
and  thus  separate  the  two  carbons  and  produce  the  electric  light.  As 
the  carbons  burn  away,  thus  increasing  the  length  of  the  voltaic  arc,  the 
electric  current  diminishes  in  strength,  owing  to  the  increased  resist- 
ance. This  weakens  the  magnetism  of  the  helix,  and  accordingly  the 
core,  rod,  and  upper  carbon  move  downward  by  the  force  of  gravity 
until  the  consequent  shortening  of  the  voltaic  arc  increases  the  strength 
of  the  current  and  stops  such  downward  movement.  After  a  time,  how- 
ever, the  ring  will  reach  its  floor  or  support,  and  its  downward  movement 
will  be  arrested.  Any  fui  ther  downward  movemei^  of  the  core,  however 
slight,  will  at  once  release  the  rod,  allowing  it  to  slide  through  the  ring 
until  arrested  by  the  upward  movement  of  the  core,  due  to  the  increased 
magnetism.  In  continued  operation,  the  normal  position  of  the  ring  is 
in  contact  with  its  lower  support,  the  office  of  the  core  being  to  regulate 
the  sliding  of  the  rod  through  it.  If,  however,  the  rod  accidentally 
slides  too  far,  it  will  instantly  and  automatically  be  raised  again  as  at 
first,  and  the  carbon  points  thus  be  continueil  in  proper  relation  to  each 
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Claims  1,  3,  5,  and  6  of  the  reissoe,  on  which  alone  reoovery  is  woaghtj 
read  as  follows,  there  being  eight  claima  in  aU  in  the  reisane  aa  granted : 

1.  In  an  electric  lamp^  the  combination,  with  the  cariMm-holder  and  oora,  ef  a 
olamp  sarronnding  tlie  carbon-bolder,  said  clamp  being  independent  of  the  oore,  hot 
adapted  to  be  raiseJ  by  a  lifter  secured  thereto,  sabatantiallj  aa  set  ferth. 

3.  In  an  electric  lamp,  the  combination  of  U>e  oore  or  amtatnre,  C,  the  clamp  D. 
and  adjustable  stop  D',  or  their  equivalents,  whereby  the  points  of  the  carbons  are 
separated  from  each  other  when  an  electrical  current  is  established — prevented  from 
separating  so  as  to  break  the  cnrrent— ^nd  gradually  fed  together  as  the  cartMna  are 
consumed,  substantially  as  described. 

5.  In  an  electric  lamp,  the  combinatien,  with  a  carbon* holder,  of  aa  aBntilar  eUtmp 
snrronnding  the  carbon-bolder,  said  clamp  adapted  to  be  moved,  and  therebj  to 
separate  the  carbon  iK>int9  by  electrical  or  magnetic  action,  snbstantiaUy  as  herein 
set  forth. 

C.  In  an  electric  lamp,  an  annular  clamp  adapted  to  gra^  and  more  a  carbon 
holder,  substantially  as  shown. 

What  is  called  iu  these  claims  ^<  the  clamp  D^  is  the  ring  of  metal 
which  surrounds  the  rod  or  carbon-bolder. 

The  speciflcatiou  of  the  reissae,  aa  granted,  contained  the  fDllowing 
paragraph : 

I  do  uot  limit  myself  narrowly  to  the  ring  D,  as  other  devices  may  be  employed 
which  would  accomplish  the  same  result.  Any  device  may  be  used  which,  while  a 
current  of  electricity  iij  uot  passing  through  the  helix  A  will  permit  the  rod  B  to 
move  freely  tip  and  down,  but  which,  when  a  current  of  electricity  is  passing  through 
the  helix,  will,  by  the  raising  of  the  core  C,  operate  both  to  clamp  and  to  raise  the 
rod  B.  and  thereby  separate  the  carbou  points  F  F',  and  retain  them  in  proper  rela- 
tion to  each  other. 

Ou  the  14Mi  of  October,  18S1,  the  plaintiffs  filed  in  the  Patent  Office 
a  disclaimer,  in  which  they  stated  that  the  patentee  had  claimed  more 
than  that  of  which  he  was  the  first  inventor  or  discoverer,  by  or  in 
couse<]aeuce  of  the  use  iu  the  specification  of  the  language  contained 
ill  the  paragrapli  last  above  quoted ;  and  that  there  were  material  and 
substantial  parts  of  the  thing  pateuted,  also  embraced  within  the  terms 
of  the  above-fiuoted  paragraph,  which  were  truly  and  justly  the  inven- 
tion of  Brush.  The  paper  went  on  to  enter  a  disclaimer  to  that  part  (»f 
the  subject-matter  of  the  specification  and  of  claims  1,  2, 3«  5,  and  G  of 
the  reissue,  which,  bein<;-  embraced  within  the  general  language  of  the 
above  quoted  paragraph,  included  as  within  the  invention  of  Bniah — 

clampiii<{  devicoa  s^abs tan ti ally  different  in  constrhction  and  mode  of  operation  fi*oni 
the  claiiip  D. 

On  tlic  Gth  of  April,  1883,  the  plaiutifi's  tiled  in  the  Patent  Office  a 
disclaimiT  of  so  much  or  such  part  of  the  invention  described  in  the  re- 
issuit,  and  coming  within  the  general  language  of  the  third  claim,  as 
might  cover  or  include  as  elements  thereof  *•  the  core  or  armature  V  ^ 
and  ^'  the  clamp  D,''  excepting  when  the  core  or  armature  raises  the 
clamp  by  a  lifter  secui^eil  to  such  core  or  armature,  substantially  as  de- 
scribed in  the  patent.  The  same  paper  disclaimed  the  specific  coihbina- 
tions  forming  the  subject  matter  of  claims  2,  7,  and  8.  <^ 
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Jadge  Shipman  held  that  the  first  claim  describes  a  clain[>  iudepond- 
ent  oU  that  is,  not  fixed  to  the  core,  bot  adapted  to  be  raised  by  a  lifter 
secured  to  the  core,  and  does  not  mean  that  the  clamp  is  iiulepeudeiit 
of,  and  not  in  any  way  dependent  for  its  motion  ai>on,  the  core,  but  i.s 
adapted  to  be  raised  by  a  lifter  secured  to  itself.  He  further  lieJd  that 
the  first  claim  does  not  include  the  a4ljn8tab]e  stop  of  the  tliinl  claim, 
but  includes  only  the  co'nbinatiou  of  the  clamp  and  core  and  rod,  with 
the  described  elements  which  are  necessary  to  cause  an  au^^ular  iin- 
pingemeut  upon  the  rod  and  an  intermittent  downward  fecdino:  of  the 
rod.  He  also  held  that  the  clamp  of  the  sixth  claim  is  not  any  annular 
elauip  adapted  to  grasp  and  move  a  carbun- holder,  but  means  to  de- 
scribe in  gi*nenil  terms  the  clamp  of  the  first  claim,  which  raises,  clamps, 
and  feeds  downwardly  the  rod,  |>reserving  a  practically  uniform  length 
of  arc  by  the  describeil  means,  or  an  annular  clamp  surrouuding  the 
carbon-bolder  independently  of  the  core,  but  adapt^'d  to  be  raised  by  a 
lifter  secured  to  the  core  and  some  suitable  agency  to  allow  the  clamp 
to  be  tripped;  and  that  the  fifth  claim  includes  the  clamp  of  the  first 
and  sixth  claims,  the  carbon  holder,  the  motor,  and  the  tripping  device. 

Judge  Shipman  examined  the  question  of  the  novelty  of  claims  1,  3, 
5,  and  6,  and  arrived  at  the  conclusion  that  they  were  invalid  by  reiison 
of  their  prior  existence  as  perfected  inventions,  in  a  lamp  made  in  June, 
1876,  by  one  Hayes,  at  Ansonia,  Conn.  On  this  subject  he  says  in  his 
opinion : 

Tlie  elanip,  in  combination  Trith  the  other  necessary  elements,  tvbich  was  made  by 
Charl«w  H.  Hayes,  of  Ansonia,  Conu.,  and  was  a  part  of  a  lamp  which  he  constnictecl 
abont  the  end  of  June,  1876,  as  an  improvement  upon  the  White  lamp,  is  the  comhina- 
^ou  of  the  lirst  and  third  claims  of  the  Brush  patent.  The  carbon  rod  wns  Hqiiarc  or 
Toctangnlur,  and,  therefore,  was  snrronnded  by  a  rectan.i;nlar  clamp  wlii<;li  wan  inde- 
pendent of  the  core.  It  is  not  denied  that  this  clamp  is  the  equivalent  of  an  annular 
ciamp.  It  was  raise4l  by  a  lifter  secured  to  the  core  and  was  tripped  by  comiu;;  in 
cont;Mrt  with  a  lloor,  while  the  ascent  of  the  rod  was  checked  by  the  contact  of  the 
clamp  with  an  adjustable  stop. 

The  plaintiffs'  answer  to  the  antic)])atory  character  of  this  clamp  is  that  it  was  an 
abandoned  experiment  and  never  was  a  perfected  invention.  The  facts  in  regard  to 
its  character  and  position  as  an  invention  are  as  follows:  Mr.  Hayes  was,  in  1876,  and 
has  been  continnonsly  since,  in  the  employ  of  Wallace^  Sons,  who  are  lar<]re  mann- 
^actiurers  of  brass  goods  in  Ansonia.  In  1876  this  firm  was  trying  to  find  a  successful 
electric  lamp  to  mannfaetnro.  Mr.  White  fnmislxed  them  with  his  ilevice,  which 
they  sent,  as  apart  of  their  exhibit,  to  the  Centennial  Exhibition  at  Philadelphia. 
Mr.  Hayes  testifies  as  follows:  ''Experiments  with  the  White  lamp  showed  its  de- 
f<*ct8  so  strongly  or  plainly  that  I  designed  this  [the  Hayes]  lamp  to  overcome  thos^ 
defects.  I  made  rongh  drawings  in  the  middle  or  latter  part  of  May,  187i> ;  com- 
menced building  the  lamp  at  ouro,  and  finished  it  abont  the  end  of  June  following  • 
tested  it,  tried  it,  and  made  some  ntinor  alterations,  and  run  it  from  time  to  tim«s 
Tvheu  a  lamp  was  needed,  until  the  16th  of  September  following."  At  this  time  he 
was  in  Philadelphia,  and  a  fellow-employ^  by  the  name  of  King,  thinking  thar  he 
could  improve  n))on  the  clutch  and  make  the  feeding  of  the  carbons  an.Hwer  more 
promptly  to  the  changes  of  the  cnrrent  or  make  the  feeding  less  *' jerky,"  obtained 
permission  from  Wallace  &  Sons,  who  owned  the  clamp,  to  make  an  alteration.  The 
*'King  clntch,"  constmcted  upon  a  different  principle  from  that  of  the  Hayes  or  the 
Bmsh  olamp,  was  put  into  the  lamp,  whioh  has  remained  in  use  in  the  mill,  and  since 
2016  PAT 41 


642  DECISIONS   OF   U.    S.    COURTS    IN    PATENT   CASES. 

the  eud  of  1&7G,  bau  beuu  ^'ased  in  the  electrical  room  for  testing  machines,  carbons, 
etc.,  and  ba.s  l)een  used  for  that  purpose  more  or  less  ever  since."  But  one  Haye8 
lam])  was  made  until  a  duplicate  specimen  was  made  for  use  in  this  case.  The  Uayes 
clauip,  it  A\ill  be  observed,  was  used  in  the  lamp  only  until  September  16th.  Prior 
to  thnt  date  the  Ube  of  the  lamp  with  the  original  clamp  is  thus  described  by  Hr. 
Hayes  upou  cross-D^^amination:  *^  It  [the  lamp]  was  moved  about  and  burned  in  dif- 
ferent places— in  the  mill  anu  outside — and  it  was  also  burned  in  our  other  shop  occa- 
sionally." This  shop  was  known  as  the  *' skirt-shop,"  the  third  floor  of  which  was 
Uvsed  for  elettrical  work.  The  mill  and  skirt -shop  were  ordinarily  lighted  by  ga«. 
'<  Question.  On  what  occasions  did  yon  use  the  lamp  out  of  doors? — Aus.  The  lamp 
was  used  out  of  uoors  on  several  occasions;  when  gangs  of  men  required  light  un- 
loading frei^iht  from  rai  1  way -cars ;  digging  for  some  work  counected  with  the  water- 
power.  I  aiii  unable  to  specify  positively  any  particular  date,  but  have  a  general 
recollection  of  being  frequently  called  upou  to  make  a  light  for  some  such  purposes. 
Question.  Did  you  use  it  sometimes  to  test  dynamos  with  in  June-Septemj)er,  1076? — 
Aus.  I  think  not  during  that  time.  Question.  What  other  use  did  you  put  it  to  dur- 
ing those  mouths  except  the  occasions  out  of  doors  which  you  have  mentioned  f — Aus. 
It  was  used  about  the  mill,  more  particularly  around  the  muffles,  on  occasions  when 
it  was  necessary  to  work  during  the  evening."  The  nse  was  a  public  one  in  the 
preseuce  of  the  employes  of  the  factory.  The  Hayes  clamp  has  been  preserved  and 
was  an  exhibit  in  the  case.  Wallace  &  Sons  thereafter,  after  mnch  experimenting, 
went,  to  a  limited  extent,  into  the  manufacture  of  what  were  known  in  the  case  as 
"  plate  lamps/*  or  lamps  having  two  carbon  plates  instead  of  rods,  but  did  not  con- 
tinue the  business  Ion;;.  They  say  that  the  discontinuance  was  due  to  the  fact  that 
they  (lid  not  huve  a  satisfactory  generator.  The  Hayes  clamp  was  used  upon  the 
plate  lamps,  but,  as  lias  been  said,  was  used  upon  but  one  carbon  pencil  electric  lamp. 

The  plaint Ltfs  v  i*;orously  insist  that  the  Hayes  clamp  was  not  a  completed  and 
successful  invention,  but  that  its  use  was  merely  Tentative  and  experimental,  and 
was  permanently  abandoned  because  the  device  aid  not  promise  to  be  successful. 

Two  facts  are  manifest,  lirst,  that  the  Hayes  clamp  was  the  clamp  of  the  Brush  pat- 
ent ;  and,  second,  that  it  became,  after  September  ICth,  a  disused  piece  of  mechanism 
in  connection  with  carbon  points.  The  question  then  is— Was  it  a'perfected  and  pub- 
licly kuown  invention,  the  use  of  which  was  abandoned  prior  to  the  date  of  the  Brush 
invention,  or  was  its  use  merely  t^xperirniuital,  which  ended  in  an  abandoned  experi- 
ment on  September  16th  ? 

The  phiiutifl's,  in  supi)ort  of  their  view,  say  that  Walbice  &  Sons  were  searching 
for  a  successful  lamp,  and  wore  exhibitors  of  an  electric  lamp  at  the  Centennial  Ex- 
position ;  that  inventors  were  in  their  employ  who  were  encouraged  to  make  experi- 
ments and  trials  in  the  hope  that  sometbing  good  might  be  produced,  and,  under  this 
stimulus,  one  Hayes  lamp  was  made ;  that  improvements  in  the  location  of  the  spritfg 
were  made;  that  it  gave  a  ''jerky''  light,  and  when  the  inventor  was  away,  another 
elamp  was  put  on,  by  the  permission  of  the  owners,  to  remedy  this  irregular  feeding  : 
that  afterward  no  other  lamp  was  ever  constructed,  and  the  Hayes  clutch  was  left 
among  other  **  odds  and  ends ; "  and  that  the  indiflference  with  which  it  was  received , 
its  confessed  faults,  the  attempted  improvements,  and  its  disuse,  show  that  the  Haye-* 
clamp  never  was  anything  more  than  an  attempt  to  invent  something  which  proved 
to  be  a  tailure. 

The  question  of  fact,  in  this  part  of  the  case,  must  turn  upon  the  character  of  the 
use  of  the  lamp  prior  to  September  I6th,  because  it  is  established  that  the  Haye< 
clamp  and  the  Brush  clam]>,  in  their  patented  features,  were  substantially  alike,  .iud 
that  the  point  in  which  they  ditVer — viz.,  the  leugth  of  the  arms — is  not  a  part  of  \h^ 
principle  of  the  device.  Was  the  lamp  with  this  clutch  used  merely  to  gratify  rnri- 
osity,  or  for  purposive  of  experiment,  to  see  wlnsther  the  feeding  device  was  succe^ssful. 
or  whether  anything  mon^  was  to  be  done  to  perfect  it;  or  was  it  put  to  um»  in  tin- 
ordinary  business  of  the  mill,  as  a  thing  which  wiis  completed,  and  was  for  use,  and 
was  neither  upon  trial  nor  for  show? 
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Hayeii  made  the  lamp  for  Wallace  «&  Sous  aa  au  improvemeut  upou  the  White  lamp, 
and  apparently  tomed  it  over  to  them  to  be  uned  wheu  they  chose.  An  alteratiuii 
was  subsequently  made  in  the  location  of  the  spring.  The  lamp  was  used  at  difiV^i- 
ent  times,  in  the  work  of  the  mill,  at  night,  in -doors  and  out-of-doors.  Its  use  al 
these  times  does  not  seem  to  have  been  for  the  purpose  of  testing  the  machiue,  or  of 
calling  attention  to  its  qualities,  or  of  gratifying  curiosity,  but  it  was  used  to  furnish 
light  to  the  workmen  at  their  work.  I  have  queried  whether  this  use  was  not  that 
of  a  thing  which  might  be  of  help  lu  an  emergency,  and  which  was  thought  to  be 
better  thau  nothing,  though  not  of  much  arlvantage;  but  it  was,  apparently,  used  to 
accomplish  the  ordinary  purposes  of  an  electric  light  in  a  mill,  to  enable  the  work- 
men to  see  at  night,  although  it  was  not  uniformly  used,  because  the  mill  was  lighted 
by  gas. 

But  the  plaiutiifs  press  the  question — Why,  then,  was  the  further  use  of  the  Hayes 
clamp  and  lamp  discontinued  T  This  qoe<ition  is  significant,  because  the  abandon- 
ment of  a  thing  which  is  greatly  wanted  is,  ordinarily,  a  very  suggestive  circum- 
stance to  show  that  it  was  defective,  and  that,  before  the  invention  could  be  com- 
pleted, something  was  to  be  done  which  never  was  done. 

I  think  that  Wallace  &,  Sons  did  not  push  the  electric-lamp  business  because  they 
had  DO  generator,  and  1  also  think  that  the  Hayes  lamp,  either  with  or  without  the 
Hayes  clutch,  did  not  iniprets  them  favorably,  for  they  contented  theniselves  with 
making  only  one  specimen,  whereas  they  made  six  White  lamps,  and,  after  much  ex- 
perimenting, and  after  the  invention  of  the  Hayes  lamp,  they  made  fifty  or  sixty 
plate  lamps.  For  some  reason  they  did  not  manufacture  the  Hayes  lamp,  but  turned 
away  to  the  plate  lamps.  But  the  facts  that  the  anticii»atory  device  was  the  device 
of  the  i>atent,  and  did  do  practical  work,  and  was  put  to  ordinary  use,  and  that  it 
does  not  appear  that  the  Hayes  clatup  was  the  cause  of  the  nei^lect  with  whi^^h  Wal- 
lace &  Sons  treateil  the  Hayes  lamp,  seem  to  me  to  outweigh  the  doubts  which  arise 
from  the  shortness  of  its  existance  and  itc  perninneut  disappearance  from  a  carbon- 
pencil  laaip. 

The  case  is  that  of  the  public,  well-known  practical  use,  in  ordinary  work,  with  as 
much  success  as  was  reasonable  to  expect  at  that  stage  in  the  development  of  the 
mechanism  belonging  to  electric-arc  lighting,  ot  the  exact  invention  which  was  sub- 
sequently made  by  the  patentee;  and. although  only  one  clamp  and  one  lamp  were 
ever  made,  which  were  used  together  two  and  one-half  months  only,  and  the  inven- 
tion was  then  taken  from  the  lamp  and  was  not  afterward  used  with  carbon  [>encils,  it 
was  an  anticipation  of  the  patented  device,  under  the  establinbed  rules  upon  th(>  sub- 
ject. With  a  strong  disinclination  to  permit  the  remains  of  old  experiments  to  des- 
troy the  pecuniary  value  of  a  patent  for  a  useful  and  8UC(.o{i8ful  invention,  and  re- 
membering that  the  defendants  must  assume  a  weighty  burden  of  proof,  I  am  of  the 
opinion  that  the  patentee's  invention  has  been  clearly  proved  to  have  been  anticipated 
by  that  of  Hayes.  (Coffin  v.  Ogden,  18  Wall,,  120;  Rted  v.  Cutter^  1  Story,  590  ;  Pick- 
enng  v.  McCullough,  C.  D.  1^82,  28,  721  O.  G.,  73,  104  U.  S.,  310;  Curtis  on  Patents, 
8008.89-92.) 

The  bill,  so  far  as  it  relates  to  the  clamp  patent,  is  disniiMsed. 

We  have  examined  carefully  the  evidence  in  this  case,  relied  upon 
by  the  plaintiffs  to  show  that  the  clamp  arrangement  of  Hayes  was  not 
a  perfected  inventioUi-but  was  merely  an  abandoned  experiment,  and 
we  have  arrived  at  the  conclusion  that  Judge  Shipman's  view.s  on  the 
subject  are  correct.  They  are  well  and  accurately  expressed,  and  we 
could  not  add  to  their  force  by  a  prolonge<l  discussion  of  what  is  purely 
a  question  of  fact. 

The  cases  of  Copn  v.  Ogdeti  and  Pickering  v.  McCuUonghj  cited  by 
Judge  Shipman,  are  enforced  by  the  case  of  Uall  v.  Macneale^  (C.  D. 
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1883, 191,  107  U.  S.  90,  07.)  Tbis  latter  case  meets  also  the  objection 
made  by  the  appellants  that  the  mechanism  of  the  Hayes  clutch  was 
do'ucealed  from  view,  aud  the  farther  objection  that  it  would  not  operate 
as  perfectly  as  that  of  the  Brash  inrentiou. 

In  Hall  V.  Macnealey  si^eaking  of  the  anticipating  safes,  this  coort 
said  : 

The  inventioQ  wm  complete  in  those  aafea.  It  was  capftble  of  producing  the  re- 
siiltfi  Hongbt  to  be  accomplished,  although  not  as  thoroughly  as  with  the  use  of 
welded  steel  aud  iron  plates.  The  constraotion  aud  arrangement  and  pnrpoae  and 
mode  of  o)ieratioii  and  use  of  the  bolts  in  the  safes  were  necessarily  known  to  the 
workmen  who  pnt  them  in.  They  were,  it  is  true,  hidden  from  view  after  tha  aafea 
were  completed,  and  it  required  a  destruction  of  the  safes  to  bring  them  into  tIow. 
But  this  was  no  conoealmeut  of  them  or  use  of  them  in  secret.  They  had  no  more 
concealment  than  was  inseparable  from  any  legitimate  use  of  them. 

It  is  contended  by  the  appellants  that,  notwithstanding  the  prior  ex- 
istence of  the  Hayes  apparatas  as  a  perfect  invention,  claims  5  and  6 
of  the  reissne  are  sustainable  becaase  each  of  them  is  limited  to  an 
<<  annular  clamp."  It  is  urged  that  the  clamp  of  the  patent  is  a  ring 
which  surroands  a  cylindrical  rod,  nn<l  that  the  rod  in  the  Hayes  ap- 
paratus was  square  or  rectangalar,  and  was  surrounded  by  a  rectangu- 
lar clamp.  But  it  is  quite  apparent  that  claims  5  and  6  of  the  reissn^ 
would,  if  the  patent  were  valid,  be  infringed  by  the  manufacture  and 
use  of  the  patented  apparatus  with  a  rectangular  carbon  rod  sarrounded 
by  a  rectangular  clamp.  Such  an  apparatus  might  be  inferior  in  per- 
fection and  utility  to  the  cylindrical  rod  with  the  ring  clamp,  bat  it 
would  still  embody  the  principle  of  the  invention,  carried  oat  by  eqaira- 
leut  means.  The  iuiprovement,  if  any,  in  the  use  of  the  circular  clamp 
over  the  rectangular  clamp  was  only  a  question  of  degree  in  the  nse  of 
substantially  the  same  means. 

We  are  of  opinion  that  the  decree  of  the  circuit  court  must  be  af- 
firmed, and  it  is  so  ordered. 


[United  States  Ciroalt  Coart— North  em  District  of  New  York.] 

Hat  Sweat  Manufactueino  CoMPANv'r.  Davis  Sewing  Machine 

Company. 

Dedded  October  U,  18^0. 

49  O.  G.,  1214. 

Invention— Want  of  Novklty. 

Wliere  it  Appeared  that  a  torn-over  seam  vrnn  an  old  and  well-known  «a1i«ti- 
tnte  for  the  ordinary  hp.iiu  in  makinix  };ariiKMir.H,  i^nd  that  such  ^eam  had  been 
UHed  in  hat-sweats,  as  shown  in  a  prior  pat«9nt,  as  a  substirtitc  for  the  offdinaiy 
seam  and  for  the  pnrposeof  piotectiof;  the  hut  from  the  perspirarion,  HM  not  to 
be  invention  to  unite  in  a  hat-awoat  the  tacking-slip  to  the  leather  Imnd  by  a 
turn-over  seam  instead  of  by  the  ordinary  neaiu  in  which  the  stitches  perforale 
the  outer  face  of  the  band.  "  ^ 
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Wallace,  J.  ; 

The  qaestioa  which  ari8e«  at  t|ie  oatset  of  this  case  is  whether  there 
is  any  patentable  ooTctty  io  ttie  hat-sweat  of  the  first  claim  of  the 
patent.    The  claim  is : 

A  sweftt  for  h»t§  or  caps  of  any  kind,  hftviag  a  cord,  reed,  or,  spring-rod  AttMhed 
to  the  bodjT  of  the  sweat  or  band  by  means  of  a  coTering  lapping  orer  tlie  reed  and 
seenred  to  the  band  by  a  row  of  stitches  paii^ing  through  the  lapped  portion  of  the 
covering  and  throngh  the  liand  at  a  di.stanoe  from  its  edges,  snbstantially  as  shown 
and  deeeribed. 

ThiM  claim  is  for  a  sweat-leather  (a  plain  leather  band)  seenred  to  a 
tacking-Mlip  (icenerally  made  of  oil-silk  or  glazed  innslin)  inclosing  a 
reed  or  cord.  The  parts  are  secured  together  as  follows :  The  tacking- 
slip  is  folded  around  the  reed  and  laid  sufficiently  owr  the  edge  of  the 
leather  band  to  allow  the  two  to  be  nnited  by  cither  zigzag  or  straigh^t 
stitches  which  pass  down  close  to  the  reed  and  through  the  tacking- 
slip  a  short  distance  within  the  etlge  of  the  leather  band,  and  after  the 
parts  have  been  thus  nnited  the  tacking  slip  isbronght  around  parallel 
with  the  back  face  of  the  leatlier  band,  thus  folding  the  edge  of  the 
band  back  upon  itself  and  concealing  the  stitches  completely  on  the 
outer  face.  The  hat-sweat  as  thus  i>repared  is  ready  to  be  attached  to 
tKe  hat  by  stitching  the  taclcing-slipto  the  hat- body.  It  may  be  shortly 
described  as  consisting  of  a  tacking-slip  folded  over  a  reed  or  <ronl,  and 
a  leather  band,  the  parts  being  united  by  an  ordinary  turnover  seam. 
If  the  stitches  perforated  the  outer  face  of  the  leather  band,  they  wou.ld 
come  in  contact  with  the  head  of  the  wearer  of  the  hat  and  furnish 
chtonels  for  conducting  perspiration  to  the  body  of  the  hat,  thus  dis- 
coloring  and  soiling  the  exterior. 

In  the  prior  state  of  the  art  hat-sweats  were  variously  prepared  and 
attached  to  the  hats.  In  some  instances  a  plain  band  of  leather  was 
sewed  or  whippetl  directly  to  the  body  of  the  hat ;  in  others  cloth  in- 
closing a  reed  was  stitched  to  the  leather  band  and  the  band  was  sewed 
to  the  hat-lxMly ;  in  others  the  tacking-slip  of  cloth  inclosing  the  reed 
was  first  seweil  to  the  hat-body  near  the  junction  of  the  brim,  and 
then  the  leather  band  was  sewed  to  the  attachingslip  by  over-and-over 
stitches  inclosing  the  reed ;  and  again  the  tacking-slip,  with  its  inclosed 
reed,  was  stitched  to  the  leather  band  by  over-and-over  stitches  secur- 
ing the  reed. 

A  prior  patent  to  Bigelow  shows  a  hat-sweat  in  which  an  independ- 
ent tacking-slip  is  secured  to  the  leather  hand  by  stitches  which  pass 
over  and  inclose  the  reeil  of  the  tackingslii>,  or  by  a  straight  line  of 
stitches,  and  when  this  tacking-slip  is  stitched  to  the  hat-body  and  the. 
leather  band  folded  to  its  place  the  stitches  over  the  reed  are  on  the 
back  face  of  the  band,  out  of  contact  with  the  head  of  the  wearer. 

It  is  apparent  that  the  hat-sweat  of  the  claim  is  only  new  in  the  fea- 
tnre^.  which  consists  in  uniting  the  tacking-slip  to  the  leather  band 
by  a  turnover  seam,  instead  of  by  the  ordinary  seam  in  which  the 


646  DECISIONS    OF    U.    S.    COURTS    IN   PATENT    CASES. 

stitches  perforate  the  outer  face  of  the  baud.  This  is  not  invention, 
not  only  becanse  the  turn-over  seam  was  an  old  and  well  known  substi- 
tute for  the  ordinary  seam  in  making  garments,  but  also  because  that 
seam  had  been  used  in  hat-sweats,  as  shown  in  the  patent  to  Baldwin, 
as  a  substitute  for  the  ordinary  seam  and  for  the  purpose  of  protecting 
the  hat  from  the  perspiration  liable  to  pass  through  the  needle-perfora- 
tions. 
The  bill  is  dismissed,  with  costs. 


[Uuited  Statea  Circuit  Conrt— ^fortbern  District  of  New  York.] 

Magin  v.  Carle.  Magin  v.  Lehman. 

Decided  October  28,  1889. 
49  O.  G.,  1214. 

Gordon— Apparatus  for  cooling  and  drawing  be ku— Anticipation. 

Letters  Patent  No.  248,646,  granted  to  Charles  Gordon  October  25,  IdSl,  for  an 
improvement  in  apparatus  for  cooling  and  drawing  beer,  Held  to  be  anticipated 
by  an  apparatus  that  was  practical  and  saccessful,  embodying  the  aame  inven- 
tion as  the  patent,  and  in  existence  prior  to  the  time  when  the  invention  was 
made  by  said  patentee. 

Mr.  John'R.  Bennett  aud  Mr.  George  B.  Selden  for  the  complainant. 
Mr.  Josiah  Sullivan  for  the  defendants. 

Blatchford,  J.  : 

These  are  two  suits  in  equity,  brought  for  the  iafHngement  of  Letters 
Patent  No.  248,646,  granted  to  Charles  Gordon  October  25, 1881,  for  an 
improvement  in  apparatus  for  cooling  and  drawing  beer.  It  is  the 
same  patent  which  was  involved  in  the  suits  of  Magin  v.  McKay  and 
Magin  v.  Welker^  decided  by  me  in  this  court  August  20, 1885.  (CTd. 
1885,  408,  24  Fed.  Rep.,  743.)  In  the  opinion  in  those  cases  the  material 
l)artsof  the  specification  and  thefourclaimsaresetforthand  the  operation 
of  the  apparatus  is  described.  It  was  there  held  that  so  far  as  claims  1  and 
4  were  concerned  the  invention  was  anticipated  by  an  apparatus  put  in 
use  by  oneMeinhard,  ill  Rochester,  N.  Y.,  in  the  summer  of  1877,  and 
which  was  continued  in  use  about  four  years.  A  description  was  given 
of  that  apparatus,  and  it  was  held,  on  the  evidence,  that  it  was  practi- 
cal and  successful,  and  embodied  the  same  ])rinciple  as  that  of  Gordon  ; 
that  it  was  continued  in  use  for  nearly  two  years  after  Gordon  obtained 
his  patent,  and  that,  although  it  did  not  contain  the  non-conductiug 
jacket  surrounding  the  outer  wall  of  the  cold-air  passage,  which  was  a 
feature  in  claim  3  of  tliH  patent,  there  was  no  patentable  invention  in 
adding  a  non-conducting  jacket  to  the  elements  found  in  claim  1  or  to 
those  found  in  claim  4.  Infringement  of  claim  2  was  not  alleged  in 
those  cases.  The  bills  were  dismissed  on  the  ground  of  the  prior  exist- 
<5nce  of  the  Meinhsird  apparatus.  ^ 
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In  the  present  suits  iDfringement  is  alleged  in  each  of  tliem  of  claims 
1  and  4  of  the  Gordon  patent.  The  testimony  on  both  sides  taken  in 
the  McKay  and  Welker  suits  in  regard  to  the  Meinhard  apparatus  is 
introduced  in  evidence  in  the  present  cases  and  voluminous  proofs  in 
addition  have  been  taken  by  both  parties  in  regard  to  that  ai)paratu8. 

A  careful  examination  of  all  the  evidence,  with  the  aid  of  exhaustive 
briefs,  for  the  respective  parties,  confirms  me  in  the  CiUiclusion  at  which 
I  arrived  in  the  McKay  and  Welker  cases — that  the  invention  embtnlied 
in  claims  1  and  4  of  the  Gordon  patent  existed  in  the  Meinhard  appa- 
ratus prior  to  the  time  when  the  invention  was  made  by  Gordon,  and 
that  that  ajiparatus  was  practical  and  successful. 

The  bill  in  each  case  must  therefore  be  dismissed,  with  costs. 


[Suprerii*-  Court  of  the  Uiiite<l  Stat<»8.J 

Day  v.  The  Fair  Haven  and  Wkstvillb  Railway  Company. 

Decided  November  W,  1889. 
49  0.G.,1364. 

1.  Day— -Track-clkareus— Void  for  want  of  Novelty. 

Reissued  Letters  Patent  No.  ><,:WS,  granted  August  '27,  1878,  tb  Angnstua  Day, 
for  an  improvement  in  track-clearers,  Held  to  be  void  for  want  of  patentable 
novelty. 

2.  8ame~Mechanical  Skill. 

Where  the  employment  of  a  device  to  effect  a  certain  purpose  was  such  as  would 
naturally  suggest  itnelf  to  any  mechanic,  and  the  same  device  was  used  in  the  new 
relation  to  i>ertbrm  an  office  exactly  analogous  to  that  in  which  it  had  been  fre- 
<iuently  fonnerly  uned,  Held  sucli  employment  of  said  devicb  did  not  constitute 
invention, 
o.  Enlargement  of  Scope  of  Claim. 

The  claim  as  allowed  detin^s  the  patentee's  invention,  and  it  ought  not  to  be 
enlarged  beyond  the  fair  interpretation  of  its  terms.  It  would  not  be  Justifiable 
to  import  into  the  claim  an  element  which  would  operate  to  so  enlarge  its  scope 
as  to  cover  an  invention  in  no  manner  indicated  upon  its  face. 

Appeal  from  tbe  Circuit  Court  of  the  United  States  for  the  District 
of  CoiiDecticut. 

vVr.  C.  •/.  Hunt  for  the  appelhint. 
Mr,  TF.  E,  Simonds  for  the  appellee. 

Mr.  Chief  Justice  Fuller  ilelivered  the  opinion  of  the  Court. 

Augustus  Day  file<l  his  bill  in  equity  a<?ainst  the  Fair  Haven  and 
Westville  Railway  Company  in  the  Circuit  Court  of  the  United  States 
for  the  District  of  Connecticut,  allej^ing  an  infringement  of  the  fourth 
claim  of  Reissued  Letters  Patent  No.  8,388,  dat^d  August  27,  1878,  for 
an  improvement  in  track-clearers.  ^ 
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The  4«feiiM  was  thttt  fhe  daim  lacked  patentable  novelty,  nnlew  eon- 
sCraed  to  contain  parts  not  mentioned  in  it,  and  if  so  comtraed,  tiHsn 
that  there  had  been  no  infringement.  The  circnit  court,  Jadge  Ship- 
man,  decided  {Day  t.  TkeFmir  Hmom  mnd  W.B.<Jo^2S  Fed.  Bep.,  IW) 
that  the  claim  did  net  cover  patentable  novelty,  and  diamiesed  the  bfll 
accordingly,  and  fkom  this  decree  the  canae  was  brongbt  to  thie  Oo«rt 
by  appeal. 

So  moch  of  the  spediksation  as  is  necessary  to  be  quoted  here  etaten 
that— 

The  Bstare  of  thi«  iDTantioii  relates  to  »n  improvement  in  the  eoostrootion  of  rmO- 
way  traek-clesBing  devioee  and  the  ■maim  of  operating  them,  heioi;  move  eepeoially 
detigned  to  be  attached  to  borwoeaw  for  tb^  pvrpoee  of  removing  Mkow,  ioe,  mad, 
and  other  obstmetions  froai  the  rails  and  uuniediat«^ly  at  the  aides  ther«Mif ;  and  it 
consiste  i«  <lr«  eemWitattoa  of  a  pair  of  imdepMdemtly'actinif  oorapor^f  pwoiailg  •roNretf  to 
tkejloor  of  a  ear,  and  retting  upon  the  trade j  whemin  operation,  whotlg  bg  their  own  «vf^(, 
with  meanefor  raiemg  and  lowering  mhjA  ecrapert  eimultaneenelf/ ;  in  the  oombiHuiiom,  tritk 
an  independentlgHHiliimg  ecraper  reetingf  nfhen  in  opet  ation,  n-hoUy  bg  ite  own  weight  tt/ton  the 
track,  of  a  dranr-bar  in  the  dMneat  Une  of  dre^  and  a  enpplementarg  and  diagonal  draw-bar 
which  at  thr  sawte  timeit  acta  a»  a  brace,  the  forward  ende  of  both  ofeaid  draw-bare  be^mg  «e- 
ewred  on  the  eame  axial  line;  in  the  peculiar  constroctioii  and  arraugeiiieut  of  n  caAt 
shank  with  relation  to  the  noraper,  which  is  secared  thereto,  and  the  ilrHri-iroiiH, 
wbirli  connc'ct  it  to  the  under  side  of  the  car;  in  the  pendent  gniirdn,  which  lift  the 
Bcrap<T  frotii  the  track  on  meeting  with  an  obstr action  on  the  ontside  of  the  rail,  and 
deflect  outwardly  from  the  track,  and  in  a  peculiar  crank  for  operating  the  shaft 
wlji<*li  raises  and  lowers  the  pair  Of  scrapers  at  each  end  of  the  car,  as  more  fully  here- 
in aft  it  *iec  forth. 

lu  the  drawings,  A  reprcseutb  my  scraper,  Wing  a  plate  of  sheet  metal  of  the  form 
aho^  n,  slightly  curved  in  cross-section.  The  front  »nd  of  this  scra|ier  is  rounded  oft' 
at  Its  lower  edge,  as  shown  in  the  drawings,  to  allow  it  to  pas9,  without  jar  or  dan- 
ger of  breaking,  over  the  ends  of  rails  that  may  be  projected  above  the  plane  of  the 
ad ju cent  rails.  The  lower  edge  of  the  rear  part  of  the  wing  of  the  scraper  is  cut 
away,  as  shown,  to  allow  it  to  pass  over  pavement  or  earth  at  the  side  of  the  track 
which  projects  above  the  mil,  thereby  preventing  sncii  projecting  matter  from  lift* 
in;;  the  S(;raper  proper  from  the  face  of  the  rail.  B  is  the  shank,  to  which  it  is  se- 
cnrud  by  the  bolts  a  a.  This  shank  is  a  casting  in  the  form  shown  in  Fi|(.  '2.  it  is 
formed  with  a  pair  of  longitudinal  ribs,  6,  on  top,  to  receive  the  end  of  the  draw -bar 
C.  whose  other  end  is  pivoted  to  a  hanj^er,  D,  pendent  from  the  car:  or  it  may  be 
pivoted  directly  to  the  sill  of  the  car. 

The  shank  is- also  litted  or  cast  with  diagonal  studs  c  on  top  of  said  ribs  ft  to  receive 
the  outer  end  of  a  diagonal  brace,  £,  whose  other  end  is  pivoted  to  a  hanger,  D\ 
parallel  with  the  hanger  D,  but  near  the,  longitudinal  center  of  th<!  car.  Iwth  draw-bar 
end  diagonal  brace  being  UitiM  pivoted  on  the  name  axial  line,  ho  ihatnehen  it  m  dei*ired  to 
raise  and  lotoer  the  norapern  the  name  will  be  dtw*^  without  disturbing  the  rertiral  poeUion 
thereof  with  relation  to  the  track,  an  would  b.  dour  were  there  bitt  one  pieot'il  i>oint.  While 
the  scraper  and  the  parts  to  which  it  is  attached  are  free  to  move  in  a  vertioal  plane* 
this  brace  E  effectual ly  resists  any  lateral  pressure  to  which  the  scraper  may  b*9  sab- 
jeoted  in  moving  obstructions  from  the  rail,  its  own  weight  being  sufficient  to  keep 
it  down  on  the  rail.  The  draw-bar  and  brace  ai«  securely  Imlted  to  the  shank,  and 
by  the  described  arrangement  of  the  ribs  and  studs  [lerfect  accuracy  in  the  ''set"  of 
the  scraper  is  secured— an  essential  feature  of  my  invention. 
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The  elaims  were  nine  in  nnmber,  of  which  the  flnit  four  are  as  follows  : 

1.  In  •  tmilwfty«esr,  a  pftir  of  indepeiMloiitly-aetiog  acrapen,  piTotally  seoared  to 
the  flaor  of  the  mbim,  and  reitiag  upon  tha  track,  when  in  operation,  wholly  by  their 
^rwn  weight,  in  eomhlnatioa  with  meane  for  raising  and  lowering  snoh  sorapen  aimol* 
taaaooaly,  rabeCttitiaUy  aa  and  for  the  porpoee  eet  forth. 

2.  In  a  track-eleaniDg  device,  the  eombination,  with  an  independently- acting 
ecrapcTt  ivetiag,  when  in  opemtion,  whotly  hy  its  own  liraig'ht  npon  the  track,  of  a 
draw-bar  in  the  direct  line  of  «lrAft  ami  a  ffupplemeatary  and  diagonal  draw-bar, 
whidi  at  the  mmdo  tfane  acts  ae  a  braoe^  the  forward  ends  of  both  of  said  draw-bars 
betBf  ssswicd  on  the  saaie  axial  line,  sabstantially  as  and  for  the  porpese  set  forth* 

3.  The  oonstmotion  and  arrangement  of  the  shank  B,  as  descrilied,  With  relation 
to  ooBsper  A,  draw-bar  C,  and  diagonal  braoe  £,  as  and  for  the  porpoees  set  forth. 

4.  The  combination,  with  the  draw-bar  C  and  scraper  A,  of  the  diagonal  brace  E, 
as  and  for  the  pnipose  set  forth. 

But  it  was  Btipaiated  that  the  eomplainant  did  not  seek  to  recover 
except  vmler  the  fourth  claim. 

The  ori^ittal  patent,  No.  125,547,  was  gran  ted  April  %^  1H72,  and  the 
original  epeciftcatiou  did  iu»t  contain  the  words  ittilicissed  atiOTe,nor  the 
first  and  deoond  claims. 

Upon  the  hearing/the  complainant  adduced  the  evidence  of  certain 
ex|>ert  witiieeseB,  who  testified,  on  crosH-examinatiou,  in  8nl>8tauce,  that 
the  draw-liar  G  performed  the  office  of  .drawing  the  scraper  along  the 
track,  and  was  assisted  in  so  doing  b.v  the  diagonal  brace  E,  which  brace 
also  iierformed  the  office  of  preventing  the  8cra()cr  from  being  removed 
from  the  track  by  the  side  thrnst ;  thac  while  the  diagonal  brace  assisted 
in  the  direct  draft,  yet  its  most  important  function  was  to  prevent  the 
lateral  movement  of  the  scra]>er  from  the  track;  that,  in  considering 
the  office  performed  by  the  draw-bar  0  and  brace  E,  that  office  was  the 
name  if  they  were  attached  to  any  scraper  in  any  way,  provided  an  at' 
tachment  was  made ;  that  so  far  as  the  fourth  claim  of  the  reissue  was 
concerned,  it  was  not  material  lio\r  the  draw-bar  ami  brace  were  pivoted, 
except  Umt  the  pivoting  should  be  on  ^^  the  same  axial  line,"  so  ^^  that 
when  the  scraper  is  lif'teil  fi*on)  the  track  it  shall  not  be  moved  laterally 
in  either  direction." 

As  already  stated,  the  fourth  claim  is : 

4.  Thi^  combination,  with  the  drRw-bar  C  and  scraper  A,  of  the  diagonal  brace  E, 
as  and  for  *be  imrpose  «et  forth. 

InaKutuch  as  the  scraper  and  draw-bar  were  both  contessedl}'  old, 
and  -Oie  primary  fanction  of  the  diagonal  brace  is  manifestly  to  prevent 
lateral  diaplacement,  the  queHtion,  assuming  that  it  is  the  diagonal 
brace  only  which  is  claimed  to  be  new,  Is  whether  the  application  of  a 
diagonal  brace  to  a  track-scra{)er  to  prevent  lateral  displacement  in- 
volves patentable  novelty.  An<l  tbis  question  must  be  answered  in  the 
negative,  for  we  concur  with  the  circnit  court  that  the  employment  of 
a  brace  to  effect  that  purpose  would  naturally  suggest  itself  to  any 
mechanic,  and  that  its  use  in  that  way  is  within  the  range  of  common 
knowledge  and  ex|)erience.    Gonsidere<f  aside  from  the  method  of  the 
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combination  of  the  parts  and  the  manner  of  pivoting,  the  contrivance 
is  a  well  known  one  of  obvious  suggestion,  and  used  here  to  perform 
an  office  exactly  analogous  to  that  in  which  it  has  been  frequently 
formerly  used. 

But  it  is  contended  on  behalf  of  appellant  that,  as  thft  combination 
would  be  inoperative  "for  the  purpose  set  forth,"  namely,  clearing  the 
track  of  a  railway  of  obstructions  such  as  snow,  ice,  mud,  etc.,  unless 
the  bottom  of  the  car  were  treated  as  part  of  such  combination,  the 
peculiar  method  of  pivoting  the  drawbir  and  the  diagonal  brace  must 
also  be  included. 

The  mechanism  by  which  the  draw-bar  and  the  diagonal  brace  are 
pivoted  to  the  car  and  fastened  to  the  8cra|>er  is  not  referred  to  in  this 
claim,  although  it  is  in  other  clnims  of  the*  series.  As  the  claim  must 
be  held  to  define  what  the  Patent  Office  has  determined  to  be  the 
patentee's  invention,  it  ought  u<^t  to  be  enlarged  beyond  the  fair  inter- 
pretation of  its  terms.  It  is  true  that  elements  of  a  combination  not 
mentioned  in  a  claim  may  sometimes  be  held  included,  in  the  light  of 
other  parts  of  the  specification,  which  may  be  applicable,  but  here  the 
claim  is  so  broad  that  we  are  not  justified  in  importing  into  it  an  ele- 
ment which  would  operate  to  so  enlarge  its  scope  as  to  cover  an  inven- 
tion in  no  manner  indicated  upon  its  face. 

As  therefore  the  diagonal  brace  to  enable  the  scraper  to  be  kept  in 
its  place  on  the  track  is  the  only  element  of  the  combination  which  is 
claimed  to  be  new,  and  that  involves  no  patentable  novelty,  the  decree 
must  be  affirmed,  and  it  is  so  ordered. 


[Supreme  Court  of  the  Unite<l  Stfttes.] 

Aron  v.  The  Manhattan  Railway  Company, 

DcchM  Xovemher  11,  IS81). 
49  O.  G.,  1:^65. 

1.  RO.SKNFIKLI>— RaIL-WAY-CAU  GaTE8 — Voil)   FOR    WANT  OF    NoVELTY. 

Lett<TH  Patent  No.  288,494,  p;rantecl  NovernU^rr  i:^,  18^:i,  to  plaiutitl*  a8  a^^iprDee 
of  William  W.  Rosentield,  for  an  iiuprovenuMJt  in  railway-car  gates,  field  to  be 
void  for  want  of  patentable  novoUy. 

2.  Same— Right  to  Patent  Rksts  ox  Means  for  Carrying  Oit  tiik  Concf.p- 

TION. 

Althou<;h  the  patf.ntee  may  bo  rntitied  to  the  merit  of  beinj^  the  first  to  con- 
ceive of  the  conveniencje  an«l  utility  of  mechanism  for  accomp1ii«bin<;  a  certain 
parpose,  his  ri;;ht  to  a  patent  must  rest  npo:i  the  novel t}'  of  the  means  he  has 
contrived  to  carry  his  idea  into  practical  operation. 

3.  Same— Mechanical  Skill. 

To  do  that  which  any  competent  me<;hanic  familiar  with  devices  well  known  in 
the  state  of  the  art  could  have  done  readily  and  successfully,  up^m  the  mere  sug- 
gestion of  the  purpose  which  it  was  desirable  to  effect,  does  not  constitute  Inven- 
tion. 
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4.  Sams— Same. 

The  mere  application  to  a  new  situation  of  old  devices  which  had  been  i)re- 
viously  applied  to  analogous  uses  does  not  constitute  inventiou. 
5  SAitfE— Matters  of  Common  Knowledge  of  which  the  Court  wili-  take  Judi- 
cial Notice, 

The  Court  will  take  judicial  notice  of  matters  of  common  knowledge.  nucIi  as 
a  strap  used  by  the  driver  at.  the  front  of  an  omnibus  to  open  and  close  tht;  rear 
door,  devices  for  openinsf  or  closing  valves  at  a  dist^ince  in  sienm  and  bNdranlic' 
apparatus,  and  devices  used  at  rail  way-switches  for  opening;  and  closing  the  rails. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  New  York. 

Mr.  M,  B,  PMHpp  for  the  appellant. 

Mr.  Julien  T.  Davies  and*  Mr,  Edicin  H,  Brown  for  the  appellee. 

Mr.  JuHtice  Blatchford  delivered  the  opinioti  of  the  Court. 

This  i8  a  suit  in  equity,  brought  by  Joseph  Aron  against  The  Man- 
hattan Railway  Company,  in  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York,  to  recover  for  the  infringement  of 
Letters  Patent  No.  288,494,  granted  to  the  plaintiff,  as  the  assignee  of 
William  W.  Rosenfield,  the  inventor,  November  13,  1883,  for  an  im- 
pi*ovement  in  railway-car  gates,  the  application  for  the  patent  having 
been  filed  April  3, 18i83.  The  Circuit  Court,  held  by  Judge  Wallace,  dis- 
missed the  bill,  and  the  plaintiff  has  appealed. 

The  specification  of  the  patent  says  : 

In  many  classes  of  railway-cars,  and  particularly  those  used  upon  the  elevated  and 
other  city  railways,  it  has  been  found  necessary,  in  order  to  prevent  passengers  from 
falling  from  the  train,  and  also  to  prevent  persons  from  attempting  to  get  off  or  on  a 
car  while  in  motion,  to  provide  the  entrances  to  the  car-platforms  with  gates,  by 
which  they  can  be  closed  except  at  the  proper  times.  These  gates  are  usually 'in 
charge  of  a  guard  or  attendant,  whose  duty  it  is  to  close  the  gates  before  the  train 
commences  to  move,  and  to  open  them  only  after  the  train  ba.s  come  to  a  full  stop.  As 
there  is  usually  but  one  guard  or  attendant  stationed  between  each  two  adjoining 
cars,  it  follows  that  to  open  or  close  both  gates  he  nnuit  pass  around  from  one  to  the 
orher  of  the  adjoining  platforms.  This  passing  from  one  platform  to  the  other,  besides 
being  a.nonrce  of  annoyance  to  the  guard,  occasions  some  delay,  wbidi  is  very  :innoy- 
iug  to  the  passengers,  particularly  at  times  when  a  large  number  are  re<iuired  to  get 
oft*  or  on  a  car  in  a  very  short  time. 

It  is  the  object  of  the  present  invention,  among  other  things,  to  ])rovidt'  means  by 
which  the  guard  or  attendant  can,  without  changing  his  position,  open  or  clo.se  both 
gates  siiniiltaneonsly  and  witli  (1i»:  least  possible  delay. 

To  that  eoil  ont^  feature  of  the  inventiou  consists  in  providing  tlie  gates  with  con- 
nections so  arranged  that  any  two  a<ljoining  gates  can  be  simnltane<msly  opened  or 
close<1  by  the  guard  while  standing  in  the  passage-way  leading  from  one  of  the  cars 
to  the  other. 

The  lU'rtwings  annexed  to  the  patent  represent  two  ordinary  railway- 
cars,  with  platforms  adjoining  each  other,  and  the  usual  entrances  from 
the  station  platform,  and  gates  of  the  ordinary  construction  for  closing 
such  entrances.  The  gates  are  hinged  in  the  u«ual  manner  to  posts 
which  rise  from  the  corners  of  the  platforms,  and  close  against  the  usual 
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jambs  which  project  from  the  sides  of  the  cars.  The  platforms  are  pro- 
vided with  the  usual  ^ard-railiofi^,  extending  inward  from  the  above- 
mentioned  posts  to  similar  posts  which  are  located  a  sufficient  distance 
apart  to  leave  a  passage-way  from  one  car  to  the  other.  When  the 
gates  are  thus  arranged,  it  is  necessary,  in  order  to  close  or  open  both 
gates,  for  the  guard  to  pass  from  one  platform  around  the  inner  poet  to 
the  opposite  platform,  thus  causing  some  delay  in  opening  and  oloeing 
one  of  the  gates,  a<lding  to  the  labor  of  the  guard,  and  causing  annoy- 
ance to  the  passengers.  In  onler  to  avoid  this,  each  of  the  gates  Ih  pro- 
vided, at  a  suitable  distance  from  its  hinge,  with  a  curbed  iever,  which 
extends  rearward  and  terminates  a  short  distance  outside  of  the  guard- 
railing.  This  lever  is  connecte<l  by  a  link  e  with  a  ri>d  /,  which  slides 
in  or  on  a  suitable  bearing  secured  to  the  guard-railing,  and  is  provided 
at  its  inner  end  with  a  handle  by  which  it  can  be  operated.  The  guard 
or  attendant,  while  standing  in  the  passage-way,  can,  by  grasping  the 
two  handles  and  pushing  or  pulling  therotls/,  open  or  close  both  gates 
simultaneously  ami  without  los.s  of  time. 

The  specidcatiou  states  that  the  nxls  /  will  preferably  be  provided 
with  some  form  of  locking  mechanism  by  which  the  gates  can  be  fasi- 
ene4l  in  their  o[)eucd  or  closed  positions,  and  that  such  locking  may 
be  accomplished  by  having  the  handles  pivoted  to  the  rods/,  as  shown, 
and  provided  with  extensions  which  can  be  turned  so  as  to  extend  in 
front  of  tlH',  innt'^r  |K)8ts  and  hoM  the  gates  closed,  or  so  as  to  lie  in  the 
rear  of  In^s  and  hold  the  gates  open.  It  then  describes  an  arrange- 
ment whereby  the  rods/ and  links  e  *nay  be  placed  upon  the  inside  of 
The  guard-railiugs,  as  well  as  upon  the  outside;  and  also  an  arrange- 
ment by  which  the  conne^^tions  for  operating  the  gates  may,  if  desired, 
be  i»lace(l  behe^vth  the  platforms ;  and  also  an  arrangement  whereby 
the  gates  may  be  so  hinged  as  to  lie  against  the  body  of  the  car  when 
open,  instead  of  against  the  guard-railings ;  and  also  an  arraa';:einent 
whereby  sliding  gates  may  be  used  instead  of  swifiging  gates. 

There  are  six  claims  in  the  patent,  only  the  first  five  of  which  m« 
involved  in  the  present  case.    They  are  as  follows: 

1.  The  coiiibi nation,  with  a^ute  arraugecl  to  close  the  side  entrance  to  a  var-pla^- 
lorui,  of  an  operating  liniitlK*  located  at  or  near  the  iuoer  end  of  the  platform  );nani« 
r.iil,  nnri  ineaiiK  connoctiu);  said  ji^ate  and  handle  frhereby  the  atteuilaiit  iiiky  opoa 
and  clom*  the  gate  while  »tanding  at  the  end  of  Mid  gnard-rail,  auhstautiaUy  aa  d*- 
ttcrilied. 

2.  The  combination,  with  gatee  arranged  to  dose  the  side  entranced  to  the  a4j«»iniaf 
platfonitH  of  two  car»f  of  operating  handles  located  nt  or  near  the  innnr  euda  of  tba 
platform  gniird-raiU,  and  means  connecting  naid  ;(at&s  and  handler,  whereby  the 
attendant  may  open  or  cloee  both  gates  almnltaneonsly  whUe  standing  at  tho  ends  of 
said  guard-rails,  substantially  as  described. 

3.  Tlie  combination,  with  a  railway-car  and  its  platform,  having  an  mid  giiard-fal] 
by  whii'h  a  side  entrance  thereto  is  provided,  of  a  gate  for  oloaing  aaitl  entranre,  a 
rod,  as/,  sliding  in  or  on  guides  secured  tn  said  guard-rail,  and  a  link,  an  r.  connected 
to  said  gate  and  rod,  all  sTibstantially  as  described.  jnitj?^^!  hv  CiOOqI 

4.  The  combination,  with  a  railway-car  and  its  platform,  having  an  end  guard-rail 
by  which  a  side  entrance  thereto  is  provided,  of  a  swinging  gate  for  closing  said  en- 
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,  ft  rod,  M/  alidiaic  in  or  on  ftgnide  tecnred  to  Mid  rmil,  a  link,  at  0,  coiinectfil 
to  taid  gftte  nnd  rod,  and  means  for  locking  §aid  gate  in  ite  closed  position,  all  Hub- 
staatially  as  describttd. 

5.  The  combination,  with  gates  arranged  to  close  the  side  entrances  to  tht*  adjoin* 
ing  platforms  of  two  cars,  of  rods,  as/,  sliding  in  or  on  guides  secured  to  the  guard- 
latls  of  said  platforms,  and  links,  ase,  connected  to  said  gates  and  nxls,  sobs  tan  tislly 
as  described. 

The  opinion  of  Jndge  Wal1a<^e  is  reported  in  0.  D.  1886, 141,  34  O. 
6..  1508,  26  Fed.  Bep.,  314.  The  only  qaestion  he  cous'dered  waa  that 
of  the  patentable  novelty  of  the  improvement,  raying: 

A  bri«9f  reference  to  the  prior  Htate  of  the  art  will  indica'je  that  the  combinations 
reft^rred  to  in  the  several  claims  are  merelv  an  applicati'»n  to  a  new  sifcaation  of  old 
devices  which  had  been  preTiously  applied  to  analogons  nses.  Devices  to  open  and 
close  an  aperture  at  a  distance  from  the  operator,  in  a  great  variety  of  forms,  were 
old.  As  tUnstrations  of  those  things  which  are  luatters  of  common  knowledge  and 
of  which  the  court  will  take  Judicial  notice,  it  fs  Hiidlci'»nt  to  allude  to  the  strap  used 
by  the  driver  at  the  front  of  the  omnibus  to  open  and  close  the  rear  door ;  to  the  de- 
vices lor  opening  or  closing  valves  at  a  distance,  in  steam  and  hydraulic  apparatus ; 
and  to  the  devices  used  at  railway  switches  for  opening  and  closing  the  rails. 

Beferring  to  the  prior  state  of  the  art,  as  shown  by  various  prior  patents  which 
have  been  introduced  in  evidence,  it  appears  also  that  mechanism  to  open  and  close 
the  entrance  to  passenger-cars  at  a  point  distant  from  the  operator  was  likewise  old ; 
as,  where  the  operator  standing  upon  the  fh>nt  platform  employed  such  mechanism 
to  open  or  eloee  a  door  at  the  rear  platform.  One  prior  paten  ^  alone,  the  one  granted 
to  John  Stephe  'son,  September  15,  1874,  shows  five  methods  of  closing  and  opening 
the  rear  doors  of  street  cars  from  the  fh>nt  platform. 

Mechanism  for  closing  and  opening  apertures  at  a  distance  from  the  operator,  in 
which  the  same  devices  were  employed  as  are  employed  by  the  patentee,  was  old  and 
is  disclosed  in  a  number  of  earlier  patents,  which  have  been  put  in  evidence.  It  wil  I 
snffiee  to  refer  to  two  only.  The  patent  to  Woolensak  of  March  11. 1873,  for  an  im- 
provement in  traasom-Iifters,  describes  the  means  for  opening  and  closing  the  transom 
as  consisting  of  a  sliding  rod,  which  is  connected  by  a  pivotf'd  link  to  the  arm  of  the 
transom-f^ame.  The  patent  to  Carrigan,  granted  April  16,  1H7H.  for  an  improvement 
in  btind-adjnsters,  whereby  outside  blinds  are  opened  and  c1oH«>d  without  lifting  the 
window-sash,  descHl>es  as  the  mecbauism  employt^l  a  sliding  bar  connected  by  a  piv. 
oted  link  xnth  a  hinged  shutter.  In  both  of  these  patents  the  aperture  to  be  opened 
and  closed  at  a  dintance  from  the  operator — in  the  one  case  a  Hh utter  and  in  the  other 
a  transom — isofiened  and  closed,  as  is  the  cast?  in  the  patent  in  suit,  by  pushing  or 
pulling  the  slidtug  rod  or  bar.  In  botii  of  these  patents  there  is  likewise  described 
a  locking  device,  by  means  of  which  the  sliding  rod  or  bar  is  retained  in  a  fixed  po- 
sition, so  that  the  shutter  or  th<^  transom  will  remain  fastened  when  opened  or  closed, 
at  the  option  of  the  operator ;  thus  showing  opening,  closing,  and  locking  apparatus 
in  all  essentials  like  that  of  the  patent  in  suit.  Moreover,  the  patent  to  Carrignn 
shows  this  apparatus  arranged  to  open  and  close  the  two  shutter:!  of  the  window,  iic 
the  option  of  the  operator,  simultaneously,  the  sliding  bars  being  so  arr.inged  as  to 
be  pushed  or  pulled  each  by  one  hand  of  the  operator. 

Mechanism  for  opening  and  closing  apertures  distant  from  the  operauir,  in  whirh 
the  devices  used  for  the  purpose  are  the  mechanical  equivalents  of  those  employed  by 
the  patentee,  is  shown  to  be  old  by  a  large  number  of  patents  which  have  been  put 
in  evidence. 

This  partial  exhibit  of  the  prior  state  of  the  art  demonstrates  that  what  the  pat- 
entee did  was  to  adapt  well  known  devices  to  the  special  purpose  to  which  he  con- 
templated their  application.  It  was  necessary  that  the  gate  should  swing  inward  to 
open  and  ontward  to  dose ;  that  the  sliding  rod  should  be  located  where  it  would  bo 
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ont  of  the  way  o^  passeup^ers  entering  or  leavlDjr  the  platform ;  and  that  the  end  or 
handle  of  the  rod  shonld  be  located  where  it  coald  be  conrenieatly  operated  by  the 
atteudant,  withont  iuconvenienciag  outgoing  or  incoming  passengers.  The  new  sitaa- 
tion  required  adequate  modifications  of  existing  dsTices  for  opening  and  closing  an 
aperture  at  a  distance  from  the  operator,  appropriate  to  the  new  occasion.  Acoord- 
ingly,  the  patentee  located  the  rods  on  bearings  secured  to  the  guard-rails,  with  their 
handles  near  the  passage-way  formed  by  the  space  or  opening  near  the  middle  of  the 
guard-rail.  If  this  required  invention,  hin  improvement  was  the  proper  subject  of  a 
patent.  He  did  nothing  more  and  nothing  less  than  this.  It  seems  impossible  to 
doubt  that  any  competent  mechanic  familiar  with  devices  well  known  in  the  state  of 
the  art,  could  have  done  this  readily  and  suooessfnlly,  upon  the  mere  suggestion 
of  the  purpose  which  it  was  desirable  to  effect.  When  it  was  done  as  to  one  car- 
platform,  it  was  only  requisite  to  duplicate  it  upon  another  to  make  the  improve- 
ment of  the  patentee  in  all  its  length  and  breadth. 

The  patentee  is  entitled  to  the  merit  of  being  the  first  to  conceive  of  the  eonveo. 
if'uce  and  utility  of  a  gate  opening  and  closing  mechanism  which  oonld  be  operated 
^efficiently  by  an  attendant  in  the  new  sitnatiou.  His  right  to  a  patent,  however, 
must  rest  upon  the  novelty  of  the  means  he  contrives  to  carry  his  idea  into  praeticHl 
application.  It  rarely  happens  that  old  instrumentalities  are  so  perfectly  adapted 
for  a  use  for  which  they  were  not  originally  intended  as  not  to  require  any  alteratiou 
or  modification.  If  these  changes  involve  only  the  exercise  of  ordinary  mechanical 
ali^ill,  they  do  not  sanction  the  patent;  and,  in  most  of  the  adjudged  cases  where  it 
has  been  held  that  the  application  of  old  devices  to  a  new  use  was  not  patentable, 
there  were  changes  of  form,  proportion,  or  organization  of  their  character  which  were 
necessary  to  accommodate  them  tp  the  new  occasion.  The  preseikt  case  falls  within 
this  category. 

We  concar  in  these  views,  and  affirm  the  decree  of  the  circait  ooart. 


[8apr«me  Coart  of  the  United  States.] 

KoEMEB  V.  Neumann  et  al. 

Decided  yovember  11,  1889. 
49  O.  G.,  1535. 

1.  RosMBR— Locks  for  Satchels— Void  for  want  of  Novkltt. 

Letters  Patent  No.  208,541,  granted  to  William  Roemer  October  1,  1878,  for  im- 
prorements  in  looks  for  satchels,  Held  to  be  void  for  waut  of  noTelty. 

2.  CoxsTRUCTicN  of  Claim— Dbvice  Shown  but  not  Claimed. 

The  court  below  having  decided  where  certain  devices  were  shown  in  the  draw- 
ing of  the  patent  but  not  iu  terms  referred  to  either  in  the  specification  or  in  the 
claims  as  a  part  of  the  invention,  nor  in  any  way  alluded  tb,  except  incidentally 
in  the  specification,  that  the  claims  could  not  be  thereby  limited  by  oonstmction 
to  make  such  devices  an  essential  feature  of  the  invention,  Held  that  the  oon- 
stmction the  court  gave  to  the  claims  of  the  patent  as  originally  issued  was  indis- 
putably correct. 

3.  When  may  Disclaimer  be  Filed  in  Court  after  Hearing  and  Decision  on 

THE  Merits. 
Where  a  case  had  been  heard  and  decided  upou  it8  merits,  ffeld  the  plaintiif 
could  uot  file  a  disclaimer  in  court  or  introduce  new  evidence  upon  that  or  any 
other  subject,  except  at  a  rehearing  granted  by  the  court,  upon  such  terms  as  it 
thought  fit  to  impose. -  o 
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4.  Rkukarixg  in  Equity  Rests  in  the  Discretion  of  the  Court,  and  is  not 

A  SnsjECT  OF  Appeal. 
The  granting  or  refusal,  absolute  or  conditional,  of  a  rehearing  in  eqaity,  as  of 
a  new  trial  at  law,  rests  in  the  discretion  of  the  court  in  which  the  case  has  bi*en 
heard  or  tried  and  is  not  the  subject  of  appeal. 

5.  Same—Effect  on  Disclaimer  Filed  after  Decision  on  the  Merits  of  not 

Complying  with  Terms  Imposed  as  Condition  Precedent  to  Rehear- 
ing. 
Where  a  formal  petition  for  rehearing  had  been  filed  to  enable  plainttft*  to  avail 
himself  of  a  disclaimer  6]ed  after  decision  on  the  merits  and  the  petition  had  been 
granted  conditionally,  .^Tr/ci  that  the  terms  imposed  as  a  condition  precedent  to 
the  rehearing  not  having  been  complied  with  the  disclaimer  was  not  in  the  case. 

APPEAL  from  the  Circait  Court  of  the  United  States  for  the  Southern 
District  of  New  York. 


Mr.  A.  V.  Briesen  for  the  appellant. 
Mr.  J.  Hindon  Hyde  for  the  appellees. 

STATEMENT  OF  THE  CASE. 

This  was  a  bill  m  equity  for  the  iiifriugement  of  Letters  Patent  No. 
208,541,  granted  to  the  plaintiff  October  1,  1878,  for  improvements  iu 
locks  for  satchels,  with  the  following  specification  and  claims : 

Be  it  known  that  I,  W1LLIA..1I  Rv>emek,  of  Newark,  county  of  Essex,  and  State  of 
New  Jersey,  have  invented  a  new  ami  Ijiiproved  Lock  for  Satchels,  Traveling-Bags, 
et<;.,  of  which  the  following  is  a  spfcification  : 

This  invention  n^lates  to  certain  improvemeiitd  in  the  construct iou  of  lock-cases  of 
the  kind  described  in  Letters  Patent  No.  190,907  and  195,233,  which  were  granted  to 
me  May  15,  IS77,  and  September  18,  1877,  respectively. 

The  principal  object  of  the  invention  is  10  reduce  the  expense  of  the  lock-case,  and 
to  render  the  same  more  practical  in  form  and  construction. 

The  invention  consists,  principally,  in  Ibrming  the  body  of  the  lock-ca^e  with  opon 
ends,  and  in  combining  the  same  with  cast  blocks  or  end  pieces,  which  are  separately 
ma<le,  all  as  hereinafter  more  fully  described. 

In  the  accompanying  drawing.  Figure  1  represents  a  bottom  view  of  my  improved 
look-case.  Fig.  2  is  a  vertical  longitudinal  section  of  the  same ;  and  Fig.  3  is  a  verti- 
cal transverse  section  of  the  same  on  the  line  c  0,  Fig.  1. 

Similar  letters  of  reference  indicate  corresponding  parts  in  all  the  figures. 

The  letter  A  in  the  drawing  represents  the  body  or  central  portion  of  the  lock-case 
The  same  is  made  of  sheet  metal  or  other  suitable  material,  and  bent  into  a  U  form, 
substantially  as  indicat-ed  in  Fig.  3,  so  as  to  form  the  top  a  and  the  sides  6  6  of  the 
lock-case.    The  bottom  of  the  lock-case  is  open,  and  the  ends  of  the  portion  A  are  also 
open. 

B  B  are  pieces  of  oast  metal  or  other  snl table  material,  constrnoted  to  fit  into  the 
open  ends  of  the  body  A,  into  which  these  blocks  or  plugs  B  B  are  inserted,  as  clearly 
ghown  in  Fig.  2.  Each  block  B  should  have  a  shoulder,  d,  to  limit  the  degree  of  its 
lUHeriiou  into  the  shell  A,  or  of  tlu^  insertion  of  the  shell  into  the  block. 

In  use  on  a  satchel  or  carpet-bag,  the  ends  B  B,  after  being  inserted  into  the  shell 
A.  or  vice  versa,  in  manner  stated,  are  fastened  to  the  satchel  or  bag  by  a  bolt  or  pin 
thar  pH*i4«*s  through  an  aperture,  e,  of  the  ttbell  A,  and  thmugh  a  corresponding  aper- 
ture, /,  of  rlit;  block  B,  there  being  (»ue  such  bolt  or  pin  at  or  near  each  end  of  the 
piece  A  ;  but  the  plugs  or  end  pieces  B  B  may  also  be  secured  by  additional  or  separate 
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bolts,  if  desired,  and  w)  may  also  tho.  shell  A.  The  blocks  B  may  also  serve,  if  ile- 
sired,  to  secure  the  ends  of  the  handle  or  the  catches  which  close  the  jaws  of  the  bag, 
and  for  other  Hiiitabie  purposes. 

The  lock  p<»rtion  proper  is,  of  course,  contained  within  the  shell  A,  the  drawing  in- 
dicating the  holt  C,  which  in  moved  by  means  of  the  handle  jr.  The  other  parts  of 
the  lock  are  n«»t  necessary  to  show.  liy  carttiiig  the  pieces  B  B  the  same  mold  msiy  l»e 
ised  for  both  pieces  B  B  of  <me  lock-c:ise,  and  the  entire  case  is  inaile  very  inexpensive 
md  yet  practical.     The  ends  aro  adapted  to  shells  A  of  8iti table  or  varying;  len;;thH. 

I  claim — 

1.  In  a  lock-cane,  the  ctmibi nation  of  the  botly  A,  iiavhi^  opi'u  ends,  with  th<*  end 
pieces,  B  B,  that.  ai'ea])plied  thereto,  siibstantiuliy  a!»  herein  shovvu  and  described. 

2.  The  end  pieces,  B  B,  of  a  lock-case,  made  with  shoulders  i,  for  defining  their 
position  relative  to  the  body  A,  substantially  as  and  for  the  purpose  speciiied. 

After  an  answer  denying  in  doe  forin  novelty  and  infiiageioeut,  and 
a  general  replicatiQDf  the  case  was  heard  apon  the  pleadings  and  proofs 
in  the  circuit  conrt,  which  rendered  and  filed  an  opinion  disinismng  the 
bill,  and  holding  tliat  while  the  defendantH'  lock  would  be  an  iufringe- 
ment  of  the  plaintifTs  patent  if  the  claims  were  good,  yet,  in  view  of  the 
priorstate  of  the  art,  the  claims  were  void  for  want  of  novelty,  unless  they 
could  be  so  limited  by  construction  as  to  make  end  pieces  provided 
with  notches  or  recesses  to  hold  handle  rings  or  catches  an  essential 
feature  of  the  invention,  and  that  they  could  not  be  so  limited,  because, 
although  the  drawing  showed  end  pieces  provided  with  such  notches, 
the  notches  were  not  in  terms  referred  to  either  in  the  specification  or 
in  the  claims  as  a  part  of  the  invention,  nor  in  any  way  alluded  to,  ex- 
cept in  the  incidental  observation  in  the  specification  that  the  blocks  or 
end  pieces — 

may  also  serve,  if  desired,  to  secure  the  ends  of  the  handles  or  the  catches  whieh  close 
the  Jaws  of  the  bag.    (26  Fed.  Rep.,  102. ) 

Immediately  afterward  the  plaintiff  filed  in  the  Patent  OiQoe  a  dis- 
claimer, stating  that  he  had  reason  to  believe  (being  so  informed  by  that 
opinion)  that  through  inadverteince  the  specification  and  claims  of  the 
patent  were  too  broad,  Inclaling  that  of  which  the  plaintiff  was  not  the 
first  inventor,  and  therefore  disclaiming  in  each  claim  ^*  any  blocks,  B, 
that  have  not  the  notches  formed  in  them,  as  shown  in  the  drawing,  for 
holding  the  handle-rings,  as  described  in  the  specification;'^  and  there- 
upon, in  order  to  enable  him  to  avail  himself  of  the  disclaimer,  filed  a 
motion  for  a  rehearing,  and,  upon  the  court  declining  to  entertain  the 
question  upon  that  motion,  filed  a  formal  petition  for  a  rehearing,  which 
the  court,  upon  argument  and  consideration,  granted  upon  condition 
that  the  plaintiff  should  pay  to  the  defendant  all  costs  of  suit  up  to  the 
time  of  filing  that  petition,  to  be  taxed  by  the  clerk.  The  costs  having 
been  taxed  accordingly,  and  the  plaintiff  having  stated  through  his 
coun^lin  open  court  that  he  was  unable  to  comply  with  the  condition, 
a  final  decree  was  t'litereil,  disiiiiHsiiig  the  bill,  with  costs;  and  the 
plaintiff  appealed  to  this  Court. 

Mr.  Justice  Gb at,  after  stating  the  ease  as  above  reported,  deUvered 
the  opinion  of  the  Court. 
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After  the  ease  had  been  heard  and  decided  npon  its  merits,  the  plaint- 
iff eonid  not  file  a  disolaimer  in  court,  or  introdace  new  evidence  npon 
that  or  any  other  subject,  except  at  a  rehearing  granted  by  the  conrt 
upon  such  terms  as  it  thought  flt  to  impose.  The  granting  or  refusal, 
absolute  or  eonditioDal,  of  a  rehearing  in  equity,  as  of  a  new  trial  at 
law,  rests  in  the  discretion  of  the  court  in  which  the  case  has  been  heard 
or  tried,  Mid  is  not  a  subject  of  appeal.  The  terms  imposed  as  a  con- 
dition precedent  to  a  rehearing  not  having  been  complied  with,  the  dis- 
claimer was  not  in  the  case. 

The  construction  which  the  court  gave  to  the  claims  of  the  patent  as 
originally  issued  was  indusputably  correct.  So  construed,  it  is  hardly 
denied  by  the  plaintiff,  and  is  conclusively  proved  by  the  evidence, 
that  the  patent  is  void  for  want  of  novdty. 

Decree  affirmed. 


[United  StetM  Clrenlt  Conrt-WMtani  BIrtrtet  of  PwiMjlvuiia.] 

The  Consolidated  Electbio  Light  GoHPAirr  v.  MoEeespobt 

Light  Company. 

DeMed  (htob^r  5, 1889. 
49  0.  G.,  1536. 

1.  Sawtkb  amdMak— Elbctrio-Lioht  CARBOsrs— Extbkt  of  Claim. 

The  claims  of  the  Letters  Patent  No.  317,676,  granted  May  18,  1^,  upon 
the  application  of  William  £.  Sawyer  and  Albon  Man  to  the  Electro  Dynamic 
Light  Company,  for  improvements  in  electric  lamps,  (ezolnding  the  third  claim, 
which  was  not  in  issue,)  are  substantially  as  follows :  (1)  A  condnctor  oi  carbon 
made  of  fibroos  or  textile  material  and  of  an  arched  form ;  (2)  a  conductor  of 
carbon  made  of  fibroas  material  in  a  hermetically-sealed  chamber  without  regard 
to  form :  (3)  the  combination  of  a  conductor  of  carbon  made  of  fibrous  or  textile 
material  in  an  arched  form,  and  the  glass  chamber  hermetically  sealed  and  de- 
prived of  carbon-consuming  gas,  Held,  in  view  of  the  state  of  the  art  and  the 
evident  necessities  of  the  case,  that  these  claims  amounted  to  the  broad  claim  of 
the  exclusire  use  in  incandescing  lamps  of  all  carbons  made  of  fibrous  or  textile 
materials. 

8.  SaMB— ClAIM  YOID-— AlfTICIPATIOK. 

Such  a  claim  is  void  for  want  of  novelty,  in  view  of  the  fact  that  wood-char- 
coal had  previously  been  used  for  electric  lighting  in  incandescent  lamps. 

3.  Sams— Amendment  to  Application. 

The  original  application  of  Sawyer  and  Man,  filed  January  9,  1880,  for  apatent 
for  improvements  in  incandescing  electric  lamps,  was  evidently  intended  to  se- 
cure only  the  arched  form  of  the  carbon  burner;  but  in  1885,  after  Edison's  in- 
ventions had  been  published  to  the  world,  the  purpose  of  the  application  was 
ehanged  to  secure  the  use  of  all  carbons  made  of  the  ;  fibrous  material,  Seld 
that  sueh*  a  change  was  not  Jostifiable  and  the  claim  based  thereon  is  void. 

4.  Samb—Anticipatu>  BT  Edison. 

JBe/d,  further^  from  the  evidence  in  the  case,  that  Sawyer  and  Man  did  not  in- 
Tent  a  successful  lamp,  and  did  not  discover  the  principle  on  which  such  a 
lamp  could  be  made ;  but  that  the  true  principle  (that  of  adopting  high  resist- 
2016  PAT i2 
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auce  in  tlio  conductor  with  a  small  illuminating  surface  and  a  corresponding  dim- 
inution ip  tlie  strength  of  tbe  current,  for  constructing  sucb  a  lamp  was  de- 
scribed in  tbe  patents  of  Edison  applied  for  April  21,  1879,  and  November  4, 1879, 
and  granted,  respectively,  May  4,  1880,  No.  227,229,  and  January  27,  1880,  No. 
223,898,  as  exhibited  in  the  filameutal  or  thread-like  conductors  or  bamera, 
inclosed  in  a  more  perfect  vacuum  than  had  ever  before  been  used. 

On  bill  and  final  hearing. 

Mr.  J.  Dalzell,  Mr.  E.  Wetmore,  Mr.  T.  B.  Kerr,  and  Mr.  A.  Broadnax 
for  the  complainant. 

Mr.  B.  F.  Thurston,  Mr.  O.  P.  Lowrey,  Mr.  R.  N.  Dyer,  Mr.  W.  R: 
Oriffin,  and  Mr.  Magnus  Pflaum  for  the  defendant. 

Bradley,  J.: 

This  is  a  bill  for  the  alleged  infringement  of  a  patent  filed  December 
8,  1837,  and  the  patent  alleged  to  be  infringed  is  dated  May  12, 1885,  and 
is  for  Improvements  in  electric  lamps.  It  was  granted  upon  the  appli. 
cation  of  William  E.  Sawyer  and  Albon  Man,  of  New  York,  to  their 
assignee,  the  Electro  Dynamic  Light  Company,  and  by  mesne  assign. 
ments  was  transferred  to  the  complainant,  whose  title  commenced  in 
October,  1882,  before  the  patent  was  issued.  The  application  for  the 
patent  was  filed  January  0,  1880,  and  the  issue  was  delayed  by  various 
proceedings  in  the  Patent  Ofidce,  including  an  interference  with  an  ap. 
plication  of  Thomas  A.  Edison,  which  had  been  filed  a  month  earlier — 
to  wit,  December  11, 1879.  Various  defenses  wereset  up  in  the  answer^ 
such  as  anticipation  by  prior  inventions,  vagueness  of  description, 
want  of  novelty  and  utility,  undue  change  of  specification  after  filing, 
surreptitious  claim  of  an  invention  made  by  Edisf>n,  &c.  It  is  conceded 
that  the  defense  of  the  suit  is  conducted  by  the  Edison  Electric  Light 
Company',  a  corporation  of  New  York,  which  sells  the  lamps  complained 
of  as  infringement  of  the  patent,  and  is  interested  as  assignee  in  the 
patents  for  electric  lights  formerly  owned  by  the  Edison  Electric  Light 
Company,  and  in  the  question  of  interference  between  Edison  and  the 
complainant. 

In  the  specification  of  the  patent  sued  on,  called  "  Sawyer  and  Man 
patent,"  the  invention  is  described  as  relatingto  that  class  of  electric 
lamps  employing  an  incandescent  conductor  inclosed  in  ^  transparent, 
hermetically-sealed  vessel  or  chamber,  from  which  oxygen  is  excluded, 
and  constituting  an  improvement  upon  the  apparatus  shown  in  a  pre- 
vious patent  granted  to  the  same  parties  (Sawyer  and  Man)  June  18, 
1878,  and  numbered  205,144. 

It  is  further  stated  in  the  specification  that  the  invention  relates 
more  especially  to  the  incandescent  conductor,  its  substance,  its  form, 
and  its  combination  with  the  other  elements  composing  the  lamp,  and 
that  the  improvement  consists,  first,  of  the  combination,  iti  a  lamp^ 
chamber  composed  wholly  of  glass,  as  described  in  the  said  former  pat- 
cnt,  of  an  incandescent  conductor  of  carbon  made  from  a  vegetable 
ibrous  material,  in  contradistinction  to  a  similar  conductor  made  from 
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mineral  or  gas  carbon,  and  also  in  the  form  of  such  conductor  combined 
iu  lighting  circuit  within  the  exhausted  chamber  of  the  lamp. 

The  construction  of  the  lamp  is  then  described,  reference  being  made 
to  the  drawings  for  illustration.  The  lamp,  as  described,  and  shown 
in  the  drawings,  is  a  glass  cylinder  with  rounded  top,  cemented  at  the 
bottom  to  a  glass  disk  or  plate  ground  to  fit  closely  to  the  cylinder, 
and  the  whole  bottom  inclosed  in  a  cup  filled  with  wax  or  suitable 
cement,  to  prevent  as  far  as  possible  the  access  of  atmospheric  air. 
Two  holes  are  made  in  the  bottom  of  the  lamp  for  the  passage  of 
the  wires  which  convey  the  electric  current  into  and  out  of  the  lamp. 
The  carbon  conductor  within  the  glass  cylinder  is  connected  by  its  ex- 
tremities to  these  two  wires,  respectively,  in  a  mode  specified  in  an- 
other patent  of  Sawyer  and  Man,  dated  December  10,  1878,  and  num- 
bered 210,800,  so  as  to  constitute  a  part  of  the  circuit,  and  having  a 
low  conductivity,  and,  presenting  a  certain  amouut  of  resistance  to 
the  current  of  electricity,  it  becomes  incandescent  and  highly  luminous. 
If  the  carbon  in  this  condition  were  exposed  to  atmospheric  air — that 
is,  to  oxygen — it  would  be  consumed  by  combustion.  Hence  another 
part  of  the  combination  necessary  to  the  result  consists  in  filling  the 
lamp  with  nitrogen  gas  or  other  gas  which  prevents  combustion  to  the 
exclusion  of  atmospheric  air.  The  mode  of  doing  this  is  pointed  out  in 
the  Patent  No.  205,144,  before  referred  to. 

It  is  further  stated  in  the  specification  that  in  the  practice  of  the  in- 
vention the  applicants  had  made  use  of  carbonized  paper  and  also  wood- 
carbon.  Also  that  they  had  used  conductors  of  dififerent  shapes,  such 
as  -shaped,  and  with  rectangular  corners,  but  preferred  the  arch- 
shaped,  as  shown  in  the  drawings.  It  is  added  that  a  description  of 
the  mode  of  making  the  illuminating  carbon  conductors  described,  <<  and 
making  the  subject-matter  of  this  improvement,"  was  unnecessary,  as 
they  could  be  made  by  any  one  skilled  in  the  art  by  the  ordinary  well 
known  methods  in  practice. 

The  specification  then  states  the  proposed  practical  advantages  of 
the  arched  form  of  the  conductor  by  its  permitting  the  carbon  to  ex- 
Itand  and  contract  and  casting  less  shadow,  and  the  advantage  of  making 
the  wall  of  the  lamp  wholly  of  glass,  by  its  preventing  oxidation,  leak- 
age, etc.,  and  states  particularly  the  advantages  resulting  from  the  man- 
ufacture of  the  carbon  from  vegetable  fibrous  or  textile  material  instead 
of  mineral  or  gas  carbon: 

Amoug  thou  [it  says]  may  be  mentioned  the  oonveuience  ntl'ordod  for  oattiDfc  and 
making  the  coudnctor  in  the  desired  form  and  size,  the  purity  and  equality  of  the 
carbon  obtained,  its  snscei^tibility  to  tempering  both  as  to  hardness  and  resistance, 
and  its  tongbuess  and  durability. 

We  have  used  [it  is  added]  such  burners  in  closed  or  bermeticnlly-sealed  trans- 
pM-ent  chambers,  in  a  vacuum,  in  nitrogen  gas,  and  in  hydrogen  gas ;  but  we  have 
obtained  the  best  results  in  a  vacuum,  or  an  attenuated  atmosphere  of  nitrogen  gas, 
the  great  desideratum  being  to  exclude  oxygen  or  other  gases  capable  of  combining 
with  carbon  at  high  temperature  from  the  incandescing  chamber,  as  is  well  uuder- 
btood. 
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The  patent  has  four  claims: 

1.  An  inoAodesoiog  oondaotor  for  ao  eleocrio  lamp  of  oarbonized  flbioos  or  teztilo 
material,  and  of  an  aroh  or  horseshoe  shapoi  snbstantially  as  hereinbefore  set  forth. 

8.  The  combination,  sabstanfeially  as  hereinbefore  set  forth,  of  an  eleotrie  otienit 
and  an  inoandesoing  condnctor  of  carbonised  fibrons  material  inelnded  in  and  fonning 
part  of  said  oironit,  and  a  transparent  hermetically-sealed  chamber  in  which  the  eon- 
dnotor  is  inclosed. 

3.  The  inoandesoing  coadoctor  for  an  electric  lamp,  formed  of  carbonised  paper, 
substantially  as  described. 

4.  An  incandescing  electric  lamp  consisting  of  the  following  elements  in  eombi* 
nation :  first,  an  illnminating-chamber  made  wholly  of  glass  hermetically  sealed,  and 
oot  of  which  all  carbon-consuming  gas  has  been  exhausted  or  driven ;  second,  an 
electric-circuit  conductor  passing  through  the  glass  wall  of  said  chamber  and  her- 
metically sealed  therein  as  described ;  third,  an  illnminating- conductor  in  said  oironit 
and  fonning  part  thereof  within  said  chamber,  consisting  of  carbon  made  from  fibrous 
or  textile  material  having  the  form  of  an  arch  or  loop,  substantially  as  deseribed, 
for  the  purpose  specified. 

The  great  qaestioD  in  this  suit  is,  whether  the  patent  sued  on  is  valid^ 
80  far  as  it  inyolres  a  general  claim  for  the  use,  in  electric  lampsi  of  in- 
candescing carbon  conductors  made  of  fibrous  or  textile  substanoes. 
If  it  iS)  the  complainant  must  prevail.  If  it  is  not,  the  bill  must  be 
dismissed. 

The  claims  of  the  patent  (excluding  the  third  claim,  which  the  de- 
fendant does  not  use,  and  which  is  not  involved  in  the  case)  may  be 
summarized  as  follows :  (1)  A  conductor  of  carbon  made  of  fibroos  or 
textile  material  and  of  an  arched  form ;  (2)  a  conductor  of  carbon  made 
of  fibrous  material  in  a  hermetically  sealed  chamber  without  r^ard  to 
form ;  (3)  the  combination  of  a  conductor  of  carbon,  made  of  flbrons  or 
textile  material  in  an  arched  form,  and  the  glass  chamber  hermetically 
sealed  and  deprived  of  carbon-consuming  gas.  The  claim  of  the  com- 
bination last  named  may  be  dismissed  from  consideration  as  a  separate 
claim  because  a  glass  chamber  hermetically  sealed  for  holdiirg  the  light 
has  always  been  used  and  must  necessarily  be  used  in  all  incandescing 
carbon  electric  lamps,  it  was  used  by  King  in  1845,  by  Greener  and 
Staite  in  1846,  by  Roberts  in  1862,  by  Konn  in  1872,  by  Kosloff  in  1875, 
and  by  others.  Unless  the  patent  is  valid  for  the  conductor  of  carbon 
made  of  flbrons  or  textile  material  in  an  arched  form  it  cannot  be  made 
valid  by  combining  such  conductor  with  a  glass  chamber  hermetically 
sealed. 

We  are  equally  of  opinion  that  the  giving  of  an  arched  form  to  the 
conductor  was  not  new,  and  could  not  give  to  the  claim  any  validity 
which  it  would  not  have  as  a  broad  claim  of  the  conductor  itself  ipaile 
of  carbon  produced  from  a  fibrous  material.  The  arched  or  bent  shai>e 
in  incandescent  conductors  was  applied  in  1848  by  Staite  to  an  iridium 
conductor ;  in  1858  by  Gardiner  and  Blossom  to  a  platinum  conductor, 
and  in  1872  by  Konn  to  a  carbon  conductor.  In  the  last  case  the  con- 
ductor was  inclosed  (as  it  had  to  be)  in  a  glass  lamp  or  case  filled  with 
nitrogen  or  other  gas  incapable  of  supporting  combustion.    The  car- 
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bon,  it  is  true,  is  presented  in  a  y-sliaped  form,  bnt  in  a  similar  patent, 
applied  for  a  few  weeks  afterward,  claiming  the  same  apparatus  for  the 
production  of  heat,  the  patentee  very  properly  says :  <<  It  is  evident 
that  stems  of  other  shapes  may  be  ased." 

If  the  U  or  V  shaped  form  had  not  been  given  to  carbons  made  of 
fibrous  material  for  incandescent  light  before  Sawyer  and  Man  adopted 
thnt  form,  it  was  merely  an  application  by  them  of  an  old  device  to  a 
new  and  analogous  use.  Bat  the  carbons  used  by  Konn  included  char- 
coal as  well  as  other  carbons.  He  mentions  graphite  as  preferable ;  but 
he  claims  the  use  of  carbon  generally. 

As  before  stated,  therefore,  the  patent  mast  be  construed  as  making 
the  broad  claim  to  the  use  in  electric  iucandescii^g  lamps  of  all  carbons 
made  of  fibrous  or  textile  substances.  Is  the  patent  valid  for  such  a 
broad  claim  t  The  defendant  contends  that  it  is  not — ^first,  because  no 
such  invention  was  set  forth  in  the  original  application,  but  was  intro- 
ilnced  for  the  first  time  more  than  four  years  after  it  was  filed,  and  af- 
ter the  same  material  had  been  useil  by  Edison  and  claimed  by  him  in 
an  application  for  a  patent ;  secondly,  because  Edison,  and  not  Sawyer 
and  Man,  was  really  the  original  and  first  inventor  of  an  incandescent 
conductor  made  of  fibrous  or  textile  material  for  an  electric  lamp; 
thirdly,  because  if  Edison  was  not  the  first  inventor,  the  thing  claimed 
as  an  invention  was  old,  and  neither  of  the  parties  was  entitled  to  a 
patent  for  it. 

The  whole  vegetable  kingdom  is  composed  of  fibrous  material  and 
ill  carbon  or  charcoal  made  therefrom  comes  within  the  scope  of  the 
^mplalnant's  claim.  Silk  is  fibroas  or  textile,  and  carbon  made  from 
dlk  thread  is  therefore  within  the  claim.  Mineral  coal  and  the  carbon 
>rodnoed  in  gas-retorts  are  not  included.  Can  it  possibly  be  said, 
vlieu  we  look  at  the  history  of  the  art  of  electric  lighting,  that  carbon 
nade  from  fibrous  or  textile  material  was  never  used  for  that  purpose 
jntil  Sawyer  and  Man  used  it  in  18781  We  think  not  We  do  not 
propose  to  describe  in  detail  the  varioas  English  patents  of  prior  date 
which  have  been  adduced  in  evidence.  The  word  <<  charcoal,"  as  well 
as  ^^  carbon,"  is  constantly  used  to  define  the  material  from  which  the 
conductors  were  made,  and  that  word  in  the  English  language  prima 
facie  refers  to  carbon  or  coal  made  of  wood.  We  cannot  yield  our  as- 
sent to  the  ingenious  theory  of  the  complainant's  counsel  and  some  of 
its  witnesses  that  the  word  has  come  to  have  an  artitictal  or  technical 
meaning  in  this  particular  art,  signifying  gas  or  mineral  carbon.  We 
think  that  carbon  made  from  wood  or  other  vegetable  material  is  gen- 
erally intended. 

In  King's  imteut  of  1845  he  says : 

The  nature  of  the  iuvention  consistji  iu  the  application  of  coDtiunoiis  metallic  and 
carbon  condactora,  intensely  heated  by  the  passage  of  a  current  of  electricity  to  the 
purpose  of  illnmiuation.  «  *  ^  When  carbon  is  nsed  it  becomes  necessary,  on 
acconnt  of  the  aftinity  this  substance  has  for  oxygeu  at  high  temperature,  to  exclude 
from  it  air  and  moisture.  To  accomplish  this  in  the  most  perfect  manner,  it  should 
be  incloted  in  a  Torricellian  vacuum. 
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He  does  not  coofine  himself  to  any  partioalar  kind  of  carbon.  It  is 
trne  he  does  afterward  say  <^  that  form  of  carbon  found  on  the  interior 
of  coal-gas  retorts  which  have  long  been  used  Is  well  suited  for  this 
purpose;  '^  but  his  claim  is  general  for  <<  the  application  of  metallic  and 
carbon  condnctors  intensely  heated/'  etc.,  and  the  use  of  wood-carbon 
would  haye  infringed  the  patent. 

Greener  and  Staite  in  their  patent  of  1846,  in  describing  how  they 
prepared  the  carbon  for  the  incandescing  stems  in  their  lamps,  say : 

We  take  a  quantity  of  lamp-black,  or  of  charcoal  reduced  to  powder,  or  of  coke^ 
reduced  alRO  to  powder,  which  has  been  purified,  etc.  The  carbon  thus  highly  puri- 
fied we  next  bring  into  a  state  of  great  dryness  and  then  oouYcrt  it  into  solid  prisms, 
or  into  cylinders  both  solid  and  hollow,  etc. 

The  charcoal  here  referred  to  is  clearly  wood-charooah 

Boberts  in  his  patent  of  1852  says : 

Another  part  of  my  invention  consists  of  a  mode  of  obtaining  electric  light  by 
passing  a  current  of  electricity  through  a  thin  piece  of  graphite,  coke,  or  charcoal, 
or  other  infusible  body,  being  a  conductor  of  electricity,  whilst  it  is  inclosed  in  a 
vacuum  or  space  not  containing  any  oxygen  or  other  matter  which  can  cause  the 
combustion  or  destruction  of  it  when  brought  into  an  incandescent  state  by  the 
action  of  the  current  of  electricity. 

This  certainly  refers  to  wodd-charcoaL 

We  have  already  alluded  to  Eonn's  patent  of  1872,  in  which  he  claims 
carbon  stems  generally,  arranged  as  specifted  in  the  patent  for  giving 
incandescent  light. 

We  may  add  that  in  the  earliest  experiments  of  Sir  Humphroy  Davy 
and  others  on  the  effects  of  the  electric  current  in  producing  light  in 
various  substances  charcoal  was  one  of  the  most  frequent  articles  nsed 
for  that  purpose.  Long  prior  to  1878  it  was  a  well  known  fact  in  science 
and  the  arts  that  the  transmission  of  the  electric  current  through  a  pen- 
cil of  charcoal  interposed  iu  a  metallic  circuit  would  produce  intense 
light,  and  that  when  this  charcoal  was  guarded  from  contact  with  oxy- 
gen in  a  vacuum  or  otherwise  it  would  not  be  consumed.  This  is  fully 
verified  not  only  in  scientific  writings,  but  by  the  statements  found  in 
several  of  the  patents  referred  to.  The  great  desideratum  was  to  con- 
struct an  appanitns  and  to  discover  a  process  which  would  make  the 
light  economical  and  convenient  of  use  for  ordinary  domestic  purposes. 

We  are  dearly  of  opinion,  therefore,  that  neither  Sawyer  and  Man 
nor  Edison  can  maintain  any  just  claim  to  the  exclusive  use  of  charcoal 
generally  in  any  form  as  an  incandescing  conductor  in  an  electric  lamp. 
This  view  of  the  subject  is  sufficient  to  decide  the  present  case  against 
the  complainant;  but  there  are  other  considerations  which  go  to  cor- 
roborate the  couclusiou  to  which  we  have  come,  which,  however,  we 
shall  only  cursorily  examine. 

It  is  very  clear  to  us  that  in  the  original  application  for  the  patent 
sued  on  the  applicants  had  no  such  object  in  view  as  that  of  claiming 
all  carbon  made  from  fibrous  and  textile  substances  as  a  conductor  for 
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an  incandescing  electric  lamp.  Nothing  on  which  to  base  any  snch 
claim  is  disclosed  in  the  original  application.  We  have  carefally  com- 
pared it  with  the  amended  application  on  which  the  patent  was  issaed 
and  are  folly  satisfied  that  after  Edison's  inventions  on  this  subject  had 
been  published  to  the  world  there  was  an  entire  change  of  base  on  the 
part  of  Sawyer  and  Man,  and  that  the  application  was  amended  to  give 
it  an  entirely  different  direction  and  purpose  from  what  it  had  in  its 
original  form.  It  is  trne  that  the  last  claim  of  the  original  was  for  <<  an 
illaminating  arc  made  of  carbonized  fibrous  or  textile  material;"  but 
this  claim  had  special  reference  to  the  arched  form  of  the  conductor 
rather  than  to  the  material  of  which  it  was  composed,  and  this  claim  is 
the  only  expression  in  the  application  which  even  suggests  any  exdu 
sive  right  to  all  vegetable  carbons  or  any  invention  or  discovery  in  re- 
lation thereto.  No  advantage  in  the  use  of  said  carbon  is  anywhere 
alleged.  The  whole  scope  and  purpose  of  the  application  related  to  the 
arched  form  of  the  conductor.  A  subsidiary  purpose  was  to  claim  car- 
bon made  from  paper  or  pasteboard.    They  say  distinctly: 

Our  improYement  oonsisfcs  in  the  employment  of  an  incandesoent  arc  of  carbon  in 
the  circuit  as  the  light-giving  medium — 

<< carbon"  generally,  not  any  particular  carbon.    By  an  adroit  amend- 
ment, made  in  1885,  they  say : 

Oar  improvement  relates  more  especially  to  the  incandescing  conductor,  its  sub- 
stance, its  form,  and  its  combination  with  the  other  elements  composing  the  lamp. 

The  purpose  of  this  amendment  is  obvious  and  needs  no  comment. 

After  explaining  the  drawings  the  orij^inal  application  goes  on  to  say 

Our  improved  burner  or  incandescent  arc  consists- of  an  arch-shapedi  or  semi-cylin- 
drical piece  of  carbon  A,  mounted  in  its  clamps  or  supports  in  the  usual  well  known 
ways.  We  have  tried  carbonized  paper  covered  with  powdered  plumbaKO,  wood  car- 
bon or  charcoal,  and  ordinary  gas-carbon.  We  have  also  nsed  such  arcs  or  burners 
of  various  shapes,  such  as  pieces  with  their  lower  ends  secured  to  their  respective 
supports  and  with  their  upper  ends  united  so  as  to  form  an  inverted  V-shaped  burner. 
We  have  also  used  arcs  of  various  contours— that  is,  with  rectangular  bends  instead 
of  curvilinear  ones,  but  prefer  the  arch-shaped,  as  the  shadow  oast  by  such  a  burner 
is  less  than  that  produced  by  other  forms  of  burners.  We  have  used  such  bnniers  in 
close  transparent  chambers,  in  a  vacuum,  in  nitrogen  gas,  and  in  hydrogen  gas,  but 
have  attained  the  best  results  in  a  vacuum  or  attenuated  atmosphere  of  nitrogen,  the 
great  desideratum  being  to  exclude  oxygen  from  the  combustion-chamber,  as  is  well 
understood.  The  operation  of  our  improved  apparatus  will  readlfy  bo  understood 
from  the  foregoing  description. 

Then  come  the  claims  as  follows  : 

1.  Incandescing  arcs  for  electric  lights,  made  of  carbon,  substantially  as  herein- 
before set  forth. 

2.  Incandescing  arcs  of  carbon,  in  combination  with  the  circuit  of  an  electric  light. 

3.  The  combination,  substantially  as  hereinbefore  set  forth,  of  the  circuit  of  ^n 
eleotrio  light,  an  incandescing  arc  of  carbonized  paper  included  in  the  circuit,  and  a 
close  transparent  chamber  in  which  the  arc  is  inclosed.  ^ 

4.  An  incandescing  arc  made  of  carbonized  fibrous  or  textile  mf^terial.  ^OOQiQ 
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This  ia  the  whole  of  the  original  application  except  the  formal  in- 
troduction. The  arc  is  everything.  The  changes  are  mng  on  the  arc. 
The  fact  is  that  Sawyer  and  Man  were  nnconscions  that  the  arc  was  not 
new  and  supposed  that  they  conld  get  a  patent  for  it;  but  as  their  eyes 
were  opened  they  changed  about  and  amended  their  application  and 
made  the  material  of  the  conductor  the  great  object— carbon  made  ftom 
fibrous  or  textile  material.  Compare  the  original  with  the  amended  ap- 
plication as  first  stated  in  this  opinion,  and  this  purpose  most  obyioosly 
appears.  The  carbons  mentioned  in  the  original  application  are  merely 
mentioned  by  the  way j^  to  show  that  the  arched  form  wonld  apply  to  all 
kinds  of  carbon. 

We  have  tried  oarbonized  paper  covered  with  powdered  plambago,  wood-earboD,  and 

ordinary  gaa-carbon. 

This  is  changed  in  the  amended  application  to  the  words : 

In  the  practice  of  our  inyention  we  made  use  of  carbonised  paper,  and  also  wood- 
carbon. 

The  object  of  this  change  is  manifest  In  other  parts  of  the  amended 
specification  the  importance  of  vegetable  carbon  as  distinguished  ttom 
gas-carbon  is  dwelt  npon.    Thus  they  say  in  a  former  paragraph : 

Onr  improvement  oonsiBts,  first,  of  a  combination,  in  a  lamp-chamber  eompoeed 
wholly  of  fflaae,  and  deeoribed  in  Patent  No.  905,144,  of  an  ineandesoing  oondaetor  of 
carbon  made  from  a  regetable  fibrous  material,  in  oontiadistinction  to  a  similar  eon- 
doctor  made  fh)m  mineral  or  gas  carbon,  and  also  in  the  form  of  snch  oondnetoa  so 
made  from  each  vegetable  carbon,  and  combined  in  the  lighting-eironit  within  the 
exhausted  chamber  of  the  lamp. 

The  fact  that  the  whole  object  of  the  application  was  changed  is 
evinced  by  the  correspondence  of  the  parties.  In  a  letter  firom  William 
D.  Baldwin,  one  of  the  attorneys  of  the  applicants  for  the  patent,  to  his 
clients.  The  Electro  Dynamic  Light  Oompany,  (who  then  owned  the 
interest  in  the  invention,)  dated  January  8, 1880,  he  says : 

I  have  this  day  prepared  an  application  for  patent  of  arched  form  of  incandeaeent 
carbon  electric  lamp,  made  by  Wm.  £.  Sawyer  and  Albon  Man,  as  joint  inT6nior% 
containing  a  request  for  the  issuing  of  snch  patent  to  your  company,  etc.  1  will  not 
make  any  alteration  in  the  claims  or  specification  of  said  patent  enlarging  its  aoope 
beyond  its  intended  parpose  of  covering  the  arched  or  angular  form  of  the  earbon 
used  for  incandescent  electric  lights. 

In  a  letter  from  Albon  Man,  one  of  the  applicants  for  the  patent^  to 
a  Mr.  Cheever,  dated  December  12, 1880,  he  says : 

I  have  received  your  two  notes  of  11th  inst.,  inclosing  letter  firom  the  Patent  OSIee, 
advistng  Messrs.  Baldwin,  Hopkins,  and  Peyton  of  snbetitntion  of  Mr.  Broadnaz  as 
attorney  in  carbon  arch  matter. 

This  had  relation  to  the  application  in  question,  Baldwin,  Hopkins, 
and  Peyton  being  the  solicitors  in  the  case,  and  Mr.  Broadnax  being 
su  l)sti tuted  in  their  place.  "  Carbon  arch  matter  "  are  words  that  ooold 
hardly  be  more  suggestive. 
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As  before  stated,  Edison  had  filed  an  application  for  a  patent  in  De- 
eember,  1879,  about  a  month  prior  to  the  application  in  question,  and 
in  September,  1880,  an  interference  was  declared  between  the  two  appli- 
cations. The  controversy  raised  on  this  interference  related  principally 
to  carbon  made  from  paper,  which  Edison  claimed  in  his  application. 
The  case  was  not  finally  decided  nntil  the  beginning  of  1885.  Mr. 
Broadnax  wasexamined  as  a  witness  in  this  suit  and  testified  as  follows : 

After  the  deeision  of  the  CommiaMoner  of  Patents  of  the  interference,  awarding 
priority  of  inTontion  to  Sawyer  and  Man,  I  reenmed  the  prosecntion  of  the  appliea- 
tion,  inaieting  npon  onr  right  to  the  claims  that  had  been  once  rejected  by  the  Exam- 
iner, among  which  was  one  for  the  (J-shaped  or  loop  carbon  illuminaut.  My  attention 
was  then  called  for  the  first  time  by  the  Examiner  to  the  British  patent  of  Konn,  in 
which  is  shown  an  arch-shaped  carbon  illominant,  and  which,  as  I  thought,  antici- 
pated broadly  the  claim  for  the  (J-shaped  or  arch-shaped  carbon  illnminant,  and  then 
in  the  discnssion  of  the  ease  with  the  Examiner  my  attention  was  called  to  the  pat- 
ent>ability  of  the  fibrons  carbon  illnminant  as  snch,  on  acconnt  of  the  properties  such 
carbon  possessed,  which  made  it  arailable  for  electric  lighting  abore  ail  other 
carbons. 

Being  asked  when  this  was,  he  said  it  followed  soon  after  the  decis* 
ion  of  the  Commissioner  of  Patents  npon  the  question  of  priorityi  or  as 
soon  as  he  conld  in  the  ordinary  conrse  get  the  case  before  the  Primary 
Examiner  again.  His  best  recollection  was  that  it  occurred  in  February, 
1885. 

The  testimony  of  Mr.  Broadnax,  which  is  undoubtedly  to  be  relied  on^ 
in  connection  with  the  letter  just  quoted,  shows  that  the  idea  of  claiming 
carbons  made  from  fibrous  and  textile  materials  was  an  afterthought, 
and  was  no  part  of  the  purpose  of  the  original  application.  The  amend- 
ments relating  to  this  new  and  broad  claim  were  made  afterward  in 
February  and  March,  1885. 

We  are  of  opinion  that  the  changes  made  in  the  application  in  this 
regard  were  not  justifiable,  and  that  the  claim  in  question  cannot  be 
sustained. 

There  are  other  aspects  of  the  case  to  which  we  might  refer  which 
operate  strongly  against  the  claim  of  the  complainant.  We  are  not  at 
uU  satisfied  that  Sawyer  and  Man  ever  made  and  reduced  to  practical 
oi)eration  any  «uch  invention  as  is  set  forth  and  claimed  in  the  patent 
in  suit.  Their  principal  experiments  were  made  in  1878,  and  perhaps 
the  beginning  of  1879.  The  evidence  as  to  what  they  .nccomplished  in 
the  construction  of  electric  lamps  is  so  contradictory  and  suspicious 
that  we  can  with  difficulty  give  credence  to  the  conclusions  sought  to 
be  drawn  from  it.  We  are  not  satisfied  that  they  ever  produced  an 
electric  lamp  with  a  burner  of  carbon  made  from  fibrons  material,  or 
any  material,  which  was  a  success.  During  the  year  referred  to,  1878^ 
and  the  beginning  of  1879,  they  applied  for  and  obtained  ten  difierent 
patents  (besides  an  English  patent)  on  the  subject  of  electric  lamps; 
but  not  one  of  them  contains  a  suggestion  or  a  hint  of  any  snch  inven- 
tion as  is  claimed  in  the  patent  in  suit>,  which  was  not  applied  for  until 
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1880.  They  all  relate  to  lamps  with  straight-pencil  burners,  generally 
of  carbon,  bat  without  any  preference  given  to  one  kind  of  carbon  over 
another.  The  application  for  the  patent  in  sait  was  not  made  until  Jan- 
nary,  1880,  nearly  or  quite  a  year  after  all  their  experiments  had  ceased, 
and  after  the  inventions  of  Edison  had  been  published  to  the  world. 
One  can  not  read  the  patents  before  applied  for  by  Sawyer  and  Man,  with 
all  their  detail  of  apparatus  and  process  for  constructing  and  managing 
the  straight-stem  conductors,  without  distinction  of  carbons — apparatus 
and  processes  many  of  which  would  be  needless  in  the  lamp  now  claimed — 
without  indulging  some  degree  of  astonishment  at  the  pains  and  in- 
genuity gratuitously  expended  or  wasted,  if  it  was  true  that  all  the 
time  they  had  in  their  possession  ^  secret  invention  which  would  take 
the  place  of  those  complicated  contrivances.  The  explanations  made 
by  the  complainant  for  the  delay  in  applying  for  the  patent  in  suit  fail 
to  satisfy  our  minds  that  Sawyer  and  Man,  or  their  assignees  for  them, 
have  not  sought  to  obtain  a  patent  to  which  they  were  not  legitimately 
entitled.  But  suppose  it  to  be  true,  as  the  supposed  inventors  and  some 
of  the  other  witnesses  testify,  that  they  did  in  1878  construct  some 
lamps  with  burners  of  carbon  made  of  fibrous  material  and  of  an  arched 
shape,  which  continued  to  give  light  for  days,  or  weeks,  or  months,  still 
were  they  a  successful  invention  f  Would  any  one  purchase  or  touch 
them  now  f  Did  they  not  lack  an  essential  ingredient  which  was  nec- 
essary to  thciir  adoption  and  use  f  Did  they  go  any  farther  in  princi- 
ple, if  tl^ey  did  in  degree,  than  did  other  lamps  which  had  been  con- 
structed before  t  It  seems  to  us  that  they  were  following  a  wrong  prin- 
ciple— the  principle  of  small  resistance  in  an  incandescing  conductor 
and  a  strong  current  of  electricity — and  that  the  great  discovery  in  the 
art  was  that  of  adopting  high  resistance  in  the  conductor  with  a  small 
illuminating-sCirface  and  a  corresponding  .diminution  in  the  strength  of 
the  current.  This  was  accomplished  by  Edison  in  hiS  fllamental  thread- 
like conductors,  rendered  practicable  by  the  perfection  of  the  vacuum 
in  the  glo>>e  of  the  lamp.  He  abandoned  the  old  method  of  making  the 
globe  in  separate  pieces  cemented  together,  and  adopted  a  globe  of  one 
entire  piece  of  glass,  into  which  he  introduced  small  platinum  conduc- 
tors fastened  by  fusion  of  the  glass  around  them,  thus  being  able  to 
procure  and  maintain  perhaps  the  most  perfect  vacuum  known  in  the 
arts.  In  such  a  vacuum  the  slender  filaments  of  carbon,  attenuated  to 
the  last  degree  of  fineness,  may  be  maintained  in  a  state  of  incandes- 
cence without  deterioration  for  an  indefinite  time  and  with  a  small  ex- 
penditure of  electric  force.  This  was  really  the  grand  discovery  in  the 
art  of  electric  lighting,  without  which  it  could  not  have  become  a  prac- 
tical art  for  the  purposes  of  general  use  in  houses  and  cities. 

It  is  unimportant  to  trace  the  various  steps  by  which  this  great  dis- 
covery was  arrived  at.  It  is  well  indicated  and  shown  in  Edison's  pat- 
ent applied  for  April  21, 1879,  and  issued  Biay  4, 1880,  No.  227,229,  and 
is  more  fully  described  in  that  which  )ie  applied  for  November  4, 1879, 
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and  issaed  January  27, 1880,  No.  223,898.  An  extract  from  the  latter 
will  serve  to  explain  the  principles  of  this  invention.  Edison  there 
says: 

Heretoforo  light  by  iocandcscence  has  been  obtained  from  rods  of  carbon  of  one  to 
four  ohms  resistance,  placed  in  closed  vessels,  in  which  the  atmospheric  air  has  been 
replaced  by  gases  that  do  not  combine  chemically  with  the  carbon.  The  vessel 
holding  the  bnmer  has  been  composed  of  glass  cemented  to  a  metallic  base.  The 
connection  between  the  leading-wires  and  the  carbon  has  been  obtained  by  clamping 
tlie  carbon  to  the  metal.  The  leading- wires  have  always  been  large,  so  that  their  re- 
siatance  shall  be  many  times  less  than  the  humeri  and,  in  general,  the  attempts  of 
previous  persons  have  been  to  reduce  the  resistance  of  the  carbon  rod.  The  disxtd- 
vantages  of  following  this  practice  are,  that  a  lamp  having  but  one  to  four  ohms  re- 
sistance cannot  be  worked  in  great  numbers  in  multiple  arc  withont  the  employment 
of  main  conductors  of  enormous  dimensions ;  that,  owing  to  the  low  resistance  of 
the  lamp,  the  leading-wires  must  be  of  large  dimensions  and  good  conductors,  and  a 
glass  globe  can  not  be  kept  tight  at  the  place  where  the  wires  pass  in  and  are  ce- 
mented ;  hence  the  carbon  is  consumed,  because  there  must  be  almost  a  perfect  vacuum 
to  render  the  carbon  stable,  especially  when  such  carbon  is  small  in  mass  and  high 
in  electrical  resistance. 

The  nee  of  a  gas  in  the  receiver  at  the  atmospheric  pressure,  although  not  attack- 
ing the  carbon,  serves  to  destroy  it  in  time  by  **  air-washing,^'  or  the  attrition  pro- 
duced by  the  rapid  passage  of  the  air  over  the  slightly  coherent  highly-heated  sur- 
face of  the  carbon.  I  have  reversed  this  practice.  I  have  discovered  that  even  a 
cotton  thread  properly  carbonized  and  placed  in  »  sealed  glass  bulb  exhausted  to  one- 
millionth  of  an  atmosphere  offers  from  one  hundred  to  five  hundred  ohms  resistance 
to  the  passage  of  the  cnrrent,  and  that  it  is  absolutely  stable  at  very  high  tempera, 
tnres  :  that  if  the  thread  be  coiled  as  a  spiral  and  carbonized,  or  if  any  fibrous  vege- 
table substance  which  will  leave  a  carbon  residue  after  heating  in  a  closed  chamber 
bo  so  coiled,  as  much  as  two  thousand  ohms  resistance  may  be  obtained  without  pre' 
seuting  a  radiatiug-surface  greater  than  three-sixteenths  of  an  inch ;  that  if  such 
fibrous  material  bo  rubbed  with  a  plastic  composed  of  lamp-black  and  tar,  its  resist- 
ance maybe  made  high  or  low,  according  to  the  amount  of  lamp-black  placed  upon 
it;  that  carbon  filaments  may  be  made  by  a  combination  of  tar  and  lamp-black,  the 
•latter  being  previously  ignited  in  a  closed  crucible  for  several  hours  and  afterward 
moistened  aud  kneaded  until  it  assumes  the  consistency  of  thick  putty.  Small  pieces 
of  this  material  may  be  rolled  out  in  the  form  of  wire  as  small  as  seven  one-thousandths 
of  an  inch  in  diameter  and  over  a  foot  in  length,  and  the  same  may  be  coated  with  a 
non-conducting,  non-carbonizing  substance  aud  wound  on  a  bobbin,  or  as  a  spiral,  and 
the  tar  carboniasml  in  a  closed  chamber  by  subjecting  it  to  high  heat,  the  spiral  after 
carbonization  retaining  its  form. 

All  these  forms  are  fragile  .uid  cannot  be  clamped  to  the  leatling- wires  with  sufii- 
ciont  force  to  insure  good  contact  and  prevent  heating.  I  have  discovered  that  if 
platinnm  wires  are  used  and  the  plastic  lamp-black  and  tar  material  be  molded 
aronnd  it  in  the  act  of  carbonization  there  is  an  intimate  union  by  combination  and 
by  pressure  between  tlie  carbou  and  platina,  and  nearly  perfect  contact  is  obtained 
without  the  necessity  of  clamps ;  Iionco  the  burner  and  the  leading  wires  are  con- 
nected to  the  carbon  reaiiy  to  be  placed  in  the  vacuum-bulb.  When  fibrous  material 
is  used,  the  plastic  lamp-black  and  tar  aro  used  to  secure  it  to  the  platina  before 
carbonizing. 

By  nsing  the  carbon  wire  of  such  high  rosisttanco  lam  enabled  to  nse  fine  platinnm 
wires  for  leading-wires,  as  they  will  have  a  small  resistance  compare4l  to  the  burner, 
and  hence  will  not  heat  and  crack  thesealed  vacuum-bulb.  Platina  can  only  be  used, 
as  its  expansion  is  nearly  the  same  as  that  of  glass.  -c .   -  ^     n~ 
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I  have  carbouized  and  used  cotton  and  linen  thread,  wood  splints,  papers  ooiled  ia 
yarioua  ways,  alao  lamp-blaok,  plnmbago,  and  carbon  in  varions  forms,  mixed  with 
tar  and  kneaded  so  that  the  safne  may  be  rolled  oat  Into  wires  of  varions  Imigihs  and 
diameters.    Each  wire,  however,  is  to  be  nniform  in  size  throughout. 

The  first  claim  of  this  patent  is  for  an  electric  lamp  for  giving  light 
by  iDcundesccDce,  consisting  of  a  filament  of  carbon  of  high  resistance, 
made  as  described,  and  secured  to  metallic  wires,  as  set  forth.  The  sec- 
ond claim  is  the  combination  of  snch  filaments  with  the  receiver  made 
entirely  of  glass. 

Of  course  the  form  of  the  filament  in  the  receiver  or  globe  may  be 
varied  at  pleasure.  It  may  be  in  the  shape  of  a  coil,  or  of  a  horseshoe, 
or  it  may  be  wound  on  a  bobbin.  .All  these  forms  are  old.  The  prin- 
cipal and  great  thing  described  is  the  attenoated  filament  and  its  in- 
closure  in  a  perfect  vacuum.  There  may  be  a  preference  of  material 
from  which  the  filament  is  made.  Practice  will  evolve  all  these  col- 
lateral advantages. 

We  think  we  are  not  mistaken  in  Saying  that  but  for  this  discovery 
electric  lighting  would  never  have  become  a  &ct.  We  have  supposed 
it  to  be  the  discovery  of  Edison  because  he  has  a  patent  for  it  This 
may  not  be  the  case.  It  may  be  the  discovery  of  some  other  person. 
But  whoever  discovered  it,  it  is  undoubtedly  the  great  discovery  in  the 
art  of  practical  lighting  by  electricity.  We  have  given  a  more  detailed 
account  of  it  in  order  to  illustrate  what  we  mean  when  we  raise  the  ques- 
tion whether  the  claimed  inventions  of  Sawyer  and  Man  were  ever  suc- 
cessful. They  may  have  made  a  lamp  that  would  burn,  but  was  it  a 
success,  or  was  it  a  failure!  Did  it  ever  go  into  uset  What  was  the 
object  of  all  the  experiments  made  by  them  and  others  t  Was  it  not  to 
nialce  an  electric  lamp  that  could  be  successfully  used  by  the  public 
and  have  a  commercial  value  f  Did  they  succeed  in  making  such  a 
lamp,  or  in  finding  out  the  principle  on  which  it  could  be  madet  We 
do  not  so  read  the  evidence. 

The  bill  must  be  dismissed. 


iSopreme  Court  of  the  United  States.] 

Oregon  Improvement  Company  v.  Excelsior  Coal  Company. 

Decided  Xovemher  25, 188D. 
49  O.  0.,  16 

Rblbvakcy  of  Certified  Copy  of  Original  Patent  as  Evidbxce— Reissue. 
Whero  tbo  complaint  averred  that,  on  the  sarrender  of  the  original  iHttent,  a 
new  patent  waa  issued  to  the  patentee  for  the  same  invention,  for  the  reaidae  of 
the  term  then  unexpired  for  which  the  original  patent  was  granted,  and  the  de- 
ffndniit  in  his  answer  denied  each  and  every,  all  and  singular,  the allegatiooa  con- 
tained in  the  complaint,  Hehl  that  a  dnly-certifled  copy  of  the  original  patent 
was  ix'levant  evidence  npon  the  question  whether  the  reissne  was  for  the  same 
invention  as  the  original,  and  that  the  issue  was  sufficiently  raised  by sttoh  aver- 
ment and  denial. 
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In  kbrob  to  the  Oircait  Goart  of  the  tJDited  States  for  the  Northern 
I>istrict  of  Oalifomia. 

Jfr.  Sidneif  V.  Smith  for  the  appellant. 
Mr.  J.  J.  Sorivner  for  the  appellee. 

Mr.  Justice  Blatchfobd  delivered  the  opinion  of  the  Court. 

This  is  an  action  at  law  brought  by  The  JBj^celsior  Coal  Company,  a 
corporation,  against  The  Oregon  Improv  emeut  Companyi  another  cor- 
poration, in  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  California,  for  the  infringement  of  a  reissued  patent. 

The  complaint  avers  that,  on  thesurrender  of  the  original  patent,  a  new 
patent  was  issued  to  the  patentee  ^^  for  the  same  invention,  for  the  resi- 
due of  the  term  then  unexpired  for  which  the  said  original  Letters  Pat- 
ent were  granted."  The  answer  of  the  defendant  denies  <<  each  and 
every,  all  and  singular,  the  allegations "  contained  in  the  complaint. 
The  case  was  tried  before  a  jury,  and  resulted  in  a  verdict  of  $7,000  for 
the  plaintiff,  for  which,  with  costs,  judgment  was  entered.  To  review 
this  judgment  the  defendant  has  brought  a  writ  of  error. 

There  is  a  Sill  of  exceptions,  which  states  that  the  plaintiff  read  in 
evidence,  without  objection,  the  reissued  patent,  a  copy  of  the  specifi- 
cation of  which  with  the  drawings  is  set  forth,  and  put  in  other  evidence 
tending  to  show  its  right  to  recover  damages ;  that  the  defendant,  ^^  to 
sustain  the  issues  on  its  part,"  oflfered  in  evidence  a  duly-certified  copy 
of  the  original  patent,  a  copy  of  which  with  the  drawings  is  set  forth  - 
that  the  plaintiff  objected  to  the  introduction  of  the  original  patent  on 
the  ground  that  the  same  was  immaterial  and  irrelevant  to  any  defense 
raised  by  the  answer;  that  the  court  sustained  the  objection ;  and  tliat 
the  defendant  excepted  to  such  ruling. 

We  are  of  opinion  that  the  circuit  court  committed  an  eiTor  in  exclud- 
ing the  original  patent.  It  was  relevant  evidence  upon  the  question 
whether  the  reissue  was  "for  the  same  invention"  as  the  original,  «'^n(l 
the  issue  on  that  subject  was  sufficiently  raised  by  the  averment  of  the 
complaint  and  the  denial  in  the  answer.  The  defendant  was  entitled  to 
try  that  (luestiou  in  a  formal  manner,  and  it  could  not  do  so  unless  the 
original  patent  was  introduced  in  evidence. 

The  judgment  is  reversed,  and  the  case  is  remanded  to  the  circuit 
court  with  a  direction  to  award  a  new  trial. 


[United  Stnlc8  Circuit  Court— Soutliern  l>I«trict  of  Now  York.] 

POHL  ET  AL.  V.   ANCUOR  BREWING  COMPANY. 

Decided  Antjust  7,  1880. 

49  O.  G.,  1695. 
Lapse  of  Foreign  Patent. 

Thc  '•'term"  of  a  foreign  patent  referred  to  in  United  Stateti  Kuvisod  Stat- 
utes, eectioD  4887,  wbicli  requires  Letters  Patent  issued  for  an  invention  previ- 
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oodly  patented  abroad  to  be  limited  **  to  expire  at  the  same  time  with  the  foreign 
patent,"  or,  if  there  be  more  than  ooe,  "  with  the  one  having  the  shortest  term/' 
is  not  the  original  term  expressed  in  the  controlling  foreign  patent,  bnt  its  period 
of  actual  existence. 

Hkabing  on  plea. 

Jiff.  Orosvenor  Loicrey^  Mr.  Clarence  A.  Seward^  aud  Mr,  Joseph  M, 
Duell  for  the  complainants. 
Mr.  W.  J.  Townsend  for  the  defendant. 

Wallace,  J.  ; 

The  bill  of  complaint  alleges  infringement  by  the  defendant  of  Letters 
Patent  of  the  United  States  dated  March  18, 1879,  for  improvement  in 
barrel  and  cask  scrabbing  macbines  granted  to  Oarl  Pohl,  of  Dresden^ 
Germany,  upon  an  application  filed  January  3, 1870 — 

subject  to  the  limitation  prescribed  by  section  4887  of  the  Revised  Statutes,  by  reason 
of  German  patent  dated  September  6,  1877,  and  French  patent  dated  September  3, 

1877. 

The  defendant  has  interposed  a  plea  averring,  in  substance,  that  both 
the  German  and  the  French  patent  were  issued  to  Pobl  for  the  same  in- 
vention described  in,  and  prior  to  his  application  for,  the  United  States 
patent,  and  that  the  German  patent  lapsed,  and  the  French  patent  be- 
came forfeited,  prior  to  the  commencement  of  the  present  suit,  by  reason 
of  the  failure  of  the  patentee  to  pay  the  annuities  and  work  the  inven- 
tion  as  required  by  the  laws  of  Germany  and  France,  in  force  when  the 
foreign  patents  were  granted.  The  plea  alleges  that  the  original  tei*m 
of  each  of  the  foreign  patents  was  for  fifteen  years.  The  plea  has  been 
set  do^n  for.argument,  and  the  question  for  determination  is  whether, 
by  section  4887,  Bevised  Statutes,  the  United  States  patent  expired 
when  the  foreign  patent  having  the  shortest  term  terminated  by  lapse 
or  forfeiture,  or  whether  it  does  not  expire  until  the  original  term  of 
such  foreign  patent  expires.  By  the  section  in  question  the  patent  in 
suit  is  to  be  limited — 

to  expire  at  the  same  time  with  the  foreigu  patent,  or,  if  there  be  more  than  one,  at 
the  same  time  with  the  one  having  tbe  shortest  time. 

Until  the  decision  of  the  Supreme  Court  in  Bate  Refrigerating  Co.  v. 
Hammond  (ante  330,  129  U.  S.,  151 ;  9  Sup.  Gt.  Eep.,  225)  it  was  gen- 
erally supposed  that  the  time  of  expiration  of  this  section  was  the 
time  of  expiration  of  the  original  term  of  the  foreign  pateiit,  and  that 
the  duration  of  the  United  States  patent  was  independent  of  the  con- 
tingciiey  that  the  foreign  patent  might  cease  to  be  an  operative  grant 
prior  to  the  term  specified  on  its  face  by  the  breach  of  a  condition 
subsequent.  This  was  so  decided  in  several  adjudged  cases.  (PaU- 
lard  V.  Bruno,  C.  I).  1887,  200,  29  Fed.  Kep.,  804;  Bate  Refrigerating 
Co.  V.  Qillett,  0.  1).  1887,  474,  31  Fed.  Kep.,  809;  Protective  Co.  v. 
Alarm  Co.,  21  Fed.  Kep.,  458.)  Those  decisions  interpreted  the  statute 
upon  the  considerations  of  public  policy  and  convenience  so  imperative 
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that  it  was  thought  itxey  could  not  have  been  disregarded  by  Congress, 
and  emphasized  the  effect  to  be  given  to  the  wotji^  '^  term  "  as  used  in  the 
section.  It  was.  supposed  that  when  Congress  referred  to  the  patent 
having  the  <^  shortest  term  ^  to  define  the  time  of  expiration  of  the 
United  States  patent  in  case  there  shoald  be  two  foreign  patents,  the 
time  of  expiration  in  all  cases  was  the  end  of  the  term  of  the  foreign 
patent ;  that  the  term  of  patent  meant  the  period  of  duration  expressed 
in  the  patent ;  that  in  a  legal  sense  a  patent  does  not  ^'  expire"  until  its 
term  expires;  and  that  a  construction  of  the  section  by  which  the  dura- 
tion of  the  United  States  patent  should  be  fixed  when  the  patent  issues, 
by  applying  the  rule,  id  certum  est  quod  cerium  reddi  potest^  was  the 
more  reasouable  one,  and  the  one  intended  by  Congress.  And  it  had 
been  pointed  out  that,  unless  this  was  the  true  construction  of  the  sec- 
tion, neither  the  owner  of  the  patent  nor  the  public  would  know  the 
duration  of  the  grant,  and  that  the  United  States  patent  might  e^ire, 
if  there  were  two  foreign  patents,  at  the  same  time  with  the  one  having 
the  longest  term,  notwithstanding  the  language  of  the  section  that  it 
is  to  expire  with  the  one  having  the  shortest  term.  The  decisions  of 
the  circuit  courts,  which  have  been  cited,  were  not  referred  to  in  the 
opinion  of  the  Supreme  Court  in  Bate  Refrigerating  Co.  v.  Hammond^ 
but  other  adjudications  of  circuit  courts  in  construction  *of  the  sec- 
tion, which  proceeded  upon  the  same  considerations,  were  distinctly 
disapproved.  These  were  Henry  v.  Providence  Tool  Co.y  (3-  Ban.  & 
A.  601;)  Beissner  v.  Sharp,  (16  Blatchf.,  383;)  Bate  Refrigerating  Go. 
V.  GilleUy  (C.  D.  1882,  426,  13  Fed.  Eep.,  653,)  where  it  had  been 
held  that  the  time  of  expiration  of  the  United  States  patent  was 
the  end  of  the  term  expressed  in  the  foreign  patent,  notwithstanding 
the  prolongation  of  the  original  term  was  a  matter  of  right  to  the 
patentee,  and  had  actually  been  obtained  by  him.  It  is  now  urged 
for  the  complainants  that  the  decision  of  the  Supreme  Court  does 
not  overrule  or  discredit  the  decisions  of  the  circuit  court,  which 
were  not  referred  to  and  distinctly  considered  in  the  opinion,  and  is 
to  be  read  as  merely  deciding  the  precise  question  in  the  case,  which 
was  whether  an  extension  of  the  term  of  a  foreign  patent,  which  by 
the  foreign  law  was  a  matter  of  right  to  the  patentee  ujion  complying 
with  certain  conditions,  prolonged  the  duration  of  the  United  States 
patent.  The  opinion  does  not  discuss  the  reasons  for  the  construction 
given  to  the  section,  but  it  states  that  the  point  in  controversy  is 
whether  the  United  States  patent  expires  "  at  the  same  time  with  the 
term  to  which  the  foreign  patent  was  in  fact  limited  when  the  United 
States  patent  was  granted,"  or  expires  "  when  the  foreign  patent  ex- 
pires, without  reference  to  the  limitation  of  the  term  of  sach  foreign 
patent  in  actual  force  at  the  time  the  United  States  patent  was  granted," 
and  it  declares  that  the  statute  means  *<  that  the  United  States  patent 
shall  not  expire  so  long  as  the  foreign  patent  continues  to  exist,"  and 
<*  is  to  be  so  limited  by  the  courts  as  a  matter  to  be  adjudicated  on  ev' 
deuce  in  pais^  as  to  expire  at  the  same  time  with  the  foreign  patent 
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and  ^Ms  to  be  in  force  so  long  as  the  foreign  patent  is  in  foroe."  The 
contention  for  the  complainants  would  be  justified  if  the  opinion  had 
suggested  that  the  term  of  a  foreign  patent,  within  the  meaning  of  the 
section,  may  be  deemed  either  the  original  term  expressed  in  the  pat- 
ent, or  a  period  of  duration  to  which  its  life  may  be  prolonged  as  a 
matter  of  right  and  law  in  the  country  of  its  origin :  or  that,  although 
a  patent  expires  when  its  term  expires.  Congress  did  not  mean  to  limit 
the  life  of  a  United  States  patent  to  the  original  term  of  the  foreign 
patent  But,  in  the  absence  of  any  such  suggestion,  and  by  the  extracts 
which  have  been  given,  it  seems  plain  that  the  Supreme  Court  has  not 
acceded  to  the  interpretation  adopted  in  the  previous  acUudications,  as 
well  those  not  referred  to  in  the  opinion  as  those  that  were.  The  opin- 
ion cannot  be  reconciled  with  the  view  that  the  statute  intends  that 
the  United  States  patent  shall  have  a  fixed  term,  ascertainable  when  it 
issues  by  reference  to  the  term  of  a  foreign  patent  It  does  not  attach 
any  significance  to  the  woi-d  **  term,"  as  defining  the  period  of  duration 
of  the  foreign  patent  or  of  expiration  of  the  United  States  patent,  but 
treats  that  period  as  one  to  be  ascertained  de  hars  the  foreign  patent, 
by  evidence  in  paiSj  and  without  reference  to  any  supposed  inconven- 
ience or  uncertainty  to  the  public  or  the  patentee  which  may  ensue  in 
eonsequeuce  of  their  ignorance,  whether  the  patent  is  or  is  not  in  life. 
The  statute  is  capable  of  the  meaning  that  the  exclnsive  right  to  the 
invention  here  is  to  cease  with  the  exclnsive  right  of  the  patentee  in 
any  foreign  country,  or  of  the  meaning  that  it  shall  continue  to  exist 
for  such  period,  not  exceeding  seventeen  years,  as  coincides  with  the 
shortest  term  of  any  foreign  patent.  The  Supreme  Court  seems  to  have 
adopted  the  first  of  these  meanings.  This  is  the  view  of  the  decision 
expressed  in  the  recent  case  of  Huber  v.  N.  C.  Nelson  Manu/aetHring  Co.j 
{ante  501,  38  Fed.  liep.,  830,)  and  is  the  construction  of  the  statute 
adopted  by  the  Commissioner  of  Patents  shortly  after  the  passage  of 
the  act  of  July  8, 1870,  in  which  the  section  first  appears,  in  case  of 
Mmhet,  (2  Comufiissioner's  Decisions,  106.) 

The  conclusion  thus  reached  is  contrary  to  the  impressions  entertaineil 
at  the  argument  of  the  plea;  but  a  careful  reading  of  the  opinion  of  the 
Supreme  Court  constrains  the  conclusion  that  the  plea  must  be  held  to 
be  good. 


[United  Slates  Circuit  Coart— Eutern  District  of  Miaaoari,  Eutern  Diriaion.] 

SGHWEBEL  V,  BOTHE. 

Decid^td  Xoeemhcr  '21,  lSi9, 

49  O.  G.,  1696. 

Marking  Articles— **  Patent  Applied  For."  ^  , 

111  an  action  brought  under  section  4901  of  the  KeviiiecriS£iMlilrl>9Q^Unlte«l 
Statcb,  seeking  to  enforce  a  penalty  of  ^100  for  each  offense  for  marking  articles 
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''Patent  Applied  FoT,''  Held  that  the  mark  was  not  an  offense,  lor  the  reason 
that  it  did  not  import  that  the  article  was  covered  by  a  snbsisting  patent. 

Mr.  W.  B.  Homer  for  the  complainant. 
Mr.  George  H.  Knight  for  the  defendant 

STATElkCENT  OF  THE  CASE. 

This  was  a  qui  tarn  action  broaght  under  the  third  paragraph  of  sec- 
tion 4901  of  the  Bevised  Statutes  of  the  United  States,  and  the  charge 
complained  of  was  that  the  defendant  marked  certain  wagon-stake 
pockets  with  the  words  ^^  Patent  Applied  For."  The  petition  contained 
201  connts^  a  penalty  of  $100  being  demanded  on  each  connt.  The 
clanse  in  question  of  section  4901  of  the  Revised  Statutes  prohibits 
persons  from  affixing  to  any  unpatented  article  ^<  the  word  patent,  or 
any  other  word  importing  that  the  same  is  patented,  for  the  purpose  of 
deceiving  the  public"    The  defendant  demurred  to  the  petition. 

Thayeb,  J.J  (orally:) 

The  statute,  being  of  a  quasi  criminal  character,  must  be  strictly  con- 
strued, so  as  not  to  impose  a  penalty  unless  the  act  complained  of  is 
within  the  language  of  the  statute  and  also  clearly  within  the  prohi- 
bition intended  to  be  imposed  by  the  law-maker. 

It  is  evident,  I  think,  that  the  use  of  the  word  <<  patent"  on  any  arti- 
cle is  not  an  offense  unless  it  is  so  used  as  to  import  that  the  article  is 
protected  by  Letters  Patent.  Standing  alone  the  word  << patent" 
would  no  doubt  imply  that  an  article  to  which  it  was  affixed  was  pat- 
ented ;  but  used  in  connection  with  other  words  it  might  not  have  that 
signiiication.  The  inhibition  against  the  use  of  the  word  <'  patent"  is, 
in  my  judgment,  aimed  at  the  use  of  the  word  in  such  manner  as  to 
import  that  an  article  is  then  and  there  protected  by  Letters  Patent. 
If  not  so  used  as  to  convey  to  the  public  that  idea,  no  offense  is  com- 
mitted. Suppose  a  manufacturer  should  brand  or  stencil  on  an  article 
the  words  following:  <^A  patent  was  heretofore  obtained  on  this  ma- 
chine, but  ?t  has  expired."  Would  it  be  pretended  that  the  use  of  the 
word  ^*patent"in  that  connection  was  an  offense  for  which  a  penalty 
might  be  imposed  t  I  think  not.  Now,  the  words  employed  in  the  case 
at  bar,  *^  Patent  Applied  For,"  did  not  signify  that  the  article  was  then 
and  there  protected  by  Letters  Patent.  It  conveyed  no  such  repre- 
sentation to  the  public.  In  point  of  fact,  patents  are  applied  for  on 
many  articles  that  are  never  granted.  Perhaps  as  many  applications 
for  patents  are  denied  as  are  granted. 

I  am  persuaded  that  the  case  does  not  fall  within  the  statute,  and 
the  demurrer  is  accordingly  sustained. 
2016  PAT i3 

Digitized  by  CjOOQIC 


674        j>EcisioNs  OF  u.  a  courts  in  patent  cases. 

[SvpzMiie  Court  «f  the  XTnited  StetM.] 

Mabohanb  v.  Emkbn. 

Deeid^  November  25, 1889. 
49  O.  a.  1841. 

1.  Marohani>— Manufacturb    or  Htdrogxn  Pkboxidb— Void  fob  Waut  or 

NOVKLTY. 

The  first  claim  of  Letters  Patent  No.  273^569,  granted  to  ChM-les  Marehand 
March  6,  1883,  for  an  improyement  in  the  mannflMtare  of  hydrogen  peroxide, 
HM  void  for  want  of  patentable  novelty. 

2.  Samb—Uechakigal  Skux. 

It  does  not  constitute  inyention  to  stir  by  a  well  Icnown  and  simple  meohanieal 
device  a  liqnid  which  had  before  been  stirred  by  hand. 

3.  Samb— Same. 

The  mere  substitution  of  a  revolving  screw,  driven  from  a  power-shaft,  for 
paddles  operated  by  hand  for  stirring  such  liquid,  is  not  patentable. 

Appeal  from  the  Oircait  Ooart  of  the  United  States  for  the  Southern 
District  of  New  York. 

Mr.  B.  T.  Lee  for  the  appellant. 
Mr.  W.  H.  L.  Lee  for  the  appellee. 

Mr.  Jastice  Blatchfobd  delivered  the  opinion  of  the  Ooart 
This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York,  by  Oharles  Marohand 
against  Frederick  Emken,  to  recover  for  the  infringement  of  Letters 
Patent  No.  273,569,  granted  to  the  plaintiff  March  6, 1883,  for  an  im- 
provement in  the  manufacture  of  hydrogen  peroxide. 
The  specification  says:, 

This  invention  has  refexenoe  to  the  luanafaotare  of  hydrogen  peroxide  or  oxygen- 
ated water  by  addition  of  barinm  or  caloinm  biuoxide  tu  an  acid,  (salphnriOy  nitrio, 
acetic,  oxalic,  hydrochloric,  hydrofluoric,  hydroHnosilic,  and  the  like,)  the  biuoxide 
haring  been  mixed  with  water. 

Heretofore  hydrogen  peroxide  has  boen  made  by  adding  the  bazinm  or  oaloinin 
binoxide,  mixed  wiih  water,  to  the  dilated  acid,  the  binoxide  being  added  from  time 
to  time  in  emaU  quantities,  the  vessel  in  which  the  operation  is  conducted  being  Mi 
in  a  refrigerating  medium  and  the  liquid  being  agitated  or  stirred  to  facilitate  the 
reaction.    The  stirring  has  been  performed  by  haod. 

The  preseut  invention  is  based  on  the  fact  or  discovery  that  the  redaction  of  the 
barinm  or  calcium  binoxide  takes  j^lace  nnder  conditions  mnch  more  &vorable  in  point 
of  rapidity  aad  yield  when  the  acid  to  be  neutralized  is  given  a  movement  of  rota- 
tion both  vertically  and  horizontally  by  a  screw  o;  other  suitable  means,  which  at  the 
same  time  creates  both  constant  and  ever-changing  eddies,  the  said  faiovement  of 
rotation  being  imparted  continuously  during  the  addition  of  the  binoxide. 

The  present  invention  consists,  therefore,  first  in  imparting  to  the  acid  a  movement 
of  rotation,  the  time  reqnired  for  the  chemical  reaction  being  thereby  lessened,  while 
the  reaction  itself  is  more  complete. 

The  specification  gives  a  description  of  the  apparatus  nehich  it  says 
is  preferably  to  be  employed  and  forms  part  of  the  invention,  in  sub- 
stance as  follows:  There  is  a  receptacle  for  the  acid,  and  a. jacketing- 
vessel,  in  which  the  receptacle  rests,  for  contaiuinc  the  reMcrerant  oroool- 
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ing  mediuni.  There  is  a  rotating  screw  and  a  vertical  power-shaft  The 
acid-receptacle  need  not  be  of  any  particular  size,  but  a  good  capacity 
is  from  500  to  1,000  gallons.  It  is  preferably  hemispherical,  but  may  be 
cylindrical,  firnstoconical,  or  of  other  suitable  form ;  and  it  is  made  of 
or  lined  with  material  adapted  to  resist  the  action  of  the  acid.  For  ase 
with  hydroflnoric  acid  a  sheet-iron  or,  better,  a  copper  vessel  lined  with 
lead  may  be  used,  or  one  of  platinum,  gold,  or  silver,  or  one  otherwise 
rendered  non-corrodible.  The  screw  is  provided  with  helicoidal  blades, 
ordinarily  two,  three,  or  four  in  number  set  obliquely  on  the  arbor  or 
.screw-shaft.  The  blades  are  preferably  pierced  with  holes.  The  screw 
is  suspended  in  tlie  receptacle,  being  detachably  connected  with  the 
lower  end  of  the  power-shaft  by  two  pieces,  one  fixed  to  the  power- 
shaft,  and  the  other  to  the  screw-shaft,  and  clamped  together  by  bolts. 
On  the  screw-shaft,  above  the  top  of  the  receptacle,  is  fixed  a  disk  of 
wood  or  other  suitable  material,  which  catches  the  oil  from  the  bearings 
of  the  power-shaft,  and  other  foreign  matters  that  otherwise  would  be 
liable  to  fall  into  the  receptacle.  The  power-shaft  is  suspended  in  its 
bearings  by  suitable  collars,  which  enable  it  to  support  the  screw ;  and 
is  driven  from  a  horizontal  shaft,  through  beveled  gearing,  or  by  other 
well  known  or  suitable  mechanical  means.  The  length  of  the  screw- 
shaft  is  such  that  the  blades  of  the  screw  do  not  in  operation  touch  or 
scrape  the  interior  of  the  receptacle.  The  jacketing- vessel  is  of  ordi- 
nary or  suitable  construction.  The  Cooling  medium  commonly  employed 
therein  may  be  placed  in  it.  The  vessel  being  filled  with  the  cooling 
medium,  the  proper  quantities  of  acid  and  water  (say  twenty  parts  by 
weight  of  acid  to  one  hundred  parts  of  water,  or  other  suitable  propor- 
tions) are  placed  in  the  receptacle.  The  screw  is  put  in  motion  and  the 
binoxide  of  barium  or  calcium,  in  the  state  of  a  more  or  less  thick 
emulsion  or  milk,  is  added  in  small  quantities.  The  revolving  screw 
imparts  a  movement  of  rotation  more  or  less  rapid  to  the  liquid,  pro- 
ducing eddies  therein  and  constantly  changing  the  material,  and  the 
chemical  reaction  takes  place  very  regularly  and  completely.  Sufficient 
binoxide  is  added  to  secure  the  complete  neutralization  of  the  acid 
without  rendering  the  hydrogen  peroxide  too  alkaline.  After  a  certain 
time,  which  varies  with  the  quantity  of  the  article  manufactured  and 
the  amount  of  binoxide  employed,  and  during  which  the  screw  may  be. 
stopped,  but  is  preferably  kept  in  revolution,  the  production  of  the  hy- 
drogen peroxide  is  finished.  It  only  remains  to  allow  the  matters  in 
suspension  to  settle  and  to  decant  the  clear  liquor.  If  it  is  desired 
to  obtain  the  hydrogen  peroxide  in  a  state  of  greater  purity  than  re- 
sults from  the  above,  the  clear  liquor  is  subjected  to  special  chemical 
treatment,  which,  as  it  constitutes  no  part  of  the  present  invention,  is 
not  described. 

Only  the  first  claim  of  the  patent  is  involved  in  this  suit.    That  claim 
reads  as  follows :  ^         y 

niniti7firl  hv  VnOOQlC 

1.  The  method  of  making  hydrogen  peroxide  by  cooling  the  aoid  solation,  impart- 
ing thereto  a  continnons  moYement  of  rotation «.  as  well  in  vortical  as  in  horizontal 
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planes— each,  for  example,  as  imparted  by  a  revolving  screw  in  a  receptacle — and 
adding  to  said  acid  solution  the  binoxide  in  small  quantities,  while  maintaining  the 
low  temperature  and  the  rotary  or  eddying  movements,  substautially  as  described. 

The  answer  sets  up,  among  other  defenses,  that  the  alleged  invention 
and  patent  do  not  contain  any  patentable  subject  matter.  After  a  rei>li- 
cation,  proofs  were  taken,  and,  on  a  hearing,  the  court,  iield  by  Judge 
Goxe,  entered  a  decree  dismissing  the  bill,  with  costs.  From  this  decree 
the  plaintiff  has  api)ealed.  The  opinion  of  the  court  is  found  in  23 
Blatchf.,  435,  and  26  Fed.  Rep.,  629. 

It  appears  from  the  record  that  the  first  claim  was  three  times  re- 
jected by  the  Patent  Office,  and  was  then,  on  appeal,  allowed  by  the 
Examiners-in-Chief,  who  said  in  their  decision : 

In  the  present  case,  the  essence  of  the  invention  resides  in  imparting  to  the  liquid, 
while  making  hydrogen  peroxide  as  above,  a  peculiur  motion—one  which  cannot  be 
given  by  haiul—a  continuous  movement  of  rotation,  horizontally  in  opposite  direc- 
tions from  the  center  or  radially  and  vertically,  or  nearly  ho,  according  to  the  shapd 
of  the  vessel,  a  vortical  motion  designated  in  German  as  wirbelbewegung,  the  move- 
ment of  a  smoke  ring,  making  what  may  be  termed  a  "ring  vortex.'' 

They  suggested  an  amendment  to  the  specification,  to  make  it  clear 
that  the  invention  was — 

no  more  than  in  this  particular  art,  all  the  other  steps  being  old,  imparting  to  the 
liquid  undergoing  chemical  change  this  old  motion,  this  motion  produced,  for  exam- 
ple, by  the  egg-beater. 

The  opinion  of  the  Circuit  Court  says : 

It  is  not  pretended  that  the  complainant  discovered  hydrogen  |>eToxide,  or  the 
method  of  adding  barium,  mixed  with  water,  from  time  to  time,  to  the  diluted  acid, 
or  the  necessity  for  stirring  or  agitating  the  liquid.  Neither  did  he  invent  the 
obliquely-bladed  screw,  the  hemispherical  receptacle,  the  Jacketing- vessel,  or  any 
part  of  the  apparatus  described  in  the  specification.  All  this  was  old  and  well 
known.  The  patent  itself  illustrates  how  extremely  circumscribed  was  the  theater 
of  invention. 

It  then  refers  to  the  fact  that  the  descriptions,  in  the  specification,  of 
the  prior  process  and  of  the  patented  process  are  substantially  the  aamei 
except  that  in  the  former  the  stirring  was  performed  by  hand  and  in 
the  latter  it  is  performed  by  machinery. 

The  opinion  then  proceeds : 

The  question,  then,  seems  to  be  narrowed  down  to  this :  Does  it  constitute  invention 
to  stir,  by  a  well  known  and  simple  mechanical  device,  what  had  before  been  stirred 
by  hand  t  The  complainant  desired  to  manufacture  in  large  quantities  what  had 
before  been  produced  chiefly  in  the  laboratory.  He  knew  how  hydrogen  peroxide  had 
been  made;  every  step  in' the  formula  was  familiar.  A  mixture  that  needed aiirring 
and  a  vessel  provided  with  a  revolving  stirrer  were  ready  at  his  hand.  He  pnt  the 
former  inco  the  latter.  Thi.s  wa8  hII.  The  object  of  agitating  the  liquid,  while  mak- 
ADg  hydrogen  peroxide,  is  to  keep  the  buriiini,  which  isthree  times  as  heavy  as  water, 
suspended  in  the  acid,  so  that  its  particles  may  come  in  contact  with  the  partioles  of 
acid.  Whether  they  come  in  contact  while  going  round,  rising,  settling,- or  remain- 
ing stationary  can  make  no  difference.  Divest  the  case  of  the  air  of  mystery  with 
which  it  is  environed,  and  it  scorns  simple  enough.  The  complainant's  predeoasaors 
knew  that  to  keep  the  barium  up  in  the  solution  tbey  must  stir  it.  t*he  complainant 
knew  this.     Unlike  thcin.  however,  he  manufacturud  on  a  scale  large  enongh  to  make 
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it  esBential  to  employ  a  power-shaft.  The  oar-«»hai>e<l  sticks  which  fonnerly  went 
round  and  round  by  hand  now  go  round  and  round  by  machinery. 

The  court  then  refers  to  the  contention  of  the  plaintifif  that,  by  the 
method  set  oat  in  the  patent,  a  movement  wns  given  to  the  acid  which 
had  never  before  been  imparte<l  to  it  in  the  manafactare  of  hydrogen 
peroxide,  because— 

the  liquid  is  thrown  out  toward  the  circumference  of  the  vessel,  at  the  bottom,  rises 
at  the  sides,  retnnis  to  the  center,  and  rlien  deflcencln,  to  be  again  thrown  out  at  the 
bottom,  while  at  the  same  time  it  is  carried  round  and  round ; 

And  ^ys  that  this — 

being  rsdoced  to  stiU  simpler  language,  means  that  the  machine  will  stir  large  quan- 
tities of  the  liquid  more  thoroughly  than  the  hand- worked  paddles. 

It  adds: 

The  pretense  that  the  complainant  had  discovered  some  occult  and  wonder- work- 
ing power  in  the  motion  of  a  screw  revolving  in  the  bottom  of  a  tub  is  not  suHtained 
by  the  proof.  Whether  the  contents  of  the  tub  be  oxygenated  water,  or  soap,  or  lye, 
or  tartaric  acid,  the  action  will  be  the  same.  That  rotary,  eddying  motions  in  liquid 
will  result  from  the  revolving  screw,  that  the  liquid  will  rise  highest  at  the  periphery 
of  the  tub,  and  thus  have  the  tendency  at  the  top  to  fall  toward  the  center,  were 
well  understood  operations  of  centrifugal  force.  As  every  device,  api>aratus,  formula, 
law  of  nature,  motion,  and  ingredient  adopted  by  the  complainant  was  old,  the  pat- 
ent must  be  held  invalid,  unless  it  can  be  said  thnt  giving  to  ox^'genated  water  a 
well  known  rotary  motion  springs  **from  that  intuitive  faculty  of  the  mind  put  forth 
in  the  search  for  new  results  or  new  methods,  cretiting  what  had  not  before  existed, 
or  bringing  to  light  what  lay  hidden  from  vision/'  {HoUiater  v.  Benedict  Mfg.  Co,, 
113  U.  S.,  59,  72.)  No  such  faculty  has  been  tasked  in  giving  form  to  this  patent. 
There  Is  here  no  sufficient  foundation  upon  which  to  rest  a  claim  which,  if  construed 
as  broadly  as  the  oomplalnant  insists  it  should  be,  practically  makes  all  pay  tribute 
who  stir  the  mixture  in  question  by  machinery,  and  by  hand  also,  provided  substan- 
tially the  same  movement  can  be  produced  by  hand-stirring,  and  this  seems  to  be 
a  disputed  question  upon  the  proof.  The  complainant's  claim  to  be  enrolled  upon  the 
list  of  inventors  is  based  upon  propositions  too  theoretical  and  visionary  for  accept- 
ance. (See,  also,  Drenfue  v.  SearU,  C.  D.,  1888,  220  j  124  U.  S.,  60;  Crescent  Brewing 
Co.  v.  GoUfried,  C.  D.,  1888,  027;  128  U.  S.,  158.) 

A  carefnl  consideration  of  the  evidence  and  of  the  arguments  on  the 
part  of  the  appellant  (no  brief  having  been  submitted  on  the  part  of 
the  appellee)  induces  us  to  concur  in  the  views  of  the  circuit  court. 

Decree  affirmed. 


jSapreme  Court  of  the  United  States.] 

Watson  t.  The  (Cincinnati,  Indianapolis,  St.  Louis  &  Chicago 

Railway  Company. 

Bedded  Noteniber  18,  1889. 
49  O.  O.,  1843. 

1.  Watsox— Graix-Car  Doors— Void  fob  want  of  Novklty. 

Letters  Patent  No.  20:3,22(s  grauteil  to  Chaunoey  R.  Watson,  April  30, 1878,  for 
improvetnent  in  grain-car  doors,  Held  to  be  void  for  want  of  patentable  novelty 
if  constrned  to  oonsist  of  the  combiaatiou,  in  a  freight- car  .having  an_  outnide 
rigid  door,  of  an  inner  llexible  slidin*;  grain  door. 
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2.  INFBINOBMSNT— Disclaimer. 

Where  the  complainant's  door  was  carried  on  rods  and  staples  and  the  defend- 
ant's door  moved  in  grooves,  Held  that  even  if  there  was  no  material  difference 
between  th^  doors  of  complainant  and  defendant,  respectiyely,  there  was  no  in- 
fringementy  for  complainant  had  in  effect  disclaimed  defendant's  door. 

3.  Same— Combination. 

A  patentee  will  not  be  permitted  to  say  that  certain  specified  elements  of 
his  combination  claim  are  not  essential  to  the  combination. 

4.  Aggregation. 

An  alleged  combination  which  consists  in  a  mere  aggregation  of  parts,  each  to 
perform  its  separate  and  independent  function  substantially  in  the  same -manner 
as  before  combination  with  the  other  and  without  contributing  to  a  new  and  com- 
bined result,  is  not  patentable.  y 

Appeal  froin  the  Gircait  Goart  of  the  United  States  for  the  district 
of  Indiana. 

Mr.  C.  P.  Jacobs  for  the  appellant. 
Mr.  Oeorge  Payson  for  the  appellee. 

STATEMENT  OF  THE  QASE. 

This  was  a  bill  filed  by  appellant  against  The  Gincinnati,  Indian- 
apolis, St.  Louis  &  Ghicago  Bailway  Gompany,  in  the. Circuit  Court 
of  the  United  States  for  the  district  of  Indiana,  alleging  an  inhinge- 
ment  of  Letters  Patent  No.  203,226,  granted  to  him  for  an  improve- 
ment in  grain-car  doors,  bearing  date  April  30,  1878.  The  com- 
plainant averred,  in  his  bill,  that  the  patent  was  intended  to  secure 
and  did  secure  to  him  <^  the  sole  and  exclusive  right  to  make,  use,  and 
sell  a  car  for  the  transportation  of  grain  and  other  freight,  constructed 
substantially  like  an  ordinary  freight  car,  having  an  outside  door  for 
closing  the  car,  and  provided  with  an  inside  flexible  or  yielding  sliding 
grain  door,  which  is  adapted  to  be  carried  up  on  guide  rods  or  their 
equivalent  overhead  and  out  of  the  way  and  under  the  roof  of  the  cars ; 
that  of  such  a  car  having  an  outside  inclosing  car  door  proper,  in  com- 
bination with  an  inside  sliding  flexible  grain  door,  he  was  the  first  and 
original  iuventor,"  etc  These  averments  were  denied  in  the  answer, 
which  also  alleged  that  the  thing  patented  in  said  patent,  and  every 
material  or  substantial  part  thereof,  had  been  shown  and  described 
prior  to  Watson's  supposed  invention  in  various  Letters  Patent,  fifteen 
in  number,  among  them  being  a  patent  issued  to  Martin  M.  Crooker, 
May  26, 1868,  and  a  patent  issued  to  Horace  L.  Clark,  August  29, 
1871 ;  and  further  averred  that  the  grain-car  doors,  referred  to  in  the 
bill  as  being  on  the  cars  of  the  Chicago,  Bock  Island  &  Pacific  Bailway 
Company,  were  made  under  the  Crocker  patent,  which  was  afterward 
assigned  to  Dennis  F.  Van  Liew,  and  it  was  with  his  license  and  con- 
sent that  the  cars  were  so  equipped  with  said  doors ;  that  *^  the  only 
differences  between  said  Crocker's  doors  and  the  complainant's  are, 
that  Crocker's  slide  in  grooves  and  have,  their  slats  fastened  together 
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by  ^  coDtinoous  wire  ranuing  through  them,  while  complainant^s  slide 
on  rods  passing  through  staples,  and  are  fe^tened  together  by  ordinary 
hinges,  both  being  inside  doors,  and,  with  the  exception  of  the  above 
differences,  operating  in  substantially  the  same  way;"  that  complain- 
ant's door,  as  described  in  his  patent,  contains  no  patentable  invention 
in  view  of  the  Orooker  patent,  nor  is  it  any  improvement  thereon,  qpr 
in  view  of  the  state  of  the  art  was  there  any  patentable  novelty  or  in- 
yention  therein.  The  answer  also  denied  any  infringement  of  Watson's 
patent.  Proofs  having  been  taken,  the  bill  was,  upon  hearing,  dismissed^ 
firom  which  decree  a*ppeal  was  prosecuted  to  this  Gourt.  The  opinion 
by  Judge  Woods  will  be  found  reported  in  23  Fed.  Bep.,  443. 
Mr.  Ghief  Justice  Fuller  delivered  the  opinion  of  th^  Gourt : 
The  proof  of  the  use  of  grain -car  doors  by  the  defendant  was  con 
tained  in  a  stipulation  whereby  it  was  agi^- 

that  the  defendant  had  hanled  oyer  ite  line  of  road,  in  said  State  of  Indiana,  freight 
oan  belonging  to  the  Chicago,  Bock  Island  St  Pacific  Railway  Company,  having  a 
solid  onteide  door,  like  an  ordinary  freight  car,  and  an  inner  flexible  sUding  grain 
door  of  less  height  than  the  opening  in  the  side  of  the  car,  the  grain  door  sliding 
in  grooves  like  the  grooves  shown  in  the  patent  of  Martin  M.  Crooker,  of  May 
26, 1868,  and  the  slats  composing  the  door  being  attached  to  each  other  by  being 
stmng  npon  wires  passing  through  the  slats. 

Waston's  application  was  dated  February  18, 1878,  and  contained 
the  following  claims : 

1.  A  grain  door,  constructed  of  longitudinal  sectional  pieces,  hinged  or  strapped 
together  in  such  manner  as  that  the  door  as  a  whole  may  yield  to  follow  any  desired 
line  of  movement  when  it  is  not  in  use  as  a  grain  door,  and  it  is  desired  to  place  it 
out  of  the  way,  substantially  as  herein  described. 

2.  A  grain  door,  D,  constructed  as  above  described,  and  hinged  or  strapped  so  as 
to  be  flexible  or  yielding,  for  the  purpose  set  forth,  in  combination  with  the  guiding- 
rods  C,  whereby,  when  not  in  use,  it  may  be  carried  up  and  placed  in  the  horizontal 
portion  of  said  guiding-rods,  so  as  to  be  out  of  the  way,  substantially  as  described. 

3.  A  grain  door,  D,  constructed  as  described,  and  provided  with  staples  e  c,  i 
combination  with  guiding-rods  C  and  devices  for  affixing  it  to  the  top  of  the  ca 
substantially  as  described,  and  for  the  pnrposes  set  forth. 

The  application  was  rejected  March  8,  1878,  the  Examiner  stating : 

This  "grain  door"  differs  from  Crocker's  (May  26,  1868,  No.  78,188,  carpentry 
doors)  "railroad  car"  only  in  the  name  and  in  this,  that  the  upper  portion  of 
Crooker's  door  is  cut  off  to  make  applicant's.  The  rods  and  staples  are  substitutes 
for  Crocker's  channel  irons— obvious  to  any  skilled  workman. 

Watson  then,  on  the  18th  of  March,  1878,  amended  his  specification 
by  inserting : 

This  invention  relates  to  improvements  in  the  class  of  grain  doors  for  cars,  and  the 
invention  consists  in  the  combination,  with  a  car,  of  an  inside  vertically-sliding  flexi- 
ble or  yielding  door  and  guiding-rods,  whereby  the  door,  when  not  in  use,  may  be 
carried  up  and  jdaced  on  the  horizontal  portion  of  said  guiding-rods,  no  as  to  be  out 
of  the  way.  ^^  , 

I  am  aware  that  a  car  door  of  similar  construction,  sliding  ift' gfbbvW^i}^!^ old, 
and  such  I  do  not  desire* to  claim,  broadly,  as  my  invention.  Said  door,  however, 
constitutes  an  outside  or  closing  car  door  proper,  and  the  car  could  not  be  loaded  or 
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used  for  bulk  grain  nnleai  the  grain  is  put  in  from  the  roof  of  the  ear,  as  the  door 
eompletely  oloeee  the  doorway  or  opening.  Farthennore,  aaid  door  ie  obyionslj  ob- 
Jeotionable  for  other  reatona,  Tiz :  The  grain  will  lodge  or  get  in  the  grooTod  way, 
in  which  the  door  slides,  binding  or  looking  it  so  as  to  prevent  its  being  raised,  and 
also,  beipg  an  ontside  door,  the  grain,  pressing  against  it,  wpold  foroe  or  bulge  the  door 
ontward,  prodacing  a  similar  effect  as  the  grain  lodging  in  the  grooved  ways,  whereas 
my  door,  being  an  inside  door  and  not  reaching  the  top  of  the  doorway  or  opening, 
admits  an  open  space  at  the  top  for  loading  in  the  grain,  with  an  ordinary  ontside 
door,  to  be  locked  or  otherwise  secured  after  the  car  is  loaded.  By  also  employing 
gniding-rods  for  the  door  to  slide  open,  and,  being  an  inside  door,  the  defects  incident 
to  the  grooved  ways  and  an  outside  door  before  referred  to  are  entirely  obviated. 

And  at  the  same  time  he  substituted  for  his  flr8t  and  second  claims 
the  foUowiDg : 

i.  The  combination,  with  a  car,  of  an  inside  flexible  or  yielding  and  vertically- 
sliding  grain  door  and  guiding-rods  C,  whereby  said  door,  when  not  in  use,  can  be 
carried  up  and  placed  on  the  horizontal  portions  of  said  guiding-rods,  out  of  the  way 
substantially  as  and  for  the  purpose  herein  shown  and  described. 

March  20  the  application  was  a^in  rejected,  the  examiner  stating : 

It  is  not  considered  that  Crookerin  removing  the  upper  few  slats  of  his  door  would 
be  making  a  patentable  improvement  on  his  own  invention,  albeit  he  might  change 
its  name  and  allege  the  result  of  loading  in  over  the  top  of  his  door. 

The  change  is  an  obvious  one  to  any  user  of  freight  cars ;  further,  the  use  of  rods 
and  eyes  is  old  in  this  connection.  (See  patent  of  H.  L.  Clark,  August  29, 1871,  No. 
118,514  (carpentry  doors,)  which  further  confirms  the  former  action  in  relation  there- 
to. 

In  regard  to  the  clogging  and  binding  referred  to  in  argument,  no  dear  or  oonsid- 
erable  results  are  seen  to  be  accomplished  by  applicant's  device  over  the  reference, 
such  as  should  argue  any  invention  thereon. 

WatsoD  theDy  on  the  21st  of  March,  1878,  farther  amended  by  snbsti- 
tnting  for  the  first  and  second  claims  the  following: 

The  combination,  with  a  car,  of  an  inside  flexible  or  yielding  sliding  grain  door, 
having  staples  o,  and  the  vertical  and  horizontal  bent  gniding-rods  C,  extending  fhmi 
the  rioor  of  the  car  upwardly  and  under  the  roof  of  the  car,  as  herein  shown  and  de- 
scribed, whereby  said  door  when  not  in  use,  can  be  carried  up  on  the  horizontal  por- 
tions of  said  guiding-rods,  out  of  the  way,  substantially  as  specified. 

The  Examiner  again  responded,  March  23, 1878 : 
The  application  does  not  present  patentable  novelty  over  Crooker,  citetl. 
In  view  of  the  state  of  the  art  as  shown  by  the  references  cited,  the  irse  of  eyes 
and  rods  for  guiding  the  sliding  door  are  the  simple  mechanical  equivalents  of  the 
channel  irons  of  Crooker.    As  claim  does  not  differ  in  a  matter  of  substance  from  the 
preceding,  it  is  a  second  time  rejected. 

An  appeal  was  prosecuted  to  the  fixaminers-in-Ohief,  who  reversed 
the  decision,  saying : 

The  invention  in  this  case  is  small  and  the  claim  is  correspondingly  liiiiite<l.  It 
consists  of  a  combination  of  various  instrumentalities  not  found  In  either  of  the  refer- 
ences. 

Applicant's  car,  as  a  whole,  is  adapted  by  convertibility  to  uses  not  compatible 
with  the  cases  cited,  without  injury.  In  this  case  the  flexible  door  is  applietl  in  addi- 
tion to  the  usual  slide  doors,  and  when  coarse  freight  is  to  bi)  earned  the  tlexibie  shut- 
ters are  secured  in  place  at  the  top  nndor  the  roof  <»f  the  car.  .    -         n 
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The  door  in  aae  upon  the  freight-ears  which  appellee  haaled  over  its 
road  was  a  grain  door  sliding  in  grooves.  The  Watson  door  was  car- 
ried on  rods  with  staples.  Even  if  there  was  no  material  difiference  be- 
tween a  door  sliding  in  grooves  and  a  door  sliding  on  rods  and  staples, 
there  was  no  infringement,  for  Watson  had  in  effect  disclaimed  a  door 
sliding  in  grooves  by  his  amendments  and  the  terms  of  his  specification 
as  they  stood  amended,  and  in  (he  narrow  claim  of  his  patent  the  staples 
e  and  the  guiding-rods  G  were  part  of  his  combination,  which  he  could 
not,  under  the  circumstances,  say  were  not  essential  to  it,  nor  that  the 
grooves  were  an  equivalent  (Oage  v.  Herring j  t07  U.  S.,  640;  Fay  v. 
Ctn-desmanj  109  U.  S.,  408.)  But  counsel  for  appellant  insists  that  Wat- 
son's real  invention — 

was  not  a  question  of  rods  or  grooves,  but  was  the  oombination,  in  a  freight-car  hav- 
ing an  oatside  rigid  door,  of  an  inner  flexible  sliding  grain  door. 

The  Crocker  door  was  patented  May  26, 1868,  and  made  of  separate 
strips  attached  to  each  other  by  long  continuous  metal  straps,  so  as  to 
be  flexible  and  capable  of  being  slid  up  out  of  the  way  under  the  roof 
of  the  car,  in  grooves  or  channel-irons  affixed  to,  the  inside  of  the  door- 
posts, but  was  a  full  and  not  a  half  door.  One  of  the  doors  was  an  in- 
side door,  as  appears  from  the  drawings,  and  was  described  in  his 
si)ecification  as  follows : 

B  B  and  B^  B'  are  metallic  grooved  ways  applied  at  the  margin  of  the  door  spaces 
d  d  and  partially  across  the  car,  immediately  nnder  the  roof  of  the  same,  ttie  vertical 
portions  of  the  ways  B'  B'  being  on  the  inside  of  the  car,  jast  at  the  edge  of  the  said 
spaces,  and  firmly  bolted  in  place  upon  the  car  framing,  or,  if  preferred^  these  verti- 
cal portions  may  be  in  the  door  space  itself,  as  is  the  case  with  those  of  the  ways  B  B. 

The  Clark  patent  was  issued  August  29, 1871,  for  a  rigid  grain  door 
filling  only  half  the  opening,  and  sliding  on  rods  to  the  top  of  the  car, 
where  it  was  then  swung  up  into  a  horizontal  position,  turning  on  eyes 
at  the  upper  corners  of  the  rods.  The  evidence  establisheil  that  inside 
grain  doors,  filling  only  part  of  the  opening,  had  long  been  used  on 
freight  cars  in  connection  with  the  outside  door.  Watson's  door  was 
made  of  separate  slats,  nnited  to  each  other  by  hinges,  and  provided 
with  staples  at  both  ends  that  encircled  the  guiding  ro<ls  on  which 
the  door  might  be  slid  up  under  the  roof  of  the  car  so  as  to  be  out  of  the 
way.  Making  Crocker's  door  smaller  so  as  to  fill  only  half  the  oi)euing, 
and  nsin^  it  in  connection  with  an  ordinary  outside  door,  in  combina- 
tion with  a  car,  is  the  invention  claimed. 

We  a^ree  with  the  learned  judge  holding  the  circuit  court  when  he 
says : 

Th'Te  is  nothing  in  either  8i>ecitication  or  claim  coucerninj;  "  ordinary  freight 
cars''  nor  m)Vu\  sliding  outside  doors,  and  in  the  claim  nothing  alK>utont«ido  doore  at 
all,  iinlesH  inferred  from  the  description  given  of  an  inside  door.  If,  however,  snch 
an  inference  U  permissihle,  and  the  patent  must  or  may  bo  constrned  to  consist  in 
snch  a  oombination  of  inside  and  outside  doors  as  is  asserted,  it  cannot  be  upheld, 
becanse  it  does  not  involve  invention,  but  consists  in  a  mere  agjjrcgation  of  parts, 
each  to  perfonn  its  soparato  and  Indepondont  fund  ion  substantially  in  the  same  man* 
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net  M  before  combination  with  the  other  and  without  contributing  to  a  new  and 
combined  resalt.  The  onteide  door  certainly  remains  unaffected  in  construction  and 
in  use ;  and  the  inner  door  is  the  same  as  the  Crooker  door,  with  a  few  slats  left  off 
or  taken  off  by  design  or  by  accident;  and  whether  done  in  one  way  or  the  other  the 
change  cannot  reasonably  be  called  inveDtion,  unless  the  distinction  between  mere 
mechanical  skill  and  inventive  genius  is  to  be  disregarded. 

There  was  nothing  new  in  flexible  or  rigiA  doors,  oatside  and  inside. 
There  was  nothing  new  in  the  use  of  oatside  and  inside  rigid  doors  in 
combination,  the  inside  door  filling  only  part  of  the  opening.-  The  sub- 
stitution of  the  old  flexible  sliding  inside  door,  replaced  in  size  to  corre- 
spond with  the  old  inside  rigid  grain  door,  may  have  required  some 
mechanical  skill,  and  may  have  been  new  and  useful,  but  it  did  not  in- 
volve the  exertion  of  the  inventive  faculty,  and  embraced  nothing  that 
was  patentable.  {Thompsonv.  Boi89elier^  114  TJ.  S.,  1,  11,  12, and  cases 
there  cited ;  St^hensan  v.  BrooJelyn  Cross-town  Railroad  Company^  114 
U.  S.,  149.) 

The  decree  waA  right,  and  it  is  affirmed. 


(Sapreme  Court  of  the  United  States.] 

BoYEB  V.  Both  et  ix. 

Decided  November  25,  1889. 
49  O.  G.,  1987. 

1.  BoYER— Machines  for  trkatino  Rawhides— Void  »or  want  o»  Novelty, 

Letters  Patent  No.  172,346,  granted  to  Herman  Soyer,  January  16, 1B76,  for  an 
improvement  in  machines  for  treating  rawhides,  Held  void  for  want  of  patent- 
able novelty. 

2.  Sabie. 

In  view  of  the  testimony  of  complainant  as  to  the  difficnlties  enooantered  by 
him  in  satisfactorily  prodacing  the  article  now  known  as  "  failed  rawhide,"  Held 
that  if  he  invented  anything  patentable  it  consisted  in  some  process  (not,  how- 
ever, alluded  to  in  specification  or  claim)  of  treating  the  hides  to  produce  that 
article. 

3.  Saxb—Mechanical  Skill. 

The  mere  application  of  an  old  device  to  another  analogous  nse  does  not  con- 
stitute invention. 

4.  SiMB— Same.  ^ 

Where  the  screw-shaft  of  a  device  for  imparting  reverse  motion  had  been  pre- 
viously driven  by  two  gears,  one  on  each  end  of  it,  and  applied  to  a  horizontal 
machine,  in  consequence  of  wliich  a  spur-gear  was  required,  and  the  eorew-shaft 
in  the  patent  was  driven  by  a  belt  and  applied  to  an  upright  machine,  in  conse- 
quence of  which  a  bevel-gear  was  required,  Held  that  these  changes  were  snch  as 
any  skillful  mechanic  could  make. 

Appeal  from  the  Circuit  Court  of  tbe  United  States  for  the  District 
of  CaliforDia. 

Mr.  M.  A.  WheaUyii  for  tbe  appellant.  digitized  by  GoOglc 

Mr.  Manuel  Eyre  for  the  appellees. 
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Mr.  Justice  Blatchfobd  delivered  the  opiuion  of  the  Oourt. 

This  is  a  suit  in  equity,  brought  in  the  Gircait  Court  of  the  United 
States  for  the  District  of  Oalifomia,  by  Herman  Boyer  against  Solomon 
Both  and  L.  P.  Degen,  to  recover  for  the  infiingement  of  Letters  Patent 
Ko.  172,346,  granted  to  the  plaintifiT  January  18, 1876,  on  an  application 
filed  November  15, 1875,  for  an  Improvement  in  machines  for  treating 
rawhides. 

The  bill  states  that  the  invention  consisted  in — 

Combininir  with  the  dram  of  a  rawhide-falling  aiachine,  operating  to  twist  the 
hide  alternately  in  one  direction  and  then  in  the  other,  a  shifting  device  for  the  pur- 
pose of  making  the  operation  aatomatio  and  continaoos. 

Each  defendant  put  in  a  separate  answer  denying  that  the  plaintiff 
was  the  inventor  of  such  shifting  device,  and  alleging  want  of  novelty, 
with  proper  averments. 

After  a  replication  to' the  answers,  proofs  were  taken,  the  case  was 
'brought  to  a  hearing,  and  the  circuit  court  dismissed  the  bill.  The 
decree  states  that  the  plaintiff  first  conceived  of  the  combination  of  an 
automatic  reverser  attached  to  the  drum  of  a  rawhide-fulling  machine, 
operating  to  twist  the  leather  in  one  direction  and  the  other,  for  the 
purpose  of  making  the  operation  automatic  and  continuous,  as  described 
and  claimed  in  the  patent ;  that,  at  the  request  of  the  plaintiff,  oneGlero, 
a  mechanic,  made  the  automatic  reverser  described  in  the  patent,  and, 
in  October,  1867,  delivered  the  same  to  the  plaintiff,  who  attached  it  to 
his  fullingmachine;  that  t&e  combination  was  new  with  the  plaintiff, 
and  was  useful,  and  his  use  thereof  was  secret  until  he  applied  for  the 
patent ;  that  it  was  not  obvious  and  was  not  known  whether  the  new 
combination  could  be  used  successfully  for  the  practical  treatment  of 
rawhide,  which  was  the  work  for  which  the  combined  machine  was  in- 
tended, until  after  it  had  been  tested  and  tried  by  the  plaintiff;  that 
it  was  obvious  to  any  skilled  mechanic  that  an  automatic  reverser 
could  be  applied  to  the  drum  of  a  rawhide-fulling  machine  so  as  to  make 
it  reverse  its  motion  automatically  at  any  desired  fixed  intervals ;  that 
the  patent  does  not  cover  any  patentable  invention ;  and  that,  for  that 
reason  alone,  the  bill  is  dismissed. 

The  specification  says : 

The  object  of  my  invention  is  to  provide  an  improvement  In  a  rawhide-fulling 
machine  for  which  Letters  Patent  were  granted  to  me ;  and  it  consists  in  an  automatic 
device  by  which  I  am  enabled  to  ran  the  machine  in  one  direction  for  a  sufficient 
length  of  time,  and  then  reverse  it,  this  process  continning  aatoniattcally  until  the 
leather  is  finished. 

The  drawings  show  the  machine  as  operated  by  belts,  but  the  speci- 
fication states  that  gears  or  friction  couplings  could  be  used  if  desired 
and  the  action  of  the  machine  still  be  automatic.  The  machiue  em- 
ployed for  fulling  rawhides,  or  forming  them  into  leather,  has  a  drum, 
A,  the  central  shaft  of  which  has  upon  its  lower  end  a  bevel-gear.  With 
this  gear  two  pinions  mesh  at  opposite  sides,  one  of  the  piuions  being 
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moonted  upon  a  solid  shaft,  which  passes  throagh  the  hollow  shaft  of 
the  other  pinioD,  and  has  a  driving-palley  keyed  to  it.  Another  driv- 
ing-pulley is  keyed  to  the  hollow  shaft,  and  a  loose  pulley  runs  between 
thein.  When  the  belt  turns  one  of  the  keyed  pulleys,  the  machine  will 
operate  in  one  direction,  and  when  the  belt  is  shifted  to  the  other  keyed 
pulley,  it  will  operate  in  the  opposite  direction.  In  order  to  make  such 
action  automatic,  there  is  a  belt-shifter,  which  is  a  part  of,  or  attached 
to,  a  sliding  bar.  That  bar  is  operated  by  a  lever,  which  is  hinged  or 
pivoted,  and  works  in  a  slot  or  link  upon  the  bar,  so  that  when  turned 
from  side  to  side  it  will  slide  the  bar  in  one  direction  or  the  other.  A 
weight  is  secured  to  the  top  of  the  lever,  so  that  as  soon  as  the  lever 
passes  the  center  it  will  Ml  by  its  own  weight  and  suddenly  shift  the 
belt.  In  order  to  operate  this  lever,  there  is  another  sliding  bar,  whieh 
moves  below  and  parallel  with  the  sliding  bar  first  mentioned,  the  sec- 
ond bar  having  pins  upon  each  side  of  the  lever,  so  that  when  the  sec- 
ond bar  is  moved  it  will  shift  the  lever.  The  second  bar  has  a  nnt  pro- 
jecting downward  from  it,  and  there  is  a  screw  formed  upon  a  horizontal 
shaft  so  as  to  fit  the  nnt  A  belt  from  a  palley  on  the  solid  shaft  ex- 
tends to  a  pulley  on  the  last  named  horizontal  shaft,  and  by  its  action 
the  screw  will  be  turned  in  one  direction  until  the  lever  has  passed  the 
ceuter  and  fallen  over  so  as  to  shift  the  belt  to  the  other  pulley,  when 
the  whole  mechanism  will  be  moved  in  an  opposite  direction  until  the 
screw  has  again  moved  the  second  sliding  bar  and  reversed  the  lever. 
The  specification  states  that  the  machine  is  thus  made  automatic  in  its 
action,  and  can  be  left  until  the  work  is  entirely  finished ;  and  that  a 
frictional  conpliug  or  reversing  gear  might  be  used  in  place  of  a  belt, 
but  would  not  work  as  well. 
The  claim  of  the  patent  is  as  follows : 

In  ('oinbination  with  the  dram  A  of  a  rawhide-falliDg  machine,  operating  to  twist 
the  leather  alternately  in  one  direction  and  the  other,  a  shifting  device  for  the  pur- 
pose of  making  the  operation  automatic  and  continnoas,  sabstantially  as  described. 

The  evidence  is  conclusive  that  one  Glerc,  as  early  as  1864,  in  San 
Francisco,  made  an  automatic  shifting  device  the  same  as  that  described 
in  the  patent,  aud  attached  it  to  a  washing-machine,  and  continueil  from 
that  time  to  make  such  automatic  reverses  and  put  them  into  use ;  and 
that,  in  1867,  at  the  request  ofthe  plaintiff,  he  made  theshiftingdevice  de- 
scribed in  the  patent,  which  the  plaintiff  attached  to  his  fulling- machine. 
The  ouly  difference  between  the  shifting  device  made  by  Glerc  for  the 
wasliiiig-inachines  and  that  made  by  him  for  the  plaintiff  was  that  in 
the  washing-machine  reverser  the  screw-shaft  was  driven  by  two  gears, 
one  on  eiich  end  of  it,  while  the  one  described  in  the  patent  is  driven  by 
a  1>elt,  and  that  the  washing-machine  was  horizontal,  while  the  plaint- 
iff^s  machine  wsis  upright,  in  consequence  of  which  the  horizontal  ma- 
chine required  a  spur-gear,  while  the  upright  machine  had  a  bevel-gear. 
But  these  changes  were  such  as  any  skillful  mechanic  could  make.  The 
plaintiff,  in  giving  his  order  to  Clerc  to  make  the  reverser,  gave  him  no 


DECISIONS   OF  U.   S.   C0UBT8  IN   PATENT   CASES.  685 

directions  as  to  how  to  construct  it,  and  only  gave  him  a  drawing  of  the 
falling-machine  to  which  it  was  to  be  attached. 

Tbc  operation  of  the  automatic  reverser  in  connection  with  the  full- 
ing-machine  is  precisely  the  same  as  its  operation  in  connection  with 
the  washing-macbine,  or  with  any  other  machine  to  which  it  can  be  ap- 
plied. There  is  no  modification  of  its  action  produced  by  attaching  it  to 
the  fulling- machine. 

The  plaintiff  testifies  that  before  he  had  the  automatic  reverser  bis 
fuUing-machine  would  run  in  one  direction  until  tiie  belt  was  shifted  by 
hand;  that  if  the  hides  got  too  hot  he  had  to  stop  the  motion  and  re- 
verse it ;  and  that  he  had  also  to  stop  the  action  of  the  machine  when 
the  automatic  reverser  was  attached  to  it  if  the  hides  got  too  hot.  It 
also  appears  from  the  plaintiff's  testimony  that  from  1807,  when  he 
attached  the  automatic  reverser  to  his  machine,  he  was  occupied  for  four 
years  in  experimenting  with  the  machine  before  he  i)erfected  the  process 
of  fulling  the  hides  so  that  the  machine  would  turn  out  satisfactory 
work  regularly  and  smoothly;  that  the  difficulty  was  not  with  the  au- 
tomatic reverser,  because  that  worked  and  reversed  in  the  name  man- 
ner when  first  attached,  in  1867,  that  it  did  in  1871 ;  that  the  diiKculty 
with  the  machine,  which  caused  these  experiments  occupying  four  years 
was  that  the  hides  would  not  double  backward  uniformly;  that  when 
they  were  wedged  or  packed  the  automatic  reversing  apparatus  would 
not  stop  the  machine  or  reverse  it  soon  enough  to  prevent  injury ;  that 
the  hides  would  double  twice,  and  would  tear  off  flrom  the  shaft  before 
the  machinery  could  be  stopped;  that  the  machine  would  often  reverse 
before  the  unwinding  was  completed,  and  thus  the  enlargements  of  the 
two  folds  or  doubles  would  meet  and  the  hides  be  torn  from  the  shaft; 
that  as  yet  he  had  not  perfected  any  process  for  satisfactorily  producing 
the  article  now  known  as  ^^  fulled  rawhide ;"  that  to  do  so  he  varied  the 
condition  of  the  hides  as  to  moisture  until  he  found  that  at  the  right 
degree  of  dampness  the  hides  would  double  backward  with  practical 
legalaiity ;  that  he  also  several  times  changed  the  means  by  which  he 
&atened  the  hides  to  the  shaft ;  that  to  make  the  article  in  question  the 
hides  had  to  be  made  soft  and  pliable  by  being  subjected  to  a  severe 
and  long-continued  mechanical  operation,  such  as  twisting  or  doubling 
back  and  forth ;  that  to  do  this  the  hides  had  to  be  in  a  certain  condi- 
tion as  to  moistute,  neither  too  dry  nor  too  wet ;  that  he  had  therefore 
to  experiment  by  changing  the  degree  of  moisture  by  slight  variations 
untU  he  found  the  proper  degree ;  that  he  had  to  discover  some  mechan- 
ical means  by  which  all  parts  of  every  hide  could  be  subjected  to  an 
equal  and  uniform  amount  of  mechanical  action,  so  that  no  hard  spots 
would  be  left  in  the  hide ;  that,  some  parts  of  a  hide  being  three  times 
as  thick  as  other  parts  of  the  same  hide,  it  was  difficult  to  discover 
whether  there  was  a  degree  of  moisture  at  which  the  hides  could  l>e 
successfully  treated  in  the  machine,  because  it  took  much  more  soaking 
to  moisten  the  thick  parts  of  the  hide  than  it  did  the  thin ;  that  he 
finally  learned  how  to  moisten  the  entire  hide  uniformly  by  peculiar  ways 
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of  folding  it  while  being*  moistened  and  hanging  it  so  that  someparts 
of  the  hide  would  be  longer  in  water  than  other  parts;  that  there  was 
also  a  great  difference  in  the  texture  of  different  parts  of  a  hide ;  that 
no  two  hides  are  alike  as  to  thickness  and  textare ;  and  that  he  did 
not  overcome  these  difficulties  until  1871. 

It  is  quite  apparent  from  this  recital  of  the  difficulties  encountered 
by  the  plaintiff,  none  of  which  are  alluded  to  in  the  specification  of  the 
patent,  that  if  he  invented  anything  patentable,  it  consisted  in  some 
process  of  treating  the  hides  so  as  to  produce  the  merchantable  article 
of  fulled  rawhide.  But  there  is  no  suggestion  of  any  such  invention  in 
the  specification  or  the  claim 

There  is  no  patentable  combination  of  the  automatic  shifting  device 
with  the  drum  of  the  fuUing-machine.  It  is  a  mere  aggregation  of 
parts.  The  shifting  device  operates  automatically  to  reverse  the  action 
of  the  fulling-machine  in  precisely  the  same  way  that  it  operates  when 
applied  to  any  other  machine ;  and,  the  shifting  device  being  old,  its 
application  to  the  fulUng-machiue  did  not  require  the  exercise  of  inven- 
tion. {Double-Pointed  Tack  Co.  v.  Two  Rivers  Mfg.  Co.j  0.  D.,  1883, 
468;  25  O.  G.,  1075,  109  U.  S.,  117, 120,  121.) 

The  same  view  was  taken  of  this  pateat  by  Judge  Drummond  in  the 
case  of  Royer  v.  Chicago  Mdnuf.  Co.y  (20  Fed.  Bep.,  853,)  decided  by  him 
in  the  Circuit  Court  of  the  United  States  for  rhe  Northern  District  of 
Illinois,  in  June,  1884,  in  which  he  held  that  the  invention  was  not  pat. 
entable,  because  it  was  merely  the  application  of  an  old  device  used  in 
connection  with  a  washing-machine  to  an  analogous  use. 

The  principle  has  been  applied  by  this  court  in  various  cases.  {Pom- 
ace Holder  Co.  v.  Ferguson^  and  cases  there  collected,  119  n%  S.,  335, 
338;  Thatcher  Heating  Go.  v.  Burtis^  121  IT.  S.,  286,  293 ;  Dreyfus  y. 
Bearle^  C.  D.,  1888,  220;  124  U.  S.,  CO ;  Hendy  v.  Miners?  Iron  Worktj 
O.  D.,  1888,  425;  127  U.  S.,  370,  375.) 

Decree  affirmed. 


[Supreme  Conrt  of  the  United  States.] 
BOEMEB  V.  PEDDIE  ET  AL.     BOBMEB  V.  HSABLEY. 

Appeals  from  the  Circuit  Court  of  tbe  United  States  for  the  Soathem  District  of  New 

York. 

BOEMEB  V.  KUPPEB.     BOEMER  V.  JENKINSON. 
Appeals  from  the  Ciroait  Court  of  the  United  States  for  the  District  of  New  Jersey. 

Decided  December  9,  1869. 
49  O.  6.,  2151. 
1.  Construction  OF  Claim. 

Where  a  patentee,  on  the  rejection  of  his  application,  inserts  in  his  ^[Mcific*- 
tion,  in  consequence,  limitations  and  restrictions  for  the  purpose  of  obtaining  his 
patent,  he  cannot,  after  he  has  obtained  it,  claim  that  it  diall  be  constmed  as 
it  would  have  been  oonstrued  if  such  limitations  and  reetriotions  were  not  eon- 
tained  in  it. 
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2.  INFSINGKMBNT. 

Where  the  oomplainant  after  the  rejection' of  his  applioation  inserted  a  state- 
ment in  his  specifleation  to  the  effect  that  in  his  lock-case  be  dispensed  with  an 
extended  hottom  plate,  and  in  his  patent  confined  his  claim  te  a  Ioch-ca§e  with 
sides  notched  near  ito  ends  to  reoeiye  and  hold  the  handle-rings  of  a  trayeling- 
bag,  and  the  defondante*  lock-case  did  not  have  notohes  in  ite  sides,  but  the 
notehes  were  in  the  sides  of  an  extended  strnck -up  bottom  plate.  Held  that  there 
was  no  infringement. 

Mr.  A.  V.  Briesen  for  the  appelDftnt. 

Mr.  J.  E.  Hindan  Hyde  and  Mr.  F.  H.  Setts  for  the  appellees. 

Mr.  Justice  Blatohpord  delivered  the  opinion  of  the  court 
These  are  two  suits  in  equity,  brought  by  William  Boemer  in  the 
Circuit  Court  of  the  United  States  for  the  Southern  District  of  JN'ew 
York,  one  against  l^homas  B.  Peddie  and  George  B.  Jenkinson,  and  the 
other  against  Albert  O.  Headiey  f  and  two  suits  in  equity  brought  by 
the  same  plaintiff  in  the  Circuit  Court  of  the'  United  States  for  the  Dis- 
trict of  New  Jersey,  one  against  Charles  Kupper,  and  the  other  against 
Bichard  C.  Jenkinson.  All  four  of  the  suits  are  brouglit  for  the  in- 
fringement of  Letters  Patent  No.  195,233,  granted  to  the  plaintiff  Sep- 
tember 18, 1877,  for  an  improvement  in  a  combined  lock  and  handle  for 
traveling-bags. 
The  specification  says : 

Be  it  known  that  I,  William  Robmir,  of  Newark,  in  the  connty  of  Essex  and  State 
of  New  Jersey,  have  invented  a  eombined  Look  and  Handle  Holder  for  Travelinff- 
BagSy  etc.,  of  which  the  following  is  a  specification : 

Figure  1  is  a  top  view  of  my  improved  combined  lock  and  handle  holder.  Fig.  8 
is  a  vertical  longitudinal  section  of  the  same ;  Fig.  3,  is  a  cross-seotion  on  the  line  oe, 
Fig.«. 

Si  miliar  letters  of  reference  indicate  corresponding  parts  in  all  the  figures. 

Thia  invention  relates  to  a  new  construction  of  lock-case  for  traveling-bags,  satchels, 
and  the  like,  whereby  the  same  is  made  to  retain  the  rings  which  connect  with  the 
handle  [to  dispense  with  an  extended  bottom  plate]  and  yet  to  leave  said  rings  mov- 
able in  their  bearings. 

The  Invention  consists  in  forming  notches  in  the  sides,  near  the  ends  of  the  look- 
oase,  which  notches  engage  over  the  lower  parts  of  the  handle-rings,  all  as  herein* 
after  more  fully  described. 

Iq  the  accompanying  drawings,  the  letter  A  represents  the  lock-case,  the  same 
being  of  snitahie  construction,  sfaiape,  and  sixe,  and  adapted  to  be  fastened  to  the 
frame  of  the  satchel  or  bag  by  rivets  or  other  suitable  means.  The  ends  of  the  lock- 
ease  are,  by  notches  a,  which  are  cut  into  or  formed  in  its  sides,  made  hook-shaped,  as 
dearly  shown  in  Fig.  S,  and  these  hooks  (,  thus  produced,  serve  to  retain  the  handle- 
rings  B  B  in  place.  These  handle-rings  are,  as  indicated  in  Fig.  3,  preferably 'flat- 
tened at  their  lower  parts,  and  are»  with  these  flattened  portions,  placed  under  the 
hooks  h  of  the  lock-case,  and  thereby  secured  to  the  satchel-frame,  to  which  the  lock- 
case  is  riveted,  as  already  described.  In  these  hooks,  however,  the  rings  are  free  to 
vibrate,  and  free,  therefore,  to  move  with  the  handles,  and  the  rings  constitute,  in 
consequence,  a  flexible  connection  between  the  handle  and  the  bag  or  satchel. 

[By  making  the  notches  in  the  sides,  the  top  of  the  look-case  remains  smooth  ^nd 
offers  no  obstruction  to  the  free  movement  of  handle  and  rings.]  ><^  t 
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The  claim  of  the  patent  is  as  follows : 

The  lock-cMe  made  with  the  notched  sides  a  a  near  its  ends  to  receive  and  hold  the 
handle-rings  B,  snbstantially  as  herein  shovm  and  described. 

In  the  application  for  the  patent  as  filed,  the  pans  above  put  in 
brackets  were  not  contained  in  the  specification,  and  the  proposed  claim 
was  as  follows : 

The  combination  of  the  lock-case  A,  haying  the  hooks  (  at  its  ends,  with  the  rings 
B  B,  which  are  held  in  place  by  said  hooks,  snbstantially  as  herein  shown  and  de- 
scribed. 

The  application  as  thus  made  was  rejected,  by  a  reference  to  Patent 
No.  177,020,  granted  May  2, 1876,  to  William  Simon,  for  improvements 
in  a  traveling-bag.  The  proposed  claim  was  then  stricken  oat,  and  the 
following  claim  was  substituted : 

The  lock-case  A,  having  the  notches  a  a  at  its  nnder  side,  and  combined  with  the 
rings  B  B,  which  are  held  in  said  notches,  snbstantially  as  and  for  the  purpose  speci- 
fied. 

The  application  was  again  reject-^,  by  a  reference  to  the  patent  to 
Simon,  the  Patent  OfSce  saying : 

The  differenoe  between  the  two  deyices  appears  to  be,  that  in  applicant's  deyiee 
the  notches  are  cnt  in  the  vertical  sides  of  the  lock-case,  and  in  the  reference  they 
are  stmck  up  from  the  bottom  plate. 

The  application  was  then  amended  by  inserting  in  the  specification 
the  words  above  put  in  brackets,  and  by  altering  the  claim  so  as  to  read 
as  it  does  in  the  patent  as  issued. 

After  an  answer  and  a  replication  in  the  suit  against  Peddie  and 
Jenkinson,  prooft  were  taken  on  both  sides,  and  the  Court,  held  by 
Judge  Wheeler,  made  a  decree  dismissing  the  bill,  with  costs.  In  the 
opinion  of  the  Court  (27  Fed.  Sep.,  702)  it  was  said: 

The  improTement  patented  oonsists  essentiaUy  in  extending  the  sides  of  the  lock- 
case  to  bold  the  handle-rings  of  traTcling-bags.  The  bottom  plate  of  the  lock  had 
before  been  extended  for  that  purpose.  By  the  improvement  the  bottom  plate  ooald 
be  dispensed  with,  and  the  side- walls  of  the  lock-case  made  both  to  inclose  the  lock 
and  hold  the  handle  rings.  The  defendants  nse  the  same  thing  to  hold  the  handle- 
rings,  but  place  the  lock  above  it,  and  do  not  nse  it  for  the  side  walls  <^  the  lock- 
case.  It  becomes,  by  the  nse  which  they  make  of  it,  an  extended  bottom  plate  to  the 
lock,  of  an  improyed  form.  If  this  pieoe  was  patented  and  the  patent  is  Talid  to 
cover  it,  the  defendants  do  infringe.  The  file-wrapper  and  contents  are  made  a  part 
of  the  ease.  From  them  it  appears  that  the  orator,  in  his  appUcation  for  this  patent, 
at  first  applied  for  a  patent  covering  the  combination  of  the  look-case  with  the  han- 
dle-rings. His  claim  was  rejected  on  a  reference  to  Patent  No.  177,0S0,  granted  to 
William  Simon,  which  covered  an  extended  bottom  plate  to  the  look,  to  bold  the 
handles.  The  claim  was  amended,  and  again  rejected  on  the  same  reference,  and 
was  not  granted  nntil  the  Hpeciflation  was  amended  to  dispense  with  an  extended 
bottom  plate  to  the  lock,  and  the  claim  was  confined  to  a  lock-case  with  notched 
sides  near  its  ends,  to  receive  and  hold  the  handle-rings.  This  pieoe,  which  the  de- 
fendants nse,  was  the  same  before  as  after  these  amendments.  Tlie  Patent  Office 
would  not  grant  a  patent  for  it  generally  in  combination  with  the  handle-rings,  bat 
only  specifically  when  need  for  the  sides  of  the  lock-case  and  for  the  handle-rings. 
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The  orator  aooepted  tlie  patent  narrowed  in  that  manner,  and  cannot  now  be  heard 
to  claim  that  it  it  any  more  broad  than  that  in  ita  aoope.  He  inyented  this  partico- 
lar  form  of  look-caae,  and  hie  patent  is  for  that  only,  and  it  cannot  be  oonstmed  to 
coyer  anything  elae.  {BmUwa^  Co.  ▼.  Aiylet,  97  U.  S.,  554.)  The  defendants  do  not 
use  his  lock-case,  but  nse  an  extended  bottom  plate  like  bis  lock-ease.  It  has  been 
argned  ingeniously  and  with  plansibility  that  the  same  thing  is  used  under  a  merely 
different  name ;  bnt  this  aigument  is  not  in  reality  well  founded.  The  patent  was 
for  a  lock-case  not  only  iu  name,  but  in  substance.  The  defendants  do  not  use  this 
lock-case.  They  evade  the  patent  not  by  a  mere  colorable,  but  by  a  substantial  eva- 
sion. 

As  the  patentee,  after  the  rejection  of  his  application,  inserted  in  his 
specification  a  statement  that  his  invention  related  to  a  new  oonstmo- 
tion  of  lock-case,  whereby  it  was.  made  *^  to  dispense  with  an  extended 
bottom  plate,"  he  cannot  now  contend  that  his  specification  and  claims 
are  to  be  interpreted  so  as  to  cover  a  construction  which  has  an  extended 
bottom  plate.  By  his  patent,  as  issued,  he  dispenses  with  the  extended 
bottom  plate,  and  confines  his  claim  to  a  lock -case  with  sides  notched 
near  its  ends  to  receive  an9  hold  the  handle-rings — an  arrangement  not 
fonnd  in  the  defendants'  structure.  In  that,  the  lock  and  the  handle* 
fastenings  are  combined  with  the  extended  bottom  plate,  as  in  the  Simon 
patent  of  May  2, 1876.  The  lock-case  of  the  defendants  does  not  have 
notches  in  its  sides,  bnt  the  notches  are  in  the  sides  of  an  extended, 
struck-up  bottom  plate,  such  extended  bottom  plate  being  expressly 
excluded  from  the  construction  by  the  specificatiou  of  the  plaiutifTs 
patent 

This  Court  has  often  held  that  when  a  patentee,  on  the  rejection  of 
his  application,  inserts  in  his  specification,  in  consequence,  limitations 
and  restrictions  for  the  purpose  of  obtaining  his  patent,  he  cannot,  after 
he  has  obtained  it,  claim  that  it  shall  be  construed  as  it  would  have  been 
construed  if  such  limitations  and  restrictions  were  not  contained  in  it. 
(Leggett  v.  Awry^  101  U.  S.,  256 ;  Qoodyear  Dmtal  VuloaniU  Co.  v.  J>09it, 
102  n.  £f.,  222,  228;  Fag  V.  Cardeman,  109  U.  S.,408;  JfaJh*  v.  Harwood, 
112  U.  S.,  354,  359;  Oariridge  Co.  v.  Cartridge  Co.,  112  IT.  S.,  624,  644; 
8argen$  v.  Hall  Safe  A  Lock  Co.,  114  U.  8.,  63 ;  Shepard  v.  Carrigam^ 
116  U.  8.,  593,  597 ;  White  v.  Dufibar,  119  TJ.  8.«  47 ;  Sutter  v.  Bobinmm^ 
119  17.  8.,  530;  Bragg  v.  Fitckj  121^X7.  8.,  478;  Bwne  v.  Lake  Share  Rail- 
itag  Co.,  121  TJ.  8.,  617;  Crawford  v.  HegHnger,  C.  D.,  1888,  185,  128 
U.S.,  589, 606, 607.) 

It  is  contended  by  the  defendants  that,  in  view  of  the  prior  state  of 
the  art,  the  patent  is  invalid.  We  do  not  consider  it  necessary  to  ex- 
amine that  question,  because,  for  the  reasons  before  assigned,  we  are  of 
opinion  that  the  decree  must  be  affirmed ;  and  as,  in  each  of  the  other 
three  cases  there  is  a  stipulation  that  the  suit  may  be  argued  here,  on 
api)eal,  on  the  record  in  the  Peddie  snit,  and  abide  the  result  of  that 
suit,  and  as  the  decree  in  each  of  those  other  three  cases  was  a  decree 
dismissing  the  bill  with  costs,  each  of  such  decrees  is  affirmed. 
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[rrnitod  StotM  Cironit  Conrt-^athern  DUtrlot  of  New  York.] 

WiNNS  V.  Bedell. 

Decided  November  9, 1889. 

49  0.G.,2152. 

1.  Infrinokment. 

Where  the  patentee  had  described  a  device  of  a  certain  shape  and  a  nse  to 
which  it  might  be  put,  but  did  not  claim  it  in  that  shape,  either  singly  or  in 
combination,  Seld  he  conld  not  maintain  infringement  against  one  who  sold  the 
deyice  in  that  particular  form  only  and  who  had  not  adopted  the  combination  of 
the  claim. 

9.  Same. 

To  Justify  a  decree  for  infUngenient  actual  proof  most  be  presented  of  the 
defendant's  illegal  acts.  It  will  not  do  to  substitute  therefor  suspicion  and  con- 
jecture. 

Mr.  WiUiam  H,  King  for  the  complainaut. 
Mr.  Arthur  v,  Brieaen  for  the  defendant. 

OOXB,  J. : 

This  is  an  action  of  infringement  based  upon  Letters  Patent  No. 
221^203,  dated  November  4, 1879,  for  an  improvement  in  basket-oover 
&stening8. 

The  specification  says : 

This  inTcntion  relates  to  derices  for  fastening  the  coTcrs  of  baskets ;  and  it  con- 
sists in  the  combination,  with  a  box  and  its  coyer,  of  a  metallic  bar  bent  to  form  at 
one  end  a  close  hook,  bent  again  rectangularly  near  the  middle,  bent  again  near  the 
other  end  at  an  acute  angle,  and  provided  with  a  sharp  point  for  entering  the  top  of 
the  coyer. 

•  •  «  •  »  •  • 

This  deyice  may  also  be  used  for  the  purpose  of  securing  the  coyers  of  paper  band- 
boxes and  other  similar  articles.  When  used  for  that  purpose  the  hook  B  is  inserted 
in  the  top  of  the  coyer,  the  body  of  the  device  extending  down  the  side  of  the  box, 
into  which  the  point  C  is  inserted,  and  is  retained  in  place  by  the  hole  prodnood  by 
its  angle. 

•  »«••*• 

I  do  not  broadly  claim  a  metallic  bar  or  rod  bent  into  shape  for  holding  a  basket- 
eoyer  on  a  basket,  being  aware  that  such  is  not  broadly  new ;  but 

What  I  do  claim  is— 

In  combination  with  a  box  and  its  cover  E,  a  metallic  bar,  A,  bent  at  ft  to  form  at 
one  end  the  close  hook  B,  bent  again  rectangularly  near  the  middle  at  a,  and  having 
near  the  other  end  a  l>end,  o,  fornAlDg  an  acute  augle,  and  having  a  sharp  point,  C, 
forced  through  the  cover  to  complete  a  tirm  fastening. 

The  claim  is  therefore  for  a  combination  consisting  of  the  following 

elements:  First,  a  box  or  basket ;  second,  a  cover  on  the  basket;  third, 

a  metallic  fastener,  at  one  end  of  which  there  is  a  hook  attached  to  the 

hoop  of  the  basket,  at  the  opposite  end  a  bend  at  an  acute  angle  pro- 
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Tided  with  a  sharp  point  which  is  driven  into  the  basket-cover,  and  in 
the  middle  a  rectangular  bend. 

The  following  diagram  will  serve  to  illustrate  the  combination  of  the 
claim: 


Fignre  1  of  the  drawings  shows  the  device  without  the  rectangular 
bend. 


0. 

0 


t 


8^ 
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Originally  the  applicant  sought  to  cover  this  device,  but  was  re- 

ected  upon  various  references.    It  was  not  until  he  had  abandoned  the 

claim  for  the  fastener  and  had  explicitly  stated  that  ^*  the  claim  is  now 

no  longer  for  the  fastening-bar  j>^«6,  either  before  or  after  application,'' 

that  the  patent  was  issued  in  its  present  restricted  form. 

The  defendant  sells  ^'  the  fastening-bar  j}0r  se^^  as  shown  in  Figure  1. 
There  is  no  evidence  that  he  has  at  any  time  used  the  patented  combi- 
nation or  sold  the  fastener  with  the  rectangular  bend  in  the  middle. 

In  this  connection  it  should  be  remembered  that  the  specification  de- 
scribes the  use  of  the  straight  &stener  for  securing  the  covers  of  paper 
boxes. 

The  question  then  is  this :  Can  the  complainant,  who  has  described 
a  straight  fastener  and  a  use  to  which  it  may  be  put,  but  has  not  claimed 
the  straight  fastener,  either  singly  or  in  combinatiou,  maintain  infriuge- 
ment  against  one  who  sells  the  fastener  in  this  form  only  f  Manifestly 
not.  The  defendant  has  not  adopted  the  combination  of  the  claim.  He 
sells  but  one  element  of  it.  It  is  urged  that  he  should  be  held  liable 
becaus^  his  device  ^Ms  capable  of  being  bent"  so  as  to  infringe.  But 
this  argument  would  apply  with  equal  force  to  an  umbrella-slide  holder, 
a  bale-tie,  or  a  hair-pin. 
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The  complainant  can  not  invoke  the  doctrine  of  Wallace  v.  Holme$  (9 
Blateh.,  65Vand  analogous  authorities,  for  the  obrioas  reason  that  the 
defendant's  fastener  is  snsceptible  of  a  perfectly  legitimate  oeei  which 
the  complainant  himnelf  has  taken  pains  to  point  out.  {Snffder  v.  Bu9^ 
fMy  29  Fed.  Bep.  47.) 

To  justify  a  decree  for  infringement  actual  proof  must  be  presented 
of  the  defendant's  illegal  acts.  It  will  not  do  to  substitute  therefor  sus- 
picion and  conjecture.  As  the  complainant  must  fail  upon  this  branch 
of  the  case^  it  is  unnecessary  to  examine  the  other  defenses  presented. 

The  bill  is  dismissed. 
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[Sapnme  Court— State  of  N«w  Tock.] 

MuNRo  V.  Bbadlb  bt  al. 

Dedd^  0<a&ber  11, 1888. 
46  O.  a.,  448. 

Tradk-Hajis. 

The  word  "Sleuth,''  being  a  word  haying  a  place  and  meaning  in  the  Ian* 
gnage,  cannot  be  appropriated  as  a  Trade-Mark  for  a  book  or  periodical. 

Mr.  Soger  Fatter  for  the  complainant. 
Mr.  Bawland  Cow  for  the  defendants. 

iNanAHAXf  J.: 

The  only  act  of  the  defendants  complained  of  by  the  plaintiff  is  the 
introdaction  of  the  word  ^^  Slenth  ^  in  the  title  of  certain  stories  pub- 
lished by  the  defendants.  There  was  no  attempt  on  the  trial  to  show 
that  the  defendants  had  nsed  any  symbol  or  design  invented  by  the 
plaintiff  to  designate  his  series^  and  unless  the  plaintiff  can  establish 
that  he  hais  in  some  way  acquired  the  exclusive  right  to  use  the  word 
<<  Sleuth  ^  in  connection  with  stories  of  detectives  no  right  of  plaintiiPs 
has  been  infringed. 

The  word  <^  Sleuth  "  has  a  well  defined  meaning,  and  is  defined  by  Web- 
ster to  mean  ^<  the  track  of  man  or  beast  as  followed  by  the  sceni"  It  is 
used  in  connection  with  a  hound  to  indicate  that  a  hound  follows  the 
track  of  a  human  being  or  animal,  and  as  applied  to  man  would  have 
the  same  meaning. 

The  adoption  by  the  plaintiff  of  the  name  of  <<  Old  Sleuth  ^  to  desig- 
nate the  series  of  books  published  by  him  could  hardly  be  said  to  give 
to  the  plaintiff  the  exclusive  right  to  use  the  word  ^'Sleuth  "  in  all  fu- 
ture publications  of  every  character,  so  that  the  rest  of  the  world  must 
invent  a  new  word  to  express  that  meaning.  That  would  be  the  logical 
effect  of  sustaining  the  position  taken  by  the  plaintiff  in  this  case. 
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The  titles  adopted  by  the  defendants  in  the  pablication  of  their  books 
would  be  perfectly  intelligible  to  any  one  having  no  knowledge  of  the 
use  to  which  the  word  had  been  applied  by  the  plaintiff,  and,  assuming 
that  the  plaintiff  had  acquired  a  Trade-Mark  in  the  words  used  by  him 
to  designate  his  publications,  nothing  proved  in  this  case  would  show 
that  the  defendants  have  violated  any  rights  that  they  have  acquired. 
The  plaintiff  has  therefore  failed  to  show  any  cause  of  action  against 
the  defendants,  and  the  complaint  must  be  dismissed,  with  costs. 


rSapteme  Court,  County  of  Klnga,  Now  York.] 

Waterman  et  al.  v.  Shifbcan  et  al. 

Decided  Auguei  12,  1889. 
49  O.  G.,  892. 

1.  Suit  TO  Restrain  Devendants  from  Usino  Plaintiff's  Trade-Name  or  Trade- 

mark ON  Article  Patented  bt  Him. 

Where  it  appears  in  a  suit  to  restrain  defendants  firom  using  plaintiff's  trade- 
name or  trade-mark,  applied  by  him  to  an  article  for  which  he  had  obtained  m 
patent,  that  the  defendants  claimed  title  to  the  patent  nnder  assignment  from 
plaintiff  to  secure  payment  of  a  note,  mannfaotnred  nnder  it,  and  applied  the 
name  to  the  patented  article.  Held  that  this  action  for  yiolation  of  right  to  the 
name,  apart  from  the  right  to  the  patent,  could  not  be  maintained. 

2.  Same— Formal  Remedies. 

In  such  case  plaintiff  must  obtain  redress  either  by  a  suit  for  infringement  of 
the  patent,  if  he  has  a  legal  title  to  the  patent,  of  which  the  Fedi^ral  courts  alone 
have  Jurisdiction,  or  by  a  direct  action  to  compel  a  reassignment  of  the  patent^ 
in  which  the  defendants  can  be  made  to  account  for  any  profits. 

Mr.  Walter  S,  Logan  for  the  complainants. 
Messrs.  Briesen^  Steele  dk  Knwuth  for  the  defendants. 

statbment  of  the  oasb. 

The  plaintiff  was  the  patentee  of  two  patents  for  fonntain-pens. 
These  he  assigned  to  the  defendants  in  1884  to  secare  payment  of 
a  note  which  became  due  in  November,  1887.  When,  on  the  date 
of  the  maturity  of  the  note,  it  was  not  paid,  the  defendants  took 
possession  of  the  patents  and  began  to  mannfactore  the  patented  pens 
and  to  sell  them  nnder  the  trade-name  '<  Ideal  Fountain  Pen,"  which 
had  been  plaintiff's  trade-name  while  he  owned  said  patents.  After- 
ward, in  May,  1888,  plaintiff  paid  the  note  and  then  brought  suit  to 
restrain  the  defendants  from  using  the  name  "  Ideal  Fountain  Pen  "  on 
the  i>ens  which  they  had  manufactured  while  they  had  been  the  undis- 
puted owners  of  said  patents.  The  question  before  the  court  was 
whether  or  not  the  defendants  violated  plaintiff's  trade-name  or  trade- 
mark, o 


DECIStONS  OF   STATE   COUBTS  IN  PATENT  CASES.  695 

OT7LLj£N,  J.  : 

It  cannot  be  denied  that  the  name  <^  Ideal  Foantaln  Pen  ^  adopted 
by  the  plaintiff  is  sach  as  to  constitute  a  valid  Trade-Mark ;  but  it 
appears  (I  think,  on  the  evidence,  unquestionably)  that  the  plaintiff 
applied  this  name  to  an  article  for  which  he  had  obtained  patents. 
TVhen  an  arbitrary  name  is  applied  to  a  patented  article,  so  that  the 
article  becomes  to  be  known  by  that  name,  it  seems  that  any  person 
who  has  the  right  to  manufiftcture  the  article  has  the  right  to  use  the 
Dame,  and  that  when  the  monopoly  of  the  patent  has  expired  the  use  of 
the  name  cannot  be  protected  as  a  Trade- Mark.  {Selchow  v.  Bakery  93 
New  York,  59,  and  English  cases  there  cited.)  I  am  not  prepared  to 
say,  nor  do  I  think  that  the  right  of  the  name  is  not  to  be  protected  in 
favor  of  the  holder  of  the  patent  during  its  life-time  under  any  circum- 
stances. If  a  person  should  manufacture  articles  different  from  that 
patented,  and  not  infringing  the  patent,  and  apply  to  such  articles  the 
name  appropriated  by  the  patentee,  I  cannot  see  why  the  name  should 
not  be  protected  as  a  Trade-Mark  to  the  same  extent  as  other  Trade- 
Marks.  The  same  principle  might  apply  where  the  party  manufactur- 
ing claimed  either  that  the  patent  was  void  or  that  the  article  made  by 
him  did  not  infringe  on  the  patent,  though  as  a  matter  of  fact  it  should 
do  so,  for  such  claim  would  sever  the  connection  between  the  patent 
and  the  name;  but  in  the  case  at  bar  the  defendants  claimed  title  to 
the  patent,  and  manufactured  under  it,  and  applied  the  name  to  the 
patented  article.  It  thus  seems  that  the  name  is  used  by  the  defend- 
ants as  a  mere  incident  to  the  patent,  and  if  they  have  the  right  to  the 
latter  they  have  to  the  former.  The  plaintiff  therefore  must  obtain  re- 
dress either  by  a  suit  for  infringement  of  the  patent,  if  he  has  the  legal 
title  to  the  patent,  of  which  the  Federal  Courts  alone  have  jurisdiction, 
or  by  a  direct  action  to  compel  a  reassignment  of  the  patent,  in  which 
the  defendants  can  be  made  to  account  for  any  profits.  But  this  action 
for  violation  of  the  right  to  the  name  apart  from  the  right  to  the  pat- 
eut  cannot  be  maintained. 

Judgment  for  defendants  that  complaint  be  dismissed,  with  costs. 


[Soperior  Coart  of  Cincinnati-State  of  Ohio.] 

flOEB  ET  a1.  V.  Bishop  bt  al. 

Decided  April  27,  1869. 

49  0.  G.,  1845. 

1.  Trad8-Mark— What  Doks  not  Constitute. 

A  small  metallic  fhtme  containins^  a  portrait  fastened  to  a  pin,  so  as  to  be  used 
as  a  personal  ornament,  does  not  constitute  a  valid  Trade-Mark  when  so  at*> 
taobed  to  and  sold  with  a  cigar  as  to  be  readily  detached  and  used  separately  in 
the  manner  indicated. 
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2.  Sams. 

An  article  baring  a  dininct  commeroiai  valae  of  ito  own  oannofe  be  made  a 
Trade-lCark  for  anotber  article  by  being  attached  to  and  aold  with  it. 

3.  Paokagu— Bill  to  Bbstrain  IiuTATioir  of— P&BsuMPTxoir  ov  Intsktion  to 

IMPOSB  UPOir  THE  PUBUG  FBOM  FaCT  OF  iMITATlOIf. 

Where  it  is  charged  that  the  defendants  haye  imitated  the  packages  of  the 
plaintiffii  for  the  pnrpoae  of  impoeing  the  gooda  of  the  fimner  npon  the  pablie  as 
those  of  the  latter,  not  only  mnat  the  fact  of  imitation  be  shown,  bnt  it  most  also 
Appear  that  the  imitation  was  made  with  intent  to  impose  npon  the  public  as  afore- 
said, and  snch  intention  may  be  presomed  ftom  the  £sct  of  imitation ;  but  the 
presumption  is  not  oonclusiTe,  and  may  be  overoomo  by  Acts  showing  that  the 
imitation  was  for  other  and  innocent  purposes. 

Mr.  J.  H.  Olendandj  Mr.  O.  J.  Murra^j  and  Mr.  0.  W.  MmriU  for  the 
eomplaiuants. 

Mears.  Simrall  A  Mack  and  Mean.  Harwumj  OokUmj  Chldamith  db 
Hoadly  for  the  defendants. 

Peck,  J.  (Judges  Taft  and  Moobs  concarring:) 

The  action  below  was  prosecated  by  defendants  in  error  to  eiyoin 
plaintiffs  from  infringing  an  alleged  Trade-Mark  to  which  an  exdosiTe 
right  is  claimed  by  Bishop  &  Co.  as  designating  cigars  of  their  manu- 
fiustore.    It  is  stated  to  consist  of-^ 

A  metallic  tag  or  label  attached  to  the  end  of  a  cigar,  in  connection  with  a  box  of 
peculiar  form,  in  which,  as  ordinarily  used,  the  cigars  rest  on,  and  said  box  having 
an  orerlapping  or  fold-down  lid,  which  is  thrown  back  when  open,  exposing  the  ends 
of  the  cigars  and  their  labels  to  view.  That  the  tags  or  labels  are  smaU  metallic 
frames  of  various  shapes,  stamped  out  of  sheet  brass,  tin,  etc.,  mud  contain  a  picture 
symbol  or  name,  usually  a  picture  of  a  presidential  candidate, 

At  special  term  a  decree  for  an  ii\janction  was  entered,  and  plaintiffs 
now  seek  a  reversal  of  the  same. 

It  is  claimed  in  behalf  of  defendants  that  their  case  as  presented 
to  the  court  by  the  record  of  the  pleadings  aiid  evidence  entitled  them 
to  relief  npon  two  groands : 

That  Hoeb  &  Go.  were  infringing  their  Trade-Mark,  and  that  they 
were  also  packing  and  making  their  goods  in  such  manner  to  imitate 
the  packages  of  Bishop  &  Co.,  and  were  thereby  intentionally  imposing 
the  goods  of  Hbeb  &  Go.  npon  the  public  as  the  goods  of  the  defend- 
ants. That  these  are  two  distinct  grounds  of  action  appears  to  be  es* 
tablished  by  the  authorities.  The  right  to  restrain  the  infringement  of 
a  deflnitely-established  Trade-Mark  is  well  known,  but  the  right  to  re- 
strain a  defendant  from  intentionally  palming  off  his  goods  upon  the 
public  by  means  of  an  imitation  of  packages  and  marks,  although  these 
do  not  constitute  a  definite  Trade-Mark,  has  also  been  maintained. 
(McLean  v.  Fleming,  96  U.  S.,  245,  254;  WooUam  v.  BateUff^  1  Hem.  & 
Mil.,  259;  Craft  v.  Da/^,  7  Beav.,  84;  Boardmem  v.  BrUanmta  Co.,  35 
Conn.,  402;  Wolf  v.  Burke,  56  N.  Y.,  122;  HoUawof  v.  JIbUotMry,  13 
Beav.,  209.)  ^ 
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Aa  to  defendaiiU'  first  claim,  it  18  to  be  observed  that  the  petition 
stated  the  alleged  Trade-Mark  in  a  somewhat  doubtful  and  indefinite 
way.  Instead  of  alleging  a  single  well-defined  mark,  such  as  usually 
<x>nstitntes  a  Trade-Mark,  it  claims  a  number  of  marks  of  similar,  de- 
sign and  appearance.  Assuming,  however,  that  a  Trade- Mark  may  be 
pleaded  in  that  way,  we  have  before  us  the  question  whether  the  evi- 
dence has  established  the  right  of  defendants  to  the  use  of  any  valid 
Trade-Mark  which  comes  within  the  description  of  the  petition. 

Gonceming  the  metal  frame  or  tag  to  be  attached  to  each  cigar  as 
above  'set  forth,  the  petition  contains  the  following  additional  allega- 
tion: 

The  tog  or  lahel  Ib  preferably  attached  to  the  oigar  by  meaos  of  a  pin  soldered  or 
affixed  to  the  rear  of  the  tag,  so  that  the  same  when  removed  from  the  cigar  may 
oonatitiite  an  ornament  or  campaign  badge  to  be  affixed  to  the  coat  of  the  user. 

This  allegation  seems  to  show  beyond  question  that  the  pin  or  tag 
has  a  value  of  its  own  apart  from  its  use  as  a  Trade- Mark.  All  the  sam- 
ples offered  in  evidence  consisted  of  small  metallic  portraits  of  the  late 
presidential  candidates  attached  to  pins,  which  may  be  detached  and 
worn  in  the  same  way  as  an  ordinary  scarf-pin.  It  is  not  disputed  that 
they  are  at  times  extensively  sold  as  articles  of  commerce  and  much 
worn.  It  is  claimed  in  behalf  of  plaintiffs  in  error  that  a  distinct  ar- 
ticle of  commerce  having  a  value  of  its  own  cannot  be  converted  into 
a  Trade-Mark  by  attaching  it  to  another  article  and  selling  the  two 
together.  The  question  is  not  free  from  doubt  or  diflBculty,  and  author- 
ity on  the  point  is  scanty.  Perhaps  all  that  can  be  said  of  the  adjudged 
cases  is  that  they  tend  to  establish  the  proposition  that  a  Trade-Mark 
is  not  a  thing  in  itself  capable  of  ownership.    ][47  Am.  Dec,  285,  note.) 

In  HarringUm  v.IAbhy^  (14  Blatchford,  128,)  a  claim  to  the  exclusive 
use  of  a  tin  pail  to  contain  paper  collars  and  sold  with  the  collars  was 
denied  on  the  ground  that  it  would  be  against  public  policy  to  permit 
any  one  to  monopolize  such  a  use  of  a  well  known  article  of  commerce. 
In  Moorman  v.  Hoge^  (2  Sawyer,  78,)  a  similar  right  to  the  use  of  a 
barrel  of  peculiar  shape  was  claimed,  but  the  claim  was  not  sustained. 

In  the  case  at  bar  it  is  urged  that  the  effect  of  granting  the  injunc- 
tion herein  was  not  to  restrain  the  defendants  below  from  selling  cam- 
paign badges  or  from  selling  such  badges  with  cigars,  but  only  to  pre- 
vent them  from  attaching  them  to  cigars,  and  that  this  demonstrates 
that  it  is  not  the  intrinsic  value  of  the  badg^  of  which  Bishop  &  Go. 
claim  the  exclusive  use,  but  only  its  value  as  a  mark  or  designation. 
This  argument  is  plausible  and  so  ingenious  as  to  do  credit  to  the 
powers  of  counsel  and  had  great  weight  with  the  court  at  special  term ; 
but  upon  carefal  consideration  of  all  the  facts  we  do  not  regard  it  as 
sound.  It  ui  to  be  borne  in  mind  that  a  pin  is  attached  to  and  sold  with 
each  cigar.  It  is  clear  that  in  that  condition  the  pin  answered  a  pur- 
pose other  than  that  of  a  Trade-Mark.  It  assisted  to  sell  the  cigar  be- 
cause of  its  own  value.    Perhaps  it  is  not  too  much  to  say  that  the  pin 
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would  often  form  the  principal  inducement  to  the  sale.  The  device  ia 
of  the  same  sort  as  that  so  common  nowadays,  whereby  a  shop-keeper 
gives  to  each  [>urcha8er  of  a  particular  article  a  toy,  a  picture,  or  some- 
thiup:  else  as  an  inducement  to  the  purchase.  If  the  attachment  of  the 
pin  to  the  cigar  served  only  the  purpose  of  a  mark,  the  argument  of 
defendants  might  be  sustained ;  but  the  difiQculty  with  their  i)osition  is 
that  it  serves  the  double  purpose  of  a  mark  and  of  adding  by  its  own 
value  to  the  value  of  the  article  sold.  The  law  does  not  favor  monop- 
olies, and  he  who  seeks  to  establish  an  exclusive  and  perpetual  right 
to  a  particular  device  should  be  careful  that  it  is  such  as  can  in  do  degree 
infringe  upon  the  rights  of  others.  All  dealers  have  the  right  to  resort 
to  every  legitimate  device  to  expedite  the  sale  of  their  wares,  and  if  the 
attachment  of  a  badge  to  a  cigar  in  any  degree  tends  to  facilitate  the 
sale  of  the  latter,  because  the  purchaser  receives,  or  supposes  he  re- 
ceives, a  larger  consideration  for  his  money,  the  dealer  can  hardly  be 
prevented  from  doing  so  on  the  ground  that  some  one  has  previously 
made  use  of  the  same  device  and  that  the  badges  also  serve  as  Trade- 
Marks.  The  position  of  the  articles  might  perhaps  with  equal  propriety 
be  reversed  and  the  cigar  claimed  as  the  Trade-Mark  of  the  badge.  If 
the  contention  of  defendants  be  correct,  then  almost  any  two  salable 
articles  may  be  attached  together  and  the  one  designated  as  the  Trade- 
Mark  of  the  other.  We  do  not  think  such  a  practice  is  authorized  by 
the  law. 

As  to  the  other  claim  that  Hoeb  &  Go.  have  imitated  the  packages  of 
Bishop  &  Co.,  even  if  there  was  not  a  valid  Trade-Mark,  it  seems  that 
the  right  of  the  latter  to  an  injunction  depends  upon  the  purpose  of  the 
imitation.  We  have  been  cited  several  authorities  to  the  proposition 
that  the  intention  to  deceive  the  purchaser  and  impose  upon  him  the 
goods  of  one  make  for  those  of  another  is  to  be  presumed  from  the  fact 
of  imitation.  (l\iylor  v.  Carpenter^  11  Paige  Ch.,  292 ;  Coffeen  v.  Brun- 
ton,  4  McLean,  516;  Badgers  v.  Noicilly  5  M.  G.  &  S.,  109;  Blofield  v. 
Payne^  4  B.  &  Ad.,  410;  Marsh  v.  Billings,  7  Gush.,  322.) 

The  cases  of  Badgers  v.  Nawill  and  Marsh  v.  Billings  do  not  appear  to 
sustain  the  doctrine.  In  the  former  the  question  of  imitation  was  sub- 
mitted to  the  jury,  and  then  the  question  of  the  intention  with  which  it 
was  done  was  submitted  separately  and  the  instruction  was  held  correct. 

In  Marsh  v.  Billings  the  imitation  and  the  intention  to  defraud  being 
shown,  it  was  held  that  the  law  would  presume  damage,  which  is  dif- 
ferent from  presuming  the  intention. 

In  Blofield  v.  Payne  the  defendant  had  made  use  of  the  plaintiflTs 
wrappers,  not  an  imitation  merely,  but  the  same  as  those  used  by 
plaintiff,  and  the  court  held  that  in  such  case  damages  might  be  pre- 
sumed. 

In  Taylor  v.  Carpenter  and  Coffeen  v.  Brunton  the  intention  seems  to 
have  been  assumed  from  the  fact  of  imitation ;  but  those  cases  were 
decided,  the  one  in  the  year  1844  and  the  other  in  1849,  before  the  law 
on  this  subject  was  well  settled. 
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It  ift  also  to  be  obsjerved  that  in  maDy  cases,  where  the  imitation  is 
clearly  shown,  the  fraudalent  intention  may  be  presumed,  and  where 
there  are  no  facts  or  circumstances  tending  to  show  a  different  inten- 
tion the  court  would  be  warranted  as  matter  of  law  in  presuming  that 
the  imitation  was  made  with  intent  to  deceive ;  bat  to  hold  that  such  a 
presumption  is  conclusive  in  all  cases  is  going  further,  we  think,  than 
the  authorities  warrant. 

In  Woollam  v.  Eatcliffy  supra^  Vice-Chancellor  Wood,  speaking  of  the 
fact  of  imitation  there  perfectly  established,  says : 

ThiB  is  of  cour:>«  always  an  element  of  enspicion  ;  bat  I  cannot  treat  it  as  concln- 
siTe.  I  tbink  there  might  be  caseB  in  which  no  man  could  donbt  that  the  object  of 
imitatiou  was  to  deceive  ;  but  it  rtcj aires  very  strong  evidence  indeed  to  raise  such  a 
case — 

and  an  injunction  wa^  refused  and  the  bill  dismissed. 

Farina  v.  Silverlock^  (6  13.  M.  G.,  214.)  Applying  the  rule  how  stands 
the  casef  Bishop  &  Go.  lirst  put  their  goods  upon  the  market  packed 
and  marked  in  the  way  described  in  June,  1888.  The  sale  of  them  had 
but  fairly  begun  when  Hoeb  &  Co.,  in  July  following,  sent  out  their 
goods  packed  and  marked  in  a  similar  manner.  From  this  fact  it  seems 
improbable  that  Bishop  &  Co.  could  have  established  a  trade  in  the 
goods  so  marked  at  the  time  Hoeb  &  Co.  commenced  to  imitate  their 
packages.  Under  such  circumstances  it  is  difficult  to  perceive  how 
there  could  be  in  the  mind  of  any  one  a  strong  desire  to  imitate  an  arti- 
cle so  little  known  to  the  public,  or  how  could  there  be- much  probabil- 
ity of  deception  where  the  imitated  article  was  so  recently  put  upon  the 
market  There  is  a  fact  already  alluded  to  which  seems  to  explain  the 
purpose  of  the  imitation  upon  grounds  other  than  of  an  intent  to  palm 
off  the  goods  of  Hoeb  &«  Co.  for  those  of  Bishop  &  Co.  The  attachment 
of  the  pin  or  badge  to  the  cigar  would,  perhaps,  especially  during  a 
heated  presidential  campaign,  be  a  very  successful  means  of  advertis- 
ing the  cigar  and  inducing  its  purchase.  All  the  evidence  seems  to  in- 
dicate that  Hoeb  &  Go.  wished  to  avail  themselves  of  this  mode  of 
advertising  their  wares  and  to  induce  customers  by  offering  to  each  a 
badge  with  a  cigar,  and  that  these  were  their  reasons  for  adopting  a 
mode  of  packing  and  attaching  a  pin  similar  to  but  not  identical  with 
that  of  the  defendants. 

Judgment  reversed  and  petition  dismissed. 
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DIGEST  OF  DECISIONS. 

IDmMou  of  Uniied  StatM  ooorta  dMigniited  bj  an  Mterlsk  r),  of  the  Attonoy-GeBena  by  a  daffgot 
(t),  aad  of  Stale  oonrta  by  a  donble  dagger  (|).] 

IBAimONED  APPLICATI0K8. 
L  EvFBCT  or  AxLunozr  in  a  Patbnt  to  Abandonbd  Claims  in  a  Formbb  Appli« 
CATION  ON  QussnoN  ov  DiuoBNCB.— When  ftn  applicant,  who  ia  also  paten- 
tee of  an  ioYention  other  than  that  involved  in  controveivy,  alladee  in  his 
patent  to  abandoned  claims  in  a  former  application,  the  only  effect  that  can 
be  Kiven  to  such  refereooe  is  as  evidence  of  continoed  interest  in  the  subject- 
matter  of  the  earlier  application  and  of  diligence  in  seeking  to  perfect  and 
patent  the  invention ;  bnt  snch  an  allosion  can  have  no  effect  whatever  in 
that  direction  when  the  former  application  had  beSn  for  nearly  two  years 
nnprosecuted,  and  all  the  claims  therein  which  had  any  relationship  to  his 
pending  application  had  been  deliberately  stricken  ont  and  positively  aban- 
doned at  the  time  the  patent  was  issued.  Be^h  v.  Fowler^  187. 
i.  Sams— Abandonbd  Appucation  not  a  Bab  to  Subsbqubntlt  Gbantbd  Pat- 
bnt.— An  abandoned  application  cannot  of  itself  constitute  a  bar  to  a  sub- 
sequently granted  patent.    Id, 

3.  SiJfB— Pboov  or  Datb  or  Concbption  bt  Abandoned  AppLiCATioN.^lf  the 

thing  described  in  the  abandoned  application  is  the  same  invention  that  is 
subsequently  patented,  it  certainly  does  establish  conception  of  the  invention 
as  of  its  own  date,  and  if  proof  dek4>r$  the  patent  establishes  reduction  ta 
practice  or  introduction  into  public  use,  and  the  time  of  the  reduction  to 
practice  or  of  public  use  is  in  dispute,  then  the  application  shows  that  reduc- 
tion to  practice  might  have  taken  place  at  any  time  subsequent  to  its  date ;  bnt 
when,  as  in  the  present  case,  there  is  no  proof  even  of  experiment,  it  can 
have  no  other  effect  than  to  establish  the  date  of  conception  of  the  inven- 
tion which  it  discloses.    Id. 

4.  DurriNOTioN  bbtwbbn  Constbuctivb  Abandonment  or  an  Appucation  anb 

CoNSTBUOTiVB  ABANDONMENT  OP  AN  Inybntion.—A  broad  distinction  is 
to  be  recognised  between  constructive  adandonment  of  an  application  and 
oonstmotive  abandonment  of  an  invention.  The  former  may  exist,  and 
frequently  does  exist,  without  involving  the  latter.  JBx  parte  Fowler  and 
Fowler,  909. 
Ambndmbnt  Made  within  Two  Ybabs  to  Save  Application  prom  Abandon- 
ment—What IS  Pbopeb  Action— Betisbd  Statutes,  Section  48M.— Where 
it  appea|*ed  that  on  the  last  day  upon  which  an  application  could  be  prose- 
euted  without  forfeiture  under  Revised  Statutes,  section  4894,  amendments 
apparently  of  no  considerable  importance  were  oTOred,  including  one  or  two 
formal  corrections  in  the  claims  which  had  been  required  by  the  examiner, 
and  that  snch  amendments  were  made  in  good  &ith  for  the  purpose  of  prose- 
outing  the  application.  Held  that  the  action,  so  far  as  it  went,  was  a  proper 
action,  and  there  was  not  such  utter  failure  to  prosecute  within  the  two 
years  as  would  warrant  a  Judgment  forfeiting  rights.    ExparU  Todd,  217. 
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ABANDONED  AND  REJECTED  FILES. 

1.  Pbtition  to  Inspect  the  Abandoned  Cases  in  the  Patent  Office — Bulb 

179.— VVbere  petitioners  requested  that  an  order  be  issued  permittiDg  them  to 
inspect  the  abandoned  cases  in  the  Patent  Office  in  order  to  protect  their 
client  from  unnecessary  expense  and  suit  for  alleg^  infringement  of  certain 
LHt^ors  P:itent.  <&c.,  Held  that  the  petition  must  be  denied,  although,  if  the 
petit! onerH  shall  make  request  for  certified  copies  of  one  or  more  abandoned 
applicatiouR,  accompanied  by  a  reasonable  suggestion  of  their  necessity  for 
purposes  of  evidence,  the  request  will  be  granted  under  authority  conferred 
upon  the  Commissioner  by  Knle  179.    Ex  parte  Fowler  and  F&toler^  209. 

2.  Same.— The  case  of  The  United  States  ex,  rel  Anthony  Pollok  v.  Hall,  Commieeioner 

of  Patents  (48  O.  G.,  1263,  anU  582),  distinguished  from  the  case  at  bar.  The 
question  before  the  court  in  the  case  cited  was  whether  a  copy  of  a  certain 
specified  abandoned  application  which  had  been^  asked  for  should  be  furnished 
by  the  Commissioner,  and  it  is  believed  that  the  conrt  did  not  intend  to  de- 
cide or  to  lay  down  a  doctrine  which  would  involve  the  logical  necessity  of 
deciding  that  a  petition  like  the  present  should  be  granted.    Id,  \ 

3.  Inventions  Reprbsentbd  in  the  Abandoned  Applications  of  the  Patent 

Office  not  Conceded  to  be  the  Property  of  the  Public — Revised 
Statutes,  Section  4894.— It  is  not  to  be  conceded  that  the  Inventions  rep- 
resented in  the  abandoned  applications  of  the  Patent  Office  are  the  property 
of  the  public.  Until  the  invention  has  been  two  years  in  public  use  or  on 
sale  the  inventor  has  lost  no  part  of  his  inchoate  property  in  his  invention, 
either  through  failure  to  complete  his  application  or  to  prosecute  his  completed 
application  within  the  period  of  two  years  prescribed  by  the  Revised  Stat- 
utes, section  4894.    Id, 

4.  Copies  of  Abani^oned  or  Rejected  Applications.— Whenever  a  reasonable 

suggestion  of  its  necessity  for  the  purposes  of  evidence  is  made  by  the  per- 
son requesting  it,  the  Commissioner  of  Patents  can  not  lawfdlly  refase  to  fur- 
nish a  certified  copy  of  an  abandoned  or  rejected  application  for  a  patent. 
The  right  to  be  furnished  such  a  copy  is  given  to  the  public  by  statute,  and 
the  refusal  thereof  entitles  the  applicant  to  the  writ  of  mandamiM  against  the 
Commissioner  to  compel  a  compliance  with  such  request.  *  United  States  ex 
rel  Polhk  v.  Hallj  Commissioner  of  Patents^  582. 

5.  Same — Mandamus  to  Obtain. — An  attorney  at  law  who  has  requested  such  a 

copy  in  behalf  of  his  client  and  been  refused  has  such  an  interest  in  the  sub- 
ject-matter as  entitles  him  to  commence  proceedings  in  his  own  name  as- 
relator  for  the  writ  of  mandami^s,    "Id, 

ABANDONED  CLAIMS.    See  Abandoned  Applioatians,  1;  PriarUy  of  Invention^  6. 

ABANDONMENT.  See  Assignees,  1. 
.Intention  Shown  but  not  Claimed.— A  patentee  who  shows  but  does  not  claim 
a  certain  invention  which  is  distinct  and  separate  from  that  claimed  in  his 
prior  patent,  and  which  could  not  have  been  prosecuted  in  that  applica- 
tion and  ought  not  to  have  been  shown  in  such  patent,  does  not  necessarily 
dedicate  such  unclaimed  invention  to  the  public.    Ex  parte  Johnston,  1%. 

ABANDONMENT  OF  AN  INVENTION.     See  Abandoned  Applications,  4. 

ACCESS  TO  ABANDONED  OR  REJECTED  FILES.    See  Abandoned  and  Sheeted 
Files, 

AFFIDAVITS.    See  Interference,  21,  22. 

AFFIDAVITS  UNDER  RULE  75.    See  Priority  of  InvenHon,  9. 

AGENTS.     See  Service  of  Process. 

AGGREGATION.    See  Appeal  to  Examiners-in- Chief,  2;  Combinations;  Invention,  20. 
1.  Combination— CoACTiON.— A  claim  consisting  of  a  number  of  elements  which 
do  not  coact  to  produce  a  new  and  useful  result  is  a  mere  aggregation  and 
not  a  patentable  combination.    *Brinkerhoff  v.  Aloe,  281. 
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AGGREGATION— Continued. 
2.  8A.1CB— BsTTKR  RESULTS  NOT  PROOF  OF  INVENTION.— Where  several  old  ele- 
ments are  so  combined  as  to  produce  a  better  instrument  than  was  formerly 
in  use,  but  eaefa  of  the  old  elements  does  only  what  it  formerly  did  in  the 
instrument  from  which  it  was  borrowed  and  in  the  old  way,  Held  that  the 
combination  is  not  a  patentable  one.    */d. 

AMENDED  BILL.    See  SuiUfor  InfHngement  3. 

AMENDMENTS.  See  Abandoned  JpplicatioMy  5;  Claims,  2;  CoHgtruciion  of  Claims, 
5y  6;  Conetruetion  of  SpemfioatUme  and  Patents,  2;  Infringement^  6;  Interfere 
01100,  3,  20;  lAmitation  Imposed  by  the  Patent  Offioe;  Motion  to  Dissohe  Intrr- 
ferenee,  4 ;  Oath ;  Withdrawal  of  Cases  from  Issue, 

1.  Amendment  Refused. — Applicant  proposes  to  amend  his  claim  so  as  to  limit 

his  invention  to  a  metallic  diaphragm,  and  each  amendment  has  been  refused 
admission.    Ex  parte  Oray,  91. 

2.  RiOHT  TO  Abixnd  Lost.— When  the  OflBce  has  called  the  attention  of  an  appli- 

cant to  the  right  to  cover  in  his  claim  certain  specific  matter  and  advised 
him  to  amend  accordingly,  and  the  applicant,  declining  to  do  so,  enters  into 
an  interference  contest  upon  the  broad  issue,  in  which  he  is  finally  defeated, 
he  cannot,  after  acquiescing  for  a  long  period  in  sach  award  of  priority  and 
waiting  nearly  ten  years  after  filing  his  application,  retnrn  to  the  Office  for 
the  purpose  of  proposing  the  amendment  suggested  by  the  Office  and  declined 
by  him,  and  which,  if  admitted,  wonld  result  in  a  new  interference.    Id, 

3.  Decisions  on  Issue  in  Interference  Conclusive.— The  tribunals  adjudi- 

cating the  interference  discussed  and  considered  the  specific  invention  and 
intimated  that  a  motion  to  dissolve  and  re-form  the  issue  would  be  enter- 
tained ;  but  applicant  declined  to  avail  himself  of  the  suggested  remedy^ 
Beld  that  the  decisions,  involving  the  very  question  presented  in  the  amend- 
ment now  insisted  upon,  are  final  and  conclusive  upon  Gray's  right  to  claim 
the  subject-matter  presented  in  the  proposed  amendment.    Id. 

4.  Amendments  Touching  the  Merits  under  Rule  fir^.— When  an  amendment 

tonching  the  merits  is  presented  nearly  two  years  after  the  case  is  in  condi- 
tion for  appeal  to  the  £xaminers-in-Chief,  and  no  showing  or  attempt  at  any 
showing  whatever  is  made  why  the  amendment  was  not  presented  earlier,  a 
petition  that  the  case  be  reopened  and  that  applicant  be  heard  upon  the 
amendment  must  be  denied.  Ex  parte  Cordrey,  171. 
6.  Requirement  of  Amendment  as  Condition  Precedent  to  Examination.— 
No  requirement  of  amendment  insisted  upon  as  a  condition  precedent  to  fur- 
ther examination  can  be  either  legal  or  permissible  which  tends  in  the 
minutest  degree  to  prevent  the  applicant  from  obtaining  a  full  investigatioD 
of  his  rights  on  appeal.     Ex  parte  Rogers,  2lit7, 

AMENDMENTS  OF  EQUITY  PLEADINGS.    See  Practice  in  the  CourU. 

ANALOGOUS  DEVICES.  See  Construction  of  Claims,  6;  Ir^ringement,  1, 2, 4, 17, 18, 19, 
•21,  2a ;  Particular  Patents,  20,  37,  39,  51,  74,  82. 

ANTICIPATION.    See  Construction  of  Specifications  and  PaUnts,  1,  9,  10 ;  InvenHon, 

12,  13  'f  Particular  Patents,  9,  18, 29,  31,  36,  45,  47,  61,  62 ;  Public  Use,  3, 4. 

Material  not  Essential. — Where  an  element  of  a  claim  does  not  depend  for  its 

novelty  in  the  material  of  which  it  is  made  it  will  be  anticipated  by  a  like 

element  in  a  like  instrument  of  different  material.    *  Brinkerhof  -v.  Aloe,  281. 

APPEALS.  See  Commissioner  of  Patents;  Dirision  of  Application,  1;  Examiners;  In- 
terference, 8,  9,  10  ;  Motion  to  Dissolve  Interference,  8 ;  Rehearing  21. 

APPEAL  TO  THE  COMMISSIONER. 
1.  Appeals  to  Commissioner  and  Examinrrs-in-Chibf,  RespkctivelV.— There 
is  no  rule  or  requirement  that  an  appeal  which,  though  made  because  relat- 
ing to  form,  involves  the  absolute  merits  of  a  claim  shall  be  taken  to  the 
Commissioner  merely  to  save  applicant  the  appeal  fee.     If  applicant  be  put  to 
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APPEAL  TO  THE  COMMISSIONER— Continned. 

the  trooble  ftnd  expense  of  a  secood  appeal  after  the  reqniremeut  of  diTisiwi 
baa  been  complied  with  and  the  application  has  reached  the  stage  for  full  con- 
sideration npon  its  entire  merits,  the  fault  is  with  applicant  who  has  pre- 
sented his  application  under  such  conditions  rather  than  due  to  the  Office  or 
its  practice.    Ex  parte  Carter^  100. 

2.  Appeals  from  £xaminerb-in- Chief  in  brriRFERBircB  Ca8b»— STATxmarr 

OF  Reasons  of  Appeal— Rule  147  Construed.— The  brief  statement  ot 
the  reasons  which  Rule  147  requires  should  accompany  appeals  in  interfer- 
ence cases  is  not  to  be  coDsiderf  d  of  tlie  substance  of  the  appeal  in  any  soeh 
sense  as  that  either  the  omissiuii  of  such  statement  or  the  tilingof  adefeetiTO 
statement  wonld  make  the  appeal  roid,  and  if  such  statement  be  defectiTO 
the  opposite  party  is  entitled  to  a  further  stetement  if  he  desties.  Afnsy  t. 
amUk  and  Egge,  193. 

3.  Sams— Permission  to  Sign  Appeal  nunc  pro  tunc— Rule  18.— Where  it  a|^ 

peaied  that  an  appeal,  taken  under  Rule  147  by  oonnsel  who  had  repeatedly  ap- 
peared in  the  case,  was  taken  in  season  and  with  authority  of  appelUnt,  aad 
the  appeal-fee  had  been  paid  and  accepted  by  the  Office,  such  appeal  was 
not  dismissed  simply  beoanse  the  power  of  attorney  of  said  counsel  had  not 
been  filed,  as  called  for  by  Rule  18,  and  the  attorney  of  reo<vd  was  permitted 
to  sign  the  appeal  imiiic  pro  tune.    Id. 

4.  Power  of  Commissioner  to  Determine  whether  or  not  an  Appeal  is 

Intended  for  Delay.— The  Commibsioner  has  no  power  to  determine  what 
appeals,  seasonably  taken,  are  intended  for  delay.    Id. 

5.  If  onoN  to  Dissolve  jntbrfbrbnce  on  Oround  of  Non-Patentasiutt  mors 

THAN  Twenty  Days  after  Approval  of  Preliminary  STATSMENT.-r-It  is 
no  ground  for  an  appeal  from  a  decision  of  the  Examiner  of  Interferences  re- 
manding sQch  motion,  filed  seasonably  in  view  of  the  showing  made,  to  the 
Primary  Examiner  that  the  reasons  given  in  support  of  the  claim  that  the  in- 
terference issue  is  unpatentable  were  fully  canvassed  by  the  Primary  Exsminor 
before  he  originally  declared  the  interference.  Such  motion  simply  makes  a 
controversy  inUr  parteB  before  the  Examiner  as  to  matter  which  he  had  pre- 
viously considered  in  an  ex  parte  matter.    EeynoUU  v.  Haberman,  195. 

APPEAL  FROM  THE  EXAMINERS-IN-CHIEF.    See  Appeal  to  the  Commieeiomer,  2, 3. 

APPEAL  TO  THE  EXAMINERS-IN-CHIEF.  See  JmendmenUy  4;  Examimation  of 
AppUoathne,  3,  3  ;  Befeeted  Applioaiione. 

1.  Objections  Qoino  to  the  Merits.— When  applicant  daims  the  combination  of  » 

**  stitch-forming  and  cloth-feediug  mechanism ''  in  a  sewiug-machiae  and  '*  an 
aotomatic  expansible  or  yielding  hemmer  and  feller,"  and  the  Examiner 
objects  to  the  claim  for  the  reason  that  the  "  means  for  securing  an  automa- 
tic action  of  the  hemmer  and  feller  ^*  and  **  the  means  for  securing  an  expan- 
sible or  yielding  action  thereof  are  not  stated,  and  the  applicant  insists  that 
his  invention  resides  in  a  combination  of  which  the  peculiar  hemmer  and 
feller  is  an  element,  irrespective  of  the  mere  means  by  which  its  automatic 
action  or  its  expansible  or  yielding  action  is  secured,  HM  that  the  objection 
of  the  Examiner  preseut-s  a  question  of  fact  which  relates  to  ttie  merits,  npon 
which  applicant  has  a  right  of  appeal  to  the  Examiners-in-Chief.  Ex  porta 
Laekog,  181. 

2.  Appeal  from  Action  of  Exaiiinbr— Rule  133.— An  appeal  from  an  aetion  of 

the  Examiner  objecting  to  a  claim  for  an  article  of  manufacture  because  of 
supposed  aggreghtion  goes  to  the  Examiners-in-Chief.    Ex  parte  Baker,  23^ 

3.  Rule  7.5— Appeal  to  Examiners  ix-Chisf.  —The  appeal  from  arejeotion  by  the 

Examiner  because  of  insuflSciency  of  the  oath  required  by  Rule  75  lies  to  the 
Examiners-in-Chief.    Ex  parte  Boyer,  249. 
APPEAL  FROM  THE  EXAMINER  OF  INl'ERFERENCES.    See  Appeal  to  the  Com- 
mieeioner,  5. 
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APPLICATION.    See  Abandoned  Applieation$;  Awiffnee;  1,  '2,  3^;  CohUhuowi  Appliea- 

turn  ;  Imterfarenee,  16,  let ;  Pri&rit^  of  InvenHan,  2 ;  Public  U$e,  2. 
ASSIGNEES.    S^  raliditif  of  PatenU. 
1.  AB6IONBR  or  Unditidbd  Part  or  Invbntiok  within  and  roR  a  Spkcitikd 

PORTIOK  or  TRK  UXITBD  STATES   NOT  AN  ASSIGNEE   ENTITUED   TO  JOIN  IK 

THE  Prosecution  or  an  Application  within  the  Meaning  or  Kule  6.-* 
An  assignee  of  an  noclivided  part  of  an  inv^ention  within  and  thronghoat  a 
s[N!cifted  part  of  the  United  States  is  not  soch  an  assignee  of  au  ^*  ondivided 
part  of  an  in vention  **  as  Rule  6  requires  to  enable  him  to  join  in  the  prosecn- 
tion  of  an  application  which  the  iuyentor  had,  without  consent  of  said  as- 
signee, abandoned  in  a  written  declaration.  £x  parte  FsMton,  223, 
3.  Same — Rdlk  211.~3iich  assignee  does  not  come  within  the  definition  of  an  as- 
signee as  laid  down  in  Role  211,  paragraph  I.  Id. 
3.  Same— Not  Pouct  to  Allow  any  one  but  Assignee  or  Undivided  Part  or 
the  entire  Invention  to  PROSBcots  Application.— it  wonid  not  be  policy 
to  allow  any  one  bnt  an  assignee  who  is  the  owner  of  an  nudivided  part  of  the 
entire  invention  to  ]>ro8ecate  an  application,  owing  to  great  confusion  that 
wonId  necessarily  result.    Id, 

ASSIGNMENT  BY  ATTORNEY  UNDER  POWER  OF  ATTORNEY. 
Conveyancb  or  a  Patent  under  a  Power  or  Attorney.— A  conveyance  exe- 
cuted by  an  attorney  nnder  »  power  of  Attorney  to  nell  for  the  patentees,  for 
them  and  in  their  names,  all  their  right,  title,  and  interest  in  a  patent,  is 
in  law  their  conveyance  and  not  his.  *J7.  Tibbe  <f  Son  Jfaniifaetnring  Com- 
pany V.  Heineken,  47H. 

ASSIGNMENT  OF  VOID  PATENTS. 
Void  Patent  not  Assignable.— As  the  patent  thus  obtained  confers  no  title  or 

right  npon  the  patentee,  a  coart  of  equity  will  not  order  him  to  assign  it.     *  Kennedy 

T.  HoMelton,  349. 

ASSIGNMENTS.     See  Asngnment  by  Attorney  under  Potter  of  Attorney  ;  Eehearing,  6 : 
Trade-MarkSf  21,  !22 ;   Uee  of  Patented  ArthleJiy  1.  2. 

1.   ENrORCEMENT  OE  CONTRACT  UNDER  VOID  PATENT.— A  COUL't  of  chaucery  cau- 

not  decree  specific  performance  of  an  agreement  to  convey  property  which 
has  no  existence,  or  to  which  defendant  has  no  title.       Kennedy  v.  HaseltoUf 
349. 
8.  Same. — A  bill  by  vendee  against  vendor  for  specific  performance,  which  does  not 
show  any  title  in  defendant,  is  bad  on  deninrrer.     *Id. 

3.  Assignment  of  a  Patent  dobs  not  carry  Claims  for  Past  Infringe- 

mbnts  unless  SPECiriCALLY  STATED  THERRiN.^Mere  Intention,  not  signi- 
fied in  an  assignment  of  Letters  Patent,  to  inclnde  therein  claims  for  in- 
fringements previously  committe<1,  will  notsnflSce  to  invest  the  assignee  with 
any  equitable  title  to  those  claims,  and  snch  assignee,  after  bill  filed,  in  a 
suit  for  infringement  brought  by  him,  having  procured  an  assignment  of  said 
claims,  will  not  be  permitted  in  that  snit  to  set  up  by  a  supplemental  bill  this 
post  assignment.    *  Emereon^  Sn^Uk  4*  Co.  (lAmted)  v.  Subbard  ei  si.,  356. 

4.  Condition  in  Assignment.— A  provision  in  an  assignment  of  a  patent,  that 

the  net  profits  arising  from  sales,  royalties,  settlements,  or  other  sonrocs  are 
to  be  divided  between  the  parties  to  the  assignment,  so  as  to  give  the  patentee 
one- fourth  thereof,  does  not  in  any  respect  modify  or  limit  the  absolute  trans- 
fer of  title.    *  Rude  et  al.  v.  Wesooti  et  al.,  543. 

5.  Same.— Nor  does  a  clause  appointing  the  assignees  attorneys  of  the  patentee, 

with  authority  to  use  his  name  whenever  they  deem  proper  in  the  manage- 
ment of  the  business  connected  with  the  ownership  of  the  patent,  restrict  in 
any  way  the  interest  or  power  of  the  assignees.  Snch  a  clause  is  simply  un- 
■leCMMirT.     •«.  Digitized  by  GoOQle 
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ATTORNEYS.  See  Abandoned  and  Rejected  Filesy  '^ ;  Apj^l  to  the  CommieeUmer,  3 ; 
AssignmentSf  5;  AsBignmeni  by  Attorney  nnder  Power  of  Attorney. 
Practicr  of  the  Office  in  Recognizixo  the  Exclusive  Right  or  the  In- 
ventor's Attorney  where  the  Assignee  of  the  Entire  Invention 
Fails  to  Assert  His  Right  under  Rule  5.— Until  an  assignee  of  the 
entire  invention  asserts  his  riglit  to  hold  correspondence  with  the  OflSce  to 
the  excliibion  of  the  inventor,  it  is  the  practice  of  the  Office,  to  be  deviated 
froui  uuly  in  exceptional  canes,  to  recognize  a  correspoodiuKiy  esclasive  right 
on  (he  part  of  the  attoruey  of  the  inventor.     Ex  parte  Baker ,  232. 

ATTORNEY  OF  ASSIGNEE.    See  AHomeye. 

BAR  TO  PATENT.    See  Abandoned  Applioatione,  2;  PHblie  Uee,  2;  Rduanng,  16; 
If eeer cation  Clause, 

BILL  IN  EQUITY.    See  Trade  Marks,  17. 

BILL  OF  REVIEW.    See  Decree,  1. 

BURDEN  OF  PROOF.    See  Interference,  14,  15,  17. 

CAVEATS.    See  Rehearing,  16;  Treaty  for  the  Protection  of  Jnduetrial  Property. 

1.  Practice  of  Withholding  Notice  to  Caveators  until  Question  of  Pat- 

entability is  Settled.— Decision  in  ex  parte  Kenney  (C.  D.,  18t>9, 97)  consid- 
ered and  modified  and  the  following  practice  directed:  Whenever  an  appli- 
cation is  filed  showing  snbject-matter  interfering  with  any  pending  caveat, 
the  notice  which  the  statnte  provides  sliall  be  sent  to  the  caveator  should  be 
sent  at  once  and  not  delayed  until  the  invention  shall  have  been  favorably 
passed  upon  and  the  application  found  to  be  ready  for  allowance.  Ex  parte 
Ward,  104. 

2.  Rights  of  Caveator. — The  statute  confers  no  rights  upon  the  caveator,  nor 

does  it  give  hiui  any  status  in  the  Office  as  an  applicant.  It  extends,  as  mat- 
ter of  grace,  to  him  the  right  tx>  be  notified  of  the  pendency  ol  an  application 
relating  to  the  subject-matter  of  his  caveat.  It  is  not  intended  that  he  shall 
have  the  benefit  of  an  examination  of  his  caveat  before  he  |ias  filed  an  appli- 
cation, which  substantially  results  when  the  notice  is  withheld  until  the 
patentability  of  the  invention  of  another  applicant  is  determined.  Id. 
X  Rights  of  Applicant.— An  applicant  who  has/ completed  his  invention  and 
diligently  and  successfully  prosecuted  his  application  fdr  patent  ought  not 
to  be  delayed  in  the  issuance  of  his  patent  by  a  caveator  who  is  under  no 
obligation  to  be  diligent  or  to  file  his  application  for  patent.    Id. 

4.  How  FAR  A  Caveat  may  be  used  as  Evidence  of  Invention  in  an  Intbr- 

fekence  Proceeding.— The  statute  authorizing  the  tiling  of  a  caveat  does 
not  intend  to  confer  upon  the  caveator  any  right  as  an  inventor,  nor  to  save 
him  from  the  efiect  of  negligence  or  give  him  any  advantage  over  any  other 
inventor  who  has  conceived  the  invention  and  prosecuted  his  application 
with  diligence.  The  statute  authorizing  a  caveat  does  not  compel  a  caveator 
to  file  any  application.  It  is  not  intended  as  a  stimulus  to  prod  and  drive 
him  to  perfect  his  invention ;  nor  is  it  intended  to  extend  the  time  in  any 
manner  within  which  he  may  complete  the  invention,  but  it  simply  provides, 
as  matter  bt'  grace,  that  the  caveator  shall  be  notified  of  the  filing  of  any  ap- 
plication which  comes  into  the  Office  within  a  year  covering  the  sabject- 
ma'tter  of  his  caveat.    Elgee  v.  MilUr,  108. 

5.  Samjs.— The  filing  of  a  caveat  does  not  give  to  the  caveator  the  standing  of  an 

applicant  with  respect  to  what  is  called  *' Constructive  Reduction  to  Prac- 
tice.*" The  caveat  is  a  proceOnre  kei»t  in  the  secret  archives  of  the  Office, 
and  in  itself  contains  no  declaration  or»purpose  on  the  part  of  the  caveator 
that  he  will  ever  complete  or  finish  his  invention  or  give  it  to  the  world. 
The  statnte  does  not  contemplate  that  a  caveator  shall  stand  as  an  obstruc- 
tion to  the  diligent  efforts  of  other  inventors  in  the  same  field  of  art.     Id. 
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CERTIFIED  COPIES  AS  EVIDENCE. 

SXLEYANCY  OF  CBRTiriBD  COPT  OF  OkIOIMAL  PaTBNT  A8  EvIDBXOB— RbI88UK.— 

Where  the  complaint  averred  that,  on  the  surrender  of  the  original  patent,  a 
new  patent  was  issned  to  th^  patentee  for  the  same  invention,  for  the  residne 
of  the  term  then  unexpired  for  which  the  original  patent  was  granted,  and 
the  deffudant  in  his  answer  denied  each  and  every,  all  and  singular,  the 
allegations  contained  in  the  complaint,  Held  that  a  duly -certified  copy  of 
the  orij^inal  patent  was  relevant  evidence  npon  the  question  whether  the  re- 
issue wan  for  the  same  invention  as  the  original,  and  that  the  issue  was  suf- 
ficiently raised  by  such  averment  aud  denial.  ^Oregon  Improtemeni  Company 
V.  Kxeelnor  Coal  Company,  668. 

CHANGE  OF  MATERIAL.    See  Aniieipation;  Coiutruetion  of  8peeifioation$  and  Pat- 
entf,  1. 

CHANGE  OF  PROCESS.    See  Fariienlar  Pafentt,  47,  67. 

CHANGE  OF  STRUCTURE.  See  Con$trueHoH  of  Claim$,  6;  Infringement,  5,  7,  8,  9, 
12,  13,  17,  18,  11),  21;  Inveniian,  6,  7,  20,  22;  Partioular  PatenU,  51,  82. 
iNVRiiiOBMBMT— CuANGB  OF  LOCATION  OF  Parts.— A  ohauge  in  the  position  of  a 
part  of  a  machine  will  not  avoid  iufrin;;'iment  where  the  pare  transposed 
continues  to  perform  the  same  function  as  before.  (Citing  Adame  v.  Jfans- 
faetnring  Company,  3  Banning  dt  A.,  1.)  *Scklichi  ^  Field  Company  v.  Chicago 
Semng  Machine  Company  el  ah,  374. 

CIRCUIT  COURTS.    See  Jnriediotion,  I. 

CITIZENSHIP. 
Yauditt  of  Patknt— Oatd  ar  to  Citizbxship.— Tt  is  not  a  valid  defense  to  a 
suit  for  the  infriugeuient  of  Letters  Patent  granted  under  the  Revised  Stat- 
utes that  the  patentee  iu  his  application  therefor  ma<le  oath  that  he  was  a 
citizen  of  tht)  Uuite*!  States  when  he  was  not,  such  miMstatemeut  as  to  his 
citizenship  having  been  made  innov^ently  through  mistake,  without  any  im- 
proper design  whatever.    ^Tondenr  v.  Chamber$^  ;)64. 

CHLAIMS.  S'te  AmendmenUy  1,  2;  Appeal  to  Examiner e-in-Chiefy  1,  2;  Divieion  of  Ap- 
plioation  ;  Jieii>9iie9,  3. 
1.  Provincb  of  Claims. — It  is  the  province  of  claims  to  relegate  to  tlie  specifica- 
tion the  enumeration  of  such  details  of  oonstruotiou  as  shall  be  Ibuml  upon 
examination  to  be  immaterial  to  the  true  Mcope  of  the  actual  invention.  The 
object  of  enumerating  these  parts  is  to  enable  persons  sicilled  in  the  art  to 
practice  the  invention  in  the  form  set  out  in  the  patent^  but  not  to  so  limit 
the  claim  of  the  iuvontor  as  to  make  it  the  easy  prey  of  the  infringer.  Ex 
parte  Laskfy^  181. 
3.  Pbtitio^  fkom  Action  of  Examixbr  DBCLiNtNO  to  Coxsidbr  Clalms  on 
THEIR  MiSRiTS— Rkviskd  Statutbs,  Sbction  4893.— Where  the  Examiner 
declined  to  consitler  tbe  merits  of  certain  deliuitely  stated  claims  for  an 
article  of  manufacture  for  tbe  reason  that,  in  bis  opinion,  said  claims  failed 
to  point  out  any  qualities  in  the  thing  claimed  which  coulfl  legitimately  be 
considered  in  connection  with  the  parentubilityof  an  article  of  manufacture, 
a  petition  on  behalf  of  applicant  praying  that  the  Examiner  be  <lirected  to 
make  tbe  examination  required  by  tbe  statute,  allowing  or  rejecting  said 
claims,  was  granted.     Ex  parte  Uogtrs,  227. 

COMBINATIONS.  See  Appeal  to  ExamiuerH-in-Chief,  1;  Con$tr notion  of  SpecificationB 
and  Patents,  11;  JHrision  of  Application;  Infringement,  2, .3, 4,  5,6,9,10.12, 
i:),  14, 16, 17,20;  Inrention,  7,  14,  20;  Invention  De$cribedbut  not  Claimed,  2; 
Joindtr  of  Invention  ;  Reistrnts,  5. 
1.  Sbcond  Claim  is  am. Aogkegatiox  and  Void.— The  second  claim  of  tb«^Brink- 
erhoft'  patent  covers  a  slotted  tube  having  an  incline  and  a  slide.  Held  tbat 
the  incline  acted  precisely  as  it  did  when  placed  iu  the  forward  end  of  a  slot- 
ted tube  not  provideil  with  a  slide,  aud  tbat  therefore  the  claim  covered  an 
aggregation  only  and  was  void.    ^Brinkerhoffr,  Aloe,  281. 
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I 
COMBINATIONS-^ontiiiued.  I 

2.  CovsTRUcnox  of  Patkntb— Combinations.— In  cases  where  nope  of  the  ele-  i 

mento  of  a  cooibination  are  new  or  are  claimed  separately  and  there  are  other 
similar  kindred  combinations  in  nse,  the  evident  tendency  of  late  deeisfona 
IS  to  limit  the  patentee  to  the  particular  form  of  the  variood  elements  oom- 
posing  the  combination  shown  by  his  drawings.  *  Hnae  Safeijf  Boiler  Com- 
pany V.  Smith  Feed  Water  Healer  aiut  Purifier  Company,  499. 

3.  Samb— Validity. —If  the  claim  in  Letters  Patent  No.  304,195,  granted  Angnst 

26, 1884,  to  Hermann  Heine,  were  to  receive  a  broader  const  motion,  it  is  by  no 
means  certain  that  it  is  valid  and  ought  to<be  snst-ained,  iu  view  of  the  state 
of  the  art  when  the  patent  isiiued.     **/(!. 

4.  Combinations— Patbntabilitt.— The  rearrangemeht  of  an  old  combination, 

when  each  element  operates  practically  an  before,  is  not  patentable  unless  a 
new  or  greatly-improved  result  is  obtained.  *  Coneolidated  Roller  Mill  Coai- 
pafty  V.  Coombe,  526. 

COMMISSIONER  OF  PATENTS.  See  Abandoned  and  Rrjtcied  Filee,  2,  4;  Appeal 
to  the  Commisaionfr ;  Interference,  7,  8,  9,  10,  11 ;  Limitation  of  Cnited  Slatte 
Patente  bj/  Fortif/n  Patente  PrerioiiHly  Granted,  4 ;  Motion  to  DiMeolve  Interfereneef 
8;  Practice  in  the  Patent  Office,  1,  2;  Priority  of  Jnvtntionf  4,  5;  Rehearing, 
(},  7,  H,  10,  13,  14,  17;  Reiesuee,  4;  Rejected  Jpplivatione, 
Duties  of  the  Commissionbr  Defined— Which  ark  Subject  to  Review.— 
The  duties  of  the  Coiumiiisloner  of  Patents  are  in  part  administrative  and  in 
part  of  a  judicial  nature.  In  the  dischiirge  of  tlie  latter  dntii^s  hu  acts  as  the 
direct  representative  and  agent  of  tht^  law,  subject  to  no  appeal  excepting  to 
the  tribunals  expressly  designated  by  statute.  The  ruie  limiting  the  right 
of  an  administrative  officer  to  review  his  predecessor's  decision  to  the  three 
cases  specified  may  bu  applicable  to  the  Commissioner  in  his  capacity  as  an 
administrative  officer;  but  it  is  clear  that  it  is  not  binding  upon  tbeCommia- 
sioni^r  in  the  discharge  of  his  judicial  duties.     Daniels  v.  Morgan,  150. 

CONCEITIOX  OF  INVENTION.    See  Abandoned  Applieatiene,  3;   IntfenUon,  16; 
Priority  of  Invention,  7,  b,  9. 

CONSTRUCTION  OF  CLAIMS.    See  Anticipation ;  Infiringement,  3, 5, 6, 7, 8, 11, 13, 17. 

1.  Claim  Construed  and  Rkstkictbd. 

The  prior  state  of  the  art  and  the  express  langnage  of  the  specification  in 
Lettera  Patent  No.  180,r^57  combine  to  restrict  the  second  claim  to  the  nae  of 
a  stencil  made  by  the  electric  pen.     "  Ediion  et  ah  y.  Klaber,  4d4. 

2.  Constructiox  of  Claims.— Claims  of  patents  shunld  receiye  such  interpretation 

as  will  enlarge  or  restrict  them,  so  as  to  cover  the  actual  invention,  when  not 
absolutely  inconsistent  with  the  language  used  by  the  patentee.  (  Winane  t. 
Ihnmead,  15  How.,  330 ;  Van  Martyr  v.  Miller,  15  Bl'atchf.,  562.)  If,  uiwn  the 
one  hand,  the  state  of  the  art  shows  the  invention  to  have  been  a  narrow  ona^ 
a  Sirict  interpretation  will  be  given  the  claims,  (^aas/sotiirtii^  Company  r. 
Ladd,  102  U.  8.,  408.)  And  it  is  of  no  practical  consequence  whether  snoh  wo- 
strictions  aire  imposed  by  the  Patent  Office  or  not.  (  Toepfer  r,  Goeiz,  41  O.  G., 
933;  C.  D.,  18b7,  608.)  If,  upon  the  other  hand,  the  patentee^ has  taken  a 
decided  step  in  advance  of  the  state  of  the  art  at  the  time  bis  applioation 
was  filed,  the  courts  will,  if  possible,  oonstrne  the  langnage  of  his  claim  to 
as  to  give  him  the  full  benefit  of  his  improvement.  {TarHll  y.  BaUrami 
Company,  1  Wall.,  491 ;  Rubber  Co.  y.  Goodyear,  9  Wall.,  7d8.)  *  ConeoUdaUd 
Roller  Mill  Company  v.  Coombe,  526. 

3.  Evi^KOBMENT  OF  ScoPB  OF  Claim.— The  claim  as  allowed  defines  the  patonV 

ee's  invention,  and  it  ought  not  to  be  enlarged  beyond  the  fair  interpretation 
«if  its  terms.  It  would  not  be  Jnstifiable  to  import  into  the  claim  an  elemani 
which  would  operate  t4)  go  enlarge  its  scope  as  to  cover  an  inyention  la  no 
manner  indicated  upon  its  face.  *  Day  y.  The  Fair  Haven  emd  WuhHUMmli- 
way  Company,  647.  ^ 
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•CONSTRUCTION  OF  CLAIMS— Continned. 

4.  COKSTRUCTION  OF  CLAIM— DbYICK  SHOWN  BUT  NOT  CLAIMED.— The  OOUrt  beloW 

haying  decided  where  oertaiu  devices  were  shown  in  the  drawing  of  the  patent 
bat  not  in  terms  referred  to  either  in  the  speoifioation  or  in  the  cUims  as  a  part 
of  the  invention,  nor  in  anyway  alluded  to,  except  incidentally  in  the  specifi- 
cation, that  the  claims  conld  not  be  thereby  limited  by  oonstrnotion  to  make 
sneh  devices  an  essential  feature  of  the  invention,  Held  that  the  construction 
the  conrt  gave  to  the  claims  of  the  patent  as  originally  issned  was  indisputa- 
bly correct.     *  Roemer  v.  Neumann  tt  aL,  604. 

5.  Construction  of  Claim. --W here  a  patentee,  on  the  rejection  of  his  appUoa- 

tioo,  inserts  in  his  specification,  in  conseqnence,  limitations  and  restrictions 
for  the  purpose  of  obtaiuiug  his  patent,  he  cannot,  after  he  has  obtained  it, 
claim  that  it  sliall  be  construed  as  it  would  have  been  construed  if  such  limit- 
ations and  restrictions  were  not  contained  in  it.    *  Roemir  v.  Peddie  et  al.,  686. 

6.  INFRINOKMKNT.— Where  the  complainant  after  the  rejection  of  his  application 

inserted  a  statemeut  in  his  speoiiication  to  the  effect  that  in  his  lock-case  he 
dispensed  with  an  extended  l>ottom  plate,  and  in  his  patent  confined  his  claim 
to  a  lock-case  with  sides  notched  near  its  ends  to  receive  and  hold  the  handle- 
rings  of  a  traveling-bag,  and  the  defendants'  lock-case  did  not  have  notches 
in  its  sides,  but  the  notches  were  in  the  sides  of  an  extended  struck-up  bot- 
tom plate,  Eeld  that  there  was  no  infringement.    *  Id. 
CONSTRUCTION  OF  RULES.    See  Abandoned  and  Rejeaied  FiUe,  1, 2 ;  Appeal  to  ike 
Commieeumerf  2,  3;  Appeal  to  the  Examinere'in'Chieff  2,  3;  Aeeigneee,  1,  2; 
Croee-Re/erencee;  Examination  of  Applicatione,  l)  Interferenoej  7,8,9, 14, 17,20, 
21, 22 ;  MoUon  to  Diewlve  IntorfereHoe,  1, 2, 4, 6, 7, 8;  Oath;  Particular  PatenU, 
21,  22 ;  PnoHty  of  Invention^  3;  RehoaHng,  13,  18;  Withdrawal  of  Caem  from 
leeue,  1,2, 
<;ONSTRUCTION  OF  SPECIFICATIONS  AND  PATENTS.    See  Affffregation;  Aeeign^ 
I  metitofVoid  Patonte;  Change  of  StrnctHre;  Citizenehip;  Combinatione ;  Conetruo- 

Hon  of  Claime;  Dieelaimere,  1 ;  Infringement,  2,  3,  4,  6,  6,  7,  8,  U.  12,  13, 16, 
17,21,22;  Invention;  Intention  Deeerihed  but  not  Claimed;  Joint  Invention ; 
Umiiation  Impoeed  hy  the  Patent  Ofiee;  Umitation  of  United  Statee  Patenie 
I  by  Foreign  Patents  Previouely  (iranted;  Methanieal  Skill;  Oath  ofApplica/ntf^; 

Particular  Patente  ;  Patent  ft ;  PMic  V$e;  Rfieenen, 

I  1.  Matbrialnot  EssEN'TiAL.^The  slide  employed  in  the  Brinkerhoff  instrument 

and  covered,  broadly,  by  the  first  claim  of  the  patent  is  made  of  metal.    The 

patent  makes  no  mention  of  any  novelty  existing  in  the  material  of  which 

the  slido  is  composed.     Held  that  the  claim  is  anticipated  by  a  glass  slide  in  a 

similar  instrument.    *  Brinkerhoff  v.  Aloe,  2Hl. 

I  ^,  Limitation  Imposed  uy  Patrnt  Officb.— The  intimation  in  iiargent  v.  EaU 

I  (114  (J.  S.,  :{8;  C.  D.  Ir^,  251)  that  the  limitations  introtlnced  into  anappli- 

I  cation  after  it  wan  persistently  rejected  must  be  strictly  constrned  against 

j  the  inventor  and  in  favor  of  the  public,  and  looked  upon  as  iu  the  nature  of 

I  disclaimers,  means  no  more  than  that  when  under  the  state  of  the  art  and  the 

I  action  of  the  Office  a  patentee  of  a  combination  has  modified  and  limited  his 

I  claim  he  shall  be  held  strictly  to  the  combination  as  he  has  described  it.*  It 

does  not  debar  the  patentee  from  the  benefit  of  the  doc.trine  of  equivalents. 

*RodebaHgh  et  al.  v.  Jaokeon  et  al,,  435. 

I  X  Schilunger— CONCRSTE  PAVBMRNTS^RBissnB.— Reissucil  Letters  Patent  No. 

I  4,364,  granted  May  2,  1871,  to  John  J.  Schillinger,  for  an  improvement  in 

I  concrete  pavements,  as  it  stood  after  the  filing  of  the  disclaimer  (March  1, 

I  1875),  was  not  open  to  the  objection  that  it  was  not  for  the  same  invention  as 

that  of  the  original  Patent  No.  105,599,  dated  Jnly  19, 1870.    •Hwrlbmt  y. 

JSdkillinger  et.  aL,  4^,  o 


710  INDEX. 

CONSTRUCTION  OF  SPECIFICATIONS  AND  PATENTS— Cod  tinned. 

4.  Samb— Invention  Construed.— Thus  sustained  and  construed  the  inyention  is 

held  to  consist  in  dividing  the  pavement  into  blocks,  so  that  one  block  can  be 
removed  and  repaired  without  Injury  to  the  rest  of  the  pavement,  the  di vir- 
ion being  effected  by  either  a  permanent  or  a  temporary  interpositioQ  of 
something  between  the  blocks.    */d. 

5.  Infbinoemekt. — ^The  use  of  a  bottom  layer  of  coarse  cement,  and  placing  on  it » 

course  of.  fine  cement,  and  dividing  the  upper  course  into  blocks  by  a  trowel 
run  partially  or  wholly  throngh  the  apper  ounrse  while  it  is  plastic,  in  a  line 
coincident  with  the  Joints  between  the  sections  in  the  lower  layer,  aocom* 
plishesthe  substantial  results  of  Sch i Hi nger's  invention,  in  sabstantially  the 
way  devised  by  him,  and  is  within  the  patent  as  it  stands  after  the  disclaimer. 
*ld, 

6.  DiBCLiaMBR— Infringement.— The  patent  might  be  held  to  be  invalid  on  ac- 

count of  its  covering  the  prodoct,  of  which  the  patentee  is  not  the  inventor, 
and  which  is  a  material  and  substantial  part  of  the  thing  parented  (R.  8. 
4920;)  but  regarding  this  as  claimed  through  inadvertence,  accident,  or  mis- 
take, without  any  willful  default  or  intent  to  defraud  or  mislead  the  public, 
the  patentee  may  file  a  disclaimer  to  the  second  claim  now,  and  thereupon 
liave  a  decree  for  the  infringement  of  the  first  claim,  without  ci«sta.  *Hake 
v.  Bratpn  eL  al.,  470. 

7.  Description. — The  description  in  the  specification  of  the  patent,  which,  itsbonld 

be  remembered,  is  addressed  to  persons  skilled  in  the  particular  art  to  which 
the  invention  relates,  is  snfflcientiy  explicit  to  enable  a  person  skilled  in  the 
art  to  practice  the  invention.     ^Am  Ende  v.  Seabury  ^'  Johnson,  485. 

8.  Matters  of  Common  Knowledge  of  which  the  C^urt  will  take  Judicial 

Notice. — The  Court  will  take  judicial  notice  of  matters  of  common  knowl- 
edge, such  as  a  strap  used  by  the  driver  at  the  front  of  an  omnibus  to  open 
and  close  the  rear  door,  devices  for  opening  or  closing  valves  at  a  distanoe  in 
steam  and  hydraulic  apparatus,  and  devices  used  at  railway  switches  for 
opening  and  closing  the  rails.    ^Aron  v.  The  Manhattan  Railway  Company,  650. 

9.  Sawyer  and  Man— Claim  Void— Anticipation.— Such  a  claim  is  void  for  want 

of  novelty,  in  view  of  the  fact  that  wood  charcoal  had  previously  been  used 
for  electric  lighting  in  incandescent  lamps.  'The  Consolidated  Eleotne  lAght 
Company  v.  MeKeespori  Light  Company,  637. 

10.  Same— Amendment  to  Application. — The  original  application  of  Sawyer  and 

Man,  filed  January  9,  1880,  for  a  patont  for  improvements  in  incandescing 
electric  lamps,  was  evidently  intended  to  secure  only  the  arched  form  of  the 
carbon  humor;  but  in  18S5,  after  Edison's  inventions  had  been  published  to 
the  world,  the  purpose  of  the  application  was  changed  to  secure  the  use  of 
all  carbons  made  of  tibrous  material.  Held  that  such  a  change  was  not  Justifi- 
able and  the  claim  based  thereon  is  void.    *  Jd. 

11.  Disclaimer— Combination.— A  patentee  will  not  be  permitted  to  say  that  cer- 

tain specified  elements  of  his  combination  claim  are  not  essential  to  the  com- 
bination. *  Watson  V.  The  Cincinnati,  IndidnapoliSf  St  Louis  f  Chicago  BatU 
way  Company,  677. 

CONSTRUCTION  OF  STATUTES.  See  Abandoned  Applications,  5;  Ahand4med  amd 
Refected  Files,  3 ;  Claims  ;  Copyrights ;  Interference,  9 ;  Limitation  of  United 
States  Patents  by  Foreign  Patents  Previously  Granted;  Marking  Goods,  **  Patent 
Applied  for";  Gath  of  Applicant,  1 ;  Patents,^',  Publicnse,  1,3,4;  SuUsinEquUy 
for  a  Patent  under  section  4915,  Revised  Statutes  ;  Trade-Marks  i2U,  'ilZ,  24. 

CONTEMPT  OF  COURT.    See  Motion  for  Attachment  for  C^fff^f-  GoOqIc 
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CONTINUOUS  APPLICATION. 
Continuing  Applications. — A  second  application  cannot  legally  be  cou«idered  a 

continuati<¥i  of  a  first  or  earlier  application  by  the  same  inventor  nnlesa  it 

contains  the  »ame invention,    Qreen  v.  Hall  et  a/.,  110. 
CONTRACTS.    See  Aangnment^,  1 ;  Eeheanng,  6. 
COPIES  OF  ABANDONED  OR  REJECTED  FILES.    See  Abandoned  and  Rejected 

FiUe,  2, 4,  5. 
COPYRIGHTS.    See  JurUdiotion,  1. 

1.  Copyright. — Althongh  there  can  be  no  copyright  in  the  opinions  of  jodges* 

or  in  the  work  done  by  them  in  their  oflicial  capacity  as  Judges,  yet  there  is 
no  ground  of  pnldic  policy  on  which  it  reporter  who  prepares  a  volame  of 
law  reports,  of  the  character  of  those  in  this  case,  can,  in  the  absence  of  a 
prohibitory  statate,  be  debarred  from  obtaining  a  copyright  for  the  volume, 
which  will  cover  tlie  mutter  which  is  the  result  of  bis  intellectual  labor. 
'Callagkanetal,  v.  Myertj  304. 

2.  Same^Rights  op  Reporter  of  Decisions  Thereto.— Even  though  a  re- 

porter may  be  a  sworn  public  officer,  appointed  by  the  authority  of  the  gov. 
emment  which  creates  the  court  of  which  he  is  made  the  reporter,  and  even 
though  be  may  be  paid  a  fixed  salary  for  his  labors,  yet,  in  the  absence  of 
any  inhibition  forbidding  him  to  take  a  copyright  for  that  which  is  the  law- 
ful subject  of  copyright  in  him,  or  reserving  a  copyright  to  the  government 
as  the  assignee  of  his  work,  be  is  not  rlepriveil  of  the  privilege  of  taking  out 
a  copyright,  which  would  otherwise  exist.  *Id, 
'A.  Copyright— Section  4963  Construed— Penalty.— The  language  of  section 
496:),  Revised  Statutes^  providing  a  penalty  fur  falsely  marking  articles 
''Copyrighted,'' is  not  ''for  each  copy,"  and  while  it  maybe  true  that  if 
upon  different  days,  under  different  circumstances,  separate  copies  are 
printed,  each  transaction  thus  separate  would  constitute  a  separate  offense, 
yet  when  the  printing  of  many  copies  is  a  single  continuous  act  only  one 
offense  is  committed  thereby.  *  Taft  v.  The  Stephens  fAthograpking  and 
Engraving  Company,  488. 

4.  Same— Same- Articles  not  Copyrightable.— The  law  is  clear  that  no  offense 

is  committed  when  the  word  '*  Copyrighted"  is  placed  upon  an  article  that 
is  not  the  subject-matter  of  copyright — that  cannot  be  copyrighted.    */d. 

5.  Demurrer. — It  being  alleged  in  the  petiti6n  that  the  print  is  not  the  subject  of 

copyright,  the  demurrer  sustained.    •  Id. 

CORPORATIONS.    See  Damages  and  Profits,  7.    Service  of  Process. 

CORRECTION  OF  DEFECTIVE  PATENT.    See  Defective  PaUntSy  3,  4,  5, 

COURT  OF  CHANCERY.    See  Asnignmeuts,  1. 

CROSS-REFERENCES.     See  Rfferenoe  to  Another  Pending  Application. 

What  is  Scfficie.nt  Cross  Rkkerencr  Under  Rule  43.— A  cross- reference 
which  refers  b}'  serial  numbers  only  to  applications  which  may  never  mature 
into  patents  is  not  sufficient  and  not  in  compliance  with  Rule  43.  Cross-ref- 
erences must  be  of  such  nature  that  they  will  impart  a  more  or  less  definite 
conception  of  their  scope.  It  cannot  be  assumed  that  all  applicatious  will 
mature  into  patents,  nor  can  it  be  permissible  that  they  shall  refer  for  pur- 
poses of  construction  or  interpretation  to  instruroente  to  which  the  pnblic 
has  no  access.     Ex  parte  Everitt,  '^13. 

DAMAGES  AND  PROFITS.  See  Licensees ;  Master's  Report;  Measure  of  Damages ; 
Suits  for  Infringement;  Use  of  Patented  Articles. 
1.  Defective  Patents— What  Profits  to  be  Accounted  for.- In  this  instance 
there  can  be  no  accounting  for  profits  earned  subsequently  to  the  suit,  which 
was  not  tenable  at  the  date  of  Its  commencement.  _  *  Marsh  et  al.^v.  Niohoht 
Shepherd  if-  Company,  26:1  ^ 
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DAMAGES  AND  PROFlTS-ContiDned. 

2.  Mbasurk  of  DA3CAGE8.~It  is  a  i^eneral  rnle  in  patent  causes  that  established 
license-fees  are  the  best  measare  of  dainafl^  that  can  be  need.  In  this  case 
the  master  excladed  certain  license-fees  as  the  basis  of  compnting  daaiagos 
on  the  ground  that  they  were  practically  settlements  of  pending  litigations 
between  the  complainants  and  the  parties  ts king  said  licenses,  made  with  one 
exception  after  the  commencement  and  daring  the  pendency  of  this  suit. 
Held  that  those  licenses  were  in  fall  operation  when  the  defendants  elected 
to  resume  their  infringing  manufacture ;  that  they  are  competent  evidence 
as  bearing  upon  the  fair  market  value  of  the  privilege  which  the  infringers 
have  wrongfully  undertaken  to  exercise,  and  that  the  defendants  took  the 
risk  of  being  compelled  to  pay  damages  on  the  basis  of  the  rate  of  license 
thus  established.  '^Ckirjf  et  al,  v.  The  Lovell  Mann/aciwring  Compong  (I4m- 
iied,)  421. 

:i.  IvrRurGEMBXT— KsTiMATiKO  Damagbs.— The  basis  for  estimating  damages  for 
infringement  should  be  the  amount  of  profit  or  savings  made  by  the  use  of 
the  infringing  device  over  what  could  have  been  made  by  the  use  of  devices 
free  and  open  to  the  public.    *Jfelfiirr«y  st  ol.  v.  Emenow^  441. 

4.  MBASrsB  OF  Dam AOBS~RoTAJLTiB8.-^In  order  that  a  royalty  may  be  accepted 

as  a  measure  of  damages  against  an  infringer  who  is  a  stranger  to  the  license 
establishing  it,  it  most  be  paid  or  seenred  before  the  infringement  complained 
of;  it  must  be  paid  by  such  a  namber  of  persons  as  to  indicate  a  general  ac- 
qniescence  in  its  reasonableness  by  those  who  have  occasion  to  use  the  inven- 
tion, and  it  mast  be  uniform  at  the  places  where  the  licenses  are  issued. 
*£iid0  s<  al.  V.  Weeteott  e<  ah,  543. 

5.  Same—Proof  of  Dam agb8.-«- Where  complainants  have  failed  to  establish  a  roy- 

alty as  measure  of  damages,  and  no  evidence  of  the  value  of  the  invention  to 
defendants  is  adduced,  except  the  conjectural  estimates  of  witnesses  who  had 
no  practical  knowledge  of  the  subject,  a  decree  for  any  thing  more  than  nomi- 
nal damages  cannot  be  sustained.    */d. 

6.  iNFRiNOBMBZfT— Accounting.— Under  section  4921  of  the  Revised  Statutes,  where 

a  decree  is  given  in  a  suit  in  equity  restraining  the  infringement  of  a  right 
secured  by  patent,  the  court  may  also  decree  a  recovery  of  the  profits  arising 
firom  such  infringement  and  the  damages  the  plaintiff  has  sustained  thereby. 
^Ahbeetine  Tiling  and  Manu/aoturing-C&mpany  v.  Mepp  ei  al.,  622. 

7.  Municipal  Corporation— Infringrment  of  Patent.-— Where  the  oounoit  of 

Portland  authorizes  a  contractor  to  lay  a  sewer  in  one  of  its  streets  in  pnrsa- 
ance  of  a  power  contained  in  its  act  of  incorporation,  and  in  so  doing  the 
contractor  infringes  upon  the  patent  of  another  for  making  sewer-pipe,  the 
act  being  a  corporate  one  for  the  benefit  of  the  corporation,  it  is  liable  for 
such  infringment  the  same  as  a  private  corporation  or  person.    */if. 

DATE  OF  DEFECTIVE  PATENT.     See  De/eoHve  Patents,  4.  5. 

DATE  OF  FILING  APPLICATIONS.    See  Interference,  20. 

DECREE. 

1.  Practick  in  thk  Courts.— The  facts  are  set  forth  in  the  statement.    TheCoart 

held  that  the  whole  basis  and  foundation  of  the  present  suit  had  disappeared 
by  reason  of  its  decree  in  a  former  case,  and  that  the  cause  should  be  remanded 
to  the  circuit  court  with  instrnctious  to  allow  the  appellant,defendant  below, 
to  file  such  supplemental  bill  as  he  may  be  advised,  in  the  nature  of  a  bill 
of  review,  or  for  the  purpose  of  suspending  or  avoiding  the  decree,  upon  the 
new  matter  arising  from  th<)  reversal  of  the  decree  in  the  former  case.  *B€U* 
lard  v.  Searh,  428. 

2.  Infrinobment.— To  Justify  a  decree  ft>r  infringement  actnal  proof  must  be  pre- 

sented of  the  defendant's  illegal  acts.  It  will  not  do  to  substitute  therefor 
suspicion  and  conjecture.     *  fVinne  v.  Bedell,  QW.  "  ~         O 

DICATION  TO  THE  PUBLIC.     See  Abandonment 
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DEFECTIVE  PATENTS.    See  Damages  and  Profits,  I;  Patents,  2. 
1.  Statbmbnt— Patent  DEFicnyB  by  Reason  or  the  Omission  of  thb  Sio- 

NATUBB  of  thb   SbCRBTAET  OF  THB    IlfTBBIOB— PbOCBEDINOS  AGAIMST.— 

Tbe  patent  bad  not  at  the  date  of  the  salt  been  eigned  by  the  Acting  Secre- 
tary of  th^  Interior,  bnt  was  sabsequently  signed  by  him.  The  circnit  court 
dismissefl  tbe  bill.  Complainant  took  an  appeal  in  1885  to  this  Conrt.  In 
1887  Congress  passed  an  act  for  relief  of  patentees,  making  tbe  patent  legal, 
Tslid,  complete,  and  operative  from  its  original  date,  December  *Z8,  1880. 
ffeldf  while  a  patent  of  the  United  States  can  be  attacked  for  defects  upon 
its  face  only  by  regnlar  proceedings  instituted  for  that  parpose,  and  is  not 
open  to  collateral  attack,  except  where  specially  provided  by  statnte,  this 
rnle  applies  only  to  such  patents  as  have  been  in  fact  executed  under  proper 
authority,  and  does  not  apply  to  any  others.  *  Marsh  et  al,  t.  NkhoUf  Shep- 
herd 4-  Co.,  263. 
*Z.  Samb^Ckbtaik  Defects  Specified.— Thus  it  may  be  shown  that  the  patent 
was  never  executed  by  the  person  whose  name  appears  on  it,  or  that  it  was 
wrongly  dated,  or  was  never  signed  by  tbe  person  who  appeared  to  haye 
signed  it,  or  was  signed  after  the  official  was  oat  of  office.    "Id, 

3.  DBFEcnvB  Gbant  mat  bb  Correctbd  by  Existing  Officbbs  of  the  De- 

partment.— Such  grants,  if  defective  from  insufficient  execution,  may  be 
corrected  subsequently,  upon  application  to  the  proper  Department;  but  the 
correction  must  be  made  by  the  existing  officers  of  the  Department.    *Id. 

4.  Samb—Bot  Date  of  Correction  bbc^oxes  the  True  Date  of  Patent.— 

The  correction  by  the  sauie  Acting  Secretary  of  the  Interior  i^  sufficient,  the 
Commissioner  of  Patents  remaining  the  same  at  tbe  date  of  the  correction, 
which  is  the  true  date  of  the  patent.    *Id. 

5.  Date  of  Correction  may  bk  Established  by  Proo»*.— In  this  instance  the 

actual  date  of  correction,  being  more  than  six  months  after  the  date  written 

in  the  patent,  may  be  shown  by  proof.    *Id, 
DEFECTIVE  SPECIFICATION.    See  Particular  Patents,  83. 
DEFECTS.    See  Interference,  1.  2. 
DEFENSE.    See  Citizenship;  Joint  Invention,  1;  Practice  in  the  Courts,  2;  Suits  for 

Infringement,  2. 

DELAY.  See  Abandoned  Applications,  I ;  Amendments,  2,  3,  4 ;  Appeal  to  the  Commis- 
sioner, 4;  Priority  of  Invention,  2,  6;  Reissues,  8;  Rehearing,  2,  9, 11,  12. 

DELAY  IN  BRINGING  SUIT. 
IVFBINOEMENT— Delay  in  Bringing  Suit.— While  there  was  such  delay  in  bring- 
ing suit  as  to  preclude  recovery  of  damages  for  prior  infringement,  there  was 
neither  conduct  nor  negligence  which  could  be  held  to  destroy  the  right  to 
prevention  of  further  injury.      Menendez  el  aL  v.  Bolt  et  aL,  344. 

DEMUBRER.     See  Assignments,  2 ;  Copyrights,  5. 

DESCRIPTION.  See  Claims,  1 ;  Construction  of  Claims,  G ;  Construction  of  Speotfica- 
tions  and  Pafentn,  2, 7 ;  Motion  to  Dissolve  Interference,  6  ;  Particular  Patents,  5 ; 
Priority  of  Intention ^  I ;  Reference  to  Another  PeniHntj  Application, 

DESIGNS.    See  Trade-Marks,  3. 

1.  Letters  Patent  as  Prui a  Facie  Evidence.— The  rule  is  well  settled  that  tbe 

production  of  Letters  Patent  for  a  Deaign  establishes  a  prima  fade  right  in 
the  patentee  which  can  only  be  defeated  by  proofs  which  are  of  convincing 
force.       Untermeyer  v.  Freund  et  al,,  424. 

2.  Design  Patents  as  Distinguished  from  Patents  kor  Inventions. — ^The  y 

validity  of  a  patent  for  a  Design  does  not  depend  upon  the  exercise  of  the 
'Mnventive  faculty  of  the  mind 'Mu  the  sense  in  which  that  expression  is 
used  iti  connection  with  inventions  which  relate  otrictly  to  the  nseful  arts. 
•Id. 
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DESIGNS— Continued. 
3.  Designs  Analogous  to  Coptrights.— The  policy  which  protects  a  Design  is 
akiD  to  that  which  protects  the  works  of  an  artist  by  copyright.  If  the 
Desij^u  procluce  a  different  impression  upon  the  eye,  even  though  it  be  simple, 
and  does  not  show  wide  departure  from  other  desi$;us,  its  use  will  be  pro- 
tected.    */d. 

DEVICE  SHOWN  BUT  NOT  CLAIMED.    See  Invention  Described  but  not  Claimed. 

DILIGENCE.     See  Abandoned  Applica'ion9f  i ;  Interference,  li ;  Friorityof  Intemtion^Z. 

DISCLAIMERS.    See  Construction  of  Specifications  and  Patents,  2, 3, 5, 6 ;  Infringement, 
7,22 ;  Particular  Patents,  70. 

1.  Dis^CLAiMRK  NO  Rrmedy. — To  disclaim  the  skein  except  for  use  iu  the  process  oi* 

dyeing  would  not  change  tlie  patent  into  one  for  the  process.  The  patent 
for  the  skein  would  still  be  void  and  the  process  of  using  it  be  still  frne  from 
the  patent.     *aranty.  Waller,  476. 

2.  When  may  Disclaimer  be  Filed  in  Couut  afteu  Hkaking  and  Decision  ox 

THE  Merits. — Where  a  case  had  been  heard  uud  decided  upon  its  merits, 
Held  the  plaintiff  could  not  file  a  disclaimer  in  court  or  introduce  new  evi- 
dence upon  that  w  any  other  subject,  except  at  a  rehearing  granted  by 
the  court,  npon  such  terms  as  it  thought  fit  to  impose.  *Roemer  v.  Nestmann 
et  al,  G.'>4. 

3.  Same— Effect  on  Disclaimer  Filed  after  Decision  on  the  Merits  of  not 

Complying  with  Terms  Imposed  as  Condition  Precedent  to  Rbusar- 
ING. — Where  a  formal  petition  for  rehearing;  had  been  filed  to  enable  plaintiff 
to  avail  himself  of  a  disclaimer  filed  after  decision  on  the  meritsand  the  peti- 
tion had  been  granted  conditionally,  Held  that  the  terms  imposed  as  a  condi- 
tion precedent  to  the  rehearing  not  havin<^been  complied  with  the  disclaimer 
was  not  in  the  case.  '/rf. 
DIVISION  OF  APPLICATION.  See  Appeal  to  the  CommisHoner,  I ;  Joinder  of  In- 
vention; Process;  Separate  Patents. 

1.  Jurisdiction  op  Examiners  in-Chief  in  Cases  Involving  MERiTs.—One  of 

the  claims  in  an  application  has  been  rejected  because  it  covered  an  illegiti- 
mate combination  or  an  aggregation  of  elements.  Applicant  appealed  from 
such  rejection  to  the  Esaminers-in-Cbief.  The  Board  refused  to  take  jaris- 
dictiou  of  the  appeal  and  remanded  the  case  to  the  Primary  Examiner  for  re- 
consideration and  such  action  as  would  dispose  of  the  n»eritsof  all  the  claims 
The  Examiner  referred  the  case  to  the  Commissioner  for  instructions.  When- 
ever a  claim  for  an  illegitimate  c  imbination  is  presented  in  an  applicatiou 
which  also  contains  claims  for  different  elements  constituting  distinct  and 
separate  inventions  which  ought  not  to  be  rlaimed  iu  the  same  application^ 
a  vital  objection  as  to  form  is  presenteil,  and  the  claim  may  be  rejected  for 
the  purpose  of  enabling  the  Office  to  require  division.  Such  a  rejection, 
though  relating  to  form,  involves  merits,  and  au  appeal  therefrom  should  lie 
to  the  Examiners-in-Chief.     Ex  parte  Carter,  100. 

2.  KEASONb  lOK  Rrquihing  DIVISION.— Division  must  be  required  for  two  rea- 

sons:/r«f,  because  the  distinct  subjects  of  invention  ought  not  to  be  em- 
braced in  one  application  ;  ftecond,  because  the  applicant  has  not  the  right  by 
aggregating  claims  to  any  number  of  distinct  inventions  under  a  false  claim 
to  a  combination  to  force  the  Office  to  examine  and  act  ni>on  his  several  in- 
ventions.   Id. 

3.  Division— Process  and  Product— Re-examination  of  Ex  parte  Blytuk, 

(C.  D.J  1«85,  85.)— While  there  is  no  express  provision  of  the  statute  limit- 
ing or  'ontrolling  the  discretion  of  the  Commissioner  iu  embracing  more  than 
one  invention  in  the  same  Letters  Patent,  and  the  courts  would  not  for  that 
reason  declare  such  a  patent  void,  the  statute  does  prohibit  the  introduction 
into  reissue  patents  of  new  matter  or  other  invention  than  that  covered  by 
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DIVISION  OF  APPLICATION— Continued. 

the  original  patent.  The  Snpreine  Court  has  held  that  under  this  prohibi- 
tion no  new  matter  could  be  introduced;  that. process  and  apparatus  are 
separate  and  distinct  inventions^  and  that  when  a  patent  for  one  has  issued, 
althonj^h  the  other  was  distinctly  shown,  &  reissue  'for  both  could  not  be 
uiaiatained.  (Burr  v.  Duryee,  1  Wall.,  TiHl  ;  Jamts  v.  Campbell,  104  U.  S.,  356; 
Powder  Co.  v.  Powder  JForke,  98  U.  S.,  126 ;  ffeald  v.  Eice,  104  U.  S.,  737.)  Ex 
parte  Tainter,  133. 

4.  Same. — The  opposite  conclusion  has  been  reached  in  regard  to  process  and  prod- 

uct when  both  were  new  and  the  process  could  produce  no  other  product 
and  the  product  could  be  made  by  no  other  process.  This  conclusion  is  based 
upon  the  premise  that  such  process  and  product  contribute  one  single  inven- 
tion. It  muHt  be  deemed  settled  by  the  highest  authority  that  such  processes 
and  products  are  not  separate  and  distinct  but  unitary  inventions,  and  that 
the  process  and  product  may  be  regarded  and  claimed  as  parts  of  such  in- 
vention, much  as  difterent  elements  in  a  combination  may  be  separately 
claimed.  This  coaclusiou  fiuds  satisfactory  support  in  the  uature  of  the  in- 
vention itself,  as  well  as  in  the  character  of  legal  propt)rty  residing  in  it.   Id» 

5.  Samk. — This  conclusion  excludes  all  other  cases  of  process  and  product,  such  as 

when  cither  process  or  product  is  not  new,  or  when  the  product  can  be  made 
by  some  other  proce^^s  or  the  process  will  (produce  some  other  product.     Id, 

6.  Samk. — ^The  novelty  of  the  table  in  the  present  case  doubted,but  not  determined ; 

but  the  novelty  and  patentability  of  the  pfocess  denied.  The  question  of 
divisiou  in  such  case,  being  a  preliminary  one,  roust  be  settled  first,  and  con- 
sequently the  action  of  the  Examiner  in  requiring  division  is  affirmed  for  this 
reason,  and  not  upon  the  general  proposition.     Id. 

7.  pATKxrs  UPON  Divided  AppucATioxs— Void  PROCK8S.— Under  Rule  41,  Rules 

of  Practice  of  the  P.itenfOltice,  as  interpreted  by  ex  parte  Blythe  (30  O.  Q., 
i:m;  C.  D.  1885,  82),  and  ex  parte  Herr  (41  O.  G.,  463;  C.  D.  1887,  105),  two 
patents  in  which  the  description  was  substantially  the  same,  No.  34^,072  for 
a  composition  for  transfer  surfaces  for  producing  copies  of  type-writing,  and 
No.  34H,073,  for  a  process  of  reproducing  surfaces  tor  type-writing  and  mani- 
folding, were  obtained  with  a  single  claim  on  each,  instead  of  one  patent 
with  two  different  claims,  each  embodying  one  of  the  above  inventions. 
Suit  for  infringement  was  instituted  upon  Patent  No.  348,073  alone.  Held 
that  the  claim  of  this  ))ateut  covering;  the  mere  taking  of  a  coloring-sub- 
stnuce  already  known  and  applying  it  to  paper  did  not  involve  invention, 
and  in  view  of  the  state  of  the  art  the  patent  is  void.  *  Ufiderwood  et  al,  y.  GW' 
her  it  aly  519. 

8.  Division—Process  and  Apparatus. — Division  of  an  application  should  not 

be  demanded  unless  there  is  in  the  given  case  such  a  total  want  of  interde- 
pendence between  the  two  matters  claimed  as  would  render  therm  absolutely 
independent  and  distinct  inventions.     Ex  parte  MoAtakan,  169. 

9.  Same. — When  the  a)>paratus  cannot  operate  for  any  other  purpose  than  to  carry 

out  the  process,  and  the  process  can  be  carried  out  only  by  a  machine  oper- 
ated substantially  npon  the  principle  of  that  shown  by  the  applicant,  divis- 
ion should  not  be  required.    Id, 

10.  Same.— In  such  case  there  is  no  reason  for  requiring  a  division  upon  the  ground 

that  the  examination  of  the  Office  would  be  facilitat'Od,  because  the  field  of 
search  iw  precisely  the  same  whether  the  application  is  divided  or  not.  Id, 
DRAWINGS.  See  Combinations^  2;  Construotion  of  ClaimSj  4  ;  Motion  to  Dissolve  Cnter- 
ference,  6;  Priority  of  Invention,  3,  8 ;  Reissuee,  6. 
1.  Alterations  of  Drawings.— When  a  Ogure  is  added  to  an  original  drawing  on 
file  in  the  Office,  without  direction  or  permission  of  the  Office,  it  must  be 
erased  or  canceled,  even  though  it  has  been  added  in  good  faith.  Ex  parte 
Cordreu.  171. 
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DRAWINGS— Continued. 

2.  CORRBSPONDRMCS  BBTWRBN  LrTTRRINO  OF  DRAWIXOS  AJSD  RrFRRRNCR  THRRR- 

TO  IN  Drscription.— It  oRunot  be  recoRnized  u  g^ood  pnMtioe  to  refer  in 
the  description  of  a  process  for  which  a  patent  is  sought  to  a  very  few  of  the 
letters  upon  the  drawings  which  illostrate  a  complicated  machine  for  carrj- 
ing  ont  that  process.  The  lettering  of  the  drawings  should  correspond  to  the 
referen?es  contained  in  the  descriptive  portion  of  the  specification.  BatpwU 
Borafeldt,  199. 

3.  Addition  or  Figurrb  to  Drawings— New  Mattrr— Tlie  unauthorised  addi- 

tion of  new  figures  to  the  drawings  is  a  Yiolation  of  the  rules.  The  question 
of  new  matter  involves  the  merits  and  is  appealable  to  the  Examiners-in- 
Chief.    ^paritf  Burt,  251. 

DUTY  OF  COMMISSIONER  OF  PATENTS.    See  CommtMufHer  of  PaUnt$. 

DUTY  OF  EXAMINERS.    See  Examination  of  Applieati&n,  2. 

ENLARGEMENT  OF  CLAIMS.    See  ParHeular  Patent;  41. 4ii, 54, 59 ;  JMmii«. 

EMPLOYER  AND  EMPLOY^. 

Employer  and  Employ^.— The  relation  of  employer  andemploy^  cannot  be  estab- 
lished where  it  appears  that  one  party  received  no  pay  what-ever  for  hi^  aenr- 
ices,  and  that  it  was  not  pretended  there  was  any  promise  of  payment  on 
the  part  of  the  other  or  expectation  of  payment  on  the  part  of  the  former, 
although  it  appears  that  tliere  were  frequent  interchanges  of  courtesies  be- 
tween the  parties  and  ^*  iu  this  int'Crchauge  of  courtesies  that  honors  wero 
easy."     Wherry  v.  Heck,  801. 

EQUITAiiLE  RIGHTS.  See  Kektanng,  6. 

EQUIVALENTS.    See  CoMtrnoiion  of  SpeeiftcaHonM  and  PatwU,  2;  Infiringemeni,  %4 
6,7,8;  Particular  PatenU,  15,7:1. 

ERROR.     See  Priority  of  Inventum,  3.4,5. 

ESTOPPEL.    See  SuiUfor  Infnngement,  2. 

EVIDENCE.    See  Certified  Copies  ae  Evidence;   Damagei  and  Profits,^;  Iheigne,  I; 
Infringement^  15 ;  Teetimony  before  Examiner, 
EviDBNCB— Tis8T8.-~An«xjM»r/0test  mode  by  the  defendant  and  a  defective  test 
made  by  the  complainant  Held  to  be  entitled  to  no  weight  iu  evidence.  'Far- 
noline  Chemical  Company  v.  Carolina  Oil  and  Creoeote  Company ^  352. 

EVIDENCE  OF  INVENTION  ABROAD.  See  Invention,  11 ;  PrioHty  of  Invention,  7. 
EviDBNCR  of  Invkntion  IS  FOREIGN  COUNTRY. -^Evidence  of  invention  in  a  for- 
eign cpnntry  cannot  be  received  in  an  interference  proceeding  unless  such 
evidence  is  in  the  form  of  a  publicHtiou  or  patent,  or  is  for  the  purpose  of 
showing  that  some  one  of  the  contestants  is  not  an  original  inventor.  Oresa 
V.  Hall  et^ah,  110. 

EXAMINATION  OF  APPLICATION.    See  JmendmenU  ;  Appeal  to  the  SoMminoreAm- 

chief,  1 ;  Aitorney$,  1 ;  Careato  ;  Claime  ;  Conetmeiien  of  SpeetfteatUmeoMd  Fmi^ 

ent9,  2;    Crou-Rcferenoee ;  DivUion  of  Applicatiene ;  Joinder  of  InoenHom; 

Oath  ;  Priorty  of  Invention ,  9 ;  defected  Application: 

1.  In  wbat  should  Rbjbctiox  Undbr  Rulb  133  Consist.— An  action  by  ibe  Bx- 

amiuor,  which,  if  iucorrec:,  would  entitle  the  applicant  to  an  appeal  upon 

the  merits,  should  consist  in  a  full  rejection,  and  not  merely  in  noting  that 

the  claims  are  objectionable.    Ex  parte  Baker,  232. 

-2.  Duinr  OF  ExAMiNRR  TO  QiVB  INVORMATION  AS  TO  OajRcnoNS.— It  should  never 

•    be  considered  a  work  of  supererogation  on  the  part  of  an  Examiner  to  gtva 

to  an  applicant  such  full  and  complete  information  as  to  objections  as  will 

enable  him  to  Judge  of  the  propriety  of  complying  with  the  demands  of  tha 

Exainiuer  or  of  taking  a  petition  or  appeal.    Ex  parte  Bnrt,  851. 

3,  All  Qubstions  Relatino  to  Patbntability  Should  bb  Actrd  upon  Bbtdbb 

Appbal.— The  Examiner  should  act  with  reference  to  all  questions  whieh 

may  be  raise<l  in  rejection  of  any  or  all  of  the  claims,  so  that  the  ease  asay 
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go  forward  to  the  £z»miner8-in-Chlef  m»  whole^  aod  all  matters  relating  to 
patentability  may  he  determined  by  that  tribunal  in  one  proceeding.    Id. 

EXAMINEEtS.    See  AppetU  to  the  ComminhneTf  5  ;  Appwl  to  the  Sxaminera-in-CIUef, 
2;  3  ClaitHti;  Ezaminatioi^  of  Applications;  InterfereMoOf  7,  8;  Motion  to  JHs- 
Bolve  Interference,  8 ;  Bejooted  AppHcaHons. 
EXAMINBRS. — Complaints  against  Examiners.    Ex  parte  Anderson,  167. 

EXAMINERS-IN-CHIEF.  See  Appeal  to  the  Examinfre-in- Chief  ;  Drawings,  3 ;  Exam- 
ination of  Applioaiion,  3. 

EXAMINER  OP  INTERFERENCES.  See  Appeal  to  the  Comtnissioner,  5 ;  Motion  to 
Dissolve  iHter/erenee,  5. 

EX  PARTE  TESTS.    See  Evidence, 

EXPIRATION  OF  PATENTS.     See  Suits  for  Infringement,  1. 

FOREION  INVENTION.     See  Evidence  of  InveniioH  Abroad. 

FOREIGN  PATENT.  See  Evidence  of  Invention  Abroad;  Limitation  of  United  States 
Patents  by  Foreign  Patents  Previously  Granted  ;  Particular  Patents,  4. 

FOREIGN  PUBLICATION.    See  Evidence  of  Invention  Abroad;  liehearing,  16. 

FORMER  DECISIONS  AFFIRMED.  See  lurenlion,  10;  Particular  Patents,  35;  Re- 
hearing, 4,  b,  6. 

FORMER  DECISIONS  CONSTRUED.    See  Division  of  Application,  li,  A,  5,  6 ;  Priority 
of  Invention,  4,  d. 
Former  Dkcisioxs  Construed.— SmitA^*  Griggs  Manufacturing  Co.  v.  Spragm  and 
City  of  Elizabeth  v.  Pavement  Co.  applied  and  explained.    *  Root  v.  Third 
Avenue  Railroad  Company,  371. 

FRAUD.     See  Rehearing,  2. 

FRAUDULENT  INTENT.    See  Trade-Marks,  25. 

FUNCTION.     See  Change  of  Structure  ;  Process,  2. 

GRANT  OF  PATENT.    So«  Defective  PatenU;  Patents. 

IMPROPERLY  MARKING  GOODS  "PATENTED."  See  CopyHghts,  3.  Marking 
gooils  "Patent  applied  for." 

IMPROVEMENTS.     See  Infringement,  3. 

INFRINGEMENT.  See  AsngninenU,:^;  Change  of  Structure  ;  Construction  of  Claims,  6; 
Construction  of  Specifications  and  Patents;  Damages  and  Profits;  Decree;  In- 
junction,  I,  4  ;  Licenses;  Measure  of  Damages;  Particular  Patents,  2,  7,  12,  17, 
20,  22,  27,  30,  33,  37,  '38,  39,  48,  50,  54,  73,  74,  75;  Rehearing,  20;  Suits  for 
Infringanent ;  Suits  %n  Equity  to  obtain  Patent  under  Section  4915,  Revised 
Statutes;  Trade-Marks,  14,  17;   Use  of  Patented  Inventions. 

1.  Shorby— Machine  for  Forming   Staple  Seams   in   Lbathhr—Infrinob- 

MBNT.— Tbe  iufritigenient  of  tbe  third  claim  oi  Letters  Patent  No.  136,340, 
granted  February  25, 1873,  to  Santnel  W.  Shorey,  for  an  improvement  in  ma- 
chines for  forming  staple-seams  in  leather  by  the  use  of  defendant's  rest  or 
supporter,  which  has  no  incline  or  bevel,  doabtfal.  Motion  for  injanction 
denied.     *  Thompson  et  al.  v.  Rand- Avery  Supply  Company,  370. 

2.  Equivalents. —The  mechanical  devices  need  by  the  defendant  are  known  sub- 

stitntes  or  equivalents  for  those  employed  in  the  Morley  machine  to  effect  the 
same  results,  and  this  is  the  proper  meaning  of  the  term  **  known  equiva- 
lents" in  reference  to  a  pioneer  uiaohitie,  such  as  that  of  Morley.  'Morley 
Setting  Machine  Company  et  al.  Y.Laneaster,  380. 

3.  Improvement  on  Pioneer  Machines.-- Where  an  invention  is  one  of  a  primary 

character  and  the  mechanical  functions  performed  by  the  machines  are  as  a 
whole  entirely  new  all  subsequent  machines  which' employ  substantially  the 
same  means  to  accomplish  the  same  results  are  infringements,  although  the 
subsequent  machines  may  contain  improvements  in  the  separate  mechanisms 
which  go  to  make  up  the  machine.    *Id.  ^  I 
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INFRINGEMENT  -Contiuned. 

4.  Mbciiaxigal  Equivalknt. — Id  such  a  ca^e,  where  an  infringer  has  attempted  to 

avoid  the  pateut  by  the  aso  of  a  well  recognized  mechanical  equivalent,  the 
conrt  18  bound  to  look  to  the  state  of  the  art  at  the  time  the  patent  was  ap* 
plied  for  to  determine  the  limitations  of  the  claim.  *Rodebaugh  et  al.  \r.  Jack' 
Bonet  al,y  435. 

5.  Same— NoN-lNFRiNGEMBN'T.— Where  the  claim  is  limited  to  a  lever  locking  in 

vertical  position,  and  defendants*  lever,  like  a  prior  patented  lever,  locked 
n  a  horizontal  position,  Held  that  the  claim  is  either  anticipated  or  not 
infrin^red.     *Id. 

6.  NoN-Ix?RiNGKMENT. — Where  after  official  rejection  a  patentee's  claim  was  lim- 

ted  to  the  speciKc  device  described,  in  which  the  lever  for  operating  the  dog- 
bar  locked  when  in  vertical  position,  and  the  defendant's  lever  was  so  arranged 
as  not  to  lock  in  that  position,  Held  to  bo  no  infringements  *Rodebaugk  et  aL 
V.  JaokBon  et  al.^  439. 
7  SCHILLINGER— Reishub  4,364— First  Claim.— The  first  claim  of  the  reissne,  as 
it  stands  after  the  disclaimer,  is  infringed,  because  the  defendant's  pavement 
is  a  concrete  pavement,  laid  in  detached  blocks  or  sections,  substantially  in 
the  manner  shown  and  de-scribed  in  the  speciticatiou  of  the  reissue,  the  de- 
tached blocks  in  the  npper  course  being  the  equivalent  of  the  detached  blocks 
or  sections  of  the  Schillinger  pavement.     * Harlbut  v,  SchiUinger  ei  al,,  459. 

8.  Same — Second  Claim.— rThe  second  claim  of  the  reissue  is  infringed,  because  the 

temporary  nse  of  the  trowel  or  cutting-instrument,  to  divide  the  upper  course 
into  blocks,  is  the  equivalent  of  the  tar-paper  of  the  Schillingf^r  patent,  the 
cnttiug  making  a  division  which  controls  the  cracking,  and  facilitates  the 
taking  up  and  relaying  of  the  blocks  or  sections  in  the  upper  course  '*  without 
disturbing  the  adjoining  sections,''  and  the  trowel  being  interposed  to  effect 
its  object  during  the  process  of  forming  the  pavement  on  the  spot  where  it  is 
to  remain.    *Id» 

9.  Infringement—Right  to  Use  and  Improve  a  Patented  Machine.— A  ma- 

chine purcbased  of  the  com  plain  ant,  ^the  patentee,  by  the  employer  of  the 
defendant  %ras  repaired  and  its  constructiou  somewhat  changed  by-the  de- 
fendant in  his  capacity  as  an  employ^  of  the  purchaser.  Held  that  the  pur* 
chaser  was  at  liberty  to  repair  and  improve  it  within  the  limits  of  bis  contract, 
and  that  so  long  as  the  identity  of  the  machine  was  not  destroyed  its  o.wner 
had  the  right  to  discard  useless  parts  and  add  new  ones  which  might  improve 
its  action.     *  Young  et  al,  v.  FoervteTf  483. 

10.  Same— Paktial  Use.— One  who  has  a  license  to  use  the  whole  of  a  machine 

does  not  become  an  infringer  by  the  use  of  a  part  only.    *Id, 

11.  Edison— Patent  No.  180,857  not  Infringed.— As  claim  2  is  construed  it  is 

not  infringed  by  the  defendant's  device.  The  "  cyclostyle"  of  the  defendant 
shows  another  step  in  the  art.  It  isas  much  an  improvement  on  Edison's 
method  as  that  was  an  improvement  on  what  preceded  it.  *  Edison  et  al,  v. 
£:/o6ar,  494. 

12.  Combinations.— Applying  the  rule  that  where  none  of  the  elements  of  a  com- 

bination are  new  or  are  claimed  separately  and  there  are  other  similar 
kindred  combinations  in  use,  the  patentee  is  limited  to  the  particulHr  form 
of  the  various  elements  composing  the  combination  shown  by  his  drawings  to 
Letters  Patent  No.  304,195,  granted  Angnst  26,  1384,  to  Hermann  Heine,  for 
pnritiers  for  the  feed-water  of  steam-boilers,  the  patent  is  not  infringed  by  a 
device  differing  essentislly  therefrom  in  coustrnction.  ^Heine  Safety  Boiler 
Company  v.  Smith  Fted  Water  Heater  and  Purifier  Company,  499, 

13.  Change  of  Form,  but  Producing  Same  Result. — The  combination  covered 

by  the  third  claim  of  plaintiffs'  patent,  which  includes  an  inoliucd  and  retreat* 
ing  anvil  to  sustain  the  wire  of  the  staple  while  being  bent  and  to  support 
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the  staple  while  beiujr  driveu,  is  iufrioji^ed  by  defendaut's  device  haviDg  a 
two-part  anvil,  which,  though  different  in  form,  accomplishes  the  same  re- 
snlt  in  the  same  way.  *  Thompson  et  aL  v.  The  American  Bank  2foU  Company ^ 
553. 

14.  Same. — Tlie  only  ilifiVronco  butween  the  two  gripping  devices  is  that  the  pul- 

leys in  the  (1ef«*o(Iant'H  device  are  connected  with  the  movable  jaw,  while  in 
the  device  of  the  patent  they  are  connected  with  the  fixed  jaw;  and  in  the 
patt'nted  devices  the  movement  of  the  lower  jaw  to  release  the  cable  is  a 
vertical  movement  both  as  respects  the  tixed  jaw  and  the  pulleys,  wliile  in 
the  defendant's  apparatus  the  movement  of  the  lower  jaw  is  a  vertical  move- 
ment as  respects  the  fixed  jaw,  bnt  not  as  respects  the  pulleys.  These  are 
merely  formal  differences.  They  do  not  involve  any  inventive  thought  and 
are  immaterial  as  respects  the  function  and  mode  of  operation  of  the  parts  of 
the  combination.     *Uoot  v.  Third  Avenue  Railroad  Compant/,^^. 

15.  Infkingbmrnt  Conducted  Secretly.— In  a  suit  for  an  alleged  infringement 

conducted  secretly  in  a  manufactory  reliable  evidence  tending  to  show  such 
infiingemeut  nju.st  be  produced.  The  plaintiff  can  not  depend  upon  the 
chance  of  obtaining  evidence  to  support  the  charge  from  the  defendant  and 
his  workmen  or  from  an  inspection  of  his  machinery.  'Dobson  et  al.  ▼. 
Graham^  572. 

16.  INFRIXGEMKXT— Omisskjn  OF  PAKT  OF  A  CoMBiNATio.v.— Defendant's  look  was 

subst^Hifially  identical  with  the  lock  of  the  defendaut  in  Yale  Lock  Co,  ▼. 
lierfcfhire  Nat.  Banky  except  that  in  the  latter  there  was  an  additional  dog 
controlled  by  the  time  mechanism,  which  dog  added  nothing  to  the  efficiency 
or  value  of  the  look.  The  defense  of  .thut  case  was  assume<1  by  a  lock  com* 
pany,  or  its  president,  who  afterwards  became  presideut  of  defeudant,  and 
all  the  questions  presented  here  were  preseuted  in  that  case.  On  the  author* 
ity  of  that  case,  Held  that  defendant's  lock  was  an  infringement.  *Yalef 
Toirne  Manufacturing  Company  et  al.  v.  Consolidated  Time  Lock  Company ,  590, 

17.  Infringement.— Claims  5  and  6  of  the  patent  for  the  annular  clamp  would,  if 

the  patent  were  vali<l,  be  infringed  by  the  mauufactureaud  use  of  a  patented 
app:iratus  with  a  rectangular  carbon  rod  surrounded  by  a  rectangular  clamp. 
*Bruah  et  al.  v.  Condit  et  al.,  0:^7. 

18.  INFKINOE.MKNT.— Suid  patent  Held  to  )>e  infringed  by  chair  manufactured  and 

otl'ercd  for  Kale  by  the  defentlanr,  in  which  chair  were  to  be  found  substan- 
tially the  .same  contrivances  as  those  of  patentee's  chair,  with  a  slight  differ* 
euce  simply  as  to  the  angle  of  elevation  of  the  foot-r*-st  when  turned  rear- 
ward. *  Morrison  et  aL  v.  lite  Canton  Surgical  and  Dental  Chair  Company  et 
al.,  627. 

19.  Same. — Said  patent  Held  to  be  infringed  by  defendant,  who  used  the  same  de* 

vice  with  the  exception  that,  iu^tead  of  using  two  of  these  devices  in  a  86* 
ries,  as  patentee  did,  one  only  is  used,  and  in  place  of  the  other  there  is  nsed 
an  old  contrivance.  Said  Letters  Patent  held  also  to  be  infringed  by  a  chair 
in  which  the  pad  is  exactly  the  same  as  that  of  patentee's  chair.     *Id, 

20.  Infringement  uf  (*o.MRiNATtON.~When  the  same  thing  is  used  inaserios  this 

should  be  considered  as  one  entire  thing  aud  not  a  mere  combination,  and 
therefore  the  appropriation  of  any  one  of  these  thmgs  is  au  infringement  of 
the  wh<de.     */d. 

21.  Nkwbrougii— Dental  Chairs— Infringement. — Letters  Patent  No.  17H,012> 

granted  November  16, 1«75,  to  John  15.  Newbrongh,  lor  imj)rovement  in  dental 
chairs,  Held  not  to  be  infringetl  by  a  device  used  by  the  defendant,  which 
simply  operates  to  regulate  the  tilt  of  the  back  of  the  chair  and  not  Ao  tilt 
the  body  of  the  chair,  which  was  the  object  of  patentee's  invention,  aud 
where  it  uppeniH  that  the  tilting  of  the  back  of  thechair  in  thecwnplainaut's 
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OMe  is  made  by  a  different  apparatps  entirely  from  that  need  by  defendant. 
''Id, 
8S.  Infringbmbnt— Disclaimer.— Where  the  complainant's  door  was  cairied  on 
rods  aod  staples  and  the  defendant's  door  moTed  in  grooTos,  HM  that  even 
if  there  was  no  material  differeaoe  between  the  doors  of  complainant  and 
defendanti  respectively,  there  was  no  infriugement,  for  complainant  had 
in  effect  diHclaimed  defendant's  door.  *Wat$on  v.  The  Cindnmati,  Indian^Lp- 
oUb,  St  Louis  4^  Chicago  Railtpay  Company,  677. 

INJUNCTION.  Seei)0cree,2;  Motion  for  AttaekmevU  for  Contempt ;  SuUm  for  Infriugo- 
ment ;  Trado-MarU,  1, 15,  17.  ' 

1.  Injunction. —Mot ion  for  injunction  to  enjoin  defendants  from  manufaetnring 

waiih-boards  which  infringe  the  patent  to  Gorham  (No.  223,338,  dated  Janu- 
ary 6.  18H0)  granted.  (Sargeut  el  al.  v.  Bargess,  46  O.  6.,  693,  ante,  339,  re- 
ferred to.)    *  Sargeut  et  al,  v.  Jenking  et  ah,  412. 

2.  Prbuminary  In.tunction~Stat  op.~It  is  well  settled  that  while  a  patent  may 

be  adjudged  valid  and  the  defendant  an  infringer  the  award  of  a  prelimi- 
nary injunction  is  purely  a  matter  of  discretion,  and  courts  are  in  the  habit  of 
withholding  it  n[K>n  sn^b  terms  as  to  the  giving  of  a  bond  and  the  like  as 
may  seem  just  and  equitable,  haying  regard  to  the  comparative  injnry  that 
will  result  to  the  parties  by  granting  or  withholding  it.  *Cou$olidat€d  Salter 
Mills  Company  v.  Coombs,  564. 

3.  Injunction  aftkr  Final  Dborek — 8AMR.->The  power  of  the  oonrt  to  stay  an 

Injunction,  even  after  6uai  decree,  not  denied.    *Jd. 

4.  Infbinormknt-^Injunction.— A  preliminary  iignnction  against  the  infri  ge- 

ment  of  a  patent  will  be  denied  where  plaintiff  does  not  show  a  prior  adju- 
dication snstatniug  the  validity  of  the  patent,  or  public  acquiescence  on 
which  a  presumption  of  validity  may  be  based  and  where  it  does  not  clearly 
appear  that  there  is  au  infringement.  *  Raymond  et  ah  v.  Boston  Woven  Hose 
Company,  607. 

INOPERATIVE  PATENTS.    See  Reissues,  4. 

INTERFERENCE.  See  Amendments,  2,  3;  Appeal  to  the  Commissioner,  2,  3,  5;  Cave- 
ats ;  Employer  and  Employ^;  Evidence  of  Invention  abroad;  Motion  to  DiesoUe 
Interference;  Motion  pt  Vacate  Judgment;  Practice  in  the  Patent  Office,  2;  Pri- 
ority of  Invention,ii,  7 ;  Reduction  to  Practice;  Reihearing,!,  2,  3,  4,  5,  6,  7,  8, 
9, 10,  11,  12,  14, 15,  17,  19. 

1.  Dbfbcts  Cured  bt  VERDicr.—It  is  a  fundamental  principle  in  the  oommon 

law  of  pleading  chat  when  there  is  any  defect,  imperfection,  or  omission, 
whether  in  substance  or  form,  which  would  have  been  a  fatal  objection  upon 
demurrer  (motion  to  dissolve  or  re-form),  if  the  issue  joined  be  such  as  neo* 
essarily  required  on  the  trial  proof  of  the  facts  so  defectively  or  imperfectly 
stated  or  omitted,  or  without  which  it  is  not  to  be  presumed  either  that  the 
judge  would  have  directed  the  jury  to  give,  or  the  jury  would  have  given 
the  verdict,  such  defect,  imperfection,  or  omission  is  cured  by  the  verdict. 
Ex  parte  Gray,  91. 

2.  SAiffB. — In  the  matter  of  issues  in  interferences  there  is  no  rule  applicable  except 

that  which  provides  the  motion  to  dissolve.  Clearly,  however,  when  an 
issne  has  received  a  construction  as  to  its  meaning  by  the  court  and  has 
been  tried  under  that  construction  and  the  parties  have  acquiesced  in  it  the 
case  becomes  one  in  which  the  issue  most  be  held  to  be  complete  and  tArsad 
according  to  the  construction  thus  given  it.    Id. 

3.  Adjudication  of  Petitions  to  Reopen  Conclusive  as  to  Proposed  Amend- 

ment.—The  adjudication  of  the  i>etitions  t^  reopen  the  interference  is  con- 
clusive as  to  the  snbject-matter  of  the  pro)>osed_amendment.    Id,_  _ 
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4.  PuRPOSB  OF  Imtbrfsbbncb. — ^An  interference  is  declared  between  an  applicant 

and  a  patentee  for  the  sole  purpose  of  determining  whether  a  patent  shall 
Isene  or  be  refused  to  the  applicant,  and  wben  the  question  is  settled  the  pat* 
entee  has  no  Ihrther  interest  or  concern  in  the  case.  BearMee  v.  Moealeiny 
127. 

5.  Motion  to  Dissolvb  Intbrfsrkncb  upon  the  Groukd  of  Estopprl  bt 

Oath  of  Applicant  to  a  Prruminary  Statement  an]>  by  the  Trsti- 
MONT  OF  HIS  Witnesses  in  a  Previous  Intbrfbrbnce^Whrrein  hb  was 
Onb  of  Two  Joiio*  Appucants.— An  applicant  in  a  pending  interference 
who  claims  to  have  been  the  sole  inventor  is  not  estopped  by  reason  of  his 
oath  in  a  preliminary  statement  in  a- prey  ions  interference,  wherein  he  was 
one  of  two  joint  applicants,  nor  by  the  testimony  of  bis  witnesses  in  that  in- 
terference, from  correcting  an  error,  if  an  error  can  be  shown  to  exist,  as  to 
tbe  date  wben  bis  invention  went  into  public  use,  wben  the  former  statement 
of  applicant  and  testimony  of  bis  witnesses  were  made  with  reference  to  an 
interference  proceeding  in  which  the  question  of  two  years'  prior  public  use 
was  not  directly  in  issue.    Mead  y.  Brown ,  173. 

6.  Same.— In  such  a  case  there  is  no  irregularity  in  declaring  the  pending  interfer- 

ence, and  a  motion  to  dissolye  such  interference  upon  tbe  groond  that  the 
party  claimed  to  be  estopped  has  no  legal  standing  in  the  Office  will  be  de- 
nied.   Id. 

7.  Motion  to  Dismiss  an  Appeal  from  Decision  of  Pbimart  Examines 

GRANnNG  OR  DENYING  A  MOTION  TO  DISSOLVE  AN  INFTBRBBBNCB  ON  THB 

Ground  that  no  Intbrferencb  in  Fact  Exists  undbr  Rule  122.— 
From  a  decision  of  the  Primary  Examiner  granting  or  denying  a  motion  to 
dissolve  an  interference  on  the  ground  that  no  interference  in  fact  exists,  an 
appeal  lies  t6  the  Commissioner  under  the  first  paragraph  of  Bnle  124  with- 
out any  reference  whatever  to  the  reasons  which  the  Examiner  may  give  for 
deciding  the  motion  either  affirmatiyely  or  negatively.  Vom  Wehhaek  v. 
Lungren,  177. 

8.  Samb.~A  motion  to  dismiss  such  appeal  on  the  ground  that  tbe  decision  of  the 

Primary  Examiner  is  affirmative  of  appellant's  right  to  a  patent,  that  the 
law  makes  no  provision  for  appeal  from  such  favorable  decision,  and  that 
the  Commissioner  of  Patents  is  without  Juristiction  of  said  appeal,  must  be 
denied.    Id. 

9.  Jurisdiction  of  the  CQMMiS8iONER.->The  ultimate  authority  under  the  stat- 

ute upon  the  question  whether  an  interference  exists  in  fiust  is  "tbe  opinion 
of  the  Commisioner ''  (Rev.  Stats.,  sec.  4904,)  and  it  is  more  than  doubtful 
whether  a  construction  of  Rule  124  which  would  depriye  the  Commissioner 
of  Jurisdiction  could  possibly  be  a  valid  one.    Id. 

10.  Motion  to  Dissolve— Appeal.— No  appeal  lies  to  tbe  Commissioner  from  a 

decision  upon  a  motion  to  dissolye  except  upon  the  ground  that  there  is  no 
interference  in  fact,  or  that  there  has  been  such  irregularity  in  the  declara- 
tion as  to  preclude  a  proper  determination  of  the  questibn  of  priority. 
Manny  v.  Easlejf  v.  Greenwood,  Jr.t  179. 

U.  Same—Jurisdiction.-- Where  it  appears  upon  the  face  of  the  papers  that  the 
real  ground  of  a  motion  to  dissolye  relates  to  tbe  merits,  the  Commissioner 
will  not  take  jurisdiction  either  by  appeal  or  petition.    Id. 

IS.  Failure  to  Dbclarb  Interference.— The  fact  that  in  such  case  the  Office 
failed  to  declare  an  interference  prior  to  the  issue  of  the  patent  does  not  es- 
tablish the  fact  that  there  is  no  conflict  between  the  application  and  the 
patent.    Beehman  v.  Johnson,  184. 

13.  Same— Declarino  Issue.— When  it  appears  that  one  party  to  an  interference 
cannot  be  allowed  a  method  claim  while  the  other  party  bars  the  way,  the 
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iwne  covering  the  method  practiced  is  properly  declared ,  in  spite  of  minor 
differences  in  the  conflicting  claims.    Beach  v.  Fowler,  187. 

14.  IKTERFKRBNCB  BBTWEBNTWO  APPIICATIONS—BURDBN  OF  PkOOP— RULB  116.— 

Where  one  party  to  an  interference  filed  his  application  in  March,  18d7,  and 
the  other  in  Febrnary,  l»87,  and  the  former  asserted  that  he  communicated 
the  invention  to  the  latter,  and  that  he  (the  Utter)  simply  embodied  as  a  con- 
Rtnictertand  mechanic  the  ideas  conceived  by  the  former  and  described  by 
him  to  the  latter,  and  that  even  if  the  latter  were  an  original  inventor  he 
(the  former)  was  the  first  to  conceive  of  the  snbject-matter  in  interference^ 
and  was  using  dne  diligence  in  reducing  the  invention  to  practice,  while  the 
latter  was  making  the  complete  machine,  it  was  Held  that  the  burden  of 
proof  was  upon  the  former  to  establish  one  of  those  propositions,  under  Rule 
116,  and  that  the  burden  is  dischargeil  by  establishing  a  fair  preponderance 
of  legal  evidence  in  behalf  of  him  upon  whom  the  burden  rests.  Wherry  r. 
Heck,  201. 

15.  Samb— What  Proof  Sufficibnt  to  Prove  OiAoiNALmr  of  Invbntiox. — 

Where  the  senior  party  to  an  interference  directly  and  unqnalifiedly  contra- 
dicts the  claim  of  the  junior  party  that  he  communicated  the  invention  ta 
the  senior  party  and  that  he.  employed  the  senior  party  to  make  a  model  to 
embody  the  ideas  which  he  (the  Jnnior)  communicated,  the  issue  must  be 
found  against  the  jnnior  party  in  spite  of  his  own  testimony  to  the  opposite 
effect,  nnless  there  is  other  testimony  in  the  case  corroborative  of  his  couten- 
tion  and  sufficient  to  tnrn  the  scale.    Id, 

16.  Intbrfbrbnce— Connection  between  an  Earuer  Application  Disclos- 

ing THE  Subject-Matter  Ci^imbd  in  a  Latbr  Application  Involved  in 
Intbrfekknce  Filed  under  another  Name.— Where  it  appeared  that  an 
earlier  application  disclosed  the  subject-matter  claimed  in  a  later  application 
involved  in  interference,  and  the  earlier  application  was  filed  in  a  name  differ- 
ent from  that  under  which  the  later  application  was  filed,  and  the  claim  was 
made  that  both  applications  were  by  the  same  inventor.  Held  the  only  man- 
ner in  which  applicant  could  have  the  benefit  of  the  earlier  application  was 
by  way  of  testimony  in  the  case.     Oliver  v.  Everitt,  21A. 

17.  Same— Burden  of  Proof— Rule  116.— The  object  of  ascertaining  which  of  two 

contesting  applicants  first  disclosed  in  a  completed  application  the  invention 
in  controversy  is  to  determine  not  only  upon  whom  should  rest  the  burden  of 
proof  under  Rule  110,  but  also  in  whose  favor  a  judgment  may  bo  rendered 
upon  the  record,  in  case  the  opposite  party  fail  to  file  a  preliminary  state- 
ment or  such  statement  fail  to  overcome  the  prima  facie  case  made  by  the  re- 
spective dates  of  application.    (Rule  114.)    Id, 

18.  Same— Judgment  on  the  Record.— An  earlier  application,  in  order  to  entitle 

a  junior  p^rty  to  jui]$;ment  on  the  record,  must  be  upon  its  face  an  applica- 
tion in  behalf  of  the  same  person  who  filed  the  application  immediately  in 
interference.    Id. 

19.  Intkrferknce— Examiner  Concluded  by  Judgment  upon  the  Record. — 

Where,  after  a  jnd^j^nient  of  priority  npon  the  record,  applicant  refuded  to 
erase  a  certain  claim  included  in  the  interference,  alleging  as  a  reason  that 
it  embraced  subject-matter  not  disclosed  by  the  other  contestant,  and  no  mo- 
tion to  dissolve  had  been  made  a«  to  snch  claim,  Held  that  it  was  too  late  for 
the  Examiner  to  pass  upon  the  qnestioki  whether  or  not  applicant  should  be 
allowed  the  claim.     Ex  parte  Booth,  *242. 

20.  Motion  to  Change  Date  op  Filing  Complrtkd  Appijcation  to  Date  of 

Filing  AN  Amkxdmknt  Thereto— Rule  116.— Where  a  motion  was  made 
by  one  of  the  parties  to  an  interference  to  change  the  date  of  the  tiling  of  the 
completed  application  of  one  of  the  other  parties  to  the  date  of  the  filing  of 


INDEX.  723 

INTERFERENCE— Continued. 

an  amendment  by  the  latter,  on  the  ground  that  before  the  filing  ot  such 
amendment  the  latter  had  not  clearly  ilhiatrated  and  doRcribed  the  invention 
in  controversy.  If  eld  that  the  motion  must  be  denied,  because  Rule  116  only 
takes  cognizance  of  the  filing  dates  of  completed  applications  and  ignores  the 
dates  of  amendments  altogether.    Steward  v.  EUie  v.  Lee  v.  Howe,  243. 

21.  Rkquest  for  Intkrferencr— Overcoming  Foreign  Patent  as  a  Rbfkr- 

ENCE— Rule  75.— Where  applicant  requested  that  he  be  pat  into  interfer- 
ence with  a  certain  unexpired  domestic  patent  upon  which  be  had  not  been 
rejected  and  it  appeared  that  he  had  been  rejected  upon  a  prior  foreign 
patent  granted  to  the  same  person  for  tho  same  invention  covered  by  the 
domestic  patent,  and  had  filed  an  affidavit  stating  that  the  inv(*ntioa  was 
ma4o  before  the  foreign  patent,  without  reciting  the  facts  upon  which  he  re- 
lied to  prove  that  he  antedated  the  foreign  patent.  Held  that  the  affidavit 
was  not  such  as  was  required  by  Rule  75  to  overcome  the  foreign  reference, 
and  the  request  must  be  denied.    Ex  parte  Botfer,  249. 

22.  Same— Rule  94  (2V  Held,  further,  that  Rule  94  (2)  was  not  applicable  to  such 

a  case.  That  rule  applies  to  a  case  in  which  the  rejection  is  based  upon  the 
very  patent  with  which  the  inteference  is  to  be  had  in  case  asatisfaotory  affi- 
davit is  filed  to  overcome  it  as  a  reference.    Id. 

23.  Patent  Inadvertently  Issued.— A  patent  issued  inadvertently  while  another 

application  for  the  same  Invention  was  pending  is  as  against  such  application 
to  be  treated  for  parposes  of  inteference  as  an  application  still  penAing.     Id. ' 

INTERFERENCE  BETWEEN  A  PATENT  AND  A  PENDING  APPLICATION.  See 
Interference^  12;  Motion  to  Dissolve  Interference,  ),  2,  3. 

INTERNATIONAL  CONVENTION  FOR  THE  PROTECTION  OF  INDUSTRIAL 
PROPERTY.    See  Treaty  for  the  Protection  of  Industrial  Property. 

INVENTION.  Stee  Aggregation ;  Construction  of  Specificatiotis  of  Patent8,2,:i,  A,  5;  Die- 
claimers;  Division  of  AppliCration,  7 ;  Mechanical  Skill ;  Particular  Patents,  10, 
32,  :J8, 43,  57,  5«,  59,  78  ;  Priority  of  Invention,  7 ;  Process,  1,  2,  3. 

1.  Patentability— What  dobs  not  Amount  to  Invention.— A  speculum  consist- 

ing of  a  tube  with  a  slide  and  a  closed  end  was  old.  Held  that  adding  an  in- 
cline to  the  closed  end  to  prevent  the  impaction  of  pile-tumors  did  not  involve 
invention.     *Brinkerhoffv.  Aloe,  281. 

2.  Same— Third  Claim  Void  for  want  of  Invention.— The  third  claim  of  the 

BrinkerhofT  patent  covers  a  speculum  composed  of  a  tube  with  a  closed  end 
and  a  slide  and  having  an  inclirje  at  the  closed  end.  Held  void  for  want  of 
invention.    */</.  , 

3.  Natural  Product  of  Nature  not  Patentable.— A  product  of  natnre,  although 

conceited  to  he  valuable  and  useful,  such  as  fiber  which  is  procured,  derived, 
or  freed  from  a  certain  species  of  pine,  by  means  of  a  new  and  novel  process  for 
which  patent  has  been  granted  to  applicant,  Held  to  be  not  such  a  patenta- 
ble invention  as  is  required  by  the  statute.     Ex  parte  Latimer,  123. 

4.  Same. — The  product  has  not  been  affected,  changed,  or  altered  by  the  process, 

and  whatever  there  is  of  invention  resides  in  or  consists  of  the  process  itself, 
by  which  the  fiber  can  be  taken  from  the  natural  sheath  or  membrane  of  the 
leaf  or  pine-needle  in  which  it  has  been  developed  or  produced  by  the  proc- 
esses of  nature.     Id. 

5.  Sams. — A  contrary  ruling  would  result  in  granting  to  one  inventor  the  exclusive 

use  of  one  species  of. fiber,  and  so  on,  successively,  patents  might  be  obtained 
upon  the  fibers  of  the  various  trees  of  the  forests  and  the  plants  of  the  earth, 
which,  because  being  natural  products,  are  no  more  the  subjects  of  patents 
when  eliminated  from  their  surroundings  than  wheat  which  has  been  cut  by 
some  new  method  of  reaping  can  be  patented  as  wheat  cut  by  such  a  process 
Id.  "^  C>" 
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6.  Anticipation— Equivalent.— When  a  X-lever  had  already  been  uswl  for  oper- 

ating a  saw-mill  do^;,  thero  was  no  inreution  in  the  snbstitntiou  of  ao  eccen- 
trio-lever  which  was  nsed  to  perform  the  same  function  in  a  no  more  effectual 
manner.    ^Rodebauyh  et  al.  v.  Jackson  et  aZ.,  4:35. 

7.  Same — Rearrangkmaxt. — The  rearrangement  of  an  old   combination,  where 

each  element  of  the  combiuariou  operatiio  practically  as  before,  is  not  patent- 
able unlesaa  new  or  greatly-improved  result  is  gained.    *Id. 

8.  Mechanical  Skill.— Thero  was  no  invention  in  providing  a  bearing  surface  (cov> 

ered  by  claim  4)  upon  the  frame  of  a  dash,  to  which  the  foot  of  a  brace  was 
to  be  attached  to  support  The  brace  and  dash,  either  by  an  increase  in  the 
quantity  of  metal  or  otherwise,  so  as  to  strengthen  the  proper  part,  in  a  proper 
way,  for  its  proper  duty.     *  PeitsrB  v.  Han^n  et  «/.,  444. 

9.  Invention— Mkchanic A L  Skill.— Wbeie  it  appears  that  plackets  in  drawers 

have  been  l»onud  in  substantially  the  same  manner  as  the  applicant's  alleged 
invention,  it  is  not  invention  to  extend  that  idea  and  make  the  binding  in- 
elude  the  opening  for  the  wrist  or  neck  or  body  in  a  shirt  or  other  garment, 
or  to  slightly  or  obviously  modify  the  manner  in  which  the  binding  is  turned, 
or  to  omit  a  cord  from  the  binding  which  is  simply  a  strengtbener,  or  to  merely 
prolong  the  binding  itself.    Ex  parte  Westf  167. 

10.  Same— Former  Decisions  Followed.- The  cases  of  Smith  y.  NuskoU  (91  Wall., 

112)  and  HoUiaterv.  Benedict  Manufaoturing  Co,  (113  U.  S.,  59)  followed  in  this 
rcbpect.    Jd. 

11.  Change  of  Mkthod— Process.- A  change  in  the  method  of  making  an  article 

of  manufacture  producing  a  different  and  beneficial  result,  although  the  dif- 
ference consists  only  in  improving  or  cheapening  the  article,  and  the  change 
and  ite  advantages  not  having  been  seen  or  made  by  others  interested  in  see- 
ing and  making  it,  is  sufficient  evidence  of  invention  to  sustain  a  procaaa 
patent.     ^Zinsser  et  aL  v.  Kremer,  515. 

12.  Change  of  Location  of  Parts.- The  defendant's  entire  machine  is  simply  a 

rearrangement  of  the  Gray  combination  for  the  obvious  purpose  of  an  attempt 
to  avoid  hiB  paten  t.  The  resnlt  attained  by  both  combinations  is  the  same.  The 
means  adopted  to  attain  such  result  differ  only  in  the  location  of  tbe  several 
elements  and  such  dependent  differences  as  are  made  necessary  by  such 
change  of  location.    *  Consolidated  Roller  Mill  Company  v.  Coomhe,  526. 

13.  Mechanical  Skill. — Any  differences  in  construction  and  material  between 

the  structure  described  by  the  first  claim  of  the  Hovey  patent  and  the  devices 
covered  by  the  prior  patents  and  used  by  the  Clay  Street  Hill  Road  do  not 
constitute  invention,  but  merely  involve  ordinary  mechanical  skill,  and  are 
not  patentable.  *  National  Cable  Bailway  Company  v.  Mt,  Adams  f  Eden  Park 
Inclined  Railway  Company^  592. 

14.  Invention— Mechanical  Skill.- Where  the  joint  operation  of  mechanical 

parts,  old  in  themselves,  when  combined  is  the  same  as  and  only  that  of  their 
separate  operation  in  the  older  machines,  there  is  no  patentable  combina- 
tion, although  there  may  be  some  convenience  in  bringing  these  parts  to- 
gether and  making  a  more  compact  machine.  Such  change  is  merely  me- 
chanical, and  does  not  rise  into  the  realm  of  invention.  *  Ide  v.  Ball  Engine 
Company,  612. 

15.  Invention— Want  of  Novelty.— Where  it  appeared  that  a  turn-over  seam  was 

an  old  and  well-known  substitute  for  the  ordinary  seam  in  making  garments, 
and  that  such  seam  had  been  nsed  in  hat-sweats,  as  shown  in  a  prior  patent, 
as  a  substitute  for  the  ordinary  seam  and  for  the  purpose  of  protecting  the 
hat  from  the  perspiration,  Held  not  to  be  invention  to  nnite  in  a  hat-sweat 
the  tacking-slip  to  the  leather  band  by* a  torn-over  seam  instead  of  by.  the 
ordinary  seam,  in  which  the  stitches  perforated  the  onter  face  of  tbe  band. 
•  Hat  Siveat  Manufacturing  Company  v.  Davie  Setving  Machine  Company,  644. 
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16.  Right  to  Patent  Rests  on  Means  for  Carrying  Out  the  Conxkption.— 

Although  the  patentee  may  be  entitled  to  the  merit  of  being  the  first  to  con- 
ceive of  the  convenience  and  ntilitj  of  meohanism  for  accomplishing  a  cer- 
tain purpose,  his  right  to  a  patent  mast  rest  npon  the  novelty  of  the  means 
he  has  contrived  to  carry  his  idea  into  practical  operation.  *Aron  v.  The 
ManhattaH  RaxUcay  Company,  650. 

17.  Invention— Substitution. —W^here  the  only  change  involved  is  a  change  of 

material,  accompanied  by  the  expected  skill  of  the  calling  in  effecting  the 
sabstitntiou  and  making  it  efficient,  the  result  is  not  patentable.  Ex  parU 
Odenheimer,  240. 

18.  Mechanical  Skill. — It  does  not  constitute  invention  to  stir  by  a  well  kuowir 

and  simple  mechanical  device  a  liquid  which  had  before  been  stirred  by  hand. 
'Marchand  ▼.  Emken,  674. 

19.  Same. — The  mere  substitution  of  a  re  vol  v  lug  screw,  driven  from  a  power-shaft, 

for  paddles  operated  bj^  hand,  for  stirring  such  liquid,  is  not  patentable.    */<f. 

20.  Aggregation. — An  alleged  combination  which  consists  in  a  mere  aggregation 

of  parts,  each  to  perform  its  separate  and  independent  function  substantially 
in  the  same  manner  as  before  combination  with  the  other  and  without  con* 
tribntlug  to  a  new  and  combined  result,  is  not  patentable.  ^  Watson  v.  The- 
CindHMti,  Indianapolii,  8t,  Louis  4-  Chicago  Railway  Company,  677. 
31.  Mechanical  Skill. — The  mere  application  of  an  old  device  to  another  analo- 
gous use  does  not  constitute  invention .  *Royer  v.  Roth  ei  al,,  6<^. 
22.  Same. — Where  the  screw-shaft  of  a  device  for  imparting  reverse  motion  had 
been  previously  driven  by  two  gears,  one  on  each  end  of  it,  and  applied  to  a 
horisontal  machine,  in  conseqnedoe  of  which  a  spur-gear  was  required,  and 
the  screw-shaft  in  the  patent  was  driven  by  a  belt  and  applied  to  an  upright 
machine,  in  consequence  of  which  a  bevel-gear  was  required.  Held  that  these 
changes  were  such  as  any  skillful  mechanic  could  make.    */(!. 

INVENTION  DESCRIBED  BUT  NOT  CLAIMED.  See  Abandonment;  Conetrvetion 
of  CUUme,  4 ;  Dieelaimer. 
Invention  Dbscbibbd  but  not  Claimed.— While  the  specification  makes  many 
references  to  the  use  of  the  skein  in  the  process  of  dyeing,  which  process  of 
using  might  be  patentable,  it  is  not  covered  by  the  claims,  and  they  rigidly 
control.  ""  Grant  v.  Walter ^  476. 
Infringement. — Where  the  patentee  had  described  a  device  of  a  certain  shape  and 
a  use  to  w))ich  it  might  be  put,  but  did  not  claim  it  in  that  shape,  either 
singly  or  in  combination,  Held  he  could  not  maintain  infringement  against 
one  who  sold  the  device  in  that  particular  form  only  and  who  had  not  adopted 
the  combination  of  the  claim.    *  Winne  v.  Bedell,  690. 

ISSUE  IN  INTERFERENCE.    See  Interference,  13. 

JOINDER  OF  INVENTION. 

1.  Elements  of  the  Same  Machine.— When  one  particular  element  of  a  machine 

is  dependent  upon  and  acts  with  the  other  elements  thereof  to  produce  a  sin- 
gle result,  it  may  be  claimed  in  the  same  application  with  them  without  re- 
gard  to  the  Office  classification.    Ex  parte  Coe,  101. 

2.  Apparatus  ATTACHED.->An  apparatus  attached  to  a  photographeHH  lamp  for 

feeding  a  mngneainm  spray  to  the  tlame  may  be  claimed  in  the  same  applica- 
tion with  other  parts  of  the  lamp.  Ex  parte  JljiHuly,  19-2. 
JOINT  INVENTION. 
1.  Joint  Inventor  Canxot  Impeach  his  Oath  to  Destroy  Anothkh's  Inter- 
est IN  THE  Patent. — A  party  applying  for  a  patent  as  a  joint  invention  of 
himself  and  another  should  be  estopped  ns  sgainHt  a  bona  fide  owner  ot  the 
patent  from  defeatiug  it  by  proof  tending  to  show  that  he  took  a  false  oath 
or  otherwise  impo^d  npon  the  Patent  Office.    Having  given  life  to  the  patent 
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by  one  oath  he  oannot  be  heard  to  destroy  it  by,  another.  *8Miekt  f  FMd 
Company  Y,  CMeago  Sowing  Machine  Company !et  ah,  374. 
3.  JoiMT  Ikventors. — Where  two  parties  work  tof^ether  in  the  making  of  an  in- 
vention, each  making  sagj^tions  to  the  other,  the  invention  covered  by  a 
Joint  patent  will  generally  be  considered  as  the  result  of  their  Joint  eflfortsor 
contributions.    *Id. 

JOINT  INVENTORS.    See  Piiblic  Use,  2. 

JUDGMENT  ON  THE  RECORD.    See  Interferenoe,  18,  19. 

JURISDICTION.    See  Interference,  11 ;  Practice  in  the  Patent  Office,  1 ;  Rehearing,  5, 13 ; 
Service  of  Proceat ;  Trade-Marke,  'J2. 

1.  JuBisoiCTiOK. — ^Thc  circuit  courts  have  Jurisdiction  of  %u\U  brought  to  recover 

penalties  imposed  by  the  copyright  laws  of  the  United  States.  *Tt^ft  v.  Ste- 
phene  Lithographing  and  Engraving  Company,  378. 

2.  Jurisdiction  or  Supremr  Court  of  the  District  of  Columbia.— Where  a 

non-reaident  defendant  corporation  had  appeared  in  a  suit  for  infringement 
of  Letters  Patent,  filed  an  an;iwer,  gone  to  proof,  and  submitted  the  case  for 
final  hearing,  it  was  Beld  the  conrt  had  Jurisdiction  to  entertain  the  snit. 
"* Morrison  et  al.  v.  The  Canton  Surgical  and  Dental  Chair  Company  et  al,  627. 

JURISDICTION  OF  THE  SECRETARY  OP  THE  INTERIOR  OVER  THE  COM- 
MISSIONER  OF  PATENTS.     See  Commxeeioner  of  Patente, 

LABELS.    See  Trade-Marke,  16,  17 ;  Uae  of  Patented  Articles  1. 

LETTERS  PATENTS  ARE  PRIMA  FACIE  EVIDENCE.    See  Deeignte  1. 

LICENSEES.  Suite  for  Infnngement,  2 
License— INFRINQSMENT.— The  defendant  is  a  licensee  of  the  Detroit  Lubricating 
Company  under  a  license  which  is  limited  upon  its  face  to  patents  owned  by 
that  company.  The  Detroit  Lubricating  Company  is  .the  licensee  of  the  com- 
plainant under  a  contract  which  does  not  grant  an  exclusive  license  for  the 
manufacture  or  use  of  the  Gates  patent  owned  by  the  complainant,  and 
which  is  infringed :  Held  that  the  defendant  was  not  protested  by  its  license 
in  the  manufacture  of  articles  under  the  Gates  patent.  *The  Seibert  Cylinder 
Oil  Cup  Company  v.  The  William  Powell  Company,  472. 

LICENSE.    See  Infringement,  10. 

LICENSE  FEES.    See  Damages  and  Profits,  2. 

LIMITATION  IMPOSED  BY  THE  PATENT  OFFICE.  See  Coustruothn  of  CUims,  2, 
5 ;  Construction  of  Specifications  and  Patents,  2 ;  Infringement,  6. 
LiHiTATioN  Imposed  bt  Patent  Office.— Where  a  claim  in  complainants'  appli- 
cation broad  enoughto  cover  the  machine  used  by  defendants  was  rejected 
on  reference  to  a  prior  patent,  and  the  applicant  was  compelled  to  present  a 
new  claim  having  a  limitation  not  found  in  the  claim  first  presented,  the 
new  claim  cannot  be  enlarged  to  cover  what  was  first  rejected.  *Bodd>augk 
et  al,  V.  Jackson  et  al.,  43J. 

LIMITATION  OF  UNITED  STATES  PATENT  BY  FOREIGN  PATENT  PREVI- 
OUSLY GRANTED. 
t.  Term  of  Patent  as  Affected  by  the  Term  of  a  Canadian  Patent. — ^Where 
the  Canadian  statute  under  which  the  extensions  of  the  Canadian  patent 
were  granted  was  in  force  when  the  United  States  patent  was  issued,  and 
also  when  that  patent  was  applied  for,  and  where,  by  the  Canadian  statato, 
the  extension  of  the  patent  for  Canada  was  a  matter  entirely  of  right,  at  the 
option  of  the  patentee,  on  his  payment  6f  a  lequired  fee,  and  where  the  15- 
years'  term  of  the  Canadian  patent  has  been  continuous  and  without  inter- 
ruption, the  United  States  patent  does  not  expire  before  the  end  of  the  15. 
years'  dnration  of  the  Canadian  patent.  *£ate  Refrigerating  Ccmpsmy  v. 
BammvHd  ri  a1.,XW,  ""  "  O" 
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MMITATION  OF  UKITED  STATES  PATENT  BY  FOREIGN,  etc— Continued. 
8.  Term  of  patevt  as  limited  by  the  United  States  Statutes  by  reason 
OP  Foreign  Patent  Previously  Obtained.— Tho  provisions  uf  the  act  of 
1870  and  of  the  Revised  Statutes  meau  that  the  United  States  patent  shall 
not  expire  so  long  as  the  foreign  pateut  continues  to  exist,  not  extending 
beyond  17  .years  from  the  date  of  the  United  States  pateut,  but  shall  con- 
tinue in  force,  though  not  longer  than  17  yoars  from  its  dat«s  w  long  as  the 
foreign  pateut  continues  to  exi^t.  Under  soutiou  4S:i7,  although  the  United 
States  patent  may  on  its  face  run  for  17  years  from  its  date,  it  is  to  be  so 
limited  by  the  courts,  as  a  matter  to  be  adjudicate<l  on  evidence  in  pait^  as 
to  expire  at  the  same  time  with  the  foieign  patent,  not  running  in  any  case 
more  than  17  years ;  bat,  subject  to  the  latter  limitation,  it  is  to  be  in  force 
as  long  as  the  foreigu  patent  is  in  force.    *Id, 

3.  Not  Necessary  that  the  United  States  Patent  should  on  its  face  be 

UMiTED  IN  Duration  to  the  Duration  of  the  Foreign  Patent.— While 
it  may  be  proper  in  a  case  where  the  date  of  a  foreign  patent  issued  prior  to 
the  granting  of  the  United  States  patent  to  the  same  patente*)  for  t\^  same 
invention  is  made  known  to  the  Patent  Office  prior  to  the  granting  of  the 
United  States  patent,  to  iusert  iu  that  patent  a  statement  of  the  limitation 
of  its  duration,  in  accordance  with  the  duration  of  the  foreign  patent,  it 
does  not  affect  the  validity  of  the  United  States  patent  if  such  limitation  is 
not  contained  on  its  face.     *fd. 

4.  Limit  of  Power  of  Commissioner  of  Patents  under  Section  48d7  Revised 

Statutes  of  the  United  States  to  Issue  Letters  Patent  for  an  Inven- 
tion Previously  Patented  in  a  Foreign  Country.— Section  4887  of  the 
Revised  Statutes  of  the  United  States  so  limits  the  power  of  the  Commis- 
sioner of  Patents  that  where  an  invention  has  been  patented  in  a  foreign 
country  he  canuot  lawfully  issue  an  Americau  patent  for  the  same  invention 
for  a  term  to  extend  beyond  tlie  actual  duration  of  the  life  of  the  foreign 
patent.  ^Hither  et  al.  v,  N.  0.  XeUon  MannfaHuring  Compau^f  501. 
•5*  Sams— An  American  Patent  cannot  be  Lawfully  Issued  after  the  Lapse 
of  a  Foreign  Patent  for  the  same  Invention. — Letters  Patent  of  the 
United  States  granted  after  a  foreign  patent  for  the  Mamo  invention  had 
lapsed  and  liecome  null  and  void  by  reason  of  the  non-payment  of  a  stamp 
duty:  ^fM,  granted  without  authority  of  law  and  void.  '•/rf. 
^.  Limitation  of  a  United  States  Patent  under  Section  4887.— The  termina- 
tion of  a  foreign  patent  prior  to  the  time  Hpecitied  on  tho  face  of  the  grant 
by  the  failure  of  the  patentee  to  comply  with  some  requirement  of  the  foreign 
law  has  the  effect  of  terminating  a  subsequently  issued  American  patent  for 
the  same  invention.  *Id, 
7.  Lapse  of  Foreign  Patent.— The  "  term  of  a  foreign  patent  referred  to  in 
United  States  Kevined  Statutes,  section  4887,  whicb  requires  Letters  Patent 
issued  for  an  invention  previously  patented  abroad  to  be  Ituiited  **  to  expire 
at  the  same  time  with  the  foreign  patent,"  or,  if  tliero  be  more  than  one, 
**  with  the  one  having  the  shortest  term,"  is  not  the  original  term  expressed 
in  the  controlling  foreign  patent,  but  its  perioilof  actnal  existence.  ^Pohl  et 
ah  V.  Anchor  lireiving  Compauiff  069. 

MACHINES.    See  Joivder  of  Inreniion,  1. 

MACHINES  AND  PROCESS.     See  Proves,  1,  -^  X 

MACHINE  AND  PRODUCT.    See  Use  of  Patenled  Arilden,  1. 

MANDAMUS.     See  Ahandonfd  and  Rejected  FUen,  4,  5. 

MARKING  GOODS  «' PATENT  APPLIED  FOR." 
Patent  appubd  for.— In  an  action  brought  under  section  4901  of  the  Revised 
Statutes  of  the  United  States,  seeking  to  enforce  a  penalty  of  $100  for  each 
offense  for  marking  articles  "  Patent  Applied  For."    Held  that  the  mark  was 
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MARKING  GOODS  *' PATENT  APPLIED  FOR^-Continned, 

not  an  otfense,  for  tlie  reason  that  it  did  not  import  that  tbe  article  irrns  cov- 
ered by  a  HnbsiBtin^  pat«!Ut.    *Sehwehel  v.  Bothef  072. 

MASTER'S  REPORT. 

1.  MEASt'RB  OF  Damages—Exckptions  TO  MASTER'S  RsroRT.— The  master  haviag 

found  that  the  coiiiplaiuant  had  failed  to  establish  by  trnstworthy  legal  proof 
any  basis  for  the  computation  of  profits^  stopped  his  iuvestigatioDS  apon  th« 
ground  that  as  the  defendants  liad  dcHtroyed  the  complainant's  standard  there 
could  be  no  standard  nntil  the  complainant  voluntarily  created  one.  ^Wtb- 
titer  Loom  Company  v.  E.  S.  <f*  A".  D.  HigginSf  bTA. 

2.  ReI>ort  Recommitted. — Report  recommitted  to  master,  with  instmotions  to 

eHtiniate  the  amount  of  proHrs  in  acconlance  with  the  rnle  stated  in  the  opin- 
ion of  Judge  Wallace  in  a  prcvions  case.     *Id. 
MEASURE  OF  DAMAGES.     See  Damagts  and  Profits  ;  Itaster^t  BeporL 

1.  Measure  of  Damages. — The  rule  that  '*  when  the  entire  pruiit  of  a  bnsiness  or 

nndei'taking  retiultH  froui  the  use  of  the  inveution,  the  patentee  will  be  en- 
tiiled  to  recover  tlTe  en  tii-e  profits,  if  he  elects  that  remedy/' applied.  'jETtirl- 
hut  V.  SchilUngerei  af.,  459. 

2.  Same.— The  payment  of  a  sum  in  settlement  of  a  claim  for  an  alleged  inlring^ 

ment  of  a  patent  can  not  be  taken  as  a  standard  to  measure  the  yalae  of  Uio 
ImprovementH  patented  in  determining  the  damages  sustained  by  the  owner 
of  the  patent  in  other  cases  of  infringement.    *  Comely  v.  Marehtaldy  482. 
MECHANICAL  SKILL.    See  Aggregation,  2;  Invention,  I,  G,  8,  9, 1.%  14 ;    Pwrtlemimr 
Fatenfa,  15,  45. 

1.  Mechanicalskjll.— Where  the  employ  ment  of  a  device  to  elfeet  a  certain  pnr. 

pose  was  such  as  would  naturally  suggest  itself  to  any  mecbanio,  and  the  aame 
device  was  used  in  the  new  relation  to  perform  an  offloe  ezaotly  analogoos  to 
that  in  which  it  had  been  frequently  formerly  nsed,  Heldmeh  employment  of 
said  device  did  not  constitute  invention.  *Da}f  v.  The  Fair  Havem  and  ITait- 
viVe  Railway  Company ^  647. 

2.  Mechanical  Skill.— To  do  that  which  any  oompetant  mechanie  familiar  with 

devices  well  known  in  the  state  of  the  art  could  have  done  reftdily  andaoc- 
cessfuUy,  upon  the  mere  suggestion  of  the  purpose  which  it  was  desirable  X» 
effect,  does  not  constitute  inveution.  *Aron  v.  Tkt  Manhattan  RMnomy  Cs»- 
panyy  650. 

3.  Same. — The  mere  application  to  a  new  situation  of  old  devicea  which  have  been 

previously  applied  to  analogous  uses  does  not  oonstitnte  invention.    */d. 

MET  HOD.    See  In  ferferonce,  13. 

MISTAKE.    See  ReUaueB,  2, 3,  4. 

MODEL.    See  Priority  of  Invention,  2,  4. 

MODIFICATIONS  OF  PATENTED  INVENTIONS.    See  /i^r««^saieii(,  9. 

MOTION  FOR  ATTACHMENT  FOR  CONTEMPT. 
Praciice  in  the  Courts.— Upon  a  motion  for  an  attachment  against  the  defend- 
ants for  contempt  in  violating  an  injunction  granted  at  final  heariMg,  MM 
that  as  the  present  alleged  infringing  device  differs  from  that  adjudged  to  be 
an  infringement,  and  also  from  the  patented  device,  the  question  presented 
ought  not  to  be  determined  upon  such  a  motion  as  this,  but  only  by  an  orig- 
inal suit.     *  7"he  Peimsylvawia  Diamond  Drill  Company  v.  Simpe&n  et  el.,  559. 

MOTION  FOR  REHEAKING.     See  Rehearing,  15,  16,  17. 

MOTION  TO  CHANGE  DATE  OF  FILING  A  COMPLETE  APPLICATION.     See 
Interfei^ence,  20. 

MOTION  TO  DISMISS  AX  APPEAL.    See  Interference,  7,R,9. 

MOTION  TO  DISSOLVE  AN  INTERFERENCE.     .See  /iiter/sreiies,  S,  6, 10, 11, 19. 
1.  Appeal  on  Motio.v  to  Dissolve  an  Interference  Betwkbn  an  Appucatiov 
AND  A  Patent  Issued  Inadvertently  During  th«  Pendxxctofi 
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MOTIOX  TO  DISSOLVE  AN  INTERFERENCE-Coiitinued. 

Appucatiox. — When  an  interference  is  declared  between  an  application  and 
a  patent  issued  inadvertently  daring  the  pendency  of  that  application,  and 
(he  applicant  flies  a  motion  to  dissolve  the  interference  and  to  stay  proceed- 
ings without  having  made  any  proof  of  service  of  notice  of  said  motion  upon 
the  opposite  party,  said  motion  will  not  be  entertained.  (Rule  lSi30  fiecA- 
man  v.  Joknsony  184. 
3.  Samis— Rule  94.->The  case  is  the  same  as  if  the  interference  had  been  declared 
between  two  pending  applications,  and  the  interference  is  rightly  declared 
when  declared  under  Role  94,  paragraph  1,  without  the  affidavit  called  for 
by  Rule  94,  paragraph  2.    Id. 

3.  Sa^b — PBTiTioN.—While  a  motion  to  dissolve  the  interference  and  suspend  pro- 

ceedings will  be  refused  if  made  without  notice  to  the  opposite  paity,  QucBre 
whether  in  a  case  like  the  present  a  petition,  without  notice  to  the  opposite 
party  to  vacate  the  order  establishing  the  interference  might  not  be  sus- 
tained.   Id,  , 

4.  Amendment  Pending  the  Intrrfbbencb.    Pending  the  interference  in  such 

case  an  amendment  which  does  not  come  within  the  terms  of  Rnles  106,  107^ 
109  will  act  be  received  or  considered.    (Rule  130. )    Id, 

5.  If  onoN  TO  Dissolve  Intbbfbrbncb  on  Ground  of  Non-patbntabilitt  mobs 

THAN  Twenty  Days  after  Approval  of  Preliminary  Statements— Rulb 
1^2. — ^When  a  motion  to  dissolve  an  interference  on  the  ground  of  non-pat- 
entability is  made  more  than  twenty  days  after  approval  of  the  preliminary 
statements  it  is  not  an  abuse  of  discretion  on  the  pa^  of  the  Examiner  of  In- 
terferences to  grant  such  motion  when  it  appears  that  no  testimony  had  been 
taken,  so  that  the  case  had  not  advanced  beyond  the  stage  which  interfer- 
ence proceedings  customarily  reach  within  the  first  twenty  days  after  ap- 
proval of  the  preliminary  statements.    Reynolds  v.  Haherman^  195. 

6.  Motion  to  Dissolve  on  the  Ground  of  Irregularity  is  Declaring  thk 

Intebfebbnce— l^EW  Mattkb.— Where  there  was  a  motion  to  dissolve  an 
interference  upon  the  ground  of  irregnlariiy  in  declaring  the  same,  and  it 
was  alleged  therein  that  such  irregularity  consisted  in  the  fact  that  the 
claims  of  one  of  the  parties  were  based  upon  new  matter  introduced  into  hia 
descriptions  and  drawings  more  than  two  and  a  half  years  after  his  applica- 
tion was  originally  file«],  and  it  appeared  that  such  party,  if  the  preliminary 
statements  were  correct,  was  unquestionably  the  original  and  first  inventor, 
HM  that  it  should  first  be  determined  who  was  the  original  and  first  in- 
ventor of  the  issue  in  controversy,  leaving  the  txparU  rights  of  the  prevail- 
ing party  for  subsequent  adjudication.    Steward  v.  EUis  v.  Lee  v.  Howe^  243. 

7.  Same— Rule  132. — Upon  the  consideration  ot  such  motion,  the  question  is  not 

whether  there  has  been  irregularity  merely,  but  whether  there  has  been  snoh 
irregularity  as  will  defeat  the  purpose  for  which  alone  interference  proceed- 
ings are  authorized  by  the  statute.    Id, 

8.  Same — Rule  124. — From  a  decision  of  the  Examiner  upon  a  motion  to  dissolve, 

involving  the  right  of  one  of  the  parties  to  make  the  claiui  iii  issue,  there  is 
no  appeal  to  theCommiHsiouer.    Id, 

MOTION  TO  VACATE  JUDGMENT. 
Motion  to  Vacate  JuDGMKNT.~flf /<i,  further,  that  applicant  might  make  a  motion 
to  vacate  the  Judgment  in  interference  fw>  far  as  it  related  to  subject-matter 
not  common  to  both  parties,  and  that  if  the  facts  were  as  alleged  proper  re- 
lief might  be  afforded.     Ex  parts  Booth,  242. 

NEW  MATTER.    See  Drawingn,  3 ;  Motion  to  DUaolve  Interftrence,  6;  Oath. 

NEW  USE.    See  Invention,  21,  22;  Uee  of  Patented  Inventiane. 
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OATH.  See  Appeal  to  Examinersin-Chief,  3  ;  Interferenoey  5,  6, 21, 22. 
Rule  48.— The  office  of  a  sopplemental  oatb^  as  set  forth  in  Rule  48,  is  to  justify  the 
introdnctiou  by  amendment  of  a  claim  not  Hnbstantially  embraced  in  the 
statement  of  invention  or  clalui  oritriiuilly  presented,  Hud  aftonlsno  jnstilica- 
tion  for  the  introduction  of  matter  by  way  of  amendment  which  is  not  snb* 
stantially  described  or  disclosed  in  the  application  us  Hied.  Steward  v.  Elli$ 
V.  Lea  V.  Howe,  24\\ 

OATH    OF   APPLICANT.     See  AseigmHent   of  Void  Patenia ;    Citi:enahlp :    Trade- 
Marke,  5. 

1.  Vaudity  of  Patkst—Applicatiox— Oath.-— The  patent  law  makes  it  essen- 

tial to  the  validiry  of  a  patent  that  ir.  shall  be  granted  on  the  application, 
supported  by  the  oath,  of  the  original  and  tirat  inventor.  ^Kennedjf  v.  Hazel- 
ion,  349. 

2.  Samb— Same— When  Void.— A  patent  which  is  not  supported  by  the  oath  of 

the  inventor,  but  applied  for  by  one  who  is  not  the  inventor,  is  nnauthorized 

by  law,  and  void.    *Id. 
OBJECTIONS.     See  Examination  of  AppUcaiion,  2. 
OLD  DRVICES.    See  Invention,  7,  1.5,  18:  Mfickanioal  Skill;  Partionlar  Vattnte,  16, 

18,  57,  58. 
OLD  ELEMENTS.    See  Aggregation,  2  ]  ComhinaHons;  Particular  PalenU,  15,  32,  43. 
OMISSION  OF  PARTS.    See  Conatruotionof  Specifieaiione  and  Patents,  11. 
PATENTS  ISSUED  INADVERTENTLY.    See  Interference,  23. 
PARTIAL  USE.    See  Infringement,  10,  20. 
PARTICULAR  PATENTS.    See  Infringement. 

1.  Am  Exdk— Composition  or  Boratbd  CoTTO.v.—Letters  Patent  No.  141,024, 

grauted  August  15,  1876,  to  Charles  G.  Am  Ende,  for  an  improvement  in  bo- 
rated  cotton,  Htld  valid  and  not  anticipated  by  snch  preparations  as  'Mint 
steeped  in  a  hot,  saturated  solution  of  boracic  acid  "  oi*  *'  wadding  satnrated 
with  a  certain  quantity  of  glycerine  "  or  boracic  acid  dissolved  in  glycer- 
ine.    *Am  Ende  v.  Seahurtf  <f  Johnson,  485. 

2.  Andbrson—Dr A WKRS.— Letters  Patent  No.  2ti5,7:^),  granted  October  10,  1882,  to 

Robert  H.  Anderson,  for  an  improvement  in  drawers,  not  infringed  by  an  ar- 
ticle manufactured  by  the  appellees  for  more  than  two  years  prior  to  the  ap- 
pellant's application  for  a  patent.    ^Anderson  v.  Miller  et  al,,  303. 

3.  Ballard    and  Waddell — Strbbt-Pavbmbnts.— Letters   Patent  No.    94,062, 

grauted  August  24,  18C9,  to  Ballard  and  Waddell,  for  an  improvement  in 
street-pavements,  and  Letters  Patent  No.'''J4,0ft3,  granted  same  date  to  the 
same  parties,  for  an  improved  mode  of  cntting  blocks  for  street-pavement, 
HM  void  for  want  of  patentable  novel ty .  *  Brotvn  v.  The  Dietrict  of  Colambia^ 
398. 

4.  Batk— Prkskux  ixo  ^Ikats  duuixo  Tkansportatiov  AM)  StoraCiE.— Lettera 

Patent  No.  197,:J14,  granted  to  John  J.  Bare,  November  20,  1877,  for  the  term 
of  Kcvputeen  years,  did  not  expire  with  the  term  of  the  lirst  Canadian  patent 
obtaint'd  lor  live  yrar-j,  but  continued  in  force  till  the  end  of  the  extended 
term  of  lift"  en  years— to  wit,  January  9,  1S92— said  Canadian  patent  having 
never  ceased  to  exist,  but  having  bet^u  lu  force  coutinuounly  from  January  9, 
1877.     'Bate  Refrigrrnting  Compamj  v.  Hammond  et  a/.,  3;W. 

5.  B6n^:— Prockss  of  Rki'ixi.vg  and  Blkaching  Kair.— Reissued  Letters  Patent 

No.  8,(i:{7,  grauted  March  2.5,  1879,  to  John  B6n^,  for  an  improvement  in  the 
process  of  refining  and  bleaching  hair,  Held^  except  as  to  the  second  claim, 
not  full  and  clear  enough  to  give  ouo  skilled  in  chemistry  such  an  idea  of  the 
partionlar  kinds  and  character  of  the  chemicals  or  combination  of  chemioaU, 
with  the  relative  proportions  of  each,  as  would  enable  him  to  use  the  inven- 
tion without  having  to  resort  to  experiments  of  his  own  to  discover  the  in- 
gredients.    *  B^ne  et  al.  \\  Jeantet,  40H,  Digitized  by  C_   _      ^   - 
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PABTICULAR  PATENTS-CoDtinaed. 

6,  Samb— C0N6TRUOTIOK  AND  Limitation  op  Patknt.— The  patent  limited  t6  the 

seoood  claim  is  to  be  cooetnied  as  one  for  a  process  of  refining  hair  by  treat- 
ing it  in  a  bath  composed  of  a  sulation  of  chlorine  salt  dissolved  )d  an  excess 
of  mariatio  acid,  and  the  claims  are  to  be  limited  accordingly.    *Id. 

7.  Samx— Ikfbikoembmt.— Thus  limited  and  construed  the  patent  is  not  infringed, 

and  the  allegation  that  the  product  cannot  be  produced  except  by  treating 
the  hair  in  a  bath  composed  of  chlorine  salt  dissolved  in  an  excess  of  muriatic 
acid,  or  a  solution  of  their  (chemical)  equivalents,  is  not  established.  *Id, 
S.  Brutkbrhoff— Rbctal  Spkculumb.— The  first  claim  of  Letters  Patent  No. 
824,901,  granted  to  A.  W.  Brinkerhoff  March  2,  1880,  for  an  improvement  in 
rectal  specnlnms,  is  for  11  slide  extending  the  entire  length  of  the  tul>e.  Held 
anticipated  by  the  older  art.    ""BHtikerkof  v.  Aloe,  281. 

9.  Brush— Elbctrjc  Laups^Vqid.— Reissned  Letters  Patent  No.  6,718,  granted 

If  ay  20,  1879,  to  Charles  F.  Brush,  for  an  improvement  in  electric  lamps. 
Held  to  be  anticipated  by  the  invention  of  one  Charles  H.  Hayes.  "BrHeh  et 
al  V.  CondU  et  ah,  637.  ^ 

10.  CowiNo — Strbbt  Pa vrmbnts.— Letters  Patent  No.  101,590,  granted  to  Turner 

Cowing  April  5,  1^70,  for  a  new  mode  of  construe tinjg  wood  pavement  for 
streets,  cannot  be  regarded  as  possessing  patentable  novelty.  ^Brown  v. 
The  Diitriot  of  Columbia,  398. 

11.  Cross— Paokiko  for  Oil-Wblls.— The  second  claim  of  reissued  Letters  Patent 

No.  7,772,  granted  July  %  1877,  to  John  R.  Cros.,  for  an  improvement  in 
packing  for  oil-wells,  obtained  twelve  years  after  the  dato  of  the  original 
patent,  is  an  undue  expansion  of  the  firnt  claim  of  the  original  patent.  *Cos- 
eoHdated  Oil  fVell  Packer  Companif  v.  Galeifj  bG8» 
12  CUBLBY— Banjos.— Banjos  made  under  Letters  Patent  No.  274,915,  granted 
April  3,  1883,  to  £.  J,  Cubley,  for  impruvemeut  in  baujos.  In  which  the  parch- 
ment rest^directly  on  a  rim  consisting  of  a  metal  shell,  in  form  like  the  old 
wooden  rim,  but  dilfering  from  any  rim  previotiHly  made,  and  producing  by 
such  rim  distinctive  ninsicol  properties,  do  not  infringe  Letters  Patent  issued 
May  14, 1878,  to  C.  E.  Dobson,  for  an  improvcMueiit  cooHistiugof  a  ring,  either 
of  metal  or  wood,  to  ease  the  wear  oi  the  parchment  against  the  rim,  and  im- 
prove the  tone  of  the  instrument ;  nor  do  they  infringe  Letters  Patent  issued 
November  8,  1881,  to  Henry  C.  Dobson,  whose  improvement  consists  of  a 
metal  ring  between  the  parchment  and  a  rim  of  wood  and  metal,  and  which 
eases  the  parchment,  as  does  the  ring  in  the  tirst  patent,  and  produces  a  me- 
tallic musical  sound.    *Dob$oii  et  ah  v.  Cubley,  G02. 

13.  Day— Track-Clrarbrs— Void.— Reissued  Letters  Patent  No.  8,388,  granted 

August  27,  1878,  to  Augustus  Day,  for  an  improvement  in  track-cl carers. 
Held  to  be  void  for  want  of  patentable  uoveUy.  *  Day  v.  The  Fair  Hacen  and 
Weatville  JRaVway  Company,  (547. 

14.  jym  Quillvbldt—Bottlk-Stoppbrs—Rrissurs.— Reissue   Letters  Patent  No. 

'  J22,  granted  Jane  5,  1877,  to  Charles  De  Quillfeldt,  for  an  improvement  in 
bottle-stoppers,  construed,  and  Held  that  the  first  claim,  when  read  in  con- 
nection with  the  specification  and  drawings  of  the  original  patent,  contains 
the  same  elements  found  in  the  first  claim  of  the  original  patent,  combined 
and  operated  in  the  same  way  and  producing  the  S4ime  results.  *  Putnam  et 
aU  V.  The  Keyetone  BotiU-Stopper  Company  et  al.,  512. 

15.  DowLiNO— Fbed  Mbcuanism  for  Rollbr-Mills.— Letters  Patent  No.  289,518, 

granted  December  4,  1883,  to  Daniel  K.  Dowllng,  for  an  improvement  in  feed 
mechaniHm  for  roller-mills,  Held  bo  be  an  aggregation  of  old  elements  adapted 
to  a  new  machine,  but  producing  practically  the  same  results.  No  invention 
involve<l  in  putting  these  devices  together  and  placing  them  in«the  hopper 
of  a  flouring-mill.    •T*e  Consolidated  Roller  Mill  Company  v.  Coombs,  526. 
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16.  Edison— Autographic  Printino.— Letters  Patent  No.  180,857,  for  an  improve- 

ment  in  aatof^raphio  printing,  granted  to  Tliomas  A.  Edison  Angast  8,  1876, 
cannot  be  regarded  as  a  pioneer  patent  in  this  art.  There  conid  be  no  broad 
claim  for  printing  with  a  pai>er  steneil,  semi-liqnid  ink,  and  a  roller.  Neither 
conld  there  be  a  broad  claim  fur  a  pnucturing  devioe.  Both  were  old.  *EA- 
iMn  et  al  v.  Klaher,  4d4. 

17.  EppBLsuBiMBR-r-CLiLMP  APPARATUS  FOR  CoTVXRGTisfO  Strbbt-Cars,  rtg.— Let- 

ters Patent  No.  160,757,  grunted  March  16,  1875,  to  William  Eppelsheimer, 
for  an  improvement  in  clamp  apparatus  for  connecting  Mtreet-ears,  etc.,  HUd 
to  be  infringed  by  the  defeudant's  device.  'Root  v.  Third  Actnut  Railroad 
Company f  555. 
-  28.  Gordon— Apparatus  for  Cooling  and  Drawing  Bbbr.— Letters  Patent  No. 
248,646,  granted  to  Charles  Gor<loa,  Oot<9ber  *25,  1881,  for  an  improremeut  in 
apparatus  for  cooling  and  drawing  beer,  Held  to  be  anticipated  by  an  appa- 
ratus that  was  practical  and  successful,  embodying  the  same  invention  as 
the  patent,  and  in  existence  prior  to  the  time  when  the  invention  was  made 
by  said  patentee.  *Magin  v.  Carlt,  646. 
19  GORH AM— Wash-Board  Frames.— Letters  Patent  No.  23.),338,  granted  January 
6,  188(\  to  John  M.  Qorham,  for  an  improvement  in  wiish-board  frames,  con- 
strued and  HM  not  to  cover  a  protector  which  does  not  have  the  yielding, 
elastic,  or  resilient  function  described  in  claim  3,  and  is  not  accompanied  by 
a  spring  or  constructed  substantially  as  described  in  the  specification.  *5ar- 
gent  et  al.  v.  Burgeen,  *X^X 

20.  Samb— iNFRiNOBMENT.-  Said  patent  is  not  infringed  by  a  protector  oonstrncted 

in  accordance  with  the  description  contained  in  Letters  Patent  No.  855y566| 
granted  to  Charles  H.  Williams  March  2H,  1882,  having  no  spring  and  no 
elastic  or  resilient  quality;  and  which  does  not  yield  to  pressure,  and  has  no 
capacity  of  returning  automatically  to  its  normal  posttidn.    */d. 

21.  Graham-Harvbsters.— Letters  Patent  No.  74,342,  granted  to  Alvaro  B.  Gra- 

ham Febru-ry  11,  1868,  for  au  improvement  in  harvesters,  oonstrned,  and 
claims  I  and  2  Held,  in  view  of  the  state  of  the  art  and  of  the  special  liniit»- 
tions  put  upon  them  on  the  requirement  of  the  Patent  Office,  to  be  limited  to 
the  special  construction  and  arrangement  set  forth  in  the  claims.  *ifeGsr- 
Mioketal.  v.  }Vh%tmer,291. 
29.  Samb— Same— Ikfringbmbnt.- Under  this  oonstrnotlon  of  claims  1  and  2  of 
the  plaintiff's  patent  the  defendants  have  not  infringed.    *id. 

23.  Grant— Rbbuno  and  Winding  Silk  and  Thread.— The  claims  of  Letten 

Patent  No.  267,192,  granted  November  7, 1882,  to  James  M.  Grant,  for  Im- 
provements in  the  art  of  reeling  and  winding  silk  and  other  thread,  are  for 
the  skein  merely  as  a  product,  and  are  void  for  want  of  novelty.  *QrmtU  v. 
Walter,  476. 

24.  Gray— Grinding-Mills.— Letters  Patent  No.  22?,895,  granted  Deoember23, 1879» 

to  William  D.  Gray,  for  an  improvement  in  grindicg-mills,  construed  and 
sustained,  and  Held  that  Gray's  invention  is  for  such  an  improvement  as  to 
entirle  him  to  a  liberal  construction  of  the  claims  of  the  patent  and  a  liberal 
application  of  the  doctrine  of  equivalenta.  *Tke  Caneolidated  Roller  ilill  Com- 
pany  v.  Coombi,  526. 

25.  Hake— Visiting-cards.— Letters  Patent  No.  219,464,  granted  September  9, 

1879,  to  Philip  Hake,  for  an  improvement  In  visiting-oarda,  field  valid  as  to 
the  first  claim,  which  covers  the  process  of  arranging  oanls  in  oblique  paeka 
and  beveling  and  ornamenting  and  finishing  the  sides  and  ends  of  the  wbolo 
pack  as  though  it  were  une  card,  but  invalid  as  to  the  second  claim,  covering 
thf  product,  which  is  old  in  the  sense  of  the  patent  law.  ^Hake  v.  Browm  H 
aL,  470. 
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9d.  Hansbn  and  Smith— Apparatus  for  Distilling  Wood.— Letters  Patent 
No.  33:1,750,  graotecl  to  Hansen  and  Smith  Jaunary  5,  18(56,  for  improvement 
in  apparatus  Ibr  distilling  wood,  oompared  with  the  Stanley  reissue  Patent 
No.  10,649,  granted  February  16,  18H6,  for  an  apparatus  for  distilling  turpen- 
tine, and  Held  to  cover  substantial  improvements.  ^FernoUne  Chemical  Cam' 
pany  v.  The  Carolina  Oil  and  Creoeote  Company,  :{o2. 

'^.  Hbikb— PuRiKiRKS  voR  Fcrd-Watbr  FOR  Steam-Boilrrs.— Applying  the 
rule  that  when  noue  of  the  elements  of  a  oombiuation  are  new  or  are  claimed 
separately,  aud  there  are  other  similar  kindred  combinations  iu  use,  the  pat- 
entee is  limited  to  the  particular  form  of  the  vsriouselementHconiposiug  the 
combination  shown  by  hla  drawiujirs  to  Letters  Patent  No.  304,195,  grunted 
August  26,  ld84,  to  Hermann  Heine,  for  purifiers  for  the  feed- water  of  steam- 
boilers,  the  patent  is  not  infiinged  by  a  device  differing  esst'ntially  therefrom 
in  construction.  "Heime  Safety  Boiler  Company  v.  Smith  Feed  Water  Beater 
amd  Pwrifitr  Company  y  499. 

28.  Samk— VAUbiTY.— If  the  claim  were  to  receive  a  broader  construction,  it  is  by 

no  means  certain  that  it  is-yalid  and  onght  to  be  sustained,  in  view  of  the 
state  of  the  art  when  the  patent  issued.     *  /d. 

29.  HoTST— Endlb88-Ropx  Railways— Anticipatiox.— The  first  claim  of  Letters 

Patent  No.  195,372,  granted  to  Asa  £.  Hovey  September  18, 1877,  for  improve- 
ment in  endless-rope  traction-railways,  which  is  '*  the  constmction  and  ar- 
rangement together  of  the  brackets  •  *  •  and  rails  ,  *  *  *  forming 
the  frame  or  skeleton  for  a  rope-tnnnel  for  endless-rope  traction-railways, 
said  brackets  forming  a  support  for  the  grooye-rails  and  for  the  planking 
forming  the  sides  or  shell  of  the  tunnel,"  is  void  for  want  of  invention,  bay- 
ing been  anticipated  by  the  Gardner  patent,  No.  19,736,  of  March  23,  1858,  the 
Thompson  patent,  No.  131,913,  of  October  1,  1872,  and  the  stmctnre  need  in 
1873  by  the  Clay  Street  Hill  Road,  of  San  Francisco,  Cal.  ""NaUonal  CahU 
Bailway  Company  v.  MU  Adame  f  Eden  Park  Inelined  Saiiway  Company ^  592. 

30.  Samb— Ikfrinobmsnt.— If  such  first  claim  could  be  sustained  by  limiting  its 

scope,  so  as  to  make  it  cover  all  of  the  elements  described  in  the  specifica- 
tions, it  is  not  infringed  by  the  structure  used  by  defendant,  the  Mt.  Adams 
&,  Eden  Park  Inclined  Railway  Company.     */d. 

31.  Samb— AKTiaPATioN.— The  first  branch  of  the  sixth  claim  of  said  Letters  Pat- 

ent, in  reference  to  the  combination,  **  with  the  rope-tunnel  or  chamber,  of 
pulleys  Joumaled  in  the  same,  upon  which  the  rope  runs,''  was  anticipated 
by  the  Gardner  patent  and  is  not  patentable,    ^/d. 

32.  Sasir— Samb.— The  second  branch  of  the  sixth  claim,  relating  to  the  ''  means 

for  lubricating  the  bearings  of  said  pulleys  from  the  outeide  of  the  tunnel," 
lacks  invention,  and  is  not  patentable,  in  view  of  the  well-known  use  of  tabes 
to  carry  oil  to  inaccessible  Journals.    */d. 

33.  Samb— Infrikobmbnt.— Even  if  such  sixth  claim  were  patentable,  it  is  not  in- 
'    fringed  by  defendant,  who  does  not  use. any  oil  reservoirs  or. tubes  leading 

from  the  outside  of  the  tunnel  to  the  shaft-bearings,  such  as  are  covered  by 
said  sixth  claim.     *Id. 

34.  Ids— Stbam-Enginb  Govbrnors— Patent  Dbclarbd  Void.— Letters  Patent 

No.  301,720,  granted  July  8,  1884,  to  Albert  L.  Ide,  for  an  improvement  in 
steam-engine  goyemors,  declared  void  for  want  of  patentable  novelty.  */ds 
V.  Ball  Enifine  Company^  612. 

35.  JoHJf SON— Cutting  Plibrs.- The  conclusion  of  the  circuit  court  (33  O.  G.,  1140 ; 

C.  D.,  1885, 500)  that  Moses  C.  Johnson  was  not  the  first  and  original  inventor 
of  the  improvements  claimed  in  Letters  Patent  No.  232,975,  granted  October 
5,  1880,  to  Henry  G.  Thompson,  as  assignee  of  said  Moses  C.  Johnson,  for 
cutting-pliers,  snstained  and  decree  affirmed.    "Thompeon  v.  Ball  et  al,  431. 
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36.  Jordan  and  Smith— Wrbxchbs.— Reissaed  Letters  Patent  No.  5,^  to  Lacins 

Jordan  and  Leander  E.  Smith,  Febmary  :2o,  1873,  for  an  improTement  in 
wrenohes,  HM  to  be  antioipatod  by  the  patent  to  Loring  Goes  April  16, 1841, 
and  by  the  wrenchee  known  as  the  **  Hewitt"  wrenobes,  mannfactured  in 
1651-4,  and  to  be  void  for  want  of  patftn table  novelty.  ^OoUim  Company  ▼. 
Co€B  ei  al,  413. 

37.  Kbxoall— CuLTiyATOR8.^The  essential  oharaotoristios  of  Letters  Patent  No. 

174,684,  granted  March  14,  1876,  to  Thomas  W.  Kendall,  for  an  improvement 
in  cnltlvators,  are  the  rigidity  of  the /runners  and  the  resalting  automatic 
actioD,  and  are  not  infringed  by  the  appellee's  maohine,  which  does  not  con- 
tain runners  constructed  fM  the  Kendall  runners  are,  in  the  rigid  form,  and 
operated  by  the  draft  of  the  team  to  keep  them  off,  or  by  the  weight  of  the 
plows  to  keep  them  on,  the  ground,  and  so  lacks  the  distinodve  features  of 
the  Kendall  patent,  and  which  is  not  automatic,  but  rehires  manipulation 
every  time  the  use  is  changed.  'Pattee  Plow  Company  v.  Kingman  f  Ooai- 
jpaaif  ei  a{.,  357. 

38.  KRBMENTZ^CoLLAR-BtJTTON.— Patent  No.  298,303,  granted  to  G.  Krements, 

May  6,  1884,  for  a  collar  or  sleeve  button  having  a  hollow  head  and  stem,  tk« 
said  head,  stem,  and  the  base-plate  or  back  of  the  said  button  being  shaped 
and  made  of  a  single  continuous  piece  of  sheet  metal,  is  void  for  want  of 
novelty.  The  Stokes  patent,  No.  171,882,  January  4, 1876,  covers  a  button 
composed  of  a  single  piece  of  sheet  metal,  the  only  difference  being  that  the 
head  is  flat  and  solid  instead  of  round  and  hollow,  like  complainant's ;  and 
the  Keats  patent,  No.  177,253,  May  9,  1876,  also  Covers  a  bntton  made  of  a 
single  piece  of  sheet  metol  having  a  hollow  head  and  hollow  stem  of  the  same 
form  as  complainant's.    *  KtemtnUi  v.  Cotil6  Company,  605. 

39.  Lbary— Shads  or  Globk  Holdbrs  for Candlbb.— Letters  Patent  No.  257,027, 

granted  April  25, 1882,  to  Daniel  Leary,  for  an  improvement  in  shade  or  globe 
holders  for  candles,  Held  valid,  and  infringed  by  the  defendant's  device,  which 
is  a  copy  of  the  plaintiff's,  which  latter,  while  not  made  according  to  the 
speci^c  device  described  in  the  patent,  is  equivalent  thereto  and  accom- 
plishes the  same  result  in  the  same  manner.    *  Loary  e<  al.  v.  Hok^MUint  376. 

40.  Legoett— Lining  15arrel8  with  Glux,— Reissne  Letters  Patent  No.  5,785, 

granted  March  10,  1874,  to  Edward  W.  Leggett,  for  an  improved  mode  of 
lining  the  inside  of  oil-barrels  with  glue,  the  claims  for  which  were  a  process 
''wherein  the  glutinous  material,  instead  of  being  prodnced  by  reduction 
from  a  previously  solid  state,  is  permitted  to  attain  only  a  certain  liquid  con- 
sistency and  is  then  applied  to  the  package  and  permitted  to  harden  thereon 
for  the  first  time,"  and  **  a  barrel,  cask,  &c.,  coatecl  or  sized  by  the  material, 
and  by  the  mode  or  process  whereby  it  is  absorbed  into  and  strengthened  by 
the  wood  fiber,-'  are  void  for  want  of  invention.  *Leggett  v.  Standard  Oil 
Company^  577. 

41.  Littlb—Timr-Locks— Vaudity-.— The  first  and  seventh  claims  of  reissued 

Letters  Patent  No.  8,550,  granted  January  21,  1879,  to  the  Yale  Lock  Manu- 
facturing Company,  as  assignee  of  Samuel  Little,  for  an  improvement  in 
time-lock,  HM  valid,  and  the  seventh  claim  Htld  not  an  expansion  of  the 
original  patent,  on  the  authority  of  Yale  Look  Co,  v.  Bfrk$kire  Nat,  Bank  (17 
Fed.  Rep.,  531)  and  Yale  fA>ek  Co.  v.  New  Haven  Sav.  Banki^  Fed.  Rep.,  167). 
*Yale  4"  Towne  ManufactuHng  Company  et  al,  v.  Coneolidated  Urns  Lock  Com- 
pany, 590. 

42.  Low— TiLK  Decoration.— Letters  Patent  No.  336,242  and  336,243,  both  gran  ted 

to  John  G.  Low  February  16,  1886,  for  tile  decoration,  declared  void  for  want 
of  invention.    *Loio  v.  Banioio  Stove  Company^  541. 
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43.  Lowe—Procbss  and  Apparatus  for  the  Manupacturk  of  Illuminating  or 

Hrating  GAS.—Letters  Patent  No.  167,847,  granted  September  21,  lH7r>,  to 
ThaddeuH  S.  C.  Loire,  for  an  improved  process  and  apparatus  for  the  manu- 
factnre  of  illumiuattng  or  beating  gas,  contain  a  process  for  the  manufacture 
of  water-gas  containing  but  little  nitrogen.  Tho  presence  of  nitrogen  in 
illumiualing-gas  is  deleterious,  and  when  it  amounts  to  9  per  cent,  or  more  it 
amount«to  a  serious  fault.  The  feature  of  the  process  con^^ints  in  producing 
the  gas  in  a  close  chamber — that  is,  one  from  which  the  air  is  excluded — or 
by  an  alternating,  as  distinguished  from  a  ^ontini«>us.  process.  All  of  the 
essential  apparatus  was  old,  except  tho  tixiug-chamber,  which  is  so  ar- 
ranged as  to  l)e  beatetl  internally  by  the  products  of  combustion  that  escape 
from  the  generator  and  envelop  the  relactory  material.  Held  that  as  the  in- 
vention introduced  tk  very  desirable  advantage  into  the  process  of  mal»:iug 
illuminating-gas  by  which  the  expense  is  gre^itly  lessened,  the  facts  that  the 
older  inventions  which  are  now  claimed  to  be  snsceptible  of  being  modified 
)>y  mere  mechanical  skill  into  the  one  in  question  remained  without  modifi- 
cation until  the  patentee  made  ir,  and  that  bis  improvement  at  once  com- 
mended itself  to  those  skilled  in  the  art,  are  sufficient  to  show  patentable  in- 
vention. ^Guarantee  Trust  and  Safe  DepoBil  Oompany  et  al,  v.  New  Haven 
GoM'lAght  Company,  596. 

44.  Harchano^Manufacturr  of  Hydrogen  Pbroxide.— The  first  claim  of  Let- 

ters Patent  No.  '273,569,  granted  to  Charles  Marchand.  March  6,  18K3.  for  an 
improvement  in  the  manufacture  of  Hydrogen  peroxide,  Held  void  for  want 
of  patentable  novelty.    "^Marehand  v.  Emhen^  674. 

45.  Marmon— Roller-Mills.— Letters  Patent  No.  274,506,  granted  March  37*  1683, 

to  D.  W.  Marmon,  for  an  improvement  In  roller-mills,  constrned,  and  so  much 
of  claim  1  as  is  not  covered  by  the  Gray  patent— to  wit,  ''  means  for  adjust- 
ing simultaneously  both  ends  of  the  counter-shaft'J — Held  to  be  so  far  antici- 
pated as  to  involve  only  mechanical  skill.  ^ConBoHdaiod  Boiler  Mill  Com- 
pany V.  CoombSj  526. 

46.  MARxnr— Dkbp-Wkll  Packing.— The  fourth  claim  of  reissued  Letters  Patent 

No.  7,244,  granted  July  25,  1876,  to  Francis  Martin,  for  deep-well  packing, 
compared  with  the  second  claim  of  the  original  patent,  and  Held  to  be  not 
an  enlargement  or  expansion  of  the  original  claim,  but  a  statement  in  more 
clear  and  precise  language  of  what  is  contained  in  the  modified  language  of 
the  original  claim.  The  question  of  patentable  novelty  not  considered .  *^ Con- 
Bolidated  Oil  Welt  Packer  Company  v.  Galey,  568. 

47.  Mbllbr  akd  Hofmann—Making  Beer— Claims  1  and  2— Process  Old.— 

The  ilrst  and  second  claims  of  Letters  Patent  No.  215,679,  granted  upon  the 
application  of  Leonard  Moiler  and  £.  Hofmann  to  George  Bartholomae,  as- 
signee, May  20,  1879,  are  as  follows :  "  1.  The  process  of  preparing  beer  for 
the  market,  which  consists  in  holding  it  under  controllable  pressure  of  car- 
bonic-acid gas  when  in  the  *  kraeusen'  stage,  substantially/'  &c.  "2.  Tho 
process  of  treating  beer  when  in  the  kraeusen  stage,  which  consists  in  hold- 
ing it  in  a  vessel  under  automatically-controllable  pressure  of  carbonic-ucid 
gas,  substantially,"  &.c.  Held  that  those  processes  are  invalid  for  lack  of  nov- 
elty. The  vent-bungs  known  as  the  **  Shaofer  bung,"  the  "  Outh  bung,"  the 
'^  Bachnmn  hung,"  and  others  are  the  vent-bung  of  this  patent  in  the  sense 
that  they  have  the  same  functions  and  are  automatic  valves  designed  to  con- 
trol the  pressure  of  the  gns,  and  wt-ro  used  commercially  in  many  breweries 
between  1861  ond  1876,  being  applied  to  shaviugs-casks  after  the  beer  bad 
reached  the  kraeusen  stage,  and  before  the  end  of  that  stoge,  for  controlling 
the  pressure  of  the  gas.  *  Consolidated  Hanging  Apparatus  et  al.  v.  H,  Clausr 
4"  Son  Brewing  Company,  608. 
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'  48.  Sams— Saxb^Claoi  3  Construed— Infringbmbnt.— The  third  olaim  of  th« 
patenir— Yis.,  **  the  proceae  of  preparing  and  pr«saerTing  beer  for  the  market^ 
which  consistB  in  holding  it  under  controllable  preesnre  of  carbonic-acid  gaa 
from  the  beginning  of  the  kraensen  stage  nutil  such  time  as  it  is  transferred 
to  kegs  and  hnnged/'  &Ai. — mnst  be  limited  to  the  application  of  the  appara- 
tus at  the  beginning  of  the  kraensen  stage,  and  Is  not  infringed  by  defendant's 
apparatus,  which  though  the  same  vent-bung  as  chat  of  the  patent,  is  not 
applied  until  several  days  after  the  kraeusen  has  been  introdnced,  the  beer  in 
the  interval  beii^  all<^wed  to  work  out  of  the  bang-hole  of  the  shavings-caak. 
•Id. 

49.  MoRLBT— Machines  for  Sewing  Buttons  on  Fabrics,  &c.— Letters  Patent 

No.  236,350,  granted  January  4,  1881,  to  James  H.  Morley,  for  a  machine  for 
sewing  buttons  on  fabrics,  &c.,  is  entitled  to  receive  a  liberal  construction  in 
view  of  the  fact  that  the  inventor  was  a  pioneer  in  the  construction  of  an  au- 
tomatic button-sewing  machine,  and  is  not  to  be  limited  to  the  particular  de- 
vices or  instrumentalities  described  by  him,  used  in  the  three  main  elements 
of  his  machine,  which  combine  together  to  make  it  up.  ^Morleg  Sewing 
Maehine  Company  et  al,  v.  Lanwuter,  380. 

50.  Samb — Infringement. —As  thus  construed  the  patent  is  infHnged  by  defend- 

ant's machine  manufactnred  under  Letters  Patent  No.  288,309,  granted  Nov- 
ember 28,  1802,  to  Joseph  Mathison,  for  a  machine  for  sewing  on  bnttona, 
means  employed  in  which  are  substantially  equivalents  of  those  used  in  the 
Morley  machine.    */d. 

51.  Morrison— DrntalChairs—Anticzpation.— Letters  Patent  No.  309,295,  issued 

to  James  B.  Morriton,  August  30,  1887,  for  improvement  in  dental  chairs,  not 
anticipated  either  by  patent  to  one  Bander  or  to  one  Travis,  in  neither  of 
which  is  there  a  platform  for  the  ibot  such  as  patentee's  chair  has,  it  being 
simply  a  slide  below  the  bottom  of  the  seac,  upon  which  the  leg  may  rest,  in 
both  cases,  and  the  rest,  when  it  is  turned  rearward,  instead  of  being  used  as 
a  rest  for  the  foot,  simply  folds  up  flat  with  the  body  of  the  chair  or  platform, 
and  therefore  it  does  not  serve  the  purpose  of  a  rest  at  all.  ^Morritom  at  ol. 
V.  The  Canton  SnrgioaX  and  Dental  Chair  Company  et  ah,  027. 

52.  MUSSGILLBR  AND  SCHBOLBR— TREATING  BbER  AND   OTBER  LIQUIDS.— ReiSSUO 

Letters  Patent  No.  9,129,  granted  March  23,  1880,  upon  the  application  of 
Friedrich  C.  MuRSgiller  and  R.  W.  Sohedler,  for  an  improvement  in  treating 
beer  and  other  liquids,  sustained.    *Zin$Ber  et  al.  v.  Kremert  515. 

53.  Pattee— Cultivators— No.  187,899.— Letters  Patent  No.  187,899,  granted  Feb- 

ruary 27,  1877,  to  Henry  H.  Pattee,  for  au  improvement  in  cultivators  cov- 
ering the  use  of  parallel  bar^  and  the  attachment  of  the  bars  to  the  end  plates^ 
embraces  nothing  that  is  not  old  and  really  nothing  that  is  paten tablo— that 
is,  which  involves  invention  rather  than,  mechauical  skill.  *  Pattee  Plow  Com- 
pany V.  Kingman  4"  Company  et  al,,  357. 

54.  Pattee— Cultivators— Reissue  No.  6,080.- Reissue  Letters  Patent  No.  6,080, 

granted  to  James  H.  Pattee  October  6,  1874,  for  an  improvement  in  culti- 
vators, Held  to  have  been  illegally  expanded.  Even  if  valid,  when  limited 
what  alone  could  be  claimed  as  new  is  not  infringed  by  the  appellee.    *  Id. 

55.  PBTBRfr— Tools  for  Attaching  Shrbt-Mbtal  Moldings.— Claims  1  and  2  of 

Letters  Patent  No.  178,463,  granted  June  6,  1876,  to  Georjce  M.  Peters  for  an 
improvement  in  tools  for  attaching  sheet-metal  moldings.  Sold  to  be  antici- 
pated by  a  machine  used  by  Joseph  P.  Noyes,  Binghamton,  N.  Y.,  as  early 
as  September,  1867.  '  Peters  v.  The  Active  Mannfaetnring  Company,  453. 
66.  Same— Same— iNFRiNGBMENT.-^laim  3  not  infringed  by  defendant's  a_ppara- 
tus,  in  which  no  washers  are  used  for  adjustment.    *  /d.  ^ 
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99.  PvTBBa— Vsjuclb-Dashu— Claima  I,  2,  and  3  of  Letters  Patent  No.  213,529, 
granted  March  25,  1(^79,  to  Qeorge  M.  Peters,  for  an  improvemeDi  in  vehiole- 
daahea,  ooyer  merely  applications  of  old  devices  to  new  uses,  not  inyolving 
invention.    Pelen  y.  flaiifon  ei  a/.,  444. 

56.  SAm^VBHiOLB-DAaH  Frames.— Reissae  Letters  Patent  No.  9,891,  granted 
October  11,  1881,  to  George  M.  Peters,  for  an  improyement  in  yehiole-dash 
framee,  does  not  inyolve  invention.  The  process  was  old  in  the  state  of  the 
art  of  working  metals.    */d. 

19.  PiTBBa— Ddb  roR  Making  Dash-Frames.— Letters  Patent  No.  281,553,  granted 
Jnlj  17,  1883,  to  Qeorge  M.  Peters,  for  an  improvement  in  dies  for  making 
dash-frames  for  carriages.  Held  void  for  want  of  invention.  "^PeierB  v.  The 
AetkM  Man^faok^ring  Company,  473. 

0k  SoBDfsoir  AND  Strong — Packing  for  Deep  Wells.— Reissned  Letters  Pat- 
ent No.  8^786,  granted  July  1, 1879,  to  John  K.  Robinson  and  D.  A.  Strong,  for 
packing  for  deep  wells,  Seld  to  be  an  unwarranted  enlargement  of  the  orig- 
inal patent.  The  thing  which  was  the  subject  of  the  original  patent  and  the 
thing  which  it  is  desired  to  bring  within  the  terqu  of  the  reissue  are  entirely 
dissimilar.    'CkmtoltdoM  Oil  Well  Packer  Company  v.  Galey,  568. 

•1.  BoDBBAUGH— Saw-Mill  Dog — Invalid  Patent.— The  first  claim  of  Letters 
Patent  No.  196,102,  granted  October  16,  1877,  to  George  W.  Rodebangh,  for 
an  Improvement  in  saw-mill  dogs,  is  anticipated  by  the  patent  of  Craney,  No. 
150,534,  dated  May  5,  1874.    ''Bodiba^gh  et  al.  v.  Jaekeon  et  ah,  435. 

4B.  Same— Saw-Mill  Doo — Invalid  Patent. —The  first  claim  of  Letters  Patent 
No.  196,102,  granted  October  16,  1877,  to  George  W.  Rodebaugh,  for  an  im* 
provement  in  saw-mill  dogs,  is  anticipated  both  by  the  patent  of  Craney  No. 
150,534,  dated  May  5, 1874  (and  the  patent  of  Ely,  No.  163,309,  dated  May  18, 
1875).    ""Rodebaugh  et  aU  v.  Jaokeon  et  al.,  439. 

43.  RoBMER— Locks  for  Satchels.— Letters  Patent  No.  208,541,  granted  to  Will- 
iam Roemer,  October  1,  1878,  for  improvements  in  locks  for  satchels,  JSeld  to 
be  void  for  want  of  novelty.    ''Roemer  v.  Neumann  ei  al.,  654. 

64.  Boot— Gable  Railways.— Letters  Patent  No.  262,126,  granted  August  1, 18^2, 
to  Henry  Root,  for  an  improvement  in  the  construction  of  cable  railways, 
declared  invalid  by  reason  of  public  use  more  than  two  years  prior  to  appli- 
cation.   *Rooi  V.  Third  Atenne  Railroad  Company,  371. 

6b.  RoSENFiBLD — Railwat-Car  Gates.— Letters  Patent  No.  288,494,  granted  No- 
vember 13,  1883,  to  complainant  as  assignee  of  William  W.  Roeenfield,  for  an 
improvement  in  railway-car  gates,  Held  to  be  void  for  want  of  patentable 
novelty.    *Aron  v.  Tk^  Manhattan  Railteay  Company,  650. 

66.  ROYBR— Machines  for  Treating  Raw  Hides.— Letters  Patent  No.  172,346, 

granted  to  Herman  Royer,  January  18,  1876,  for  an  improvement  in  machines 
for  treating  raw  hides,  Held  void  for  want  of  patentable  novelty.  ""Royer  v. 
Roth  et  al.,  682. 

67.  Same.- In  view  of  the  testimony  of  complainant  as  to  the  difficulties  encoun- 

tered by  him  in  satisfactorily  producing  the  article  now  known  as  ''  fulled 
rawhide,'^  Held  that  if  he  invented  anything  patentable  it  consisted  in  some 
process  (not,  however,  alluded  to  in  specification  or  claim)  of  treating  the 
hides  to  produce  that  article.    */d. 

68.  Sawyer  and  Man— £lectric-Light  Carbons— Extent  of   Claim.— The 

claims  of  Letters  Patent  No.  317,676  granted  May  12,  18^,  upon  the  applica- 
tion of  William  E.  Sawyer  and  Albon  Man,  to  the  Electro  Dynamic  Light 
Company,  for  improvements  in  electric  lamps  (excluding  the  third  claim, 
which  was  not  in  issue),  are  substantially  as  follows:  (1)  A  conductor  of 
carbon  made  of  fibrous  or  textile  material  and  of  an  arched  form ;  (2)  a  con- 
ductoi:  of  carbon  made  of  fibrous  material  in  a  hermetically  sealed  chamber 
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without  regard  to  form ;  (3)  the  combiDation  of  a  coadnctor  of  carbon  made 
of  fibrous  or  textile  material  in  an  arched  form,  and  the  glaaa  chamber  her- 
metically sealed  and  deprived  of  carbon-consuming  gas.  Beld^  in  view  of 
the  state  of  the  art  and  the  evident  necessities  of  the  case,  that  these  claims 
amounted  to  the  broad  claim  of  the  exclusive  use  in  incandescing  lamps  of 
all  carbons  made  of  fibrous  or  textile  materials.  ^The  ConaoUdaied  Eltctrio 
Light  Company  v.  The  McKeetport  Light  Company,  657. 

69.  Same— Anticipated  bt  Edison.— ^e2<f,  further,  from  the  evidence  in  the  case^ 

that  Sawyer  and  Man  did  not  invent  a  successful  lamp,  and  did  not  discover 
the  principle  on  which  such  a  lamp  could  be  made ;  but  that  the  true  princi- 
ple (that  of  adopting  high  resistance  in  the  conductor  with  a  small  illumin- 
ating surface  and  a  corresponding  diminution  in  the  strength  of  the  current) 
for  constructing  such  a  lamp  was  described  in  the  patents  of  Edison  applied 
for  in  April,  1879,  and  November  4,  1879,  and  granted  January  27,  1680,  No. 
223,898,  and  May  4,  1S80,  No.  227,229,  respectively,  as  exhibited  in  the  fila- 
mental  or  thread-like  conductors  or  burners  inclosed  in  a  more  perfect  vac- 
uum than  had  ever  before  been  used.    */<!. 

70.  ScHiLUMGBR— Concrete  Pavements.— Reissued  Letters  Patent  No.  4,364, 

granted  May  2,  1871,  to  John  J.  Schillinger,  for  an  improvement  in  concrete 
pavements,  as  it  stood  afber  the  filing  of  the  disclaimer  (March  t,  1675,)  was 
not  open  to  the  objection  that  it  was  not  for  the  same  invention  as  that  of  the 
origmal  patent  No.  105,599,  dated  July  19, 1870.  •Hurlhui  v.  Sekininger  €i  ol., 
459. 

71.  Shannon— Temporary  Binders.- The  first  claim  of  Letters  Patent  No.  217,907, 

granted  July  29,  1879,  to  James  S.  Shannon,  for  improvements  in  temporary 
binders,  as  modified  by  a  disclaimer  limiting  the  combination  by  the  addi- 
tion of  the  words,  **  when  the  fixed  and  vibrating  wires  are  nse<l  in  pairs, 
whether  operating  simultaneously  or  each  separately,"  Held  void,  in  view  of 
the  prior  state  of  the  art,  as  a  mere  duplication.  *Tke  SehHM  4"  Field  Caw^ 
pan  if  V.  The  Shenoood  Letter  File  Company,  271. 

72.  Shannon— Paper  File.— The  first  claim  of  Letters  Patent  No.  254,847,  granted 

March  14,  1H82,  to  James  S.  Shannon,  for  an  improvement  in  paper  filesr 
Held  void  as  covering  only  an  aggregation  of  parts,  and  not  a  patentable 
combination.  *The  Schlioht  ^  Field  Company  v.  The  Sherwood  Letter  File  Com- 
pany,  274. 

73.  Shumard— Sash  Balance.— The  novel  feature  of  Letters  Patent  No.  285,079, 

granted  September  18,  1883,  to  Warren  Shumaid,  for  an  improvement  in 
sash-balances,  is  a  brake  so  arranged  as  to  be  a^jostable  fh>m  the  out- 
side ;  and  the  second  and  third  claims  of  this  patent  are  infWnged  by  a  aash- 
balance  having  a  band^brake  bearing  on  the  periphery  of  the  drum.  ^Colo- 
man  Hardware  Company  et  al,  v.  Kellogg y  Johnson  4-  Bli»$  et  a^,  542. 

74.  Same— Sash-Balance— Infringement.— Patent  No.  285,079,  granted  Septem- 

ber 18,  1883,  to  Warren  Shumard,  for  a  sash-balance  which  has  a  brake  so 
arranged  as  to  be  adjustable  from  the  outside,  the  brake  being  an  ordinary 
brake-shoe  bearing  on  the  periphery  of  the  drum,  with  the  pressure  secured 
by  a  spring,  is  infringed  by  the  use  of  a  band-brake  bearing  on  the  periphery 
of  the  drum  and  adjustable  from  the  outside,  band-brakes  having  been  well 
known  equivalents  for  spring-brakes  at  the  time  of  the  issue  of  the  Shnmard 
patent.     *  Coleman  Hardware  Company  et  al.  v.  Kellogg  et  ah,  589. 

75.  Smith  and  Shannon— Paper-Holders.— The  first,  second,  third,  fourth,  fifths 

and  seventh  claims  of  Patent  No.  217,909,  granted  July  29, 1879,  to  Frederidc 
W.  Smith  and  James  8.  Shannon,  for  an  improvement  in  paper-holders,  sus- 
tained (citing  Shannon  v.  PHnting  Company,  9  Fed.  Rep.,  2(K>),  and  ^eM  tobe 
infringed  by  a  letter-file  having  its  receiving- wires  arranged  to  rook  forwai^ 
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instead  of  backward  out  of  oontoct  with  ito  arched  wires.  ^Sehlieki  f  lUfd 
Citmpanff  v.  Chicago  Sewing  Machine  Company  et  ah,  374. 

76.  Stanlbt— Apparatus  for  Distilling  TuRPBimini,  ^to.— Reissued  Lettera 

Patent  No.  10,689,  granted  to  James  D.  Stanley,  February  16,  ldS6,  for  an 
apparatus  for  distilling  turpentine  and  for  the  purification  of  the  crude  pvod- 
ucto  of  the  distillation  thereof,  Held  to  rest  for  ito  validity  upon  a  very  nar- 
row margin  of  invention.  "^Femoline  Chemical  Company  y.  Carolina  Oil  ami 
Creoeoie  Company,  352. 

77.  Stuart— CoMPOSiTX  Payxxbnts. —Letters  Patent  No.  269,480,  granted  Decem- 

ber 19, 1882,  te  Peter  Stuart,  for  an  improvement  in  composite  pavements, 
again  sustained  and  Sold  not  anticipated  by  Patent  No.  90,825,  June  1, 1868, 
te  Doteh  and  Dnempelman.    *8tuari  v.  Thorman  et  a/.,  289. 

78.  TiBBS— Pipes.— Letters  Patent  No.  *^,816,  granted  July  9,  1878,  te  Henry 

Tibbe,  for  an  improvement  in  pipes,  Held,  in  view  of  the  state  of  the  art, 
void  for  want  of  patentable  novelty.  *H.  TOfra  f  Son  Mann^aeittrin^  Oom- 
jMMjf  V.  Heineken,  478. 

79.  TovDBUR— GLASS-AXNBAUxa  FuRNACBS.— Letters  Patent  No.  258,156,  dated 

May  16, 18o2,  granted  to  Cleon  Tondeur,  for  improvemente  in  glass-annealing 
furnaces,  sustained,  and  the  defendante  adjudged  to  infringe  the  same.  Fol- 
lowing Tondeur  v.  Stewart,  28  Fed.  Rep.,  561 ;  C.  D.,  1886, 464.)  *T4mdeurT. 
Chambers,  364. 

80.  VoM  Hofb^Bottle-Stoppbrs.— Letters  Patent  No.  167,141,  granted  August 

24,  1875,  to  William  Vom  Hofe,  for  an  improvement  in  bottle-stoppers,  not 
anticipated  by  a  previous  patent  to  said  Vom  Hofe,  No.  I(i3,533,  dated  May 
18, 1875.    *  Putnam  et  al.  v.  The  Keyitone  Bottle  Stopper  Company  et  al,  512. 

81.  Watson- Grain-Car  Doors.— Letters  Patent  No.  203,226,  granted  to  Chauncey 

R.  Watson,  April  30, 1878,  for  improvement  in  grain-car  doors,  AM  to  be 
void  for  want  of  patentable  novelty  if  construed  to  consist  of  the  combina- 
tion, in  a  freight  car  having  an  ontaide  rigid  dpor,  of  an  inner  flexible  slid- 
ing grain-door.  *  Watson  v.  The  Ciwoiiina/i,  Indianapolis,  St,  Louie  4"  Chicago 
Railway  Company^  677. 

82.  Wilkbrson—Dental  Chairs — anticipation. — Letters  Patent  No.  197,441, 

issued  to  Basil  M.  Wilkerson,  November  20, 1877,  for  improvement  in  dental 
chairs,  are  not  anticipated  by  the  invention  of  Groff  and  Wilson,  who  in- 
vented improvemente  in  a  pneumatic  pad  for  saddles  and  harness,  which  was 
an  elastic  pad,  the  obiect  of  which  was  to  simply  absorb  moisture,  while  the 
patentee's  pad  ^as  a  stiff  one  to  hold  the  head  in  place.  *  Jforrisoii  et  aU  v. 
The  Canton  Surgical  and  Dental  Chair  Compamy  et  ah,  627. 

83.  Wood— Carriage-Springs— Reissue  Void.— Reissued  Letters  Patent  No.  6,018, 

granted  to  Thomas  H.  Wood,  August  18, 1874,  for  an  improvement  in  oairiage- 
springs,  Held  void,  not  only  because  it  is  for  an  invention  not  disoloeed  or 
suggested  in  the  original,  but  also  because,  as  in  the  case  of  Cam  et  al.  t. 
WiUou  (30  O.  G.,  889 ;  C.  D.,  1885, 171 ;  113  U.  8.,  268),  there  was  no  defective 
or  insufficient  specification,  and  no  mistake  inadvertently  committed  in  the 
wording  of  the  claim  of  the  original.    'J.  B.  Brewster  ^  Co  v.  Shuler,  490. 

84.  Samb— Prior  Public  Use.   The  defense  of  prior  public  use  also  established.  *Id. 
PARTIES  IN  INTEREST.    See  Interference,  4. 

PARTIES  TO  SUIT.    See  Damages  and  ProfiU,  7,  BeheaHng  19. 

PATENTABILITY.    See  Aggregation;  Invention;  Process,  I,  2,  3, 5. 

PATENTEES.    See  Validity  of  Patents, 

PATENTS.  See  Jsaignment  of  Void  Patents;  Construction  of  Claims;  CcnetrueHon  of 
Specifications  and  Patents;  Damages  and  Profits;  Defective  Patents;  Joint  In^ 
vtntion  '^;  Limitation  of  United  States  Patents  hy  foreign  patents  previously  gran- 
ted, 4, 5,6;  Oath  of  Applicant,!;  Particular  PdUnU  ;  Validity  of  Patents. 

Google 
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PATENTS— Continaad. 
1.  Patbmts  Dbfiked— What  is  Skcurxd  bt  thx  Gbamt.— A  patent  for  an  i]iT«a« 
tion  oonyeya  nothing  which  the  Government  owns  or  its  predecessor  ctst 
owned,  is  the  evidence  of  the  inyentor's  exolosiTe  right,  and  creates  for  him 
a  property  interest,  which  QoTemment  seeuies  to  him  hy  a  grant.    ^MmrA 
«<al.  ▼.  Nic\oUf  81i«pk&rd  f  Company,  963. 
%,  What  is  Requirsd  to  Sbcurb  tbb  Grant.— Jliis  grant,  however,  is  regulated 
by  statnte,  and  requires  the  signatures  of  all  the  officials  required  by  statate* 
•id. 
3.  Patent  Pjuma  Fagib  Evidbncb  op  VAUPrrT.— A  patent  issued  to  an  applioaot 
is  only  prima  facie  eyidence  that  he  is  the  inventor.    *JEsiiiMdy  v.  iJassItsis 
349. 

PATENTS  FOR  IMPROVEMENTS.    See  R€$enation  Clau$€. 

PENALTIES  UNDER  SECTION  4963,  REVISED  STATUTES.    See  CopyrighU. 

TESAhTY.    See  Marking  GoodB  <•  Patent  Applied  Far.» 

PETITION.  &ee  Interference^  11;  BeKeaHng,:2;  R^eeted  AppUcaHone. 

PIONEER  INVENTIONS.    See  It^Hngement,  3. 

POWER  OF  ATTORNEY.    See  Aseignment  hg  Attemeg  under  Pinoer  ofAttmmeg. 

PRACTICE  IN  THE  COURTS.  See  A§eignment  hg  Attameg  wnder  Pmer  ef  AUomeM; 
Certijied  Copies  a*  Evidence  ;  Camtruetion  of  Spedfteatiene  and  PatmiU  8 ;  Deeree; 
D^eetive  Patenii,  1, 2 ;  Delag  in  hanging  Suit;  Deeigne,  1 ;  Evidence;  It^Hmge- 
ment,  4;  Marking  Goods  '<  Patent  Applied  for;"  Meaenre  of  Damaget,  2;  i^e- 
hearing,  *20,  21;  Bei$eue$fA;  Separate  Pateafo ;  SwiUfor  InfrimgeenmU ;  Ailll» 
Eqnibg  /or  a  Patent  under  eeetian  4915,  Beviaed  Stahttee,!  ;  Teetknong  h^ore  Em- 
aminer;  Trade-Marki,  17,  S2,  85;  Validity  of  PatenU. 
1.  Pbacticb  in  the  Courts^Amcndbobnt  or  EQumr  PLBAi>iNOS.^Althoogh  un- 
der the  acts  of  Congress  the  power  of  the  courts  of  the  United  Stales  with 
respect  to  the  amendment  of  equity  pleadings  is  plenary,  the  allowance  of 
such  amendment  is  a  question  of  Judicial  discretion  depending  largely  on  tha 
speoial  circumstances  of  the  cases,  *  United  Statea  of  Ameriea  y.  The  ^iMsriesa 
Bell  l^l^kone  Company  et  al,,  615. 
9.  Samb— SAMB.~One  of  the  defendants,  C,  filed  a  general  answer  to  the  bill,  and 
another  defendant,  B,  filed  a  plea  and  answer  in  Hupport  thereof.  Before  any 
eyidence  had  been  taken  in  the  cause  the  defendant  C  asked  leaye  to  with- 
draw its  answer  and  to  file  the  same  plea  and  answer  in  support  thereof  which 
had  ^en  filed  by  the  defendant  B.  Held  that  the  motion  was  not  open  to  the 
objection  of  introducing  a  new  defense  on  a  new  state  of  facts,  or  of  changing 
the  substance  of  the  case  made  by  the  bill,  or  of  setting  up  a  merely  teeh- 
nical  defenee,  and  that,  as  the  conyeuience  of  the  case  would  be  best  pro- 
moted by  haying  the  iraues  proceed  paripMOu  as  to  each  defendant,  the  mo- 
tion should  be  granted.    *Id, 

PRACTICE  IN  THE  PATENT  OFFJCE.See  Ahandened  AppUcaHene ;  Ahgndenei 
and  Betected  File»;  Abandonment;  Amendments;  Appeal  to  ike  Cemmieeioner ; 
Appeal  to  ike  Examiners-in-Cki^;  Aoeignees;  Aitomogs;  Caveate;  Clmkne;  Con- 
tinwoue  AppUoation;  Cross- Beferencee ;  Disclaimer;  Divieion  of  AppUeaUon; 
Drawings;  Evidence  of  Invention  Abroad;  Examination  of  AppUoaMom;  A- 
aminers;  Interference;  InvenHon,  17;  Joinder  of  Invention;  Motion  to  Die* 
solve Interferenee;  Oatk;  Priority  of  Invention ;  Process;  PubUeUee^^i  JMve- 
Uon  to  Praotioe  ;  Beference  to  Anotker  Pending  Appliealion  ;  BekeaHng,  1, 3, 5, 7, 
10, 11,  13,  15,  17,  16,  19,  21;  Ejected  Applieations ;  EeservaUon  ClauHg  Witk- 
draseal  of  Casee  from  Issue, 
1.  Right  of  thk  Commissioner  of  Patents  to  Rehear  trs  DsciaioKS  of 

HIS  PRBDEOB80OR  IN    OFFICE— HiSTORT  AND    REVISIONS  OF  RULB  144  OF 

THE  Rdimb  OF  Praotioe  Discussed  and  Decisions  Tbersunber  Re* 
vuewbd. — Rule  144  had  its  origin  in  an  executiyf  order,  was  trao^rmed 
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into  A  Jadicial  role  when  the  Commiaeioner  of  P«tento  was,  by  act  of  Jalj 
1,  1870,  enbetitated  for  the  8apreme  Court  of  the  District  of  Colombia  as  the 
tribanal  having  final  Jurisdiction,  and  at  a  later  date  the  office  of  Commis* 
sioner  was  recognized  as  a  continaing  one,  placed  upon  the  same  footing  as 
a  coart,  and  given  the  power  of  granting  new  trials.  DanieU  v.  Morgan,  160. 
2.  In  Dischabok  of  Official  Duma  Rbasovablb  Rules  A2n>  BxauLATiONS 
ARX  Valid. — Since  the  Commissioner  of  Patents  in  the  discharge  of  his  Judi- 
cial duties  in  determining  the  qnestion  of  priority  between  interfering  par- 
ties exercises  the  function  of  a  court,  reasonable  rules  and  regulations,  based 
upon  analogies  derived  fkom  the  procedure  in  courts  of  law,  are  valid  rules 
and  regulations  when  prescribed  by  the  competent  authority.    Id, 

PRIMA  FACIE  EVIDENCE.    1^  De9ign$  1;  Patmt$,  3. 

PRELIMINARY  STATEMENTS.  See  Interfermtce,  5, 17 ;  Motion  to  Diioohe  Inter/or- 
enee,  5,  6. 

PRIORITY  OF  INVENTION.  See  Employer  and  Em^loyd;  Evidence  of  ImooMon 
Ahroad;  Inierforenoo,  14,15,  16,  17,  21,  HSl;  Invention,  16;  Motion  to  DimoUfo 
Inter/ereneOf  6 ;  Behoaring,  10, 19. 

1.  Prioritt  with  Intkntor  who  Reduces  to  Practicb.— The  purpose  of  the 

law  is  to  benefit  the  public  as  well  as  to  protect  the  inventor,  and  the  in- 
ventor who  reduces  his  invention  to  practice  in  such  a  complete  way  that 
he  at  once  perfoots  it  as  an  invention,  and  at  the  same  time  practically  de- 
monstrates its  utility,  is  clearly  to  be  preferred  to  one  who  merely  made  hints 
and  suggestions  to  others  and  failed  himself  to  act  upon  them.  Qroon  v. 
Sail  et  al.,  110. 

2.  Models  vot  Eyidbncs  of  Reduction  to  Practice.— It  is  well  settled  law 

that  a  working  model,  designed  and  intended  as  sucb.  is  not  a  reduction  to 
practice.  Mere  working  models,  allowed  to  rest  in  oblivion  for  many  year% 
will  not  prevail  to  establish  priority  when  application  for  patent  is  didayed 
and  not  filed  until  after  another  and  more  diligent  inventor  has  entered  the 
same  field  of  invention  and  established  his  claim  as  an  independent  inventor. 
Id. 

3.  WoRKiNO  Model  hot  Reduction  to  Practice.— In  the  decision  complained 

of  (46  O.  G.,  1515,  anto,  110)  it  was  held  that  a  working  model  designed  and 
intended  as  such  is  not  a  reduction  to  practice,  Eeld  no  error.  A  model  of 
drawing,  although  a  sufficient  foundation  for  a  claim  to  priority,  as  was  held 
in  Loom  Co,  v.  Higgim,  must  be  followed  up  with  reasonable  diligence  in  or- 
der to  establish  full  title  to  priority.     Green  v.  Ball  v.  Siemens  v.  Field,  161. 

4.  Intent  of  Inventor.— Where  it  was  alleged  as  error  that  the  Commissioner  erro- 

neously decided  that  one  of  the  parties  did  not  Intend  at  the  time  he  con- 
structed the  apparatus  upon  which  his  claim  to  priority  was  based  to  use  it 
practically  upon  an  electric  railway,  and  it  appeared  that  the  Commissioner 
did  not  d^ide  what  was  the  ultimate  intention  of  such  party  with  reference 
to  his  invention,  but  simply  decided  that  certain  models  were  designed  and 
intendtMl  as  modelH,  Held  no  error.    Id, 

5.  Aamb.— Where  it  was  alleged  as  error  that  the  Commissioner  held  that  priority 

of  invention  was  to  be  determined  by  the  intent  of  the  inventor  as  tcrthe 
use  to  which  his  apparatus  should  be  put,  and  it  appeared  that  the  actual 
finding  of  the  Commissioner  upon  that  subject  was  limited  to  the  intent  with 
which  certain  models  were  made  and  used.  Held  no  error.    Id, 

6.  Prioritt  of  Invention— Laches. — Wben  one  of  the  parties  to  an  interference 

has  made  the  invention  independently  of  the  other  party  and  has  reduced  it 
to  practice  npon  an  extended  commercial  scale,  and  has  obtained  a  patent 
which'  he  has  held  nnchallenged  for  nearly  a  year,  he  must  be  adjudged  the 
prior  inventor  as  against  the  other  who,  though  he  may  have  been  the  first 
to  copceive  the  inveotion,  without  any  excuse  for  his  non-action,  never  did 
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ttnything  toward  tedacing  it  to  praotice,  but  who  baMw  hia  claim  to  priority 
on  a  preyioas  application  filed  by  him  which  contained  claims  for  the  inven- 
tion in  controTersy,  which  claims  were  rejected  and  positively  and  delib- 
erately abandoned  nearly  fonr  years  before  the  filing  of  the  application  in- 
Tolved  in  this  interference.  Beach  t.  Fowler^  187. 
7.  What  n  sufficibkt  Proof  or  Concbption  of  Ihyshtiok  bt  Oral  Disoloa- 
URX.— The  descriptive  UuQgnage  need  shonld  be  snob  as  to  disclose  the  in- 
vention as  a  drawing  wonld  disdose  it.  The  description,  on  its  face,  as  de- 
tailed by  the  witness,  must  show  not  only  that  the  applicant  had  a  conception 
of  the  desirability  of  doing  the  thing,  bat  also  a  conception  of  a  way  of 
doing  it,  and  a  way  of  doing  it  so  definitely  thonght  ont  that  the  listener,  if 
skilled  in  the  art,  conld  produce  the  invention  from  the  description,  at  least 
in  a  mde  form  of  embodiment.  Wherry  v.  Heckf  SOI. 
6.  Property  in  Patkvts.— Property  in  patents  ought  not  to  be  created  as  against 
a  rival  applicant  first  to  reduce  to  practice  and  first  in  the  OfiSoe  npon  mere 
verbal  testimony  indefinite  in  its  character  unaided  by  the  production  of 
memoranda,  drawings,  or  models  nnder  circumstances  which  in  themselves 
tend  to  indicate  its  intrinsic  improbability.  Id, 
^.  fiUFFioiXKOT  OF  AFFIDAVIT  UNDBR  RuLR  76.— Where  an  affidavit  filed  under 
Rule  75  showed  that  the  applicant  had  conception  of  the  invention  prior  to 
the  dates  of  the  references,  but  there  was  no  complete  reduction  to  practice 
until  after  said  dates,  and  also  stated  that  he  had  used  "eveiy  diligence 
possible  in  putting  the  invention  into  use,"  without  setting  forth  facts  tend- 
ing to  show  such  diligence,  Beld  not  to  be  a  sufficient  compliance  with  the 
rule.    Ex  parte  J7«fii0r,  218. 

PRIOR  USE.    See  ConitrucHtm  of  SpecifloaUone  and  Pafeate,  8,  9, 10. 

PROCESS.    See  Dieola^ere;  Drawings;  Inventiam,  3,  4,  5, 11;  Use  qf  Patented  In- 
vemOone, 

Procbss  Claims. 

1.  The  claims  have  been  rejected  on  the  ground  that  they  cover  a  process  which. is 
''evidently  and  nec<tttaahly  the  6peration  contemplated  in  the  construction 
of  the  machine  "  and  *'  the  inevitable  result  of  such  operation." 

a  Procrsbrs  which  Dbpend  UPON  Particular  Mechanisii  .— It  being  conceded 
that  a  proceM  is  not  patentable  which  is  merely  the  effect  or  function  of  spe- 
cific mechanism,  the  question  necessarily  arises  in  every  cose  whether  the 
process  claimed  is  capable  of  being  performed  by  a  machine  differently 
organized  from  that  described,  or  even  without  an  organized  machine — by 
ordinary  tools  or  by  hand.  Held  in  the  case  under  consideration  that  the 
processes  set  forth  in  the  claims  do  not  depend  for  their  peiformance  on  the 
particular  machine  described.    Ex  parte  Taung,  116. 

3.  Whxn  Entitlbd  to  thb  Procbss.— An  inventor  who  procee<ls  to  invent  a  ma- 
chine designed  solely  to  carry  ont  a  particular  process,  and  the  only  function 
of  which  is  to  execute  that  process,  is  entitled  to  protection.  A  process 
which  is  distinct  and  separate  from  the  vnachine  does  not  lose  its  identity 
because  of  any  course  pursued  by  the  inventor  in  prosecuting  his  claims  for 
a  patent  or  from  the  fact  that  he  may  not  at  the  time  of  completing  his  ma- 
chine have  been  fully  conscious  that  he  had  also  invented  the  process.  Should 
applicant,  however,  take  out  his  patent  for  the  machine  without  defining  or 
claiming  his  process,  he  probably  would  unconsciously  dedicate  the  process 
to  the  public  ;  but  if  at  any  time  before  he  comes  to  the  Office  or  takes  out 
his  patent  he  discovers  or  becomes  conscious  of  the  fact  that  his  invention 
is  of  a  twofold  character— viz.,  that  it  constitutes  both  the  machine  and  the 
process  which  it  executes— and  prepares  his  application  accordingly,  there 
can  be  no  reason  for  holding  that  he  has  merged  the  two  inventions  or  that 
the  two  are  in  fact  one.    Id.  '         O" 
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4.  Conscious  and  Unconscious  Invention,  When  Completed.— At  the  time 

applicant  becomes  conscioas  of  the  fact  that  there  exists  in  his  mental  opera- 
tions and  discoveries  a  distinct  process  as  well  as  a  concrete  machine  he  com* 
pletes  not  only  the  invention  of  the  process,  but  perfects  his  knowledge  of  it, 
and  comes  into  the  statos  of  an  inventor  who  may  obtain  the  secarity  of  the 
patent  laws.    Id, 

5.  pATEMTABiLiTr— Process.— A  method  or  process  which  depends  for  its  novelty 

npon  the  preparation  of  an  adhesive  stay  and  the  various  steps  employed  to 
carry  such  article  forward  to  the  final  act  of  affixing  it  to  the  comers  of 
boxes  for  the  purpose  of  strengthening  the  comers,  Held  to  be  not  a  proper 
method  or  process,  but  the  mere  operation  of  the  machine.  ^  parte  Jaeger , 
121. 

PROCESS  AND  APPARATUS.    See  DMsUm  of  ApplioatUm,  8,  9, 10. 

PROCBSS  AJ^D  PRODUCT.  See  Conetruolion  of  SpedfloaUone  and  Poteato,  6 ;  DMe* 
Urn  of  Applieation,  3, 4, 5, 6, 7 ;  Separate  PatenU  ;  Suite  for  Infrimgoment, 

PRODUCT  OP  NATURE.    See  Invention,  3. 4, 5. 

PRODUCTS.    See  U$e  of  Patented  Articlee. 

PROPERTY  INTERESTS.    See  PatenU,  1. 

PUBLIC  USE.    See  Particular  Patente,  2, 64, 83, 84. 

1.  PuBUC  Use.— Use  of  an  invention  for  business  purposes  or  profit  and  in  which 

the  test  of  its  success  and  value  was  only  incidental  will  defeat  a  patent  If  it 
occurred  more  than  two  years  before  application.  *Boot  v.  Third  Avenue 
BaUroad  Company,  371. 

2.  Public  Ujbe  Occurring  between  the  TiBfE  of  Fiuno  av  Appucation  bt 

Joint  Inventors  which  Resulted  in  a  Patent  and  the  Date  or  ▲ 
Later  Application  Filed  bt  one  of  said  Joint  Inventors  Sbparatblt, 
A  Bar  to  a  Patent  on  the  Sole  Appucatiok.— Where  a  patent  had  been 
issued  to  Joint  inventors  and  more  than  two  years  of  public  use  had  occurred 
before  the  filing  of  a  separate  application  by  one  of  the  Joint  inventors,  and 
the  applicant  in  the  separate  application  claimed  to  be  the  sole  inventor  of 
the  device  claimed  in  the  Joint  patent,  Held  that  said  public  use  was  a  bar  to 
his  obtaining  a  patent  on  his  sole  application.     Ex  parte  MaoLay,  220. 

3.  Anticipation.— Where  there  had  been  a  public,  well  known,  practical  use  in 

ordinary  work,  with  as  much  success  as  was  reasonable  to  expect  at  that 
stage  iu  the  development  of  the  mechanism  belonging  to  electric-arc  lighting, 
of  the  exact  invention  which  was  subsequently  made  by  the  patentee,  Held, 
that  although  only  one  article  like  the  patented  invention  was  ever  made, 
which  was  used  two  and  one-half  months  only,  and  the  invention  was  then 
taken  from  the  lamp  and  was  not^fterward  used  with  carbon  pencils,  it  was 
an  anticipation  of  the  patented  device  under  the  established  rules  upon  the 
subject.    *Bruik  et  al  v.  Condit  et  al,  637. 

4.  Same. — Where  the  mechanism  of  the  anticipating  device  was  such  as  to  be  neces- 

sarily concealed  from  view  during  its  legitimate  use  and  would  not  operate* 
as  perfectly  as  that  of  the  patented  invention,  Held  not  to  be  sufficient  objec- 
tions to  overcome  the  defense  of  anticipation.  *Id, 
REDUCTION  TO  PRACTICE.  See  Abandoned  Applicatione,  3 ;  PrioHty  of  InveuHon, 
1,2,3,6,8,9. 
Putting  in  Interference  does  not  Determine  the  Qxtestion  of  Reduction 
TO  Practice. — The  allegation  that  the  fact  of  an  application  being  put  in 
interference  determines  that  the  invention  has  been  reduced  to  practice,  over 
ruled.  The  Office  possesses  no  machinery  for  ascertaining  such  fact,  but  as- 
sumes for  the  purposes  of  the  interference  that  the  invention  of  each  appli- 
cant is  within  the  issue,  although  the  subsequent  history  of  the  rival  inven- 
tions may  develop  the  fact  that  while  one  of  them  is  in  a  form  capable  ol 
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oomoieroial  nae  the  other  may  be  incapable  of  any  piaotioal  use  whatever. 
Gtmii  v.  Ball  Y.  ai§meii8  ▼.  FiMy  161. 

BEFEBENCES.    See  Cfrou-IUfermoet ;  Piri4frUy  of  Inveniiany  9. 

RBFERENCE  TO  ANOTHER  PENDING  APPLICATION.    See.OroM-ita/flreaeet. 
RvvsRBNCB  TO  A  Pbnoiho  AppLiOATioir  FOR  FULLBR  Dbsgription.— A  refer- 
ence in  an  application  for  a  patent  to  a  oontemporaneonaly-pending  applies- 
tion  for  another  patent  for  a  f oiler  deeoription  is  not  permissible.    Bx  parU 
BargfeUU,  199. 

REFERENCE  TO  LETTERS  UPON  DRAWINGS.    See  Drawimgi,  2. 

REHEARING.  See  AiMndmmts,  3 ;  Comminianer  of  PaienU  ;  JHooUdmer,  2, 3 ;  /alsr- 
fereme$,4;  Fraetweima^  PaioniOffloet^;  Priority  o/ /nMnfioii,  3, 4, 5 ;  Boim^ 
Hon  to  Froctf  Of . 

1.  Statement  of  the  litigation  growing  ont  of  the  several  interferences  declared  be- 

tween the  patents  granted  to  A.  G.  Bell  and  the  applications  of  la^  appli- 
cants ;  the  iuventions  distingnished  and  compared  with  the  previous  state  of 
the  art,  and  the  decisions  rendered  by  the  v|uions  tribunals  in  the  Office  con* 
sidered  and  discussed.    MeDomougk  v.  Gray  ot  ol.,  9. 

2.  Ghat's  Pbtition  to  Rbopkn.— ITsU  that  the  petition  '*  is  of  no  avaU  for  any 

purpose  whatever  ;''  that  Gray  proposes  no  new  evidence  as  to  dates,  nature, 
or  the  character  of  his  own  invention ;  that  it  was  oondnatvely  shown  in 
the  evidence  that  Gray,  at  the  time  of  filing  his  caveat,  while  having  a  con- 
ception of  the  telephone,  did  not  understand  the  invention,  and  was  unabla 
to  explain  the  mode  of  its  operation ;  that  he  adhered  Vb  the  idea  that  artion- 
late  speech  must  be  transmitted  upon  the  multiple-telegraph  principle ;  that 
he  positively  conceded  thatfhe  did  not  reduce  his  invention  to  practloe  for 
a  long  time  after  the  issuance  of  patent  to  Bell ;  that  he  regarded  the  inven- 
tion patented  to  Boll  as  trivial,  and  called  it  a  *'  scientific  toy,"  and  turned 
his  attention  to  other,  and  in  his  opinion,  more  important  inventions;  thai 
he  negligently  omitted  to  file  his  application  for  a  i»atent  until  two  yeais  after 
the  grant  of  Bell's  patent,  and.  was  then  stimulated  to  do  so  only  by  other 
parties,  who  had  acquired  an  interest  in  his  inventions ;  and  that  his  pzeesni 
petition,  filed  without  notice  to  the  adverse  parties,  was  delayed  for  three  yean 
and  five  months  after  the  decision  of  the  Examiner  of  Interforences  awarding 
priority  to  Bell,  and  was  then  accompanied  by  a  request  that  it  should  not 
be  acted  upon  until  further  motion  was  made.    Id, 

3.  Charobs  of  Fraud.— For  reasons  stated,  the  charges  in  Gray *s  petition  that  Bell 

had  fraudulently  secured  access  to  bis  caveat,  purloined  his  invention,  and  in- 
terpolated a  description  thereof  in  his  application  BM  not  sustained.    Jtf. 

4.  Priority  of  Invention  and  Valtoity  of  Bell's  Patbnt.— fleW  that  the 

decision  of  Commissioner  Butterworth,  of  March  3,  1885,  was  elaborately  con- 
sidered and  deliberateiy  rendered,  and  that  a  rehearing  could  only  be  Justi- 
fied upon  clear  and  satisfactory  evidence  showing  in  such  decision  error  in 
the  conclusions  of  fact  or  in  the  application  of  the  law,  and  that  evidwioe 
could  be  produced  establishing  ;that  Gray  could  antedate  Bell's  invention, 
that  be  could  prove  a  prior  conception  and  reduction  to  practice,  or  that, 
having  made  an  earlier  conception,  be  had  diligently  proMCuted  it  to  a  re- 
duction to  practice.  In  the  absence  of  showing  the  existence  of  such  evidence , 
upon  tbe  testimony  filed  before  and  considered  by  the  various  tribunals  in 
the  Office,  Beld  that  **  the  award  of  priority  of  invention  was  Justly  given  to 
Bell,''  and  in  view  of  the  constraction  given  by  the  Office  and  the  ooorts  to 
tbe  patent,  the  grant  was  properly  issoeil,  and  the  protection  afforded  the  in- 
ventor was  aatborized.    Id,  nit  7^1  hv  CiC 

5.  EXTBNDINO  THE  MONOPOLY.— The  public  has  a  direct  and  immediate  interest  in 

the  farther  prosecution  of  Gray's  application  for  a  patent.    If  the  award  of 
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priority  given  to  Bell  cad  be  YAcated  and  aes  aBide,  it  should  only  be  done 
upon  «  showing  of  merits  that  would  entitle  Gray  to  a  patent.  Such  patent 
would  ran  for  a  period  of  17  years  from  its  date,  and  would  dominate  and 
control  all  devices  relating  to  the  telephone  for  another  period  of  17  years. 
The  eifect  would  be  to  subject  the  public  to  a  renewed  monopoly  in  all  nearly^ 
if  not  quite,  34  years.  Such  result  would  be  in  contravention  of  the  spirit  of 
the  statute,  and,  in  view  of  the  liberal  provisions  of  the  patent  system,  can- 
not be  tolerated  except  when  the  inflexible  rules  of  law  and  justice  compel 
it,  especially  in  the  present  case,  wherein  it  is  clearly  shown  that  the  Bell 
Company  is  the  *'  equitable  if  not  the  legal  owner  of  Gray's  telephone  inven- 
tions."   Id. 

6.  TiTLBS  AND  Rights  under  Assionments.— The  Commissioner  has  no  eqnitable 
jurisdiction  OTor  the  rights  of  parties  claiming  under  assignments  and  grant* 
of  iuTentious  and  patents.  He  cannot  set  aside  or  vacate  such  instrumenta, 
nor  can  he  recognize  equitable  rights  growing  out  of  transactions  between  in- 
ventors and  applicants  and  other  parties.  While  the  Commissioner  is  author- 
ised to  recognize  formal  legal  assignments,  and  when  they  have  been  filed  in  the 
Patent  Office  before  patent  issnes  may  give  the  asMgoee  control  of  the  man- 
agement and  prosecution  of  an  application  and  direct  the  patent  to  issue- 
in  the  name  of  the  assignee,  yet  he  cannot  recognize  equitably  rights  under 
executory  or  other  equitable  contracta;  but  where  the  relief  asked,  as  in  a 
.petition  for  rehearing,  is  founded  upon  an  alleged  state  of  the  title  to  the  in- 
vttitioii,  theCommisHioner  poisesses  the  power  to  determine  the  allegation  aa 
to  title  in  order  to  exercise  his  discretion  in  granting  or  refusing  the  relief. 
U 

7.  lfcDoHOUOH'8  PBTiTiONa.— As  to  the  petition  of  McDonongh  that  he  be  allowed 
to  demonstrate  the  operativeness  of  the  make-and-break  principle,  the  Com- 

missioner holds  the  decisions  of  his  predecessors  are  conclusive  on  that  ques-« 
tion ;  that  McDonough  never  claimed  to  be  the  original  inventor  of  the  tele- 
phone, but  a  mere  improver  upon  Beis's  instruments ;  that  he  accepted  and 
still  accepts  the  make-and-bxeak  system  of  Reis  as  the  foundation  of  his  in- 
vention ;  and,  in  view  of  the  settled  judgment  of  the  Patent  Office  that  speech 
cannot  be  transmitted  by  an  instrument  which  operates  solely  by  the  mak- 

I  ing  and  breaking  of  the  circuit,  and  also  in  view  of  the  fact  that  the  Supreme 

Court  of  the  United  States  has  also  definitely  settled  this  question  with  ref- 

j  erence  to  Reis,  he  must  regard  the  matter  tm  adjtidioaia.    Id, 

8.  No  IimtBrBBXNCB  bbtwbe^  MoDowouoh  and  Bbll.— As  to  the  petition  to- 
reopen  on  the  merita,  the  Commissioner  holds  that  McDonoagh*s  original 
claim  for  the  receiver  having  been  rejected  ou  reference  to  BelFs  patent,  and 
he  submitting  thereto  and  canceling  the  claim,  and  McDonough  having  been 
brought  into  the  interference  in  consequence  of  the  later  applicants,  so  as  to 
compel  them  to  establish  an  earlier  date  of  invention  than  himself,  it  follows,, 
inasmuch  as  there  could  have  been  no  interference  between  McDonough  and 
Bell  alone,  that  when  Gray  and  the  other  later  applicants  were  defeated  and 
taken  out  of  the  interference  there  could  be  left  no  contest  between  McDon- 
ough and  Bell.    Id. 

9.  CLaiMS  Voluntarily  Cancblbd.— Whether  an  applicant  who  has  voluntarily 
eliminated  his  claims  and  apparently  abandoned  them  should  be  permitted, 
after  the  invention  has  been  publicly  introduced  and  made  commercially  val- 
uable, to  return  after  eleven  years  and  amend  and  claim  an  interference  with 
a  patfnt  so  long  outstanding  is  a  serious  question,  and  the  right  to  relief 
should  be  most  convincing.    Id. 

10.  Pbhtions  Denibd— Insufficibnt  Showing.— Petitions  denied  l>ecan6e  the 
showing  is  deemed  insufficient  to  justify  ttfb  Commissioner  in  setting  asida 
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former  decisions  and  decrees,  since  he  is  fally  conyiDced  that  another  trial  on 
the  question  of  priority  wonid  resnlt  in  another  award  in  favor  of  Bell.  Id. 
11.  Rkfusal  to  take  Tkstimokt.—A  patentee  involyed  in  interference  who  re- 
fused to  take  testimony,  relyin^^  upon  his  record  dates,  and  rested  his  case 
apon  the  weakness  of  his  adversary's  presentation  rather  than  npon  the 
strength  of  his  own,  will  not  be  permitted,  afer  testing  the  opinion  of  all  the 
tribunals  in  the  Office  and  after  final  decision,  to  have  the  case  reopened  on 
the  ground  "  that  the  public  interests  require  an  investigation  as  to  prior 
knowledge  or  use,  and  that  two  patents  ought  not  to  issue  for  the  same  in- 
vention." BearditUe  v.  ifoeslsin,  19S7. 
18.  A  degree  of  conclusiveness  attaches  to  a  correct  decision  based  upon  the  record 
and  the  evidence  which  cannot  be  disturbed  by  a  motion  which  admits  a 
party's  willful  and  deliberate  omission  to  take  evidence  and  simply  asks,  af- 
ter trial,  that  the  very  evidence  which  might  have  been  originally  taken 
may  now  be  introduced.  If  such  a  motion  could  prevail,  there  would  be  no 
end  to  interference  proceedings.    Id, 

13.  JuJUBDicnoN  or  the  Commissioiter  to  Rehear.— Rule  144,  based  upon  the 

procedure  in  courts  of  law,  does  in  terms  confer,  and  was  intended  to  confer, 
upon  the  Commissioner  Jurisdiction  to  rehear  the  decisions  of  his  predecedsor 
when  grounds  other  than  those  based  on  fraud,  error  in  computation,  or 
newl> -discovered  evidence  are  alleged  and  set  forth  in  motions  filed  for  the 
rehearing  of  such  decisions.    DaftteZt  v.  Jliorgan,  150. 

14.  Iir    INTBRFEEBNOE    PrOCEBDINOS    ▲    RBHBAEmO     OTHERWISE     ALLOWABLE 

SHOULD  NOT  BE  BaRRED    BECAUSE    OF    A    CHAITOE    IN  COMIOSSIONER.— It 

certainly  would  be  a  hardship  if  an  interference  proceeding,  when  the  Com- 
missioner who  rendered  the  decision  would  on  sufficient  showing  have  been 
swift  to  afford  a  rehearing,  the  defeated  applicant  should  be  without  remedy 
because  of  the  succession  to  office  of  a  new  Commissioner,  and  a  rule  adapted 
to  prevent  such  a  result  certainly  commends  itself  as  a  part  of  a  system  of 
procedure  designed  to  do  Justice  between  parties  who  are  asking  the  Patent 
Office  to  determine  which  of  them  is  the  prior  inventor  of  an  invention  which 
can  be  patented  to  but  one  of  them.    Id, 

15.  Practicb  in  THE  Patbivt  OFFICE— MOTIONS  FOR  Rbhearinos.— The  practice 

of  splitting  up  cases  and  allowing  separate  parties  to  file  separate  motions  and 
present  them  at  dififerent  times  condemned.  In  interference  proceedings 
motions  for  rehearings  presented  by  the  parties  thereto  ought  to  be  beard  at 
the  same  time,  in  order  that  the  entire  case  may  be  disposed  of  at  once. 
Oreen  v.  Hall  v.  Siemens  v.  Fiddy  156. 

16.  Motion  for  Rbhearino  Ovbrrulbd— Siemens. — Siemens's  motion  for  re- 

hearing overruled,  and  HM^  firstf  that  while  the  law  does  not  require  that  a 
caveat  shall  give  a  complete  and  accurate  description  of  the  construction  and 
details  of  an  invention,  the  caveat  filed  by  Field  is  a  full  and  complete  dis- 
closure of  the  subject-matter  in  controversy.  Second,  that  knowledge  of  for- 
'  eign  invention,  although  of  an  earlier  date  than  an  original  invention  in  this 
country,  is  not  necessarily  a  bar  to  a  domestic  patent.    Id, 

17.  Same— Qrben.— Green's  motion  for  rehearing  overruled  because  {fret)  it  in- 

volves a  question  of  merits  which  is  tee  adjudioata  by  reason  of  the  previous 
decision  of  the  Commissioner  and  also  that  of  his  predecessor,  and  {eectmd) 
because  it  shows  no  error  in  the  former  decision  which  Green  seeks  to  have 
set  aside.    Id, 

18.  Ground  for  Rehearing.— Manifest  error  in  law,  being  ground  for  new  trial, 

is  also  ground  for  a  rehearing  under  Rule  144.  Green  v.  HdU  y,  Sieei^ne  v. 
r%eld,  161. 
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19.  Status  of  Paktikh  at  Conclusiok  of  Interfbrknce  in  Relation  to 
Pbiok  ART.^Aiker  a  final  award  of  priority  there  is  no  more  reason  for  per- 
mitting the  defeated  party  to  the  interference  to  be  heard  upon  the  relation  of 
the  prevailing  party  to  the  prior  art  than  there  would  have  been  for  per- 
mitting the  same  privilege  before  the  institution  of  the  interference.  Or§m 
▼.  HM  Y.  BetMni  t.  FMd,  166. 

90.  IHFBXKOVMSNT— Afpuoation  FOR  Rkhbariko.— In  a  suit  for  infringement  of 

a  patent  an  application  for  rehearing  after  settlement  of  the  case  must  be 
denied.    *JBViiff«r  et  al  y.  Kremett  096. 

91.  BBHBARINO  ZN  EqUITT  RSSTS  in  THS  DiSCBRTtON  OF  THB  COUBT,  AND  18  NOT 

A  SiTBJBOT  OF  Afpbal.— The  granting  orreftasal,  absolute  or  conditional,  of  a 
rehearing  in  equity,  as  of  a  new  trial  at  law,  rests  in  the  discretion  of  the 
court  in  which  the  <case  has  been  heaM  or  tried  and  is  not  the  subject  of 
appeaL    *Jissmar  y.  Neumann  «i  al,,  664. 
BEISSUES.   6ee  CerHfM  Copiu  m  JBvidenot;  Diviiian  of  Application,  3 ;  Tf\flrimgem$atf  , 
7,  8 ;  Pariioular  PateiUi,  6, 6, 7, 9. 11, 13, 14, 36, 40, 41, 46, 62, 54, 58, 60, 70, 76, 83, 
84. 
L  Bxxssubs—Enlarobmsnt  OF  Oriqim  AL  Patrnt.— |t  is  well  settled  that  a  reissue 
can  only  be  granted  for  the  same  invention  intended  to  be  embraced  by  the 
original  patent,  and  the  specification  cannot  be  substantially  changed,  either 
by  the  addition  of  new  matter  or  the  omission  of  important  particulars,  so 
as  to  enlarge  the  invention  as  intended  to  be  originally  claimed.    *Pattoo 
Plow  Company  v.  Kingman  4"  Company  et  al.y  357. 
9.  Wood— Carriagb-Sprinos—Seissub  Void.  ^Reissued  Letters  Patent  No.  6,018, 
granted  to  Thomas  H.  Wood  Aagust  18,  1874,  for  an  improvement  in  car- 
riage-springs, Held  void,  not  only  becanse  it  is  for  an  invention  not  disclosed 
or  suggested  in  the  original,  bnt  also  becanse,  as  in  the  case  of  Coon  et  aU  v. 
WiUon(20  O.  Gm  889;  C.  D.,  1885, 171 ;  113  U.  8.,  -268,)  there  was  no  defective 
or  insoiOBlcieQt  specification,  and  no  mistake  inadvertently  committed  in  the 
wording  of  the  claim  of  the  original.    *J.  B.  BrewBtor  f  Co,  v.  Shuler,  490. 

3.  Reissued  Letters  Patent—- Inadvertence,  Accident,  and  Mistake— Sec- 

tion 4916,  Revised  Statutes  of  the  United  States.— A  patent  for  an  in- 
vention cannot  be  reissued  for  tbe  mere  parpoee  of  enlarging  the  claim, 
unless  there  has  been  a  clear  niistalce  inadvertently  committed  in  wording 
the  claim.    *Id. 

4.  Same— Decision  of  Commissioner  of  Patents  not  Pinal.— A  finding  of  the 

Commissioner  of  Patents  as  to  an  original  patent  oelng  inoperative  by  re.'won 
of  inadvertence,  accident,  or  mistake  may  be  reviewed  in  a  suit  for  infringe- 
ment, at  least  to  the  extent  of  determining  whether  as  a  matter  of  law  what 
was  described  and  alleged  to  be  a  mistalce  was  such  a  mistake  as  will  warrant 
8  reissue.    ""Id, 

5.  Same. — Where  an  applicant,  desiring  to  secure  a  patent  on  a  combination  of  old 

mechanical  devices,  included  a  certain  element  in  each  claim  l>ecan8e  he 
thought  it  necessary  to  the  usefulness  of  the  machine  as  a  whole,  and  after 
the  grant  of  his  patent  another  patent  for  a  similar  machine  was  granted 
with  claims  which  he  thought  broader  than  his  own,  and  in  order  to  invali- 
date said  second  patent  the  first  patentee  applied  for  and  obtained  a  reissue 
with  claims  so  broad  that  they  substantially  claimed  as  a  separate  device 
one  of  the  original  elements  which  was  old,  Held  that  there  had  been  no  such 
inadvertence,  accident,  or  mistake  as  to  warrant  a  reissue  and  that  said 
broadened  claims  were  void.    *Id, 

6.  Amplification  of  Specification  in  Reissue.— While  a  comparison  of  the  two 

patents  evinces  that  the  specification  of  the  reissne  is  amplified,  yet  this 
amplification  is  in  matters  of  an  explanatory  nature  and  embraces  nothing 
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of  any  imporUnoe  whioh  is  not  plainly  diieloaed  in  the  original  upeciAeatfawi 
and  accompanying  drawings.  *FHtnametdl>  r.  Tk4  K§g$Ume  BoUU'SUppmr 
drnp^ny  et  ah,  512. 

7.  Expansion  or  Invsntion— Void.— Complainant's  original  patent  embraoad^ 

haiiHsrimpers  of  two  kinds^-one  in  which  the  fabric  is  stitched  to  the  i 
metal  core,  the  other  in  which  the  fabric  is  fastened  to  the  core  by  a 
fold  made  by  tnming  over  the  thin  edges  of  the  core,  or  of  a  strip  of  i 
lead  inside  the  fabric  over  the  core.  The  original  contained  the  claose :  "I 
also  modify  my  invention  in  varions  other  equivalent  ways,  sach  as  would 
suggest  themseWes  to  any  intelligent  mechanic,"  Ac  The  reissned  palent 
contained  claims  for  futening  the  fabric  to  the  core  by  cementing  Hmoi 
together,  Held  that  the  reissne  was  invalid,  being  an  expansion  of  the  original 
and  embracing  a  new  invention.  ^FkilaielfikUi  Noveltp  Mann^aetmrvi^g  Cm»- 
pany  y.  jSmm,  603. 

8.  8amx~Lachx8.— If  it  be  conceded  that  the  inventions  claimed  in  the  i 

were  described  in  the  original,  then,  sach  claims  being  expansioBs  and  i 
than  three  years  having  elapsed  after  the  original  was  granted  before  the  re- 
issne was  applied  for,  the  doctrine  of  laches  applies  and  the  delay  mnst  be 
held  nnreasonable  in  the  absence  of  explanatory  averments  in  the  bilL    */d» 

BEJECtED  APPLICATIONS.  See  Abomdonai  AppUctUioM,  4, 5 ;  Ahtmiomei  mmd  Jts- 
Jeettd  FUm;  Appeal  to  JSxawtin^B-ia'Ckirfj  3;  EtumlMaUom  of  ApfUeaHm^ 
Interferenoe,  22,  23. 
Pbtition  to  Rkvibw  a  Rbjxotxon  bt  ths  Examinxr.— a  rejection  upon  rete- 
enoes  by  a  Primary  Examiner  will  not  be  reviewed  by  the  CommissJonar 
wholly  or  in  part  upon  petition  to  see  whether  or  not  snch  rejeetion  reels 
upon  a  valid  basis,  the  proper  remedy  being  an  appeal  to  the  Examinen>ta* 
Chief.    Ex  parUBdieon,  934, 

REJECTED  CASES.    See  Ii^ngomenty  6 ;  UmiiaUon  Impooed  hg  tho  Patomi  0§m. 

REJECTED  CLAIMS.    See  IHvieUm  of  AppUoatUm,  1 ;  Kokomring,  7,  8. 

REJECTION  OF  CASES.    See  Xxami^aiioa  of  Application,  1. 

RES  ADJUDICATA.    See  ISeAeaHay,  17. 

RESERVATION  CLAUSE.    See  Reference  to  Anoihtr  Pending  Application. 
When  Patents  for  Improvxmxnts  upon  an  Invention  Drscrxbsd  in  an  Ea^ 

UER  ApPUCATION  ARE  NOT  A  BaR  TO  A  PATENT  I7P0N  SUBJXGT-liATnEE  OT 

SUCH  Earlier  APPUCATION.— When  an  applicant  is  detained  in  theOffloe  to 
contest  priority,  or  for  any  other  reason  not  involving  his  own  laches,  and 
meanwhile  applies  for  and  takes  out  patents  for  improvements  upon  the  ia- 
vontion  described  in  the  first  application,  the  improvement  patents  referring 
to  the  earlier  application  and  reserving  the  right  to  obtain  a  patent  thereon, 
such  intermediate  patents  do  not  bar  the  right  to  a  patent  upon  the  snli(ieet> 
matter  of  the  earlier  application  whenever  the  Office  is  ready  to  grant  tha 
samt).    Ex  parte  Edieon,  234. 

RESULT.    See  Infringement,  13. 

REVIEW  BY  THE  COMMISSIONER  OF  PATENTS  OP  THE  DECISIONS  OP  HIS 
PREDECESSORS.  See  Commieeioner  ofPatenU;  Prioritg  of  iavaaMoa,  4,  6f 
Behfaring,  14,  17. 

ROYALTY.    See  Damagee  and  Profits. 

RULES  OF  PRACTICE.    See  Practioe  in  the  Patent  Qgice;  RekoaHng,  18. 

SECRETARY  OF  THE  INTERIOR.    See  Commieeioner  of  PatenU. 

SETTLEMENT.     Qee  BehoaHng,  20. 

SEPARATE  INVENTION.    See  Divieion  of  Application,  3,  4,  5,  6. 

SEPARATE  PATENTS.    See  Dirieion  of  AvplioaUon,  7 ;  8niU  for  InfHngemomi,  3, 4. 
Suits  por  iNFRiNOEMXirr.—The  complainants  insist  that  their  position  ispredssly 
the  same  as  if  they  held  a  single  patent  with  two  claims— one  for  the  i 

""        '  a 
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ofT  oomposition  of  matter  producing  the  ooloring-«abet*iice,  the  other  for  the 
oombination  of  that  subetanoe  with  paper.  This  might  be  so  if  they  could  be 
eontldered  as  holding  both  patents ;  but  in  this  suit  they  hare  carefully  ab* 
stained  fh>m  declaring  npon  the  first  patent  or  eren  in  any  way  referring  to 
it.  By  not  declaring  npon  it  as  its  present  owner,  they  leave  it  to  the  de- 
fendant to  be  arailed  of  as  if  it  were  the  property  of  a  stranger.  *  Underwood 
St  at  ▼.  Oorhtr  ot  a7.,  519. 

OBYICE  OF  NOTICE.    See  JleMea  Is  Dio^oltfo  Intotfmmoe,  1,  3. 

SEEYICE  OF  PROCESS. 
1.  JxTBUDionoN— Suit  Agaccst  Non-Rbsidbmt  Corporatioit— Sbevicb  of  Proo- 
sta.— A  corporation  not  a  resident  of  this  district  cannot  be  sued  in  this  court. 
Senri'ee  of  process  npon  the  agent  or  officer  of  a  non-resident  corporation  in- 
sufficient. 'Prmton  v.  JKrs  ExUng^Uokor  Maimtfaoturing  (^pany  et  al^  902. 
%  Samb— Samb.— A  corporation  created  and  existing  solely  nnder  the  laws  of  an- 
other State,  and  haying  its  principal  office  and  place  of  business  in  another 
State  and  district,  cannot  be  said  to  be  an  inhabitant  of  this  district  and  be 
sned  here,  even  thongh  such  corporation  may  do  business  in  this  district 
through  agents.    */d. 

8IGENATURE  TO  PATENTS.    See  Defoetivt  Paientiy  1,  2:  Polsato,  2. 

SPECIFICATIONS.    See  Claimo;  Cofutruotiom  of  Claimt,  t;   Orow-BtferoncM ;  Om- 
•ImeMofi  of  Spteifieaiiono  oMd  Patonto,  7;  DrawingBf  2. 

STATE  OF  THE  ART.    See  CowMmAtlon,  2;  OoasfrscM^ia  of  CUdmo  ;  la/Wafsmsal, 
4 ;  PmrHe^lar  FatenU,  8, 18,  21, 27,  53,  58,  68, 71, 78. 

SUBSEQUENT  PATENTS.  See  Abandonod  Applieation$y  1,  2;  Bowrvation  ClauH. 
SuBSBQUXMr  Patbnts  Without  Bbsbrtatiok.— A  lormer  patent,  No.  26.5,  927, 
granted  October  10, 1882,  to  Marmon  Jointly  with  one  Warrington,  construed, 
and  Held  that  no  one  can  take  out  a  patent  either  Jointly  or  seyerally  for 
an  inyention,  and,  after  the  patent  is  issued,  without  lesenration  in  his  origi- 
nal application,  obtain  a  second  patent  with  broader  claims  for  the  deyice. 
•ConooUdated  BolUr  MUl  Company  y.  Coombs,  526. 

SUBSTITUTION  OF  DEVICE.    See  Iwoeniion,  6. 

SUBSTITUTION  OF  PARTft.    See/aosatfOA,  9. 

SUIT  IN  EQUITY  TO  OBTAIN  A  PATENT  UNDER  SECTION  4915,  REVISED 
STATUTEIS. 
L  PsAOnoB.— Cboss-Bill— Sbction  4915,  Rbyisbd  Statutbs.— Leare  to  file  cross- 
bill in  proceeding  under  section  4915,  Revised  Statutes  denied,  the  object  of 
the  cross-bill  being  to  enjoin  the  complainant  from  infringing  a  patent  for 
the  same  inrention  already  issued  to  defendant.    ^JlieCormiek  Harvotting 
Mtuikino  Company  y.  Dssriii^,  481. 
S.  Sakb— The  original  bill  not  necessarily  iuTolying  the  question  of  infHngement 
of  the  defendant's  patent,  such  a  cross-bill  is  not  germane  thereto,    '/d. 

SUITS  FOR  INFRINGEMEKT.  See  Aooignmsnt  by  AUom^  wndor  Power  of  Attorney  ; 
AeoignmmUi,  3;  CMMasMp;  Dasia^  andProJUi;  DeUiy  im  Bringing  Snit; 
DhMfOn  of  AppUeaUont  7;  J^firUufomont,  15;  JnriedioUan ;  Behearing,  20; 
Sepwrato  Patonte;  Servioe  of  Ptoooee  ;  JMi  in  BpiUy  to  Obtain  a  Patent  under 
Seotton  4915,  Beeieed  Statntee  1. 
1.  Expiration  or  Patent— Iir  junction  Thbrbaftbr.— Under  the  law  the  monop- 
oly secured  by  a  patent  ceases  with  the  expiration  of  the  patent,  and  articles 
made  during  the  life  of  the  patent  in  infringement  of  it  cannot  be  enjoined 
after  its  expiration,  and  an  iojunotion  already  granted  as  to  such  articles 
will  be  dissolyed.  *  Weetinghonee  y.  CatrpenUfr^  276. 
8.  Dbvbnsb— Estoppbl. — A  former  licensee  is  not  estopped  from  questioning  the 
yalidity  of  a  patent  after  his  license  has  expired  in  yindication  of  acts  done 
snbseqtient  to  its  termination.  *H:  Tibb€  f  Son  Manitfaotwring  Company  r. 
Betenken,  478. 
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3.  Ambvdbd  Bill.— In  a  suit  to  xMtrain  the  infringement  of  a  patent  complain- 

ant was  defeated  beoanse  he  sued  on  one  only  of  two  patents  relating  to  tli» 
•anie  inrention.  (48  0.G.,  116,aiifo51U.)  The  eyidence  introduoed  would  be 
neoeasary  ander  a  bill  baaed  on  the  omitted  patent.  SM  that  he  should  be  per- 
mitted tu  amend  by  bringing  in  the  other  patent,  and  alleging  its  infringe- 
ment, and  that  the  case  should  be  opened  for  taking  additional  testimony, 
but  that  relief  should  be  granted  only  on  condition  that  complainant  give  an 
undertaking  to  pay  the  expense  of  such  additional  testimony,  including  wit- 
ness fees,  mileage,  master's  or  examiner's  fees,  and  printing.  *  Undenoood  st 
•I.  ▼.  Om'her  €t  al.,  658. 

4.  PBTinoK  FOR  Lbavb  TO  iNTXRVBifB.— AitcT  litigation  is  closed  in  suit  for  in- 

fringement of  a  patent,  a  petition  in  behalf  of  a  party  for  leave  to  interrena 
as  a  defendant,  allying  that  he  had  actually  defended  respondent's  case,  and 
was  most  interested  in  the  defense  against  complainant's  patent,  must  b» 
dismissed.    "Z^mmt  st  ai.  ▼.  Krtmw,  6*^. 

SUPREME  COURT  OF  DISTRICT  OF  COLUMBIA.  See  Ahand^med  aad  B^^ot^dl 
JFUeB,  4,  5 ;  Practkt  in  the  Paiwi  (^fU)9,  1. 

TECHNICAL  TERMS.    See  Infringement,  2. 

TERM  OF  PATENT.  See  Limitation  i^  United  Statee  PaienU  hg  Foreign  Poiente  Pf- 
vienelg  Qramted, 

TERRITORIAL  RIGHTS..  Qee  Aeeigneee ;  Uh  of  PtUented  ArtioUi$r^> 

TESTIMONY.    See  Emploger  and  Bmplog^;  Interferenoe,  15,  16;  PtiorUg  of  Jmmii- 

TESTIMONY  BEFORE  EXAMINER. 
Pbactioe  in  thb  CouRT8--Tj[B8TiMOirr  BKFORB,  EXAMiNRR,— Oo  a  motiou  for  the 
appointment  of  an  examiner  to  take  testimony  in  an  equity  cause  the  court 
will  not  limit  or  restrict  the  taking  of  testimony  or  determine  what  is  proper 
testimony.  Objections  taken  to  evidence  on  the  ground  of  incompetency  or 
irrelevancy  properly  come  before  the  court  at  the  final  hearing.  *  Unitod 
Statee  ▼.  American  Bell  Teiepkone  Company  and  Alexander  Qraham  Bell,  663. 

TESTIMONY  IN  INTERFERENCE  PROCEEDINGS.    See  BeheaHng,  11, 18. 

TITLE  TO  PATENT.    See  Joint  Ineeniion,  1;  Separate  Patente, 

TRADE-MARKS. 
1.  iMJUironoN.— Injunction  nnder  Trade-Mark  No.  16,473,  registered  April  9,  1889, 

by  Moses  Lyman,  for  a  game,  *'  Pigs  in  Clover."  *Xysias  v.  Bams,  441. 
9.  ExoLUSiTS  Propbrtt  ih  Emblbms  U8BD  BY  SooiXTiBfl.— Applicant  presented 
for  registration  as  a  Trade-Mark  an  exact  representation  of  the  well  known 
badge  of  the  Grand  Army  of  the  Republic,  which  he  proposed  to  use  as  a 
water-mark  on  writing-paper.  The  £sct  that  the  Grand  Army  of  the  Repub- 
lic have  adopted  a  certain  design  for  their  badge,  or  for  the  letter-head  of  writ- 
ing-paper used  by  them,  does  not  secure  to  such  organisation  such  exclusive 
property  In  the  particular  representation  as  ITould  deprive  an  applicant  who 
has  complied  with  all  the  requirements  of  the  statute  of  his  right  to  rsgister 
the  same  as  a  Trade-Mark.  It  is  well  settled  that  emblems  which  have  been 
used  by  societiiss  possess  no  sanctity  or  sacredness  which  prsoludes  their  being 
used  and  applied  as  Trade-Marks.  Ex  parte  King»  3. 
3.  Tradb-Marks  which  Embblluh.— The  objection  of  the  Examiner  that  the 
Trade-Mark  embellishes  the  paper  is  not  approved.  It  may  be  said  that 
scarcely  any  Trade-Mark  can  be  applied  to  paper  without  incidentally  em- 
bellishlhg  it.  If  the  design  is  a  legitimate  subject  of  a  Trade-Mark  and  is 
not  prohibited  by  law,  the  fact  that  it  incidentally  embellishes  the  page  on 
which  it  appears  cannot  deprive  it  of  its  lawful  quality  as  a  Trade-Mark. 
Id.  o 
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4.  Represkxtations  Patented  as  Designs  not  Barred  from  Registration  as 
Trade-Marks.— The  fact  that  the  Grand  Army  of  the  Repablio  have 
previously  obtained  a  Design  patent  for  this  representation,  the  term  of 
which  has  expired,  does  not  constitute  a  legitimate  bar  to  the  employment 
of  this  design  as  a  Trade-Mark  in  commerce  with  foreign  nations.  The  mere 
fact  that  the  organization  originated  the  design  would  make  no  difference 
whatever  if  the  design  has  been  donated  to  the  world  to  be  used  in  all  the 
ways  of  which  it  is  capable.  The  Grand  Argiiy  of  the  Republic  retained  no 
proprietary  right  aftar  the  term  of  their  design  patent  expired.  There  is 
no  property  in  the  Design  itself  vested  in  any  one.  Any  person  may  apply 
the  design  as  a  Trade-Mark  to  a  certain  class  of  merchandise,  and  when  thus 
applied  it  acquires  the  quality  of  property  and  becomes  vested  in  him  who 
first  makes  such  new  aud  distinct  application  of  the  design,  and  registration 
will  be  grauted,  provided  the  applicant  has  complied  with  all  the  require- 
ments of  the  statute  and  the  mark  is  used  in  commerce  with  foreign  nations. 
Id. 

5.  Office  Bound  bt  the  Oath  of  Appucant.— The  Patent  Office  has  not  the 
means  to  investigate  the  question  whether  the  applicant  in  the  present  case 
is  simply  flecking  to  obtain  the  guise  of  security  round  his  Trade-Mark,  when 
he  really  means  to  use  it  as  an  attractive  embellishment  for  a  particular  class 
of  persons  in  this  country.  The  Office  is  bound  by  the  oath  of  the  applicant, 
aud  such  a  question  as  the  above  must  be  settled  by  the  courts.    Id, 

6.  Words  Descriptive  of  a  Class  ok  Goods  cannot  be  Appropriated  as  a 
Trade- MARK.—Tlie  name  ''Goodyear  Rubber  Company"  is  not  one  capable 
of  exclusive  appropriation  as  a  Trade-Mark.  ''  Goodyear  Rubber  "  are  terms 
descriptive  of  well  known  classes  of  goods  produced  by  the  process  known  as 
Goodyear's  invention.  Names  which  are  thus  descriptive  of  a  class  of  goods 
cannot  be  adopted  as  Trade-Marks  and  be  thereby  appropriated  to  the  ex- 
elusive  right  of  any  one.  ^Qaodjfear^B  India  Rubber  Glove  Manufacturing  Com" 
pantf  et  ah  v.  Goodgear  Bubber  Company ,  257. 

7.  Same— Adopted  as  a  Corporate  Name.— Nor  will  the  incorporation  of  a  com- 
pany in  the  name  of  an  article  of  coninieroe,  without  other  specification, 
create  any  exclusive  right  to  ths  use  of  the  name.    *Id, 

8.  Right  Acquired  by  the  Public  in  the  Use  of  Words. — It  appearing  that  the 
mode  iu  which  the  oomplainants  packed  (heir  cigars,  the  kind  of  boxes  used 
by  them,  the  number  of  cigars  in  each  bunch,  the  particular  color  of  ribbon 
or  tape  around  each  bunch,  and  the  size  and  shape  of  the  cigars  were  all  old 
in  the  trade,  and  that  the  name  "  La  Normanda ''  had  been  used  for  cigars  re- 
sembling the  **  La  Normandi "  cigars  in  size  and  shape,  &c.,  in  different  i»arts 
of  the  country  several  3'ears  prior  to  the  adoption  of  the  words  '*  La  Nor^ 
mandi "  by  the  complainants  or  their  assignor,  the  adoption  of  these  words 
as  a  Trade-Mark  and  their  registration  oould  not  take  away  the  right  pre- 
viously acquired  by  the  public  in  the  use  of  the  words  ''La  Normanda"  as 
indicating  a  particular  kind  of  cigars.    ^Stachelberg  ei  tU.  v.  Ponce,  S^7. 

9.  The  Word  "  Sleuth."— The  word  •*  Sleuth,''  being  a  word  having  a  place  and 
meaning  in  the  language,  cannot  be  appropriated  as  a  Trade-Mark  for  aW>k 
or  periodical.    I  Mwnro  v.  Beadle  et  at.,  693. 

10.  Flour.— Messrs-  Holt  &  Co.,  Now  York,  N.  Y.,  adjudged  to  have  acquired  and 
to  hold  the  exclusive  right  to  the  use  of  the  words  *'  La  Favorita/'  registered 

I  by  tbeiii  February  28,  1682,  as  a  Trade-Mark  for  flour.    *Menendez  et  al.  v. 

'  Holtetal.^AA. 

11.  Use  op  a  Patr:^tee*«  Name  in  Connbctiok  with  a  Patented  Article  as 

Descriptive  thereof  does  not  Constitute  a  Trade-Mark.— The  name 
which  is  given  to  a  patented  device  to  distinguish  it  as  a  pajt^ted  article 
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from  other  articles  of  the  wme  character  U  not,  properly  speaking,  a  Trada- 
Mark.  ^Adeer.  FeekBroiher9  4' Co.,6eO. 
IS.  Bamb.— It  DBsiOMAims  Stbuotubx,  but  mot  Workmanship  ob  Maitupaot- 
UBS.— It  designates  nothing  except  that  the  stmctore  has  a  definite  eharao- 
ter  as  the  stmotd^  that  was  patented,  and  indicates  nothing  in  regard  to  tha 
character  of  the  workmanship  or  the  person  hy  whom  it  was  niann£Mfe- 
nred.    '/d. 

13.  Tkadb  Mark  Dbfuird.— A  Trada-Mark  is  something  diflbrent  from  the  artida 

itself,  which  the  mark  designates,  and  is  a  name,  mark,  or  doTice  attached 
to  the  article  to  indicate  its  origin.    */d. 

14.  iHFBiNOBiaBNTOF  Patbnt,  kot  Q9  Tradr-Mark.— The  selling  bj  the  defendant 

of  TaWes  ander  the  name  of  "  Foley's,"  or  **  Foley's  Patent  ValTcs  and  Otot- 
flows/'  signifies  that  they  are  the  kind  of  yalTOs  inveoted  and  patented  by 
Foley,  but  not  that  they  are  the  Talves  which  he  or  his  successor  is  mann- 
fsctnrtng.    */d. 

15.  Tradr-Marks— What  Cokstttutrs.— The  word ''  ValToline,"  compounded  and 

used  on  packages  of  lubricating-oils  by  complainants  and  registered  as  a 
Trade-Mark,  may  be  need  for  that  purpose,  and  the  use  thereof  by  defendant 
in  the  same  manner  will  be  etjoined,  though  defendant  uses  his  own  name 
in  connection  with  the  word.  *  Leonard  it  «i.  ▼.  Wkitt^B  Goldm  LmkHetOmr 
Ompng,  594. 

16.  Labrl  which  18  not  a  Vaud  TRADR-lfARK.— a  label  which  does  not  indicate 

with  any  degree  of  certainty  by  what  particular  person  or  firm  the  artieiss 
to  which  it  may  be  affixed  were  mannfactnied,  or  serve  to  distinguish  the 
goods  of  one  manufactnrerfrom  the  goods  of  another,  and  in  which  complain- 
ant  appears  to  have  no  Tcndible  interest,  but  merely  a  right  to  use  it  on  artl- 
cies  of  his  own  make,  so  long  and  only  so  long  as  he  remains  a  member  of 
a  certain  union,  is  not  a  valid  Trade-Mark.    *Csrsoa  ▼.  Urf  H  al.,  617. 

17.  Samr— Bill  to  Rrstrain  thr  Making  and  Srllino  Coitntrrfritb  Tbrrrop— 

Prrsumftion  Arisino  from  such  MANtnTACTURR  AND  8alr.^A  bill  to  la- 
strain  defendants  from  making  and  selling  counterfeits  of  Labels  that  are  not 
Trade-Marks  may  be  maintained,  even  though  it  does  not  show  that  defand- 
ants  have  affixed  any  of  the  spurious  Labels  to  articlee  of  their  own  mana- 
fscture,  or  that  they  have' sold  any  articles  bearing  the  counterfeit  Labels^ 
where  it  appears  that  complainant  has  a  right  to  use  the  Label  and 
the  right  to  use  it  is  a  Talnable  one,  and  tha  adoption  of  the  Label  is  not  un- 
lawful or  opposed  to  public  policy,  and  that  he  has  sustaiaed  such  special 
pecnniary  damages  as  gives  him  a  right  to  complain  of  the  fraud.  From  tha 
fact  that  defendants  have  made  and  sold  spurious  Labels  a&dadTortisedthaoft 
for  sale,  it  will  be  presamed  that  they  intended  that  they  should  be  used  by 
the  persons  who  bay  them  on  articles  similar  to  those  on  which  complainant 
uses  them,  and  that  they  manufaotnze  and  sell  them  for  that 'purpose.    ^Id. 

18.  Samr. — Such  case  is  not  a  Trade-Mark  case,  and  the  Court  cannot  interlbrs  aa 

In  ordinary  Trada-Mark  cases.    */d. 

19.  Samr.— Cases  of  Cigar  Mdkare  ProteaiiM  Union  No,  98  ▼.  ConhMlmeiaL  (41ir. 

W.  Bep.,  943)  and  SeknoidorY.  WUHamo  (14  Atlantic  Bep.,  812)  distinguished 
from  the  case  at  bar.    */d. 

HO.  INDICTMRNT  UNDRR  TRADR-MaRK  STATUTRS  OF  UNITRD  9TATR8-*A0T  OF  18NI 

Imposing  Prnaltirs  for  Trrspass  upon  Biortb  Obtainrd  bt  thr  Bro- 
I8TRRINO  OF  Tradr-Marks  Dkclarrd  Invaud.— Au  indictment  under  tha 
Trade-Mark  statutes  (act  of  1876)  of  the  United  States  cannot  be  found. 
Said  act  fell  with  the  act  of  1870,  which  prorided  for  the  registration  of 
Trade-Marks  and  which  was  declared  to  be  unconstitutional  by  the  Suprema 
Court  of  the  United  SUtes,  and  is  as  much  a  dead  letter  as  said  act  of  1870, 
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and  wM  not  vivified  or  giyen  opeiutive  force  by  the  wet  of  1881.  ^UmUti 
Statu  r.  Koch,  634. 

21.  Suit  to  Rbstkaik  Dbfbxdamts  from  Using  PuLumrF's  Tbadb-Namb  ok 
Tiu]>b*Maiik  ok  Akticlb  Patbntbo  bt  Him.— Wbeie  it  appears  in  a  enit 
to  reetratn  defendants  from  aeinjf  plain tilTs  trade  name  or  trade- mark,  ap- 
plied by  him  to  an  article  for  which  he  had  obtained  a  patent,  that  the  de- 
feudantii  claimed  title  to  the  patent  under  assignment  from  platntiif  to  secure 
payment  of  a  note,  manufactured  nuder  it^  and  applied  the  name  to  the  pat* 
ented  article,  Btid  that  this  action  for  violation  of  right  to  the  name,  apart 
from  the  the  right  to  the  patent,  could  not  be  maintained,  t  fFaterman  M  at. 
y.Skijinn0»etal.,6M 

^.  8amb— Formal  Rbmkdibs.— In  such  case  plaintiff  must  obtain  redress  either  by 
a  suit  for  infringement  of  the  patent,  if  he  has  a  legal  title  to  the  patent,  of 
which  the  Federal  courts  alone  have  Jurisdiction,  or  by  a  direct  action  to 
compel  a  reassignment  of  the  patent,  in  which  the  defendants  can  be  made 
to  account  for  any  profits,    tid, 

^i,  Tradb-Makk— What  Dobs  not  CoxsTiTurft.— A  small  metallic  frame  con- 
taining a  portrait  fastened  to  a  piu,  so  as  to  b^  used  as  a  personal  ornament^ 
does  not  constitute  a  valid  Trade-Mark  when  so  attached  to  and  sold  with  a 
cigar  as  to  be  readily  detached  and  used  separately  in  the  manner  indicated. 
tHoeb  €t  dl.  V.  Bishop  ti  ai.,  e^. 

*M,  ABTICLB8  OF    COMMBRCIAL  VaLUB    CaNROT  BB   USBD  AB  TRADB-MaRKS  FOR 

OTUiiR  Articlbs. — ^An  article  having  a  distinct  commercial  value  of  its  own 
cannot  be  made  a  Trade-Mark  for  another  article  by  being  attached  to  and 
sold  with  it.    tld. 

*A.  Packaobs— Bill  to  Bbstraist  Imitatio.h  of— Prbaumptiox  op  Intbntiom 
TO  Impose  Upon  tub  Puuuc  from  Fact  of  Imitation.— Where  it  is 
charged  that  the  defendant  has  imitated  the  packages  of  the  plaintiff  for  the 
purpose  of  imposing  the  goods  of  the  former  upon  the  public  as  those  of  the 
latter,  not  ouly  must  the  fact  of  imitation  be  shown,  but  it  must  alw>  appear 
that  the  imitation  was  made  with  intent  to  impose  upon  the  public  as  afore- 
said, and  such  iatention  may  be  presamed  from  the  fact  of  imitation,  but  the 
presumption  is  not.  eonolusive  and  may  be  overcome  by  facts  showing  that 
the  imitation  was  for  other  and  innocent  purposes,  tld. 
TREATY  FOB  THE  PROTECTION  OF  INDUSTRIAL  PROPERTY. 

Lbgislation  for  the  Knforcbmbmt  of  the  Treaty  Nkckssary.— -This  treaty 
is  a  reciprocal  one.  Eaeh  party  to  it  covenants  to  grant  iti  the  future  to  the 
subjects  and  citizens  of  the  other  parties  certain  special  rights  in  considera- 
tion of  the  granting  of  like  special  rights  to  its  subjects  and  citizens.  It  is*, 
contract  operative  in  the  future  infraterritorially.  it  is  therefore  not  self- 
executing,  but  requires  legislation  to  render  it  effective  for  the  modification 
of  existing  laws.  iOpinUm  of  the  JHorHOff-Gentral  of  th»  fJnitod  StmteOy  ti5:t. 
U8E  OP  PATENTED  ARTICLES. 

1.  iMJUNcnoN—RiGiiTS  OF  PURCHASER  OF  Patbktkd  Machimb.— The  purchaser 
of  a  patented  machine  has  the  right  to  use  the  machine  until  worn  out  in  the 
manufacture  of  the  product  it  is  designed  to  make,  and  sell  the  same  in  the 
market,  and  to  designate  it  by  label  or  otherwise  as  the  product  of  the  inven- 
tion. *Mariha  WMhingion  Creamery  Jkiltored  FUmr  Companff  of  the  f/ailstf 
8tat$8  (Limited)  v.  Martieu,  49H. 

t.  Use  of  Patented  ARTicLSS—AssiONMisM-rs—rBRRiTORiAL  JKiuhts.— Where 
an  assignment  of  territorial  rights  has  been  made,  the  subsequent  purchase 
of  the  patented  article  from  the  inventor  or  a  later  assignee  (with  notice) 
will  not  entitle  the  purchaser  to  use  said  article  within  the  territory  of  the 
first-mentioned  assignee.  *^Mdsii  Axle  Company  v.  ^toadard  A^Work$tpSK^. 
2016  PAT 48  ^ 


USE  OF  PATENTED  ARTICLEiS-^oiitinaed. 
:).  Former  Dscision  Reviswed.    Jdawu  t.  tiurht  (33  0. 6.,  114 ;  C.  D.,  ISHS,  438) 
connieDted  upon,  and  HtUt  not  to  conflict.    *Id. 
USB  OF  PATENTED  INVENTIONS.    See  Iufnngenmi,  ». 

U.4E  OF  PATKXTBDi  PROCESSES  D Y  A  SUBSISQCE2CT  IX VKNTOR.—A  ponon  who  SOb- 

Mqaently  diflcoven  a  neur  mode  of  carrying  ont  a  patented  prooeas  is  not  en- 
titled to  oae  the  process  withoat  the  consent  of  the  patentee.  *ifor7sjf  Settf- 
inff  Maehi%e  Companjf  tt  al,  v.  Lanea9Ur^  380. 

VALIDITY  OF  PATENTS.  See  ComJ^natiow,  3;  ComHrHciiom  of  Sp9eifUiaium%  tmd 
PatMU,  6;  Joint  Invention;  Oath  of  AppUeant,  1. 

N  uLLiriCAtioN  OF  Patents— Patbmteb—Assiqkbb.^A  patentee  may  not,  as  against 
the  iissigneeH  of  his  entire  intereitt,  mo  re^itrict  and  qualify  the  claims  of  his 
psteiit  as  to  make  them  void  for  want  of  novelty.    *  Jdlse  et  aL  ▼.  Tkoma9f  427. 

VALID  PATENTS.  See  Constrnetion  of  SpeeifieatUmi  and  PatenU,  3,  4.  (>;  ParUenlar 
Patents,  1, 4, 14,  W,  21,  «4,25,  2«,  35, 3»,  41,  4:1, 46, 49, 51,  .52,  «d,  69,  70, 7:^,  75, 715, 
77,79,80,82. 

VIOLATION  OF  AN  INJUNCTION.    See  Motion  for  AUaekmtnt  for  Contempt. 

VOID  CLAIMS.    See  Partientar  PatenU,  9;  Bei9%neB,  5. 

VOID  PATENTS.  See  AnignmonU,  1 ;  A9Bignmont  of  Void  Pateni$ ;  Comotrnotion  of 
Spedfioationti  and  Patent;  9, 10 ;  Dieinion  of  Application,  7  ;  Limitation  of  United 
Statee  PatenU  bg  Foreiff§  Patents  Preeionelg  Granted,  5 ;  iyaik  of  Applicant,  3 ; 
Particular  Patoste,  3.8,9,10,  11,  13.15.16, 18, 23, 2^,  29, 31, 32,34,36, 38, 40, 42, 
44, 45, 47, 5:1,  .>!,  55, 57, 58, 50, 60, 61. 62, 6:i,  (M,  65, 66, 67, 71, 72, 78. 81, 83, 84 ;  i'uth- 
tic  Use;  /SeisfSM,  1,3,7,8. 

WITHDRAWAL  OF  CASE  FROM  ISSUE. 

1.    WlTUDRAWAL  FROM  ISSUE  FOR  PORFOSB  OF  AMBKDMENT^BULBS  78  AVD  165.— 

While  It  10  a  general  rule  that  applications  which  have  been  allowed  will  not 
be  recalled  for  the  parpoM  of  amendment,  an  exception  to  the  rnle  mmit  be 
recognized  in  cases  where  great  hardship  or  irreparable  iujnry  wonld  other- 
wise resnlt.  Esparto  Mtfers,  19H. 
'J.  Sam K.-~ Where  the  claims  vonght  to  be  introduced  by  am>*iidmeut  were  so  spe- 
cially pertinent  to  the  aubjeot-matier  of  the  appUoation,  and  were  ho  insepa- 
rable in  their  nature  from  the  particular  invention  songht  to  be  patented  that 
if  they  wer^  to  be  allowed  in  another  application  there  would  be  grave  doubt 
whether  the  pateut  therefor  would  hn  a  valid  patent,  amoiidHieut  after  allow* 
anct*.  was  permitted.  Id, 
WITNESS.    See  Uamagtm  and  Profile^  5;  Interference,  5. 
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